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THE  LAW  AND  PEACTICE 


OF 


LETTERS  PATENT  FOR  INVENTIONS. 


CHAPTER  I. 

Historical  and  Introductory. 

the  prerogative  of  the  crown  to  grant  monopolies 

bt  letters  patent  and  the  limitations  imposed  thereon 

by  the  statute  op  monopolies. 

Vo  Property  in  an  Invention. — Neither  at  common  law  nor  by 
statute  is  there  any  property  in  an  invention.  Hence  no  inventor, 
as  such,  is  in  law  entitled  to  the  sole  use  of  bis  invention.  He  may 
exclude  others  from  participation  in  its  benefits,  by  keeping  the 
product  of  his  ingenuity  secret ;  but  if  he  adopts  this  course  it  will 
generally  be  at  the  price  of  himself  abstaining  from  all  profitable 
use  of  the  invention.  For  if  he  once  publishes  his  invention  either 
by  use  in  public  or  by  description,  so  that  others  become  cognizant 
of  the  manner  of  performing  it,  the  public  are  free  to  use  it  as  they 
please,  and  he  cannot  by  virtue  of  any  property  in  it  peculiar  to 
himself  restrain  them  from  so  doing. 

Hence  an  inventor  who  desires  to  secure  to  himself  the  full 
benefit  of  his  ingenuity  must  not  only  invent  but  also  acquire  by  a 
farther  step  that  right  to  the  exclusive  use  of  his  invention  which 
is  not  a  legal  incident  of  the  successful  exercise  of  the  inventive 
faculty.  In  other  words,  he  must  obtain  by  grant,  for  such  period 
as  the  law  permits,  the  sole  use  of  his  invention.  This  is  a  monopoly 
and  by  English  law  can  be  granted  only  by  the  Sovereign,  in  whom 
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from  time  immemorial  has  been  vested  the  right  of  thus  bestowing 
upon  an  inventor  the  sole  benefit  of  his  invention. 

Tha  Granting  of  Monopolies  a  Prerogative  of  the  Crown. — The 
right  of  the  Crown  to  make  such  grants  does  not  spring  from, 
though  it  has  been  from  time  to  time  controlled  by,  parliamentary 
enactment.  It  is  an  inherent  part  of  the  royal  prerogative ;  (a) 
one  of  those  powers  which  the  law  recognizes  as  vested  in  the 
Sovereign  for  use  for  the  public  good;  a  power  in  its  origin 
outside  of  and  apart  from  the  common  law,  and  yet  admeasured 
thereby,  so  that  it  shall  not  tend  to  the  prejudice  or  hurt  of  any 
subject,  {b)  "  The  king's  prerogative,"  says  Sir  Henry  Finch, 
*'  stretcheth  not  to  the  doing  of  any  wrong."  (c)  Thus  the 
prerogative  rights  of  the  Crown  enjoy  legal  sanction,  not  for  the 
private  advantage  of  the  Sovereign,  but  for  the  general  good  of 
the  community,  {d) 

The  powers  of  the  prerogative  are  of  great  antiquity ;  in  fact, 
as  ancient  as  the  law  itself,  (e)  Thus,  from  time  immemorial  the 
Crown  has  claimed  and  exercised  the  right  of  granting  by  charters 
and  letters  patent  franchises  and  privileges  to  individuals  and 
corporations.  The  subject-matters  of  such  grants  have  been 
numerous  and  diverse ;  here,  however,  it  is  only  material  to  con- 
sider the  use  of  this  power  in  respect  of  trade  and  the  industrial 
development  of  the  country. 

Origin  of  the  Boyal  Prerogative  in  relation  to  Trade. — At  a  very 
early  period  the  king  assumed  in  English  history  the  position  of 
arbiter  and  protector  of  commerce.  (/)  As  the  force  in  the  Consti- 
tution responsible  for  the  peace  of  the  land  and  the  orderly 
government  of  the  community,  he  was  the  natural  guardian  and 

(a)   "By  the   word    prerogative    wo  not   to   be    aUowed   by   law"  (Bacon's 

uraaUy    understand    that    special    pre-  AMdgt.^  7th  edit.  vol.  vi  385). 
eminence  which  the  king  hath  over  and  (o)  Description  del  Comfnon  Leyn  d* 

above  all  other  persons,  and  out  of  the  AngUterre  (pnb.  1613),  edit.  1759,  p.  85. 
ordinary  course  of  the  oommon  law,  in  (d)  Per  Lord  Kenyon,  C.J.,  in  Yorke  v. 

right  of  his  regal  dignity  "  (Blackstone's  DayreU,  4  T.  B.,  p.  410. 
Com.,  vol.  i.  bk.  1,  c.  7) ;   **  The  king's  («)  "  The  rights  and  prerogatiyea  of 

prerogative  is  part  of  the  law  of  England  the  Grown  are  in  most  things  as  ancient 

and   comprehended    within    the    same"  as  the  law  itself;  for  though  the  Statute 

(Coke,  2  InsL  496).  17  Ed.  II.  st.  1,  commonly  called  De  pre- 

(h)  See  Willion  v.  Berkeley  (temp.  8  rogativa  Begis,  seems  to  be  introdactive 

Eliz.),    Plowden's    Beps.,  edit.  1779,  p.  of  something  new,  yet  for  the  most  part 

236.    Bracton   says,  '*Ip8e  autem   rex,  it  is  but  a  sum  or  collection  of  certain 

non  debet  esse  sub  homine,  sed  sub  deo  prerogatives  that  were  known  law  long 

et  sub  lege,  quia  lex  facit  regem  "  (De  before  **  (Bacon's  AbridgLt  7th  edit.  voL  vi. 

LegibuB  Angliae,  lib.  i.  c.  8).    '*  All  pre-  p.  387). 

rogatives  must  be  for  the  advantage  and  (/)  See    Blackstone,    Com,,    bk.     1, 

good  of  the  people,  otherwise  they  ought  c.  7,  v. 


THE  PREROGATIVE  IN  RELATION  TO  TRADE         3 

fosterer  of  trade.  When  life  and  property  were  insecure,  popu- 
lation sparse,  and  commonication  between  the  different  parts  of 
the  realm  difficult  and  hazardous,  combination  under  the  protection 
of  the  central  executive  authority  was  essential  to  the  maintenance 
and  development  of  trade.  Hence  merchants  and  craftsmen,  for 
their  mutual  safety,  formed  themselves  into  guilds  and  societies 
under  royal  charters  of  privilege.  The  king's  peace  made  trade 
possible ;  the  king's  charter  regulated  its  exercise.  Each  craft  or 
trade  became  a  separate  mystery,  the  practice  of  which  was  rigidly 
limited  to  members  of  the  guild  or  society  and  those  who  obtained 
entrance  thereto  by  serving  a  period  of  apprenticeship. 

In  addition  to  this  regulation  of  internal  trade,  the  Grown 
likewise  played  a  leading  part  in  promoting  the  introduction  of 
new  trades  and  manufactures  from  abroad,  by  issuing  licenses 
OT  letters  of  protection  to  traders  and  craftsmen  who  were  subjects 
of  foreign  states,  (g) 

From  letters  of  protection  the  step  was  inevitable  to  letters 
of  privilege,  and  thus  the  law  early  recognized  that  the  Grown 
might,  as  an  encouragement  to  introducers  of  new  trades,  grant 
to  such  persons  advantages  not  enjoyed  by  subjects  of  the  Grown 
at  large.  Hence,  under  the  40th  year  of  Edward  III.  it  is  laid 
down  in  the  Year-book  that  arts  and  sciences  are  greatly  favoured 
in  law,  and  the  king,  as  chief  guardian  of  the  common  weal,  has 
power  and  authority  by  his  prerogative  to  grant  many  privileges 
for  the  sake  of  the  public  good,  although  prima  facie  they  appear 
to  be  clearly  against  common  right,  {h)  Such  privileges  were 
granted  by  letters  patent,  ue.  open  letters  addressed  in  the  name 
of  the  sovereign  to  all  to  whom  they  may  come,  and  attested  by 
an  impression  of  the  great  seal  appended  at  the  foot,  (i) 

Limitationfl  Imposed  on  the  Prerogative  by  Law. — Although  the 
law  thus  recognized  the  royal  right  of  intervention  in  matters  of 

(g)  In  1331  Edward  UI.  granted  letters  (h)  40  Ed.  III.,  pt.  iy.  ful.  17, 18. 
of  i^tection  to  John  Kempe,  a  native  of  (t)  Now,  in  the  case  of  patents  for  in- 
Flandeifl,  to  enahle  him  to  set  np  the  ventions,  the  seal  of  the  Patent  Office. 
indastiy  of  cloth-making  in  England.  **The  king's  grantf,"  sajs  Blackstone, 
Similar  g^rants  were  made  in  1336  to  two  **  are  also  of  pnhlic  record.  These  grants, 
veavers  of  Brabant,  and  in  1368  to  three  whether  of  lands,  honours,  liberties,  fran- 
doekmakers  of  I>elft  In  1440  Henry  VI.  chises,  or  ought  besides,  are  contained  in 
made  a  similar  grant  to  John  Shiodame,  charters,  or  letters  patent,  that  is,  open 
the  introducer  of  a  new  method  of  manu-  letti^rs,  lUerm  paUniea :  so  called  because 
factnriD^  salt :  while  again,  in  1452,  a  they  are  not  sealed  up,  but  exposed  to 
grant  waa  made  to  three  Bohemian  miners  open  view,  with  the  great  seal  pendant 
who  possessed  meUarem  aeientiam  in  at  the  bottom;  and  are  usually  directed 
mineris.  See  an  article  by  Mr.  E.  W.  or  addressed  by  the  king  to  all  his  sub- 
Holme  in  the  Law  QuarUrty  Review  jects  at  large  "  (Com.^  vol.  ii.  bk.  ii.  c.  21, 
(1896),  Tol.  xii.  p.  141.  edit.  1809,  p.  346). 
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trade,  it  vigilantly  watched  its  exercise  and  protested  against  its 
abuse.  For  the  freedom  of  trade  was  a  principle  dear  to  the 
common  law;  and  just  as  private  contracts  in  restraint  of  that 
freedom  were  repugnant  to  the  law,  so  royal  grants  having  the 
like  effect  could  only  be  justified  on  exceptional  grounds.  Hence 
the  law  early  denied  the  validity  of  grants  which  purported  to 
place  in  a  few  hands  a  trade  already  known  and  used  by  others ; 
for  this  was  to  abridge  the  vested  rights  of  the  subject.  (J) 

"The  kiiig*8  grant  of  a  monopoly,"  says  Bacon,  "as  of  the  sole 
buying,  selling,  working,  making,  or  using  of  any  commodity,  is  not  only 
void  by  the  common  law,  but  the  persons  procuring  such  grants  are  said 
to  be  punishable  by  fine  and  imprisonment.  And  indeed  the  freedom  of 
trade  and  labour  is  of  such  consequence  that,  as  no  man  can  by  his  own 
act  totally  debar  himself  of  this  privilege,  much  less  can  he  be  restrained 
by  the  king's  letters  patent."  (k) 

Monopolies  of  existing  trades  were  objectionable  on  the  double 
ground  that  they  took  away  from  a  limited  number  of  persons 
a  lawful  livelihood,  and  increased  for  all  the  price  of  the  com- 
modity covered  by  the  grant.  (Z)  Nevertheless,  with  the  increase 
of  the  royal  authority  in  the  Tudor  period,  such  grants  became 
frequent.  They  afforded  an  easy  means  at  once  of  rewarding 
favourites  and  increasing  the  royal  revenues ;  and  hence,  though 
ever  without  law,  were  never  without  friends,  (m) 

The  granting  of  these  monopolies  was  carried  by  Elizabeth  to 
an  enormous  height,  (n)  By  the  close  of  her  reign,  however,  not- 
withstanding the  high  pretensions  of  the  Grown,  the  principles  of 
law  applicable  to  such  grants  were  clearly  settled ;  and  monopolies, 
though  not  invalid  per  se,  were  admitted  to  be  unlawful,  if  so 
granted  as  to  be  injurious  to  the  public  interest.  Thus  a  monopoly 
of  a  known  trade  found  no  favour  with  the  law,  but  a  monopoly  of 
a  trade  new  in  the  realm,  granted  for  a  limited  time  by  way  of 
encouragement  to  the  first  inventor  or  introducer  thereof,  was 

(J)  Parliament  frequently    interfered  Elizabeth's  abuse  of  the  pierogative  in 

to  vindicate  freedom  of  trade  against  en-  this  respect  by  a  debate  in  the  parliament 

croachment.    See  9  Ed.  II[.  st.  I,  o   1;  of  1601.      Monopoly  patents    had  been 

25  Ed.  III.  St.  4,  c.  2;  31  Ed.  III.  c.  10;  granted    for   all    sorts   of    commodities, 

2  R.  II.  st  1,  c.  1 ;  12  H.  VII.  c.  6.  Secretary  Cecil  enumerates  upwards  of  a 

(fc)  Abridgement,    7th    edit.    vol.    \i.  score.    See   ParL  Hiit.f  vol.  i.  pp.  926, 

p.  499.  927, 929  ;  D'Ewo's  JoumaU  of  Pari,  edit., 

(0  See  Hawkins,  Plea*  of  Ike  Crown,  1682,  pp.  615,  646,  652.    The  duration  of 

bk.  i.  c.  79,  s.  2;  edit.  1716,  p.  231.  these  grants  seems  to  have  ranged  from 

(m)  Ck)ke,  3  Inst.  c.  85, 182.  seven  to  twenty  years.    See  Mr.  £.  W. 

(n)  Blackstone,  Corns.,  bk.  iv.  c.   12.  Hnlme's  Article,  Law  Quarterly  Beview, 

Much  interesting  light  is  thrown  upon  vol.  xii.  p.  14 1 . 
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regarded  as  a  legitimate  stimulus  to  trade  enterprise  and  therefore 
beneficial  to  the  whole  community.  A  glance  at  the  early  autho- 
rities will  illustrate  this. 

In  the  time  of  Edward  III.  one  John  Pechey  obtained  a  license 
under  the  great  seal  that  he  only  might  sell  sweet  wines  in 
London.  For  this  monopoly  he  was  arraigned  at  the  bar  in  par- 
liament, where  the  patent,  after  great  advice  and  dispute,  was 
adjudged  void,  and  before  his  face,  in  open  parliament,  cancelled 
because  he  had  exacted  3«.  and  ^d.  for  every  tun  of  wine,  he 
himself  being  adjudged  to  prison  until  he  had  made  restitution  of 
aU  he  had  ever  received,  and  paid  a  fine  of  £500  to  the  king,  (o) 

A  patent  for  the  sole  making  and  selling  of  frisadoes  in 
England  during  a  stated  period  was  granted  by  Elizabeth,  to  one 
Hagtings,  in  consideration  of  his  having  brought  into  the  realm 
the  skill  of  making  frisadoes  as  they  were  made  in  Haarlem  and 
Amsterdam  beyond  the  seas.  The  patentee  took  proceedings  upon 
this  patent  against  certain  clothiers  of  Goxall,  for  making  frisadoes 
in  breach  of  his  monopoly ;  but  failed  upon  the  defendants  shewing 
that  they  had  done  what  he  complained  of  before  the  making  of 
'  his  grant,  (p) 

In  Matthey's  case,  a  patent  had  been  granted  for  the  making 
of  knives  with  bone  hafts,  a  device  which  the  patent  alleged  that 
Matthey  had  first  introduced  from  abroad.  But  the  Wardens  of 
tho  Company  of  Cutlers  proved  that,  except  for  a  trifling*di£ference, 
they  had  made  similar  knives  before,  and,  therefore,  the  patentee 
"  could  never  have  the  benefit  of  this  patent,  although  he  laboured 
Tery  greatly  therein."  {q) 

Again,  in  Humphrey's  case,  a  patent  had  been  granted  for  an 
instrument  for  melting  lead,  upon  the  supposition  that  the  instru- 
ment was  the  patentee's  own  invention.  But,  doubt  being  cast 
upon  this  in  a  proceeding  before  the  Exchequer  Chamber,  the 
Court  held  that  if,  as  alleged,  the  invention  had  been  used  before 
within  the  realm,  the  patentee  could  not  have  that  exclusive  use 
thereof  which  his  patent  purported  to  give  him.  (9) 

The  Case  of  Monopolies. — Next  in  the  well-known  case  of  Darcy 
T.  Allin  (r)  at  the  close  of  Elizabeth's  reign,  the  validity  of  letters 

(o)  D*Ew6*8  JoumaU,  edit.   1682,  p.  when  judgment  was  ^iven.    It  is  reported 

615;  FarL  Hut,  vol.  i.  p.  926;  Coke  3,  in  Moore's  Rs.,  pp.  671  to  675;  Noy's  Rs., 

/mrf.  181 :  Bet.  Par.,  50  Ed.  III.,  nu.  33.  pp.  173  to  186;  Coke's  Rs..  pt  xl  84  b. 

(p)  Noj*8  Reps.  183.  The  Tarions  reports  are  carernlly  collated 

(q)  Ibid. ;  also  a  grsni  of  Elizabeth.  and  edited  by  Mr.  J.  W.  Gordon  in  his 

(r)  This   case    was   argued    between  recent  book  on    Monopoliei   hy  PaienU, 

Trin.  Term,  1602,  and  Easter  Term,  1603,  pp.  193  to  234. 
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patent  for  trade  monopolies  was  exbaustiyely  debated  before  tbe 
Coort  of  King's  Bencb.  In  tbis  case  tbe  plaintiff,  Edward  Darcy, 
alleged  tbat  Queen  Elizabeth  bad  by  letters  patent  granted  to  one 
Balpb  Bowes  for  a  period  of  twelve  years  and  thereafter  to  tbe 
plaintiff  for  a  fortber  period  of  twenty-one  years,  tbe  sole  rigbt  of 
importing  playing  cards  and  of  making,  buying  and  selling  tbem 
in  England;  tbat  tbe  defendant,  a  baberdasber  of  London,  in 
breacb  of  tbe  plaintiff's  monopoly,  bad  made  eigbty  gross  of  playing 
cards  luid  imported  one  bundred  gross  more,  and  sold  balf  a  gross 
witbout  tbe  license  of  tbe  Queen  or  consent  of  tbe  plaintiff,  and  so 
defrauded  tbe  plaintiff  of  tbe  benefit  of  bis  charter.  Tbe  defendant 
contended  tbat  tbe  patent  was  bad,  on  tbe  ground  tbat  it  created 
a  monopoly  of  a  known  industry.  After  bearing  repeated  argu- 
ments, tbe  Court  of  King's  Bencb  beld  tbat  tbe  plaintiff's  grant, 
being  a  monopoly,  was  utterly  void,  as  contrary  to  tbe  common  law 
and  against  divers  Acts  of  Parliament,  (s). 

Tbis  case  is  important,  not  only  on  account  of  tbe  view  it  affords 
of  tbe  earlier  authorities,  but  also  as  shewing  through  the  argu- 
ments adduced  on  both  sides  tbe  extent  to  which  the  common 
law  by  1603  had  established  its  right  to  limit  the  indiscriminate' 
exercise  of  tbe  royal  prerogative  in  the  granting  of  monopoly 
patents.  Thus  it  is  nowhere  suggested  by  the  counsel  who  argued 
for  the  patent  that  a  Grown  grant  is  above  the  law  and  ipso  f<icto 
sufficient  authority  to  support  any  monopoly.  On  the  contrary,  it 
is  admitted  that  there  is  an  onus  upon  the  patentee  to  shew  that 
bis  grant  is  for  the  public  good.  Sir  E.  Coke  (Att.-Gen.)  and  Flem- 
ming  (Sol.-Gen.),  counsel  for  the  plaintiff,  both  defended  the  grant 
in  this  case  upon  the  ground  that  card  playing  was  the  cause  of 
idleness  and  want,  and  a  misemployment  of  time.  From  this  they 
argued  that  the  free  and  uncontrolled  making  or  importing  of  cards 
was  a  national  evil  which  the  king's  patent  might  in  the  public 
interest  prohibit  altogether  and  therefore  certainly  restrain. 
Further,  they  admitted  by  implication  that  the  grant  of  a 
monopoly  of  an  existing  trade  was  void  in  law,  by  the  attempt 
they  made  to  save  tbe  patent  in  this  case  from  the  application  of 
that  principle  by  arguing  that  cards  were  not  any  merchandize  or 
thing  concerning  trade  of  any  necessary  use,  but  things  of  vanity. 
Indeed,  the  whole  course  of  the  argument  shews  that  it  was  com- 
mon ground  between  the  parties  that  royal  letters  patent  are 
subject  to  review  by  the  judges,  who  must  determine  whether  they 
are  good  or  bad  according  to  the  ancient  allowance.    Again,  no 

(«)  See  ante,  p.  4,  n.  (j). 
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Baggestion  is  foand  in  the  argument  that  trade  monopolies  are 
bad  per  se  (t).  It  is  assumed  throughout  that  in  a  proper  case  the 
Court  will  enforce  the  grant. 

What  at  common  law  were  at  this  time  considered  to  be  the 
incidents  of  a  valid  monopoly  patent  was  succinctly  stated  by  Fuller, 
one  of  the  counsel  for  the  defendant,  in  a  passage  which  has  since 
been  so  frequently  quoted  as  a  correct  exposition  of  the  law,  that  it 
may  be  regarded  as  invested  now  almost  with  the  authority  of  a 
judicial  deliverance.    That  passage  is  as  follows  : — 

"  Now,  therefore,  I  will  shew  you  how  the  judges  have  heretofore 
allowed  of  monopoly  patents,  which  is  that  whore  any  man  of  his  own 
charge  and  industry  or  by  his  own  wit  or  invention  doth  bring  any  new 
trade  into  the  Realm,  or  any  engine  tending  to  the  furtherance  of  a  trade 
that  never  was  used  before,  and  that  for  the  good  of  the  realm ;  that  in 
such  cases  the  king  may  grant  him  a  monopoly  patent  for  some  reasonable 
time,  until  the  subjects  may  learn  the  same,  in  consideration  of  the  good 
that  he  doth  bring  by  his  invention  to  the  commonwealth ;  otherwise  not.*' 

Policy  of  the  Crown  under  James  I.— One  of  the  results  of  this 
celebrated  case  was  the  publication,  in  1610,  of  a  book  or  declara- 
tion in  the  name  of  King  James  I.,  in  which  the  royal  pleasure 
in  matters  of  bounty  was  set  forth  (u).  In  this  book  monopolies 
were  expressed  to  be  ''  things  contrary  to  our  laws,"  and  suitors 
were  commanded  not  to  move  the  king  in  respect  of  them.  From 
this  command,  however,  were  excepted  **  projects  of  new  invention, 
so  they  be  not  contrary  to  the  law,  nor  mischievous  to  the  State, 
by  raising  prices  of  commodities  at  home,  or  hurt  of  trade,  or 
otherwise  inconvenient." 

Some  five  years  later,  in  1616,  trade  monopolies  again  came 
under  the  notice  of  the  Courts  in  the  case  of  the  Clothworksrs 
of  Ipswich  (v).     In  that  case  the  action  was  brought  by  the 

(t)  Sir  E.  Coke  in  his  Gommentarj  on  naiDg  of  anything,  whereby  any  pcraon  or 

the  Statute  of  Monopolies  seems,  by  limit-  persons,  bodies  politic  or  corporate,  arc 

ing  his  definition  of  a  monopoly  to  the  snnght  to  be  restrained  of  any  freedom  or 

objectionable  type  which  the  common  law  liberty  that  they  had  before,  or  hindered 

condemned,  to  suggest  that  all  monopolies  in  their  lawful  trade  "  (S  Inst  c.  85). 
are  bad  in  law.    But  this  obviously  is  (u)  Coke  says  that  this  case  was  *'  the 

incorrect    For  the  sole  right  of  nsing  a  principal  motive  of  the  publishing  of  the 

new  iuTention  is  clearly  a  monopoly,  and  King's  Book  "(3  Inst.,  181).  Acopy  of  this 

this  the  common  law  never  condemned,  curioud  book  is  reprinted  by  Mr.  J.  W. 

Sir  £.  Coke's  definition  is  as  follows :—  (Gordon,  in  his  Monopofiea  by  Patenii,  pp. 

'*  A  monopoly  is  an  institution  or  allow-  160-198. 

ance  by  the  king  by  his  grant,  coiumission  (v)  Godbolt*s   Reps.,   p.   252 ;  Ooke's 

or  otherwise  to  any  person  or  persons.  Reps,  pt  zi.  53  a.    This  case  was  heard  in 

bodies  politic  or  corporate,  of  or  for  the  the  Court  of  King's  Bench,  Easter  Term, 

sole  buying,  selling,  making,  working,  or  1615,  Sir  E.  Coke  then  being  Chief  Justice. 
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Corporation  of  Ipswich  Clotbworkers  against  a  defendant  who  bad 
used  the  trade  of  a  tailor  in  their  town.  The  plaintififs  alleged 
that  the  king,  by  his  charter,  had  incorporated  them,  and  granted 
them  the  sole  trade  of  clothworker  or  tailor  in  Ipswich.  The  Court 
of  King's  Bench,  as  appears  by  the  following  extract  from  God- 
bolt's  Beports,  held  that  this  constitution,  or  ordinance,  was 
unlawful. 

"And  it  was  agreed  by  the  Court  that  the  king  might  make  cor- 
porations, and  grant  to  them  that  they  may  make  ordinances  for  the 
ordering  and  government  of  any  trade ;  but  thereby  they  cannot  make  a 
monopoly,  for  that  is  to  take  away  free  trade,  which  is  the  birthright  of 
every  subject." 

But  the  judges  also  agreed  that — 

"  If  a  man  hath  brought  in  a  new  invention  and  a  new  trade  within 
the  kingdom,  in  peril  of  his  life  and  consumption  of  his  estate  or  stock,  or 
if  a  man  hath  made  a  new  discovery  of  anything,  in  such  cases  the  king, 
of  his  grace  and  favour,  in  recompense  of  his  costs  and  travail,  may  grant 
by  charter  unto  him  that  he  only  shall  use  such  a  trade  or  traffic  for  a 
certain  time,  because  at  first  the  people  of  the  kingdom  are  ignorant, 
and  have  not  the  knowledge  or  skill  to  use  it.  But  when  that  patent 
is  expired,  the  king  cannot  make  a  new  grant  thereof.  For  when  the  trade 
has  become  common,  and  others  have  been  bound  apprentices  in  the  same 
trade,  there  is  no  reason  that  such  should  be  forbidden  to  use  it.'' 

Thus,  at  the  commencement  of  the  seventeenth  century,  two 
kinds  of  monopoly  by  patent  were  well  known  in  England ;  both 
creatures  of  the  royal  prerogative;  the  one  justified  and  sup- 
ported by  the  law,  the  other  regarded  as  a  usurpation  and  an 
abuse;  the  first,  a  monopoly  of  a  new  trade  or  contrivance 
tending  to  the  public  advantage,  granted  for  a  reasonable  time 
only,  by  way  of  reward  and  encouragement  to  the  first  inventor 
or  introducer  thereof ;  the  second,  a  monopoly  of  a  trade  or  con- 
trivance already  known  and  used  by  others,  granted  in  depriva- 
tion of  their  rights  to  some  suitor  of  the  Crown  who  had  conferred 
no  benefit  upon  the  public,  and  was  therefore  undeserving  of  such 
reward. 

Examples  of  Illegal  Patents. — Although  the  incidents  of  a  good 
patent  were  thus  clearly  settled  at  common  law,  and  the  king  in 
his  book  had  announced  his  royal  intention  to  grant  no  further 
monopolies  except  for  projects  of  new  inventions,  the  abuse  of  the 
prerogative  in  the  issuing  of  illegal  patents  rapidly  became  under 
James  I.  an  even  greater  source  of  oppression  and  discontent  than 
it  had  been  under  Elizabeth. 
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Grants  conferring  monopolies  of  excessive  duration,  and  inter- 
fering with  existing  trades,  were  obtained  by  many  persons,  and 
oppressively  enforced  before  the  Privy  Council,  under  commissions 
and  proclamations.    A  few  of  these  grants  may  be  briefly  noticed. 

In  February,  1619,  a  patent  was  granted  to  Abraham  Baker 
for  the  making  of  smalt,  which  gave  the  patentee  a  monopoly  for 
the  term  of  thirty-one  years,  although  two  previous  patents  (one 
declared  prejudicial  and  void  by  the  king,  the  other  surrendered 
by  the  grantee)  had  been  granted  in  respect  of  the  same  monopoly 
to  the  same  patentee,  (tc?)  By  the  terms  of  this  grant  Baker 
undertook  to  make  in  the  kingdom  smalt  as  good  and  cheap  as 
the  like  brought  from  beyond  the  seas  within  the  seven  years 
preceding  the  date  of  the  first  patent.  The  grant  was  expressed 
to  be  made  by  way  of  reward  for  Baker  s  great  labours  and 
expenses  in  attaining  this  mystery,  and  for  his  encouragement 
and  that  of  others  in  the  like  endeavours.  It  prohibited  the 
importation  of  smalt  made  abroad,  and  thus  struck  at  a  trade 
already  existing  when  this  monopoly  was  first  granted. 

With  Baker  8  patent  may  be  compared  the  patents  granted  by 
James  L  for  the  making  of  glass  with  coal,  on  the  pretext  that 
it  was  necessary  for  the  pubUc  good  to  stop  the  use  of  wood  for 
this  purpose;  the  making  of  glass  with  timber  being  alleged  in 
the  letters  patent  to  be  ''  the  greatest  and  thiefest  means  to  con- 
sume and  destroy  timber  and  wood."  The  glass  patents  created 
wide  discontent,  because,  by  prohibiting  the  importation  of  foreign- 
made  glass,  they  at  once  raised  the  price  and  depreciated  the 
quality  of  the  glass  formerly  sold,  (x) 

Three  other  monopolies  of  an  even  more  objectionable  character, 
and  most  oppressively  enforced,  led  to  the  intervention  of  the 
House  of  Commons.  The  first  concerned  inns,  and  in  effect 
compelled  every  person  who  kept  an  inn  to  take  out  a  license 
from  certain  private  persons.  (^)    The  second  was  of  the  same 

(w)  The  first  was  granted  to  Baker  to  be  avoided.     See  1  W.  P.  G.  pp.  17 

jotnUy  witli  two  other  perBona.    See  these  to  27. 

pateola,  1  W.  P.  C.  pp.  9  to  18.  (y)  This  grant  was  made  (3rd  March, 

(x)  Three  patents  were   granted  for  1617)  apparently  in  the  form  of  a  Com- 

making  glass ;    the  first  two  being  for  mission,  Sir  Giles  Mompesson,  Sir  Giles 

the  term  of  twentj-one  years  each.    The  Bridges,  and  James  Thurbume  being  the 

third  (to  Sir  Robert  Hansel)  was  limited  grantees  (Pat.  Boll  14,  Jao.  I.  c.  22).    It 

to  a  period  of  fifteen  years.  It  was  granted  authorized  Sir  Giles  Mompesson,  and  at 

in  1624,  and  removed  the  restraint  upon  least  one  other  Oommissioner,  to  grant 

the  importation  of  foreign  glass.    Further  licenses  for  inns  and  charge  fees  for  so 

noreotorroyalty  was  made  payable  under  doing,  on    the  pretext   that   there  were 

it  to  the  Grown.    In  this  way  the  en-  many  unauthorized  inns  in  the  country. 

haneiDg  of  the  price  of  glass  was  intended  A  second  grant  was  made  with  reference 
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natare  with  respect  to  ale-bouses.  The  third  granted  a  monopoly 
of  the  making  and  selling  of  gold  and  silver  thread,  (js)  Under 
this  patent  great  quantities  of  counterfeit  gold  and  silver  thread 
were  made  from  copper  and  other  sophisticated  materials,  while 
persons  who  did  an  honest  trade  in  the  genuine  articles  were 
thrown  into  gaol,  and  fined  severely  as  infringers  of  the  patent,  (a) 

These  monopolies  led  to  a  conference  of  the  two  Houses.  8ir 
Giles  Mompesson  and  Sir  Francis  Michell,  who  had  been  mainly 
instrumental  in  enforcing  them,  were,  in  the  Session  of  1601, 
impeached  by  the  Commons,  degraded  from  their  knighthood, 
and  otherwise  severely  punished  by  the  Lords.  (6)  The  king, 
finding  how  high  the  feeling  ran,  himself  came  down  to  the  House 
and  announced  his  intention  to  revoke  the  grants. 

Tha  Statute  of  Monopolies. — The  continued  misuse  of  the  royal 
prerogative  in  the  granting  of  these  illegal  patents  resulted  in 
1624  in  the  passing  of  the  Statute  of  Monopolies  (21  Jac.  I. 
c.  3)  (c).  This  Act,  "forcibly  and  vehemently  penned  for  the 
suppression  of  all  monopolies,"  did  not  introduce  any  new  prin- 
ciple of  law.  Beciting  in  its  preamble  the  King's  Book  of  Bounty, 
the  royal  command  therein  contained  that  suitors  should  not 
presume  to  move  the  king  for  grants  of  monopolies,  and  the  fact 
that,  nevertheless,  upon  misinformations  and  untrue  pretences  of 
public  good,  many  such  grants  had  been  unduly  obtained  and 
unlawfully  put  in  execution,  it  enacted  that  all  monopolies  and 
all  commissions,  grants,  licenses,   charters,   and  letters  patent 

to  the  same  matter  sixteen  days  later,  to  silver  thread.  It  also  was  surrendered,  and 

Sir   Giles  Mompesson    and    his  brotlier  a  third  patent  granted  to  one  Fowle,  in 

(19th  Marcli,  1617).    See  ArcJimologia  of  1618.    Sir  Giles  Mompesson'a  name  first 

Soc.  of  Antiquariei  of  L<mdon,  vol.  zli.  p.  appears  in  a  CJommisidon  to  enforce  this 

235.    The  Commons  reported  to  the  Lords  last  patent,  dated    20th  October,  1618. 

that  proceedings  had  been  taken  against  Two  royal  procLimations  and  two  royal 

4000  persons  nndcr  this  monopoly  (see  Commissions  were  issued  in  aid  of  these 

Pari  HtU.y  vol.  i.  1219).  patents.    See  Areh»6U>gia  of  Society  of 

(«)  Sir    Giles    Mompesson    was    also  Antiquarxe$  of  London^  vol.  xli.    Paper  by 

charged  as  the  principal  offender  under  S.  R.  Gardiner  on  Four  Letter$  of  Lord 

this  patent.    He  was  not,  however,  the  Bacon,  p.  217. 

patentee,  but  a  Commissioner  under   a  (a)  See  Pari.  Hi$l.,  vol.  i.  122;  also 

royal  Commission  issued  to  enforce  the  Bapin,  vol.  ii.  bk.  18,  pp.  203,  204. 
patent.    The  original  patent  was  granted  (b)  The  estate  of  Mompesson  (who  had 

in  IGll  to  four  patentees  for  a  term  of  escaped  abroad)  was  condscatcd  and  the 

twenty  years,  on  the  assumption  that  they  king  added  banishment  to  his  punishment, 

were  introducing  a  new  trade  into  Eng-  Mioliell  was  fined  £1000,  ordered  to  bo  im- 

land.   It  was  sui rendered,  and  a  new  patent  prisoned  for  life,  and  carried  on  horseback, 

granted  in   1616  for  twenty-one    years.  with  his  face  to  the  tail,  through  the 

This  patent  granted  to  three  patentees  public  streets  of  London.    Ibid, 
the  sole  making,  working,  beating,  cut-  (o)  '*  This  Act  moved  from  the  House 

ting,  milning,  and  flatting  of  gold  and  of  Commons."    Coke,  3  JiuMSl. 
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heretofore  made  or  granted,  or  hereafter  to  be  made  or  granted, 
to  any  person  or  persons,  bodies  politic  or  corporate,  whatsoever^ 
of  or  for  the  sole  buying,  selling,  making,  working,  or  using  of 
anything  within  this  realm  or  the  dominion  of  Wales,  or  of  any 
other  monopolies,  are  altogether  contrary  to  the  laws  of  this 
realm,  and  so  are  and  shall  be  utterly  void  and  of  none  effect, 
and  in  no  wise  to  be  put  in  use  or  execution,  (d) 

To  this  sweeping  condemnation  of  all  monopolies,  the  Statute, 
however,  like  the  King's  book,  allowed  of  one  exception. 

^  Provided  also^  and  be  it  declared  and  enacted,  that  any  declaration 
before  mentioned  shall  not  extend  to  any  letters  patent  and  grants  of 
privilege  for  the  term  of  fourteen  years  or  under,  of  the  sole  working 
or  making  of  any  manner  of  new  manufacture  within  this  realm  to  the 
true  and  first  inventor  and  inventors  of  such  manufactures,  which  others 
at  the  time  of  making  such  letters  patent  and  grants  shall  not  use,  so  as 
also  they  be  not  contrary  to  the  law,  nor  mischievous  to  the  state,  by 
raising  prices  of  commodities  at  home,  or  hurt  of  trade,  or  generally 
inconvenient :  the  said  fourteen  years  to  be  accomplished  from  the  date 
of  the  first  letters  patent  or  grants  of  such  privilege  hereafter  to  be  made, 
but  that  the  same  shall  be  of  such  force  as  they  should  be  if  this  Act  had 
never  been  made,  and  of  none  other."  (e) 

Thus,  the  limit  of  a  reasonable  time  for  which  a  patent 
monopoly  might  be  granted  was  fixed  so  that  it  should  not 
exceed  fourteen  years.  Doubts,  however,  were  entertained  by  some 
as  to  whether  this  period  was  not  hurtful  to  the  public  on  account 
of  its  excessive  length,  having  regard  to  the  circumstance  that 
seven  years  was  the  legal  term  of  apprenticeship.  Hence  the 
addition  to  the  above  section  of  its  concluding  words.  Sir  Ed. 
Coke,  who  took  a  principal  part  in  pressing  on  the  Bill,  says 
with  reference  to  this  point — 

"It  was  thought  that  the  times  limited  by  this  Act  were  too  long 
for  the  private,  before  the  commonwealth  should  be  partaker  thereof  and 
such  as  served  such  privileged  persons  by  the  space  of  seven  years  in 
making  or  working  of  the  new  manufacture  (which  is  the  time  limited  by 
law  of  apprentioehood)  must  be  apprentices  or  servants  still  during  the 
residue  of  the  privilege,  by  means  whereof  such  numbers  of  men  would 
not  apply  themselves  thereunto  as  should  be  requisite  for  the  common- 
wealth after  the  privilege  ended.  And  this  was  the  true  cause  wherefore, 
both  for  the  time  passed  and  for  the  time  to  come,  they  were  left  of  such 
foftse  as  they  were  before  the  making  of  this  Act."  (/) 

{d)  21  Jao.  I.  a  3,  8. 1.  oppositioQ  by  apprentices  to  the  extension 

(e)  Ibid.  8.  6.  of  a  patent  term,  see  Baxter* i  Patent,  13 

(/)  3  In$L  181.    For  an  unsuoocBsful      Jur.  593. 
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Certain  existing  patents,  including  the  glass  and  smalt  patents 
above-noticed,  were  excepted  from  the  operation  of  the  Act,  and 
left  of  such  force  as  they  wonld  have  been  if  the  Act  had  not 
been  made,  (g)  This  appears  to  have  been  done  upon  the  inter- 
vention of  the  Lords,  the  Commons  consenting  ''not  in  love  of 
these  patents,  but  to  the  passage  of  the  Bill."  (h) 

The  Statute  of  Monopolies  Affirmative  of  the  Common  Law.— 
Thus  the  Statute  of  Monopolies  created  no  new  patent  right.  It 
merely  forbade  the  granting  of  those  monopolies  which  the  law 
had  already  declared  to  be  ultra  vires  of  the  royal  prerogative. 
AH  legal  patent  grants  were  left  precisely  where  they  stood  before, 
except  that  in  no  future  case  could  the  term  of  a  patent  grant 
exceed  fourteen  years.  "This  Act,"  says  Sir  Ed.  Coke,  "maketh 
patents  no  better  than  they  should  have  been  if  the  Act  had  not 
been  passed."  (i) 

The  making  of  the  grant  still  remained,  as  it  does  to-day,  a 
matter  of  royal  grace  and  favour.  Neither  this  nor  any  subsequent 
Act  requires  the  grant  to  be  made  in  any  given  state  of  circum- 
stances. It  is  still  made  ex  speciali  gratia,  and  remains  what  it 
has  always  been,  an  exercise  of  the  prerogative,  (j) 

At  one  time  it  was  supposed  that  a  patent  grant  was  in  the 
nature  of  a  bargain  or  contract  between  the  inventor  and  the 
Crown,  and  many  judicial  dicta  may  be  found  supporting  this 
view.  In  Feather  v.  The  Queen  (h),  however,  the  Court  of  Queen's 
Bench,  after  full  and  elaborate  argument  at  the  bar,  decisively 
rejected  this  contention.  "It  was  contended,"  said  Cockburn, 
C. J.,  "  on  the  part  of  the  patentee  that  the  patent  was  based  on 
a  species  of  contract  between  the  patentee  and  the  Crown,  in  which 
the  patentee,  by  communicating  the  secret  of  his  invention  to  the 
public,  gave  a  valuable  consideration  for  the  grant  which  he 
obtained ;  so  that  the  grant  being  based  on  such  a  consideration, 
should  receive  the  more  liberal  construction  which  it  has  been 
held  that  royal  grants,  when  proceeding  on  a  valuable  consideration 
from  the  grantee,  ought  to  receive.  It  appears  to  us  that  the 
assumption  on  which  this  presumption  rests  is  altogether  fallacious. 
The  grant  of  the  patent  is,  as  has  been  explained,  simply  an 
exercise  of  the  prerogative." 

(g)  21  Jac  I.  c.  3.    Seo  88. 10,  11,  18,  expressly  saved,  so  that  it  should  not  be 

14.  in  any  way  abridged,  by  the  Patent  Law 

(h)  Journahqf  the  House  of  Commow^  Amendment  Act,  1852;  and  a  like  pro- 
May  1, 1624.    See  note  1  W.P.G.  27.  vision  has  been  inserted  in  the  Patents 

(0  3  In$t  184.  Act,  18S3.    (See  15  &  16  Vict.  c.  83,  s.  16, 

0')  The  prerogative  right  of  the  Crown  and  46  &  47  Vict.  o.  57,  s.  116.) 
to  grant  or  withhold  letters  patent  was  (k)  35  L.  J.  Q.  B.,  205  ;  6  B.  &  S.  257. 
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No  definition  other  than  that  in  section  6  of  the  Statute  of 
Monopolies  has  been  attempted  by  the  legislature  of  the  subject- 
matter  in  respect  of  which  that  prerogative  may  lawfully  be  exer- 
cised ;  subsequent  Acts  merely  referring  to  and  incorporating  this 
section.  (I) 

To  sum  up,  then,  the  contents  of  this  chapter ;  it  may  be  said 
that  the  stream  of  English  patent  law  still  flows  direct  from  the 
fountain  of  the  royal  prerogative ;  but  along  the  defined  course, 
and  within  the  narrow  channel  which  the  ancient  allowance  of 
the  common  law  determined  centuries  ago,  and  parliament  sub- 
sequently ratified  and  affirmed  by  express  enactment. 

(Z)  15  &  16  Vict.  c.  83,  8.  55 ;  46  &  47  Viot.  c.  57,  b.  46. 
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CHAPTER  II. 

THE  grant:  its  tebms  and  effect. 

Form  of  the  Orant. — As  the  grant  to  an  inventor  of  the  sole  use  of 
his  invention  is  a  mere  exercise  of  the  prerogative,  the  Grown  is 
not  restricted,  in  conferring  the  monopoly,  to  any  special  form 
of  grant.  By  ancient  custom,  however,  such  grants  are  invariably 
made  by  open  letters  and  not  by  charter,  (a)  A  form  of  letters 
patent  for  an  invention  is  provided  by  the  Patents  Act,  1888,  but 
the  use  of  that  form  is  optional  as  the  Statute  only  enacts, ''  Every 
patent  may  be  in  the  form  in  the  first  schedule  to  this  Act."  (b) 
In  practice,  however,  all  patents  for  inventions*  now  granted  sub- 
stantially follow  the  scheduled  form ;  such  variations  as  are  used 
being  introduced  merely  for  the  purpose  of  adapting  that  form  to 
the  differing  circumstances  of  particular  applicants,  (c)  It  will  be 
sufficient,  therefore,  in  discussing  the  terms  of  the  grant  to  examine 
the  statutory  form. 

Address  and  Becitala.— Shorter  and  more  concise  than  the 
ancient  grants,  the  form  now  in  use  is  nevertheless  in  all  its 
essential  features  of  great  antiquity.  It  begins  in  the  name  of  the 
Sovereign  and  is  addressed  at  large. 

**  Victoria  by  the  grace  of  God,  of  the  United  Kingdom  of  Great 
Britain  and  Ireland  Queen ^  Defender  of  the  Faith :  to  aU  to  whom 
these  presents  shall  come  greeting.*^ 

Being  an  open  grant,  the  contents  of  the  patent  are  presumed 
in  law  to  have  come  to  the  notice  of,  and  be  binding  upon,  all 
subjects  of  the  Crown,  (d) 

(a)  See  ante,  p.  3.  porter ;  joint  appUcants ;  legal  representa- 

(b)  Patents  Act,  1883,  s.  33,  first  sched.      tives  of  a  deceased  applicant ;  legal  re- 
form D.  presentatives  of  a  deoeased  inventor ;  a 

(o)  The  Board  of  Trade  may  vary  the  female    inventor ;   and  joint   applicants 

Bchednled  form  (Patents  Act,  1883,  B.  101).  where  one  of  the  original  applicants  is 

Special  forms  are  now  in  use  intended  to  dead. 

meet  applications   by   the   following:  a  (d)  E<ut  India  Co,  v.  Sandff$,  Skin, 

single  inventor ;  a  joint  inventor;  an  im-  225. 
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Next  follow  the  recitals,  the  first  setting  forth  the  name  of  the 
grantee,  the  nature  of  his  invention,  and  his  representation  to  the 
Crown  that  the  invention  is  lawful  subject-matter  for  a  patent 
grant  — 

Whereas^  John  Smith,  of  29,  Perry  Street,  Birmingham,  in  the 
County  of  Warwick,  Engineer,  hath  (e)  represented  unto  us  that  he  is  in 
possession  of  an  invention  for  ''Improvements  in  Sewing  Machines,'* 
and  that  he  is  the  true  and  first  inventor  thereof  and  that  the  same  is 
not  in  use  by  any  other  person  to  the  best  of  his  knowledge  and  belief 

This  recital  alleges  the  appUcant  to  have  made  certain  repre- 
sentations to  the  Crown  to  induce  the  grant.  These  representations 
rebut  the  common  law  objections  to  the  grant  of  a  monopoly,  for 
they  allege  the  invention  to  be  new  and  not  already  in  use ;  thus 
suggesting  to  the  Crown  that  the  grant  will  not  deprive  any  other 
subject  of  any  right  he  already  possesses.  This  recital  also  suggests 
that  the  grant  is  justified  in  the  public  interest  as  an  encourage- 
ment to  a  deserving  person,  viz.  a  true  and  first  inventor.  By 
thus  rebutting  the  common  law  objections  to  a  monopoly  (/) 
the  appUcant  brings  himself  within  the  saving  powers  of 
Section  6  of  the  Statute  of  Monopolies,  (g)  This  recital  further 
states  that  the  patentee  is  in  possession  of  ''an  invention.'* 
Formerly  there  wtts  nothing  to  prevent  the  Crown  including  more 
than  one  invention  in  the  same  grant.  Now,  however,  it  is  enacted 
that  ''Every  patent  shall  be  granted  for  one  invention  only.*'  (h) 

And  whereas  the  said  inventor  hath  humbly  prayed  that  we  would 
be  graciously  pleased  to  grant  unto  him  {hereinafter,  together  with  his 
executors,  administrators,  and  assigns,  or  any  of  them,  referred  to  as 
the  said  patentee)  our  Royal  Letters  Patent  for  the  sole  use  and 
advantage  of  his  said  invention. 

Here,  again,  the  grant  is  represented  to  have  been  made  at 
the  solicitation  of  the  patentee.  It  includes  not  only  the  grantee 
himself,  but  also  his  executors,  administrators,  and  assigns;  so 
that  the  legal  rights  which  the  patent  confers  are  not  merely  per- 
sonal to  the  inventor,  but  may  be  transferred  to  others  by  assign- 
rnent^  (i)  and  pass,  on  his  decease,  to  his  legal  representatives. 

(«)  The  words  *'  by  his  aolemn   de-  however,  competent  for  any  person  in  an 

clafmtkm  **  are  omitted  here,  as  the  de-  action  or  other  proceeding  to  take  any 

daiation  la  not   now  made  under   the  objection  to  a  patent  on  the  ground  that  it 

Statutory  DedarationB  Act,  1835.     See  oompriaes  more  than  one  invention.    Ibid. 

poat,  Patenta  Act,  1885,  8.  2;  also  Patent  (t)  Unless  the  terms  of  the  grant  in- 

Bnlea,  1890,  role  6.  oladed  assigns,  the  patent  would  not  be 

(/)  See  ante,  pp.  4,  8.  assignable  (Duvergier  v.  FeJJawi,  10  B.  &  0. 

(g}  21  Jao.  I.  c.  8.  p.  829).    Now  by  s.  46  of  the  Patents 

(A)  Patents  Act,  1883,  s.  33.    It  iu  not,  Act,  1883,  the  word  patentee  in  that  Act 
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What  the  patentee  solicits  from  the  Grown  is  a  monopoly  :  the  sole 
use  and  advantage  of  his  invention.  Apart  from  the  grant  he 
could  not  have  this  privilege,  for  the  law  does  not  recognize  any 
property  in  an  invention  such  as  the  copyright  in  a  book  or  a 
work  of  art. 

And  whereas  the  said  inventor  hath  by,  and  in  his  complete  specifi- 
cation, particularly  described  the  nature  of  his  invention. 

The  subject  of  the  specifications  will  be  dealt  with  hereafter ; 
meanwhile  it  may  be  pointed  out  that,  by  an  ancient  rule  of  law, 
no  royal  grant  can  be  supported  which  is  not  certain.  The 
subjects  of  the  king  must  know  what  the  king  grants,  otherwise 
the  letters  patent  are  void,  {j)  This  recital,  by  alleging  that  the 
subject-matter  of  the  grant  has  been  defined,  suggests  that  this 
rule  of  law  has  been  satisfied. 

The  filing  of  a  complete  specification  is  now  a  statutory 
requirement,  and  no  patent  is  sealed  until  this  has  been  done  (Jc). 
Besides  ascertaining  and  defining  the  subject-matter  of  the 
monopoly,  this  specification  likewise  gives  to  the  public  the 
knowledge  of  how  the  invention  may  be  put  in  practice  by 
them  at  the  conclusion  of  the  patent  term.  If  the  patentee 
were  not  compelled  to  give  this  information,  the  object  of 
all  patent  law — the  advancement  of  trade — would  clearly  be 
frustrated. 

No  mention  of  specifications  is  to  be  found  in  the  Statute  of 
Monopolies.  At  the  passing  of  that  Act,  it  was  assumed  that  a 
new  invention  would,  in  effect,  be  a  new  trade,  and  put  in  use 
with  the  aid  of  apprentices  who,  as  instructed  persons,  would  be 
able  to  work  the  invention  at  the  termination  of  the  monopoly, 
and  thus  create  a  new  industry.  (J) 

In 'the  form  of  letters  patent,  authorized  by  the  Patent  Law 
Amendment  Act,  1852,  the  recital  as  to  the  specification  alleged 
that  the  patentee  had  therein  also  described  the  manner  of  per- 
forming the  invention,  (m)  It  is  not  apparent  why  this  should 
have  been  omitted  from  the  present  form,  seeing  that  the  complete 
specification  is  still  required  to  fulfil  this  function,  (n) 

And  whereas  tve,  being  willing  to  encourage  all  inventions  which 

"  means  the  person  for  the  time  being  (k)  Patents  Act,  1888,  s.  5  (4). 

entitled  to  the  benefit  of  a  patent."  (0  A   condition    that   the    patentee 

(i)  Lightfoot  Y.  Lenet,  3  Oroke,  421 ;  should  employ  apprentices  was  sometimes 

Gomyn's  Digett,  Title  Grant  G.  6 ;  Yiner,  inserted  in  the  grant. 

I'itle,  Prerogative  F.  C. ;  BaulUm  v.  Bull,  (m)  15  &  16  Vict.  c.  83,  schd. 

2  H.  Bl.  484 :  Eaitem  Archipelago  v.  The  (n)  Patents  Act,  1883  (46  &  47  Vict. 

Queen,  2  £.  &  B.  892 ;  23  L.  J.  Q.  B.  82.  o.  57),  s.  5  (4). 
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may  be  for  the  public  good,  are  graciously  pleased  to  condescend  to 
his  request 

This  is  a  recital  that  in  granting  the  monopoly  the  Crown  is 
using  its  prerogative  for  the  public  benefit,  and  thus  conforming 
to  an  established  rule  of  law :  For  *'  the  prerogative,  as  a  general 
principle,  aflfords  the  Sovereign  the  liberty  of  restraint  only  when 
the  public  good  is  the  object  in  view."  (o) 

It  is  also  a  declaration  of  the  intention  of  the  Crown  in  making 
the  grant.  This  is  important,  as  the  grant  is  void  if  it  contradicts 
the  intention,  (p)  Therefore  if  the  invention  be  not  new,  or  the 
patentee  not  the  first  or  true  inventor  of  it,  the  monopoly  is  not 
for  the  public  good,  and  the  letters  patent  cannot  be  supported. 

The  foregoing  observations  apply  to  the  respective  recitals.  In 
addition,  it  may  be  noticed  generally,  that  recitals  in  grants  by 
the  Crown  are  no  estoppel  upon  the  grantor.  For,  contrary  to 
the  rule  applicable  to  private  grants,  such  recitals  are  construed 
as  mere  suggestions  emanating  from  the  grantee,  and  binding 
only  upon  him.  Hence,  if  any  one  of  the  recitals  is  false  the  grant 
is  void,  on  the  assumption  that  the  Crown  has  been  deceived 
by  the  false  suggestion,  (q)  Moreover  if  the  recited  consideration 
is  bad  inpart,  (e.g.  if  any  part  of  the  invention  claimed  is  not  new), 
the  grant  is  void,  for  the  consideration  is  one  and  entire,  and  if 
it  fails  in  part  it  fails  in  all.  (r) 

This  rule  has  a  far-reaching  effect,  for  a  royal  grant  possesses 
the  distinguishing  characteristic  that  it  can  be  declared  void,  not 
merely  in  proceedings  for  its  revocation  between  the  Crown  and 
the  grantee,  but  also  in  any  suit  brought  upon  it  by  the  grantee 
against  a  third  party,  (s)  Letters  patent  can  thus,  notwithstanding 
the  above  recitals,  be  found  invalid  in  an  action  of  infringement, 
where  the  recited  invention  is  proved  not  to  be  lawful  subject- 
matter. 

The  Operative  Part  of  the  Grant. — Know  ye,  therefore,  that  we,  of 
our  especial  grace,  certain  knowledge,  and  mere  motion,  do  by  these 
presents  for  us,  our  heirs  and  successors 

These  words,  which  are  common  form  of  ancient  standing  in 
grants  by  letters  patent,   are  manifestly  inconsistent  with  the 

(o)  Ghitty,  Prerogaiive  of  the  Or&un,  (r)  Morgan  ▼.  Seawardy  2  M.  &  W. 

PieGue.  544;  1  W.  P.  0.  187;  6  L.  J.  Ex.  153; 

(p)  Coke,  1  Bep.  46  a.  BrnfUon  v.  Hawhea,  4  B.  &  Aid.  pp.  552, 

C9)  AUon  Wood*$  Ckue,  Coke,  1  Bep.  558.    As  to  curing  an  invalid  patent  by 

40  b :    Comyn's    Digetty  Title  Grant  G.  dlBclaimer,  see  post,  p.  257,  chap.  xiii. 

8,  9.     See,  also,  Lord  OhaneeOor^i  Cote,  (<)  TraveU  v.   Cartorety  3   Lev.  134; 

Hob.  214.  AUio6k  y.  Cooke,  5  Bing.  340. 

O 
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recitals  already  considered,  and,  it  would  seem,  have  now  little 
meaning.  Strictly  construed,  they  import  that  the  grant  is  a 
voluntary  exercise  of  the  prerogative  made  on  the  certain  know- 
ledge of  the  Crown,  and  without  the  solicitation  of  the  grantee. 
The  words  *'  especial  grace"  shew  that  the  grant  is  not  a  matter 
of  right,  but  an  act  of  bounty  on  the  part  of  the  Crown.  (0  They 
negative  the  suggestion  which  has  sometimes  been  made,  that 
the  patent  is  in  the  nature  of  a  contract  between  the  patentee 
and  the  public,  (t^)  and  indicate  that  the  grant  is  in  law  a  mere 
exercise  of  the  prerogative.  The  words  ''certain  knowledge" 
imply  that  the  Sovereign  has  knowledge  of  the  invention  granted, 
and  relies,  in  making  the  grant,  upon  that  knowledge  and  not 
upon  the  suggestions  of  the  patentee,  (v)  If  these  words,  therefore, 
were  strictly  construed  they  would  eflfectually  cure  any  falsity  in 
the  recitals  and  prevent  a  patent  being  upset  on  that  ground. 
They  do  not,  however,  have  this  effect,  for  the  common  law  early 
placed  the  curious  construction  upon  them  that  the  king's  know- 
ledge is  to  be  intended  only  of  verity,  which  is  the  proper  object 
of  science,  and  not  of  falsity,  which  is  a  non-ens  whereof  the  king 
cannot  have  knowledge,  (w)  Hence,  notwithstanding  these  words, 
where  the  king  was  deceived  in  his  grant  it  was  held  that  the 
patentee  could  get  no  advantage  by  them. 

The  words  '*  mere  motion  "  are  likewise  now  of  little  more  than 
antiquarian  interest.  Strictly  construed,  they  imply  that  the  letters 
patent  are  granted  at  the  instance  of  the  Grown  without  any  suit 
or  request  of  the  grantee,  (x)  They  therefore  directly  contradict 
the  recitals  already  discussed  and  are  utterly  at  variance  with  the 
actual  practice  now  in  force :  the  grant  always  being  made  in 
pursuance  of  an  application  left  at  the  Patent  Office  by  the 
patentee.  They  are  words  of  ancient  use,  however,  in  letters 
patent,  and  are  said  by  Sir  Edward  Coke  to  have  been  introduced 
into  royal  grants  to  prevent  such  grants  being  avoided  by  the 
operation  of  the  statute  4  Henry  lY.  c.  4,  in  which  the  king 
declared  that  he  would  abstain  from  granting  any  part  of  his 
revenues,  lands,  or  wardships,  unless  to  those  who  had  deserved, 

(0  See  Viner,  Abridgement^  Title  Pre-  Ahridgemerd,   7th  edit.  vol.  vi.   p.    515. 

rogative,  E.  C.  3  (9),  Coke,  10  Bep.  113  a.  The  introduction  of  these  words  in  royal 

(ft)  &ee  Bruntony.Hawkes^^B.Sc  Aid,  grants  was  due  to  the  statute,  1  H.   IV. 

561;  Walton  v.  Potter,  1  W.  P.  C.  595;  c.  6. 

Qibaon  v.  Brand,  1  W.  P.  0.  629 ;  Feather  (tc)  Coke,  10  Rep.  112  b. 

V.  The  Qtieen,  6  B.  &  S.  285.  (x)  Viner's  Abridgement,  Title  Prero- 

(»)  See  Coke,  10  Bep.  112  b;  Viner,  gatlve,  E.  C.  3  (1);  Coke,  10  Rep.  113  a. 
Abridgement,  Title  Prerogative;   Baoon, 
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and  that  those  who  sued  for  any  snch  thing  should  be  punished, 
and  not  have  the  thing  for  which  the  suit  was  made,  (y)  It  has 
also  been  said  that  the  words  '*  certain  knowledge  and  mere 
motion  "  entitle  the  patentee,  contrary  to  the  rale  in  royal  grants, 
to  haye  the  grant  construed  beneficially  to  himself;  it  seems 
doubtful,  however,  whether  any  actual  benefit  really  accrues  to  the 
patentee  from  them.  The  words  **  our  heirs  and  successors  "  are 
obviously  intended  to  save  the  patent  privilege  being  avoided  by 
a  demise  of  the  Grown.  But  4is  such  demise  does  not  in  law 
determine  the  grant,  they  are  mere  surplusage,  (z) 

Give  and  grant  unto  the  said  patentee  our  especial  license,  fuU 
potter,  sole  privilege,  and  authority,  that  the  said  patentee  by  himself, 
his  agents  or  licensees  and  no  others,  may  at  all  times  hereafter  during 
the  term  of  years  herein  mentioned,  make,  use,  exercise,  and  vend' the 
said  invention  tvithin  our  United  Kingdom  of  Great  Britain  and 
Ireland  and  Isle  of  Man,  in  such  manner  as  to  him  or  them  may  seem 
meet,  and  that  the  said'  patentee  shcM  have  and  enjoy  the  whole  profit 
and  advantage  from  time  to  time  accruing  by  reason  of  the  said  inven- 
tion during  the  term  of  fourteen  years  from  the  date  hereunder  written 
of  these  presents. 

It  is  difficult  to  say  what  is  the  precise  effect  of  the  above  words 
in  letters  patent ;  they  have  on  first  consideration  the  appearance 
of  a  granting  clause,  but  they  are  not  now  followed  by  any  haben- 
dum clause,  as  in  the  case  of  some  of  the  older  grants  and  the  form 
used  under  the  Patent  Law  Amendment  Act,  1852.  They  would 
seem  rather  to  be  in  the  nature  of  a  statement  of  that  intention  of 
the  Grown  in  making  the  grant  to  which  effect  is  given  by  the 
prohibitory  clause  which  follows.  The  words  ''especial  license, 
full  power,  sole  privilege,  and  authority  "  are  words  of  ancient  use, 
and,  like  others  already  considered,  have  now  an  antiquarian  rather 
than  a  practical  interest,  (a)  They  were  introduced  into  letters 
patent  at  a  time  when  trade  was  closely  regulated  and  controlled 
by  privUeged  companies  and  guilds,  and  were  perhaps  intended 
to  prevent  the  patentee's  use  of  his  invention  being  held  to  be  an 
interference  with  the  privileges  of  some  existing  trade  society  or 
company,  (b) 

(Sf)  Coke,  10  Bep.  113  a.  grants  this  clause  is  rendered  '*  full  and 

(x)  Comyu's  Digeti.    See  Title  Orant  free  liberty,  license,  power,  and  anthority:" 

G.3.  see   Dudley'8   Patent,  1    W.  P.  G.   14; 

(a)  In  QitbereB  Patent  (1618),  Bymer,  MarueW$  Patent,  1  W.  P.  0.  2]. 

▼dI.  xrii.  p.  102,  the  corresponding  words  (&)  Bee.Gordon's  MonopoKes  hy  Patents, 

are  **  fall  and  sole  license,  power,  privUege,  pp.  121 ,  122. 

aad  authority ; "  while  in  some  of  the  old 
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The  words  ''  make,  use,  exercise,  and  vend  the  said  invention  " 
differ  somewhat  from  the  corresponding  words  in  the  ensuing  pro- 
hibitory clause.  It  may  also  be  noticed  that  the  word  ^'  vend  "  does 
not  occur  at  all  in  the  Statute  of  Monopolies,  where  the  monopoly 
saved  by  Section  6  is  the  ^^  sole  working  or  making  of  any  manner 
of  new  manufactures."  (c) 

It  does  not  appear,  however,  that  any  real  importance  attaches 
to  these  variations ;  the  intention  of  the  grant,  as  subsequently 
expressed,  being  to  give  the  patentee  the  whole  profit  and  advantage 
of  the  invention,  which  he  manifestly  would  not  have  unless  the 
exclusive  right  of  original  sale  were  included.  At  the  same  time, 
once  the  patentee  or  his  agent  has  sold  the  patented  article  the 
law  implies  a  license  to  the  purchaser,  or  any  other  person  in  whom 
the  ownership  of  the  article  may  subsequently  become  vested,  to 
re-sell  without  interference  by  the  patentee,  (d) 

The  words  "  make,  use,  exercise  and  vend,'*  are  another  in- 
stance of  archaic  language  in  the  grant,  and  would  seem  to  have 
reference  to  ancient  trade  distinctions,  now  of  no  practical 
importance. 

The  construction  which  the  Courts  have  put  upon  the  word 
"making"  in  the  Statute,  in  fact  renders  the  word  "vend"  in  the 
letters  patent  redundant  and  unnecessary.  "  If  a  man  buys  and 
sells,"  said  Jervis,  C.J.,  in  Holmes  v.  London  and  North  Western 
Railway  Company,  (e)  "  he  may  be  said  to  be  making  by  the  hands 
of  another."  And,  notwithstanding  the  circumstance  that  the 
Statute  only  saves  from  illegality  monopolies  of  "working"  and 
*'  making,"  it  has  long  been  established  that  an  unlicensed  sale 
of  a  patented  article  is  an  infringement  of  the  patent  right.  (/) 

The  area  of  the  patent's  operation  is  the  United  Kingdom  and 
the  Isle  of  Man.  In  the  form  of  grant  scheduled  to  the  Patent  Act, 
1862,  the  Channel  Islands  were  also  included;  (g)  but  they  are 
now  excluded  by  Section  16  of  the  Patents  Act,  1888,  which  limits 
the  effect  of  the  letters  patent  to  the  above  area.  The  position 
of  the  Channel  Islands  is  peculiar,  for  the  Act  of  1852,  which 

(o)  The  words  **  sole  buying  and  sell-  Gilmm  v.  BramJ,  1  W.  P.  C.  630 ;  WtUtom 

ing"  are  found  in  s.  1  of  21  Jac.  I.  c.  3,  v.  Lavatory  29  L.  J.  C.  P.  279;  Oxley  ▼. 

where  any  patent  for  sole  buying  and  Eolden,  8  G.  B.  (N.  S.)*  666;  30  L.  J. 

selling  is  declared  to  be  void.  G.  P.  68 ;  Elmslie  v.  Bourner,  9  L.  R.  £q. 

(d)  ThomoB  ▼.  Hunt,  17  G.  B.  (N.  S.),  217;  39  L.  J.  Gh.  328;   Von  Heyden  v. 

183;  Smithy.  Buchanan,  26  Sol.  J.  347;  Netutadt,  14  G.  D.  230;  United  Tel.  v. 

Heap  ▼.  EarOey,  5  B.  P.  G.  603;  6  R.  Shares,  29  G.  D.  164;    United  Tel.  ▼. 

P.  G.  496 ;  but  see  post,  p.  342.  Henry,  2  B.  P.  G.  12. 

(«)  Macr.  P.  G.  p.  23.  {g)  15  &  16  Vict,  a  83,  s.  18. 

(/)  MiWter  t.  WeOe,  4  A.  &  £.  251 ; 
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included  them,  is  repealed,  and  the  later  Patent  Acts  do  not  apply 
to  those  islands.  (It) 

The  term  of  the  grant  is  fourteen  years.  This  is  in  accordance 
with  the  Statute  of  Monopolies,  by  which  royal  grants  of  this 
description  were  limited  to  that  number  of  years,  (t)  The  theory 
of  the  common  law,  as  already  indicated,  ( j)  was  that  the  monopoly 
was  only  lawful  when  granted  for  a  reasonable  time;  by  the 
Statute,  parliament  fixed  a  reasonable  time  at  fourteen  years.  A 
patentee  may,  however,  in  certain  cases,  obtain  a  prolongation  of 
his  monopoly,  in  the  form  of  a  further  grant,  if  the  Judicial  Com- 
mittee of  the  Privy  Council  so  advise.  The  circumstances  under 
which  such  a  prolongation  may  be  obtained  will  be  considered 
hereafter ;  it  is  sufficient  here  to  state  that  such  a  prolongation  of 
the  patent  privilege  is  never  granted  unless  it  can  be  shewn  that 
the  object  of  all  patent  law,  viz. — ^the  encouragement  of  the  in- 
ventor by  the  provision  of  a  suitable  reward  for  his  ingenuity — ^has 
been  defeated  by  circumstances  beyond  the  patentee's  control. 

The  term  of  the  patent  includes  the  day  of  its  date,  (k)  The 
grant  is  dated  as  of  the  day  of  the  application ;  (I)  unless  the 
grant  is  made  under  the  international  and  colonial  arrangements 
authorized  by  Section  108  of  the  Patents  Act,  1888,  when  the  patent 
is  dated  as  of  the  day  of  application  for  the  foreign  patent,  (m) 

The  Prohibitory  Clause. — And  to  the  end  that  the  said  patentee 
may  have  and  enjoy  the  sole  use  and  exercise  and  the  ftdl  benefit  of 
Ae  said  invention,  we  do,  by  these  presents,  for  us,  owr  heirs,  and 
successors,  strictly  command  all  our  subjects  whatsoever,  within  our 
United  Kingdom  of  Great  Britain  and  Ireland  and  the  Isle  of  Man, 
that  they  do  not  at  any  time  during  the  continuance  of  the  said  term 
of  fourteen  years,  either  directly  or  indirectly,  make  use  of,  or  put  in 
practice  the  said  invention,  or  any  part  of  the  same,  nor  make,  nor 
cause  to  be  made,  any  addition  thereto,  or  subtraction  therefrom, 
whereby  to  pretend  themselves  the  inventors  thereof,  without  the 
consent,  license,  or  agreement  of  the  said  patentee  in  writing,  under 
his  hand  and  seal,  on  pain  of  incurring  su4:h  penalties  as  may  be 
justly  inflicted  on  sv>ch  offenders  for  their  contempt  of  this  our  royal 
command,  and  of  being  answerable  to  the  patentee,  according  to  law, 
for  his  danuiges  thereby  occasioned. 

The  above  prohibitory  clause  is  addressed  to  all  subjects  of  the 

(&)  See  Patents  Act,  1883,  sb.  112  and  (k)  AimwK  v.  Ledtam,  U  L.  J.  Ex. 

117.  353 ;  14  M.  &  W.  574,  582. 

(0  21  Jac.  I.  c.  3,  8.  6.     See,  also,  (t)  Patents  Act,  1883,  s.  13. 

i.  17  (1)  of  the  Patents  Act,  1883.  (m)  See  post.  Patents  Act,  1883,  s.  103 

(J)  See  ante,  pp.  7,  8.  as  amended  by  Patents  Act,  1886,  s.  6. 
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Grown  within  the  United  Kingdom  and  the  Isle  of  Man.  This 
does  not,  however,  mean  that  an  infringement  committed  by  an 
alien  within  the  territorial  limits  of  the  letters  patent  is  not  a 
violation  of  the  patent  right,  (n)  The  words  of  prohibition  are  very 
wide  and  cover  all  colourable  imitations  of  the  patented  article  or 
process.  They  cover  also  not  only  the  whole  invention,  but  any 
part  thereof.  That  is,  any  part  claimed  by  the  patentee  in  his 
complete  specification,  for  only  what  the  patentee  claims  is  pro- 
tected. The  terms  of  the  prohibition  do  not  apply,  however,  to 
persons  acting  under  the  license  of  the  patentee.  It  would  at 
first  sight  seem  that  such  license  is  only  effectual  if  given  under 
seal.  It  has,  however,  been  decided  that  a  parol  license  is 
sufficient,  and  in  certain  cases  the  law  will  imply  a  license  from 
the  conduct  of  the  parties.  Where,  however,  it  is  intended  to 
register  the  license,  a  license  under  seal  is  required. 

The  reference  to  the  penalties,  inflicted  on  offenders  for  contempt 
of  the  royal  command,  has  now  only  an  antiquarian  interest  At 
one  time,  however,  these  penalties,  stringently  enforced  by  the 
Court  of  Star  Chamber,  were  the  most  formidable  weapon  of  the 
monopolist.  The  patentee's  present  remedy  against  an  infringer 
of  the  patent  right  is  an  action  of  infringement,  in  which  he  can 
claim  damages  or  an  account  of  profits  and  an  injunction,  (o) 

The  Provisoes. — Provided  that  these  our  letters  patent  are  on  this 
condition  that,  if  at  any  time  dwnng  the  said  term  it  he  made  to 
appear  to  us,  our  heirs,  or  successors,  or  any  six  or  more  of  our  Privy 
Council,  that  this  our  grant  is  contrary  to  law,  or  prejudicial  or 
inconvenient  to  our  subjects  in  general,  or  that  the  said  invention 
is  not  a  new  invention  as  to  the  ptiblic  use  and  exercise  thereof  unthin 
our  United  Kingdom  of  Great  Britain  and  Ireland,  and  Isle  of  Man, 
or  that  the  said  patentee  is  not  the  first  and  true  inventor  thereof 
within  this  realm  as  aforesaid,  these  our  letters  patent  shall  forthwith 
determine,  and  he  void  to  all  intents  and  purposes,  notwithstanding 
anything  hereinbefore  contained. 

These  words  appear  to  provide  a  simple  mode  of  re- 
voking letters  patent  which  are  found  not  to  fulfil  the  necessary 

(n)  Caldwdl  ▼.  Vanvli$$engen,  9  Hare,  all  monopolies,  and  all  such  oommissionB, 

426 ;  21  L.  J.  Gh.  97.  grants,  licenses,  charters,  letters  patent, 

(o)  The  Statute  of  Mdnopolies,  with  proclamations,  inhibitions,  etc.,  should  be 

the  object  of  defeating  the  jurisdiction  examined,  heard,  tried,  and  determined 

of  the  Star  Chamber  (which,  as  a  com-  by  and  according  to  the  common  laws  ot 

mittee  of  the  King's  Priyy  Council,  was  this  realm  and  not  otherwise.     See  21 

disposed  to  uphold  all  royal  grants  irre-  Jan.  T.  c.  8,  s.  2. 
spective  of  their  legality),  enacted  that 
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oonditions  of  a  yalid  grant.  The  proviso  is  of  great  antiquity  :  a 
sabstantially  identical  clause  being  found  in  patent  grants  prior 
to  the  Statute  of  Monopolies.  ( p)  In  modem  times,  however,  no 
recourse  has  been  had  to  this  mode  of  getting  rid  of  an  invalid 
patent.  Nor  is  it  likely  that  this  remedy  will  again  be  resorted 
to,  revocation  by  petition  providing  a  sufficient  means  of  avoiding 
a  bad  patent.  Moreover,  it  is  doubtful  whether  the  proviso  is  now 
good  in  law,  having  regard  to  the  terms  of  Section  2  of  the  Statute 
of  Monopolies,  which  enacts  that  the  validity  of  such  grants  shall 
be  left  to  be  determined  according  to  the  common  law ;  for  this 
would  seem  to  exclude  the  interference  of  the  Privy  Council. 
These  considerations  suggest  that  the  continued  inclusion  of  this 
proviso  in  letters  patent  arises  merely  from  a  slavish  following  of 
the  ancient  forms,  and  that  these  words,  like  others  in  the  grant, 
have  now  merely  an  historical  interest. 

Provided  (dso,  that  if  the  said  patentee  shall  not  pay  all  fees  by 
law  required  to  be  paid  in  respect  of  the  grant  of  these  letters  patent, 
or  in  respect  of  any  matter  relating  thereto  at  the  time  or  times, 
and  in  the  manner  for  the  time  being  by  law  provided ;  and  also 
if  the  said  patentee  shall  not  supply  or  cause  to  be  supplied,  for 
our  service  all  such  articles  of  the  said  invention  as  may  be  required 
by  the  officers  or  commissioners  administering  any  department  of  our 
service  in  such  manner,  at  such  times,  and  at  and  upon  such  reasonable 
prices  and  terms  as  shall  be  settled  in  wanner  for  the  time  being  by 
law  provided,  then,  and  in  any  of  the  said  cases,  these  our  letters 
patent,  and  all  privileges  and  advantages  whatever  hereby  granted 
shall  determine  and  become  void,  notwithstanding  anything  hereinbefore 
contained. 

Ancient  grants  by  letters  patent  usually  reserved  a  rent  to  the 
Crown.  In  the  form  of  letters  patent  scheduled  to  the  Patent 
Law  Amendment  Act,  1852,  this  rent  took  the  form  of  stamp 
duty.  Under  the  Patents  Act,  1888,  the  payments  of  the  patentee 
to  the  Crown  are  by  way  of  fees,  payable  at  stated  intervals  during 
the  term  of  the  patent.  (9)  The  proviso  for  avoiding  the  patent 
privilege  if  the  grantee  makes  default  in  these  payments  is  now 
unnecessary,  as  Section  17  of  the  Patents  Act,  1888,  expressly 
enacts  that ''  every  patent  shall,  notwithstanding  anything  therein 
or  in  this  Act,  cease,  if  the  patentee  fails  to  make  the  prescribed 
payments  within    the    prescribed    times."      Provision,  however, 

(p)  See  the  Smalt  Patent  of  July  17,      W.  P.  G.  16. 
1606i.  1  W.  P.  G.  10:  also  the  patent  to  (9)  As  to  these  payments,  see  poot, 

Loid  Dudley  of  Febraary  22,  1622,  1       Patent  Rules,  1892  (second  set). 
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exists  for  enlarging  the  time  in  cases  of  '' accident,  mistake,  or 
inadvertence."  (r) 

The  condition  that  the  patentee  shall  provide  the  patented 
article  for  the  public  service  if  required  has  long  been  inserted 
in  letters  patent.  The  grant  being  a  matter  of  grace  and  bounty, 
and  not  of  right,  the  Crown  has  full  power  to  impose  such  a 
condition ;  (s)  but  the  provision  that  the  price  of  such  articles 
shall  be  settled  "  in  manner  for  the  time  being  by  law  provided  " 
is  new.  The  present  provision  as  to  this  is  contained  in  Section  27 
of  the  Patents  Act,  1888,  which  enacts  as  follows : — 

(1)  "A  patent  shall  have  to  all  intents  the  like  effect  as  against  her 
Majesty  the  Queen,  her  heirs  and  successors,  as  it  has  against  a  subject. 
(t)  (2)  But  the  officers.or  authorities  administering  any  department  of  the 
Crown  may,  by  themselves,  their  agents,  contractors,  or  others,  at  any  time 
after  the  application,  use  the  invention  for  the  services  of  the  Crown  on 
terms  to  be  before  or  after  the  use  thereof  agreed  on  with  the  approval 
of  the  Treasury,  between  those  officers  or  authorities  and  the  patentee, 
or  in  default  of  such  agreement,  on  such  terms  as  may  be  settled  by 
the  Treasury  after  hearing  all  parties  interested.'' 

In  view  of  this  express  enactment  it  would  seem  that  the  proviso 
that  the  patentee  shall,  if  required,  supply  the  patented  article  for 
the  public  service  is  now  of  little  importance ;  for  as  the  public 
authorities  may,  by  virtue  of  the  Statute,  themselves  use  the  inven- 
tion even  before  the  patent  is  sealed,  the  occasion  contemplated 
by  the  condition  is  hardly  likely  to  arise.  It  may  be  noted,  how- 
ever, that  if  it  does,  and  the  patentee  fails  to  observe  the  obligation 
created  by  this  condition,  the  patent  is  void  by  the  terms  of  the 
grant,  although  such  a  penalty  does  not  attach  by  Statute. 

Provided  also  that  nothing  herein  contained  shall  prevent  the 
granting  of  licenses  in  such  manner  and  for  such  considerations  as 
they  may  by  law  be  granted:  and  lasUy,  we  do  by  these  presents  for 
vSf  our  heirs  and  successors,  grant  unto  the  said  patentee  that  these 
owr  letters  patent  shall  be  construed  in  the  most  beneficial  sense  for 
the  advantage  of  the  said  patentee.  In  witness  thereof  we  have  caused 
these  our  letters  to  be  made  patent  this  one  thousand  eight 

hundred  and  and  to  be  sealed  as  of  the  one  thousand 

eight  hundred  and 

The  granting    of   licenses  by  patentees  will    be    considered 

(r)  Patents  Act,  1883,  s.  17  (3)  (4).  pressly  named  in  the  terms  of  the  grant. 

(«)  SeeHmdmarch,Pa<eftiXair,p.  431.  As  to  this,  see  FeaJthery.  The  QuMit,  35 

(<)  Formerly  the  rule  was  otherwise;  L.  J.  Q.  B.  200;  6  B.  ft  S.  257. 
the  Crown  not  being  bound  unless  ex- 
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hereafter.  The  above  proviso  saves  the  right  of  the  patentee  to 
grant  licenses  from  being  affected  in  any  way  by  the  special  terms 
of  the  letters  patent,  (u) 

The  proviso  that  the  grant  shall  be  constraed  most  beneficially 
to  the  patentee  is  inserted  to  except  the  letters  patent  from  the 
ancient  general  rule  of  law  that  grants  by  the  Crown  shall  be 
constraed  most  strongly  against  the  grantee. 

The  clause  has  now  little  importance.  Questions  of  construc- 
tion in  regard  to  letters  patent  arise  generally  upon  the  terms  of 
the  specification,  and  notwithstanding  dicta  in  many  cases  that 
that  document  ought  to  be  construed  benevolently,  jt  is  now  settled 
law  that  specifications,  like  other  written  instruments,  are  to  be 
construed  according  to  the  fair  meaning  of  their  terms  without 
intending  anything  for  or  against  the  patent,  (v) 

The  Authentication  of  the  Grant. — The  grant  is  made  **  patent," 
i.e.  open,  in  order  that  all  may  be  cognizant  of  its  contents.  It 
must  be  under  seal.  At  common  law  all  grants  of  privileges  or 
franchises  by  the  Grown  require  authentication  by  the  great  seal,  (w) 
In  the  case  of  letters  patent  for  inventions,  however,  the  grant  is 
now  sealed  with  the  seal  of  the  Patent  Office ;  all  business  arising 
from  the  exercise  of  the  prerogative  in  the  granting  of  letters 
patent  for  inventions  being  now  transacted  in  that  office.  By 
statutory  provision  a  patent  so  sealed  has  the  same  effect  as  if 
sealed  with  the  great  seal  of  the  United  Kingdom,  (x) 

If  a  patent  is  lost  or  destroyed  or  its  non-production  is 
accounted  for  to  the  satisfaction  of  the  Comptroller-General  of 
Patents,  the  Comptroller  may  at  any  time  cause  a  duplicate 
thereof  to  be  sealed,  (y) 

(«)  See  ante,  pp.  20,  22.  A.  &  0.  2. 

(v)  6ee  poet,  p.  242,  ohap.  xiL  (x)  Patents  Act,  1883,  a.  12. 

(w)    Comyn'8   Digewt,   Title    Patent;  (y)  Ibid.  e.  37. 
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CHAPTER  lU. 

THE  grantee:  to  what  pebsons  letters  patent  for  inventions 

MAY  BE  granted. 

The  True  and  First  Inyentor. — The  prerogative  of  the  Crown  to 
grant  monopolies  by  letters  patent  and  the  form  of  such  grants 
have  already  been  considered.  The  limitations  imposed  by  the 
law  on  that  prerogative  as  to  the  persons  in  whose  favour  it  may 
be  exercised  will  form  the  subject  of  the  present  chapter. 

By  the  operation  of  the  Statute  of  Monopolies  (a)  this  pre- 
rogative is  now  preserved  only  in  the  case  of  such  persons  as  fall 
within  Section  6  of  that  Act.  That  section,  so  far  as  at  present 
material,  is  as  follows : — 

"  Provided  also,  and  be  it  declared  and  enacted,  that  any  declaration 
before  mentioned  shall  not  extend  to  any  letters  patent  and  grants  of 
privilege  for  the  term  of  fourteen  years  or  under,  hereafter  to  be  made 
of  the  sole  working  or  making  of  any  manner  of  new  manufactures  within 
this  realm,  to  the  true  and  first  inventor  or  inventors  of  such  manu- 
factures which  others  at  the  time  of  making  such  letters  patent  and 
grants  shall  not  use." 

Every  patent  must  therefore  be  granted  to  the  true  and  first 
inventor  of  a  manufacture  not  already  in  use.  Where,  however, 
several  applicants  apply  jointly  for  a  grant  of  letters  patent,  it  is 
now  sufficient  if  one  of  such  applicants  is  the  true  and  first 
inventor,  (b)  So  that  an  inventor  who  lacks  the  capital  required 
to  push  his  invention  may  now  associate  with  himself  as  co- 
patentees  persons  in  a  more  fortunate  financial  position. 

The  words  true  and  first  inventor  have  not  been  the  subject 
of  further  statutory  definition,  but  a  long  series  of  judicial  decisions 
has  placed  upon  them  an  interpretation  now  as  binding  upon  the 
Oourts  as  the  Statute  of  James  I.  The  general  effect  of  these  deci- 
sions was  thus  summarised  by  Sir  George  Jessel,  M.E.,  in  Plimpton 

(a)  21  Jao.  I.  c.  3.  (b)  PateiitB  Act,  1885,  8.  5. 
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V.  Malcolmson  (c) :  "  As  I  understand,  shortly  after  the  passing  of 
the  Statute  the  question  arose  whether  a  man  could  be  called  a  first 
and  true  inventor  Yfho,  in  the  popular  sense^  had  never  invented 
anything,  but  who,  having  learned  abroad  that  somebody  else  had 
invented  something,  quietly  copied  the  invention  and  brought  it 
to  this  country  and  then  took  out  a  patent.  As  I  said  before,  in 
the  popular  sense  he  had  invented  nothing.  But  it  was  decided, 
and  now,  therefore,  is  the  legal  sense  and  meaning  of  the  Statute, 
that  he  was  a  first  and  true  inventor  within  the  Statute,  if  the 
invention  being  in  other  respects  novel  and  useful,  was  not  prer 
viously  known  in  this  country — ^ known'  being  used  in  that 
particular  sense  as  being  part  of  what  had  been  called  the  common 
or  public  knowledge  of  the  country.  That  was  the  first  thing. 
Then  there  was  a  second  thing.  Suppose  there  were  two  people, 
actual  inventors,  in  this  country,  who  invented  the  same  thing 
simultaneously,  could  either  be  said  to  be  the  first  and  true 
inventor  ?  It  was  decided  that  the  man  who  first  took  out  the 
patent  was  the  first  and  true  inventor.  Then  there  was  another 
point.  If  the  man  who  took  out  the  patent  was  not,  in  popular 
language,  the  first  and  true  inventor,  because  somebody  had 
invented  it  before,  but  had  not  taken  out  a  patent  for  it,  would  he 
still,  in  law,  be  the  first  and  true  inventor  ?  It  was  decided  he 
would,  provided  the  invention  of  the  first  inventor  had  been  kept 
secret,  had  not  been  made  known  in  such  a  way  as  to  become 
a  part  of  the  common  knowledge,  or  the  public  stock  of  informa- 
tion. Therefore  in  that  case  also  there  was  a  person  who  was 
legally  the  first  and  true  inventor,  although,  in  common  language, 
he  was  not,  because  one  or  more  people  had  invented  it  before  him, 
but  had  not  sufficiently  disclosed  it." 

A  true  inventor  (except  in  the  case  of  an  importer,  to  be  con- 
sidered hereafter)  means  a  person  who  has  in  fact  created  a  new 
invention  by  the  exercise  of  inventive  ingenuity:  one  who  has 
himself  found  out  by  his  own  skill  and  application  the  discovery 
of  which  he  seeks  a  monopoly.  If,  therefore,  the  person  alleging 
himself  to  be  an  inventor  has  not  found  out  the  invention  himself; 
if  be  has  taken  it  from  a  book  or  from  a  prior  patent,  or  borrowed 
it  from  another  person,  or  learned  it  in  a  fiduciary  capacity,  he 
cannot  in  law  be  the  recipient  of  a  valid  grant,  (d) 

(e)  L.  R.  3  C.  D.  655;  45  L.  J.  Ch.  v.  Ga$  Light  A  Coke  Co.  L.  R.  2  0.  D. 

507.  833;  3  App.  Ga.  239;  45  L.  J.  Ch.  843 ; 

(d)  B.  ▼.  WheeUfr,  2  B.  &  Aid.  349;  47  L.  J.  Ch.  402. 
Minter  ▼.  WdU,  1  W.  P.  C.  129 ;  PaUerfon 
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Commenting  on  this  in  Gibson  v.  Brandy  Tindal,  C.J.,  said, 
"  Now  a  man  may  pablish  to  the  world  that  which  is  perfectly 
new  in  all  its  use,  and  has  not  been  enjoyed,  and  yet  he  may  not 
be  the  first  and  true  inventor;  he  may  have  borrowed  it  from 
some  other  person,  he  may  have  taken  it  from  a  book,  he  may 
have  learnt  it  from  a  specification,  and  then  the  legislature  never 
intended  that  a  person  who  had  taken  all  his  knowledge  from  the 
act  of  another,  from  the  labours  and  assiduity  or  ingenuity  of 
another,  should  be  the  man  who  was  to  receive  the  benefit  of 
another's  skill."  (€>  In  TennanVs  case  a  patent  for  a  bleaching 
preparation  was  held  invalid  when  it  appeared  that  a  principal 
portion  of  the  invention  was  due,  not  to  the  ingenuity  of  the 
patentee,  but  to  the  suggestion  of  a  chemist  who  had  assisted 
him.  (/)  So  likewise  where  a  workman  in  the  employment  of  a 
master  has  made  the  discovery  of  an  invention,  the  workman  is 
the  inventor,  and  not  the  master ;  {g)  even  though  it  be  made  in 
the  employer's  time,  and  with  the  use  of  his  materials.  Qi) 

How  far  an  Inventor  may  be  assisted  by  others. — This  does  not, 
however,  preclude  an  inventor  from  obtaining  help  from  others 
in  perfecting  and  working  out  the  details  of  his  invention,  and  if 
a  servant  or  professional  assistant,  working  in  such  employment, 
makes  a  discovery  subsidiary  to  the  main  invention,  but  of  value 
in  giving  it  practical  shape  and  perfecting  its  use,  such  subsidiary 
discovery  belongs  to  the  master,  and  is  considered  in  law  to  be 
his  invention. 

It  may  often  be  a  question  of  some  nicety,  whether  in  such 
case  the  invention  of  the  servant  is,  or  is  not,  really  subsidiary 
to,  and  therefore  absorbed  by,  that  of  the  master.  As  to  this, 
Erie,  J.,  directing  the  jury  in  Alien  v.  Rawson,  said,  "  I  take  the 
law  to  be,  that  if  a  person  has  discovered  an  improved  principle, 
and  employs  engineers  or  agents  or  other  persons,  to  assist  him 
in  carrying  out  the  principle,  and  they,  in  the  course  of  the 
experiments  arising  from  that  employment,  make  valuable  dis- 
coveries accessory  to  the  main  principle,  and  tending  to  carry 
that  out  in  a  better  manner,  such  improvements  are  the  property 
of  the  inventor  of  the  original  improved  principle,  and   may  be 

(c)  1  W.  P.  C.  627;  11  L.  J.  C.  P.  Blozam  v.   Elaee,  1  0.  i&  P.  558;  1  W. 

177.    See,  also,  Walton  v.  Potter,  1  W.  P.  P.  C.  132  n. ;  Barber  v.  Walduek  cited,  1 

0.   592;  Cornish  v.  Keene,  1   W.  P.  C.  0.  &  P.  567. 

507-509 ;  Muntt  v.  Fatter,  2  W.  P.  C.  102 ;  (K)  Heaid^8  Patent,  8  B.  P.  C.  430 ; 

Household  v.  NeOeon,  9  Gl.  &  F.  788.  Sasiy   v.   Qloucetter  Waggon  Co.,  GrilT. 

(/)  D.  P.  C.  429;  1  W.  P.  0. 125  n.  A.  P.  C.  56. 

(g)  Barker    ▼.    Shaw,   Holroyd    60; 
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embodied  in  his  patent;  and,  if  so  embodied,  the  patent  is  not 
avoided  by  evidence  that  the  agent  or  servant  made  the  suggestions 
of  ihat  subordinate  improvement  of  the  primary  and  improved 
principle."  (J) 

In  this  case  the  patent  was  for  improvements  in  the  manu- 
facture of  felted  fabrics.  The  invention  related  to  the  formation 
of  the  layer,  or  bat  of  wool,  a  preparatory  step  to  the  operation 
of  felting.  The  patentee's  method  consisted  of  the  employment  of 
a  roller  mechanism,  and  in  connection  therewith  he  claimed,  i.a. 
the  use  of  a  compound  apron  and  longitudinal  guides;  both  of 
these  improvements  had  been  suggested  by  workmen.  On  behalf 
of  the  defendant  it  was  objected  that  the  patent  was  bad  because 
it  included  these  claims. 

The  jury  having  found  a  verdict  for  the  plaintiff,  the  Court  of 
Common  Pleas  refused  a  new  trial.  Tindal,  C.J.,  said,  ''  The  real 
question  is,  whether  or  not  the  improvements  suggested  by  Shaiv 
and  Milner  were  of  such  a  serious  and  important  character  as  to 
preclude  their  adoption  by  WiUiams  as  part  of  his  invention.  It 
would  be  difficult  to  define  how  far  the  suggestions  of  a  workman 
employed  in  the  construction  of  a  machine,  are  to  be  considered 
as  distinct  inventions  by  him,  so  as  to  avoid  a  patent  incorporating 
them,  taken  out  by  his  employer.  Each  case  must  depend  upon 
its  own  merits.  But  when  we  see  that  the  principle  and  object 
of  the  invention  are  complete  without  it,  I  think  it  is  too  much 
that  a  suggestion  of  a  workman  employed  in  the  course  of  the 
experiments,  of  something  calculated  more  easily  to  carry  into 
effect  the  conceptions  of  the  inventor,  should  render  the  whole 
patent  void."  (i) 

To  put  the  test  in  another  form,  where  the  leading  idea  of  the 
invention  is  the  master's,  and  the  workman's  variations  or  addi- 
tions are  steps  subsidiary  and  ancillary  to  that  idea,  there  the 
master  is  in  law  permitted  to  include  in  his  monopoly  all  such 
variations  and  additions  as  if  he  were  in  fact  the  true  and  first 
inventor  of  them. 

In  MinterY.  Wells,  where  a  similar  question  arose,  Alderson,  B., 
said,  ''If  Sutton  (the  workman)  suggested  the  principle  to  Mr. 
Minier,  then  he  would  be  the  inventor.  If,  on  the  other  hand, 
Mr.  Minter  suggested  the  principle  to  Sutton  and  Sutton  was 
assisting  him,  then  Mr.  Minter  would  be  the  first  and  true 
inventor,  and  Sutton  would  be  a  machine,  so  to  speak,  which 

U)  1  C.  B.  551,  at  p.  567.    Bee,  alao,      (N.  S.),  275. 
Bylea,  J.,  in  Hatton  ▼.  Keane,  7  G.  B.  (k)  1  C.  B.  p.  574. 
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Mr.  Minter  uses  for  the  purpose  of  enabling  him  to  carry  his 
original  conception  into  effect."  (Q 

"  If  a  workman  is  employed  by  an  inventor,"  said  Davey,  S»G., 
in  David  and  Woodley's  application  ''to  make  a  model  for  the 
purpose  of  carrying  out  his  invention,  and  the  workman  suggests 
improvements  in  detail  of  the  machine  which  are  adopted  in  the 
machine  or  model  as  completed,  those  suggestions  are  the  property 
of  his  employer,  and  the  workman  cannot  afterwards  take  out  a 
patent  for  them."  (m) 

It  may  sometimes  happen  that  the  assistance  which  an 
employer  receives  from  hifi  servant  assumes  such  importance 
that  it  is  difficult  to  say,  as  between  them,  who  in  fact  is  the 
true  inventor  of  the  perfected  invention.  In  such  case  the  Patent 
Office  authorities  would  now,  if  either  opposed  a  grant  to  the 
other,  refuse  the  letters  patent,  except  in  the  form  of  a  joint 
grant  to  them  both,  (n) 

Inventor  means,  Inventor  of  all  that  is  cIaimed.~The  distinc- 
tion between  a  subsidiary  and  an  independent  invention  is  of  vital 
importance,  because  not  only  must  the  grantee  be  a  true  inventor, 
he  must,  further,  be  the  inventor  of  everything  which  in  his  appli- 
cation to  the  Crown  he  represents  himself  to  have  discovered,  (o) 
otherwise  the  grant  will  be  void  for  false  suggestion,  (p) 

This  was  clearly  laid  down  in  Brunton  v.  Hawkes.  There 
Abbot,  C.  J.,  said :  "  fiut  inasmuch  as  one  of  the  things  is  not  new, 
the  question  arises,  whether  any  part  can  be  sustained.  It  is 
quite  clear  that  a  patent  granted  by  the  Grown  cannot  extend 
beyond  the  consideration  of  the  patent.  The  king  could  not  in 
consideration  of  a  new  invention  in  one  article  grant  a  patent  for 
that  article  and  another.  .  .  .  The  patent  is  granted  upon  the 
recital  that  he  has  made  improvements  in  all  three,  and  that  they 
are  all  new,  and  the  consideration  of  the  patent  is  the  improvement 
in  the  three  articles,  and  not  in  one ;  for  an  improvement  in  only 
one  of  them  would  render  the  patent  bad.  The  consideration  is 
the  entirety  of  the  improvement  of  the  three ;  and  if  it  turns  out 
there  is  no  novelty  in  one  of  the  improvements  the  consideration 
fails  in  the  whole,  and  the  patentee  is  not  entitled  to  the  benefit 
of  the  other  part  of  his  invention."  (q)    In  the  same  case,  Best,  J., 

(Z)  1  Cr.  M.  &  R.  505 ;  1  W.  P.  0.  138 ;  130 ;  Healey's  AppUocUion,  Johnson,  165. 
4  A.  &  E.  251.  (o)  See  TennanfB  Ckue;!  W.  P.  C.  126 

(m)  Griflf.    A.    P.    C.    26;    Homan^B  note;  Hilly.  Thompton,  I  W.V.  0.239. 
Patent,  6  R.  P.  C.  104;  Kwrtg  v.  Spenee,  (p)  See  ante,  p.  17. 

6  R.  P.  C.  181.  (q)  4  B.  &  Aid.  651. 

(n)  RtuBeWs  PaienU,  2  De  G.  &  J. 
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said,  "  A  patent  taken  out  too  large  is  not  only  void  for  the  excess, 
bnt  yoid  altogether." 

So  also  in  Losh  v.  Hague :  "  If  a  man,"  said  Lord  Abinger, 
G.B.,  **  claims  by  his  patent  a  number  of  things,  as  being  the 
inventor  of  them  whether  they  consist  of  improvements  or  original 
inventions,  and  it  turns  out  that  some  of  them  are  not  original 
and  not  improvements,  his  patent  is  void  "  (r). 

"Upon  the  authorities,"  said  Parke,  B.,  in  Morgan  v.  Seaward  («), 
'^  we  feel  bound  to  hold  that  the  patent  is  void  upon  the  ground 
of  fraud  on  the  Grown,  without  entering  into  the  question  whether 
the  utility  of  each  and  every  part  of  the  invention  is  essential 
to  a  patent  where  such  utility  is  not  suggested  in  the  patent  itself 
as  the  ground  of  the  grant.  That  a  false  suggestion  of  the  grantee 
avoids  an  ordinary  grant  of  lands  or  tenements  from  the  Grown 
is  a  maxim  of  the  common  law,  and  such  a  grant  is  void,  not 
against  the  Grown  merely,  but  in  suit  against  a  third  party.  It 
is  on  the  same  principle  that  a  patent  for  two  or  more  inventions 
where  one  is  not  new  is  void  altogether,  as  was  held  in  Hill  v. 
Thompson  (t)  and  Brunton  v.  Hawkes  (w),  for  although  the  Statute 
invalidates  a  patent  for  want  of  novelty,  and  consequently  by  force 
of  the  Statute  the  patent  would  be  void  so  far  as  related  to  that 
which  was  old,  yet  the  principle  on  which  the  patent  has  been 
held  to  be  void  altogether  is,  that  the  consideration  of  the  grant 
is  the  novelty  of  all,  and  the  consideration  failing  or,  in  other 
words,  the  Grown  being  deceived  in  its  grant,  the  patent  is  void, 
and  no  action  is  maintainable  upon  it."  {v) 

A  Pirst  Importer  is  an  Inyentor. — The  first  importer  of  a  new 
manufacture  from  abroad  is  a  true  and  first  inventor  within  the 
meaning  of  the  Statute. 

This  construction,  which  was  first  placed  upon  the  Statute  in 
the  case  of  Edgebury  v.  Stephens,  (w)  was  a  mere  reading  into  the 
words  of  the  Act  of  the  early  practice  at  common  law,  (x)  under 
which  it  had  been  held  that  any  man  who,  by  his  own  charge 
and  industry,  for  the  good  of  the  realm,  brought  any  new  trade 
into  the  realm,  or  any  engine  tending  to  the  furtherance  of  a 
trade  that  never  was  used  before,  might  properly  receive  from  the 


(r)  1  W.  p.  C.  203,  204.  796 ;  1  H.  of  L.  595. 

(•)  2  M.  &  W.  561 ;  1  W.  P.  C.  196.  (v)  Cf.  BoberU  v.  Heyicood,  27  W.  R. 

(I)  2  B.  Moa  424 ;  8  Taunt.  375;   1  454;  Britain  v,  Hirteh,  5  B.  P.  0.  74. 
W.  P.  a  237.  (w)  2  Salk.  447;  1  W.  P.  0.  35. 

(ii)4B.ftAld.542.    See,  also,  Tempfd-  (aj)  See    Tindal,  0.  J.,  in    Beard  v. 

ton  T.  Maefarlane^  10  Gonrt  of  Session  Ca.  EgerUm,  3  G.  B.  128. 
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king  by  patent  the  grant  of  a  monopoly  thereof,  for  some  reason- 
able time,  until  the  subjects  might  learn  the  same,  iy) 

''  A  grant  to  an  importer  is  good/'  says  Sir  Edward  Coke, 
'' because  such  a  person  bringeth  to  and  for  the  commonwealth 
a  new  manufacture,  by  his  invention,  cost,  and  charges,  and  there- 
fore it  is  reason  that  he  should  have  a  privilege  for  his  reward, 
and  the  encouragement  of  others."  (z) 

In  the  report  of  Edgehury  v.  Stephens  it  is  stated  to  have  been 
agreed  by  Holt  and  PoUexfen  that,  '*  If  the  invention  be  new  in 
England  a  patent  may  be  granted,  though  the  thing  was  practised 
beyond  sea  before ;  for  the  Statute  speaks  of  new  manufactures 
within  this  realm ;  so  that  if  they  be  new  here  it  is  within  the 
Statute,  for  the  Act  intended  to  encourage  new  devices  useful  to 
the  kingdom,  and  whether  learned  by  travel  or  by  study  it  is  the 
same  thing."  (a) 

In  Carpenter  v.  Smithy  (b)  Lord  Abinger,  C.B.,  told  the  jury  that 
a  man  has  a  right  to  a  patent  if  he  is  the  first  person  who  brings 
into  England  an  invention  which  is  used  abroad  and  not  known  in 
England,  and  that  it  was  sufficient  if  the  patentee  was  an  *'  original 
importer." 

In  Walton  v.  Bateman,  (c)  Cresswell,  J.,  stated  the  law  thus : 
''The  party  obtaining  the  patent  must  be  the  true  and  first 
inventor  in  this  country.  If  he  imports  from  a  foreign  country 
that  which  others  at  the  time  of  the  making  of  such  letters  patent 
and  grants  did  not  use,  it  will  suffice." 

In  Beard  v.  Egerton,  (d)  Tindal,  C.  J.,  said  :  "  A  person  who  has 
learned  an  invention  abroad,  and  imported  it  into  this  country, 
where  it  was  not  used  or  known  before,  is  the  first  and  true 
inventor  within  the  Statute." 

In  Berry's  Patent,  Lord  Brougham,  dealing  with  an  application 
made  to  the  Privy  Council  for  the  extension  of  a  patent  term,  said : 
''The  patent  law  is  framed  in  a  way  to  include  two  species  of 
public  benefactors ;  they  are  those  who  benefit  the  public  by  their 
ingenuity,  industry,  and  science  and  invention  and  personal 
capability;  the  other,  those  who  benefit  the  public  without  any 
ingenuity  or  invention  of  their  own,  by  the  importation  of  the 

(y)  Darey  v.  AUin,  Noy*8  Rs.  178;  1,  also,  Eyre,  C.  J.,  ia  BouUon  v.  BvU. 
W.  P.  0.  6 ;  Clothtcorkera  of  Ipatoieh  Cote,  (6)  1  W.  P.  C,  pp.  535,  536. 

Godbolt,  252.  (c)  1  W.  P.  0.,  p.  615. 

(f)  3  Inst.  184.    See,  also,  Sheppard*s  (d)  15  L.  J.  G.  P.  270;  3  C.  B.  128, 

Abridgement,  Part  III.,  Title  Prerogative,  129.    See,  also.  Stead  y.  Andenon,  2  W. 

p.  61.  P.  0. 149 ;  Stead  v.  WitUame,  2  W.  P.  O. 

(a)  2  Salk.  447,  1  W.  P.  C.  35.    See,  130;  NiekeU  v.  Bon,  8  G.  B.  679. 
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results  of  foreign  inventions.  Now,  the  latter  is  a  benefit  to  the 
public  incontestabljy  and  therefore  they  render  themselves  entitled 
to  be  pnt  npon  somewhat^  if  not  entirely,  the  same  footing  as 
inventors."  (c) 

In  Marsden  v.  The  SaviUe  Foundry  Company,  (J)  Jessel,  M.B., 
while  recognizing  the  existence  of  the  foregoing  role,  strongly 
expressed  the  opinion  that  it  was  not  possible  to  find  any  principle 
upon  which  to  justify  the  putting  of  an  inventor  and  an  importer 
on  the  same  footing.  It  is  submitted,  however,  that  the  principle 
which  has  guided  the  Courts  in  this  interpretation  of  the  Statute 
is  manifestly  that  suggested  by  Lord  Brougham  in  Berry's  Patent, 
as  quoted  above.  For  the  merit  in  respect  of  which  the  law 
recognizes  that  an  inventor  deserves  to  be  placed  in  the  exceptional 
position  of  a  monopolist  is  not  the  exercise  by  him  of  an  unusual 
ingenuity  per  se,  but  the  fact  that  he  has  made  a  contribution  of 
value  to  the  stock  of  industrial  knowledge ;  and  so  far  as  the  public 
are  concerned,  the  value  to  them  of  that  contribution  is  precisely 
the  same  whether  the  patentee  has  invented  it  by  his  personal 
ingenuity  or  imported  it  through  his  enterprisa  In  either  case  an 
addition  is  made  to  the  stock  of  industrial  knowledge,  and  hence  in 
the  eyes  of  the  Grown,  so  far  at  least  as  the  original  grant  is  con- 
cerned, an  inventor  and  an  importer  are  properly  held  to  be  equally 
deserving  of  encouragement. 

In  Beard  v.  Egerton,  (g)  it  was  argued  that  the  person  who 
took  out  the  patent  as  an  importer  must  be  a  meritorious  importer 
and  not  a  mere  clerk  or  servant ;  nor  even  an  agent,  acting  for 
the  purposes  of  the  application  only,  upon  a  communication  made 
by  a  foreign  inventor.  In  rejecting  this  contention,  Tindal,  G.J., 
said :  **  No  authority  is  cited  for  such  distinction.  So  far  as  the 
public  are  concerned  in  interest,  no  such  distinction  is  necessary. 
Berry  (the  patentee)  is  an  Englishman,  to  whom  the  invention 
is  communicated  by  a  foreigner  residing  abroad ;  and  Berry  first 
brings  the  invention  into  England  and  makes  it  public  there.  So 
far,  therefore,  as  relates  to  the  interests  of  the  public,  Berry  has 
all  the  merit  of  the  first  inventor."  (h) 

A  foreign  inventor  may  thus  obtain  a  grant  of  an  English  patent, 
in  the  name  of  a  person  resident  in  England,  who  acts  as  a  mere 
trostee  for  such  foreigner.  Formerly  one  foreigner  could  obtain 
a  grant  of  letters  patent  as  an  importer  upon  a  communication 

(«)  7  Hoa  p.  189.    See,  alio^  Claridge't  (g)  3  0.  B.  128, 129. 

PaUmi,  7  Moo.  p.  896;  8oame'$  Pateni,  (h)  See,  also,  NieheU  v.  Sou,  8  G.  B. 

1  W.  P.  0.  783.  679 ;  Stead  v.  WiUiatM,  2  W.  P.  C.  130. 

C/)  L.  B.  8  Bx.  D.  203. 
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made  abroad  to  him  by  aaother  foreigner,  (t^  Now,  however,  the 
application,  if  made  by  an  importer,  must  be  made  by  an  appli- 
cant resident  in  England,  (j) 

The  Importer  mnit  be  an  Importer  from  Abroad. — ^The  importer 
musty  howeyer,  be  a  genuine  importer.  His  inventiony  whether  he 
learns  it  abroad  or  has  it  communicated  to  him  from  abroad,  must 
come  from  beyond  the  limits  of  the  Kingdom.  At  one  time  it  was 
doubted  whether  or  not  Scotland  was  within  the  Kingdom  for 
this  purpose,  but  that  question  has  long  been  answered  in  the 
affirmative,  (k) 

*'  It  would  be  a  monstrous  thing,"  said  Lord  Lyndhurst,  C,  in 
Brown  v.  Annandcde,  '^  if  an  invention  having  full  publicity  in  one 
part  of  the  Kingdom  could  be  made  the  subject  of  a  patent  in 
another  part  of  it."  Lord  Campbell,  in  the  same  case,  said,  ''  If 
the  Grown  were  made  aware  of  that  fact  the  grant  would  be 
refused."  (0 

Colonies  of  the  Empire  which  have  statutory  powers  to  grant 
letters  patent  in  their  own  dominions  are;  for  the  purposes  of  the 
inventor,  foreign  countries,  and  persons  first  importing  inventions 
from  them  are  qualified  to  be  grantees  of  letters  patent,  (m) 

In  Marsden  v.  The  SaviUe  Foundry  Company,  (n)  the  plaintiff 
in  an  action  of  infringement  alleged  in  her  statement  of  claim 
that  letters  patent  had  been  granted  to  her  for  an  invention  com- 
municated to  her  by  her  late  husband  which  was  not  in  use  by 
any  other  person  or  persons  in  the  United  Kingdom,  and  of  which, 
therefore,  she  was  the  first  introducer.  The  defendant  demurred 
to  the  statement  of  claim  as  bad  in  law,  because  on  the  facts  stated, 
the  plaintiff  could  not  be  the  true  and  first  inventor  within  the 
Statute,  the  communication  not  having  been  made  from  abroad. 
Pollock,  B.,  upheld  the  demurrer.  His  decision  was  affirmed 
on  appeal. 

*'  This  is  a  mere  experiment,"  said  Jessel,  M.B.  *'  From  the 
time  of  the  passing  of  the  Statute  (21  Jac.  1,  c.  8)  down  to  the 
present  time,  no  one,  as  far  as  I  know,  has  contended  in  a  court 
of  law,  much  less  has  any  court  of  law  allowed,  the  validity  of 
such  a  contention  as  that  a  communication  made  in  England  by 

(0  Re  Wirlh*B  Paierd,  L.  B.  12  G.  D.  (I)  Brown  v.  AnnanddU,  8  Gl.  &  F. 

803.  437.   Now,  by  the  Patents  Act,  1883,  s.  16, 

(J)  See  Patent  Offloe  Journal^  May  9,  every  patent  takes  effect  throughout  the 

1884 ;  and  Form  A  1,  Appendix  II.,  post.  United  Kingdom  and  the  Isle  of  Man. 
The   applicant   may  be   a  corporation ;  (m)  BoUe  v.  Itaace,  19  G.  D.  268 ;  45 

BooUl^  Anonymet   d:e.,   du    Temple,   13  L.  T.  (N.  S.),  704. 
R.  P.  C.  54.  (n)  L.  B.  3  Ex.  D.  203 ;  39  L.  T.  92. 

(k)  BoAuek  V.  Btirling,  1  W.  P.  G.  45. 
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one  British  subject  to  another  British  subject  can  be  patented 
by  the  receiver  of  the  communication,  so  as  to  make  the  receiver 
the  true  and  first  inventor  within  the  meaning  of  the  patent  laws. 
It  has  been  argued  that  before  the  Statute  of  James  such  patents 
were  valid,  and  were  allowed  by  the  judges,  and  that  the  Statute 
merely  restricts  the  duration  of  the  patent,  and  does  not  destroy 
the  right  as  it  previously  existed.  Even  supposing  that  were  so, 
the  Statute  defines  who  are  considered  to  be  worthy  recipients 
of  the  grant  of  such  a  monopoly,  as  it  was  then  called,  and  the 
definition  so  given  has  been  followed  ever  since.  What  possible 
right  have  we  to  say  that  we  can  now  extend  that  privilege  beyond 
the  importation  of  the  invention  from  beyond  the  seas  to  the  case 
of  a  man  who  dies  before  taking  out  a  patent,  and  whose  legal 
personal  representative,  finding  the  invention  sufficiently  described 
amongst  his  papers,  thereupon  obtains  a  patent  as  upon  a  com- 
munication from  him.  Whether  or  not  there  should  be  legislative 
provision  for  such  a  case  it  is  not  for  me  to  say.  But  there  is 
none.  He  is  neither  the  first  nor  the  true  inventor  within  the 
ordinary  or  existing  legal  meaning  of  the  term."  This  legislative 
provision  to  meet  the  case  of  a  deceased  inventor  has,  however, 
now  been  made,  as  will  be  shortly  indicated,  (o) 

It  was  at  one  time  doubtful  whether  the  Patents  Act,  1883, 
had  not  introduced  a  modification  of  the  law  by  excluding  the 
rights  of  importers  to  rank  as  inventors,  and  in  Edmund's  case 
this  view  of  the  Act  was  pressed  upon  the  Law  Officer.  Sir  B. 
Webster,  A.6.,  in  refusing  to  accede  to  it  said :  "  Prior  to  the 
passing  of  the  Act  of  1888  the  law  was  well  settled  that  a  person 
importing  into  the  realm  an  invention  was  the  true  and  first 
inventor  within  the  meaning  of  the  Statute  of  James,  and  it 
mattered  not  under  what  circumstances  he  had  obtained  the  inven- 
tion from  abroad.  In  my  judgment,  the  Act  of  1883  has  made  no 
alteration  of  the  law  in  this  respect.  In  the  case  of  an  imported 
invention  the  merit  of  the  invention  is  the  importation — ^the  com- 
munication to  the  public  in  the  United  Edngdom  and  the  Isle  of 
Man ;  and  I  think,  therefore,  the  Comptroller  has  no  jurisdiction 
to  enquire  as  to  the  circumstances  under  which  the  invention  was 
obtained  by  the  importer.  Of  course  there  may  be  cases  in  which 
the  relations  between  the  parties  are  such  that  the  person  who 
has  first  imported  the  invention  may  be  guilty  of  some  breach 
of  contract  or  breach  of  duty  towards  the  person  from  whom  he 
has  obtained  the  invention  abroad,  and  the  importer  may  be  liable 

(o)  See  pofrt,  p.  88 ;  also  Patents  Act,  1883,  s.  84. 
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to  proceedings  in  respect  of  the  breach  of  such  contract  or  duty ; 
but  in  my  opinion  these  are  matters  which  the  Comptroller 
General  and  Law  Officer  cannot  enquire  into,  but  must  form  the 
subject  of  independent  proceedings  between  the  parties  either  in 
this  country  or  abroad  as  the  case  may  be."  {p) 

An  importer  who  applies  for  a  patent  for  an  invention  communi- 
cated from  abroad  may  supplement  that  invention  by  original 
improvements  of  his  own,  and  does  not  thereby  invalidate  any 
patent  granted  upon  the  application*  **  It  was  suggested/'  said 
Lindleyi  L. J.,  in  Moser  v.  Marsden, ''  that  as  the  English  patentee 
had  himself  improved  Chosaelin's  invention,  the  specification  ought 
to  have  shewn  this  on  the  face  of  it ;  and  that  as  the  whole  inven- 
tion was  not  communicated  to  the  plaintiff  by  Orosselin,  as  stated 
by  the  plaintiff,  his  patent  is  bad.  This  point  has  been  raised 
before,  but  as  yet  it  has  not  found  favour  with  any  Court.  Nor 
ought  it.  There  is  no  substance  in  it.  The  patentee  is  the  true 
and  first  inventor,  within  the  meaning  of  the  patent  law,  whether 
he  invents  himself,  or  whether  he  simply  imports  a  foreign  inven- 
tion. I  cannot  see  how  he  is  anything  but  a  true  and  first  inventor 
if  he  does  both ;  that  is,  if  he  both  imports  a  foreign  invention  and 
improves  it  himself."  (q) 

Where  two  Persons  simultaneously  make  the  same  Invention. — 
When  two  or  more  independent  inventors  simultaneously  make 
the  same  invention  the  inventor  who  first  discloses  his  invention 
to  the  public  under  the  protection  of  letters  patent  is  the  true 
and  first  inventor,  (r) 

In  Cornish  v.  Keene,  (s)  Tindal,  C.  J.,  said :  '*  There  may  be 
many  discoverers  starting  at  the  same  time,  many  rivals  that 
may  be  running  on  the  same  road  at  the  same  time,  and  the  first 
which  comes  to  the  Crown  and  takes  out  a  patent,  it  not  being 
generally  known  to  the  public,  is  the  man  who  has  a  right  to 
clothe  himself  with  the  authority  of  the  patent,  and  enjoy  its 
benefits." 

In  Henry's  Application  {t)  for  letters  patent,  Lord  Selborne,  C, 
said :  ''  I  apprehend  that  it  would  be  no  answer  to  a  bona  fide 
applicant  for  a  patent,  assuming  the  absence  of  fraud  or  communi- 
cation! to  allege  that  experiments  had  been  going  on,  or  even 

( p)  Griffin,  p.  283.    See,  also,  BiggifCB  (g)  10  B.  P.  G.  859. 

Potan*,  9  R.  P.  0.  74,  in  which  Sir  R.  (r)  Fonuth  v.  Riviere,  1  Carp.  401 ;  1 

Webeter,  A.G.,  aaid  it  mattered  not  even  if  W.  P.  0.  97  n. 

the  importer  had  stolen  the  invention  («)  l  W.  P.  0.  508. 

abroad.  (t)  L.  R.  8  Ch.  237 ;  42  L.  J.  Ch.  356. 
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drawings  made  by  another  inventor.  One  person,  being  a  bona 
fide  inventory  comes  first  to  ask  for  a  patent  for  his  invention,  and 
such  allegations  are  no  answer  to  him.  If  a  patent  be  granted 
to  him,  it  would  date  from  the  date  of  his  application.  If  he  were 
the  true  inventor,  the  circumstance  of  something  having  taken 
place  somewhere  else,  which  was  not  disclosed  to  the  world, 
and  as  to  which  no  prior  application  was  made,  would  be  no 
answer  to  him,  even  if  it  were  shewn  that  the  two  inventors 
were  travelling  very  much  upon  the  same  lines,  and  that  their 
minds  were  going  very  much  to  the  same  point  at  the  same 
time.*' 

An  Inventor  means  the  First  Disoloser  of  an  Invention. — The 
inventor  who  invents  and  first  discloses  his  invention  is  the  true 
and  first  inventor.  Therefore  an  inventor  who  is  not  in  strict 
language  the  first  discoverer  of  an  invention  may  still  be  a  lawful 
recipient  of  a  patent  grant,  if  the  earlier  inventor  who  has  antici- 
pated him,  has  kept  the  invention  secret 

Thus,  in  DoUond's  Patent  it  was  held  that  a  patent  for  a  new 
method  of  making  object  glasses  was  good,  although  the  same 
discovery  had  been  previously  made  by  another,  who  had  con- 
fined the  invention  to  his  closet  and  never  disclosed  it  to  the 
public.  («) 

In  HiU  V.  Thompson,  Dallas,  J.,  said  that  it  was  not  enough 
to  defeat  the  rights  of  a  grantee  to  shew  that  there  had  been  a 
prior  discoverer  of  the  invention,  unless  it  was  also  shewn  that 
that  prior  inventor  had  disclosed  his  discovery ;  (v)  while  in  Levns 
V.  Marling,  Bayley,  J.,  said :  "  If  I  discover  a  thing  for  myself,  it 
is  no  objection  to  my  having  a  patent  for  it  that  another  has 
also  made  the  discovery,  provided  I  first  introduce  it  into  public 
use."  (w) 

In  Carpenter  v.  Smith,  (x)  Abinger,  C.B.,  said :  "  That  if  an 
invention  is  new  and  useful,  the  inventor  shall  not  be  prejudiced 
by  any  other  man  having  invented  that  before,  and  not  made  use 
of  it ;  because  the  mere  speculations  of  ingenious  men,  which  may 
be  fruitful  of  a  great  variety  of  inventions,  if  they  are  not  brought 
into  actual  use  ought  not  to  stand  in  the  way  of  other  men  equally 
ingenious,  who  may  afterwards  make  the  same  inventions  and  apply 
them."  Hence  "  a  man  shall  not,  by  his  own  private  invention  which 

(»)  1  W.  P.  C.  43;  Pari.  E.  182 ;  cited  («)  8  Taunt.  395. 

is  2  H.  Bl.  470,  487.    See,  also,  Bramah  (to)  1  W.  P.  G.  126;  10  B.  &  G.  27. 

T.  HardeatUe,  1  V^.  P.  C.  44;  Holroyd,  («)  1  W.  P.  C.  p.  534. 
81. 
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he  keeps  locked  up  in  his  own  breast  or  in  his  desk  and  never 
communicates  it,  take  away  the  right  that  another  man  has  to  a 
patent  for  the  same  invention." 

So  likewise  in  The  HotisehiU  Iron  Company  v.  Neilson,  Lord 
Lyndhurst  said :  ''  He  is  not  called  the  inventor  who  has  in  his 
closet  invented  it,  but  who  does  not  communicate  it.  The  first 
person  who  discloses  that  invention  to  the  public  is  considered  as 
the  true  inventor." 

Aliens,  Infants,  Karried  Women,  Lunatics,  and  Executors. — 
Provided  the  applicant  for  letters  patent  (or  in  the  case  of  joint 
applicants,  any  one  of  them)  satisfies  the  condition  of  being  a 
true  and  first  inventor,  as  above  interpreted,  it  is  not  necessary, 
that  he  should  be  a  British  subject.  This  had  been  decided  prior 
to  the  Patents  Act,  1883,  (y)  and  is  now  expressly  enacted  by 
Section  4  of  that  Statute,  (z) 

So,  too,  letters  patent  may  be  granted  to  two  or  more  inventors 
jointly,  (a)  and  even  to  one  inventor  jointly  with  other  applicants, 
who  have  not  themselves  that  qualification,  (b)  In  this  way  a 
corporation  may  join  in  an  application  for,  and  become  a  grantee 
of,  letters  patent,  (c) 

Infants,  (d)  married  women,  and  lunatics  may  be  grantees 
of  letters  patent.  Section  99  of  the  Patents  Act,  1883,  pro- 
vides the  manner  in  which  any  declaration  or  act  required  by 
the  Statute  may  be  made  or  done  on  behalf  of  persons  so 
incapacitated. 

An  important  modification  of  the  law  was  introduced  by 
Section  34  of  the  same  Act  to  meet  the  case  of  an  inventor 
who  died  before  he  had  obtained  letters  patent  for  his  in- 
vention, (e) 

That  section  provides,  '*  If  a  person  possessed  of  an  invention 
dies  without  making  application  for  a  patent  for  the  invention, 
application  may  be  made  by,  and  a  patent  for  the  invention 
granted  to,  his  legal  representative." , 

^'  Every  such  application  must  be  made  within  six  months  of 

(y)  See    Tindal,   O.J.,   in    Beard  v.  Bloxam  y.  EUee,  6  B,  &  C.  169 ;  1  C.  &  P. 

Egerion,  3  0.  B.  128 ;  Chappd  v.  Purday,  558 ;  1  W.  P.  C  418  n. 
14  M.  &  W.  818.    This  is  consistent  with  (a)  Patents  Act,  1883,  s,  4. 

the  early  policy   of  the   Crown  in  en-  (ft)  Patents  Act,  1885,  s.  5. 

couraging  foreign  subjects  to  bring  new  (c)  Patente  Act.  1883,  s.  117. 

trades  into  England.    See  ante.  p.  3.  (d)  See  Cheavin  v.  Walker,  L.  R.  5  0.  D. 

(f )  Whether  the  Crown  wonld  exercise  p.  858 ;  46  L.  J.  Ch.  265 ;  35  L.  T.  757. 
its  prerogative  by  granting  a  patent  to  («)  See  the  case  of  Mareden  v.  SavtUe 

an  alien  enemy  is  at  least  doubtfnL    See  Foundry,  L.  R.  3  Ex.  D.  203.  See  ante,  p.  34. 
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the  decease  of  Buch  person,  and  mast  contain  a  declaration  by  the 
legal  representative  that  he  believes  such  person  to  be  the  true 
and  first  inventor  of  the  invention." 

If  an  inventor  dies  after  making  application  for  a  patent,  but 
before  it  is  sealed,  the  patent  may  be  granted  to  his  legal  repre- 
sentative, and  sealed  at  any  time  within  twelve  months  after  the 
death  of  the  applicant.  (/) 

(/)  Patents  Act.  1883,  8. 12  (3). 
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CHAPTER  IV. 

THE   SUBJECT-MATTER  OP   THE   GRANT. 

Letterf  Patent  Granted  for  KannfiEictnres  only. — The  prerogative 
of  the  Crown  to  grant  monopolies  of  inventions,  and  the  limi- 
tations which  the  law  imposes  on  that  prerogative  as  to  the 
persons  in  whose  favour  it  may  be  exercised,  have  already  been 
under  review;  the  subject-matter  of  such  grants  must  now  be 
considered. 

At  the  outset  it  is  necessary  to  turn  again  to  the  Statute  of 
Monopolies.  By  Section  6  of  that  Act  the  privilege  of  granting 
monopolies  is  preserved  to  the  Crown  only  in  respect  of  matters 
which  can  be  brought  under  the  following  description.  ''Any 
manner  of  new  manufactv/res  tvithin  this  realm  .  .  .  which  others 
at  the  time  of  the  making  of  such  letters  patent  and  grants  shaU 
not  use,^'  Moreover,  the  Act  further  provides  that  such  manu- 
factures shall  only  be  made  the  subject  of  grants  by  letters  patent 
when  **  not  contrary  to  the  law,  nor  mischievous  to  the  State  by  raising 
the  prices  of  commodities  at  home,  or  hurt  of  trade,  or  generally 
inconvenient.** 

The  inventor,  therefore,  who  seeks  a  grant  of  letters  patent 
must  bring  to  the  Crown  a  "manufacture."  Further,  such 
manufacture  must  be  new.  It  must  also  be  useful.  The  quality 
of  utility  is  not  specifically  named  in  the  Statute,  but  the  words 
of  the  Act  imply  it.  Prior  to  the  passing  of  the  Act  the  grant  of 
a  monopoly  in  a  manufacture  possessed  of  no  utility  was  contrary 
to  the  common  law,  and  at  all  times  such  a  grant  must  neces- 
sarily be  hurtful  to  the  interests  of  the  public,  as  calculated  to 
obstruct  and  impede  the  discovery  of  really  useful  inventions. 
Lastly,  a  manufacture  to  be  patentable,  must  be  the  fruit  of 
ingenuity  on  the  part  of  the  inventor.  In  a  word,  it  must  imply 
invention.  These  qualities,  which  the  law  requires  to  be  present 
in  the  subject-matter  of  all  valid  letters  patent,  will  be  considered 
in  this  and  the  five  succeeding  chapters. 
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Keaaing  of  the  Term  KannfiEtctnre. — Becognizing  that  the 
primary  object  of  all  patent  privileges  is  the  advancement  of 
trade  and  indnstry,  the  Courts  have  placed  a  very  wide  interpre- 
tation upon  the  term  '^  manufactures/'  Alluding  to  this  in  Boulton 
V.  Bull,  Eyre,  CJ.,  said :  **  I  observe  also  that  according  to  the 
letter  of  the  Statute  the  words  any  manner  of  new  manufacture  in 
the  saving  fall  very  far  short  of  the  words  '  anything '  in  the  first 
section.  But  most  certainly  the  exposition  of  the  Statute,  as  far 
as  reason  will  expound  it,  has  gone  very  much  beyond  the  letter. 
In  the  case  in  Salkeld  (a)  the  words  '  new  devices '  are  substituted 
and  used  as  synonymous  with  the  words  *  new  manufacture.'  It 
was  admitted  in  the  argument  at  the  bar,  that  the  word  '  manu- 
facture '  in  the  Statute  was  of  extensive  signification ;  that  it 
applied  not  only  to  things  made,  but  to  the  practice  of  making,  to 
principles  carried  into  practice  in  a  new  manner,  to  new  results  of 
principles  carried  into  practice."  (Jb) 

In  RaUton  v.  Smith,  Lord  Westbury,  C,  said :  "  Your  lordships 
are  well  aware  that  by  the  large  interpretation  given  to  the  word 
*  manufacture '  it  not>  only  comprehends  productions,  but  it  also 
comprehends  the  means  of  producing  them.  Therefore,  in  addition 
to  the  thing  produced,  it  will  comprehend  a  new  machine,  or  a 
new  combination  of  machinery ;  it  will  comprehend  a  new  process 
or  an  improvement  of  an  old  process."  (o) 

No  comprehensive  definition  of  all  that  the  term  ''manufactures" 
may  import  has  been  attempted  by  the  Courts.  Nor,  indeed,  is 
such  definition  possible,  {d)  Judges  have  been  content  to  define 
the  term  by  stating  illustratively  what  may  be  embraced 
under  it. 

A  Thing  Kade. — ^It  undoubtedly  includes  a  thing  made  or 
produced. 

In  R.  V.  Wheeler,  Abbott,  C.  J.,  said :  "  The  word  *  manufactures ' 
has  generally  been  understood  to  denote  either  a  thing  made, 
which  is  useful  for  its  own  sake,  and  vendible  as  such,  as  a 
medicine,  a  stove,  a  telescope,  and  many  others,  or  to  mean  an 
engine  or  instrument,  or  some  part  of  an  engine  or  instrument, 
to  be  employed  either  in  the  making  of  some  previously  known 
article,  or  in  some  other  useful  purpose,  as  a  stocking-frame,  or  a 
steam-engine  for  raising  water  from  mines."  {e) 

'  A  thing  made '  does  not,  however,  mean  anything  made ;  it 

(a)  EdgAerry  v.  SUfkeM,  2  Salk.  447.  (cf)  Per   Lopes,   L. J.,  in   Blakey   y. 

(b)  2  H.  Bl.  492,  493 ;  Dav.  P.  0.  207.      LaJtham,  6  B.  P.  0. 189. 
(e)  11  H.  of  L.  Ga.  246.  (e)  2  B.  &  Aid.  349. 
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must  be  a  somethiDg  indastrial  and  vendible,  for   the  Statute 
refers  only  to  manufactures  which  are  the  subject  of  trade.  (/) 

"  I  approve  of  the  term  '  manufacture '  in  the  Statute,"  said 
Heath,  J.,  in  Boulton  v.  J5uZZ,  "because  it  precludes  all  nice 
refinements :  it  gives  us  to  understand  the  reason  of  the  proviso, 
that  it  was  introduced  for  the  benefit  of  trade."  {g) 

An  Addition  may  be  a  Manufacture. — Owing  to  the  immense 
progress  of  invention,  it  can  hardly  ever  happen  now  (except  in 
the  case  of  chemical  products)  that  the  thing  produced  can  be 
in  toto  a  new  manufacture.  Yet  it  was  at  one  time  doubted 
whether  an  invention  which  merely  added  something  to  a  known 
thing  could  be  the  subject  of  a  patent.  Thus  in  Bircofs  case  it 
was  held  by  the  Court  of  Exchequer  Chamber  that  the  addition 
to  a  manufacture  cannot  be  the  subject  of  a  patent.  For  there 
it  was  said  that  that  was  to  put  a  new  button  to  an  old  coat,  and 
it  is  much  easier  to  add  than  to  invent,  (h)  Lord  Mansfield,  how- 
ever, refused  to  follow  this  case,  and  held  in  Morris  v.  Bran8om(i) 
that  an  addition  to  an  old  stocking-frame  was  good  subject-matter 
for  a  patent,  saying,  that  if  there  could  be  no  patent  for  an 
addition,  that  proposition  of  law  would  go  far  to  repeal  almost 
every  patent  that  ever  was  granted.  So,  too.  Eyre,  CJ.,  in 
Boulton  V.  Bull  (j )  refused  to  follow  Bircofs  case ;  while  in 
Homhlower  v.  Boulton,  Grose,  J.,  said  that  if  Bircofs  case  were 
to  be  considered  as  law  it  would  set  aside  many  patents  for  many 
ingenious  inventions,  in  cases  where  the  additions  to  manufactures 
before  existing  were  much  more  valuable  than  the  original  manu- 
factures themselves,  (fc) 

Nor  is  it  any  objection  in  law  to  the'  granting  of  a  patent  for 
an  addition  to  shew  that  the  manufacture  to  which  the  addition 
is  made  is  the  subject  of  a  prior  grant,  provided  the  second 
patentee  claims  the  addition  only;  for  the  second  patent,  after 
the  expiration  of  the  first,  will  be  free  from  any  objection,  and 
even  whilst  the  earlier  grant  subsists  the  second  invention  can 
lawfully  be  used  by  procuring  a  license,  or  purchasing  the 
necessary  apparatus,  from  the  first  patentee ;  and  the  probability 
of  the  refusal  of  a  license  to  any  one  applying  for  it  is  so  extremely 
remote  that  it  cannot  enter  into  consideration  as  a  ground  of  legal 
objection.  (I) 

(/)  See  BouUon  v.  BtM,  2  H.  Bl.  482 ;  (0  1  W.  P.  0.  51 ;  Bull  N.  P.  76  c. 

Comith  V.  Keene,  1  W.  P.  C.  p.  517.  (i)  2  H.  BI.  492 ;  Dav.  P.  0.  205. 

ig)  2  H.  Bl.  482.  W  8  T.  B.  p.  104. 

(*)  Coke,  3  inrf.  183;    1   W.  P.  C.  CO  Per  Tindal,  0. J.,  in  Oraiw  ▼.  Price,  1 

31  n. ;  temp.  15  Eliz.  W.  P.  0. 41 3.  As  to  the  compulsory  lioenses 
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A  Hew  Process  or  Method  of  making  an  Old  Article  is  a  Mann£Etctnre. 
— In  like  maimer  it  was  at  one  time  doubted  whether  the  word 
"  manufacture  "  could  extend  to  the  process  or  method  of  making 
as  well  as  to  the  thing  made.  But  in  Boulton  v.  BvU  (m)  this 
meaning  of  the  word  was  very  clearly  laid  down  by  the  Court 
of  Common  Pleas.  In  that  case  the  patent  was  for  a  new  method 
of  using  an  old  machine  in  a  more  beneficial  manner  than  was 
before  known.  Eyre,  C.  J.,  said :  "  In  the  list  of  patents  with 
which  I  have  been  furnished  there  are  several  for  new  methods 
of  manufacturing  articles  in  common  use,  where  the  sole  merit 
and  the  whole  effect  produced  are  the  saving  of  time  and  expense, 
and  thereby  lowering  the  price  of  the  article  and  introducing  it 
into  more  general  use.  Now,  I  think  these  methods  may  be  said 
to  be  new  manufactures,  in  one  of  the  common  acceptations  of  the 
word,  as  we  speak  of  the  manufacture  of  glass,  or  any  other  thing 
of  that  kind.  The  advantages  to  the  public  from  improvements 
of  this  kind  are  beyond  all  calculation  important  to  a  commercial 
country,  and  the  ingenuity  of  artists  who  turn  their  thoughts 
towards  such  improvements  is  in  itself  deserving  of  encourage- 
ment ;  and  in  my  apprehension  it  is  strictly  agreeable  to  the 
spirit  and  meaning  of  the  Statute  Jac.  1  that  it  should  be 
encouraged.  .  .  .  The  patent  cannot  be  for  the  effect  produced, 
for  it  is  either  no  substance  at  all,  or,  what  is  exactly  the  same 
thing  as  to  the  question  upon  a  patent,  no  new  substance,  but  an 
old  one,  produced  advantageously  for  the  public.  It  cannot  be  for 
the  mechanism,  for  there  is  no  new  mechanism  employed.  It 
must  then  be  for  the  method;  and  I  would  say,  in  the  very 
significant  words  of  Lord  Mansfield  in  the  great  case  of  the  copy- 
right, (n)  it  must  be  for  the  method,  detached  from  all  physical 
existence  whatever.  .  .  .  Probably  I  do  not  over-rate  it  when  I 
state  that  two-thirds,  I  believe  I  might  say  three-fourths,  of  all 
patents  granted  since  the  Statute  passed,  are  for  methods  of 
operating  and  of  manufacturing,  producing  no  new  substances  and 
employing  no  new  machinery.  .  .  .  And  shall  it  now  be  said,  after 
we  have  been  in  the  habit  of  seeing  patents  granted,  in  the  immense 
number  in  which  they  have  been  granted,  for  methods  of  using  old 
machinery  to  produce  substances  that  were  old,  but  in  a  more 
beneficial  manner,  and  also  for  producing  negative  qualities  by 
which  benefits  result  to  the  public,  by  a  narrow  construction  of 
the  word  *  manufacture '  in  this  Statute,  that  there  can  be  no 

which  may  now  be  obtained  under  the  (m)  2  H.  Bl.  463  (1795). 

Patents  Act,  1883,  s.  22,  see  post,  p.  3^9,  (n)  Millar  v.  Taylor,  4  Burr.  2397. 


44  SUBJECT-MATTER  OF  LETTERS  PATENT. 

patent  for  methods  producing  this  new  and  salutary  effect,  con- 
nectedy  and  intimately  connected  as  it  is,  with  the  trade  and 
manufactures  of  the  country?  ...  It  is  not  that  the  patentee  has 
conceived  an  abstract  notion  that  the  consumption  of  steam  in  fire- 
engines  may  be  lessened,  but  he  has  discovered  a  practical  manner 
of  doing  it ;  and  for  that  practical  manner  of  doing  it  he  has 
taken  this  patent.  Surely  this  is  a  very  different  thing  from 
taking  a  patent  for  a  principle.  It  is  not  for  a  principle^  but  for  a 
process.'*  (o) 

So,  too,  in  R.  V.  Wheeler,  Abbot,  C.  J.,  said :  "  The  word  *  manu- 
facture '  may  perhaps  also  extend  to  a  new  process  to  be  carried 
on  by  known  implements  or  elements  acting  upon  known  sub- 
stances, and  ultimately  producing  some  other  known  substance, 
but  producing  it  in  a  cheaper  or  more  expeditious  manner, 
or  of  a  better  or  more  useful  kind."(p)  Again,  in  Morgan  v. 
Seaward,  (q)  Parke,  B.,  said :  "  The  word  *  manufacture '  in  the 
Statute  must  be  construed  in  one  of  two  ways;  it  may  mean 
the  machine  when  completed,  or  the  mode  of  constructing  the 
machine.*' 

In  Stevens  v.  Keating,  (r)  where  the  patent  was  for  improved 
processes  of  manufacturing  stuccoes,  plasters,  and  cements,  a 
similar  view  was  taken  by  the  Court.  Pollock,  C.B.,  said :  "  The 
word  *  manufacture '  is  introduced,  and  all  patents  must  be  for 
a  manufacture.  The  real  invention  may  not  be  so  much  for  the 
thing  when  produced  as  for  the  mode  in  which  it  is  produced ; 
and  its  noyelty  may  consist  not  so  much  in  its  existence  as  a  new 
substance,  as  in  its  being  an  old  substance,  but  produced  by  a 
different  process.  In  one  sense  an  old  substance  produced  by 
a  new  process  is  a  new  manufacture ;  of  that  there  cannot  be  a 
doubt ;  and,  therefore,  although  the  language  of  the  Act  has  been 
said  to  apply  only  to  manufactures,  and  not  to  processes,  when 
you  come  to  examine  it,  either  literally,  or  even  strictly,  it  appears 
to  me  the  expression  manufacture  is  free  from  objection,  because 
though  an  old  thing,  if  made  in  a  new  way,  the  very  making  of 
it  in  a  new  way  makes  it  a  new  manufacture."  In  Bvsh  v.  Fox,  (a) 
Coleridge,  J.,  said :  **  In  most  of  the  cases  cited  the  new  method 
constitutes  the  manufacture.  Manufacture  includes  both  process 
and  result."     ''  One  of  the  most  useful  of  inventions,"  said  James, 

(o)  2  H.  Bl.  494,  495,  496 ;  Dav.  P.  0.  688. 
210-213.  (q)  2  M.  &  W.  558;  M.  &  H   58;  1 

(p)  2  B.   &  Aid.  850;  followed  by  W.  P.  C.  193. 
Tindal,  O.J.,  in  Crane  v.  Prioe,  I  W.  P.  0.  (r)  2  W.  P.  0. 182. 

409;   and  Gtbion  ▼.  Brand,  1  W.  P.  C.  (•)  Macr.  176. 
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Y.C.,  in  Elmslie  y.  Bowrsier,  (t)  *^  is  that  of  a  process  by  which  a 
common  article  may  be  made  more  economically  than  it  was  before.'* 

It  is  no  objection  to  a  patent  for  a  process  to  shew  that  a  prior 
patent  has  been  granted  for  another  process  aimed  at  the  same 
end,  provided  the  second  process  be  new  in  itself,  and  distinct 
from  the  first. 

In  HuUet  v.  Hague,  (u)  the  plaintiff  claimed  a  specified  method 
of  hastening  the  evaporation  of  sugar.  The  plaintiff  carried  out 
his  method  by  means  of  a  large  horizontal  tube  placed  over  the 
surface  of  the  liquid.  Into  this  tube  were  introduced  a  number 
of  small  perpendicular  tubes,  descending  through  the  fluid  to  the 
bottom  of  the  boiler,  and  having  their  lower  ends  exactly  on  a 
level,  and  parallel  to  the  surface  of  the  fluid.  The  air  was 
forced  by  a  blowing  apparatus  in  at  the  open  end  of  the  large 
tube,  and  as  the  other  end  of  that  tube  was  closed,  it  descended 
through  the  smaller  tubes  to  the  bottom  of  the  boiler,  and  thence 
bubbling  up,  facilitated  evaporation.  It  was  objected  by  the 
defendant  that  the  plaintiff's  patent  had  been  anticipated  by  an 
earlier  patent  aimed  at  the  same  result.  But  the  apparatus  de- 
scribed in  the  earlier  patent  was  a  perforated  coil  of  piping  placed 
at  the  bottom  of  the  vessel  or  boiler,  and  emitting  the  air  through 
the  perforations.  The  Court  of  King's  Bench  held  that  the  plain- 
tiff's patent  was  good  as  being  for  a  different  method  and  an 
apparatus  perfectly  distinct  from  that  of  the  earlier  invention. 

A  Vew  Procew  meani  a  ProceM  distiiLot  from  any  already  known. — 
When  the  patent  is  for  a  new  process  it  must,  as  above  stated,  be  a 
process  distinct  from  any  other  process  already  known,  (v) 

In  Curtis  v.  Piatt,  (w)  Lord  Westbury,  C,  said  :  "  If  the  idea 
started  by  one  man  be  nothing  in  the  world  more  than  the  dis- 
covery of  a  road  to  attain  a  particular  end,  it  does  not  at  all 
interfere  with  another  man  discovering  another  road  to  attain  that 
end,  any  more  than  it  would  be  reasonable  to  say  that  if  one  man 
has  a  road  to  go  to  Brighton  by  Croydon,  another  man  shall  not 
have  a  road  to  go  to  Brighton  by  Dorking.  They  are  roads,  and 
means  of  attaining  the  end,  and  unless  you  can  prove  that  one 
is  a  colourable  imitation  of  the  other,  or  unless  you  can  prove  that 
one  bodily  incorporates  the  other  with  merely  an  addition,  it  is 
impossible  to  say  that  they  shall  not  be  co-existent  subjects  of 
contemporaneous  patents." 

(0  L.  B.  9  Eq.  222.  590,  591. 

(«)  2  B.  A  Ad.  370,  p.  879.  (w)  11  L.  T.  (N.  S.),  249. 

(»)  WaUom   T.    Potter,    1   W.  P.  C. 
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In  Moore  y.  Thonuon,  (x)  Lord  Halsbmy,  C,  dealing  with  the 
mle  that  a  new  mode  of  attaining  an  old  result  is  good  subject- 
matter  for  a  patent,  said :  '*  I  will  take  the  illustration  which  I 
think  is  that  of  Lord  Westbary,  in  one  of  the  cases  relied  on, 
in  which  he  points  out  that  the  end  and  object  (that  is  to  say, 
the  end  in  the  Greek  sense)  of  a  ladder  is  to  get  down  to  the 
bottom  of  a  pit,  and  that  a  man  might  have  taken  ont  a  patent 
for  a  ladder  which  would  include  all  sorts  of  instruments  of  that 
kind,  but  that  if  somebody  invented  a  mode  of  lowering  a  man 
to  the  bottom  of  a  pit  with  a  rope,  that  could  not  be  said  to  be 
an  infringement  of  a  patent  for  any  sort  of  ladder,  and  yet  the 
end  and  object  of  the  invention  would  be  the  same,  to  get  to  the 
bottom  of  the  pit" 

When  a  patent  is  granted  for  a  new  method  or  process  of 
attaining  a  known  result,  the  protection  it  affords  extends  only  to 
that  particular  method  or  process. 

In  Bovill  V.  Pimm,  (y)  Pollock,  C.B.,  said :  "  It  appears  to  us 
that  where  a  subject  is  not  new,  as  this  certainly  was  not,  viz. 
'the  cooling  of  substances  undergoing  the  process  of  grinding' 
(which  had  been  long  known  to  be  a  desideratum  in  grinding,  and 
to  effect  which  various  contrivances  had  been  adopted,  and  several, 
if  not  many,  patents  taken  out),  any  patent  taken  out  for  a  method 
of  performing  the  operation  is  substantially  confined  to  that  method, 
and  cannot  be  extended  to  other  methods  obviously  different, 
because  they  involve  some  common  principle  applied  to  the  com- 
mon object,  and  may  apparently  be  described  by  the  same  general 
phrase.  In  this  case  the  common  object  was  known,  viz.  cooling 
the  grinding  surfaces  or  the  substances  exposed  to  their  action. 
The  principle  of  obtaining  a  current  of  air  by  a  rotating  vane  (if 
that  can  be  called  a  principle)  was  already  made  known  to  the 
world  by  QordorCs  patent.  BovilVs  method  was  an  improvement 
on  Gordon's.  .  .  .  Rands*  is  also  probably  a  better  method  than 
Gordon's.  .  .  .  We  think  the  patents  as  they  appear  before  us  are 
respectively  independent  original  improvements ;  and  that  each  is 
entitled  to  protection  in  respect  of  the  method  disclosed  in  it,  but 
cannot  claim  beyond  what  is  substantially  the  method  actually 
described  and  given  to  the  public." 

A  Hew  Process  may  consist  in  the  Omission  of  a  Step  in  a  Prooess 
already  known. — Anew  process  may  consist  in  the. omission  of  a 
step  from  some  process  previously  pursued  to  the  same  end.  If 
such  an  omission  results  in  producing  the  same  article  in  a  cheaper 

(aj)  7  B.  P.  C.  383.  (y)  U  Ex.  739. 
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or  better  form  it  is  an  improvement  and  may  be  made  the  subject 
of  a  patent,  (z) 

In  WaUington  v.  Dale,  (a)  the  patent  was  for  improvements  in 
the  manufacture  of  gelatinous  substances.  Previous  to  the  patent 
gelatine  had  been  obtained  by  submitting  large  pieces  of  hide  to 
the  action  of  caustic  alkali ;  or  by  reducing  them  to  pulp  in  a  paper 
machine  and  employing  blood  to  purify  the  product.  The  patentee 
discovered  that  by  cutting  the  hides  into  shavings,  thin  slices,  or 
films,  the  use  of  blood  for  subsequent  purification  could  be  dis- 
pensed with,  and  this  discovery  was  held  to  be  good  subject-matter 
for  a  patent.  Again,  in  Booth  v.  ^ennard,  (b)  the  patentee  claimed 
as  his  invention,  making  gas  direct  from  seed,  instead  of  making  it 
from  oil  previously  extracted.  By  this  means  the  patentee  got  rid 
of  one  out  of  two  processes.  *'  Previous  to  this  invention,"  said 
Cockbum,  C. J.,  '^  the  gas  was  obtained  from  oil  previously  ex- 
pressed. The  patentee  says  that  instead  of  going  through  that 
first  process  of  abstracting  the  oil,  he  makes  it  all  at  one  process. 
I  think  that  there  can  be  no  doubt  it  is  a  useful  invention,  and  one 
for  which  a  patent  can  be  obtained,  supposing  it  to  be  new." 

A  Hew  Combination  of  Old  Materials  is  a  Hew  ManufEictiire. — A 
new  combination  of  old  materials  previously  in  use,  if  that  new 
combination  produces  either  a  new  result  or  an  old  result  in  a 
more  useful  and  beneficial  manner,  is  subject-matter  for  a  patent. 

In  HiU  V.  Thompson,  Lord  Eldon,  C,  said,  ''There  may  be 
a  valid  patent  for  a  new  combination  of  materials  previously  in 
use  for  the  same  purpose,  or  for  a  new  method  of  applying  such 
materials.  But,  in  order  to  its  being  effectual,  the  specification 
must  clearly  express  that  it  is  in  respect  of  such  new  combination 
or  application,  and  of  that  only,  and  not  lay  claim  to  the  merit 
of  original  invention  in  the  use  of  the  materials."  (c) 

In  CoTfdsh  V.  Keen,  (d)  the  patent  was  for^improvements  in  the 
making  of  elastic  goods  or  fabrics.  In  carrying  out  the  invention 
strands  of  indiarubber  were  first  covered  by  winding  filaments 
tightly  round  them  by  an  ordinary  covering  machine.  They  were 
then  arranged  as  warp  threads,  and  stretched  to  their  utmost 
tension.  Additional  warp  threads  of  cotton,  flax,  etc.,  were  com- 
bined with  the  indiarubber  strands.  The  cloth  was  then  woven  in 
the  ordinary  manner.    Thereafter  it  was  submitted  to  the  action  of 

(f)  Bmidl  ▼.  Cowley^  1  W.  P.  0.  467;  v.   Price,  I  W.   P.   C.   409;  Murray  v. 

1  C.  M.  ft  B.  875.  Clayton,  L.  B.  7  Ch.  5S4. 

(a)  7  Ex.  888;  23  L.  J.  Ex.  49.  id)  1  W.  P.  C.  508;   3  Biiig.  (N.  C.) 

(h)  26  L.  J.  Ex.  23  and  305.  570 ;  6  L.  J.  C.  P.  225. 
(e)  1  W.  P.  C.  237:  foUowed  in  Crane 
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heat,  which  caused  the  indiambber  to  contract  and  become  elastic  ; 
the  non-elastic  threads,  however,  prevented  the  extension  of  the 
fabric  exceeding  a  certain  limit.  In  this  way  a  new  fabric 
of  limited  elasticity  was  produced.  This  new  combination  was 
held  to  be  entitled  to  the  protection  of  a  patent,  although  the 
materials  thus  combined  were  before  known  and  used.  In  deliver- 
ing the  judgment  of  the  Court  of  Common  Fleas,  Tindal,  C.J., 
said:  "Does  this  invention  come  under -the  description  *any 
manner  of  new  manufacture,'  which  are  the  terms  employed  in 
the  Statute  of  James?  That  it  is  a  manufacture  can  admit  of 
no  doubt ;  it  is  a  vendible  article  produced  by  the  art  and  hand 
of  man ;  and  of  all  the  instances  that  would  occur  to  the  mind, 
when  inquiring  into  the  meaning  of  the  terms  employed  in  the 
Statute,  perhaps  the  very  readiest  woald  be  that  of  some  fabric 
or  texture  of  cloth.  .  .  .  That  it  comes  within  the  description 
of  a  manufacture,  and  so  far  is  an  invention  which  may  be 
protected  by  a  patent,  we  feel  no  doubt  whatever.  The  materials 
indeed  are  old,  and  have  been  used  before ;  but  the  combination 
is  alleged  to  be,  and  if  the  jury  are  right  in  their  finding  is,  new, 
and  the  result  or  production  is  equally  so.  The  use  of  elastic 
threads  or  strands  of  indiarubber,  previously  covered  by  filaments 
wound  round  them,  was  known  before;  but  the  placing  them 
alternately  side  by  side  together  as  a  warp,  and  combining  them 
by  means  of  a  weft  when  in  extreme  tension  and  deprived  of  their 
elasticity,  appears  to  be  new ;  and  the  result,  namely,  a  cloth  in 
which  the  non-elastic  threads  form  a  limit  up  to  which  the  threads 
may  be  stretched,  but  beyond  which  they  cannot,  and  therefore 
cannot  easily  be  broken,  appears  a  production  altogether  new. 
It  is  a  manufacture  at  once  ingenious  and  simple.  It  is  a  web 
combining  the  two  qualities  of  great  elasticity  and  of  a  limit 
thereto." 

In  Crane  v.  Price,  (e)  the  question  whether  or  not  a  combina- 
tion could  be  good  subject-matter  for  a  patent  was  again  considered 
by  the  same  Court.  In  this  case,  Tindal,  C.  J.,  in  the  course  of  a 
**  considered  judgment,"  often  since  approved,  said :  "  The  question 
therefore  becomes  this,  whether,  admitting  the  use  of  the  hot-air 
blast  to  have  been  known  before  in  the  manufacture  of  iron  with 
bituminous  coal,  and  the  use  of  anthracite  or  stone  coal,  to  have 
been  known  before  in  the  manufacture  of  iron  with  cold  blast,  but 
that  the  two  together  were  not  known  to  be  combined  before  in 
the  manufacture  of  iron,  whether  such  combination  can  be  the 

(e)  1  W.  p.  0.  377;  4  M.  &  G.  580;  12  L.  J.  0.  P.  81. 
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subject  of  a  patent;  we  are  of  opinion  that  if  the  result  produced 
by  such  a  combination  is  either  a  new  article,  or  a  better  article, 
or  a  cheaper  article  to  the  public  than  that  produced  before  by  the 
old  method,  that  such  combination  is  an  invention  or  manufacture 
intended  by  this  Statute  and  may  well  become  the  subject  of  a 
patent.  •  .  .  There  are  numerous  instances  of  patents  which 
have  been  granted  where  the  invention  consisted  in  no  more  than 
the  use  of  things  already  known,  and  acting  with  them  in  a 
manner  already  known,  and  producing  effects  already  known,  but 
producing  those  effects  so  as  to  be  more  economically  or  beneficially 
enjoyed  by  the  public."  (/) 

In  Spencer  v.  Jack^  (g)  Lord  Westbury,  C,  said:  "  It  is  impossible 
to  deny  that,  if  there  be  a  combination  of  several  things  previously 
well  known,  which  combination  is  attended  with  results  of  such 
utility  and  advantage  to  the  public  that  the  combination  itself  is 
rightfully  denominated  a  substantial  improvement,  it  is,  I  say, 
impossible  to  deny  that  that  is  the  subject  of  a  patent." 

In  Cannington  v.  Nuttall,  (h)  the  invention  related  to  certain 
improvements  in  the  manufacture  of  glass.  The  improvements 
consisted  in  a  new  combination  of  the  materials  previously  used, 
by  which  the  patentee  obviated  certain  dif&culties  in  the  manu- 
facture, and  attained  a  result  long  desired  by  glass-makers. 
Under  the  former  method  of  manufacturing  glass  it  had  been 
customary  to  put  the  raw  materials  into  pots  made  of  fireproof 
clay,  which  were  stationed  on  ''  sieges "  or  benches,  so  that 
heat  might  be  applied  to  them  from  below.  A  very  high  degree  of 
heat  was  required,  with  the  result  that  the  pots  often  cracked,  and 
the  molten  glass  escaped  through  the  fissures.  To  save  the  glass 
in  such  cases  it  was  found  necessary  to  remove  the  pots,  so  as  to 
allow  contact  with  the  open  air,  when  the  glass  congealed  and 
stopped  the  fissures.  As  the  pots  were  of  very  great  weight,  and 
could  only  be  moved  by  means  of  a  huge  instrument  acting  like  a 
pair  of  pincers,  this  was  a  troublesome  thing  to  do.  The  patentee's 
combination  was  directed  both  to  the  prevention  of  cracking  and 
to  the  healing  of  cracks  when  they  occurred  without  the  necessity 
of  removing  the  vessels  in  use.  To  achieve  this  the  inventor 
substituted  a  tank  for  the  pots.  To  this  tank  heat  was  applied 
from  the  sides,  so  that  the  great  heat  occurred  not  below,  as  before, 

(/)  1  W.  P.  C.  pp.  408, 409.   ClHaWs  (g)  3  De  G.  J.  &  S.  346;    11  L.  T. 

PaUni,  1  W.  P.  0.  97 ;  Derome's  Patent,  (N.  S.),  244. 

1  W.  P.  0.  152;   BiWs  Patent,  3  Meriv.  (fi)  L.  B.  5  H.  of  L.  205;  40  L.  J.  Oh. 

629 :  DameTi  Paient  cited,  GodsoD,  274.  789.    Of.  Saxby  ▼.  aune$y  43  L.  J.  228. 
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but  in  the  top  part  of  the  tank.  Bound  the  tank  a  channel  was 
formed,  so  that  the  air  might  circulate  freely.  This  kept  the  sides 
of  the  tank  cooler  than  the  interior,  and  so  prevented  cracking,  or 
if  a  fissure  did  occur,  it  helped  to  heal  the  crack,  as  on  contact 
with  this  atmqspheric  current  the  escaping  glass  became  con- 
gealed. The  House  of  Lords  held  that  the  invention  was  good 
subject-matter  for  a  patent  for  a  combination.  Lord  Hatherley,  C, 
said :  ^'  I  take  it  that  the  test  of  novelty  is  this :  is  the  product 
which  is  the  result  of  the  apparatus  for  which  an  inventor  claims 
letters  patent  effectively  obtained  by  means  of  your  new  apparatus, 
whereas  it  had  never  before  been  effectively  obtained  by  any  of 
the  separate  portions  of  the  apparatus  which  you  have  now 
combined  into  one  valuable  whole  for  the  purpose  of  effecting  the 
object  you  have  in  view  ?  " 

In  Murray  v.  Clayton^  {i)  the  Court  had  before  it  an  application 
for  an  injunction  to  restrain  the  infringement  of  a  patented 
machine  for  the  making  of  bricks.  The  machine  was  so  contrived 
as  to  make  the  bricks  by  pushing  a  strip  of  clay  (previously  severed 
from  the  bulk  by  the  action  of  a  vertical  wire)  against  a  row  of 
fixed  vertical  wires,  so  stationed  as  to  divide  the  strip  into  separate 
pieces.  There  was  also  a  contrivance  for  removing  the  bricks 
when  made  without  handling  them.  In  this  way  twelve  bricks  or 
more  could  be  made  by  one  operation  of  the  machine.  It  was 
objected  that  the  machine  was  formed  by  the  mere  arrangement 
of  common  elementary  mechanical  materials,  producing  results  of 
the  same  nature  as  those  previously  accomplished  by  other 
mechanical  arrangements.  But  the  Court  of  Appeal  (reversing 
Bacon,  Y.C.)  held  that  the  machine  was  good  subject-matter  as 
a  combination  of  known  parts  which  produced  a  new  result,  or,  at 
least,  an  old  result  in  a  more  economical  and  more  perfect  form, 
making  better  bricks  and  cheaper  bricks  than  had  ever  been 
produced  before. 

In  Davis  v.  Fddtman,  (;)  the  patent  was  for  improvements  in 
umbrellas.  Pollock,  B.,  in  a  judgment  which  was  subsequently 
affirmed  by  the  Court  of  Appeal,  said  :  "If  taken  as  a  patent  for 
a  combination  the  plaintiff's  patent  is  good,  and  it  is  not,  of  course, 
the  less  good  because  it  involves  principles  and  actual  construction, 
that  have  preceded  it,  which  are  common  knowledge.  A  patent 
may  be  good  for  a  combination,  although  when  it  is  taken  to  pieces 
there  is  not  one  single  part  of  the  process,  or  of  the  machinery 
called  into  use  to  create  that  combination,  which  is  new  in  itself." 

(0  L.  B.  7  Ch.  570 ;  21  W.  R.  498.  0')  1  B.  P.  0.  13, 198. 
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In  Reynolds  y.  Amos,  (k)  the  plaintiffs  brought  an  action  for 
infringement  of  a  patent  for  improved  applianees  to  be  used  in  the 
manufacture  of  ensilage.  The  object  aimed  at  by  the  patentee 
was  the  preservation  of  fodder  in  a  fresh,  wholesome  state.  For 
this  purpose  he  had  devised  a  combination  of  chains  with  levers 
for  tightening  them  when  required,  so  as  to  maintain  the  requisite 
amount  of  pressure.  It  was  objected  that  this  was  not  subject- 
matter  for  a  patent.  Bacon,  Y.C.,  held  the  patent  good.  The 
learned  judge  said :  '^  Chains  are  not  their  invention ;  screw-jacks 
are  not  their  invention;  but  using  them  in  such  a  manner 
as  will  produce  in  the  result  a  successful,  new,  cheap,  useful 
manufacture  of  ensilage  is  the  invention  which  they  claim  by  their 
patent."  (Q 

So  also  in  the  more  recent  cases  of  Thomson  v.  Batty  (m)  and 
Thomson  v.  Moore,  (n)  it  was  held  that  a  new  and  successful  combi- 
nation of  old  parts  of  an  old  machine,  so  devised  as  to  attain  a 
desired  improvement,  viz.  the  reduction  to  a  minimum  of  the 
errors  arising,  from  mechanical  and  magnetic  causes,  in  the  action 
of  a  mariner's  compass,  was  good  subject-matter  for  a  patent. 

In  the  American  Braided  Wire  Company  v.  Thomson,  (o)  the 
question  of  subject-matter  was  much  discussed.  In  that  case  the 
patent  was  for  improvements  in  bustles  or  dress-improvers.  The 
invention  consisted  in  the  ingenious  adaptation  of  braided  steel 
wire  to  the  manufacture  of  bustles.  It  was  proved  that  bustles 
were  old,  that  the  wire  used  was  old,  and  that  braiding  wire  upon 
a  core  was  old ;  but  the  Court  of  Appeal,  not  without  some  doubt, 
held  (reversing  Kekewich,  J.)  that  there  was  sufficient  utility  and 
novelty  in  the  new  application  of  tubular  wire  to  the  making  of 
bustles  in  the  manner  described  to  support  a  patent.  And  in  this 
decision  they  were  affirmed  by  the  House  of  Lords. 

In  Viekers  v.  SiddeU,  (^)  the  invention  consisted  of  an  apparatus 
composed  of  a  wheel  and  endless  chain  for  turning  heavy  forgings, 
the  wheel  being  internally  toothed,  and  having  a  ratchet  working 
in  it,  by  means  of  which  the  wheel  was  caused  to  rotate,  and  the 
forging  which  rested  in  the  endless  chain  thus  turned  from  time  to 
time  to  the  extent  desired.    It  was  admitted  that  the  elements 

(k)  3  B.  p.  C.  215.  of  weU-known  things.    See,  also,  Bacon, 

(0  In  Henburgmr  v.  Squire  (5  B.  P.  0.  V.C,  in  Sharp  v.  Brawr,  3  B.  P.  0. 193. 

592),  Charles,  J.,  said  this  case  went  a  (m)  6  B.  P.  C.  84. 

lODg  waj,  bat  was  Kconoilable  with  the  (n)  6  B.  P.  C.  426 ;  7  B.  P.  0.  825. 

authorities,  on  the  ground  that  Bacon,  Y.G.,  (o)  5  B.  P.  G.  119 ;  7  B.  P.  C.  47. 

expresily  fimnd  there  was  invention  re-  (p)  See  Lord  HerscheU's  judgment,? 

qnirad  to  make  this  particular  combination  B.  P.  0.  p.  304. 
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were  all  old.  Forgings  had  long  rested  in  an  endless  chain,  the 
idea  of  turning  snoh  forgings  by  taming  the  wheel  over  which  the 
chain  passed  was  not  new,  and  a  ratchet  working  in  teeth  was 
a  well-known  device  for  causing  a  wheel  to  rotate.  But  the  result 
of  the  patentee's  combination  was  a  new  apparatus  of  an  extremely 
simple  character,  which  possessed  the  advantage  of  being  easily 
moved  from  place  to  place  and  applied  wherever  wanted,  and  the 
Court  of  Appeal  and  House  of  Lords  held  that  this  new  and  useful 
combination  of  old  materials  was  good  subject-matter  for  a  patent. 

An  Improvement  in  a  known  Machine  is  a  Manofaoture. — ^An 
improvement  in  a  known  machine  is  a  manufacture  within  the 
meaning  of  the  Statute,  and  good  subject-matter  for  a  patent. 

Where,  however,  the  invention  consists  in  such  an  improvement 
the  patent  must  be  limited  to  that  improvement  only,  and  must 
distinguish  it  from  the  rest  of  the  machine.  In  FoxweU  v.  Bostock,  (q) 
the  patent  was  for  improvements  in  sewing  machines.  The  real 
invention  was  the  use  of  a  shaft  with  three  cams  upon  it ;  but  the 
patentee  gave  only  a  general  description  of  the  machine.  Lord 
Westbury,  C,  held  that  this  was  not  sufficient,  and  that  the 
specification  should  have  described  the  improvement  and  defined 
the  novelty,  otherwise  than  by  a  general  description  of  the  whole 
machine. 

This  rule,  however,  does  not  apply  where  the  invention  lies  not 
in  the  introduction  of  a  single  improvement  into  an  old  machine, 
but  in  the  new  mode  of  arranging  old  parts.  In  such  case  the 
patent  is  for  the  combination  as  a  whole,  which  is  of  itself,  ex 
necessitate,  the  novelty,  and  to  describe  the  combination  is  sufficient. 

This  was  decided  in  Harrison  v.  Anderston  Foundry  Company ,  (r) 
where  the  subject  of  patents  for  combinations  was  fully  considered 
by  the  House  of  Lords.  In  that  case  the  patent  was  for  a  new 
combination,  and  the  judges  of  the  Court  of  Session,  extending  the 
principle  of  FoxweU  v.  Bostock,  had  held  the  patent  bad  on  the 
ground  that  the  specification  did  not  distinguish  the  old  and  iihe 
new.  On  appeal  to  the  House  of  Lords  this  decision  was  reversed. 
Lord  Hatherley  said :  ''  The  judges  extended,  as  it  appears  to  me, 
with  great  respect,  the  doctrine  of  FoxweU  v.  Bostock  in  their 
application  of  it  to  this  case.  It  was  there  held— and  that,  I  think, 
was  all  that  was  held — ^that  it  is  not  competent  to  a  man  to  take 
a  well-known  existing  machine,  and  having  made  some  small 

(g)  10  L.  T.  (N.  S.).  144.     On  this      p.  592. 
case,  see  Lord  Penzance  in  Harriaon  v.  (r)  L.  B.  1  App.  Ga.  574;  see,  also, 

Anderston  Foundry  Co.,  L.  R.  1  App.  Ca.      Kynoch  &  Co.  v.  WM,  17  B.  P.  0. 100. 
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improvement,  to  place  that  before  the  pablic,  and  say,  *I  have 
made  a  better  machine.  There  is  the  sewing  machine  invented  by 
So-and-so;  I  have  improved  npon  that.  That  is  mine;  it  is  a  much 
better  machine  than  his.'  That  will  not  do ;  you  must  state  clearly 
and  distinctly  what  it  is  in  which  you  say  you  have  made  an  im- 
provement. To  use  an  illustration  which  was  adopted,  I  think,  by 
Lord  Justice  James  in  another  case,  (s)  it  will  not  do  if  you  have 
invented  the  gridiron  pendulum,  to  say,  ^  I  have  invented  a  better 
clock  than  anybody  else,'  not  telling  the  pubUc  what  you  have 
done  to  make  it  better  than  any  other  clock  which  is  known.  That 
principle  was  laid  down  in  Foxwell  v.  Bostock,  and  I  do  not  think 
that  anything  further  was  intended  to  be  determined  in  that  case. 
It  could  not  have  been  meant  in  that  case  to  say  that  where  that 
happens  which  well  may  happen,  that  a  person  arranging  his 
machinery  in  a  totally  different  way  from  the  way  in  which  it  has 
ever  been  before  arranged,  although  every  single  particle  of  that 
machinery  is  a  well-known  implement,  produces  an  improved 
effect  by  his  new  arrangement,  that  new  arrangement  cannot  be 
the  subject  of  a  patent.  It  may  be  that  the  levers  may  be  perfectly 
well  known  in  their  mode  of  action,  and  it  may  be  that  all  the 
other  separate  portions  of  the  machinery  to  which  the  patent 
relates  may  be  perfectly  well  known ;  but  if  he  says,  '  I  take  all 
these  well-known  parts,  and  I  adjust  them  in  a  manner  totally 
different  from  that  in  which  they  have  ever  before  been  adjusted ; 
I  have  found  out  just  what  it  is  that  has  made  these  parts, 
though  they  may  have  been  used  in  machinery,  fail  to  produce 
their  proper  effect,  and  it  is  this,  that  they  have  not  been  properly 
arranged;  I  have  therefore  reconsidered  the  whole  matter,  and 
put  all  these  several  parts  together  in  a  mode  in  which  they 
never  were  before  arranged,  and  have  produced  an  improved 
effect  by  doing  so.'  I  apprehend  it  is  competent  to  that  man 
so  to  do,  and  that  it  would  be  perfectly  impossible  for  him  to 
say  what  is  new  and  what  is  old,  because  ex  concesais  it  is  all 
old,  nobody  ever  before  used  it  in  the  manner  in  which  he  has 
used  it.  That,  my  lords,  I  apprehend,  is  the  principle  of  a  patent 
for  a  combination."  (t) 

A  Bare  Principle  apart  from  a  mode  of  applying  it  is  not  a  Mann- 
fiustnre. — ^Extensive  as  the  meaning  is  which  the  Courts  have  given 
to  the  word  "  manufacture,"  they  have  always  held  that  there  can 
be  no  patent  for  a  bare  principle  apart  from  a  mode  of  applying  it. 

(»)  Parket  t.  Stetmu,  L.  R.  8  Eq.  365.       B.  966 ;  Macr.  P.  C.  48. 
(0  See,  also,  Tetley  v.  EaUon,  2  E.  & 
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But  a  patent  for  a  mode  of  applying  a  new  principle  or  for  a 
new  mode  of  applying  an  old  principle  is  good  subject-matter. 

In  BouUon  y.  BuU,  (u)  an  objection  was  taken  that  the  patent 
was  one  for  a  principle  and  therefore  bad;  and  all  the  judges 
agreed  that  if  that  were  the  true  construction  of  the  specification 
the  patent  would  be  void.  Buller,  J.,  said :  *^  The  very  statement 
of  what  a  principle  is  proves  it  not  to  be  the  ground  for  a  patent. 
It  is  the  first  ground  and  rule  for  arts  and  sciences,  or  in  other 
words,  the  elements  and  rudiments  of  them.  A  patent  must  be 
for  some  new  production  from  those  elements  themselves."  (v) 
*'  Undoubtedly  there  can  be  no  patent  for  a  mere  principle/'  said 
Eyre,  G. J.,  in  the  same  case,  '^  but  for  a  principle  so  far  embodied 
and  connected  with  corporeal  substances  as  to  be  in  a  condition  to 
act,  and  to  produce  effects  in  any  art,  trade,  mystery,  or  in  manual 
occupation  I  think  there  may  be  a  patent."  (w) 

In  R.  V.  Wheeler t  Abbott,  C.  J.,  said :  "  No  merely  philosophical 
or  abstract  principle  can  answer  to  the  word  '  manufacture.'  Some- 
thing of  a  corporeal  and  substantial  nature,  something  that  can  be 
made  by  man  from  the  matters  subjected  to  his  art  and  skill,  or 
at  the  least  some  new  mode  of  employing  practically  his  art  and 
skill,  is  requisite  to  satisfy  this  word."  {x) 

In  Jtipe  V.  Pratt ^  (y)  Alderson,  B.,  said :  "  You  cannot  take  out 
a  patent  for  a  principle ;  you  may  take  out  a  patent  for  a  principle 
coupled  with  the  mode  of  carrying  the  principle  into  effect,  provided 
you  have  not  only  discovered  the  principle  but  invented  some 
mode  of  carrying  it  into  effect.  But  then  you  must  start  with 
having  invented  some  mode  of  carrying  the  principle  into  effect ; 
if  you  have  done  that,  then  you  are  entitled  to  protect  yourself 
from  all  the  other  modes  of  carrying  the  same  principle  into 
effect,  that  being  treated  by  the  jury  as  piracy  of  your  original 
invention." 

In  Neilson  v.  Harford,  (»)  the  inventor  had  discovered  that  the 
application  of  hot  instead  of  cold  air  to  the  mixture  of  iron  ore 
and  fuel  in  the  smelting  of  iron,  produced  a  remarkable  economy 
in  the   manu&cture  of  the  metal.    He  then  devised  a  mode 'of 

(tt)  2  H.  Bl.   463.     See,  also,  Bom-  354;  Jme$  v.  Pearese,  1  W.   P.   0.   121; 

hlower  v.  Bo\dt<m,  8  T.  R.  101 ;  jPoraytt  y.  Milder  v.  fTelfa,  1  W.  P.  0. 127 ;  WaUon  v. 

Riviere,  1  Carp.  401 ;  1  W.  P.  0.  97  n.  Batemany  1   W.   P.   0.  620;  NewUm  v. 

(v)  2  H.  61.  485.  Vaucher^  21  L.  J.  Ex.  305 ;  Bwm  v.  Key- 

(i0)  Ibid.  p.  496.  worth,  7  E.  &  6. 725 ;  HUU  y.  London  Qas 

(a;)  2  B.  &  Aid.  350.  Co.  29  L.  J.  Ex.  409 ;  5  H.  &  N.  812 ; 

(y)  1  W.  P.  0.  146.      For  other  ex-  Varey  y.  WdUwr,  16  R.  P.  0.  596. 

amploB   of  patents  granted  for  applied  (e)  1  W.  P.  G.  295 ;  8  M  &  W.  806. 

principlesi  see  B,  v.  Cutler,  1   Starkie, 
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carryiBg  out  his  idea,  by  which  he  heated  the  air  in  a  closed  vessel 
next  the  furnace^  and  applied  it  in  the  way  required.  A  patent 
for  that  mode  was  held  good  subject-matter,  and  during  its  term 
he  enjoyed  a  monopoly  of  the  use  of  hot  blast  in  the  manufacture 
of  iron.  "  I  take  the  distinction/'  said  Alderson,  B.,  ''  between 
a  patent  for  a  principle  and  a  patent  which  can  be  supported 
is,  that  you  must  have  an  embodiment  of  the  principle  in  some 
practical  mode  described  in  the  specification  of  carrying  the 
principle  into  actual  effect,  and  then  you  take  out  your  patent, 
not  for  the  principle,  but  for  the  mode  of  carrying  the  principle 
into  effect.  In  Watt's  patent,  which  comes  the  nearest  to  the 
present  of  any  you  can  suggest,  the  real  invention  of  Watt  was 
that  he  discovered  that  by  condensing  steam  in  a  separate  vessel 
a  great  saving  of  fuel  would  be  effected  by  keeping  the  steam 
cylinder  as  hot  as  possible,  and  applying  the  cooling  process  to 
the  separate  vessel,  and  keeping  it  as  cool  as  possible,  whereas 
before,  the  steam  was  condensed  in  the  same  vessel ;  Mr.  Watt 
carried  that  practically  into  effect,  by  describing  a  mode  which 
would  effect  the  object."  (a) 

In  Household  v.  Neilson,  (b)  the  same  propositions  of  law  were 
tersely  laid  down  by  Hope,  L  J.C,  in  the  Court  of  Session.  '*  It 
is  quite  true  that  a  patent  cannot  be  taken  out  solely  for  an  abstract 
philosophical  principle — for  instance,  for  any  law  of  nature, 
or  any  property  of  matter,  apart  from  any  mode  of  turning  it  to 
account  in  the  practical  operations  of  manufacture,  or  the  business 
and  arts  and  utilities  of  life.  The  mere  discovery  of  such  a 
principle  is  not  an  invention  within  the  patent-law  sense  of  the 
term.  Stating  such  a  principle  in  a  patent  may  be  a  promulgation 
of  the  principle,  but  it  is  no  application  of  the  principle  to  any 
practicaJ  purpose.  And  without  that  application  of  the  principle 
to  a  practical  object,  and  without  the  application  of  it  to  human 
industry,  or  to  the  purposes  of  human  enjoyment,  a  person  cannot 
in  the  abstract  appropriate  a  principle  to  himself.  But  a  patent 
will  be  good,  though  the  subject  of  the  patent  consists  in  the 
discovery  of  a  great,  general,  and  most  comprehensive  principle 
in  science  or  law  of  nature,  if  that  principle  is  by  the  specification 
applied  to  any  special  purposa,  so  as  thereby  to  effectuate  a 
practical  result  and  benefit  not  previously  attained." 

In  Crossley  v.  Potter,  (c)  the  patent  was  for  improvements  in 

(a)  1  W.  P.  0.  342.    See  Jeasel,  M.E.,  for  an  embodied  principle. 
on  this  case  in  Otto  v.  Linford  (46  L.  T.  (6)  1  W.  P.  C.  p.  683. 

(N.  8.),  45),  where  he  deecribes  it  as  «  one  (<j)  Mftcr,  P,  0.  240 ;  2  W.  P.  C.  246. 

of  the  rtrongeet  illnstntionB  "  of  a  patent 
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weaying  figured  fabrics.  In  his  specification  the  patentee  said, 
''My  improyements  in  weaving  figured  fabrics  apply  to  those 
particular  kinds  of  fabrics  which  have  a  terry  or  raised  looped 
surface^  such  as  coach  lace,  Brussels  carpeting,  yelvets,  and  other 
woyen  goods  haying  terry  or  raised  surfaces,  either  plain  or  figured, 
and  consist  in  certain  means  of  introducing  and  withdrawing  the 
wires,  etc."  There  was  no  evidence  that  any  description  of  terried 
goods,  except  coach  lace  and  one  carpet,  had  ever  been  made  under 
the  patent.  On  the  evidence.  Pollock,  G.B.,  doubted  if  the  machine 
as  described  in  the  specification  would  make  carpets  or  velvets. 
"  The  truth,"  said  the  learned  Chief  Baron,  "  appears  to  me  to 
be  this,  that  the  patent  is  very  much  like  what  has  been  attempted, 
viz.  to  take  out  a  patent  for  a  principle,  which  the  law  will  not 
allow.  Any  man  who  takes  out  a  patent  must  take  it  for  a  manu- 
facture. •  .  .  Certainly  the  effect  of  all  the  evidence  is,  that, 
without  additional  parts,  which  are  not  described,  the  machine 
would  certainly  not  be  capable  of  making  velvet  goods,  and  I 
doubt  whether  it  is  capable  of  making  carpet  goods  without  a  deal 
more  than  the  specification  contains ;  and  the  mention  of  carpets 
and  velvets  of  all  sorts  in  this  specification  appears  to  me  to  have 
had  this  for  its  object,  to  patent  the  principle.  *  I  have,*  says  the 
patentee,  '  described  that,  in  making  coach  lace,  it  is  a  beneficial 
thing  to  have  two  arms  with  wires  attached  to  them,  and  going 
in  succession,  one  after  the  other.  I  proclaim  to  the  world  that 
nobody  shall  apply  that  or  anything  like  it,  or  any  substitute 
whatever,  in  the  making  of  either  carpets,  velvets,  or  any  of  the 
terry  whatever.'  A  patent  for  an  invention  which  is  merely  to 
obstruct  every  subsequent  improvement,  which  is  to  step  in  and 
prevent  the  exercise  of  the  energy  of  mankind,  and  the  introduction 
of  other  inventions  adapted  to  the  particular  subject  to  which  the 
invention  may  be  applicable — a  patent  which  has  for  its  object 
to  snatch  and  grasp  at  everjrthing  in  all  directions  which  may 
possibly  come  within  the  general  language  the  patentee  may  choose 
to  adopt  in  his  specification — a  patent,  the  object  of  which  is  not 
to  benefit  the  world  by  its  communication,  but  to  obstruct,  by  the 
very  general  character  of  the  claims  made  for  conferring  peculiar 
privileges  on  the  patentee  ;  such  a  patent  as  that,  in  my  judgment, 
cannot  be  supported." 

In  Hills  V.  London  Gas  Company,  (d)  the  question  of  the  validity 
of  a  patent  for  an  applied  principle  was  again  discussed.  Bram- 
well,  B.,  said :  "  It  is  next  said  that  the  mere  application  of  the 

id)  29  L.  J.  Ex.  409,  p.  424 ;  5  H.  &  N.  812,  p.  369. 
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hydrated  oxides  to  absorb  the  sulphuretted  hydrogen  from  the 
gas  is  not  the  subject  of  a  patent,  the  property  of  it  being  well 
known  previously.  With  that  we  do  not  agree,  the  answer  to 
that  is  that  the  question  here  is  not  properly  stated,  that  the 
application  of  hydrated  oxide  is  the  principle.  If  a  man  were  to 
say,  I  claim  the  use  of  hydrated  oxide  of  iron  for  the  purification 
of  coal  gas  without  saying  I  did  it,  it  is  possible  the  objection 
might  be  well  founded;  but  he  says  here,  I  claim  it  in  the 
manufacture  of  gas,  in  the  way  I  have  described,  and  he  shews 
how  it  may  be  made  practically  useful :  therefore  this  objection 
fails." 

In  Cannington  v.  Nuttall,(e)  it  appeared  that  the  only  thing 
which  the  patentee  regarded  as  a  new  discovery  (apart  from  his 
apparatus)  was  the  application  of  external  air  to  the  sides  of  a 
tank.  On  this  Lord  Westbury,  C,  said:  ''It  was  a  discovery, 
certainly,  but  it  was  a  thing  for  which,  independently  of  the 
other  apparatus,  probably  no  patent  could  have  been  obtained. 
I  may  construct  an  apparatus,  and  may,  in  point  of  fact,  make 
the  merit  and  the  benefit  of  that  apparatus  depend  upon  the 
application  of  some  natural  force  or  property  which  is  perfectly 
well  known ;  but  my  invention  consists  in  the  construction  of  the- 
apparatus  in  such  a  manner  as  to  bring  the  natural  agency  or 
power  to  bear  upon  and  effect  the  object  which  I  desire  to  effect, 
and  that  I  do  by  means  of  an  apparatus  constructed  so  as  to  bring 
into  action  that  natural  power.  If,  for  example,  I  avail  myself  of 
the  well-known  expansive  force  of  steam,  in  order  to  effect  a  new 
object  as  a  more  beneficial  result,  and  I  introduce  that  by  means 
of  an  apparatus  constructed  for  the  purpose  of  bringing  this  well* 
known  expansive  power  into  utility  for  my  particular  purpose,  I 
have  no  right  of  invention  in  the  discovery  of  that  expansive  force. 
My  invention  consists  in  the  arrangement  of  the  apparatus  in 
order  to  receive  that  ordinary  and  well-known  dynamic  agent, 
and  make  it  a  fit  instrument  for  effecting  a  new  result.  Here  the 
refrigerating  effect  of  the  air  upon  the  sides  of  the  tank  was  not 
a  thing  for  which,  per  ae,  a  patent  could  be  claimed,  but  an 
apparatus  so  constructed  as  to  bring  into  operation  that  particular 
property  of  the  external  atmospheric  air,  so  as  to  produce  a  most 
useful  effect,  constitutes  an  invention  to  which  the  merit  of  novelty 
attaches,  and  for  which  a  patent  may  be  taken  out.*' 

In  Otto  V.  Linford,  (/)  the  patent  was  for  improvements  in  gas<» 
motor  engines.    Oas-motor  engines  and  the  possibility  of  producing 

(«)  L.  R.  5  H.  of  L.  205;  40  L.  J.  Oh.  739.  (/)  46  L.  T.  (N.  8.),  35. 
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motion  by  a  series  of  explosions  in  a  cylinder  containing  mixed 
gas  and  air,  were  already  well  known.  But  the  suddenness  of 
the  explosions,  and  the  great  heat  generated  by  them,  prevented 
these  machines  from  coming  into  extensive  use.  It  occurred  to 
the  plaintiff  that  these  difficulties  might  be  successfully  obviated 
by  the  insertion  of  a  cushion  of  air  between  the  combustible 
material  and  the  piston,  and  he  invented  an  arrangement  of  the 
machinery  which  carried  out  this  object.  When  thus  reduced  to 
practice  the  plaintiff's  idea  proved  correct ;  the  suddenness  of  the 
explosions  was  successfully  moderated,  and  gas-motor  engines  in 
consequence  became  largely  used. 

In  an  action  brought  by  the  inventor  for  infringement  the 
defendants  objected  (La,)  that  this  discovery  was  not  subject- 
matter  for  a  patent,  but  was  only  a  principle.  The  Court  of 
Appeal,  however,  held  that  the  plaintiff  shewed  a  mode  of  carrying 
his  idea  into  effect,  and  that  the  patent  was  good.  Jessel,  M.B., 
said :  "  The  first  objection  is  that  this  is  not  the  subject-matter 
of  a  patent,  because  it  is  said  that  that  which  is  claimed  is  the 
principle  or,  as  it  is  sometimes  termed,  the  'idea,'  of  putting  a 
cushion  of  air  between  the  explosive  mixture  and  the  piston  of 
•  the  gas-motor  engine,  so  as  to  regulate,  detain,  or  make  gradual, 
what  would  otherwise  be  a  sudden  explosion.  Of  course  that  could 
not  be  patented.  I  do  not  read  the  patent  so ;  I  read  the  patent 
as  being  to  the  effect  that  the  patentee  tells  us  that  that  is  the 
idea  that  he  wishes  to  carry  out ;  and  he  claims  to  carry  it  out 
by  substantially  one  or  the  other  of  these  machines.  That  is  the 
subject  of  a  patent.  If  you  have  a  new  principle,  or  a  new  idea, 
as  regards  any  art  or  manufacture,  and  then  shew  a  mode  of 
carrying  that  into  practice,  you  may  patent  that;  though  you 
could  not  patent  the  idea  alone,  and  very  likely  could  not  patent 
the  machine  alone,  because  the  machine  alone  would  not  be 
new." 

So,  too,  in  Badische  v.  Levinstein,  (g)  Pry,  J.,  said:  "A  man 
cannot  take  out  a  patent  for  an  idea,  but  he  may  take  out  a 
patent,  if  I  may  say  so,  for  an  idea  coupled  with  a  practical 
process  of  effectuating  that  idea."  And  in  Young  v.  Rosenthal,  (h) 
Grove,  J.,  said:  ''It  must  be  an  invention  of  a  manufacture, 
an  invention  of  an  idea  or  mathematical  principle  alone;  mathe« 
matical  formulsa  or  anything  of  that  sort,  could  not  be  the  sub- 
ject of  a  patent.  For  instance,  supposing  a  person  discovered 
that  three  angles  of  a  triangle  are  equal  to  two  right  angles, 

(g)  24  0.  D.  156 ;  2  R.  P.  0.  73.  (h)  1  R.  P.  0,  30. 
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that  is  an  abstract  discovery  and  would  not  be  the  subject  of  a 
patent." 

"You  cannot,"  said  Lord  Halsbury,  C,  in  Pneumatic  Tyre 
Company  v.  Tvhdess  Tyre,  Ltd,,  "appropriate  to  yourself  a  mere 
principle;  you  can  only  appropriate  the  application  of  the 
principle."  (i) 

An  Old  Principle  applied  in  a  Hew  Way  is  a  Maiiiifftotiire. — A 
patent  for  an  applied  principle  being  a  patent  rather  for  the 
application,  or  modm  operandi^  than  the  idea,  it  follows  that  even 
where  the  principle  is  old  and  well  known  a  patent  for  a  new 
and  useful  mode  of  applying  it  will  be  good.  Thus,  in  HuUett  v. 
Hague,  (j)  where  the  patent  was  for  a  mode  of  hastening  the  evapor- 
ation of  sugar  by  driving  cool  air  through  the  boiling  liquid  it 
was  shewn  that  the  idea  was  well  known,  and  that  a  prior  patent 
had  been  granted  for  a  mode  of  carrying  out  the  same  principle. 
But  the  Court  of  King's  Bench  held  that  as  the  plaintiff's  mode 
was  distinct  from  that  of  the  earlier  patentee  his  patent  was 
good,  and  he  was  entitled  to  a  monopoly  of  the  apparatus  he 
described. 

In  Cannington  v.  NuttaU,  (k)  already  noticed,  where  the  patent 
was  for  a  mode  of  utilizing  the  cooling  properties  of  air  in  the 
manufacture  of  glass,  Lord  Hatherley,  C,  said:  "It  is  quite 
apparent,  my  lords,  that  the  cooling  thing,  the  current  of  air, 
was  nothing  new — it  is  as  old  as  the  fables  of  -ZEsop — it  is  as  old 
as  the  man  blowing  his  soup  in  order  to  make  it  cool.  But  so 
it  is  with  every  new  invention — the  skill  and  ingenuity  of  the 
inventor  are  shewn  in  the  application  of  well-known  principles. 
Few  things  come  to  be  well  known  now  in  the  shape  of  new 
principles,  but  the  object  of  an  invention  generally  is  the  applying 
of  well-known  principles  to  the  achievement  of  a  practical  result 
not  yet  achieved." 

In  Dangerfield  v.  Jones,  (J)  the  patentee  claimed  as  his  inven- 
tion a  new  and  improved  mode  of  bending  wood  for  the  handles 
of  walking-sticks,  etc.  The  improvement  consisted  in  a  novel 
way  of  applying  heat  to  the  wood  intended  to  be  bent,  so  as  to 
soften  the  fibres.  It  was  objected  that  the  application  of  heat  to 
the  bending  of  wood  was  old,  and  that  the  invention  was  not 
subject-matter.  The  Court,  however,  refused  to  adopt  this  conten- 
tion. Wood,  V.C.,  said :  "  When  it  is  said,  as  one  of  the  witnesses 
had  stated,  that  because  wood  is  bent  by  coachmalftrs  and  others 

(I)  16R.P.0.P.79;  15  T.  L.  B.  105.  (*)  L.R.5H.of  L.216;40L.  J.Ch.739. 

O")  2  B.  &  Ad.  378.  (0  13  L.  T.  (N.  S.),  143. 
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in  a  variety  of  ways  by  the  application  of  heat  to  wood,  you 
eannot  have  a  patent  for  the  application  of  heat  to  the  making 
or  bending  of  walking-stickB,  that  is  the  same  sort  of  reasoning 
which  was  pressed  ineflfectually  upon  the  Court  with  reference 
to  an  invention  for  an  improvement  in  navigation.  (The  screw 
propeller  case.)  (m)  It  was  said  that  the  operation  of  a  propelling 
power  by  presenting  a  screw  surface  to  the  action  of  the  water 
was  nothing  new ;  that  a  screw  propeller  was  an  instrument  for 
advancing  a  ship  in  the  water  by  presenting  a  screw  surface  to 
the  water,  and  that  it  was  like  the  action  of  a  windmill  with 
reference  to  the  wind.  That  reasoning,  however,  did  not  succeed* 
If,  having  a  particular  purpose  in  view,  you  take  the  general  prin- 
ciples of  mechanics,  and  apply  one  or  other  of  them  to  a  manu- 
facture to  which  it  has  never  been  before  applied,  that  is  a  sufficient 
ground  for  taking  out  a  patent,  provided  that  the  Court  sees  that 
that  which  has  been  invented  is  new,  desirable,  and  for  the  public 
benefit." 

In  Gadd  v.  The  Mayor  of  Majichester,  (n)  the  patent  was  for 
the  application  to  gasometers  of  a  contrivance  already  known  in 
connection  with  pontoons  and  floating  docks.  Alluding  to  the 
authors  of  those  anticipations,  Lindley,  L. J.,  said :  ''  They  shewed 
the  principle,  but  their  attention  was  not  turned  to  gasometers, 
and  they  did  not  shew  how  to  apply  the  principle  to  them ; "  and 
the  patent  for  this  new  application  of  the  principle  was  held  good 
by  the  Court  of  Appeal. 

The  Application  of  a  known  Machine  to  the  Attainment  of  a  Hew 
Besnlt  is  a  Manufacture. — In  the  Adamant  Stone  and  Paving  Com- 
pany  v.  Liverpool,  (o)  one  of  the  plaintiffs*  patents  was  for  improve- 
ments in  the  manufacture  of  slabs  and  blocks  of  cement.  The 
invention  consisted  chiefly  in  the  application  of  a  filter  press  to 
expel  the  water ;  the  result  being  a  remarkable  shortening  of  the 
time  within  which  the  artificial  stone  hardened  and  solidified.  At 
the  time  the  patent  was  taken  out  filter  presses  of  various  kinds 
were  well  known,  and  had  been  applied  to  a  variety  of  purposes, 
but  nobody  had  before  applied  a  filter  press  to  the  production  of 
stone  or  stone-like  substance  from  cement.  Moreover,  considering 
the  state  of  public  knowledge  at  the  date  of  the  patent,  invention 
was  required  to  arrive  at  the  plaintiffs'  result.  On  these  facts 
Bomer,  J.,  said  :  '*  As  a  matter  of  law  I  consider  that  in  the  case 
where  various  different  machines  of  a  certain  general  class  or 

(m)  CMwdl    V.     Vaui^i8$engtn^     21  (n)  9  K.  P.  C.  516;  at  p.  526. 

L.  J.  Ch.  97;  9  Hare,  415  ;  16  Jar.  115.  (o)  14  R.  P.  C.  11. 
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character  may  be  well  known,  if  a  person  selects  and  applies  one 
specially  adapted  for  bis  purpose  to  effect  a  new  object,  and  with 
the  result  of  producing  a  new  article,  or  an  old  article  in  a  sub- 
stantially more  expeditious  and  economical  way  than  it  was 
produced  before,  then  he  may  properly  claim  as  subject-matter  of 
a  patent  that  machine,  as  applied  to  the  new  object,  even  though 
he  could  not  have  claimed  the  machine  per  se,  that  is  to  say, 
without  limitation  as  to  its  application,  and  the  case  before  me 
falls  within  that  principle." 
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CHAPTER  V. 

NOVELTY  OF  THE   INVENTION, 

Why  Vovelty  is  BeqnirecL— An  invention,  to  be  valid  subject-matter 
for  a  patent  grant,  must  not  only  be  a  manufacture  within  the 
meaning  of  the  Statute  of  James  I.,  it  must  also  be  new.  This 
condition,  expressly  enacted  by  the  Statute  of  Monopolies,  was 
also  a  condition  imposed  by  the  common  law.  (a)  The  principle 
underlying  it  is  manifest.  Every  patent  monopoly  involves  a 
temporary  surrender  of  public  right,  which  the  Grown,  as  guardian 
of  the  public  good,  can  only  sanction  where  it  is  for  the  ultimate 
advantage  of  the  community  that  the  surrender  should  be  made, 
i.e.  where  an  adequate  consideration  is  obtained  in  return.  The 
law  presumes  that  a  new  and  useful  invention  is  such  a  con- 
sideration. But,  if  the  protected  invention  is  not  new,  the  patentee 
has  nothing  to  bestow  upon  the  public  at  the  end  of  his  patent 
term,  and,  therefore,  the  Crown,  in  such  case,  at  the  public 
expense,  gives  everything  and  receives  nothing. 

Hence  a  manufacture,  the  secret  of  which  is  already  known  to 
the  public,  either  through  the  medium  of  description,  exhibition,  (6) 
or  actual  user,  is  not  one  in  respect  of  which  valid  letters  patent 
can  be  granted.  Every  inventor,  therefore,  who  comes  to  the 
Crown  for  a  grant  of  letters  patent,  comes  representing  that  he  is 
the  discoverer  of  a  new  invention,  and  it  is  on  the  faith  of  such 
representation  that  he  obtains  his  grant.  If  his  invention  in  fact 
is  old,  the  Crown  has  been  deceived  by  a  false  representation ;  and, 
whether  that  representation  has  been  made  wilfully  or  not,  the 
letters  patent  are  void.  *'  A  petitioner  for  a  patent,"  said  Bacon, 
V.C.,  in  Murray  v.  Clayton,  "  alleges  to  the  Crown  that  he  has 
made  a  new  and  useful  discovery.     As  a  just  reward  for  such 

(o)  See    Ha9ting$    Patent,  Noy,  Es.  Ipsuiich  Cage,  Qodh.  25^. 
182;   MaUhey'B    Patent,    Noy,  Rs.   178;  (h)  As  to  publication  at  intematioiial 

Eumphrey*8  Patent,  Noj,  Rs.  183 ;  Daroy  and  indufitrial  exhibitions,  see  poet,  pp. 

V.  AUin,  Noy,  Rs.  182;  Clothtcorhers  of  91,  92. 
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diBcoyerj,  assuming  the  allegation  to  be  true,  the  Grown  grants 
him  the  exclusive  use  of  his  invention.  If  the  allegation  turns 
out  to  be  untrue,  the  grant  becomes  void."  (c) 

The  Hovelty  Bequired  is  the  Hovelty  of  all  that  is  Chdmed. — It  is 
upon  this  ground  of  a  fraud  on  the  Grown  that  it  has  been  held 
that  the  novelty  must  be  the  novelty  of  everything'claimed  by  the 
patentee  as  his  invention ;  so  that  if  any  essential  part  of  what 
the  grantee  has  represented  to  the  Grown  as  being  his  invention 
is  not  new,  the  whole  grant  becomes  void  because  of  that  false 
suggestion. 

Thus,  in  Huddart  v.  Grimshaw,  (d)  Lord  EUenborough,  G.J., 
said  that  i|  any  part  of  that  which  was  the  substance  of  the 
invention  had  been  communicated  to  the  public,  or  was  a  known 
thing  prior  to  the  date  of  the  patent,  the  patentee  could  not  claim 
the  benefit  of  his  monopoly. 

In  Hill  V.  Thampson,(e)  the  letters  patent  were  granted  for 
an  improved  method  or  process  of  smelting  and  working  iron. 
The  improvement  introduced  by  the  plaintiff  was  obtaining  iron 
from  cinder  and  slag  which  formerly  had  been  thrown  away  as 
refuse.  This  was  apparently  new.  But  the  plaintiffs  claimed, 
further,  the  merit  of  having  discovered  that  the  application  of  lime 
in  certain  stages  of  the  process  of  iron  manufacture,  would  cure 
a  defect  in  the  metal  known  as  cold  short,  and  that,  too,  whether 
the  iron  was  made  from  slag  or  cinder,  or  from  fresh  ore.  The 
application  of  lime  to  iron  obtained  from  the  cinder  originally 
used  in  making  the  iron  was,  however,  known  and  practised 
before. 

The  plaintiffs  haying  obtained  an  injunction.  Lord  Eldon  dis- 
solved it ;  and,  on  motion  to  revive  the  injunction  after  a  verdict 
obtained  at  the  trial.  Lord  Eldon  refused  to  make  the  order, 
pending  the  result  of  an  application  by  the  defendants  for  a  new 
trial.  The  Lord  Ghancellor  said :  '*  Not  only  must  the  invention 
be  novel  and  useful,  and  the  specification  intelligible,  but  also  the 
specification  must  not  attempt  to  cover  more  than  that  which, 
being  both  matter  of  actual  discovery  and  of  useful  discovery,  is 
the  only  proper  subject  for  the  protection  of  a  patent.  And  I  am 
compelled  to  add,  that  if  a  patentee  seeks  by  his  specification  any 
more  than  he  is  strictly  entitled  to,  his  patent  is  thereby  rendered 
ineffectual,  even  to  the  extent  to  which  he  would  be  otherwise 

(e)  L.  B.  7  Ch.  574  n.    Bee,  also.  Hill  Sleufart,  2  B.  P.  G.  p.  132. 
T.  Thomp^cm,  8  Taunt  p.  401 ;  1  W.  P.  C  (d)  1  Dav.  P.  0.  265 ;  1  W.  P.  0.  867. 

p.  229 ;  8  Her.  622 ;  BrwiUm  y.  Hatoh€$,  4  («}  Supra. 

B.  &  Aid.  p.  555 :  UniUd  Hone  Nail  Co.  y. 
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fairly  entitled.  On  the  other  hand,  there  may  be  a  valid  patent 
for  a  new  combination  of  materials  previously  in  use  for  the  same 
purpose,  or  for  a  new  method  of  applying  such  materials.  But, 
in  order  to  its  being  effectual,  the  specification  must  clearly 
express  that  it  is  in  respect  of  such  new  combination  or  applica- 
tion, and  of  that  only ;  and  not  lay  claim  to  the  merit  of  original 
invention  in  the  use  of  the  materials.  If  there  be  a  patent  both 
for  a  machine  and  for  an  improvement  in  the  use  of  it,  and  it 
cannot  be  supported  for  the  machine,  although  it  might  for  the 
improvement  merely,  it  is  good  for  nothing  altogether,  on  account 
of  its  attempting  to  cover  too  much." 

When  this  case  subsequently  came  before  the  Common  Pleas, 
that  Court  non-suited  the  plaintiff.  Dallas,  J.,  said :  '^  If  any 
part  of  the  alleged  discovery,  being  a  material  part,  fail  (the  dis* 
covery,  in  its  entirety,  forming  one  entire  consideration),  the  patent 
is  altogether  void;  and  to  this  point,  which  is  so  clear,  it  is 
unnecessary  to  cite  cases."  (/) 

The  decision  in  the  above  cases  was  followed  in  Brunton  v. 
Hawke8,(g)  decided  by  the  Court  of  King's  Bench  in  1821.  In 
that  case  the  plaintiff's  patent  was  for  improvements  in  the  con- 
struction of  ships'  anchors  and  windlasses,  and  chain  cables  or 
moorings.  The  part  of  the  invention  relating  to  the  anchor  having 
been  proved  to  be  old,  the  Court  held  the  whole  grant  void. 
Abbott,  C.  J.,  said :  ''  It  seems  to  me,  therefore,  that  there  is  no 
novelty  in  that  part  of  the  invention  as  affects  the  anchor ;  and, 
if  the  patent  had  been  taken  out  for  that  alone,  I  should  have 
had  no  hesitation  in  declaring  that  it  was  bad.  Then,  if  there  be 
no  novelty  in  that  part  of  the  patent,  can  the  plaintiff  sustain  his 
patent  for  the  other  part,  as  to  the  mooring-chains  ?  As  at 
present  advised,  I  am  inclined  to  think  that  the  combination  of  a 
link  of  this  particular  form  with  the  stay  of  the  form  which  he 
uses,  although  the  form  of  the  link  might  have  been  known  before, 
is  BO  far  new  and  beneficial  as  to  sustain  a  patent  for  that  part 
of  the  invention,  if  the  patent  had  been  taken  out  for  that  alone. 
But  inasmuch  as  one  of  these  things  is  not  new,  the  question 
arises,  whether  any  part  can  be  sustained.  It  is  quite  clear  that 
a  patent  granted  by  the  Crown  cannot  extend  beyond  the  con- 
sideration of  the  grant.  The  king  could  not,  in  consideration  of 
a  new  invention  in  one  article  grant  a  patent  for  that  article  and 
another.  The  question  then  is,  whether,  if  a  party  applies  for 
a  patent,  reciting  that  he  has  discovered  improvements  in  three 

(/)  1  W.  P.  C.  249.  (g)  4  B.  &  Aid.  650 ;  1  Carp.  405. 
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things,  and  obtains  a  patent  for  these  three  things,  and  in  the 
result  it  turns  ont  that  there  is  no  novelty  in  one  of  them,  he 
can  sustain  his  patent.  It  appears  to  me,  that  the  case  of  Hill 
V.  Thompson,  which  underwent  great  consideration  in  the  Common 
Fleas,  is  decisive  upon  that  question.  .  .  •  The  only  diflference 
between  that  case  and  this  is,  that  here  the  plaintiff,  instead  of 
saying  that  he  has  made  certain  improvements,  states  the  improve- 
ments ;  but  still  he  claims  the  merit  of  having  invented  improve- 
ments in.  all  the  three.  The  patent  is  granted  upon  the  recital 
that  he  has  made  improvements  upon  all  the  three,  and  that  they 
are  new ;  and  the  consideration  of  the  patent  is  the  improvement 
in  the  three  articles,  and  not  in  one ;  for  an  improvement  in  only 
one  of  them  would  render  the  patent  bad.  The  consideration  is 
the  entirety  of  the  improvement  of  the  three ;  and  if  it  turns  out 
that  there  is  no  novelty  in  one  of  the  improvements,  the  con- 
sideration fails  in  the  whole,  and  the  patentee  is  not  entitled  to 
the  benefit  of  that  other  part  of  his  invention.    For  these  reasons 

1  am  of  opinion  that  this  patent  cannot  be  supported." 

In  the  later  case  of  Morgan  v.  Seauoard,  the  law  was  similarly 
laid  down  by  Parke,  B.  "  A  patent  for  two  or  more  inventions, 
when  one  is  not  new,  is  void  altogether,  as  was  held  in  Hill  v. 
Thompson  and  Brunton  v.  Hawkes  ;  for  although  the  Statute  invali- 
dates a  patent  for  a  want  of  novelty,  and  consequently  by  force 
of  the  Statute  the  patent  would  be  void,  so  far  as  related  to  that 
which  was  old,  yet  the  principle  on  which  the  patent  has  been 
held  to  be  void  altogether  is,  that  the  consideration  for  the  grant 
is  the  novelty  of  all,  and  the  consideration  failing,  or,  in  other 
words,  the  Grown  being  deceived  in  its  grant,  the  patent  is  void, 
and  no  action  is  maintainable  upon  it."  Qi) 

Where,  then,  a  patent  is  granted  by  the  Crown  on  a  represen- 
tation by  the  grantee  that  he  has  discovered  several  distinct 
inventions  or  improvements  relating  to  the  same  result,  each 
invention  claimed  must  be  new,  or  the  grant  is  bad  for  all. 

In  Gibson  v.  Brand,  (t)  the  plaintiffs'  patent  had  been  taken 
out  for  ^'  a  new  or  improved  process  or  manufacture  of  silk  and 
silk  in  combination  with  certain  other  fibrous  substances."  In 
their  claim  the  plaintiffs  said,  ''We  restrict  our  claims  to  the 
eight  several  heads  of  invention  mentioned  in  the  early  part  of 
this  specification,  all  of  which  we  believe  to  be  new  and  of  great 
public  utility ;  "  on  this  the  Court  of  Common  Pleas  held  that  the 

(Jk)  1  W.  p.  C.  196;  6  L.  J.  Ex.  158;      PatetiU,  1  W.  P.  0.  654. 

2  M.  ft  W.  561.    Cf.  We$tru^  *  GtfcWii'«  (t)  1  W.  P.  C.  631 ;  11  L.  J.  0.  P.  177. 
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plaintiffs  could  not  sustain  their  patent  unless  they  shewed  that 
each  one  of  the  eight  divisions  of  their  process  was  new. 

In  Oamble  v.  Kurtz,  (j)  the  patent  was  for  "  improvements  in 
apparatus  for  the  manufacture  of  sulphate  of  soda,  muriatic  acid, 
chlorine,  and  chlorides.*'  The  specification  claimed  (La.)  '*  iron 
retorts  worked  in  connection  with  each  other  as  above  described." 
This  was  construed  by  the  Court  to  cover  the  peculiar  form  of 
retorts  described  (in  this  case  two-chamber  retorts  with  separate 
furnaces)  as  well  as  the  mode  of  connecting  them.  Tlje  means 
of  connection  were  new,  but  the  retorts  were  old,  and  the  patent 
was  held  bad. 

In  Templeton  v.  Macfarlane,  (k)  the'  same  rule  was  applied  by 
the  Court  of  Session  in  Scotland.  In  that  case  the  patent  was 
taken  out  for  ''machinery  for  a  new  and  improved  mode  of 
manufacturing  silk,  cotton,  linen,  and  woollen  fabrics."  The 
specification  claimed  ''the  mode  hereinbefore  described  of  pro- 
ducing or  preparing  stripes  of  silk,  cotton,  woollen,  or  linen,  or 
of  a  mixture  of  two  or  more  of  these  materials,  in  such  a  manner 
that  the  weft  or  lateral  fibres  of  both  cut  edges  of  each  stripe  are 
all  brought  up  on  one  side,  and  into  close  contact  with  each  other, 
and  the  re-weaving  of  such  stripes  with  the  whole  fur  or  pile  upper- 
most into  the  surfaces  of  carpets,  etc."  At  the  trial  it  was  found 
that  one  of  the  processes  in  the  mode  claimed  was  old.  The  Lord 
Ordinary  (Lord  Robertson)  ruled  that  this  did  not  avoid  the  patent. 
On  this  ruling  a  bill  of  exceptions  was  presented  to  the  Inner 
House  by  the  defenders  and  allowed.  The  pursuer  appealed  to 
the  House  of  Lords,  but  the  House  held  that  the  Court  of  Session 
were  right,  and  that  want  of  novelty  in  one  of  the  processes  of 
the  mode  claimed  avoided  the  patent  "  The  judge  at  the  trial," 
said  Lord  Cottenham,  "  mistook  the  law  in  supposing  it  to  be 
immaterial  whether  all  the  invention,  or  only  part  of  it,  was 
new."  (0 

In  McCormick  v.  Gray,  the  patent  was  for  improvements 
in  agricultural  machines.  The  plaintiff  claimed  protection  for 
three  parts  of  his  machine,  viz.  holding-fiugers,  cutting-blades, 
and  gathering-reels.  It  was  proved  by  a  prior  publication  that 
the  holding-fingers  and  cutting-blades  were  not  new.  The  Court 
of  Exchequer  held  the  patent  void.  Pollock,  C.B.,  said;  "I  agree 
that  what  the  plaintiff  claims  is  no  novelty,  since  a  portion  of 
it  was  anticipated  in  the  year  1846,  and  that  the  plaintiff  should 

(J)  3  C.  B.  482.  DM$  y.  Penn,  3  Ex.  427. 

ik)  1  H.  of  L.  Oft.  595.      See,  also,  (l)  1  H.  of  L.  Oa.  p.  G04. 
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have  restricted  his  claim  to  a  combination  of  the  three  materials 
forming  his  machine,  and  not  hare  claimed  each  of  them."  (m) 

In  Roberts  v.  Heywood,(n)  the  patent  was  for  an  "improved 
machine  for  painting  laths  for  Venetian  blinds  and  for  other 
purposes."  Besides  claiming  the  general  combination  the  patent 
claimed  protection  for  eight  several  parts.  The  eighth  claim  was 
for  a  shallow  sliding  tray,  arranged  and  used  substantially  in  the 
manner  and  for  the  purpose  described.  This  tray  was  not  new, 
and  it  was  objected  that  the  patent  was  therefore  void.  Hall,  V.G., 
said :  *'  I  think  it  impossible,  having  regard  to  the  eighth  claim, 
to  say  that  this  is  a  new  invention;  and,  having  tried  in  every 
way  to  construe  it  as  subsidiary,  and  not  a  distinct  claim,  I  cannot 
come  to  such  a  conclusion,"  and  the  patent  was  accordingly  held 
void. 

In  Haslam  v.  Hall,  (o)  the  plaintiffs  patent  was  for  "  improve- 
ments in  refrigerating  processes  and  apparatus  for  preserving 
meat  or  other  food  or  beverages."  There  were  three  claims. 
By  his  second  claim  the  patentee  claimed  the  combination  together 
of  a  steam-engine,  and  of  an  air-compressing  and  air-expansion 
apparatus  in  the  improved  manner  described.  The  first  and  third 
claims  were  new  and  useful,  but  the  second  claim  had  been 
anticipated  by  a  prior  machine,  and  the  patent  was  therefore  held 
void. 

Want  of  Hovelty  in  a  Subsidiary  Claim  need  not  Defeat  a  Patent. — 
Upon  the  rule  illustrated  in  the  foregoing  oases  the  Courts  have, 
however,  grafted  an  exception  in  favour  of  a  claim  which  can  be 
shewn  to  be  subsidiary  to  the  main  invention,  and  to  be  claimed 
only  in  relation  thereto.  Want  of  novelty  in  such  a  claim  need 
not  avoid  a  patent. 

Thus,  in  Plimpton  v.  SpiUer  (p)  the  patentee  claimed :  (1) 
"  Applying  rollers  or  runners  to  the  stock  or  footstand  of  a  skate  as 
described,  so  that  the  said  rollers  or  runners  may  be  cramped  or 
turned  so  as  to  cause  the  skate  to  run  in  a  curved  line  either  to 
the  right  or  left  by  the  turning,  canting,  or  tilting  of  the  stock 
or  footstand ;  (2)  The  mode  of  securing  the  runners  and  making 
them  reversible  as  above  described." 

It  was  proved  that  the  second  claim  was  not  new,  and  the 
defendants  contended  that  the  patent  was  therefore  void.  But 
Jessel,  M.B.,   refused  to  adopt  this  construction,  and  held  the 

(»)  7  H.  &  N.  p.  35 ;  81  L.  J.  Ex.  42.        land  v.  NichoUon,  10  R.  P.  C.  417 ;  Pether 

(n)  27  W.  B.  454.  V.  Shaw,  10  R.  P.  0.  297. 

(o)  5  B.  P.  C.  1 .      See,  alto,  Mureh-  (p)  L.  B.  6  0.  D.  p.  428 ;  47  L.  J.  Ch.  2U- 
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second  claim  to  be  a  merely  subsidiary  claim  covering  something 
to  be  used  only  in  connection  with  the  principal  invention.  On 
appeal  this  decision  was  affirmed,  (q)  James,  L.  J.,  after  stating  the 
second  claim,  said :  "  It  appears  to  me  that  in  doing  that  he  is 
claiming,  not  a  distinct  and  substantial  invention,  but  he  is  claim- 
ing it  as  one  of  the  merits  and  advantages  of  the  entire  construction 
which  he  has  before  given,  and  he  is  not  in  any  way  pretending 
or  claiming  to  enlarge  his  monopoly ;  because,  of  course,  it  was 
a  novelty  so  tea  as  Plimpton's  skates  were  novel,  and  he  is  only 
applying  an  old  thing  to  an  entirely  new  thing.  When  the 
new  thing  ceases  to  be  patented  that  old  thing  will  cease  to 
be  patented  too;  so  that  there  is  no  pretence  really  for  saying 
that  he  is  endeavouring  to  obtain  under  the  colour  of  that  second 
claim  something  other  and  beyond  that  which  the  invention  itself 
purports  to  be,  that  is  to  say,  an  invention  for  making  a  rocking 
skate  in  the  manner  which  he  has  described  in  the  first  part." 
Brett,  L.J.,  while  adopting  the  same  construction  of  this  claim 
as  subsidiary,  said :  "  At  the  same  time,  I  think  it  cannot  be  denied 
that  if  a  really  independent  claim  of  something  which  is  not 
new,  however  inadvertently  or  carelessly  it  be  made,  is,  in  fact, 
made  on  the  face  of  the  patent,  the  Court  is  bound  to  hold  that 
the  patent  is  therefore  objectionable,  and  that  the  plaintiff  cannot 
succeed.  If  this  second  claim  had  been  in  a  form  which  would 
have  applied  to  the  runner  of  any  other  skate  than  that  which 
is  patented  here,  I  should  have  thought  it  would  have  been  bad, 
and  that  therefore  the  whole  patent  would  have  been  bad,  and  that 
this  plaintiff  could  never  recover."  (r) 

A  similar  construction  was  adopted  by  the  House  of  Lords  in 
the  British  Dynamite  Company  v.  Krebs.  («)  In  that  case  the 
patentee  claimed,  not  only  the  mode  of  manufacturing  dynamite, 
but  also  ''  the  modes  of  firing  the  same  by  special  ignition  "  set 
forth  in  the  specification.  These,  or  some  of  them,  were  known 
at  the  date  of  the  patent,  and  it  was  contended  in  consequence 
that  the  patent  was  bad.  In  rejecting  this  contention  on  the 
ground  that  the  means  of  explosion  were  not  claimed  in  gross  but 
only  as  appendant  to  dynamite.  Lord  Cairns  said :  '*  It  is  to  be 
observed  that  the  mere  manufacture  of  an  explosive  substance 
such  as  dynamite  would  not  per  se  have  constituted  an  invention, 
or,  at  all  events,  a  useful  and  practical  invention  which  could  be 
protected  by  a  patent.    An  explosive  substance  like  dynamite 

(g)  L.  B.  6  0.  D.  pp.  428,  433.  («)  Goodeve,  P.  C.  p.  93;   13  R.  P.  C. 

(r)  See  also  Bowler  v.  Keeling,  14  T.      p.  193. 
L.  R.  257 ;  15  R.  P.  C.  214. 
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would  be  of  little  or  no  utility  unless  there  were  the  means  of 
bringing  to  bear  upon  it  a  method  of  detonating  explosion  which 
would  be  at  once  economical  and  easily  applied.  ...  I  look  upon 
the  means  of  explosion,  even  assuming  them  to  be  known  as 
applicable  to  other  substances,  to  be  part  and  parcel  of  the  inven- 
tion which  the  patentee  was  bound  to  give  to  the  public  as  a 
complete  invention,  and  I  understand  him  to  claim  these  means 
of  explosion  only  as  part  and  parcel  of  this  invention." 

Hovelty  in  a  Combination. — ^Where  the  patent  is  for  a  combination 
the  novelty  is  the  combination,  and  if  that  be  new,  it  matters  not 
that  the  component  parts  are  old.  In  Harrison  v.  The  Anderston 
Foundry  Company,  Lord  Cairns,  C,  said :  "  If  there  is  a  patent 
for  a  combination  the  combination  itself  is,  ex  necessitate,  the 
novelty."  (t) 

In  Newton  v.  Grand  Junction  Railway,  Pollock,  C.B.,  said: 
"  In  order  to  ascertain  the  novelty  you  take  the  entire  invention, 
and  if  in  all  its  parts  combined  together  it  answer  the  purpose  by 
the  introduction  of  any  new  matter,  by  any  new  combination,  or 
by  a  new  application,  it  is  a  novelty  entitled  to  a  patent."  (u) 

In  Cannington  v.  NuttaJl,  Lord  Hatherley,  C,  thus  laid  down 
the  test  of  novelty  in  a  combination.  ''  I  take  it  the  test  of  novelty 
is  this ;  is  the  product  which  is  the  result  of  the  apparatus  for 
which  an  inventor  claims  letters  patent  effectively  obtained  by 
means  of  your  new  apparatus,  whereas  it  had  never  before  been 
eflfectively  obtained  by  any  of  the  separate  portions  of  the  apparatus 
which  you  have  now  combined  into  one  valuable  whole  for  the 
purpose  of  eflfecting  the  object  you  have  in  view  ?  "  (v) 

Hew,  means  Hew  within  the  Realm. — "  New,"  means  new  within 
the  realm.  Therefore  prior  user  or  prior  publication  abroad,  e.g. 
in  France,  will  not  defeat  a  patent  in  England  for  an  invention 
new  within  the  Kingdom.  It  was  at  one  time  doubted  whether 
or  not  this  rule  did  not  apply  to  user  of  a  patent  in  Scotland  as 
well  as  in  foreign  countries.  But  in  Brown  v.  Annandale,  (w)  it 
was  decided  that  a  patent  could  not  be  taken  out  in  England 
for  an  invention  already  known  in  Scotland.  In  Boehuch  v. 
Stirling,  {x)  it  had  already  been  decided  in  the  House  of  Lords 
that  a  Scottish  patent  for  an  invention  known  in  England  was  bad. 

It  has  been  held,  however,  that  "  the  realm  "  for  the  purposes 
of  the  Statute  of  Monopolies  does  not  include  such  of  her  Majesty's 

(«)  1  App.  Ca.  p.  678.  739. 

(n)  5  Ex.  334.  (w)  1  W.  P.  C.  483;  8  C!.  &  F.  437. 

(»)  L.  R  5  H.  of  L.  216;  40  L.  J.  Ch.  (aj)  1  W.  P.  C.  45. 
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colonies  as  have  statutory  powers  to  grant  patents  within  their 
own  boundaries.  Thus  in  the  case  of  BoUs  v.  Isaacs,  (y)  Bacon,  Y.G., 
held  that  it  was  no  defence  to  an  action  for  infringement  of  an 
English  patent  to  adduce  evidence  to  shew  that  the  invention  prior 
to  the  date  of  the  grant  had  been  in  use  in  the  colony  of  Natal. 
Referring  to  the  representation  by  the  patentee  that  he  was  the 
true  and  first  inventor,  the  learned  Vice- Chancellor  said  thai  the 
Crown  will  not  look  whether  that  statement  is  strictly  true.  *'  That 
is  not  a  matter  to  be  enquired  into.  The  only  thing  that  the 
Crown  desires  to  be  informed  of  is,  whether  the  invention  has 
been  used  in  this  realm.  Where  an  invention  is  communicated 
by  a  foreigner  to  an  Englishman,  if  it  should  be  proved  that  it 
has  been  used  in  all  the  other  regions  of  the  world,  but  never  here 
before,  the  invention  may  be  the  subject  of  a  valid  patent,  and 
there  is  no  kind  of  objection  to  it."  (z) 

(y)  L.  R.  19  C.  D.  268 ;  45  L.  T.  (N.  S.),  704.  («)  L.  B.  19  0.  D.  p.  275. 
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CHAPTER  VI. 

ANTICIPATION  BY  PRIOR   PUBLICATION. 

Common  Knowledge  not  neceesary. — Novelty  being  essential,  the 
publication  of  an  invention  anywhere  within  the  United  Kingdom 
will  avoid  letters  patent  subsequently  granted  in  respect  of  that 
invention.  Thus,  no  invention  already  described  in  a  book, 
paper,  specification  or  drawing  to  which  the  public  have  had 
access,  or  which  has  been  publicly  performed  or  exhibited,  so 
that  others  have  learned  the  secret  of  performing  it,  is  lawful 
subject-matter  for  a  patent  grant.  Such  prior  description  or 
exhibition  is  ipso  facto  a  dedication  to  the  public  and  avoids  that 
consideration  for  a  subsequent  patent  which  must  be  presumed 
in  every  valid  grant.  Nor  is  it  material  to  shew  that  any  person 
has  in  fact  made  the  article  in  question  from  such  description, 
or  that  the  subsequent  patentee  borrowed  his  invention  therefrom 
or  even  knew  of  its  existence.  Such  publication  is  presumed  to 
have  acquainted  the  public  with  the  secret  of  the  invention,  and 
no  subsequent  monopoly  can  lawfully  deprive  them  of  the  right  to 
put  that  knowledge  into  practice. 

To  establish  prior  publication  it  is  not  necessary  to  prove 
common  knowledge;  public  knowledge  is  sufficient,  whether  the 
invention  be  known  to  many  or  few.  ''It  is  admitted,"  said 
Lindley,  L.J.,  in  Savage  v.  Harris,  (a)  ''  that  his  specification  was 
published  in  this  country  and  was  matter  of  public  knowledge  and 
public  property,  although  very  likely  not  of  common  knowledge, 
the  difference  between  the  two  being  obvious.  There  may  be  a 
publication  which  is  quite  sufficient  to  invalidate  a  subsequent 
patent,  and  there  may  be  very  few  people  who  know  of  that  publi- 
cation, so  that  you  cannot  say  that  the  publication  is  a  matter  of 
common  knowledge,  however  truly  you  may  say  that  it  is  a  matter 
of  public  knowledge." 

(a)  18  R.  p.  C.  867. 
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In  Humpherson  v.  Syevy  Bowen,  L.J.,  defined  prior  publication 
as  follows :  ''  That  is,  in  other  words,  had  this  information  been 
communicated  to  any  member  of  the  public  who  was  free  in  law 
or  equity  to  use  it  as  he  pleased  ?  "  (b)  Whether  there  has  been 
publication  or  not  is  a  question  of  fact.  "  Each  case  must  depend 
upon  its  own  circumstances ;  and  the  effect,  extent,  and  operation 
of  the  document  by  which  the  invention  is  supposed  to  be  com- 
municated to  the  public  in  this  country  so  as  to  anticipate  the 
invention  of  the  person  who  first  takes  out  letters  patent  for  the 
invention,  vary  infinitely  as  the  facts  must  vary."  (c) 

Publication  in  a  Book  or  Speoiflcation. — In  Hill  v.  Thompson,  (d) 
the  publication  of  the  patentee's  alleged  invention  in  a  dictionary 
in  England  nine  years  before  the  date  of  the  patent  was  held  fatal 
to  the  grant. 

In  Westrupp  and  GibbirCs  Patent,  (e)  the  Privy  Council  refused 
to  recommend  a  confirmation  of  a  patent  when  a  material  part  of 
the  invention  had  been  published  in  a  well-known  book  some 
years  before,  (/)  and  was  likewise  covered  by  two  earlier  specifi- 
cations. 

"  If,"  said  Lord  Lyndhurst  in  Household  v.  Neilson,  {g)  "  the 
machine  is  published  in  a  book,  distinctly  and  clearly  described, 
corresponding  with  the  description  in  the  specification  of  the 
patent,  though  it  has  never  been  actually  worked,  is  not  that  an 
answer  to  the  patent  ?  It  is  continually  the  practice  on  trials  for 
patents  to  read  out  of  printed  books  without  reference  to  anything 
that  has  been  done."  ''It  negatives  being  the  true  and  first 
inventor,"  said  Lord  Brougham,  "  which  is  as  good  as  negativing 
the  non-user.  It  must  not  be  a  foreign  book,  but  published  in 
England."  (fc) 

The  law  was  similarly  laid  down  by  Tindal,  C.J.,  in  Stead 
v.  Williams {i):  "If  the  invention  has  already  been  made  public 
in  England  by  a  description  contained  in  a  work,  whether  written 
or  printed,  which  has  been  publicly  circulated,  in  such  case  the 
patentee  is  not  the  first  and  true  inventor  within  the  meaning  of 
the  Statute,  whether  he  has  himself  borrowed  his  invention  from 

(b)  4  R.  P.  C.  407.  (c)  1  W.  P.  C.  554. 

(o)  Per  Lord  Halabury,  0.,  in  Pickard  (/)  Sec,  also,  Jahlochkofi  Patent,  8 

V.  Presoolt,  9  B.  P.  C.  p.  200.    See,  also,  R.  P.  C.  281. 
Tindal,  C.J.,  in    Stead    v.    WiUiarM,  2  (g)  1  W.  P.  C.  718. 

W.  P.  C.  143;  7  M.  &  G.  818;  Lindley,  (h)  Cf.  Stocker  v.  Warner,  1  C.  B.  167. 

L.J.,  in  Lyon  v.  Qoddard,  9  B.  P.  0.  527.  (0  2  W.  P.  C.  142.    See,  also.  Stead  v. 

(d)  1  W.  P.  C.  229;   8  Taunt.  375;   8  Andemn,  2  W.  P.  C.  150 ;  16  L.  J.  C.  P. 

Mer.  622 ;  2  B.  Moo.  433.  250. 
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such  publication  or  not ;  because  we  think  the  public  cannot  be 
])recluded  from  the  right  of  using  such  information  as  they 
were  already  possessed  of  at  the  time  of  the  patent  being 
granted." 

It  is  not  necessary  to  shew  that  the  patentee  learnt  his  invention 
from  the  prior  publication,  said  Lindley,  L.  J.,  in  Harris  v.  RothweU. 
"  It  is  sufficient  to  shew  that  the  invention  was  so  described  in 
some  book  or  document  in  this  country  as  that  some  English 
people  may  have  been  fairly  supposed  to  have  known  it."  (J) 

Where  the  publication  alleged  is  contained  in  a  prior  specifica- 
tion, it  is  for  the  Court  to  construe  such  specification  and  say 
whether  or  not  in  fact  it  contains  a  prior  disclosure  of  the 
invention. 

In  Booth  V.  Kennard,  (k)  where  such  publication  was  alleged 
against  the  patentee,  Pollock,  C.B.,  said:  ''We  think  it  is  a 
question  as  to  the  plain  meaning  of  a  written  document,  and  we 
think  it  is  for  the  Court  to  construe  it.''  So,  likewise,  in  Bush 
V.  Fox,  (0  it  was  held  that  when  the  want  of  novelty  was  apparent 
from  matters  contained  in  a  document  or  written  instrument,  such 
as  a  prior  patent  and  specification,  it  was  for  the  Court  to  take 
notice  of  the  identity  of  the  two  supposed  inventions,  and  the  want 
of  novelty,  therefore,  in  the  second. 

Publication  in  a  Foreign  Book. — Nor  does  it  make  any  difference 
that  the  work  or  specification  in  which  the  prior  description  has 
appeared,  has  been  published  in  a  foreign  country,  (m)  provided 
copies  have  been  transmitted  to  England  and  sold,  or  otherwise 
put  in  circulation.  It  is  not  indeed  necessary  to  prove  that  any 
copy  has  actually  been  sold.  It  is  sufficient  to  avoid  a  subsequent 
patent  for  the  invention  so  described,  if  the  book  has  been  publicly 
exposed  for  sale,  or  if  the  specification  has  been  made  public  in 
this  country. 

In  Lang  v.  Oisbome,  (w)  Lord  Romilly,  M.R.,  said :  "  A 
publication  takes  place  when  a  person  who  is  the  inventor  of  any 
new  discovery,  either  by  himself  or  by  his  agents,  makes  a  written 
description  of  that,  prints  it  in  a  book,  and  sends  it  to  a  bookseller 
to  be  published  in  this  country.    It  is  not  at  all  necessary  to 

(J)  L.  B.  35  C.  D.  428;  56  L.  J.  Ch.  31  L.  J.  Ex.  42;  Piekard  v.  PreteMt,  7 

459 ;  4  R.  P.  O.  225.  R.  P.  C.  361;   Bnti$h   Tanning  Co.  v. 

(k)  1  H.  ft  N.  527;   2  H.  &  N.  84 ;  26  Groth,  8  R.  P.  C.  121 ;  United  Telephone 

L.  J.  Ex.  23,  305.  Co.  v.  Harnson,  21  0.  D.  720;  51  L.  J. 

(0  5  H.  of  L.  707;  25  L.  J.  Ex.  251.  Ch.  705;  HarriB  v.   BothweU,  35  C.  D. 

(m)  Heurtaoupi^i  Patmt,  1  W.  P.  C.  412. 
553;  MeCormiek  t.  Gray,  7  H.  &  N.  28;  (n)  31  L.  J.  Ch.  770;  31  Beav.  133. 
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establish  the  fact  that  one  volnme  of  that  book  has  been  sold ;  as 
soon  as  an  inventor  informs  the  public  of  what  his  invention  is, 
and  publishes  that  in  a  book,  which  he  sends  to  a  publisher  to 
sell,  the  moment  that  book  is  exposed  in  the  shop  for  the  purpose 
of  purchase,  then  that  becomes  a  complete  publication  in  point  of 
law.  That  would  be  the  effect  if  it  were  the  publication  of  a  book 
in  England  by  an  English  inventor,  and  there  is  no  difference 
when  the  inventor  is  a  Frenchman,  or  any  other  foreigner,  who 
publishes  a  book  in  his  own  language,  but  sends  it  over  to  a  book- 
seller in  this  country  for  the  purpose  of  being  sold.  As  soon  as 
the  book  comes  to  this  country  to  be  sold,  and  is  offered  for  sale 
in  the  public  shop  of  a  bookseller,  then  that  becomes  a  publication 
of  the  invention,  assuming  it  to  be  a  clear  and  accurate  description 
of  the  invention  in  question.  It  would  be  impossible  to  arrive  at 
any  other  result  without  producing  the  most  inextricable  difficulties 
in  law.  It  would  be  difficult  to  ascertain  how  many  persons  had 
bought  the  book,  though  the  purchase  of  the  book  would  be 
nothing  if  they  had  not  read  the  contents.  It  would  be  impossible 
to  say  to  how  many  persons  the  purchaser  had  lent  it,  who  had  read 
it.  In  the  present  case  it  has  been  proved  that  a  public  library  in 
one  of  the  large  universities  in  England  had  actually  bought  the 
book.  It  may  be  that  a  thousand  persons  had  read  it  before  this 
invention  had  taken  place,  but  how  can  that  by  any  possibility  be 
proved?  The  Courts  would  be  involved  in  inextricable  difficulty 
if  the  burthen  of  proof  were  thrown  on  a  person  who  had  made 
public  an  invention  as  far  as  he  was  able  to  make  it  public,  to 
shew  that  the  public  themselves  had  appreciated  it  by  buying  the 
book,  or  making  it  common  to  other  persons." 

In  Pickard  v.  Prescott,  (o)  it  was  proved  that  a  description  of 
the  invention — an  improvement  in  the  bridges  of  pince-nez,  or 
double  eye-glasses — had  been  published  prior  to  the  date  of  the 
patent,  in  a  French  monthly  journal,  copies  of  which  were  sold  to 
two  public  institutions  and  three  private  individuals  in  the  United 
Kingdom.  The  House  of  Lords,  affirming  the  decision  of  the 
Inner  House  of  the  Court  of  Session,  held  this  a  sufficient  publica- 
tion to  defeat  the  patent.  In  such  case  there  is  a  strong  pre- 
sumption that  the  public  journal  in  which  the  description  is  con- 
tained has  reached  its  subscribers  within  a  reasonable  time  after 
the  date  of  publication ;  and,  although  no  evidence  may  be  obtain- 
able that  the  contents  of  the  journal  have,  in  fact,  been  read  by  the 
recipients,  the  Court  will  assume  this  until  the  contrary  is  shewn. 

(o)  7  B.  p.  C.  366. 
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"  But  then,"  said  Lord  Halsbury,  C,  in  the  above  case,  "  it  is 
said  that  Dr.  Berry  cannot  tell  us  that  he  did  read  it.  Of  course 
he  cannot.  I  would  not  believe  him  if  he  could.  Nobody,  unless 
it  is  a  very  exceptional  man,  can  bring  his  memory  back,  after  the 
lapse  of  years,  sufficiently  to  be  able  to  say :  *  At  that  particular 
time  I  read  such  and  such  a  thing.'  The  ordinary  common  sense 
of  mankind  naturally  leads  one  to  the  conclusion,  I  should  say,  that, 
taking  the  fact  that  this  is  a  monthly  publication  intended  to  give 
information  on  the  subject  in  which  its  subscribers  and  readers  are 
interested  at  the  time  when  it  is  published,  and,  taking  the  fact 
that  it  is  published,  not  merely  once  every  year,  but  once  every 
month,  because  it  is  intended  to  give  people  the  current  informa- 
tion upon  the  subject,  Dr,  Berry  probably  did  read  it  within  a 
reasonably  short  time  after  he  received  it."  ( p) 

Pnblieation  in  a  Foreign  Language. — Though  a  stronger  inference 
of  publication  arises  where  the  prior  description  is  in  the  English 
language,  (9)  a  prior  description  in  any  language  known  to  persons 
in  England  is  sufficient. 

In  Lang  v.  Qishome  and  Pickard  v.  Prescotty  the  prior  publica- 
tion was  in  French  ;  in  the  United  Telephone  Company  v.  Harrison, 
CoX' Walker  and  Company  (r)  and  in  Harris  v.  Rothwell{s)  it  was 
in  German. 

In  the  last-mentioned  case  the  plaintiff's  patent  had  been  taken 
out  in  this  country  in  April,  1880.  It  was  proved  that  the  same 
invention  had  been  the  subject  of  prior  patents  in  Germany,  and 
that  specifications  in  the  German  language,  with  drawings  attached, 
had  been  deposited  in  the  public  library  of  the  Patent  Office  in 
December,  1878,  and  February,  1880,  respectively,  and  that  the 
journal  then  published  periodically  by  the  Patent  Commissioners 
contained  amongst  the  list  of  patents  granted  in  Germany  entries 
of  these  particular  patents,  with  a  note  in  each  case  that  the 
specifications  as  well  as  the  list  of  applications  might  be  consulted 
in  the  free  public  library  of  the  office.  It  was  not  actually  proved 
that  any  one  other  than  the  librarian  had  seen  the  specifications. 
Commenting  on  this  evidence,  Lindley,  L.  J.,  said  :  ''  It  is  necessary 
next  to  consider  the  effect,  if  any,  of  these  specifications  being  in 
German  and  not  in  English.  The  fact  that  German  is  understood 
by  many  people  in  this  country,  and  that  persons  who  can  read 
and  translate  German  can  easily  be  found  by  those  who  want  their 

(l>)  [1892]  A.  0.  263;  9  R.  P.  0.  203.  (r)  L.  R.  21  C.  D.  720;  51  L.  J.  Ch. 

(9)  HarrU  t.  BoQuwdl.  85  0.  D.  412.      705. 
See  Lindley,  L J.,  p.  428.  (f)  Supra. 
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assistance,  mast,  we  think,  be  treated  as  common  knowledge,  and 
be  judicially  noticed,  although  not  stated  in  the  special  case.  .  .  . 
The  conclusion  at  which  we  have  arrived,  and  which  in  our  opinion 
is  most  in  accordance  with  the  authorities  and  with  the  principles 
that  underlie  them,  may  be  thus  expressed.  Prima  facie  a  patentee 
is  not  the  first  inventor  of  his  patented  invention  if  it  be  proved 
that  before  the  date  of  his  patent  an  intelligible  description  of  his 
invention,  either  in  English  or  in  any  other  language  commonly 
known  in  this  country,  was  known  to  exist  in  this  country,  either 
in  the  Patent  Office  or  in  any  other  library  to  which  the  public  are 
admitted,  and  to  which  persons  in  search  of  information  on  the 
subject  to  which  the  patent  relates  would  naturally  go  for  informa- 
tion. But  if,  as  in  Plimpton  v.  Malcolmaon  and  Plimpton  v.  SpHler 
and  in  Otto  v.  Steely  it  be  proved  that  the  foreign  publication, 
although  in  a  public  library,  was  not  in  fact  known  to  be  there,  the 
unknown  existence  of  the  publication  in  this  country  is  not  fatal  to 
the  patent.'*  (0 

Ho  Publication  where  Book  not  Accessible  to  the  Public. — It  is 
apparent  from  the  above  case  that  although  the  Court  will  usually 
infer  upon  proof  of  publication  in  this  country  of  even  a  single  work 
containing  a  prior  description  of  an  invention,  that  such  description 
has  disclosed  that  invention  to  some  member  of  the  public,  it  is 
nevertheless  open  to  any  patentee  to  rebut  that  inference  by 
shewing  affirmatively  that  no  member  of  the  public  has  in  fact  had 
access  to  the  work  in  question. 

In  Plimpton  v.  Malcolmson,  (u)  it  was  proved  that  a  prior  patent 
had  been  taken  out  in  America  for  an  invention  similar  to  that 
claimed  by  the  patentee.  This  patent  was  described  in  an 
American  book,  a  copy  of  which  had  been  sent  to  the  Patent  Office 
Museum  in  this  country  a  month  prior  to  the  date  of  the  plaintifiTs 
patent.  The  assistant  librarian  had  marked  inside  the  book  the 
date  of  its  arrival ;  but  it  had  neither  been  entered  in  the  list  of 
donation  books  nor  in  the  catalogue.  Not  being  a  book  of  sufficient 
importance  to  have  a  place  in  the  public  room,  it  was  placed  in  a 
small  private  apartment.  There  was  no  evidence  that  any  one  at 
the  Patent  Office  knew  the  book  was  there.  From  these  facts 
Jessel,  M.B.,  drew  the  inference  that  the  book  had  remained  in 
the  private  room  untouched,  unread,  and  unlooked  at  for  ten  years. 
"  It  does  appear  to  me,  sitting  as  a  jury,'*  said  his  lordship,  "  that 
I  should  be  wanting  in  common-sense  if  I  came  to  the  conclusion 
that  the  existence  of  this  book  on  the  shelf  in  a  private  room  in  the 

(0  85  C.  D.  pp.  429,  431,  («)  3  C.  D.  531. 
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Patent  Library — private  in  the  sense  of  not  being  accessible  to  the 
public,  though  public  in  the  sense  that  if  any  one  had  actually 
known  of  it  he  could  have  sent  for  the  book — would  be  such  a 
publication  as  to  deprive  the  man  who  first  made  it  known  to  the 
world  of  that  merit — the  only  merit  so  far  as  the  importer  is  con- 
cerned— which  consists  in  making  known  a  useful  invention  to  the 
public.  Therefore,  on  the  question  of  novelty,  I  should  give  a 
verdict  for  the  plaintiff  on  this  ground  alone."  {v) 

The  same  patent  again  came  before  the  Court  in  the  subsequent 
case  of  Plimpton  v.  SpiUer.  Further  evidence  had  been  obtained, 
which  shewed  that  the  book  in  question  had  been  placed  on 
the  top  shelf  of  a  corridor  of  the  Patent  Library  through  which 
the  public  passed.  So  placed,  any  member  of  the  public  might 
have  taken  it  down  and  looked  at  it.  But  there  was  no  evidence 
that  any  one  had  done  so.  The  previous  evidence  as  to  the  book 
not  being  entered  in  the  catalogue  or  in  the  donation  list  was  not 
varied.  Jessel,  M.B.,  again  gave  judgment  for  the  plaintiff,  and 
was  affirmed  by  the  Court  of  Appeal. 

"  It  must  be  not  only  printed  in  a  book,"  said  Brett,  L.J.,  "  but 
that  book  must  be  placed  in  such  a  position  and  so  used  that  you 
may  fairly  infer  or  assume  that  the  contents  of  the  book  have 
become  known  to  a  sufficient  number  of  persons.  Therefore,  when 
yon  prove  that  this  book  was  put  in  the  Patent  Library,  I  care  not 
into  what  part,  I  do  not  say  that  is  no  evidence  of  its  having 
become  known  to  the  public,  but  I  say  that  when  you  have  other 
facts  which  shew  that  although  it  was  put  into  the  Patent  Library 
the  proper  inference  is  that  nobody  ever  did  see  it  there  or  else- 
where, then,  although  it  has  been  in  one  sense  if  you  please 
published,  or  in  one  sense  if  you  please  dedicated  to  the  public,  all 
I  can  say  is  that  the  public  have  not  been  able  to  take  advantage 
of  the  dedication  or  the  publication,  and  therefore  you  do  not  shew 
that  it  was  known  to  the  public."  (w) 

In  Otto  V.  Steel,  an  attempt  was  made  to  upset  the  plaintiff's 
patent,  by  proving  that  a  description  of  the  invention  was  contained 
in  a  French  book,  of  which  a  single  copy  had  been  sent  to  this 
country,  and  placed  in  an  inner  room  of  the  British  Museum. 
To  this  room  the  public  had  not  general  free  access,  but  persons 
desiring  so  to  do  were  allowed  on  application  to  inspect  the  titles 
of  the  books  it  contained,  and  remove  them,  if  wanted,  to  the 
reading-rooni  for  use.  The  book  in  question  was  entered  in  the 
general  catalogue  under  the  author's  name  only,  and  in  a  special 

(v)  L.  E.  3  C.  D.  p.  566.  (w)  L.  R.  6  C.  D.  412,  p.  435. 
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French  catalogue  under  author  and  subject.  An  English  book- 
seller had  ordered  a  large  number  of  copies  of  this  French  catalogue, 
and  sent  them  to  his  customers.  But  there  was  no  evidence  of 
any  customer  having  ordered  the  book,  and  none  of  a  reader 
in  the  British  Museum  having  read  it  there.  On  these  facts, 
Pearson,  J.,  said :  ''  I  feel  myself  unable  to  accept  this  book.  The 
question  is  whether  or  not  this  book  has  been  published  in  this 
country  in  such  a  way  as  to  become  part  of  the  public  stock  of 
knowledge  in  this  country.  It  is  not,  to  my  mind,  necessary  for 
that  purpose  to  shew  that  it  has  been  read  by  a  great  number  of 
people,  or  that  any  person  in  particular  has  got  from  it  the  exact 
information  which  it  is  said  would  have  enabled  Dr.  Otto  in  this 
case  to  have  made  his  machine.  But,  to  my  mind,  it  must  be 
published  in  such  a  way  as  that  there  may  be  reasonable  pro- 
bability that  any  person,  and  amongst  such  persons,  Dr.  Otto, 
might  have  obtained  that  knowledge  from  it."  (x) 

Meeting  the  suggestion  that  proof  that  a  book  containing  a 
description  of  the  invention  was  in  the  library  of  the  British 
Museum,  must  amount  in  law  to  publication,  the  learned  judge 
said:  '^ There  is  no  decision,  to  my  mind,  that  lays  down  such  a 
proposition  as  that,  and  I  cannot  help  thinking  that  I  should  be 
doing  injustice  probably  to  many  persons  if  I  were  to  say  that 
inventions  honestly  made  by  them  were  to  be  held  bad  because 
they  might  have  been  anticipated  by  something  to  be  found  in 
a  book  in  the  library,  for  which  nobody  had  ever  called,  and 
which  nobody  had  ever  read  in  this  country.  I  cannot  go  so 
far  as  that."  (y) 

Idmited  Fablication  may  be  Sufficient. — With  the  foregoing  cases 
may  usefully  be  compared  others  in  which  the  publication,  though 
apparently  slight,  has  been  held  to  be  sufficient  to  defeat  a  sub- 
sequent patent. 

In  the  United  Telephone  Company  v.  Harrison,  Cox-Walker 
&  Company y  (z)  the  plaintiffs  were  the  assignees  of  two  patents  for 
the  transmission  and  reproduction  of  sound  by  electricity.  The 
defendants  objected  as  to  one  of  the  patents  that  it  was  not  new,  on 
the  ground  that  before  it  was  taken  out  a  similar  invention  had 
been  described,  with  drawings,  in  a  German  scientific  journal  pub- 
lished at  Berlin  in  1862.  Of  this  journal  a  copy  had  been  in  the 
Library  of  the  Institute  of  Civil  Engineers  at  Westminster  for 

(a)  L.  R.  31  C.  D.  p.  243;  3  R.  P.  C  (•)  L.  R.  21  C.  D.  r-  720;  51  L.  J. Ch 

p.  112.  705;  W.  N.  188^-84.    Of.  United  Hone- 

(y)  L.  R.  31  0.  D.  p.  246.  $hoe  Nail  Co.  y.  StewaH,  2  R.  P.  C.  122. 
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seyenteen  or  eighteen  years.  The  institute  numbered  from  three 
to  four  thousand  members.  A  copy  of  the  journal  had  also  been 
placed  in  the  Patent  Office  library.  A  telegraphic  engineer  was 
called  who  gaye  evidence  that  he  had  seen,  prior  to  the  date  of 
the  plaintiffs  patent,  the  copy  of  this  journal  which  was  in  the 
Patent  Office  library;  he  could  not  read  Qerman,  but  he  had 
been  able  to  comprehend  the  inyention  by  means  of  the  drawings 
attached  to  the  letterpress.  On  these  facts.  Fry,  J.  (though  with 
some  doubt),  held  that  this  amounted  to  publication  and  avoided 
the  patent  if  the  prior  description  covered  the  invention,  (a) 

Prior  publication  was  also  discussed  in  Harris  v.  Bothwelly  {b) 
with  special  reference  to  the  question  of  onus  of  proof.  There  the 
facts,  as  set  out  in  a  special  case,  were  as  follows.  Prior  to  the 
date  of  the  plaintiff's  patent  there  existed  in  the  library  of  the 
Patent  Office  two  copies  of  two  German  specifications,  each  of 
which,  with  the  drawings  annexed  to  it,  contained  a  description 
of  the  plaintiff's  invention.  Of  these  specifications  one  had  been 
in  the  library  more  than  a  year,  the  other  about  six  weeks.  The 
presence  of  these  Oerman  specifications  in  the  library  was  known 
to  the  librarian,  and  attention  had  been  called  to  the  fact  by  the 
publication  of  English  translations  of  their  titles  in  the  Patent 
Commissioners*  Journal;  moreover,  the  specifications  themselves 
were  in  their  proper  places  in  the  library,  and  anybody  wanting 
to  see  them  could  have  done  so.  Whether  any  person  except  the 
librarian  had  in  fact  ever  seen  them  was  not  known.  From  these 
facts  the  Court  of  Appeal  held  that  the  proper  inference  was 
publication.  Lindley,  L.J.,  delivering  the  judgment  of  himself 
and  Cotton,  L.  J.,  said :  '*  It  appears  to  us  that  on  this  evidence 
the  burden  of  shewing  that  the  English  patentee  was  the  first 
inventor  in  this  country  of  his  invention  is  again  cast  upon  the 
plaintiffs,  and  that  unless  they  can  shew  that  the  German  specifi- 
cations were  not  in  fact  seen  by  any  one  who  could  understand 
them  the  defendant  is  entitled  to  succeed.  If  the  case  were  being 
tried  by  a  jury  ...  we  are  clearly  of  opinion  that  the  judge  ought 
at  least  to  tell  the  jury  to  find  for  the  defendant  on  the  issue  that 
the  plaintiff  was  the  true  and  first  inventor,  if  they  thought  that 
the  German  specification  had  been  so  published  in  this  country 
as  to  have  become  known  to  any  one  here,  and  to  guide  the  jury 
on  this  point  the  judge  ought  to  tell  the  jury  that  the  invention 

(a)  Bat  in  this  case  the  patent  was      that  of  the  plaintiffn. 
upheld  on  the  ground  that  the  Oenuan  (b)  L.  R.  35  G.  D.  416,  at  p.  427 ;  4  R. 

iuTention  was  a  different  ioTention  from      P.  0.  225 ;  56  L.  J.  Gh.  459. 
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having  been  laid  before  the  public  in  this  country  in  the  way 
and  for  the  time  mentioned  in  the  special  case,  the  invention  ought 
to  be  presumed  to  have  become  known  in  this  country  in  the 
absence  of  all  proof  to  the  contrary."  (c) 

What  Degree  of  Knowledge  is  required  in  a  Prior  Publication. — 
Where  a  patent  is  attacked  as  wanting  in  novelty  on  account  of  a 
prior  dedication  to  the  public  by  means  of  a  book,  vnriting,  or 
specification,  it  is  open  to  the  patentee,  besides  contending  that 
the  public  have  not,  in  fact,  had  access  to  such  publication, 
to  shew  that  even  if  they  must  be  presumed  to  have  had  such 
access,  the  degree  of  knowledge  thereby  communicated  is  not  such 
as  to  amount  to  a  prior  disclosure  of  his  invention.  It  is,  there- 
fore, important  to  ascertain  what  amount  of  disclosure  is  necessary 
to  invalidate  a  subsequent  patent  for  the  same  invention.  It  is 
now  well  settled  that  the  prior  publication  must  be  definite ;  ''  a 
vague  notion  floating  in  the  air  "  will  not  do.  (d) 

''  If  a  mere  suggestion  is  made,"  said  Lord  Coleridge,  G.J.,  in 
the  American  Braided  Wire  Company  v.  Thomson,  "upon  which 
the  mind  of  an  inventor  has  to  work,  and  out  of  which  the  mind 
of  the  inventor  produces  something  new  which  is  different  from, 
an  improvement  upon,  and  a  distinct  variation  from  the  sugges- 
tion, I  apprehend  the  fact  that  it  has  been  suggested  by  the 
reading  of  a  specification  or  by  looking  at  the  drawings  of  a 
specification,  will  not  prevent  his  having  a  right  to  patent  his 
invention.  I  suppose  that  all  patents  almost  are  suggested  by 
something.  It  very  seldom  comes  into  the  head  of  any  man 
to  do  a  thing  without  something  or  other  suggesting  the  idea  to 
him  to  do  it — some  physical  fact,  I  mean,  or  some  piece  of 
observation.    That,  therefore,  alone  would  not  be  sufficient."  (e) 

In  Thomson  v.  Batty,  (/)  the  plaintiff's  patent  was  for  improve- 
ments in  the  marine  compass  and  the  means  of  ascertaining  and 
correcting  its  errors.  It  was  urged  for  the  defendants  that  the 
patent  was  bad  for  want  of  novelty,  because  the  patentee  two 
years  before  the  date  of  his  grant  had  pointed  out,  in  a  paper 
read  to  the  British  Association,  and  afterwards  published  in  the 
Philosophical Magazine,i\ie  result  he  now  obtained  as  a  desideratum 
in  science.  But  Kekewich,  J.,  held  that  this  did  not  amount  to 
prior  publication,  on  the  ground  that  it  is  no  anticipation  of  a 

(o)  In  thiB  oaae  Lopes,  L.J.,  was  of  B.  P.  C.  415. 
opinion  that  the  Gennan  specifications  (d)  Per  Bacon,  V.O.,  in  Washburn  v. 

(in  the  circumstances)  amounted  to  con-  Paitenon,  1  B.  P.  C.  157,  p.  161. 
elusive  evidence  of  publication,  L.  B.  35  (e)  5  B.  P.  0.  120. 

C.  D.  p.  431.    Cf.  Bumphwwm  v.  i^er,  4  (/)  6  B.  P.  0.  99. 
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patent  for  the  patentee  to  intimate  to  the  world  at  large  before 
he  takes  out  his  letters  patent  that  the  attainment  of  a  certain 
result  is  desirable,  when  he  does  not  intimate  at  the  same  time 
the  means  of  attaining  that  result. 

Thus  the  outline  sketch  contained  in  a  provisional  specification 
has  been  held  insufficient  to  establish  publication.  (,9)  For  the 
description  must  be  such  a  description  as  will  work  in  practice 
without  the  exercise  of  further  invention  on  the  part  of  the  person 
following  the  directions  in  the  description,  whether  in  a  book 
or  specification. 

In  Betts  V.  Menzies,  (h)  Wood,  V.C.,  said :  "  I  think  that  if  a 
man  sits  down  and  takes  out  a  patent  from  his  own  conjectures 
without  ever  having  tried  the  experiment  set  forth  in  it,  that  will 
not  invalidate  a  subsequent  patent  taken  out  and  practically 
worked,  especially  when  it  turns  out  that  the  method  prescribed 
by  the  earlier  patent  is  practically  useless.  Take,  for  instance, 
the  electric  telegraph.  Many  ingenious  persons  had  talked  of 
the  means  of  communicating  between  two  places  by  electricity, 
and  had  discussed  the  mode  of  carrying  out  that  idea  before 
Messrs.  WheaUUme  and  Cooke  shewed  a  practically  useful  way 
of  doing  it."  After  referring  to  the  Marquis  of  Worcester's  book, 
"A  Century  of  Inventions,"  and  the  many  patents  taken  out  from 
hints  obtained  from  it,  the  learned  Vice-Ghancellor  proceeded, 
''Such  a  publication  as  that  will  not  suffice  to  invalidate  a 
subsequent  patent  which  is  capable  of  being  actually  worked  to  a 
usefol  purpose." 

Dealing  with  the  amount  of  information  which  a  paper  antici- 
pation must  contain  to  invalidate  a  subsequent  patent,  Lord 
Westbury,  in  his  well-known  judgment  in  HiUs  v.  Evans,  (i)  said : 
"  Now,  with  regard  to  the  specification  of  the  prior  patent  it  is  not 
to  be  distinguished  in  principle  from  any  other  publication.  The 
only  peculiarity  attending  the  specification  of  the  prior  patent 
is  this,  that  the  specification  must  be  considered  as  a  publication. 
There  has  been  some  doubt  with  regard  to  books  and  documents 
under  particular  circumstances,  whether  they  can  be  considered 
as  amounting  to  a  publication.  With  regard  to  a  specification 
there  can  be  no  doubt,  because  the  specification  is  that  which 
the  patentee  gives  to  the  public,  and  makes  matter  pvhlici  juris  in 
return  for  the  privilege  which  he  receives ;  but  upon  all  principles 

(g)  Sioner  t.  Todd,  4  0.  D.  pp.  58-61.  (h)  8  Jnr.  (N.  B.\  858. 

BQt  Me  Lawrence  v.  Perry,  2  B.  P.  C,  (0  4  Be  O.  F.  &  J.  289;  8  Jar.(N.  9.\ 

p.  187.  528. 
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the  specification  is  not  to  be  distinguished  from  any  prior  publi- 
cation contained  in  a  book  published  in  the  ordinary  manner. 
Now,  the  question  is,  What  must  be  the  nature  of  the  antecedent 
statement  ?  I  apprehend  the  principle  is  correctly  thus  expressed : 
the  antecedent  statement  must  be  such  that  a  person  of  ordinary 
knowledge  of  the  subject  would  at  once  perceive,  understand,  and 
be  able  practically  to  apply  the  discovery  without  the  necessity 
of  making  further  experiments  and  gaining  further  information 
before  the  invention  can  be  made  useful  If  something  remains 
to  be  ascertained,  which  is  necessary  for  the  useful  application 
of  the  discovery,  that  affords  sufficient  room  for  another  valid 
patent."  And  again,  ''  There  is  not,  I  think,  any  other  general 
answer  that  can  be  given  to  this  question  than  this :  that  the 
information  as  to  the  alleged  invention  given  by  the  prior  publica- 
tion must,  for  the  purposes  of  practical  utility,  be  equal  to  that 
given  by  the  subsequent  patent.  The  invention  must  be  shewn 
to  have  been  before  made  known.  Whatever,  therefore,  is  essential 
to  the  invention  must  be  read  out  of  the  prior  publication.  If 
specific  details  are  necessary  for  the  practical  working  and  real 
utility  of  the  alleged  invention,  they  must  be  found  substantially 
in  the  prior  publication.  Apparent  generality,  or  a  proposition  not 
true  to  its  full  extent,  will  not  prejudice  a  subsequent  statement 
which  is  limited,  accurate,  and  a  specific  rule  of  practical  applica- 
tion. The  reason  is  manifest,  because  much  further  information, 
and  therefore  much  further  discovery,  are  required  before  the  real 
truth  can  be  extricated  and  embodied  in  a  form  to  serve  the  uses 
of  mankind.  It  is  the  difference  between  the  ore  and  the  refined 
pure  metal  which  is  extracted  from  it.  Again,  it  is  not,  in  my 
opinion,  true  in  these  cases  to  say  that  knowledge,  and  the  means 
of  obtaining  knowledge,  are  the  same.  There  is  a  great  difference 
between  them.  To  carry  me  to  the  place  at  which  I  wish  to 
arrive  is  very  different  from  merely  putting  me  on  the  road  that 
leads  to  it.  There  may  be  a  latent  truth  in  the  words  of  a  former 
writer,  not  known  even  to  the  writer  himself ;  and  it  would  be 
unreasonable  to  say  that  there  is  no  merit  in  discovering  and 
unfolding  it  to  the  world.  Upon  principle,  therefore,  I  conclude 
that  the  prior  knowledge  of  an  invention  to  avoid  a  patent  must 
be  knowledge  equal  to  that  required  to  be  given  by  a  patent, 
namely,  such  knowledge  as  will  enable  the  public  to  perceive  the 
very  discovery,  and  to  carry  the  invention  into  practical  use;  and 
this  appears  to  be  consistent  with  the  decided  cases." 

Applying  the  rules  above  laid  down  to  the  case  before  him, 
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his  lordship  proceeded :  ''  There  is  here  what  I  have  denominated 
apparent  generality,  giving  no  specific  knowledge,  no  practical 
role  of  application,  hut  famishing  suggestions  which  might  give 
a  direction  to  inquiry,  from  which  inquiry  a  specific  definite 
amount  of  practical  information  might  possibly  be  elicited.  That 
unquestionably,  according  to  the  rules  which  we  have  endeavoured 
to  ascertain,  is  not  such  information  as  will  vitiate  a  subsequent 
patent;  for  it  is  not  such  information  as  will  be  sufficient  to 
support  a  patent  It  adds  nothing  to  the  real  stock  of  practical 
knowledge  of  mankind,  and  ought  not  to  derogate  from  the  validity 
and  benefit  of  a  subsequent  invention."  (j) 

**  We  know  what  is  necessary,"  said  Cotton,  L. J.,  in  Ehrlich  v. 
Ihlee,  "  if  there  is  to  be  an  anticipation,  not  by  the  existence  of 
an  actual  thing,  but  by  description  either  in  a  specification  or 
otherwise;  that  the  description  must  be  of  such  a  character 
as  to  enable  any  one  competent  to  make  the  machine  for  which 
the  protection  is  claimed  from  the  description  given.''  {k) 

A  prior  publication  to  defeat  a  subsequent  patent  must,  then, 
sufficiently  impart  the  mode  of  carrying  out  the  invention,  to 
enable  any  one  working  upon  the  information  conveyed  from  such 
previous  specification,  to  reckon  with  confidence  on  the  result  (Z) 

In  Betts  V.  NeiUony  (m)  Lord  Chelmsford  said :  "  I  entirely  agree 
with  the  opinion  of  Williams,  J.,  in  the  case  of  Betts  v.  Menzies 
in  the  Exchequer  Chamber,  that  the  publication  of  a  notion  that 
a  certain  useful  art  may  be  discovered  without  any  information 
or  knowledge  of  the  means  of  the  discovery,  cannot  preclude  a 
subsequent  first  inventor  of  those  means  from  taking  out  a  patent 
for  the  entire  art"  And  in  Patterson  v.  The  Oaslight  and  Coke 
Company,  (n)  Lord  Blackburn,  adopting  the  words  of  Lord  West« 
bury, (o)  said:  "An  antecedent  specification  ought  not  to  be  held 
an  anticipation  of  a  subsequent  discovery,  unless  you  have  ascer- 
tained that  the  antecedent  specification  discloses  a  practicable 
mode  of  producing  the  result  which  is  the  effect  of  the  subsequent 
discovery." 

The  law  applicable  to  paper  anticipations  was  again  considered 
by  the  Court  of  Appeal  in  the  CasseU  Oold  Company  v.  Cyanide 

(J)  This  judgment  wm  quoted  with  y.  Sterekx,  13  B.  P.  0.  53. 
approval,  and  foUowed  by  Lord  GhelmB-  (I)  Per  Lord  Ohelmsford  in  BettB  ▼. 

ford,  C,  in  Betti  t.  Nea9on,  L.  B.  8  Ch.  NeiUon,  L.  B.  8  Gh.  p.  485. 
431 ;   and   by  the  Oonrt  of  Appeal  in  (m)  Ibid.  p.  482. 

8awa^  T.  Harrh,  18  B.  P.  0.  868.  (n)  8  App.  Ca.  289,  p.  245. 

(k)  5  B.  P.  0.  437.    See,  also,  Olio  v.  (o)  BetU  v.  Memies,  10  H.  of  L.  0. 

Umfard,  46  L.  T.  (N.  8.),  89 ;  Shrewsbury  p.  154. 
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Oold  Syndicate.  Smith,  LJ.,  in  that  case  said:  ''To  constitute 
a  paper  anticipation  the  description  in  the  prior  specification  mnst 
he  such  that  a  person  skilled  in  the  matter  reading  it  would  find 
in  it  the  invention  which  is  sought  to  he  protected  by  the  patent, 
and  unless  this  can  be  found  in  the  writing  itself  it  is  not  an 
anticipation  at  all.  In  our  judgment,  the  existence  of  a  chemical 
patent,  wherein  the  combined  effect  of  two  or  more  chemicals  is 
claimed  in  order  to  bring  about  a  desired  result,  does  not  by  any 
means  constitute  an  anticipation  of  a  subsequent  discovery  that 
by  the  use  of  any  one  of  the  named  chemicals  the  desired  result 
can  be  attained,  and,  a  fortiori,  when  the  compound  of  the  two 
or  more  has  failed  to  do  so,  for,  as  stated  by  Professor  Mills,  there 
are  any  number  of  cases  known  in  chemistry  where  two  things 
when  put  together  act  very  differently  from  what  they  do 
apart."  (p) 

In  Stoner  v.  Todd,  (q)  Jessel,  M.R.,  said  that  no  prior  publi- 
cation was  sufficient  which  did  not  enable  a  workman  of  ordinary 
skill  in  the  subject-matter  of  the  invention  to  perform  it.  Lord 
Westbury,  in  HiUs  v.  Evans,  took  a  similar  view.  This,  however, 
cannot  now  be  regarded  as  a  correct  exposition  of  the  law,  the 
House  of  Lords  having  laid  down  a  different  rule  in  the  Anglo- 
American  Brush  Electric  Light  Company  v.  King,  Brown  &  Com- 
pany, (r)  The  question  there  was  whether  a  specification  of  one 
Varley  was  an  anticipation  of  the  plaintiff's  patent.  Lord  Watson 
said :  '*  I  do  not  think  it  necessary  to  deal  with  the  conflict  of 
testimony  as  to  the  sufficiency  of  Varley^s  specification  for  the 
guidance  of  a  skilled  workman.  The  Lord  Ordinary  was  of  opinion 
that  the  appellants  had  failed  to  prove  that  part  of  their  case. 
But  I  agree  with  his  lordship,  and  with  the  learned  judges  of  First 
Division,  in  holding  that  the  sufficiency  or  insufficiency  of  the 
specification  for  that  purpose  does  not  afford  a  crucial  test  of  prior 
publication.  Every  patentee,  as  a  condition  of  his  exclusive 
privilege,  is  bound  to  describe  his  invention  in  such  detail  as  to 
enable  a  workman  of  ordinary  skill  to  practise  it,  and  the  penalty 
of  non-compliance  with  that  condition  is  forfeiture  of  his  privilege. 
His  patent  right  may  be  invalid  by  reason  of  non-compliance ;  but 
it  certainly  does  not  follow  that  his  invention  has  not  been  pub- 
lished. His  specification  may,  notwithstanding  that  defect,  be 
sufficient  to  convey  to  men  of  science  and  employers  of  labour 

(p)  12  R.  p.  0.  266.  S60,  also,  Groye,  J.,  in  PWTpott  v.  Han- 

(q)  L.  B.  4  C.  D.  pp.  58,  61.  bury,  2  B.  P.  C.  43 :  and  Lindley,  L.J., 

(r)  [1892]  A.  C.  878 ;  9  B.  P.  0.  313.      in  Savage  v.  flarrii,  13  B.  P.  0.  368,  869. 
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information  which  will  enable  them,  without  any  exercise  of  inyen- 
tive  ingenuity,  to  understand  his  invention,  and  to  give  a  work- 
man the  specific  directions  which  he  failed  to  communicate.  In 
that  case  I  cannot  doubt  that  his  invention  is  published  as  com- 
pletely as  if  his  description  had  been  intelligible  to  a  workman  of 
ordinary  skill." 

When  it  is  sought  to  Eitablish  Publication  by  collating  a  Vumber 
of  Documents. — The  Court  will  not  support  a  case  of  prior  publication 
which  can  only  be  made  out  by  piecing  together  a  number  of 
independent  documents. 

In  Von  Heyden  v.  Neustadt,  («)  James,  L. J.,  said :  "  It  is  con- 
tended that  this  invention  is  not  novel.  The  burden  of  proving 
this  is  on  the  defendants,  and  it  must  be  made  out  very  clearly 
in  order  to  destroy  the  patent  of  a  man  who  at  all  events  was  the 
first  person  who,  de  facto,  produced  the  thing  to  the  public  practi- 
cally in  a  working  state."  Beferring  to  the  alleged  prior  publica- 
tion, the  learned  judge  proceeded :  **  What  we  have  got  in  this  case 
is  not  one  clear  statement  by  one  writer,  but  a  mass  of  paragraphs 
exhumed  by  the  industry  of  the  defendant's  advisers  from  a  number 
of  publications.  We  are  of  opinion  that  if  it  requires  this  mosaic 
of  extracts  from  annals  and  treatises  spread  over  a  series  of 
years,  to  prove  the  defendant's  contention,  that  contention  stands 
thereby  self-condemned.  And  even  if  it  could  be  shewn  that  a 
patentee  had  made  his  discovery  of  a  consecutive  process  by  study- 
ing, collating,  and  applying  a  number  of  facts  discriminated  in 
the  pages  of  such  works,  his  diligent  study  of  such  works  would 
as  much  entitle  him  to  the  character  of  an  inventor  as  the  diligent 
study  of  the  works  of  nature  would  do." 

Lq  Moseley  v.  Victoria  Rubber  Company^  {t)  Ghitty,  J.,  said : 
"  The  law  in  regard  to  prior  publication  by  specification  or  other- 
wise is  well  settled;  The  antecedent  statement  must  be  such  that 
a  person  of  ordinary  knowledge  on  the  subject  would  be  able 
practically  to  apply  the  discovery  without  the  necessity  of  making 
further  experiments  and  gaining  further  information  before  the 
iuvention  can  be  made  useful.  The  information  as  to  the  alleged 
invention  given  by  the  prior  publication  must,  for  the  purposes 
of  practical  utility,  be  equal  to  that  given  by  the  subsequent 
patent  ...  It  is  unnecessary,  and  would  be  a  mere  waste  of 
time,  to  go  through  these  four  specifications  in  detail.  They  cover 
a  period  of  some  fourteen  or  fifteen  years,  and  the  latest  of  them 
was  published  nearly  a  quarter  of  a  century  before  the  plaintiff's 

(0  50  L.  J.  Ch.  127.  (0  4  B.  P.  C.  241. 
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patent.  Yet  no  one  did  produce,  or  could,  from  reading  these 
specifications,  have  produced  such  an  article  as  that  produced 
according  to  this  plaintiff's  patent" 

Prior  PublicatioiL  miut  be  oonstmed  in  the  Light  of  Subsequent 
Knowledge.— At  the  same  time,  in  determining  whether  or  not  any 
particular  prior  specification  or  description  has  so  disclosed  an 
inyention  as  to  enable  the  public  to  perform  it,  such  document 
must  be  construed  in  the  light  of  any  further  information  bearing 
on  the  same  subject  which  has  been  added  to  the  stock  of  public 
knowledge  subsequent  to  such  publication,  but  prior  to  the  date 
of  the  patent  it  is  alleged  to  anticipate. 

Thus,  a  prior  specification,  insufficient  in  itself  to  support  a 
patent,  may,  when  construed  at  a  later  date  by  a  person  whose 
knowledge  is  supplemented  by  subsequent  discoveries,  be,  in  the 
light  of  those  discoveries,  sufficient  to  destroy  a  later  patent ;  and 
a  specification  which  may  in  itself  be  insufficient  to  support  a 
patent  may  nevertheless  afford  a  sufficient  disclosure  of  the 
invention  to  amount  to  a  dedication  thereof  to  the  public.*'  (u) 

So  likewise  a  prior  specification  may  anticipate  a  subsequent 
patent  for  an  invention  different  from  that  which  such  specification 
claims.  For  a  specification  necessarily  publishes  to  the  world  a 
certain  amount  of  information,  more  or  less  new,  and  that  becomes 
at  once  public  knowledge,  even  although  the  public  are  not 
allowed  to  appropriate  it  in  the  way  in  which  the  patentee  has 
appropriated  it,  because  that  is  protected  by  the  patent.  But,  from 
that  time  forward  it  is  known,  and  it  may  be  that  that  information 
is  -sufficient  to  exclude  another  patent,  although  the  earlier  one 
cannot  be  proved  to  be  an  anticipation  of  the  later  one.  (v) 

Publication  to  Confidential  Agents  and  Workmen. — A  difficult 
question  sometimes  arises  as  to  whether  there  has  been  publication 
of  an  invention  by  reason  of  its  disclosure  to  persons  occupying  a 
confidential  or  quasi-confidential  relation  to  the  inventor.  The 
majority  of  inventions,  whether  mechanical  or  chemical,  neces- 
sarily involve  the  labour  and  employment  of  more  persons  than 
the  inventor.  Thus  questions  often  arise  as  to  whether  a  patentee, 
in  availing  himself  of  the  services  and  opinions  of  others,  has 
exceeded  the  limits  which  the  law  imposes  upon  such  publications. 

The  general  rule  which  may  be  deduced  from  the  decided  cases 

(tf)  Soe  Lord  Watson  in  King,  Brawn  7  B.  P.  C.  274. 
&Co.Y.The  AngUhAmeriean  Brush  Co,,  (o)  Per  Kekewioli,  J.,  in  Thomaon  y. 

9  R.  P.  C.  p.  320  (quoted,  Bupra,  p.  84) ;  MaccUmald,  8  R.  P.  C.  p.  8. 
alBO,  Bowen,  L.J,,  in  Vartoerk  v.  Evan$, 
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appears  to  be  that  the  communication  of  an  invention  to  some 
other  person,  if  made  in  confidence  by  an  intending  patentee,  is  no 
publication;  such  person  being  neither  in  law  nor  in  equity 
entitled  to  make  a  personal  use  of  the  information  against  the 
person  who  gave  it.  (w)  But  should  the  person  so  informed,  in 
breach  of  his  duty  to  the  confiding  inventor,  disclose  the  invention 
to  some  third  party  free  to  make  use  of  it,  then  the  publication 
will  be  complete,  and  the  right  of  the  inventor  to  letters  patent 
destroyed,  (x)  For  once  any  member  of  the  public,  under  no 
restriction  as  to  secrecy,  has  obtained  a  knowledge  of  the  invention 
sufficient  to  enable  him  to  perform  it,  no  subsequent  patent  can 
debar  such  person  fr.m  putting  in  use*the  knowledge  he  has  so 
acquired. 

The  most  usual  case  of  confidential  communication  occurs  in 
the  case  of  workmen,  and  a  useful  test,  to  ascertain  whether  or  not 
that  conmiunication  amounts  to  publication,  has  been  said  to  be 
the  intention  with  which  it  is  made,  {y)  Thus  a  communication 
made  by  an  inventor,  who  contemplates  taking  out  a  patent,  to 
workmen  in  his  employment,  with  the  view  of  prosecuting  the 
invention  into  a  practicable  form,  is  no  publication.  But  a  com- 
munication made  carelessly,  it  may  be,  by  an  inventor  who  has  no 
present  intention  of  patenting  what  he  has  discovered,  to  persons 
employed  by  him,  may  amount  to  a  public  dedication  of  the 
invention. 

It  may  sometimes  happen  that  an  inventor,  instead  of  employ- 
ing his  own  workmen  to  make  his  machine,  may  order  it  to  be 
made  for  him  by  some  independent  employer.  Whether  in  such 
case  publication  necessarily  results  was  considered  but  not  decided 
in  Humpherson  v.  Syer.  (z)  Cotton,  L.J.,  said :  ''  I  do  not  think 
that  Widmer  can  be  considered  as  having  been  a  servant  in  any 
way  of  the  defendant ;  he  was  a  tradesman  who  received  an  order 
to  make  a  machine  in  accordance  with  the  directions  and  on  the 
instructions  of  his  customer,  the  defendant ;  but  it  may  be  that 
knowing  it  was  to  be  an  experimental  machine — that  the  defendant 
was  making  experiments — ^and  other  circumstances  that  we  have 
not  fully  before  us,  he  might  have  received  those  instructions  under 
such  circumstances  that  he  was  not  at  liberty  to  communicate  the 
knowledge  he  had  obtained  to  the  public,  or  to  make  use  of  it 
publicly,  and  that  he  was  confined  to  the  use  of  that  knowledge 

(w)  Par  Bowen,  L  J.,  in  Sumphenon  ▼.      R.  P.  C.  p.  259. 
%r,  4  R.  P.  C.  p.  4ia  (y)  Ibid.  p.  258. 

(2)  Gadd  Y.  Mayor  of  ManeheiUr,  9  (s)  4  R.  P.  C.  411. 
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which  he  obtained,  and  the  instructions  conveyed  to  him  only  for 
the  purpose  of  the  defendant,  who  was  his  customer.'* 

In  Blank  v.  Footman,  (a)  the  question  of  publication  was  dis- 
cussed in  regard  to  a  design.  There  the  plaintiff,  prior  to  registra- 
tion, had  disclosed  his  design  to  one  Hvmmel,  with  whom  he  was 
in  confidential  business  relations,  as  sole  agent  for  the  sale  of  the 
goods  to  which  the  design  related.  The  disclosure  was  made  con- 
fidentially with  a  yiew  to  advice  from  a  person  having  expert 
knowledge,  and  Eekewich,  J.,  held  this  to  be  clearly  no  publication. 
Hummel,  however,  had  himself  afterwards  submitted  the  design 
(still  prior  to  its  registration)  to  various  persons  who  he  anticipated 
would  be  likely  to  purchase  the  goods  when  made  to  the  pattern, 
and  some  of  these  had  in  fact  given  him  orders.  This  the  learned 
judge  held  to  be  a  publication,  which  avoided  the  subsequent 
registration  of  the  design. 

In  Winfield  v.  Snow,  (b)  (also  the  case  of  a  design)  Hawkins,  J., 
held  publication  to  be  established  where  it  was  proved  that  prior 
to  registration  the  design  had  been  shewn  confidentially  to  a 
customer,  who  had  originally  suggested  the  idea  it  embodied,  but 
who  on  seeing  it  had  given  an  order  for  a  considerable  quantity  of 
the  goods. 

In  Oadd  v.  The  Mayor  of  Manchester,  (c)  a  Mr.  Terrace,  who 
had  made  the  same  discovery  as  the  plaintiffs,  had  communicated 
the  invention  confidentially  to  two  persons  in  his  employment  (one 
a  brother  of  his  own),  to  another  brother  employed  at  similar 
works,  and  to  three  other  persons  interested  in  the  subject-matter 
of  the  invention.  One  of  the  three  latter  persons  was  alleged  to 
have  repeated,  as  a  matter  of  news,  the  information  so  received, 
to  a  foreman,  a  draughtsman,  and  a  chemist  in  his  employment. 
These  communications,  it  was  contended,  amounted  to  publication. 
The  Court  of  Appeal,  however  (affirming  the  judgment  of  Eeke- 
wich, J.),  held  that  the  last  alleged  publications  were  mere  gossip, 
and  that  the  others  were  confidential  ''  The  public,"  said  Lindley, 
L.J.,  ''  had  no  access  to  Mr.  Terrace's  description  of  his  invention. 
No  one  had  access  to  that  who  was  not  confidentially  consulted 
respecting  it."  (d) 

Fablication  to  Fellow  Workmen. — ^While  the  confidental  rela- 
tionship existing  between  employer  and  employed  will  negative 

(a)  6  R.  p.  0.  658;  89  C.  D.  678;  57  Badmdorff,  10  R.  P.  0. 160,  where  Day, 

L.  J.  Oh.  909.    See,  also,  Hutd  y.  Stevens,  J.,  held  that  pnhlioation  was  pioved. 
W.  N.  [1878],  79.  (c)  9  R.  P.  0.  249,  516. 

(6)  8  R.  P.  0.  15.     Of.  Heinridii  v.  (d)  Ibid.  p.  528. 
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publication  where  discloBores  take  place  between  thenii  disclosures 
by  one  workman  to  his  fellow  employes  enjoy  no  such  privilege. 

In  Saxby  v.  The  Gloucester  Waggon  Company ^  {e)  it  was  objected 
to  the  validity  of  the  plaintiffs  patent  that  the  same  invention  had 
been  discovered  by  one  Edwards,  a  superintendent  in  the  signalling 
department  of  the  London  and  North- Western  Railway  Company, 
under  whose  directions  working;dra wings  had  been  openly  prepared 
and  shewn  to  the  company's  mechanical  engineer  and  also  to  the 
locomotive  committee.  The  plaintiffs  contended  that  these  facts 
did  not  establish  prior  publication,  as  the  publication  in  question 
had  only  been  made  to  Edwards*  fellow  servants  and  employes, 
and  that  as  he  had  not  taken  out  a  patent  they  were  entitled 
to  do  so. 

Jessel,  M.B.,  in  a  judgment  affirmed  by  the  House  of  Lords, 
said :  **  There  is  no  question  that  the  right  of  Edwards  to  the 
invention  was  his  own  personal  right,  the  mere  fact  of  his  being 
the  superintendent  of  the  signalling  department  did  not  prevent 
him  inventing  and  patenting  a  new  signalling  apparatus.  U  he 
obtained  a  patent,  it  would  not  belong  to  the  company,  but  to  him* 
self,  and  if  he  chose  to  publish  it  to  all  the  other  ten  thousand 
employ^  of  the  London  and  North-Western  Railway  Company, 
of  course  that  would  have  been  a  complete  publication.  He  did 
publish  it,  in  fact,  to  twenty-two  or  twenty-three  of  them,  and,  in 
my  opinion,  there  is  no]  pretence  for  saying  that  the  publication  of 
a  secret  which  was  his  own  to  his  fellow  servants  was  less  than  a 
publication  to  the  same  individuals  if  they  had  not  been  his  fellow 
servants.  The  confidence  of  the  servants  is  a  confidence  only  as 
regards  the  secrets  of  the  master,  not  as  regards  the  secrets  of  the 
fellow  servants  I  should  be  of  opinion  that  it  was  not  only  dis- 
cussed, but  sufficiently  published  by  Edwards  before  the  date  of 
the  patent" 

Publication  in  a  Beport  to  Oovemment. — The  description  of  an 
invention  in  a  report  made  to  a  Government  department  by  a 
public  official  may  be  sufficient  publication  to  defeat  a  subsequent 
patent  for  the  same  invention. 

In  Patterson  v.  The  Gaslight  and  Coke  Company,  (/)  the  appellant 
had  been  appointed  under  the  City  of  London  Gas  Act,  1868, 
to  act  as  one  of  three  referees  who  were  to  enquire  into  the 
subject  of  the  purification  of  gas,  and  report  to  the  Board  of  Trade 
the  result  of  their  enquiries.  They  drew  up  a  report,  one  portion 
of  which  was  alleged  to  have  been  confidentially  communicated  by 

(a)  Griff.  P.  0.  56.  (/)  8  App.  Ca.  289. 
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the  appellant  to  his  co-referees.  This  report  was  fully  prepared 
by  the  Slst  of  January,  1872,  but  it  was  not  at  that  time  presented 
to  the  Board  of  Trade.  The  appellant^  a  month  later,  applied  for 
a  patent  for  ''  Improvements  in  the  purification  of  coal  gas ;  "  the 
alleged  improvements  in  respect  of  which  this  patent  was  sought 
were  the  matters  confidentially  communicated  by  the  appellant  for 
the  official  report,  and  described  therein,  as  above  stated.  The 
provisional  specification  was  dated  the  9th  of  March.  The  report 
was  sent  to  the  Board  of  Trade  on  the  27th  of  the  same  month 
and  at  once  made  public.  The  patent,  founded  on  the  specifica- 
tion of  the  9th  of  March,  was  formally  sealed  on  the  28th  of  May. 
On  these  facts  the  House  of  Lords  held  that  there  was  no  novelty 
in  the  invention,  as  it  had  already  been  dedicated  to  the  public  by 
the  prior  publication  to  the  patentee's  cd-referees.  Lord  Blackburn, 
in  his  judgment,  said :  ''  I  do  not  mean  to  throw  any  doubt  on  the 
doctrine  in  Morgan  v.  Seaward  (g)  that  a  disclosure  to  assistants 
or  partners  of  an  invention,  whilst  it  is  being  perfected,  under  an 
obligation  to  keep  it  secret  till  the  patent  is  taken  out,  is  not  a 
disclosure  to  the  public,  for  such  persons  could  not  make  the  inven- 
tion known  without  a  breach  of  duty.  But  in  the  present  case  the 
disclosure  was  to  paid  public  officers,  who  could  not  keep  it  secret 
without  a  breach  of  duty.  They  were  bound  to  make  it  known,  and 
even  if  they,  in  breach  of  their  duty,  kept  it  back,  the  invention  was 
not  the  less  the  property  of  the  public  from  the  time  the  referees 
knew  it,  which  was  at  least  as  early  as  the  date  of  the  report" 

Drawings,  Models,  and  Public  EzMbitions.— The  test  of  prior 
publication  being,  whether  the  public  has  in  a  practical  sense 
already  acquired  the  secret  of  the  invention,  it  is  obvious  that 
publication  may  take  place  by  means  of  drawings,  models,  or  oral 
explanations,  as  well  as  by  written  descriptions  and  specifications. 

Li  Herrburger  v.  Squire,  Lord  Esher,  M.R,  said:  "K  a 
person  has  drawn  a  machine,  without  describing  it  at  all — ^has 
drawn  a  picture  of  it,  but  published  that  picture  in  a  book,  and 
that  book  was  one  which  any  machinist  would  understand,  and  could 
make  a  machine  from  that  picture  alone,  then  a  person  cannot 
take  out  a  patent  in  respect  of  a  machine  made  like  that."  (h) 

In  Winby  v.  The  Manchester  Tramways  Company,  (i)  a  patent 
for  improvements  in  points  and  crossings  of  tramways  was  held 
anticipated  by  a  model  left  open  to  the  inspection  of  persons 

to)  2  M.  &  W.  544.  706;    Saxby  v.    QlouoeUer   Waggon   Co., 

(K)  6  B.  P.  G.  194.    Bee,  also,  PUmpton  Oriff.  P.  0. 56. 
V.  MaieolfMon,  3   0.   D.   531 ;  Telley  v.  (t)  8  R.  P:  0.  61  (p.  66). 

EoBton,  26  L.  J.  0.  P.  269 ;  2  C.  B.  (N.  S.), 
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entering  the  chairman's  room  in  the  ofSces  of  a  company  engaged 
in  the  constrnction  of  tramways,  (j) 

In  Humpherson  v.  Syer,  (i)Fry,  L.J.,  held  that  publication  was 
proved,  on  evidence,  that  a  model  of  an  invention  similar  to  the 
plaintiff's  had  been  made  for  the  defendant  and  shewn  openly  in 
a  shop,  prior  to  the  date  of  the  patent,  to  a  person  under  no 
obligation  of  secrecy. 

In  the  Lifeboat  Company  v.  Chambers  Brothers,  (l)  the  patent 
was  for  improvements  in  the  construction  of  lifeboats.  Two  months 
before  the  patent  had  been  taken  out,  announcements  had 
appeared  in  newspapers  describing  the  new  boat,  and  a  public 
exhibition  of  its  quaUties  had  been  given  at  Glasgow,  in  the  river 
Kelvin.  This  exhibition  had  been  repeated  before  Board  of  Trade 
and  Admiralty  officials  at  the  Boyal  Albert  Dock  in  London.  A 
third  exhibition,  also  prior  to  the  date  of  the  patent,  and  followed 
by  further  newspaper  notices,  had  been  given  at  Portsmouth.  On 
these  facts  the  Court  of  Session  held  that,  after  such  prior 
publication,  no  patent  for  the  invention  could  be  supported. 

Protected  Publication  at  Industrial  EzhibitionB.— Special  pro- 
yision  has  been  made  by  the  legislature  to  prevent  the  exhibition 
of  inventions  at  industrial  and  international  exhibitions  operating 
as  a  publication  which  will  defeat  letters  patent  subsequently 
granted  for  such  inventions. 

Thus,  Section  39  of  the  Patents  Act,  1888,  enacts — 

"The  exhibition  of  an  invention  at  an  industrial  or  international 
exhibition  certified  as  such  by  the  Board  of  Trade,  or  the  publication  of 
any  description  of  the  invention  daring  the  period  of  the  holding  of  the 
exhibition,  or  the  use  of  the  invention  for  the  purpose  of  the  exhibition 
in  the  place  where  the  exhibition  is  held,  or  the  use  of  the  invention 
daring  the  period  of  the  holding  of  the  exhibition  by  any  person  else- 
where, without  the  privity  or  consent  of  the  inventor,  shall  not  prejadice 
the  right  of  the  inventor  or  Ins  legal  personal  representative  to  apply  for 
and  obtain  provisional  protection  and  a  patent  in  respect  of  the  invention 
or  validity  of  any  patent  granted  on  the  appHcation,  provided  that  both 
the  following  conditions  are  compHed  with ;  namely — 

(a)  "  The  exhibitor  mast,  before  exhibiting  the  design  or  article,  or 
pabUshing  a  description  of  the  design,  give  the  comptroller  the 
prescribed  notice  of  his  intention  to  do  so ;  and 

(6)  "  The  appHcation  for  registration  must  be  made  before  or  within 
six  months  from  the  date  of  the  opening  of  the  exhibition." 

(J)  See,  abo,  YaUs  v.  Armtirtmg,  14  Ehrlich  v.  Ihiee^  5  B.  P.  G.  pp.  206,  207, 
B.  P.  C.  747.  437. 

00  4  B.  P.  0.  407  at  p.  415 ;  but  see  ©SB.  P.  C  418. 
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By  Section  8  of  the  Patents  Act^  1886,  these  provisions  were 
extended  as  follows  to  exhibitions  held  out  of  the  United  Kingdom : 

*<  It  shall  be  lawful  for  her  Majesty,  by  Order  in  Oouncil,  from  time 
to  time  to  declare  that  sections  thirty-nine  and  fifty-seven  of  the  Patents, 
Designs,  and  Trade-marks  Act,  1883,  or  either  of  those  sections,  shall 
apply  to  any  exhibition  mentioned  in  the  Order,  in  like  manner  as  if  it 
were  an  industrial  or  international  exhibition  certified  by  the  Board  of 
Trade,  and  to  provide  that  the  exhibitor  shall  be  relieved  from  the  con- 
ditions, specified  in  the  said  sections,  of  giving  notice  to  the  comptroller 
of  his  intention  to  exhibit,  and  shall  be  so  relieved  either  absolutely 
or  upon  such  terms  and  conditions  as  to  her  Majesty  in  Ooundl  may 
seem  fit."  (m) 

(m)  The   Order  in  OooboH  applying     Paris  Exhibition  of  IdOO  wiU  be  found 
sec.  39  of  the  Patents  Act,  1888,  to  the     in  Appendix  DDL.  post 
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CHAPTER  VII. 

ANTICIPATION  BT  PRIOR  USBR, 

User  meam  User  in  Public. — The  novelty  of  an  invention  will  be 
defeated  if  it  is  shewn  that  it  was  in  public  use  within  the  United 
Kingdom  at  any  time  prior  to  the  date  of  the  letters  patent  granted 
in  respect  of  it. 

PabUc  use  does  not  mean  general  use  by  the  public.  It  means 
practical  use  of  the  invention  by  any  person  in  public.  **  The 
public  use  and  exercise  of  an  invention/'  said  Lord  Abingeri  G.B., 
"  means  a  use  of  the  invention  in  publiCi  not  by  the  public.''  (a) 
"Public  use/'  said  Aldersoui  B.^  "means  in  use  in  public 
BO  as  to  come  to  the  .knowledge  of  others  than  the  inventor 
as  contra-distinguished  from  the  use  of  it  by  himself  in  his 
chamber."  ( b) 

At  the  same  time,  it  is  not  necessary  in  proving  prior  user  to 
shew  that  the  user  has  been  such  as  to  disclose  to  others  the 
knowledge  of  how  to  perform  the  invention.  Anticipation  by  user 
is  not  a  mere  equivalent  for  anticipation  by  publication.  Any 
practical  use  of  an  invention  in  public  will  be  sufficient  to  defeat 
a  subsequent  grant  of  letters  patent  therefor,  whether  others  have 
learnt  the  inventor's  secret  therefrom  or  not. 

**  It  is  obvious,"  said  Pollock,  B.,  in  Croysdale  v.  Fisher^  (c) 
*'  that  in  almost  all  cases  of  user  it  does  not  profess  that  there  is  a 
publication  to  the  world  as  there  is  in  the  case  of  a  specification, 
or  in  the  case  of  a  book  that  is  largely  disseminated,  because  the 
more  perhaps  as  different  modes  of  refinement  and  variations  and 
improvements  continue  to  multiply,  the  more  does  it  happen  that 
one  portion  of  the  manufacturing  world  does  not  know  what  is 
going  on  in,  or  what  is  being  done  by,  another  portion  of  the 

(a)  Carpenler  t.  Smith,  1  W.  P.  0.  543.      L.  B.  3  Ch.  436. 
(f>)  Ibid. ;  quoted  with   spproYal   by  (0)  1  B.  P.  0.  17. 

Lord  ChdmBford,  C,  in  BetU  y.  Nettton, 
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manufacturiBg  world.  Certainly  still  more  does  the  public  not 
know  with  very  great  nicety,  unless  concerned  either  as  manu- 
facturers or  traders,  what  is  going  on  in  the  laboratories  or 
manufactories  attached  to  any  particular  trade.  When  it  is  said 
that  a  process  or  an  invention  has  been  disclosed  by  means 
of  user,  it  is  not  necessary  that  such  user  should  be  a  user  by 
the  public  proper,  provided  only  there  is  a  user  in  public,  i.e.  in 
such  a  way  as  contradistinguished  from  a  mere  experimental 
user  with  a  view  of  patenting  a  thing  which  may  or  may  not 
be  existing." 

A  prior  use  of  any  material  part  of  the  invention  claimed  will 
invalidate  a  subsequent  patent.  In  HiU  v.  Thompson,  (d)  proof 
that  a  material  part  of  the  invention  had  been  in  actual  use  in 
certain  public  works  during  a  period  of  eight  years  anterior  to 
the  date  of  the  patent  was  held  fatal  to  its  validity.  So  likewise 
in  Cornish  v.  Keene,  (e)  Tindal,  C.  J.,  thus  directed  the  jury :  *'  The 
main  question  is  whether  this  number  three  which  is  the  principal 
subject  of  the  patent,  was  or  was  not  in  use  in  England  at  the 
time  of  granting  these  letters  patent.  If  this  number  three,  calling 
it  technically  and  compendiously  by  that  title,  was  at  the  time 
these  letters  patent  were  granted  in  any  degree  of  general  use ; 
if  it  was  known  at  all  to  the  world  publicly  and  practised  openly, 
so  that  any  other  person  might  have  the  means  of  acquiring  the 
knowledge  of  it,  as  well  as  this  person  who  obtained  the  patent — 
then  the  letters  patent  are  void.  (/) 

User  by  the  Patentee  Himself  may  be  Public  User. — Even  prior 
user  by  the  patentee  himself  will  defeat  a  patent  grant,  if  that 
user  has  been  a  public  user.  Thus,  if  an  inventor  before  the  date 
of  his  letters  patent  has  used  publicly  or  sold  the  product  of  his 
invention  the  grant  is  void.  For  by  such  use  or  sale  he  has  given 
his  invention  to  the  public,  and  he  cannot  take  it  back  imder 
cover  of  letters  patent,  (g)  In  Wood  v.  Zimmem,  (h)  it  was  proved 
that  the  patentee  had  himself  sold  articles  made  according  to  his 
process  four  months  before  the  date  of  his  patent.  This  was  held 
fatal  to  the  patent.  '*  To  entitle  a  man  to  a  patent,"  said  Gibbs,  C.  J., 
''  the  invention  must  be  new  to  the  world.  The  public  sale  of 
that  which  is  afterwards  made  the  subject  of  a  patent,  though  sold 
by  the  inventor  only,  makes  the  patent  void."     This  case  was 

id)  1  W.  P.  C.  248,  249.     See,  also,  288;  Hollini  v.  Capper,  5  B.  P.  0.  289; 

Lo$h  T.  Hague,  1  W.  P.  G.  202;  8  L.  J.  Podmorey.  FWgH  5  R.  P.  G.  880 ;  Hutehi- 

Ex.  251.  eon  t.  PaitftUoj  5  R.  P.  G.  351. 

(«)  1  W.  P.  G.  508.  (g)  Hoe  v.  Foeter,  16  R.  P.  G.  40. 

(/)  Bee,  alBo,  Badham  ?.  Bird,  5  R.  P.  G.  (K)  Holt,  N.  P.  58 ;  1  W.  P.  G.  82  n. 
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followed  in  Morgan  v.  Seaward,  (t)  where  the  Court  of  Exchequer 
Baid:  ''It  must  be  admitted  that  if  the  patentee  himself  had 
before  his  patent  constructed  machines  for  sale  as  an  article  of 
commerce  for  gain  to  himself,  and  been  in  the  practice  of  selling 
them  publiclji  that  is,  to  any  of  the  public  who  would  buy,  the 
invention  would  not  be  new  at  the  date  of  the  patent.  This  was 
laid  down  in  Wood  y.  Zimmem,  (j)  and  appears  to  be  founded  on 
reason;  for  if  the  inventor  could  sell  his  invention,  keeping  the 
secret  to  himself,  and,  when  it  was  likely  to  be  discovered  by  another, 
take  out  a  patent,  he  might  have  practically  a  monopoly  for  a 
much  larger  period  than  fourteen  years.  Nor  are  we  prepared 
to  say  that  if  such  a  sale  was  only  of  articles  that  were  fit  for 
a  foreign  market,  or  to  be  used  abroad,  it  would  make  any  differ- 
ence ;  nor  that  a  single  instance  of  such  a  sale  as  an  article 
of  commerce  to  any  one  who  chose  to  buy  might  not  be  deemed 
the  commencement  of  such  a  practice  and  the  public  use  of  the 
invention,  so  as  to  defeat  the  patent." 

Thus,  an  inventor  must  elect  whether  he  will  use  his  invention 
under  or  without  the  protection  of  letters  patent.  He  cannot  do 
both.  Where,  however,  a  patentee  had  made  one  or  two  of  his 
patented  machines  prior  to  the  date  of  his  patent,  but  had  not 
attempted  to  sell  them,  or  deal  with  them  by  way  of  profit,  this 
user  was  held  insufficient  to  avoid  the  grant.  (A;) 

In  the  case  of  Beits  v.  Menzies,  (t)  the  plaintiff  applied  in  due 
course  for  letters  patent,  but  owing  to  unforeseen  delays  did  not 
obtain  a  grant  within  the  usual  time.  Meanwhile  he  manufactured 
capsules  (the  subject  of  his  invention)  according  to  his  new  process, 
but  only  under  the  cognizance  of  his  partners  and  workmen ;  im- 
posing upon  the  latter  an  express  injunction  that  none  of  the 
articles  should  be  sold.  None,  in  fact,  were  sold  until  the  patent 
had  been  granted.  Lord  Campbell,  C.J.,  held  that  this  was  not 
a  public  use  which  ought  to  invalidate  the  patent.  '*  Now,  others 
had  not  used  this  before  the  patent  was  granted,"  said  the  learned 
Chief  Justice.  ''  It  was  used  only  by  the  inventor,  the  patentee 
himself,  and  the  use  of  it  by  the  servants  and  mechanics  whom 
he  employed  must  be  considered  to  have  been  his  use,  and  there- 
fore it  was  not  used  by  others.  But,  still,  if  it  could  be  shewn 
that  the  effect  was  really  to  extend  the  time  of  the  monopoly  that 

(0  Per  Parke,  B. ;  1  W.  P.  C.  pp.  194,  Oarp.  P.  0.  290. 
195;  2  M.  ft  W.  544;  6  L.  J.  Ex.  158.  (h)  Bramdhr.  EardcatOe^'Eoiroyd.Sl; 

See,  also,  Tindal,  O.J.,  in  Oibaon  ▼.  Brand,  1  W.  P.  C.  44  n. 
1  W.  P.  0.  680.  CO  28  L.  J.  (Q.  B.),  365. 

0)  1  W.  P.  a  42;  Holt,  N.  P.  68;   1 


90  ANTICIPATION. 

wonld  be  fatal.    But  the  defendant  has  entirely  failed  in  shew- 
ing that." 

KanufiMtoring  for  Profit,  thongh  in  Seoret,  is  User. — ^From  what 
has  been  ahready  stated  it  follows  that  prior  user  for  profit  by 
an  inventor  himself,  even  where  he  keeps  his  invention  secret,  will 
be  fatal  to  a  patent  grant.  Were  the  role  otherwise  a  patentee, 
as  pointed  out  by  Alderson,  B.,  in  Morgan  v.  Seaward,  might  indefi- 
nitely prolong  his  monopoly  by  making  at  first  in  secret,  and 
taking  oat  a  patent  when  he  thought  his  invention  in  danger  of 
discovery.  The  benefit  of  the  patent  monopoly  is  intended  for 
the  inventor  who  gives  his  invention  promptly  to  the  public,  not 
for  him  who  seeks  first  to  enjoy  the  use  of  it  secretly  as  long  as 
he  can.  So  likewise  prior  user  by  another,  even  if  a  secret  user, 
will  avoid  a  patent. 

In  TennanVs  (m)  case  the  invention  was  an  improvement  in  a 
bleaching  process.  Its  great  utility  was  proved,  and  also  the 
general  ignorance  of  bleachers  as  to  this  improvement  until  after 
the  plaintiff's  discovery.  But  evidence  was  given  that  one  bleacher 
at  Nottingham  had  used  the  same  means  of  preparing  his  bleaching 
liquor  during  six  years  anterior  to  the  date  of  the  patent.  This 
bleacher  had  kept  the  process  a  secret  from  the  rest  of  the  trade, 
only  disclosing  it  to  his  two  partners,  and  to  workmen  who  carried 
out  his  instructions  in  performing  it.  It  was  argued  that  the 
secrecy  thus  observed  prevented  this  user  being  a  prior  public 
user.  But  the  Court  refused  to  adopt  this  view,  and  held  that 
such  user  defeated  Tennanfs  claim  to  the  exclusive  benefit  of  his 
discovery ;  and  in  principle  this  decision  was  clearly  right,  for  had 
Tennant's  patent  been  upheld  the  Nottingham  bleacher  could  have 
been  prevented  using  a  process  formerly  freely  employed  by  him. 

In  Heath  v.  Smith,  (n)  Lord  Campbell,  C.J.,  pointed  out  this 
hardship  upon  the  public  if  in  such  case  the  patent  were  main- 
tained against  a  person  who  had  enjoyed  a  prior  use  of  the 
invention.  The  Chief  Justice  said :  '*  Now,  see  what  that  comes 
to.  If  any  man  makes  a  discovery,  and  uses  it  without  taking 
out  a  patent,  and  does  not  announce  it  by  sound  of  trumpet  or 
calling  in  the  public  as  spectators,  he  must  suspend  the  use  of 
his  discovery  if  another  person  subsequently  makes  the  same 
discovery  and  takes  out  a  patent  for  it." 

So  similarly  in  Cornish  v.  Keene,  Tindal,  C. J.,  said :  "  If  the 
defendants  have  shewn  that  they  practised  it  and  produced  the 

(m)  1  W.  p.  0. 125  n.  (n)  8  B.  &  Bl.  p.  278;  2  W.  P.  0.  268; 

28  L.  J.  Q.  B.  166. 
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same  result  in  their  factory  before  the  time  the  patent  was 
obtained,  they  cannot  be  prevented  by  the  subseqaent  patent  from 
going  on  with  that  which  they  have  done."  (o) 

Single  Instance  of  Secret  Use. — But  a  single  instance  of  the 
manufacture  of  an  article  made  by  workmen  under  an  injunction 
of  secrecy  for  an  inventor  who  is  about  to  take  out  a  patent^  has 
been  held  not  to  avoid  the  subsequent  grant. 

In  Morgan  v.  Seaward,  (p)  the  evidence  shewed  that  before  the 
date  of  the  patent,  which  was  the  22nd  of  July,  1829,  two  pair  of 
wheels  had  been  made  for  Morgan  by  one  Curtis,  an  engineer,  at 
his  own  factory  upon  the  principle  mentioned  in  the  patent. 
Galloway,  the  patentee,  had  given  the  instructions  to  Curtis  under 
an  injunction  of  secrecy,  because  he  was  about  to  take  out  a 
patent.  The  wheels  were  completed  and  put  together  at  Curtis' s 
factory,  but  not  shewn  or  exposed  to  the  view  of  those  who  might 
happen  to  come  there.  After  remaining  there  a  short  time  the 
wheels  had  been  taken  to  pieces,  packed  up  in  cases,  and  shipped 
in  the  month  of  April  on  board  a  vessel  in  the  Thames,  and  sent 
out  of  England  for  the  use  of  a  foreign  company  of  which  Morgan 
was  managing  director,  which  carried  on  all  its  transactions 
abroad.  Shareholders  of  this  company  were  resident  in  England. 
Curtis  deposed  that  the  wheels  ''  were  sold  to  the  company,"  with- 
out saying  by  whom,  which  might  mean  that  they  were  sold  by 
Curtis  to  Morgan  for  the  company ;  and  that  Morgan  paid  Curtis 
for  them.  Morgan  and  OaUoway  employed  an  attorney,  who 
entered  a  caveat  against  any  patent  on  the  2nd  of  March,  and 
afterwards  solicited  the  patent  in  question,  which  was  granted  to 
Galloway  and  assigned  to  Morgan. 

It  was  objected  by  the  defendants  that  these  facts  amounted  to 
proof  of  prior  user,  and  that  the  patent  was  void.  But  the  Court 
of  Exchequer  refused  to  adopt  this  view.  In  their  judgment, 
delivered  by  Park,  B.,  they  said :  **  We  do  not  think  that  the 
patent  is  vacated  on  the  ground  of  the  want  of  novelty,  and  the 
previous  user  or  exercise  of  it,  by  a  single  instance  of  a  transaction 
such  as  this  between  the  parties  connected  as  QaUoway  and  the 
plaintiff  are,  which  is  not  like  the  case  of  a  sale  to  any  individual 
of  the  public  who  might  wish  to  buy ;  in  which  it  does  not  appear 
that  the  patentee  has  sold  the  article,  or  is  to  derive  any  profit 
from  the  construction  of  his  machine,  nor  that  Morgan  himself  is, 
and  in  which  the  pecuniary  payment  may  be  referred  merely  to 
an  ordinary  compensation  for  the  labour  and  skill  of  the  engineer 

(0)  1  W.  P.  C.  511.  (p)  1  W.  P.  C.  170 ;  6  L.  J.  Ex.  153;  2  M.  &  W.  544. 
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actually  employed  in  constructing  the  machine ;  and  the  trans- 
action might  upon  the  evidence  be  no  more  in  effect  than  that 
OaUoway's  own  servants  had  made  the  wheels ;  that  Morgan  had 
paid  them  for  the  labour,  and  afterwards  sent  the  wheels  to  be 
used  by  his  own  co-partners  abroad.  To  hold  this  to  be  what  is 
usually  called  a  publication  of  the  invention  in  England  would  be 
to  defeat  a  patent  by  much  slighter  circumstances  than  have  yet 
been  permitted  to  have  that  effect'*  (q) 

Operations  of  this  kind  are,  however,  extremely  risky  and  ought 
to  be  avoided  by  an  inventor.  In  a  recent  case  the  use  of  a  print- 
ing-machine (already  patented  in  America)  in  the  printing  of  a 
provincial  paper  on  various  occasions  was  held  to  avoid  a  subse- 
quent English  patent :  although  the  importer  stated  that  such  use 
was  secret  and  had  only  been  resorted  to  with  a  view  to  seeing 
that  the  machine  would  work  properly  before  applying  for  the 
English  patent,  (r) 

Here  Delay  in  Applying  for  a  Patent  Ib  not  Prior  User. — ^Although 
the  law  assumes  that  an  inventor  will  apply  for  letters  patent 
promptly,  a  patent  is  not  avoided  by  merely  proving  that  the 
patentee  has  kept,  his  invention  on  the  shelf,  as  it  were,  for  a 
considerable  period  before  making  his  application,  provided  he  has 
not  meanwhile  used  the  invention  :  for  such  delay  is  no  extension 
of  the  period  of  his  monopoly. 

In  BenUey  v.  Fleming,  {$)  it  was  objected  that  the  plaintiff  had 
delayed  some  considerable  time  after  his  machine  had  been  in 
complete  working  order  before  he  applied  for  a  patent.  But 
Gresswell,  J.,  overruled  the  objection.  The  learned  judge  said : 
^' A  man  cannot  enjoy  his  monopoly  by  procuring  a  patent  after 
having  the  benefit  of  the  sale  of  his  invention.  But  you  cannot 
contend,  that  if  a  man  were  to  keep  his  invention  shut  up  in  his 
room  for  twenty  years,  that  circumstance  merely  would  deprive 
him  of  his  right  to  obtain  a  patent  for  it." 

In  Young  v.  Rosenthal,  (t)  Grove,  J.,  said :  *'  Mere  private  use  in  the 
closet,  mere  experimental  working  in  a  laboratory,  without  publish- 
ing the  invention,  keeping  it  a  secret  with  a  view  of  a  patent 
being  taken  out,  would  not  invalidate  it ;  but  if  it  is  once  publicly 
used  or  sold  in  a  shop,  or  publicly  used  in  a  carriage  or  on  the 
person,  or  in  any  such  way,  then  the  public  have  a  right  to  it  and 
the  patent  is  bad." 

(3)  1  W.  P.  0.  p.  195.    Cf.  Kay,  L.  J.,  («)  1  Car.  &  K.  587 ;  1  C.  B.  479. 

in  WuOey  y.  Perkes,  10  B.  P.  0. 192.  (t)  1  B.  P.  C.  32. 

(r)  Hoe  V.  Foster,  16  R.  P.  C.  83. 
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Prior  TTier  need  not  be  Contmnons  User. — Prior  user,  provided 
it  has  been  public^  whether  for  a  year,  or  a  month,  or  a  day«  will 
equally  defeat  a  subsequent  patent,  (u)  Nor  is  it  necessary  that 
the  use  should  have  been  continuous  and  actually  going  on  at  the 
date  of  the  grant.  Public  user  years  before,  if  proved,  is  sufficient. 
But  the  circumstance  that  the  user  alleged  has  been  abandoned 
affords^  especially  in  the  case  of  an  invention  of  high  utility,  strong 
presumptive  evidence  that  such  user  was  not  a  user  of  the  perfect 
and  completed  invention. 

In  Household  v.  Neilson,  (v)  the  Court  of  Session  held  that  prior 
user  discontinued  before  the  date  of  the  grant  did  not  invalidate 
the  letters  patent.  But  the  House  of  Lords  refused  to  adopt  this 
view  of  the  law.  ''  Now,  I  am  obliged  to  say,  with  all  deference 
to  the  learned  judge,"  said  Lord  Lyndhurst,  C,  *'  and  with  all 
respect  to  the  learned  judges  of  the  Court  of  Session,  that  I  think 
in  that  respect  they  are  mistaken,  and  that  if  it  is  proved  distinctly 
that  a  machine  of  the  same  kind  was  in  existence,  and  was  in 
public  use,  that  is,  if  use  or  if  trials  had  been  made  of  it  in  the 
eye  and  in  the  presence  of  the  public,  it  is  not  necessary  it  should 
come  down  to  the  time  when  the  patent  was  granted.  If  it  was 
discontinued,  still  that  is  sufficient  evidence  in  support  of  the  prior 
use,  so  as  to  invalidate  the  letters  patent."  (w) 

In  the  same  case  Lord  Brougham,  after  pointing  out  that  the 
ahandonment  of  the  user  of  a  prior  invention  might  be  a  most 
material  &ctor  in  determining  whether  or  not  such  invention  had 
in  fact  proceeded  beyond  experiment,  said :  ''  But  suppose  it  was 
complete,  and  suppose  it  is  admitted  not  to  have  been  a  trial ; 
suppose  it  is  allowed  to  have  been  an  invention  executed,  if  I  may 
so  speak,  and  not  merely  executory,  or  not  merely  in  the  progress 
of  invention,  but  an  invention  completed,  then  it  is  one  of  the 
greatest  errors  that  can  be  committed  in  point  of  law,  to  say  that 
with  respect  to  such  an  invention  as  that  it  signifies  one  rush 
whether  it  was  completely  abandoned,  or  whether  it  was  continued 
to  be  used  down  to  the  very  date  of  the  patent,  provided  it  was 
invented  and  publicly  used  at  the  time,  twenty,  or  thirty,  or  as  in 
this  case,  forty  years  ago,  it  is  perfectly  immaterial ;  not  immaterial 
to  the  second  question,  arising  upon  the  second  condition,  namely, 
whether  it  was  used  or  not  at  the  time  of  the  granting  of  the 
patent,  but  totally  immaterial  to  the  other  question,  which  is 
equally  necessary  to  be  ascertained  in  the  inventor's  favour,  whether 

(«)  Hoe  T.  Fotier,  16  R.  P.  0.  38  (per  («)  1  W.  P.  C.  673 ;  9  01.  &  P.  788. 

Chitty,  L.J.,  p.  89).  (w)  Ibid.  p.  709. 
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or  not  he  was  the  first  and  true  inventor ;  for  he  must  be  the  first 
and  true  inventori  as  well  as  the  only  person  using  it  at  the  time ; 
otherwise  he  is  not  entitled  to  the  letters  patent."  (x) 

In  HonibaU  v.  Blumer,  (y)  the  plaintiff's  patent  was  for  improve- 
ments in  the  construction  of  anchors.  At  the  trial  it  was  proved 
that  a  firm  in  Liverpool  twelve  years  prior  to  the  date  of  the 
patent  had  made  and  sold  a  single  anchor  similar  in  construction 
to  that  of  the  patentee.  On  this  Martin,  B.,  said:  ''I  think,  Sir 
Frederick  Thesiger,  there  is  an  end  of  your  case,  assuming  the 
jury  believe  Mr.  Logan,  as  to  which  I  suppose  there  is  no  doubt. 
I  think  if  that  anchor  of  Mr.  Logan's  was  sold  in  the  ordinary  way 
of  business,  although  it  turned  out  a  failure,  as  possibly  may  have 
been,  if  it  was  sold  in  the  regular  way  of  trade  or  business,  there  is 
an  end  of  your  case,  and  this  patent  cannot  be  supported.'* 

In  the  case  of  Ouilbert-Martin  v.  Kerr  dt  Jnbb,  (z)  the  plaintiff's 
patent  was  for  improved  gauge  glasses  communicated  from  abroad 
by  a  Frenchman.  It  was  proved  by  the  defendants  that  six  years 
prior  to  the  date  of  the  patent,  glasses  of  a  similar  description  had 
been  used  by  Crossley  iSb  Sons,  placed  against  boilers  in  their 
works  at  Halifax;  they  were  used  there  as  long  as  they  lasted, 
probably  only  a  very  short  time.  They  were  not  renewed  on  being 
worn  out,  and  were  not  in  actual  use  at  the  date  of  the  plaintiff's 
patent.  Kekewich,  J.,  held  that  the  user  was  complete,  and  that 
on  the  evidence  the  fact  that  the  glasses  had  not  been  renewed 
after  being  worn  out  pointed,  not  to  a  case  of  abandoned  experiment, 
but  to  the  discovery  that  those  glasses  were  not  the  most  useful  for 
the  purpose  for  which  they  were  employed. 

Actual  Sales  not  Necessary. — As  is  already  apparent  from  the 
preceding  cases,  it  is  never  necessary  to  prove  actual  sales  to 
establish  prior  user. 

In  MvUins  v.  Hart,  ( a)  where  the  patent  was  for  a  new  method 
of  manufacturing  brass  penholders,  the  defendants  proved  that 
they  had  manufactured  penholders  on  the  principle  contained  in 
the  plaintiff's  specification,  some  months  before  the  date  of  his 
patent;  they  had  no  shop  in  which  to  exhibit  their  goods,  but 
these  penholders  had  been  deposited  in  their  warehouse  for  sale. 
They  could  not,  however,  prove  that  any  of  them  had  actually  been 
sold.  Jervis,  G.J.,  held  that  this  was  sufficient  to  defeat  the 
novelty  of  the  plaintiff's  patent. 

(«)  1  W.  P.  0.  713.  («)  4  B.  P.  0. 18. 

(y)  2  W.  P.  0.  199 ;   10  Ex.  B.  538 ;  (a)  3  Oar.  ft  K.  297. 

24  L.  J.  Ex.  11. 
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Nor  is  it  necessary  to  prove  that  the  anticipation  alleged  was 
an  article  manufactured  with  the  intention  of  being  sold. 

In  Hancock  v.  SomerveU,  (b)  an  invention  was  held  to  have  been 
in  public  use  which  was  brought  under  the  notice  of  customers  in 
various  places,  though  no  sale  was  actually  effected. 

Thus,  an  article  used  openly  for  a  domestic  purpose  will  defeat 
a  subsequent  patent  for  a  similar  invention. 

In  Carpenter  v.  Smith,  (c)  the  plaintiff's  patent  was  for  an  im- 
proved lock.  Evidence  was  given  which  shewed  that  a  lock  similar 
to  that  which  was  the  subject  of  the  plaintiff's  patent  had  before 
been  used  by  a  Mr.  Daviea,  who  had  placed  it  on  his  gate  adjoining 
a  public  way  many  years  anterior  to  the  date  of  the  patent.  Lord 
Abinger,  C.B.,  held  that  this  evidence,  if  the  jury  believed  it,  was 
fatal  to  the  grant.  The  learned  Chief  Baron  said :  ''  Now,  public 
use  means  this— that  the  use  of  it  shall  not  be  secret,  but  public ; 
and  in  that  sense  I  must  say,  that  if  you  think  the  lock  used  by 
Mr.  Davies  is  a  lock  which  combines  the  same  thing,  I  think  that 
is  a  public  use  of  it,  and  is  within  the  meaning  of  this  clause  of 
the  patent — 'public  use  and  exercise,'  as  used  in  opposition  to 
private  and  secret  use.  Therefore,  if  a  man  invents  a  thing  for  his 
own  use,  whether  he  sells  it  or  not,  if  he  invents  a  lock  and  puts 
it  on  his  own  gate  and  has  used  it  for  a  dozen  years,  that  is  a 
public  use  of  it." 

In  the  subsequent  case  of  Young  v.  Femie,{d)  Stuart,  VC, 
doubted  if  the  publication  in  Carpenter  v.  Smith  was  such  as 
ought  in  more  modem  times  to  invalidate  a  subsequent  patent. 
His  Honour  said :  "  It  is  not,  I  think,  the  habit  of  mankind  to  go 
about  examining  the  construction  of  the  locks  on  their  neighbours' 
doors  or  gates.  Even  the  few  men  endowed  with  an  honest 
curiosity  in  examining  mechanical  inventions  would  probably  not  be 
anxious  to  be  found  taking  models  of  their  locks  or  prying  into  the 
exact  construction  of  fastenings  intended  to  protect  private  property 
against  the  whole  body  of  the  public." 

But  in  the  later  case  of  Betts  v.  Neilson,  {e)  Lord  Chelmsford 
quoted  and  followed  Carpenter  v.  Smith  without  expressing  any 
such  doubt  In  that  case  it  was  alleged  that  the  patent  had  been 
anticipated  by  a  prior  manufacturer.  No  sale  of  the  alleged 
anticipation  was,  however,  proved,  and  Wood,  V.G.,  considered  the 
evidence  insufficient.     His  Honour  said :  *'  I  cannot  say,  in  the 

(b)  89  New  London  Journal,  158.    Cf.      9  M.  ft.  W.  800. 

Byles,  J.,  in   Ox^y  ▼.  Holden,  8  C.  B.  id)  4  Qilf.  577,  p.  612. 

(N.  8.),  666 ;  30  L.  J.  0.  P.  68.  (e)  L.  B.  8  Ch.  435 ;  18  L.  T.  (N.  8.), 

(c)  1  W.  P.  C.  534 ;  U  L.  J.  Ex.  213 ;       159. 
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absence  of  a  single  thing  produced  to  me  by  any  person  who  is 
said  to  have  porchased  it,  that  the  manafacture  was  achieved. 
I  want  somebody  who  was  an  habitual  purchaser."  Qn  appeal. 
Lord  Chelmsford,  C,  dissenting  from  the  doctrine  that  a  sale  must 
be  shewn  to  prove  anticipation,  said :  **  An  article  which  is  capable 
of  some  useful  application  may  from  circumstances  be  unsaleable 
at  a  particular  time,  and  yet  if  manufactured,  not  for  experiment, 
but  in  the  way  of  trade,  may  prevent  another  patent  having  a 
claim  to  novelty.  Nor  in  order  to  establish  a  public  use  is  it  even 
necessary  that  the  patented  article  should  have  been  previously 
manufactured  for  sale."  After  citing  the  decision  in  Carpenter  v. 
Smith,  the  Lord  Chancellor  proceeded :  *'  If,  therefore,  the  evidence 
which  I  am  about  to  examine  established  the  fact  that  lead  coated 
with  tin  by  mechanical  pressure,  and  capable  of  useful  application, 
has  upon  any  occasion  been  manufactured  openly,  not  by  way  of 
experiment,  but  in  the  course  of  business,  although  not  a  single 
piece  of  the  material  was  actually  sold,  I  should  hold  that  Betts^B 
patent  was  invalidated." 

Carpenter  v.  Smith  and  Betts  v.  Neilson  were  discussed  in  the 
more  recent  Scottish  case  of  Gill  v.  Coutta.  (/)  In  that  case  the 
invention  was  a  gilding-paint  compounded  by  a  particular  process. 
It  was  proved  that  a  paint  formed  of  similar  ingredients  had  been 
used  before,  and  on  this  it  was  contended  that  such  use  did  not 
invalidate  the  patent,  because  the  public  had  not  been  informed 
thereby  of  the  way  in  which  the  paint  was  compounded.  In 
rejecting  this  argument.  Lord  Traynor  said :  '^  Then  as  to  the 
notion  that  the  public  must  know  what  the  article  is  composed  of 
before  it  can  anticipate  a  patent,  I  think  the  Sheriff-Substitute  has 
fallen  into  error  by  misapprehending  the  statement  often  made,  that 
there  must  be  disclosure  as  well  as  use.  But  that  disclosure  does 
not  mean  that  the  public  shall  know  as  much  about  the  article 
used  as  the  maker  of  it  knows.  It  means  that  the  thing  must  be 
disclosed  to  the  public,  and  not  kept  by  the  maker  of  it  to 
himself.  It  is  the  use  of  the  thing  in  public,  as  distinguished  from 
the  use  in  private,  by  the  inventor.  Public  user  involves  dis- 
closure. In  the  case  of  Carpenter  v.  Smith,  a  patented  lock  was 
held  to  have  been  anticipated  by  the  fact  that  a  similar  lock  had 
been  used  by  'an  individual  on  a  gate  adjoining  a  public  road.' 
There  was  no  suggestion,  in  that  case,  that  the  lock  on  the  gate  had 
been  examined  by  any  member  of  the  public  so  as  to  ascertain  its 
peculiar  construction,  or  that  any  such  examination  or  knowledge 

(/)  13  B.  P.  C.  125. 
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arising  therefrom  on  the  part  of  the  public,  was  necessary  to 
oonstitnte  public  use.  Public  use,  as  Lord  Abinger  said  in  Car- 
Renter's  case,  and  the  dictum  is  quoted  with  approval  by  Lord 
Chelmsford  in  the  case  of  Betts  v.  Neilson,  '  means  a  use  tVi  public, 
not  by  the  public/  I  think  there  is  no  room  for  doubt  that  the 
use  by  the  defender  of  his  own  paint  was  of  this  character.  It  is 
quite  true  that,  in  order  to  obtain  letters  patent,  the  inventor  must 
disclose  his  secret  to  the  public  in  return  for  the  monopoly  con- 
ferred upon  him.  But  such  a  disclosure  as  that  is  not  necessary 
to  the  prior  use,  which  will  anticipate  and  so  void  a  patent." 

With  Carpenter  v.  Smith  the  case  of  Stead  v.  WiUiams  (g)  may 
be  compared.  In  that  case  the  patent  was  for  a  method  of 
paving  streets  with  wood.  It  was  proved  that  a  form  of  wood 
paving,  very  similar  to  the  plaintiff's,  had  been  laid  down  prior 
to  the  date  of  the  patent,  to  support  the  traffic  of  carriages  in  the 
covered  porch  of  the  house  of  Sir  William  Worsley  in  Yorkshire. 
On  this  evidence,  Gresswell,  J.,  directing  the  jury,  said:  ''If  you 
think  that  is  essentially  the  same  thing  as  the  hexagon  block 
introduced  by  the  plaintiff  for  the  purpose  of  making  roads,  then, 
I  should  say,  in  point  of  law,  that  makes  an  end  of  the  patent, 
because  that  appears  to  have  been  introduced  by  Sir  WiUiam 
Worsley,  or  to  have  been  used  by  him  in  public — not  concealed — 
no  secrecy  about  it— made  known  to  all  persons  who  came  to  his 
house,  so  far  as  their  ocular  inspection  could  make  them.  It  was 
intended  to  be  public,  not  to  be  made  a  matter  of  merchandise, 
certainly,  but  merely  for  his  own  private  use ;  but  the  knowledge 
of  it  exposed  to  the  public  an  article  in  public  use,  and  continued 
to  be  used  down  to  the  time  in  question.  Therefore,  if  you  think 
that  is  the  same  thing  in  substance  as  that  which  the  plaintiff 
claims,  I  think  that  it  was  publicly  used  before,  and  that  he 
cannot  have  his  patent.  Whether  it  had  been  used  by  one  or 
used  by  five,  I  do  not  think  it  makes  any  difference.'' 

In  the  subsequent  case  of  Stead  v.  Anderson,  (h)  evidence  was 
given  to  shew  that  the  paving  used  at  Sir  William  WorsUy's  was 
not  the  same  as  the  plaintiff's  invention,  but  essentially  different 
in  construction.  Parke^  B.,  who  tried  the  case,  was  impressed 
by  this  evidence,  and  directed  the  jury  that  the  modes  of  paving 
were  not  the  same ;  but,  in  doing  so,  he  expressly  reaffirmed  the 
law  as  laid  down  by  Gresswell,  J.,  in  the  earlier  case.  The  learned 
baron  said:  ''If  the  mode  of  forming  and  laying  the  blocks  at 
Sir  WiUiam  Worsley's  had  been  precisely  similar  to  the  plaintiff's, 

(y)  2  W.  p.  0. 186.  Qi)  2  W.  P.  0. 149 
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that  would  have  been  a  sufficient  user  to  destroy  the  plaintiff's 
patent,  though  put  in  practice  in  a  spot  to  which  the  public  had 
not  free  access." 

In  Brereton  v.  Bichardson,  (i)  a  patent  for  an  improved  tricycle 
was  defeated  on  the  evidence  of  a  witness  who  stated  that,  prior 
to  the  date  of  the  grant,  he  had  ridden  an  identical  machine  along 
public  thoroughfares. 

In  the  recent  case  of  Taylor's  Patent,  letters  patent  for  an 
invention  concerning  improvements  in  the  construction  of  domestic 
fire-places,  was  held  to  be  void  on  proof  that  a  similar  grate  had 
been  in  use  in  a  private  house  prior  to  the  date  of  the  patent,  (j) 

Prior  User  means  User  with  Knowledge  of  the  XTse.— The  prior 
user  which  defeats  a  subsequent  patent  must  not  only  be  a  public 
user,  it  must  also  be  a  user  with  knowledge  of  the  use.  {k)  There- 
fore if  a  man  stumbles  upon  an  invention  and  uses  it  accidentally, 
as  it  were,  without  any  knowledge  of  the  value  of  what  he  uses, 
or  the  purpose  to  which  it  may  be  put,  such  user  will  not  be  fatal 
to  a  later  inventor  who  patents  the  discovery  in  full  knowledge  of 
its  valuable  application. 

This  rule  was  clearly  laid  down  by  Cockburn,  C.J.,  and  Black- 
bum,  J.,  in  Harwood  v.  The  Great  Northern  Railway  Company,  (l) 
In  that  case  the  patent  was  for  improved  "  fish  "  joints  for  rail- 
ways. It  was  proved  that  prior  to  the  date  of  the  patent  a  similar 
fish-joint  had  under  the  following  circumstances  been  used  on 
Hackney  Bridge.  On  this  bridge  the  engineer  had  employed 
channelled  iron  with  bolts,  for  the  purpose  of  fastening  the  timbers 
placed  vertically  upon  each  other,  and  it  happened  that  at  one 
place  there  was  a  scarf-joint  which  it  became  necessary  to  fish. 
To  do  this  the  engineer,  having  a  channelled  or  grooved  iron 
running  longitudinally  the  whole  length  of  the  bridge  to  support 
its  flooring,  availed  himself  of  that  iron,  as  one  of  the  plates 
whereby  to  fish  the  scarf-joint.  This  use,  however,  did  not  utilize 
qualities  which  were  the  most  valuable  factors  in  the  invention 
protected  by  the  subsequent  patent ;  that  is  to  say,  the  strengthen- 
ing of  the  iron  of  the  plate,  and  the  fixing  of  the  bolts  by  making 
the  heads  firm  in  the  groove,  so  as  to  prevent  them  from  turning. 
On  the  Hackney  Bridge  the  channelled  iron  had  been  used  simply 
because  it  was  there,  just  as  a  flat  surface  of  iron  would  have 
been  used  if  iron  so  shaped  had  been  equally  available :  and  in 

(0  1  B.  P.  0. 165 ;  Griff.  P.  G.  54.  618  (per  Creeawell,  J.).     See,  also,  MuntM 

if)  13  B.  P.  0.  482.  V.  Foiter,  2  W.  P.  C.  108. 
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that  use  no  knowledge  was  shewn  of  the  valuable  qualities  for 
which  the  invention  had  since  been  patented.  Cockburn,  G.J., 
Baid :  '*  The  question  iS|  whether  the  accidental  use  of  a  piece  of 
machinery  (forming  part  or  the  whole  of  a  mechanical  contrivance, 
which  may  be  applied  afterwards  to  some  ulterior  purpose),  without 
any  intention  of  producing  the  result,  is  such  a  user  of  the  inven- 
tion as  prevents  a  patent  from  being  taken  out  by  another  person ; 
and  this  turns  upon  what  is  the  meaning  of  the  language  in 
the  Statute  of  Monopolies,  21  Jac.  I.  c.  8,  s.  6,  that  letters  patent 
may  be  granted  for  'the  sole  working  or  making  of  any  new 
manufactures '  ^  which  others  at  the  time  of  making  such  letters 
patent  and  grants  shall  not  use.*  Clearly  the  Statute  means  what 
others  have  invented  and  used  knowingly  for  the  same  purpose 
for  which  the  person  who  afterwards  comes  forward  as  the  inventor, 
and  obtains  a  patent,  intends  to  use  it.  I  go  the  length  of  saying 
that  even  if  this  had  been  done  upon  a  railway,  it  would  not  have 
prevented  a  subsequent  patent  from  being  taken  out.  Suppose 
that  when  railway  fishes  were  made,  not  of  grooved  but  of  flat  iron 
(as  they  were  before  Wild's  patent),  a  person  employed  in  fishing 
the  joints  of  a  long  extended  line  of  railway,  finding  a  piece  of 
grooved  iron,  had  by  accident  taken  it  up  and  used  it  in  one  part 
of  the  railway  instead  of  a  piece  of  flat  iron,  without  any  intention 
of  producing  these  additional  advantages  which  result  from  the 
apphcation  of  Wild's  invention  or  any  thought  of  the  advantages 
which  such  an  application  would  produce,  but  still  producing 
them;  I  cannot  thhik  that  it  would  be  the  true  construction  of 
the  Statute,  and  certainly  it  would  be  an  impolitic  and  inconvenient 
eonstruction,  to  say  that  a  man  who  afterwards  bond  fide  invented 
and  discovered  that  the  application  of  channelled  iron  for  the 
holdiag  of  bolts  for  fishing  railways  would  be  attended  with  most 
beneficial  results  should  be  prevented  from  patenting  his  inven- 
tion." And  Blackburn,  J.,  said :  ''  A  man  cannot  be  said  to  '  use ' 
a  manufacture  in  the  sense  in  which  the  word  must  be  understood 
in  this  Statute,  and  as  it  would  ordinarily  be  understood,  when 
accidentally,  and  without  any  knowledge  or  intention,  he  produces 
that  which,  if  it  were  knowingly  and  intentionally  done,  and  for  the 
purpose  of  trade,  would  be  a  manufacture." 

The  same  principle  was  noticed  in  Edison  dt  Swan  v.  Wood- 
house,  (m)  but  the  Court  there  abstained  from  acting  upon  it  and 
seemed  to  regard  it  as  a  rule  of  law  requiring  further  consideration. 
In  that  case  the  patent  was  for  the  production  of  a  carbon  pencil 

(m)  4  B.  P.  0.  99. 
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for  use  in  electric  lamps.  The  patentee  having  found  that  nearly 
all  obtainable  carbon  was  open  to  objection^  by  reason  of  its  porosity 
and  lack  of  homogeneity,  invented  a  process  by  means  of  which 
this  defect  might  be  cured.  This  process  consisted  in  placing  the 
pencil  of  carbon  in  a  hydro-carbon  gas  or  liquid,  and  heating  it  to 
a  very  high  degree  whilst  so  immersed,  by  passing  an  electric 
current  through  it.  The  pencil  when  so  heated  decomposed  the 
surrounding  gas  or  liquid,  absorbed  the  carbon  therefrom,  and  so 
filled  up  its  own  pores.  In  this  way  the  pencil  became  coated 
with  a  homogeneous  layer  of  carbon  and  capable  of  glowing  with  a 
uniform  brilliancy. 

It  was  objected  by  the  defendants  that  this  method  (admitted 
to  be  of  high  utility)  had  been  anticipated  by  a  French  chemist, 
M,  Despretz,  in  the  year  1849.  The  operations  of  Despretz  had, 
however,  been  aimed  at  a  different  object,  not  the  production  of 
carbon  in  any  special  form,  but  the  attainment  of  a  means  to  fuse 
and  volatilize  it.  If  in  the  course  of  his  experiments  he  had  demon- 
strated that  the  porosity  of  carbon  could  be  cured  in  the  above 
manner,  this  result  had  not  occurred  to  him  as  being  a  discovery 
of  any  value,  and  he  had  abandoned  his  researches  as  without 
result  for  the  purpose  at  which  they  were  aimed.  The  Court  of 
Appeal  were  of  opinion  that  Despretz  had  not  in  fact  attained  the 
result  accomplished  by  the  patentee.  They  therefore  gave  no 
decision  on  the  point  whether  a  prior  user  without  knowledge  of 
the  use  is  sufficient  to  avoid  a  subsequent  patent  They  indicated, 
however,  that  when  that  question  again  arose,  Harwood  v.  The 
Oreat  Northern  Bailxvay  Company  would  require  further  considera- 
tion, (n) 

Experiment  is  not  Prior  User. 

User  means  Practical  XTier. — The  public  user  which  defeats  a 
patent  is  a  practical  user.  If,  therefore,  the  user  relied  upon  by  a 
defendant  is  merely  experimental,  the  letters  patent  will  not  be 
avoided  thereby,  (o)  Whether  the  user  alleged  has  been  practical 
or  experimental  is  a  question  of  fact  to  be  determined  by  the  jury 
where  the  issue  is  tried  before  a  jury,  {p)  On  a  review  of  the 
authorities  it  is  scarcely  possible  to  lay  down  general  rules,  as  each 
case  must  depend  on  its  own  particular  circumstances.  It  may, 
however,  be  premised  as  a  general  inference  from  the  decided 

(n)  Per  Lindley,  L.J.,  ibid.  p.  107.  (p)  Per   Tindal,  C.J.,  in   CwiMh  v. 

(o)  Lyon  ▼.  Goddard,  10  R.  P.  0.  p.  Keene,  I  W.  P.  C.  519 ;  8  Bing.  N.  0. 

342  (Eaher,  M.B.) ;  Morgan  ▼.  Windover,  588 ;  6  L.  J.  C.  P.  225. 
5  B.  P.  C.  295. 
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cases,  that  where  the  invention  is  one  of  high  merit,  the  usefulness 
of  which,  in  its  patented  form,  the  public  have  readily  appreciated, 
the  Court  will  view  jealously  alleged  instances  of  prior  user; 
especially  where  the  alleged  user  has  been  of  an  isolated  character, 
at  a  remote  date,  and  speedily  discontinued.  In  such  case  very 
direct  evidence  will  be  required  to  rebut  the  presumption  which 
arises  from  the  abandonment  of  an  alleged  antecedent  discovery, 
that  it  was  imperfect  and  void  of  utility,  and  therefore  no  anticipation 
of  the  subsequent  completed  invention  of  the  patentee. 

Prior  User  which  has  been  Abandoned,  is  •Generally  Experiment 
Only. — In  the  case  of  Lewis  v.  Marling,  (q)  where  the  patent  was 
for  improvements  in  shearing  machines  which  made  it  possible  to 
shear  from  list  to  list,  evidence  was  given  to  prove  that  one  Coxon 
had  previously  made  a  machine  for  shearing  from  list  to  list ;  but 
this  machine  had  not  met  with  public  approval,  and  never  came 
into  use.  It  was  further  shewn  that  a  model  resembling  the 
plaintiffs'  machine  had  been  sent  over  from  America  and  exhibited 
to  a  few  persons  in  this  country.  From  this  model,  however,  no 
machine  had  actually  been  made;  indeed,  it  appeared,  on  the 
contrary,  tliat  the  persons  in  whose  possession  this  model  was 
had  bought  and  used  machines  manufactured  by  the  plaintiffs. 
Further  evidence  was  given  to  shew  that  a  specification  alleged 
to  disclose  the  plaintiffs'  invention  bad  been  brought  over  from 
America,  and  two  persons  employed  to  make  a  machine  from  it. 
But  this  machine  was  never  completed.  On  these  facts  Lord 
Tenderden,  C.J.,  held  that  until  the  plaintiffs'  invention  came  out 
no  machine  for  shearing  from  list  to  list  was  publicly  known  or 
used  in  England. 

In  Jones  v.  Pearce,  (r)  the  plaintiff's  invention  was  a  wheel 
constructed  entirely  of  iron,  and  on  the  suspension  principle,  so 
that  the  weight  was  suspended  from  the  upper  parts  of  the  wheel. 
For  the  defendant  witnesses  were  called,  who  said  that  they  had 
made  a  pair  of  wheels  of  similar  construction  for  a  Mr.  Strutt, 
twelve  years  before  the  date  of  the  patent,  and  that  these  wheels 
had  been  put  in  a  cart  used  for  carrying  milk  from  Strutt's  farm 
to  his  factory ;  in  this  cart  they  had  remained  until  they  were 
worn  out.  The  witnesses  further  deposed  that  another  wheel, 
constructed  at  the  same  time  and  on  the  same  principle,  had  been 
fitted  to  a  cart  for  carrying  heavy  stores  on  the  public  road,  and 
used  for  about  a  year.  But  there  was  evidence  that  this  wheel 
had  not  acted  very  successfully.    In  directing  the  jury,  Patteson,  J., 

iq)  1  Vir.  p.  C.  495;  10  B.  &  C.  22;  4  C.  &  P.  52.  (r)  1  W.  P.  C.  122. 
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said :  *'  If,  on  the  whole  of  this  evidence,  either  on  the  one  side  or 
the  other,  it  appeared  this  wheel  constructed  by  Mr.  StnOt's  order 
in  1814,  was  a  wheel  on  the  same  principles  and  in  substance  the 
same  wheel  as  the  other  for  which  the  plaintiff  has  taken  out  his 
patent,  and  that  was  used  openly  in  public,  so  that  everybody 
might  see  it,  and  had  continued  to  use  the  same  thing  up  to  the 
time  of  taking  out  the  patent,  undoubtedly  then  that  would  be 
a  ground  to  say  that  the  plaintiff's  invention  is  not  new,  and 
if  it  is  not  new,  of  course  his  patent  is  bad,  and  he  cannot  recover 
in  this  action ;  but  if,  on  the  other  hand,  you  are  of  opinion  that 
Mr.  Strutfs  was  an  experiment,  and  that  he  found  it  did  not 
answer,  and  ceased  to  use  it  altogether,  and  abandoned  it  as 
useless,  and  nobody  else  followed  it  up,  and  that  the  plaintiff's 
invention,  which  came  afterwards,  was  his  own  invention,  and 
remedied  the  defects,  if  I  may  say  so,  although  he  knew  nothing 
of  Mr.  Strutt's  wheel  he  remedied  the  defects  of  Mr.  StrutCs 
wheel,  then  there  is  no  reason  for  saying  the  plaintiff's  patent 
is  not  good." 

Beferring  to  the  above  cases  in  Carpenter  v.  Smith,  Lord 
Abinger,  C.B.,  said:  '*!  was  counsel  in  the  cases  of  Lems  v. 
Marling  and  Jones  v.  Pearce,  and  I  recollect  that  those  cases 
proceeded  on  the  ground  of  the  former  machines  being  mere 
experiments  which  altogether  failed."  (s) 

In  Galloway  v.  Bleaden,  (t)  the  patent  was  for  certain  improve- 
ments in  the  construction  of  paddle-wheels  for  propelling  vessels. 
Tindal,  G.J.,  in  directing  the  jury,  pointed  out  that  the  main 
point  was,  whether  the  invention  was  new  as  to  its  public  use  and 
exercise  in  England  ?  ^*  Upon  that  point,"  said  the  learned  Chief 
Justice,  '^the  law  is  undoubtedly  now  understood  to  be  this — a 
mere  experiment,  or  a  mere  course  of  experiments,  for  the  purpose 
of  producing  a  result  which  is  not  brought  to  its  completion,  but 
begins  and  ends  in  uncertain  experiments — that  is  not  such  an 
invention  as  should  prevent  another  person,  who  is  more  suc- 
cessful, or  pursues  with  greater  industry  the  chain  in  the  line 
that  has  been  laid  out  for  him  by  the  preceding  inventor,  from 
availing  himself  of  it,  and  having  the  benefit  of  it ;  therefore,  the 
main  point  in  this  case  is,  whether  all  that  is  allowed  to^  have 
been  done  by  Mr.  Field  rested  in  experiment,  and  unsuccessful 
experiment,  not  conducted  to  its  full  result,  or  whether  it  was  a 
complete  discovery  of  that  which  now  forms  the  subject-matter  of 
the  patent. .  .  •  The  witness  says, '  In  1885  we  made  a  great  many 

(0  1  W.  p.  C.  543.  (t)  1  W.  p.  0.  521,  p.  525. 
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experiments,  of  which  the  general  character  was  to  ascertain  the 
various  qualities  of  wheels,  chiefly  cycloidal  wheels,  and  comparing 
those  wheels  with  Morgan's  wheels.  I  had  a  very  extensive 
apparatus  constructed  for  the  purpose  of  these  experiments ;  it 
stood  in  a  very  public  part  of  the  premises,  no  person  was 
excluded,  a  great  many  saw  it.  It  was  in  the  thoroughfare  of  the 
manufactory.  We  had  between  400  and  500  employes  at  that 
time  in  our  manufactory.'  .  •  But  that  apparatus  they  constructed 
merely  for  the  purpose  of  deciding  on  these  experiments. .  .  .  Mere 
experiment,  afterwards  supposed  by  the  parties  to  be  fruitless,  and 
abandoned  because  they  had  not  brought  it  to  a  complete  result, 
that  will  not  prevent  a  more  successful  competitor,  who  may  avail 
himself,  as  far  as  his  predecessors  have  gone,  of  their  discoveries, 
and  add  the  last  link  of  improvement  in  bringing  it  to  perfection. 
If  that  is  the  case,  the  plaintiflfs  are  entitled  to  your  verdict.'* 

In  Gibson  v.  Brand,  (u)  the  same  learned  judge  said  :  "  It  would 
not  be  sufficient  to  destroy  the  patent  to  shew  that  learned  persons 
in  their  studies  had  foreseen,  or  had  found  out  this  discovery  that 
is  afterwards  made  public,  or  that  a  man  in  his  private  warehouse 
had,  by  various  experiments,  endeavoured  to  discover  it  and  failed, 
and  had  given  it  up.** 

In  Bentley  v.  Fleming,  (v)  the  patent  was  for  a  card  machine. 
There  was  evidence  that  about  five  or  six  weeks  before  the  letters 
patent  were  obtained,  the  inventor  had  lent  a  machine,  constructed 
according  to  this  patent,  and  in  complete  working  order,  to  one 

if ,  for  the  purpose  of  trying  whether  it  would  set  the  teeth  of 

the  cards.     N *s  room,  where  the  machine  was  placed,  was  in 

a  mill,  and  the  evidence  shewed  that  workmen  were  constantly 
going  backwards  and  forwards  to  and  from  the  room.  On  this, 
counsel  for  the  defendant  contended  that  the  patent  was  bad  from 
prior  user.    But  Cresswell,  J.,  overruled  the  objection,  (w) 

In  Stead  v.  WilUams,{x)  Tindal,  C.J.,  said:  "As  to  its  being 
publicly  known  in  this  country,  I  take  it  that  there  is  a  great 
difference  between  the  knowledge  of  it  as  a  thing  that  would 
answer,  and  was  in  use,  and  the  knowledge  of  it  as  a  mere  experi- 
ment that  had  been  found  to  be  a  failure  and  thrown  aside.  If 
you  are  dealing  vnth  an  article  of  merchandise,  or  with  an  article  of 
ordinary  use — if  a  person  has  had  a  scheme  in  his  head  and  has 
carried  it  out,  but  after  a  trial  has  thrown  it  aside,  and  the  thing 

(u)  1  W.  P.  C.  628.  V.  Syer,  4  R.  P.  C.  415. 

(•)  1  C.  &  K.  587;  4  C.  B.  479.  (a?)  2  W.  P.  C.  126,  p.  135;  13  L.  J. 

(w)  Bat  see  Fry,  L,J.,  iti  JJumpAerioii      G.  P.  218;  7  M.  &  G.  818. 
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is  forgotten  and  gone  by — then  another  person  re-introducing  it 
may,  within  the  meaning  of  this  Act,  be  the  inventor  and  first  user 
of  it  so  as  to  justify  a  patent.  There  is  one  instance  where  a  patent 
was  taken  out  for  wheels  on  the  suspension  principle,  bearing  a 
proportion  of  the  weight  from  the  upper  rim  of  the  wheel,  as  well 
as  supported  on  the  spokes  below  by  the  perpendicular  pressure. 
It  was  proved  in  that  case  that  Mr.  Strutt  of  Derby  had  used 
a  cart  with  wheels  on  that  principle  some  time  before.  After 
using  it  a  year  or  two  he  threw  it  aside.  It  was  totally  forgotten ; 
and  some  fifteen  years  afterwards,  a  man  brought  the  thing  to 
perfection,  and  took  out  a  patent ;  and  it  was  held  that  that  former 
use  by  Mr.  Strutt  having  been  abandoned  as  a  useless  thing  was 
no  impediment  in  the  way  of  a  patent,  (y)  So  also  in  the  case 
alluded  to  of  Cornish  v.  Eeene.{z)  An  attempt  had  been  made 
to  introduce  new  elastic  matters,  combined,  for  the  purpose  of 
making  braces  and  bandages  and  various  articles  of  that  sort.  I 
remember  well  in  that  case  the  Chief  Justice  left  it  to  the  jury 
to  say  whether  these  were  experiments.  Some  pieces  were  actually 
produced  which  had  been  manufactured,  and  some  of  these  things 
which  had  been  manufactured  had  been  sold.  It  was  left  with  the 
jury  to  say  whether  that  was  an  introduction  of  it,  so  manifest, 
or  whether  it  was  a  mere  failing  experiment,  which  had  been 
abandoned  so  as  to  leave  the  way  open  to  any  new  speculator  in 
it,  who  yet  might  bring  the  patent  to  perfection." 

In  Household  v.  Neilson,  (a)  Lord  Brougham  said :  ^*  If  an  inven- 
tion has  not  been  completed,  but  if  it  all  rests  in  experiment  and 
trial,  then  it  is  a  most  material  circumstance  as  a  test  whether 
any  given  act  of  a  party,  other  than  the  inventor,  was  trial  or 
complete  invention ;  it  is  a  most  salutary  and  important  test  to 
apply  with  a  view  to  ascertain  that,  to  see  whether  he  abandoned 
or  continued  it.  If  he  abandoned  it,  if  he  gave  it  up  altogether, 
and  for  twenty  or  thirty  years  did  nothing,  it  is  a  very  strong 
presumption,  that  it  was  only  experimental,  not  an  invention 
completed." 

In  HonibaU  v.  Blumer,  (b)  Martin,  B.,  while  expressing  an  opinion 
that  the  antecedent  user  in  that  case  had  not  been  mere  experiment 
abandoned  as  a  failure,  said :  *'  I  think  myself  if  it  was  really  an 
experiment,  that  if  Mr.  L.  had  put  this  anchor,  having  invented 
it  or  manufactured  it,  on  board  the  W.  H.,  or  a  steamboat  for 

(y)  JoMB  V.  Pearee.    1  W.  P.  C.  122.  (a)  1  W.  P.  0.  p.  713 ;  9  CI.  &  F.  p.  803. 

(f )  1  W.  P.  C.  611 ;  8  Bing.  N.  C.  588 ;  (6)  2  W.  P.  C.  199 ;    10  Ex.  538 ;   24 

6  L.  J.  C.  P.  225.  L.  J.  Bx.  II. 
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the  purpose  of  trying  whether  it  would  answer,  and  it  did  not 
answer,  and  then  it  was  returned  on  that  ground,  them  I  do  not 
think  that  would  interfere  ivtth  the  patent,  but  I  do  not  understand 
that  it  was  so,"  etc. 

In  the  case  of  Daw  v.  EUy,  (c)  Wood,  V.C,  held  that  tlie  ante- 
cedent existence  of  an  invention  not  shewn  to  have  been  brought 
to  any  successful  result,  but  which  was  so  far  similar  to  the  pro- 
tected invention,  that  if  subsequent  in  date  to  the  patent  it  would 
have  been  held  a  colourable  and  clumsy  imitation  for  the  purpose 
of  effecting  the  same  result,  did  not  invalidate  the  patent  by 
anticipation. 

In  Edison  d  Swan  v.  Woodhouse,  (d)  where  the  patent  related 
to  the  incandescent  electric  lamp,  the  defendants  relied  on  antici- 
pation by  a  lamp  exhibited  at  Newcastle  by  Mr.  Swann  prior  to 
the  date  of  the  grant.  The  evidence,  however,  shewed  that  this 
lamp  had  not  come  into  practical  use,  but  remained  a  mere 
scientific  curiosity.  On  this  the  Court  of  Appeal  held  that  the 
lamp  was  no  anticipation.  Fry,  L. J.,  said :  ^^  On  the  12th  March, 
1879,  Mr.  Swan  again  described  his  lamp  to  a  Gateshead  audience, 
but  it  does  not  appear  that  he  exhibited  it;  and  from  that  time 
it  has,  BO  far  as  this  case  is  concerned,  disappeared  from  history, 
and  its  disappearance  is,  we  think,  cogent  evidence  that  Mr. 
Swanks  lamp,  as  it  was  exhibited,  was  not  a  practical  success ; 
that  Mr.  Swan  could  not  do  what  Mr.  Edison  did,  and  that  the 
difference  between  the  carbon  rod  and  the  carbon  filament  was 
the  difference  between  failure  and  success." 

Prior  User  at  a  remote  Date  is  usually  mere  Experiment. — In  Mosley 
V.  The  Victoria  Bubber  Company,  (e)  the  following  case  of  prior 
user  was  chiefly  relied  upon.  In  the  year  1860,  twenty-three  years 
before  the  date  of  the  plaintiff's  patent,  one  Heartfield  was  engaged 
experimenting  in  printing  on  indiarubber.  In  the  course  of  these 
experiments  he  produced  some  small  patterns  of  a  similar  character 
to  the  plaintiff's  goods,  and  by  similar  processes.  These  experi- 
ments he  conducted  at  his  own  house.  The  resulting  patterns  were 
shewn  by  him  to  a  Mr.  Packham,  but  nothing  more  was  done.  The 
patterns  were  thrown  aside,  became  decomposed,  and  were  eventu- 
ally destroyed.  Declining  to  infer  prior  user  from  this  evidence, 
Chitty,  J.,  said :  ''This  evidence  is  wholly  insufficient  to  establish 
prior  user.  It  amounts  to  nothing  more  than  mere  experiments 
treated  as  of  no  value  to  the  experimenter  himself,  and  the  person 

(0)  L.  R.  3  Eq.  497.  (c)  4  B  P.  C  241. 

(<2)  4  B.  P.  0.  92. 
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to  whom  he  shewed  them,  but  cast  aside  as  worthless  some  twenty- 
three  years  before  the  plaintiff's  patent,  and  suffered  to  remain  in 
oblivion  until  they  were  thought  of  for  the  present  trial.  They 
did  not  in  any  respect  add  to  the  stock  of  public  knowledge  on  the 
subject."  (/) 

In  Morgan  v.  Windover,  (g)  it  was  proved  by  witnesses  who 
could  not  be  impeached  that  a  carriage  spring  of  construction 
similar  to  the  plaintiff's  had  been  made  and  fitted  to  a  carriage 
forty  years  before.  But  there  was  no  evidence  of  anything  further 
having  come  of  ii  The  carriage  in  question  had  not  been  sold, 
but  had  been  made  to  the  order  of  one  coachbuilder  by  another 
for  the  use  of  a  relative  of  the  latter.  In  the  Court  of  Appeal, 
Cotton  and  Bowen,  L.JJ.  (Lord  Coleridge,  C.J.,  dissenting),  held 
that  this  evidence  established  only  abandoned  experiment  and  not 
anticipation.  Qi) 

In  Dick  V.  Tidlis,  (t)  the  Inner  House  of  the  Court  of  Session, 
reversing  the  Lord  Ordinary,  declined  to  avoid  a  patent  on  the 
evidence  of  two  interested  persons,  who  alleged  that  they  had  sold, 
many  years  before,  articles  secretly  manufactured  by  them  accord- 
ing to  the  pursuer's  process.  In  such  case  unsuccessful  experi- 
ment is  the  proper  inference  to  draw.  "  It  is  not  easy,"  said  the 
Lord  Justice  Clerk,  **  to  conceive  that  a  make  of  belting  which  has 
so  taken  the  market  that  its  sale  from  the  date  of  its  introduction 
by  the  pursuer  has  risen  by  leaps  and  bounds,  and  now,  in  its 
ninth  year,  is  practically  equal  to  £100,000  per  annum,  should, 
when  made  and  put  out  in  hundreds  at  an  earlier  period,  have 
left  no  recollection  of  it  or  trace  of  recollection  on  the  mind  of 
anybody  in  the  trade,  and  should  have  fallen  so  flat  that  it  ceased 
to  be  manufactured  or  sold  at  all.  One  would  gather  that  either 
there  had  been  no  such  sales  or  that  the  sellers  had  not  succeeded 
in  producing  the  same  article  or  anything  like  it."(j) 

Profitable  User  may  still  be  Experiment  only.— It  may  occasionally 
happen  that  the  nature  of  the  invention  may  make  it  impossible 
for  the  patentee  to  test  his  discovery  without  some  user  in  public, 

(/)  4  R.  P.  0.  268.  was  not  disturbed  (B.  P.  C.  7,  R.  P.  0. 

(g)  4  R.  P.  C.  417;  6  B.  P.  C.  295;  7  181. 
R.  P.  0. 181.  (i)  13  R.  P.  C.  149. 

(K)  In  the  Hottse  of  Lords  the  decision  (J )  See,  also,  J<me$  v.  Pearoey  1  W.  P. 

of  the  Oonrt  of  Appeal  was  reyersed,  on  0.  122.    In  Kcme  v.  €hte$l,  16  R.  P.  0. 

the  ground  that  there  was  not  sufficient  442,  prior  user  of  a  process  occasionally 

subject-matter  to  support  a  patent  for  the  resulting  in  a  saleable  product,  but  eyen- 

aUeged  invention.    The   finding  of  the  tually  discontinued,  was  held  by  Stirling 

Court  below  as  to  prior  user,  however,  J.,  to  be  experiment  only. 
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and  perhaps  even  a  profitable  user.  In  such  a  case  the  Courts, 
where  they  have  considered  the  patentee  to  be  dealing  fairly  by 
the  public,  have  shewn  a  disposition  to  support  the  patent  and 
treat  such  preliminary  user  as  experimental. 

Thus,  in  NewaU  v.  EUiott,  (k)  where  the  patent  was  for  an 
apparatus  for  laying  down  submarine  telegraphic  cables,  it  was 
proved  that  the  plaintiff — who  apparently  bond  fide  believed  that 
he  could  not  adequately  test  the  practicability  of  his  invention  by 
experiments  at  his  own  works — had  constructed  and  used  in 
executing  a  government  contract  for  laying  a  cable  in  the  Black 
Sea  an  apparatus  giving  effect  to  his  invention  prior  to  his 
application  for  letters  patent.  Upon  this  transaction  a  profit 
had  been  realized  by  the  patentee.  Finding  the  apparatus 
worked  successfully,  he  then  took  out  his  patent.  It  was  proved 
that  great  care  had  been  taken  to  confine  all  knowledge  of  the 
apparatus  to  the  inventor's  own  workpeople;  nevertheless,  the 
apparatus  had  been  seen  by  a  number  of  other  persons,  including 
a  government  officer,  under  whose  supervision  the  cable  had  been 
shipped.  No  use  had  been  made  by  any  one  of  the  knowledge  so 
obtained.  On  these  facts  the  Court  of  Common  Pleas  held  that 
the  proper  inference  was  not  prior  user  but  experiment  only. 
Byles,  J.,  in  delivering  the  judgment,  said :  '^  A  necessary  and 
unavoidable  disclosure  to  others,  such  as  here  appears,  if  it  be 
only  made  in  the  course  of  mere  experiments  is  no  publication, 
although  the  same  disclosure  if  made  in  the  course  of  a  profitable 
use  of  an  invention  previously  ascertained  to  be  useful  would  be  a 
publication — In  re  Adamson's  Patent.  (Z)  The  answer  to  this  third 
objection,  therefore,  depends  on  the  fourth  and  last  and  main 
objection,  which  was  this,  that  the  use  of  the  apparatus  for  profit 
before  the  date  of  the  letters  patent  was  a  use  which  avoided  the 
patent  It  must  be,  and  is,  conceded  on  the  part  of  the  plaintiffs 
that  an  inventor's  public  use  for  profit  of  an  invention,  already 
ascertained  by  previous  experiments  to  be  useful,  is  a  gift  of  the 
invention  to  the  public,  and  avoids  a  subsequent  patent ;  and  it  is 
conceded  by  the  defendants  that  a  use  before  the  patent,  merely 
experimental  and  tentative,  does  not  avoid  it.  Now,  the  use  here 
made  of  the  invention  in  actually  laying  down  the  cable  was  a 
use  which  partook  of  both  characters.  On  the  one  hand,  it  was 
experimental  and  tentative;  but,  on  the  other,  the  experiment 
itself  turned  out  to  be  not  only  successful  but  beneficial  to  the 

(fc)  27  L.  J.  0.  P.  887,  p.  842;  4  0.  B.  (0  25  L.  J.  Oh.  457;  6  De  G.  M.  ft  G. 

(K.8.),298.  420. 
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inventor  at  the  moment.  The  tme  questiony  therefore,  seems  to 
be  this.  Is  an  experiment  performed  in  the  presence  of  others, 
which  not  only  tnms  out  to  be  snccessful  but  actnallj  beneficial 
in  the  particular  instance,  necessarily  a  gift  to  the  world  ?  In  the 
case  nnder  consideration  experiments  on  dry  land  were  fonnd  to 
be  indecisive,  the  decisive  experiment  still  remains  to  be  made 
on  a  large  scale  and  in  deep  water.  An  opportunity  presents 
itself  in  the  course  of  a  government  contract — not  a  contract  for 
the  use  of  that  particular  apparatus,  but  a  contract  for  laying 
down  the  cable  by  any  .means  the  contractor  may  select.  The 
experimenter  is  obliged  either  to  experiment  in  a  way  that  may 
turn  out  to  be  useful  in  the  particular  instance,  or  else  not  to 
make  any  efficient  and  decisive  experiment  at  all.  The  coincidence 
of  an  experiment  with  actual  immediate  profit  or  advantage  from 
it,  if  successful,  is  unavoidable.  Suppose  even  that  this  coinci- 
dence had  been  accidental.  Suppose  that  in  the  course  of  the 
voyage  the  inventor  had  tried  some  further  and  new  experiment 
with  an  alteration  of  the  apparatus,  which  alteration  had  at  once 
answered  some  useful  purpose.  Surely  that  further  invention 
would  have  been  his  property.  Otherwise,  a  man  cannot  have  the 
property  in  an  invention  unless  it  starts  from  his  brain  so  fully 
matured  and  armed  that  it  not  only  succeeds  at  the  first  trial,  but 
accomplishes  on  that  very  trial  some  profitable  or  useful  purpose. 
If,  indeed,  the  plaintiff  in  the  present  case  had  on  other  and 
subsequent  voyages  used  his  apparatus  and  unnecessarily  delayed 
his  application  for  a  patent,  he  would  have  given  his  invention 
to  the  world.  But  here,  the  arbitrator  must  be  taken  to  have 
found  that  the  inventor  lost  no  time,  but  applied  for  his  patent 
with  reasonable  expedition." 

With  the  above  case  may  be  contrasted  the  case  of  in  re 
Adamson{m),  cited  in  the  foregoing  judgment.  In  that  case  a 
contractor  for  certain  harbour  works  had  in  the  progress  of  his 
undertaking  invented  an  apparatus  consisting  of  a  travelling 
staging  and  crane,  which  greatly  facilitated  {he  progress  of  the 
works.  From  the  nature  of  the  invention  it  could  only  be  fully 
tested  in  a  place  and  under  circumstances  which  amounted  to 
public  user.  After  having  employed  the  apparatus  for  four 
months  on  the  works  in  question,  the  inventor  applied  for  a 
patent.  In  an  affidavit  supporting  the  application  it  was  stated 
that  no  one  had  used  the  invention  except  the  applicant  and  the 
men  working  under  his  directions,  and  that  the  delay  in  applying 

(m)  25  L.  J.  Gh.  457;  6  De  G.  M.  &  G.  420. 
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for  the  patent  was  due  to  the  fact  that  it  was  impossible  to  test 
the  efficacy  of  the  invention  except  in  rough  weather  and  in  the 
public  view.  Lord  Cranworth,  C,  however,  refused  the  applica- 
tion, on  the  ground  that  the  four  months  of  preliminary  user  con- 
stituted a  dedication  to  the  public. 

The  decision  in  this  case  is  clearly  distinguishable  from  NewaU 
y.  Elliott,  (n)  inasmuch  as  the  Lord  Chancellor  was  of  opinion,  on 
the  evidence  before  him,  that  the  applicant  so  far  from  having 
acted  only  in  the  way  of  bond  fde  experiment,  had  not  originally 
intended  to  take  out  a  patent  at  all. 

In  Hoe  V.  Foster,  (o)  the  patent  was  for  an  invention  connected 
with  printing,  imported  from  America,  where  it  was  already  known 
and  in  practical  use.  Prior  to  the  taking  out  of  letters  patent 
in  this  country  the  invention  had  been  used  on  several  occasions 
in  the  printing  of  a  daily  paper  at  Liverpool.  Such  user,  it  was 
contended,  was  merely  experimental,  and  had  been  resorted  to 
only  for  the  purpose  of  testing  whether  the  invention  would  work 
in  practice.  The  Court,  however,  rejected  this  argument,  and 
held  that  user  under  such  circumstances  was  a  dedication  of 
the  invention  to  the  public,  and  avoided  the  subsequent  letters 
patent. 

Vo  Anticipation  by  a  Vaeless  Kachine. — It  sometimes  happens 
that  the  skill  of  an  inventor  lies  in  his  applying  to  a  useful 
purpose  a  machine  or  process  which  has  formerly  existed  or  been 
known  only  in  an  impracticable  form,  or  as  a  chemical  curiosity. 
Where  this  is  so  the  prior  existence  or  knowledge  of  the  useless 
machine  or  process  is  no  anticipation  of  the  later  application  of  it 
in  a  valuable  form,  unless  it  can  be  shewn  that  no  further  inven- 
tion was  required  to  achieve  the  successful  result,  as  would  be 
the  case,  for  instance,  where  the  uselessness  of  a  machine  was 
due  to  defects  which  any  workman  of  reasonable  skill  could 
remedy,  (p) 

In  Jones  v.  Pearce,  (q)  Patteson,  J.,  directed  the  jury  that  if 
the  anticipation  relied  upon  by  the  defendant  had  in  their  opinion 
been  a  useless  invention,  then  it  did  not  defeat  the  plaintiff's 
patent. 

In  Murray  v.  Clayton,  (r)  James,  L.  J.,  quoted  and  followed  the 
dictum  of  Patteson,  J.,  in  the  above  case.     The  learned  Lord 

(»)  27  L.  J.  C.  P.  842 ;  4  0.  B.  (N.  S.),  Brett,  J.). 
^  (q)  1  W.  P.  C.  124. 

(o)  15  B.  P.  C.  573;  16  B.  P.  0.  33.  (r)  L.  B.  7  Oh.  581. 

(p)  BaHaw  v.  Baylit,  Griff.  45  (per 
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Justice  said :  ''  I  am  not  aware  of  any  principle  or  authority  apon 
which  the  exhibition  of  a  useless  machine,  which  turns  out  to  be 
a  failure,  can  be  held  to  affect  the  right  of  a  patentee  who  has 
made  a  successful  machine,  although  there  may  be  a  degree  of 
similarity  between  some  of  the  details  of  the  two  machines.  . 
Therefore,  if  there  were  defects  in  the  German  machine  which 
made  it  useless,  and  the  plaintiff  afterwards  made  a  machine  in 
which  those  defects  were  remedied  so  as  to  make  it  a  good  machine 
instead  of  an  abortive  one,  he  would  be  entitled  to  maintain  his 
patent" 

In  Yov/ng  y.  Femie,  (s)  the  patent  was  for  a  process  of  obtaining 
parafi^e  oil  for  practical  purposes  by  heating  bituminous  coal. 
It  was  objected  that  the  invention  was  not  new;  that  the  pro- 
duction of  paraffine  oil  from  coal  was  well  known  to  chemists; 
and  that  means  of  achieving  it  by  a  heating  process  had  been 
described  before.  The  evidence  shewed,  however,  that  while  this 
was  BO,  no  one  had  yet  succeeded  in  attaining  a  process  by  which 
oil  could  be  produced  in  such  quantities  and  with  such  ease  as  to 
make  the  product  a  merchantable  article;  while,  on  the  other 
hand,  many  laborious  experiments  had  been  made  by  different 
persons  with  this  object  but  without  success.  The  plaintiff's 
process  was  the  first  process  which  had  really  attained  this 
result. 

Stuart,  V.C.,  held  that  the  plaintiff's  invention  was  good 
subject-matter  for  a  patent.  His  Honour  said :  *'  Mr.  FemiCy  one 
of  the  defendants,  has  adduced  in  evidence  a  passage  from  the 
work  of  an  eminent  American  chemist.  Dr.  AntiseU.  .  .  .  This 
book  contains  a  short  history  of  the  manufacture  of  paraffine  oils 
and  paraffine,  and  it  gives  the  following  extract  from  a  publication 
by  Beichenbach  in  1864  :  '  So  remained  paraffine  unto  this  hour, 
a  beautiful  item  in  the  collection  of  chemical  preparations,  but 
it  has  never  escaped  from  the  rooms  of  the  scientific  man.' 
Something,  therefore,  remained  to  be  ascertained,  in  order  to  the 
useful  application  of  this  article  for  economical  and  commercial 
purposes.  This  illustrates  the  important  distinction  between  the 
discoveries  of  the  merely  scientific  chemist  and  of  the  practical 
manufacturer  who  invents  the  means  of  producing  in  abundance, 
suitable  for  economical  and  commercial  purposes,  that  which 
previously  existed  as  a  beautiful  item  in  the  cabinets  of  men  of 
science.  What  the  law  looks  to  is  the  inventor  and  discoverer 
who  finds  out  and  introduces  a  manufacture  which  supplies  the 

(0  4  Giff.  577 ;  10  L.  T.  (N.  S.).  865. 
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market,  for  useful  and  economical  purposes,  with  an  article  which 
was  previously  little  more  than  the  ornament  of  a  museum. 
It  has  been  established,  to  my  satisfaction,  by  the  evidence  in  this 
case,  that  the  plaintiff  Young  is  an  inventor  of  this  class,  and  that 
his  patent  is  entitled  to  the  protection  of  the  law.  I  find  that  he 
has  ascertained,  by  a  course  of  laborious  experiments,  a  particular 
class  of  materials  among  many,  and  a  particular  process  among 
many,  which  has  enabled  him  to  create  and  introduce  to  the 
public  a  useful  manufacture,  which  amply  supplies  the  market 
with  that  which,  until  the  use  of  the  materials  and  process,  and 
temperature  indicated  by  him,  had  never  been  supplied  for  com- 
mercial purposes.  At  the  date  of  his  patent  something  remained 
to  be  ascertained  which  was  necessary  for  the  useful  application 
of  the  chemical  discovery  of  paraffine  and  paraffine  oils.  This 
brings  it  within  the  principle  stated  by  the  Lord  Chancellor  in  the 
late  case  of  HilU  v.  Evans:'  (t) 

it)  81  L.  J.  Gh.  457 ;  4  I>e  G.  F.  ft  J.  288. 
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CHAPTER  YIIL 

UTILITY  OF  THE  INVENTION. 

Utility  EsientiaL — No  invention  is  valid  subject-matter  for  a  patent 
grant  unless  it  is  useful,  (a)  The  condition  of  utility,  like  that  of 
novelty,  is  an  ancient  condition  of  the  common  law.  At  law  no 
monopoly  (involving,  as  it  necessarily  did,  a  temporary  deprivation 
of  public  right)  could  be  supported  which  did  not  eventually  result 
to  the  advantage  of  the  community.  (6)  A  monopoly  when  granted 
by  the  Grown  to  an  ingenious  inventor  as  a  reward  for  a  useful 
discovery  was  an  encouragement  to  others  to  invent,  and  so 
increase  the  industrial  wealth  of  the  nation.  Such  a  monopoly 
was  therefore  justified  in  the  public  interest.  But  a  monopoly 
granted  to  an  inventor  of  some  useless  contrivance,  so  far  from 
stimulating  the  progress  of  the  country,  merely  hindered  and 
hampered  trade  by  conferring,  at  the  expense  of  the  public  at  large, 
a  special  privilege  upon  an  undeserving  person,  (c)  Hence,  it  has 
always  been  upon  the  assumption  that  he  has  discovered  a  useful 
invention,  that  an  inventor  has  come  to  the  Crown  to  ask  the 
grant  of  a  patent  monopoly,  and  upon  such  assumed  utility,  in  fact, 
is  the  grant  always  made,  {d) 

The  word  "  utility  "  does  not  occur  in  the  Statute  of  Monopolies, 
but  this  essential  quality  of  every  patentable  invention  is  clearly 
preserved  by  that  Act.  In  Morgan  v.  Seaward,  Parke,  B.,  said : 
*'  A  grant  of  a  monopoly  for  an  invention  which  is  altogether  use- 
less may  well  be  considered  as  mischievous  to  the  State,  to  the 
hurt  of  trade,  or  generally  inconvenient,  within  the  meaning  of 
the  Statute  of  James  I.,  which  requires  as  a  condition  of  the  grant 
that  it  should  not  be  so,  for  no  addition  or  improvement  of  such 

(a)  CJoke,  8  Intl.  184.  Winter,  1  T.  R.  605 ;  1  W.  P.  C.  8. 

(6)  See  ante,  pp.  4,  7.  (d)  See  ante,  pp.  7,  40. 

(o)  See    Ashnnt,   J.,    in    Turner   ▼. 
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an  inyention  could  be  made  by  any  one  during  the  continuance  of 
the  monopoly,  mthout  obliging  the  person  making  use  of  it  to 
purchase  the  useless  invention."  (e)  Beferring  to  the  same  point 
in  EUas  y.  Grovesend  Tinplate  Company,  (/)  Lindley,  L.J.,  said : 
"  The  Statute  of  Monopolies,  21  James  I.,  prohibits  monopolies, 
but  says  in  Section  6  that,  ^Any  declaration  before  mentioned 
against  monopolies  shall  not  extend  to^any  letters  patent  * — I  am 
reading  it  short — ^  for  fourteen  years  for  the  sole  working  or  making 
of  any  manner  of  new  manufactures  within  this  realm  to  the  true 
and  first  inventor  of  such  manufactures,  which  others  at  the  time 
of  making  such  letters  patent  shall  not  use.'  Then  comes  a 
passage  which  is  often  forgotten,  but  which  is  of  the  utmost  im- 
portance in  dealing  with  patent  cases — *  So  as  also  they ' — ^that  is, 
the  letters  patent — '  be  not  contrary  to  the  law,  or  mischievous  to 
the  State  by  raising  of  prices  of  commodities  at  home,  or  hurt  of 
trade,  or  generally  inconvenient.'  That  is  to  say,  it  does  not 
follow  that  because  there  may  be  something  which  answers  the 
description  of  a  new  manufacture  that,  although  there  may  be 
some  person  who,  in  one  sense,  can  be  called  an  inventor, 
he  is  entitled  to  a  patent  for  his  new  manufacture.  It  is  very 
singular  that  the  Statute  of  James  says  nothing  whatever  about 
utility,  but  utility  has  been  engrafted  into  it  because  of  the 
words  to  which  I  have  called  attention:  that  is  to  say,  it 
has  been  found  by  experience  to  be  mischievous  to  the  State 
to  grant  patents  which  are  not  useful  as  well  as  new.  I  call 
attention  to  that  to  shew  the  extreme  importance  of  those 
words."  ig) 

It  would  be  superfluous  to  do  more  than  glance  very  briefly 
at  the  authorities  on  a  point  so  well  established. 

In  The  King  v.  Arkwrigkt,  (h)  Buller,  J.,  held  that  it  was  a 

(0)  2  M.  &  W.  562 :  1 W.  P.  G.  197.  iron-works  wiU  be  mnch  abated,  and  the 

(/)  7  B.  P.  0.  p.  467.  remnant  of  wood  and  timber  within  this 

ig)  BedUls  alleging  the  ntiUty  of  the  land  will  be  mnch  preeeryed   and   in* 

inyentioii  were  inserted  in  early  patent  oreased;  of  the  want  whereof  not  only 

giants.    In  Lord  Dudley*$  Paieni  (1622)  onraelf  in  respect  of  provision  for  our 

the   foUowing   recital    is    found,   ''We,  shipping  and  otherwise,  but  also  our  snb- 

giBcioasly    favoaring    and     willing    to  jects  for  many  neoessary  uses  are  yery 

oherish  ingenious  and  profitable  inyen-  sensible,   and   holding   it  agreeable   to 

tWBi,  and  finding  that  the  working  and  justice  that  the  authors  of  so  laudable 

nmUng  of  the  said  lion,  by  the  means  and  useful  inyentions   should   in   some 

aforesaid  within  this  kingdom,  wiU  not  good  measure  reap  the  fruits  of  their 

only  in  itself  tend  to  the  public  good  studies,  labours,  and  charges,  kkow  te," 

thereof,  but  also  thereby  the  great  ex-  etc.,  1  W.  P.  C.  14.    See,  also,  the  SmaU 

pease  and  waste  of  timber  and  wood  con-  Paienti^  I  W.  P.  G.  9. 

rerted  into  charcoal  and  consumed  upon  (A)  Day.  P.  G.  188;  1  W.  P.  G.  64. 
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question  for  the  jury  whether  the  material  part  of  the  machine 
described  in  the  specification  was  useful,  and  that  if  they  were 
satisfied  that  it  was  not  so,  then  the  patent  was  void. 

In  Turner  v.  Winter^  (i)  Ashhurst,  J.,  said  that  the  patent  would 
be  contrary  to  law  if  the  public  did  not  derive  an  advantage  from 
the  communication  of  the  invention. 

In  Manion  v.  Parker^  (J)  the  utility  of  the  invention  failed,  and 
the  patent  was  held  void. 

In  Manton  v.  Manton,  (4)  and  BoviU  v.  Moore,  (l)  Oibbs,  C. J., 
held  that  in  order  to  support  a  patent  monopoly  the  plaintiff 
must  show  that  his  invention  is  useful. 

In  Bvsseli  v.  Cowley,  (m)  Lord  Lyndhurst,  O.6.,  said  that 
the  first  question  to  be  considered  was  whether  the  invention  was 
new  and  useful. 

In  HiU  V.  Thompson,  (n)  Dallas,  J.,  directed  the  jury  that  the 
invention  must  be  useful,  and  Lord  Eldon  cited  this  ruling  with 
approval. 

In  NeiUon  v.  Harford,  (p)  the  Court  of  Exchequer  held  that  the 
machine  protected  by  the  patent  must  be  one  beneficial  to  the 
public. 

In  DangerfieU  v.  Jonss,  (p)  Wood,  V.C,  said :  "  A  mere  trifling 
matter,  a  thing  of  no  value,  will  not  do ;  you  must  shew  that  you 
have  invented  something  useful — a  new  and  useful  improvement 
in  manufacture." 

And  in  Yormg  v.  Bosenthal,  {q)  Grove,  J.,  said :  "  The  invention 
must  be  new  and  useful ;  to  be  useful  it  must  be  new.  There  is 
no  utility  in  inventing  something  known  before.*' 

A  Small  Amount  of  Utility  is  Sufficient.— The  Court  will  not 
weigh  nicely  the  degree  of  utility  in  an  invention.  A  very  small 
amount  of  utility  is  sufficient  to  support  a  patent. 

In  Morgan  v.  Seaward,  Alderson,  B.,  in  directing  the  jury, 
said :  ''  It  is  not  for  you  to  consider  to  what  extent  the  thing  is 
useful.  If  it  is  a  useful  invention,  then  it  is  a  subject  to  be  pro- 
tected by  patent ;  and  if,  on  the  other  hand,  it  is  of  no  use,  then 
it  is  not  a  subject  to  be  protected  by  patent.  The  issue  is  whether 
it  is  of  any  use  at  all.    It  is  not  material,  however,  that  the 

(0  Dav.  p.  C.  151 ;  1  T.  R.  602.  (m)  1  W.  P.  0.  467. 

(i)  Dav.  P.  0.  827;  1  W.  P.  C.  192  n.  (n)  3  Mer.  p.  629;    1  W.  P.  C.  p. 

{k)  Dav.  P.  0.  p.  349;    1   W.  P.  C       237. 

192  n.  (o)  8  M.  &  W.  806;  1  W.  P.  C.  331. 

(I)  Dav.  P.  C.  p.  399.     See,  also,  Lord  (p)  13  L.  T.  (N.  8.),  142. 

EUenboroogh  in  Huddart  v.   Qrim$hauH  Iq)  I  R.  P.  G.  30. 
Dav.  P.O.  265;  1  W.  P.  C.  86. 
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improvement  should  be  great.  It  is  sufficient  if  it  is  an  improve- 
ment at  aU."  (r) 

In  Haworth  v.  Hardcmtle,  («)  the  patent  was  for  an  invention 
of  machinery  for  taking  up  calicoes,  muslins,  linens,  and  other 
similar  fabrics  for  the  purpose  of  drying.  The  same  learned  judge 
gave  a  like  direction  to  the  jury,  who  found  that  the  machine  was 
new  and  useful  on  the  whole,  though  not  useful  in  some  cases ; 
and  the  Court  of  Common  Pleas,  on  argument  for  a  non-suit,  held 
the  direction  right  and  the  utility  sufficient. 

In  Tetley  v-  Eastony  (t)  Pollock,  C.B.,  said  :  "  It  is  not  necessary 
that  a  patent  should  be  so  useful  as  to  exclude  everything  else ; 
it  is  quite  sufficient  if  on  any  occasion  it  is  useful." 

In  PUmpton  v.  Malcolmaon,  (u)  Jessel,  M.R.,  said  :  '*  As  regards 
utility,  the  law  is  very  clear  that  a  small  amount  of  utility  will 
do.  There  are  so  many  authorities  on  the  subject  that  I  am 
almost  ashamed  to  mention  them,  but  nothing  can  be  better 
settled.  I  will  refer  without  reading  them  to  NeiUon  v.  Harford  {v) 
and  the  Household  Coal  and  Iron  Company  v.  NeiUon.  (w)  I  might 
refer  to  a  couple  dozen  cases  if  necessary  as  to  the  utility,  and 
they  all  shew  what  a  very  small  amount  will  do." 

So  likewise  in  Otto  v.  Linford,  (x)  the  same  eminent  judge  laid 
down  a  similar  rule  as  to  the  amount  of  utility  required  to  support 
a  patent  There  it  was  contended  that  one  of  the  patentee's 
claims  was  for  a  matter  which  was  useless ;  in  coming  to  another 
conclusion,  Jessel,  M.B.,  said :  ^^  Therefore  there  is  evidence  of 
utility.  It  is  very  small  indeed  as  regards  No.  1,  because  that 
is  not  the  one  which  proved  most  useful,  but  it  is  quite  sufficient 
for  the  support  of  a  patent,  and  as  to  this  question  of  utility  very 
Uttle  wiU  do." 

Again,  in  PhiUpott  v.  Hanbury,  (y)  Grove,  J.,  said :  '*  It  has  been 
decided  over  and  over  again  that  the  slightest  amount  of  utility 
(I  will  not  say  an  infinitesimal  scintilla,  but  a  very  slight  amount 
of  utility)  is  sufficient  to  sustain  a  patent." 

In  the  case  of  Badische  Anilin  und  Soda  Fabrik  v.  Levinstein,  (z) 
Lord  Halsbnry,  C,  citing  with  approval  the  above-quoted  dictum 
of  Alderson,  B.,  said :  *'  Baron  Alderson  once  said,  if  it  was  of  any 
use  to  the  public,  a  new  invention  could  not  be  said  to  be  void 

(r)  1  W.  P.  0.  p.  172.   Of.  Coleridge,  J.,  (ir)  1  W.  P.  C.  675. 

in  B€tU  V.  MenMiu,  14  Q.  B.  874.  (»)  46  L.  T.  (N.  S.),  41. 

(«}  1  Bing.  N.  G.  182;  4  Mo.  ft  So.  720.  (y)  8  B.  P.  0.  38.    See,  also,  Pirrie 

(0  Maor.  P.  0.  68.  v.  Yorh  Street  Flax  Co.  10  B.  P.  G.  89 ;  11 

(«)  L.  B.  8  G.  D.  582.  B.  P.  G.  429. 
(v)  1  W.  P.  0.  295.  (•)  12  App.  Ga.  712 ;  4  B.  P.  G.  462. 


122  UTILITY  OF  INVENTION. 

for  want  of  utility ;  and  an  admitted  contribution  to  the  useful  arts 
of  a  new  product  can  hardly  be  said  to  be  of  no  use." 

Utility  does  not  Depend  on  Satitf^iiig  an  Urgent  Fublio  Veed. — 
Sufficient  utility  may  exist  in  a  comparatively  trifling  invention 
to  make  it  good  subject-matter  for  protection  by  letters  patent. 
It  has  never  been  required  of  an  inventor  that  he  should  come 
to  the  Crown  only  with  a  discovery  of  urgent  necessity  to  the 
pubUc.  And  although  Sir  Edward  Coke  says  that  every  new 
manufacture  to  deserve  the  privilege  of  a  patent  must  have  urgens 
necessitas  and  evidens  tUilitas,  (a)  this^  in  the  light  of  the  authori- 
ties, is  clearly  too  severe  a  test.  A  new  toy  may  have  sufficient 
utility  to  support  a  patent.  ''  The  amusement  of  children  of  all 
ages/'  said  Eekewich,  J.,  in  Cole  v.  Saqui,  ^*  is  a  useful  thing,  and 
I  see  no  reason  why  a  top  should  not  be  regarded  as  having 
utility  for  the  purposes  of  a  patent  as  much  as  a  steam  engine 
or  any  other  more  important  machine."  (&) 

In  the  case  of  the  American  Braided  Wire  Company  v.  Thomson^ 
the  House  of  Lords  upheld  a  patent  for  improvements  in  the 
construction  of  ladies*  dress  improvers.  Lord  Herschell,  in  meet- 
ing the  objection  that  the  discovery  was  of  a  trifling  nature,  and 
not  of  something  important  to  the  public  good,  said :  *'  If  the 
demand  of  the  public  for  a  particular  article  of  dress  be  better 
met  by  a  new  combination  than  it  has  been  by  articles  previously 
in  use,  and  if  this  new  combination,  though  its  component  parts 
be  not  new,  required  some  exercise  of  the  inventive  faculty  to 
produce  it,  I  think  it  can  be  protected  by  a  patent,  though  it  may 
be  impossible  to  say  that  the  invention  is  important  or  necessary 
for  the  public  good."  (c) 

So  likewise  in  Young  v.  Boaenthal,  where  the  patent  was  for 
improvements  in  ladies'  corsets,  Orove,  J.,  said:  ''I  think  in  law 
utility  means  an  invention  better  than  the  preceding  knowledge  of 
the  trade  as  to  a  particular  fabric.  It  does  not  mean  abstract  utility. 
Therefore,  even  if  you  are  of  opinion  that  stays  are  very  bad  things, 
you  must  not  say  this  is  useless  because  stays  are  bad  things."  (d) 

An  invention  may  have  sufficient  utility  to  support  a  patent 
in  the  sense  of  producing  a  better  article  than  anything  of  the  like 
kind  previously  known  in  the  trade  to  which  it  relates,  even  when 
the  article  so  produced  is  better  in  one  respect  only,  and  actually 

(a)  3  Intl.  184.  6  B.  P.  C.  44. 

(6)  5  B.  P.  0.  495;  this  patent  was  (c)  6 B.  P.  0.  528. 

BnbseqnenUy  held  yoid  by  the  Court  of  (d)  1  B.  P.  C.  p.  84. 

Appeal,  fof  w^At  of  noyelty  and  invention; 


AMOUNT  OF  UTILITY  BEQUIBED.  123 

inferior  in  others.  For  suoh  an  invention  affords  the  public  a. 
larger  area  of  choice  in  the  particular  class  of  article,  and  some 
persons  may  prefer  the  same  article  with  one  quality  accentuated, 
others  with  another. 

Thus,  in  the  case  of  incandescent  gas  lighting,  a  mantle  of 
greater  rigidity  than  any  used  before  may  have,  by  reason  of 
that  quality,  a  patentable  utility,  even  although  this  result  is 
attained  by  a  process  causing  a  reduction  of  the  illuminating 
power  bebw  that  of  mantles  previously  known. 

Gonunenting  on  this  in  the  Welsbach  Incandescent  Gas  Light 
Company  v.  the  New  Incandescent  Company,  (e)  Buckley,  J.,  said : 
''Now,  utility  in  patent  law  does  not,  as  I  understand  it,  mean 
either  abstract  utility,  or  comparative  or  competitive  utility,  or 
commercial  utility.  It  was  described  by  Grove,  J.,  in  Young  v. 
Rosenthal,  (/)  as  meaning  an  invention  better  than  the  preceding 
knowledge  of  the  trade  as  to  a  particular  fabric.  I  adopt  this 
definition  if  the  word  'better'  be  understood  as  meaning  better 
in  some  respects  and  not  necessarily  better  in  every  respect ;  so 
that,  for  instance,  an  article  which  is  good,  though  not  so  good 
as  that  previously  known,  but  which  can  be  produced  more  cheaply 
by  another  process,  is  better  in  that  it  is  better  in  point  of  cost, 
idthough  not  so  good  in  point  of  quality.  So  here  I  conceive 
that  a  mantle  constructed,  according  to  prescription  No.  1,  of 
thorium  pure,  according  to  the  knowledge  of  1886,  and  which  gave 
only  3  candles,  or  pure  in  fact,  according  to  the  knowledge  of 
to-day,  and  giving  only  1*3  candle,  although  worse  as  an  illu- 
minating appliance  than  the  mantle  of  1885,  which  gave  4  or 
4'5  candles,  was  nevertheless  better  if  it  possessed  in  a  greater 
degree  the  qualities  of  rigidity,  durability,  or  stability.  I  may 
illustrate  this  by  saying  that,  in  point  of  fact,  subsequent  knowledge 
has  shewn  that  it  was  useful,  because  by  the  subsequent  discovery 
that  a  small  percentage  of  cerium  will  increase  its  luminosity,  the 
step  which  was  taken  in  1886  has  led  to  the  possibility  of  making 
subsequently,  in  1893,  a  mantle  which  is  not  only  durable  and 
stable,  but  possesses  also  high  illuminating  power.  Again,  I  may 
take  another  test  of  utility,  namely,  that  an  invention  is  useful 
for  the  purpo&s  of  the  patent  law,  when  the  public  are  thereby 
enabled  to  do  something  which  they  could  not  do  before,  or  to  do 
in  a  more  advantageous  manner  something  which  they  could  do 
before,  or,  to  express  it  in  another  way,  that  an  invention  is 
patentable  which  offers  the  public  a  useful  choice." 

(e)  17  R.  P.  C.  237  ;  16  T.  L.  R.  205.  (/)  1  R.  P.  0.  p.  34. 
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The  Utility  required  is  the  Utility  of  AIL— Although  a  slight 
amount  of  utility  will  aupport  a  patent,  all  that  the  patentee  dis* 
tinctly  claims  must  be  useful.  If  anything  claimed  by  him  as 
essential  is  useless,  the  patent  will  be  void.  For,  as  in  the  case 
of  novelty,  the  consideration  for  the  grant  is  the  utility  of  all 
claimed,  and  it  is  a  consideration  which  is  whole  and  indivisible. 
Therefore  if  bad  in  part  it  is  bad  in  all.  (g) 

In  Morgan  v.  Seaward,  (h)  Park,  B.,  said :  "  This  brings  me  to 
the  question  whether  this  patent,  which  suggests  that  certain 
inventions  are  improvements,  is  avoided  if  there  be  one  which  is 
not  so.  And  upon  the  authorities  we  feel  obliged  to  hold  that  the 
patent  is  void,  upon  the  ground  of  fraud  on  the  Crown,  without 
entering  into  the  question  whether  the  utility  of  each  and  every 
part  of  the  invention  is  essential  to  a  patent  where  such  utility  is 
not  suggested  in  the  patent  itself  as  the  ground  of  the  grant. 
That  a  false  suggestion  of  the  grantee  avoids  an  ordinary  grant 
of  lands  or  tenements  from  the  Grown  is  a  maxim  of  the  common 
law ;  and  such  a  grant  is  void  not  against  the  Grown  merely,  but 
in  a  suit  against  a  third  person."  (t) 

In  the  Ufdted  Horseshoe  and  Nail  Company  v.  The  Swedish 
Horse  Nail  Company,  {j)  Lord  Kinnear  said :  "  The  respondents 
particularly  maintain  that  the  patent  is  void,  because  it  claims  an 
invention  which  is  altogether  useless,  and  I  think,  upon  the 
decisions,  this  contention  is  well  founded.  The  defect  might  no 
doubt  be  remedied  by  disclaimer,  but  it  appears  to  me  settled  by 
the  case  of  Templeton  v.  Macfarlane,  (Jc)  and  others  in  the  same 
direction  that  while  the  sixth  claim  stands  as  a  separate  and 
distinct  claim  for  a  meritorious  invention,  the  patent  cannot  be 
sustained.  It  is  said  that  if  a  patent  be  taken  out  for  a  good 
and  new  invention  it  shall  not  be  invalidated  because  the  specifica- 
tion includes  some  minor  claim  which  turns  out  not  to  be  useful, 
provided  there  be  no  concealment,  and  that  is  a  perfectly  sound 
proposition ;  but  the  result  of  the  decision^  appears  to  be  that  the 
question  must  always  be  whether  the  useless  part  of  the  process 
or  apparatus  described  is  set  forth  in  the  patent  as  a  separate 
invention,  and,  therefore,  as  a  consideration  for  which  the  patent 
is  granted ;  and,  in  considering  the  patent,  I  am  linable  to  arrive 
at  any  other  conclusion  than  this,  that  the  patentee  does  set  forth 
this  very  minor  invention  as  part  of  the  consideration  for  which 

(9)  See  ante,  p.  17.  135 ;  JJeocke  v.  CSoo^,  5  Bing.  840. 

(h)  2  M.  &  W.  661 ;  1  W.  P.  0.  p.  196-  (i)  6  R.  P.  0. 8. 

(0  See,  alBO,  TraveU  v.  Carterei,  3  Lev.  (k)  1  H.  of  L.  Ca.  595. 
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he  is  to  get  his  patent  right,  and,  so  long  as  that  stands,  I  am 
unable  to  resist  the  effect  of  the  decisions." 

Vtility  not  Beqnired  in  a  Hon-efsential  Fart. — But  a  want  of 
utility  in  some  part  of  a  machine  which  is  not  essential  will  not 
vitiate  a  patent  for  the  whole. 

JuXetDts  y.  Marling,  (Z)  an  objection  was  taken  that  the  patentees 
claimed  as  part  of  their  invention  '^  a  proper  substance  to  brush 
the  clothy"  and  directed  plush  to  be  used  for  that  purpose ;  which 
brushing  contrivance  was  useless.  Subsequent  to  the  filing  of 
their  specification  the  patentees  had  discovered  that  the  brush 
could  be  dispensed  with,  and,  in  fact,  was  not  necessary  to  the  end 
in  view ;  and  it  was  proved  that  out  of  some  thousand  machines 
sold  by  them  none  had  this  apparatus  attached.  The  objection 
wafi  not  allowed  to  prevail.  Lord  Tenterden,  G.  J.,  said  :  ^'  As  to 
the  objection  on  the  ground  that  the  application  of  a  brush  was 
claimed  as  part  of  the  invention,  adverting  to  the  specification 
it  does  not  appear  that  the  patentee  says  the  brush  is  an  essential 
part  of  the  machine,  although  it  is  an  invention.  When  the 
plaintiff  applied  for  the  patent,  they  had  made  a  machine  to 
which  the  brush  was  affixed,  but  before  any  machine  was  made 
for  sale  they  discovered  it  to  be  unnecessary.  I  agree  that  if  the 
patentee  mentions  that  as  an  essential  ingredient  in  the  patent 
article  which  is  not  so,  nor  even  useful,  and  whereby  he  misleads 
the  public,  his  patent  may  be  void ;  but  it  would  be  very  hard 
to  say  that  this  patent  should  be  void  because  the  plaintiffs  claim 
to  be  the  inventors  of  a  certain  part  of  the  machine  not  described 
as  essential  and  which  turns  out  not  to  be  useful." 

Where  Several  Claims,  all  need  not  be  Equally  VsefuL — So  likewise 
it  is  no  objection  to  a  patent  claiming  several  things  to  shew  that 
all  the  claims  are  not  of  equal  utility,  provided  each  separate 
claim  contains  some  utility.  And  where  the  patentee  claims 
several  things,  some  of  which  are  obviously  useful,  the  Court  will 
be  disposed,  if  it  can  reasonably  do  so,  to  ascribe  utility  to  the 
more  doubtful  claims,  or  to  construe  them  as  subsidiary  to  the 
main  invention,  (m) 

"  It  is  very  old  patent  law,"  said  Kekewich,  J.,  in  Ehrlich  v. 
IhUe,  (n)  "  that  in  construing  different  parts  of  the  claim  where  you 
have  general  utility,  that  is,  utility  of  the  invention  as  a  whole,  you 
are  not  bound  to  prove  that  each  part  is  equally  useful.    Nor  is  it 

(0  1  W.  P.  0.  p.  495;  10  B.  A  0.  25.         10  B.  &  0.  22;  1  W.  P.  0.  493. 
(m)  BadUehe  v.  Uivin$Uin,  4  R.  P.  C.  (n)  5  B.  P.  0.  203. 

449(perLordUenchell);  UwU  v.  Marling, 
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a  fatal  objection  to  a  patentee's  claim  that  one  part  has  in  practice 
not  been  found  to  be  so  osefal  as  the  others,  so  that  it  has  dropped 
out  of  commercial  use." 

In  SiddeU  v.  Vickers^  (o)  the  plaintiff's  patent  was  for  an 
appliance  for  operating  upon  large  forgings.  In  his  specification 
the  plaintiff  claimed  three  processes  which,  though  capable  of 
combination,  had  for  some  purposes  to  be  treated  separately.  One 
was  a  process  by  which  a  lever  was  worked  by  means  of  attach- 
ment to  the  crane-wheel  above  it,  and  this  was  clearly  useful. 
The  defendants  themselves  had  used  and  were  using  it.  The  other 
two  processes  presented  some  difficulty.  One  of  these,  called  the 
gas-tongs  arrangement,  had  never  been  worked,  and  was  said  by 
the  defendants  to  be  useless.  The  other,  the  automatic  action  of 
the  wheel,  endless  chain,  and  lever,  had  been  but  little  used  and 
was  also  alleged  to  be  useless.  At  the  trial,  Eekewich,  J.,  came 
to  the  conclusion  that  the  real  objection  to  the  patent  was  that  two 
of  the  processes  were  not  so  useful  as  the  third,  and  held  there  was 
sufficient  utility  in  each  of  the  three  processes,  and,  on  appeal,  the 
judgment  below  was  affirmed. 

In  this  case  there  was  no  evidence  to  shew  that  either  of  the 
processes  objected  to  as  lacking  in  utility  could  not  be  put  into 
practical  operation.  The  only  question  was,  Gould  they  be  so 
worked  as  to  be  commercially  useful  ?  On  this  the  learned  judge 
said :  "  There  is  a  doubt  on  the  evidence  whether  the  automatic 
action  is  of  practical  value,  and  some  of  the  defendant's  witnesses, 
men  of  great  experience  and  learning,  whose  opinions  are  entitled 
to  the  highest  credit,  think  that  it  is  not.  They  are  met  by 
opinions  weighty,  if  not  of  equal  weight,  on  the  other  side ;  but  I 
have,  in  addition  to  those  opinions,  the  uncontradicted  statements 
of  a  witness,  fully  competent  to  use  his  eyes  and  to  form  conclu- 
sions, and  he  saw  this  machine  work.  Dr.  Hopkinson  tells  me  that 
he  witnessed  the  automatic  action  attempted  at  the  defendant's 
works,  and  that  it  did  turn  an  ingot  '  to  a  sensible  degree ' — '  to 
an  extent '  as  he  explained  it,  '  that  it  might  be  very  useful  in  the 
press.'  From  the  same  witness  and  others  I  must  conclude  that 
the  gas-tongs  arrangement,  as  it  has  been  styled,  will  work ;  and 
though  the  circumstances  under  which  it  might  be  conveniently 
applied  are  not  likely  to  frequently  occur,  so  that  this  arrangement 
will  probably  not  be  a  large  addition  to  the  practical  information 
of  manufacturers,  yet  it  seems  impossible  to  say  that  it  will  not 
work,  or  that  if  and  when  those  circumstances  do  occur,  it  might 

(o)  5  R.  P.  0.  pp.  96, 97. 
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not  nsefally  be  applied  to  them.  Both  these  prooesses,  as  well  as 
the  other,  secure  freedom  from  that  danger  which  appertained  to 
the  old  porter-bar  arrangement.  Both  are  more  or  less  portable, 
that  of  the  automatic  action  being  quite  as  portable  as  that  where 
the  lever  is  worked  by  a  crane,  and  the  automatic  action,  certainly 
the  gas-tongs  arrangement,  probably  shares  with  the  one  last 
mentioned  the  enormous  advantage  of  economy.  The  evidence 
that,  by  means  of  the  plaintiff's  processes,  that  is,  by  all  except 
the  gas-tongs  arrangement,  which  has  not  been  put  into  practice, 
the  employment  of  many  hands,  and  consequently  the  payment  of 
large  wages,  is  avoided,  is  overwhelming,  and,  indeed,  not  attempted 
to  be  denied/' 

The  Utility  Bequired  is  the  VtiUty  Suggested  by  the  Fatentea — 
At  the  same  time,  the  utility  required  is  utility  for  the  purpose  for 
which  the  invention  is  designed.  Usefulness  only  for  some  other 
collateral  purpose  is  not  sufficient.  If  the  patent  is  taken  out 
for  one  thing  it  will  not  save  it  to  shew  that  it  is  useful  for 
another,  (p)  Hence,  if  an  inventor  claims  that  his  invention  is 
capable  of  a  far  wider  application  than  is  in  fact  the  case,  its 
utility  to  a  limited  extent  will  not  in  such  case  save  the  patent 
firom  being  invalid. 

In  Emierbrook  v.  The  Oreat  Western  Railway  Company,  (q)  the 
patent  related  to  improvements  in  apparatus  for  actuating  rail- 
way points  or  signals.  It  was  proved  that,  though  useful  in 
application  to  points  that  were  simple,  where  the  points  were 
complex  the  invention  could  not  be  relied  on,  and  its  employ- 
ment was  in  fact  fraught  with  danger  to  the  public.  On  this 
Wills,  J.,  said:  ''The  specification  here  points  to  its  universal 
application  for  railway  signalling,  including  its  use  at  the  most 
complicated  junctions  and  sidings.  If  it  be  useful  for  one  very 
small  and  insignificant  section  of  its  proposed  work,  and  for  the 
rest  is,  as  in  my  opinion  it  is  proved  to  be,  fraught  with  danger 
and  death,  the  specification  is  bad,  as  not  distinguishing  between 
its  useful  and  useless  application.  It  is  as  consonant  with  good 
sense  as  I  believe  it  to  be  good  law,  that  an  inventor  who  invites 
the  indiscriminate  use  of  apparatus  sure  to  bring  about  disaster 
in  the  long  run,  if  generally  applied  according  to  his  invitation, 
cannot  maintain  a  patent  for  his  invention  because  it  will  do  some 
nBeful  work  at  places,  and  under  circumstances  where  mechanical 
appliances  for  preventing  conflict  of  signals  are  scarcely  necessary 
at  aU,  whilst  elsewhere  it  is  full  of  danger  to  the  public.*' 
(p)  OorMk  y.  Keene,  I  W.  P.  0.  506  (per  Tindal,  C.J.).  (q)  2  B.  P.  0.  201. 
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How  far  Von-nser  is  Evidence  of  Want  of  Utility. — The  fact  that 
an  invention  when  known  has  not  come  into  nse,  or  has  after  use 
been  abandoned  by  the  patentee  himself,  is  strong  presumptive 
evidence  of  want  of  utility. 

In  Hinks  v.  the  Safety  Lighting  Company,  (r)  Jessel,  M.B.,  said : 
"  The  thing  itself  "  (a  duplex  burner  for  lamps)  "  may  not  be  useful 
at  all,  and  I  am  not  sure  that  it  is.  .  •  .  The  reason  why  I  am 
not  sure  is  that  it  was  never  put  in  practice.  I  cannot  understand 
a  practical  lamp-maker  not  putting  in  practice  a  useful  burner  for 
80  many  years.  That  is  my  reason  for  doubting  its  utility,  and 
I  very  strongly  doubt  it." 

The  non-user  or  abandonment  of  an  invention  is  not,  how- 
ever, conclusive  proof  of  want  of  utility.  In  the  case  of  Otto  v. 
Linford,  (s)  this  matter  was  discussed  in  the  Court  of  Appeal. 
Jessel,  M.B.,  said:  ^'The  next  objection  is  that  there  was  no 
evidence  of  utility.  That  is  an  objection  of  the  most  moderate 
kind.  It  is  quite  true  that  it  has  been  said  that  it  is  primA 
facie  evidence  of  want  of  utility  if  you  do  not  make  and  vend 
your  machine ;  but  that  is  subject  to  this  observation,  that  you 
may  make  and  vend  an  improvement  upon  it,  and  if  you  have 
found  immediately  after  you  have  patented  your  invention  that 
it  can  be  improved,  it  does  not  by  any  means  shew  that  the 
first  invention  was  useless.  In  Renard  v.  Levinstein,  (t)  I  was 
counsel  for  the  defendant,  and  took  the  same  objection.  That 
was  an  invention  for  a  dye.  There  the  plaintiffs  never  sold 
an  ounce  of  dye  made  according  to  the  patent,  because  imme- 
diately afterwards  the  inventor  had  discovered  an  improvement, 
and  they  had  always  sold  the  improved  dye,  and  they  were 
obliged  to  call  a  witness  and  shew  they  had  made  a  few  ounces 
of  dye  and  tried  it,  and  that  it  would  dye.  The  answer  was  that 
under  the  circumstances  the  mere  fact  of  not  selling  the  original 
dye  was  nothing  at  all.  In  this  case  we  have  a  rather  stronger 
illustration,  because  the  inventor  has  patented  three  modifications, 
and  it  turns  out  that  what  he  had  used,  made,  and  sold,  have 
been  almost  entirely  No.  8's,  and  that  the  other  things  sold  have 
been  almost  entirely — not  quite — improvements  on  No.  1.  No.  1 
itself  does  not  appear  ever  to  have  been  sold;  but  the  plaintiff 
says  that  No.  1  wiU  work,  and  he  calls  witnesses  to  prove  it,  and 
there  is  no  evidence  on  the  other  side.    Of  course  nothing  could 

(r)  L.  B.  4  0.  D.  p.  616;  36  L.  J.  Oh.  (•)  46  L.  T.  (N.  S.),  36,  p.  41. 

p.  394;  Bee  alBo  Maenamara  v.  HuUe,CBX,  (t)  11  L.  T.  (N.  8.),  505;   2  H.  &  M. 

&  M.  471 ;  2  W.  P.  0.  292.  628 ;  13  W.  R.  382. 
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have  been  easier  for  the  other  side  than  calling  witnesses  who  had 
made  machines  according  to  No.  1 ;  therefore,  there  is  evidence  of 
utiUty." 

In  the  United  Telephone  Company  v.  Bassano,  (u)  it  was  con- 
tended by  the  defendants  that  a  portion  of  the  plaintiffs'  invention 
had  never  been  used  by  them,  and  was  in  fact  useless.  On  this 
North,  J.,  said :  "  The  third  point  raised  may  be  very  shortly 
disposed  of.  It  is  that  Edison's  invention,  especially  the  tension 
regulator  portion  thereof,  is  not  commercially  useful,  and  has 
never  been  in  actual  use.  If  this  be  so,  it  does  not  follow 
necessarily  that  the  patent  is  bad.  Lord  Maclaren  disposed  of 
that  argument  by  saying,  (v)  '^  It  does  not  appear  that  any  of 
the  mechanical  combinations  described  in  the  specification  came 
into  commercial  use,  probably,  because  as  may  happen  in  the 
history  of  even  the  most  original  and  valuable  inventions,  these 
ivere  immediately  superseded  by  simpler  constructions  involving 
the  same  principle." 

In  Erlich  v.  Ihlee,  (w)  where  the  patent  was  for  "  improvements 
in  mechanical  musical  instruments,"  the  patentee  claimed — 1 :  A 
rotative  music  sheet,  consisting  of  a  perforated  disc,  formed  to 
co-operate  with  valve  levers;  2.  The  same  disc,  but  formed  in 
two  parts,  so  that  a  longer  piece  of  music  might  be  played  (by 
means  of  changing  the  half-discs  while  the  instrument  was  in 
operation)  than  could  be  compressed  into  a  single  undivided  disc. 

It  was  contended  that  the  second  claim  was  bad  for  want  of 
utility,  on  the  ground  that  the  device  for  changing  the  half-discs  so 
as  to  play  a  longer  piece  of  music,  could  not  be  worked  in  practice ; 
and  that,  therefore,  the  patent  was  bad.  It  was  shewn,  by  a 
practical  experiment,  that  the  half-discs  could  be  made  to  work. 
But  it  was  proved  that  they  had  not  been  a  commercial  success, 
and  that  there  was  no  demand  for  this  form  of  the  machines  by 
the  public. 

Cotton,  L.J.,  in  refusing  to  adopt  this  objection  to  the  patent, 
said :  *'  It  was  said  that,  in  fact,  these  half-discs  had  not  been 
Boli  Well,  they  have  not  been.  They  have  not  been  a  com- 
mercial success ;  but  that  is  not  necessary.  In  my  opinion,  it  is 
not  necessary,  in  order  to  support  a  patent,  to  shew  that  all  that 
is  claimed  is  commercially  a  success.  If  it  can  be  practically 
used,  a  very  little  utility  is  sufficient  to  prevent  its  being  said 
that  there  has  been  a  deception  practised  by  taking  this  part  of 

(«)  3  B.  P.  C.  313.  Maclean,  9  B.  710. 

(v)  See     UnUed     TeUphone     Co,    y.  (w)  5  B.  P.  G.  198  and  437. 
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the  invention — the  invention  communioated  to  the  public  being 
the  consideration  in  respect  of  which  the  monopoly  is  granted."  (x) 

On  the  same  point,  Bowen,  L.J.,  after  commenting  on  the 
experiments  under  claim  two,  and  the  inconvenience  which 
appeared  to  attend  the  use  of  the  semi-circular  discs,  referred  to 
the  fact  that  it  was  now  possible  to  get  longer  pieces  of  music 
into  circular  discs  than  had  formerly  been  supposed  possible,  and 
laid  some  stress  on  this  in  construing  the  doubtful  claim.  His 
lordship  said:  ''The  truth  is,  that  with  regard  to  this  second 
claim  and  its  utility,  it  is  impossible  to  forget  that,  owing  to  the 
progress  in  the  manufacture  of  these  instruments,  it  has  been 
found  easy  and  practicable  to  compress  into  one  whole  circular 
disc,  most  of  the  music  which  it  is  desired  to  play  in  these 
instruments.  But,  nevertheless,  there  are  pieces  of  music,  I  dare 
say,  which  would  not  easily  be  compressed  within  the  compass  of 
the  circular  disc,  and  it  may  be  true  that,  for  the  purpose  of  the 
more  extensive  pieces  of  music,  the  use  of  semi-circular  discs 
would  be  necessary.  The  real  truth  is,  that  for  the  fair  construc- 
tion of  this  specification,  the  second  claim  is  one  which,  from  its 
very  character,  and  the  progress  of  the  manufacture,  has  become 
what  I  may  call  subsidiary  and  accidental ;  and  I  think  very  little 
utility,  therefore,  need  be  proved  to  make  this  second  claim  good, 
and  to  prevent  its  being  held  to  be  a  deception  of  the  Grown." 
After  quoting  Otto  v.  Lin/ord,  the  learned  Lord  Justice  proceeded : 
*'  I  think  the  second  claim  points  out  a  mode  of  using  this  novel 
and  useful  machine  which  widens  the  beneficial  result  you  obtain, 
and  enables  you — I  agree,  at  some  sacrifice,  it  may  be,  of  con- 
venience— ^but  still  enables  you,  in  the  instrument,  to  deal  with 
cases  which  it  otherwise  would  not  cover ;  and,  on  that  ground,  I 
think  the  second  claim  ought  to  be  supported."  (]/) 

In  Edison  v.  Holland,  (z)  it  was  contended,  on  behalf  of  the 
defendants,  that  the  plaintiff's  patent  was  bad,  because  no  suc- 
cessful incandescent  lamps  had  ever  been  made  according  to  the 
specification.  It  appeared  from  the  evidence  that,  owing  to  subse- 
quent improvements  in  the  process,  this,  in  fact,  was  so.  The 
Court  of  Appeal,  however,  declined  to  recognize  this  as  proof  of 
absence  of  utility.  Cotton,  LJ.,  said:  ''A  patent  is  not  to  be 
defeated  simply  because  subsequent  inventions  improve  the 
patented  article,  or  because,  in  consequence  of  subsequent  im- 
provements, no  article  was,  in  fact,  made  in  accordance  with  the 
specification." 

(»)  5  B.  0.  P.  p.  450.  (y)  Ibid.  p.  455.  (f)  6  R.  P.  0.  243,  p.  277. 
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Fublio  Appreciation  is  Evidenee  of  Vtility. — It  is  evidence  of  the 
utility  of  an  invention  to  shew  that  the  pnblic  have  appreciated  its 
valne,  and  that  large  sales  have  been  effected,  (a) 

In  Cornish  v.  Keene,  (b)  Tindal,  C.  J.,  said :  ''  It  is  an  observa- 
tion not  to  be  lost  sight  of,  that  the  No.  3  article  is  one  which, 
according  to  the  testimony  of  this  witness  as  well  as  another,  has 
had  an  extensive  sale,  and  by  having  had  an  extensive  sale,  we  are 
at  liberty  to  ask  ourselves  how  it  obtained  that ;  and,  although 
certainly  the  circumstances  of  its  being  considerably  cheaper 
would  go  a  great  way  to  account  for  that,  it  would  not  go  the 
whole  way.  Therefore,  you  must  ask  yourselves  whether,  in 
making  braces,  garters,  and  other  articles  for  which  this  web  was 
originally  intended,  and  before  the  improvement  was  applied  by 
the  public,  this  has  made  an  improvement  upon  it  before  the 
patent  was  applied,  and  is  more  beneficial  and  useful  to  the  public 
than  the  other  was." 

In  Ehrlich  v.  IhUe,  (c)  Cotton,  L.J.,  discussing  the  question  of 
the  utility  of  the  invention,  said :  **  One  great  point  in  its  favour  is 
this,  that,  on  the  evidence,  since  this  machine  has  been  introduced 
an  enormous  number  have  been  sold,  and  the  old  machines,  which 
worked  by  the  bands,  have  become  a  drug  in  the  market ;  and  to 
those  who  delight  in  such  musical  instruments,  there  can  be  no 
greater  proof  that  this  invention  was  useful,  taken  as  a  whole." 
And  in  Cole  v.  Saqui,  (d)  Eekewich,  J.,  said :  '*  When  a  man  proves 
that,  in  the  course  of,  I  think,  rather  less  than  two  years,  he  has 
sold  5448  dozens  of  this  new  toy — sold,  I  think  we  are  entitled  to 
assume,  for  the  amusement  of  those  for  whom  it  is  intended — I 
think  that  is  strong  evidence  of  utility,  and  conclusive  imtil  it  is 
contradicted." 

Commercial  Value  not  Essential. — At  the  same  time,  an  invention 
may  be  useful  in  the  sense  that  will  support  a  patent,  although,  at 
the  time  of  the  discovery,  it  cannot  be  made  immediately  com- 
mercially valuable. 

In  Badische  v.  Levinstein,  (e)  Lord  Herschell  said :  "  I  do  not 
think  it  is  a  correct  test  of  utility  to  inquire  whether  the  invented 
product  was,  at  the  time  of  the  patent,  likely  to  be  in  commercial 
demand,  or  capable  of  being  produced  at  a  cost  which  would  make 
it  a  profitable  speculation  to  manufacture  it.  The  demand  for  a 
particular  colour  depends  upon   changing  fashion  and  passing 

(a)  TeOey  ▼.  Eadan,  Maor.  P.  0.  68.  (0)  12  App.  Ga.  p.  719;  4  H.  P.  0.  p. 

(h)  1  W.  P.  C.  pp.  506,  507.  466.    Of.  Kekewioh,   J.,   in   Siddell   v. 

(c)  5  B.  P.  C.  449.  Viekerh  5  E.  P.  C.  06. 

(d)  5  B.  P.  C.  495. 
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moods  of  fancy.  The  one  which  to-day  may  be  in  large  demand, 
may  to-morrow  be  a  drug  on  the  market  Again,  a  process  which, 
at  one  time  could  not  be  worked  at  a  profit  on  account  of  the 
expense  of  the  materials  employed,  may  shortly  afterwards  be  so 
worked  by  reason  of  a  diminution  in  the  cost  of  those  materials. 
Is  the  person  who  patents  such  a  process  to  be  deprived  of  all 
benefit  of  his  invention  when  it  becomes  a  commercial  success, 
because  at  the  time  the  patent  was  granted  it  could  not  be  worked 
at  a  profit?  There  are  abundant  perils  already  in  the  path  of 
every  inventor,  and  I  am  not  disposed  to  add  to  their  number 
unless  compelled  to  do  so." 

On  the  same  point  Lord  Halsbury,  C,  expressed  a  similar 
opinion.  '*  The  element  of  commercial  pecuniary  success  has,  as 
it  appears  to  me,  no  relation  to  the  question  of  utility  in  patent 
law  generally,  though,  of  course,  where  the  question  is  of  improve- 
ment by  reason  of  cheaper  production,  such  a  consideration  is  of 
the  very  essence  of  the  patent  itself,  and  the  thing  claimed  has 
not  really  been  invented  unless  that  condition  is  fulfilled."  (/) 

In  Edison  v.  HoUa/nd,  (g)  Cotton,  L.J.,  in  refusing  to  admit 
commercial  value  as  a  test  of  utility,  said  that  commercial  utility 
was  a  new  term  in  patent  law. 

''A  patent,"  said  Charles,  J.,  in  Wilson  v.  Union  Oil  Mills 
Company y  "  may  be  a  patent  for  a  useful  article ;  it  may  satisfy 
the  condition  of  utility,  although  it  may  be  so  expensive  as  to  be 
commercially  useless.  That  is  not  the  test  at  all.  The  question 
is,  does  it  do,  when  put  in  practice  by  a  competent  man,  what  it 
assumes  to  do  ?    That  is  the  test  of  utility."  (h) 

(/)  4  R.  P.  0.  p.  462;   12  App.  Ck  (g)  6  B.  P.  0.  257. 

p.  712.  (h)  9  R.  P.  0.,  p.  70. 
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CHAPTER  IX. 

ALL   SUBJBCT-BfATTER  MUST   BE   THE   RESULT   OF  INVENTION. 

InTention  SeceMary. — It  is  not  every  new  and  useful  manufacture 
which  can  be  made  the  subject  of  a  patent  monopoly.  To 
be  patentable,  a  manufacture  must  not  only  be  useful  and  new 
in  the  sense  of  not  having  been  done  before,  it  must  also  be 
new  in  the  sense  of  lying  sufficiently  outside  the  beaten  track 
to  make  it  not  a  matter  of  course  that  the  public  sooner  or 
later  would  have  stumbled  upon  it  without  the  aid  of  an  in- 
ventor. It  must  not  be  something  which  would  naturally  sug- 
gest itself  to  any  one  using  an  invention  already  knovm,  from 
the  use  of  that  invention,  (a)  It  must  be  something  found  out 
which  is  not  included  in  the  already  existing  stock  of  public 
knowledge  upon  the  subject  with  which  it  deals.  It  must  be 
something  which  a  person  of  average  intelligence  possessed  of 
that  knowledge  could  not  have  done  without  the  exercise  on 
his  part  of  a  special  ingenuity.  (6)  It  must  mean  a  difficulty 
overcome  ;(c)  in  a  word,  it  must  be  the  result  of  independent 
invention,  (d) 

The  word  "invention"  is  not  to  be  found  in  the  Statute  of 
Monopolies ; "  (e)  its  use,  however,  as  applied  to  the  subject- 
matter  of  monopolies  is  older  than  that  Act.  In  Darcy  v.  Allin(f) 
the  famous  case  of  monopolies,  it  is  laid  down  that  a  monopoly 
may  lawfully  be  granted  to  any  man  who  brings  any  new  trade 
into  the  realm  by  his  own  wit  or  invention ;  while  in  the  case  of 

(a)  F^«ftmY.^8M2(iea,7B.P.C.p.305:  (e)  The   word   « Invention"   in    the 

BIdcey  ▼.  Laihamj  6  B.  P.  0. 187.  Patents  Act,  1888  (see  s.  46),  means  any 

(6)  For  this  purpose  the  knowledge  manner  of  new  mannfactore,  the  subject 

pteTailing  in  a  kindred  trade  is  material,  of  letters  patent  and  grant  of  privilege 

See  iSbato  v.  Barton,  12  R.  P.  0.  282.  within  s.  6  of  the  Statute  of  Monopolies. 

(e)  WiUianu  v.  Nye,  7  R.  P.  C.  p.  67.  See  Gadd  v.  Mayor  of  Mawskevter,  9  R.  P. 

(d)  Morgan  v.  Windover,  7  R.  P.  C.  C.  624. 
pp.  134, 137.  (/)  Noy,  182;  see  ante,  p.  5. 
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the  Clothworkers  oflpsmch  (9)  it  is  said  that  a  monopoly  may  be 
granted  of  a  new  invention.  The  requirement  that  a  grantee  of 
valid  letters  patent  must  have  exercised  inventive  ingenuity  is 
therefore  incorporated  in  the  Statute  of  Monopolies  by  the  proviso 
saving  the  pre-established  rules  of  the  common  law. 

That  the  rule  of  law  requiring  ingenuity  in  every  patented 
invention  is  weU  founded  in  reason^  is  also  apparent  from  the 
circumstance  that  patent  monopolies  are  only  supported  by  the 
law  as  an  encouragement  to  enterprising  persons  to  find  out  new 
devices  beneficial  to  the  trade  and  industrial  prosperity  of  the 
country.  Manifestly  this  whole  purpose  would  be  frustrated  if  a 
patent  might  be  granted  for  an  invention  "  so  easy  that  any  fool 
could  do  it/'  to  use  the  words  of  Lord  Esher^  M.B.,  in  the  Edison 
Phonograph  Company  v.  Smith,  (h)  To  encourage  such  inventors 
would  not  promote,  but  only  hamper  and  impede  industrial  pro- 
gress by  conferring  exceptional  privileges  on  persons  who  had  not 
earned  them  by  any  exceptional  merit. 

There  can  then  be  no  subject-matter  for  a  patent  where  there 
is  not  something  invented.  In  one  sense,  no  doubt,  to  say  that 
there  must  be  some  invention  is  only  another  way  of  saying  that 
there  must  be  novelty  in  what  the  patentee  claims  to  monopolise ; 
and  inasmuch  as  a  '^  manufacture  *'  may  be  new  in  the  popular 
sense,  and  yet  not  patentable,  the  test  of  invention  was  at  one 
time  applied  by  the  Courts  usually  as  a  means  of  ascertaining 
whether  or  not  a  manufacture  was  new  within  the  meaning  which 
the  patent  law  attaches  to  that  word. 

It  wiU,  however,  be  more  convenient  to  consider  the  subject 
of  invention  under  a  separate  heading  than  to  treat  it  merely  as 
a  branch  of  the  subject  of  novelty,  as  the  tendency  in  all  the  later 
decisions  has  been  to  regard  invention  as  a  distinct  and  essential 
characteristic. 

The  question  whether  or  not  any  alleged  discovery  so  involves 
invention  as  to  make  it  good  subject-matter,  is  in  all  cases  a 
question  of  fact,  (t) 

In  Lyon  v.  Goddardy  Bowen,  L.J.,  thus  laid  down  this  pro- 
position :  "  The  question  whether  there  is  ingenuity  in  the  matter 
of  a  patent  is  a  question  of  fact  Has  there  been  an  exercise  of 
the  inventive  faculties  ?  That  depends  on  a  true  view  of  all  the 
circumstances,  and  it  cannot  be  governed,  in  any  one  case, 
by  a   finding   of    fact   on   a    totally  different    invention,  by  a 

(g)  Godb.  252.  (t)  Lyon  v.  Ooddard,  10  B.  P.  C.  p. 

(h)  11  B.  P.  0.  398.  834. 
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tribonal  like  the  House  of  Lords.  We  must  apply  oar  mind  to 
the  specific  facts  in  the  case  before  us;  and  nothing  is  more 
pernicious  or  likely  to  lead  the  Court  astray,  than  when  it  has  to 
decide  a  question  of  fact  in  one  case  to  wander  into  another  case ; 
to  look  at  the  decision  of  fact  in  that  case,  and  then  to  see  what 
differentiations  there  can  be  between  the  facts  in  the  cited  case 
and  the  one  before  the  Court.  The  Court  that  travels  on  these 
lines  always  goes  wrong."  (j) 

Invention  means  more  than  Vovelty. — ^Mete  novelty  in  the 
popular  sense,  then,  will  not  support  a  patent;  there  must,  in 
addition,  be  some  difficulty  overcome. 

In  Britain  v.  Hirach,  (h)  the  patent  was  for  a  mechanical  top, 
in  the  form  of  a  ballet  girl  or  other  figure,  with  a  spinning 
mechanism  within.  It  was  argued  that  this  was  new,  and,  there- 
fore, good  subject-matter.  The  Court  of  Appeal  declined  to  adopt 
this  view.  *'I  do  not  agree,"  said  Cotton,  L.J.,  "with  the  view 
that  when  anything  is  done  which  has  not  been  done  before,  that 
is  sufficient  to  justify  a  patent  being  obtained  for  it  In  my 
opinion,  it  must  be  a  question  of  whether  there  is  sufficient 
invention  to  justify  a  monopoly  being  granted  by  the  Crown  in 
the  particular  thing." 

In  Lane  Fox  v.  Kensington,  cfec,  Lighting  Company,  (I)  Lindley, 
L.J.,  said :  "  An  invention  is  not  the  same  thing  as  a  discovery. 
When  Volta  discovered  the  effect  of  an  electric  current  from  the 
battery  on  a  firog's  leg  he  made  a. great  discovery,  but  no  patent- 
able invention.  Again,  a  man  who  discovers  that  a  known 
machine  can  produce  effects  which  no  one  knew  could  be  produced 
by  it  before,  may  make  a  great  and  useful  discovery,  but  if  he 
does  no  more,  his  discovery  is  not  a  patentable  invention,  (m)  He 
has  added  nothing  but  knowledge  to  what  previously  existed.  A 
patentee  must  do  something  more ;  he  must  make  some  addition, 
not  only  to  knowledge,  but  to  previously  known  inventions,  and 
must  use  his  knowledge  and  ingenuity  so  as  to  produce  either  a 
new  and  useful  thing  or  result,  or  a  new  method  of  producing  an 
old  thing  or  result.  On  the  one  hand  the  discovery  that  a  known 
thing — such,  for  example,  as  a  Plante  battery— can  be  used  for  a 

U)  10  R  P.  0.  pp.  845,  346.  («)  Britain  v.  JHrw^  5  B.  P.  0.  226 

(h)  5  B.  P.  G.  226.    See,  also.  Cole  v.  (at  232);    Harvfood   y.  OrwU    NoHhem 

Sapdj  6  B.  P.  G.  p.  44,  ''There  most  RaUufay  Co.  11  H.  L.  G.  654;  Horion  t. 

be  8ome  ingenuitj  in  that  which  is  oew "  Mabon,  12  G.  B.  (N.  S.)*  437 ;  Saxby  v. 

(per  Liodley,  L.J.).  QhueetUr  Wagg<m  Co,  L.  B.  7  Q.  B.  D. 

(I)  9  B.  P.  G.  416 ;  [1892]  3  Gh.  p.  428 ;  305. 

67  L.  T.  440. 
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useful  purpose  for  which  it  has  never  been  used  before,  is  not 
alone  a  patentable  invention ;  but,  on  the  other  hand,  the  discovery 
how  to  use  such  a  thing  for  such  a  purpose  will  be  a  patentable 
invention  if  there  is  novelty  in  the  mode  of  using  it  as  distin- 
guished from  novelty  of  purpose,  or  if  any  new  modification  of 
the  thing  or  any  new  appliance  is  necessary  for  using  it  for 
its  new  purpose,  and  if  such  mode  of  user,  or  modification,  or 
appliance  involves  any  appreciable  merit.  It  is  often  extremely 
difficult  to  draw  the  line  between  patentable  inventions  and  non- 
patentable  discoveries."  (n) 

In  Riekmann  v.  Thierry ,  (o)  Lord  Halsbury,  in  the  course  of  the 
argument  in  the  House  of  Lords,  said :  **  A  thing  may  be  new,  but 
unless  it  has  some  invention  it  is  not  patentable."  {p)  And  Lord 
Davey,  in  the  same  case,  in  dealing  with  the  argument  of  counsel 
for  the  patentees,  said :  ''  If  the  learned  counsel  meant  only  that 
a  new  and  useful  article,  in  the  production  of  which  there  is 
invention,  is  the  proper  subject  of  a  patent,  I  suppose  nobody  will 
disagree  with  him.  But  if  he  means  that  an  article  which  is  new 
to  the  market  is,  therefore,  proper  subject-matter  for  a  patent, 
irrespective  of  the  question  whether  the  production  of  it  was  the 
result  of  invention,  I  do  not  agree,  and  I  am  of  opinion  that  it  is 
not  the  law."  {q) 

In  Qadd  v.  The  Mayor  of  Manchester^  (r)  the  plaintiffs  invention 
consisted  in  the  application  of  a  contrivance  of  chains  and  pulleys 
to  the  bottom  of  a  gasometer  so  as  to  secure  that  the  bottom  edges 
should  rise  evenly  as  the  gasometer  filled,  and  prevent  it  leaning 
out  of  the  perpendicular  and  losing  its  stability.  This  object  had 
formerly  been  attained  by  the  erection  of  an  outside  framework,  in 
which  the  gasometer  rose  and  fell.  It  was  proved  that  the  plaintiffs 
contrivance  was  already  known  in  connection  with  pontoons  and 
floating  docks,  and  argued  that  its  application  to  gasometers  was 
so  analogous  to  the  known  use  as  not  to  be  subject-matter  for  a 
patent.  But  the  Court  of  Appeal  (reversing  Eekewich,  J.)  held 
that  the  practical  difficulties  to  be  overcome  in  the  application  of 
this  known  contrivance  to  gasometers  were  such  as  to  involve 
experiment  even  by  a  skilled  person ;  to  require,  in  fact,  inven- 
tion, and  that  the  plaintiffs  patent  was  good  subject-matter. 
Lindley,  L. J.,  said,  "  A  patent  for  the  mere  new  use  of  a  known 
contrivance,  without  any  additional  ingenuity  in  overcoming  fresh 

(n)  See,  also,  Mo^er  y.  Mandm,  10  R.  (p)  Ibid.  p.  114. 

P.  0.  358.  (g)  Ibid.  p.  121. 

(0)  14  B.  P.  C.  105.  (r)  9  R.  P.  0.  516. 
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difficulties^  is  bad^  and  cannot  be  supported.  If  the  new  use 
involves  no  ingenuity,  but  is  in  manner  and  purpose  analogous 
to  the  old  use,  although  not  quite  the  same,  there  is  no  invention ; 
no  manner  of  new  manufacture  within  the  meaning  of  the  Statute 
of  James.  On  the  other  hand,  a  patent  for  a  new  use  of  a  known 
contrivance  is  good,  and  can  be  supported  if  the  new  use  involves 
practical  difficulties  which  the  patentee  has  been  the  first  to  see 
and  overcome  by  some  ingenuity  of  his  own.  («)  An  improved 
thing  produced  by  a  new  and  ingenious  application  of  a  known 
contrivance  to  an  old  thing,  is  a  manner  of  new  manufacture 
within  the  meaning  of  the  Statute.  ...  If,  practically  speaking, 
there  are  no  difficulties  to  be  overcome  in  adapting  an  old  con- 
triyance  to  a  new  purpose,  there  can  be  no  ingenuity  in  over- 
coming them,  there  will  be  no  invention,  and  the  first  rule  will 
apply.  The  same  rule  will,  I  apprehend,  also  apply  to  cases  in 
which  the  mode  of  overcoming  the  so-called  difficulties  is  so 
obvious  to  every  one  of  ordinary  intelligence  and  acquaintance 
with  the  subject-matter  of  the  patent,  as  to  present  no  difficulty 
to  any  such  person.  Such  cases  present  no  real  difficulty  to 
people  conversant  with  the  matter  in  hand,  and  admit  of  no 
sufficient  ingenuity  to  support  a  patent.  If,  in  these  two  classes 
of  cases,  patents  could  be  supported,  they  would  be  intolerable 
nuisances  and  would  seriously  impede  all  improvements  in  the 
practical  application  of  common  knowledge.  They  would  be 
mischievous  to  the  State,  to  use  the  expression  in  the  Statute  of 
James."  (t) 

In  NicoU  V.  Swears,  (u)  the  invention  was  for  a  safety  skirt  in 
ladies'  riding-habits.  A  safety  skirt  with  a  burstable  seam  part 
of  the  way  up,  so  contrived  that  if  the  seam  caught  in  the 
pommels  it  would  burst  and  release  the  habit,  had  been  patented 
before.  The  plaintiff's  alleged  invention  was  a  skirt  with  a 
burstable  seam  the  whole  way  up,  so  contrived  that  if  the  rider 
were  thrown  and  the  skirt  caught  on  the  pommels  the  seam 
would  yield  and  the  rider  fall  clear  of  the  skirt.  On  this  Wright, 
J.,  said :  (i?)  "  It  is  a  mere  discovery  demonstrative  of  a  perfectly 
old  and  perfectly  obvious  contrivance  used  for  the  very  purpose 
to  a  certain  extent,  but  used  more  usefully  for  the  old  purpose 
than  was  known  before.  That  is  not  enough  to  constitute  an 
invention.  At  most  it  was  a  discovery  that  this  old  contrivance 
for  an  old  purpose  worked  better  if  it  was  carried  a  little  further, 

(«)  See  WUUams  t.  A^,  7  B.  P.  C.  67.  (i*)  10  R.  P.  C.  2'40. 

(0  9  B.  P.  0.  p.  524.  (v)  Ibid.  p.  244. 
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and  if  it  entirely  released  the  lady  from  the  skirt  instead  of 
releasing  the  skirt  from « the  pommel.  I  do  not  think  that  is 
sufficient  matter  for  a  patent." 

If  Invention  is  proved  the  Amount  is  not  Material. — ^In  deter- 
mining whether  or  not  a  discovery  is  patentable,  the  Goort,  if 
satisfied  that  some  independent  invention  has  been  required  to 
accomplish  it,  will  not  enquire  minutely  into  the  amount  of  labour 
or  the  degree  of  ingenuity  involved ;  any  substantial  {tv)  exercise 
of  the  inventive  faculty  is  enough. 

In  Liardet  v.  Johnson,  (x)  Lord  Mansfield  said  that  inventions 
were  of  various  kinds ;  some  depended  on  the  results  of  figuring, 
others  on  mechanism,  etc.,  others  depended  on  no  reason,  no 
theory,  but  a  lucky  discovery ;  and  that  water-tabbies  were  dis- 
covered by  a  man  spitting  on  the  floor. 

Similarly  in  Crane  v.  Price,  (y)  Tindal,  C. J.,  said :  "  In  point 
of  law  the  labour  of  thought,  or  experiments,  and  the  expenditure 
of  money  are  not  the  essential  grounds  of  consideration  on  which 
the  question,  whether  the  invention  is  or  is  not  the  subject  of  a 
patent  ought  to  depend.  For  if  the  invention  be  new  and  useful 
to  the  public,  it  is  not  material  whether  it  be  the  result  of  long 
experiments  and  profound  research,  or  whether  of  some  sudden 
and  lucky  thought,  or  mere  accidental  discovery." 

Likewise  in  Muntz's  Patent,  (z)  Lord  Brougham  said  :  "  Some 
of  the  most  important  inventions  that  have  been  made  by  the 
result  of  experience  and  ingenuity,  applied  to  practical  subjects, 
have  been  made  with  the  utmost  simplicity,  to  the  greatly  increased 
benefits  of  mankind." 

In  Murray  Y.  Clayton,  (a)  James,  L.J.,  said :  **  The  machine,  too, 
when  produced,  is  so  simple,  and  so  completely  adapted  to  effect 
its  object,  that  one  feels  disposed  to  wonder  how  people  could  have 
gone  on  for  thousands  of  years  making  bricks  without  ever  having 
thought  of  it ;  but  that  is  the  case  with  many  noted  inventions — 
when  the  thing  is  once  hit  it  seems  a  marvel  that  it  was  not  hit 
before." 

In  Otto  V.  Lmford,  (b)  Jessel,  M.R.,  adverting  to  the  objection 
that  the  plaintiff's  invention  was  too  simple  to  support  a  patent, 
said :  **  It  may  appear  very  simple  when  it  is  known ;  most  great 
inventions  do  appear  to  be  very  simple  when  they  are  known." 

(«)  Per  Cotton,  L.J.,  in  Williams  v.  87;  4  M.  &  G.  p.  605. 
Nye,  7  B.  P.  C.  67.  («)  2  W.  P.  C.  119. 

(«)  BuU,  N.  P.  76.    See,  also,  B<mUon  (o)  L.  B.  7  Ch.  683. 

V.  Bull,  2  H.  Bl.  487.  (ft)  46  L.  T.  (N.  8.),  39. 

(y)  1  W.  P.  C.  411 ;   12  L.  J.  C.  P.  p. 
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In  Vickers  v.  SiddeU,  (c)  a  case  where  the  patent,  though  on  the 
border  line,  was  held  good,  Lord  Herschell  said :  '*  If  the  apparatus 
be  valuable  by  reason  of  its  simplicity,  there  is  a  danger  of  being 
misled  by  that  very  simplicity  into  the  belief  that  no  invention 
was  needed  to  produce  it.  But  experience  has  shewn  that  not  a 
few  inventions,  some  of  which  have  revolutionised  the  industries  of 
this  country,  have  been  of  so  simple  a  character  that  when  once 
they  were  made  known  it  was  difficult  to  understand  how  the  idea 
had  been  so  long  in  presenting  itself,  or  not  to  believe  that  they 
must  have  been  obvious  to  every  one.'' 

Again,  in  Bkkman  v.  Thierry^  Lord  Halsbury,  C,  said :  "  It  is 
certainly  quite  true  that  mere  simplicity  will  not  prevent  there 
being  invention.  It  is  often  justly  urged  in  favour  of  a  patent  that 
its  very  simplicity  is  the  merit  of  the  invention ; "  and  again, 
"  No  smallness  or  simplicity  will  prevent  a  patent  being  good."  {d) 

In  Hayward  v.  Hamilton^  («)  the  Court  of  Appeal  went  further 
than  has  perhaps  been  done  in  any  other  case  in  supporting  a 
patent  the  vaUdity  of  which  was  challenged  for  want  of  invention.  (/) 
There  the  patent  was  for  improvements  in  pavement  lights. 
The  object  of  the  invention  was  the  lighting  of  rooms  from  above 
which  were  not  immediately  under  the  lighting  apertures,  but 
which  had  windows  facing  into  a  covered  area,  from  the  roof  of 
which  the  light  came.  For  this  purpose  it  was  necessary  to  throw 
the  rays  of  light  sideways.  This  was  achieved  by  the  use  of  glass 
in  prismatic  form,  through  which  the  light  was  deflected  at  an 
angle  so  as  to  fall  into  the  chamber  which  it  was  desired  to  light. 
It  was  objected  that  the  prism  was  old,  and  the  frame-work  old, 
and  that  there  was  no  invention  in  the  combination.  The  use 
of  the  prism  let  into  the  decks  of  ships  for  the  purpose  of  lighting 
cabins  was  relied  upon  as  proof  of  anticipation;  but  the  Court 
held  that  the  prism  here  being  used  to  throw  light  in  a  special 
direction,  and  being  in  its  shape  different  from  the  prism  lights 
let  into  ship  cabins,  was  the  result  of  sufficient  invention  to 
support  a  patent  Bramwell,  L.J.,  said :  ''  I  think  the  plaintiff  is 
an  inventor.  I  think  he  has  found  out  and  manufactured  and 
patented  a  thing,  an  article,  namely,  a  light-directing  pavement 
light.  I  do  not  think  there  is  any  very  great  quantity  of  invention 
in  it ;  it  is  not  as  though  a  man  had  set  himself  down  to  consider 
how  he  could  make  a  sewing  machine,  or  a  grain-pressing  machine ; 


(c)  7  R.  P.  C.  292,  at  p.  804. 
id)  HR.  P.  0.115. 
(«)  Griff.  P.  0.  115. 


(/)  Per    Lopes,    L.J.,    ia  Blakey   v. 
Laihm,  6  R.  P.  G.  189. 


140  INVENTION. 

it  is  a  much  humbler  piece  of  invention  than  that>  and  it  may 
possibly  be  nothing  more  than  that  the  idea  struck  him,  and 
immediately  the  idea  struck  him  he  could  apply  it  or  carry  it 
into  execution  by  a  very  obvious  apparatus.  But  still  it  is  an 
invention,  and  it  is  not  the  less  an  invention  because  it  required 
but  small  inyentive  powers  to  enable  him  to  do  it.  One  may  take 
an  illustration  in  this  way :  the  screw  propeller.  I  suppose  every- 
body knew  that  a  screw  used  as  it  was  would  act  in  the  way  a 
screw  propeller  does ;  but  the  man  who  thought  of  it,  and  applied 
it  to  a  steamboat,  which  I  suppose  anybody  could  have  done, 
if  the  idea  suggested  itself  to  him,  would  have  been  called  the 
inventor  of  a  screw  propeller,  or  screw-propelling  steamboat,  as 
the  case  may  be.  It  does  not  depend  upon  the  quantity  of 
invention."  (g) 

Tests  of  Invention :  Pablic  Appreciation. — While  the  mere  sim- 
plicity of  a  discovery  which  in  fact  involves  some  invention  is 
no  objection  to  a  patent  therefor,  many  cases  arise  in  which  the 
change  effected  by  the  patentee  is  so  slight  as  to  make  it  a  matter 
of  difficulty  to  determine  whether  or  not  any  inventive  ingenuity 
was  required  to  accomplish  it.  In  such  cases  the  Court  will  give 
weight,  in  favour  of  the  patentee,  to  the  circumstance  that  a  want 
long  felt,  and  not  supplied,  has  been  met  by  the  discovery,  (h) 

In  Hinks  v.  the  Safety  Lighting  Company ,  (t)  where  the  point 
of  the  invention  was  the  substitution  of  a  round  for  a  flat  wick, 
Jessel,  M.B.,  said :  '*  Where  a  slight  alteration  in  a  combination 
turns  that  which  was  practically  useless  before  into  that  which  is 
very  useful  and  very  important,  judges  have  considered  that  though 
the  invention  was  small,  yet  the  result  was  so  great  as  fairly  to 
be  the  subject  of  a  patent ;  and,  as  far  as  a  rough  test  goes,  I  know 
no  better." 

In  Lyon  v.  Goddard,  (j)  Lord  Esher,  M.R.,  said :  "  When  he  (the 
patentee)  found  it  out  aU  mechanicians  can  say  at  once,  '  Dear  me, 
what  a  simple  thing ;  it  did  not  require  any  invention  for  him  to 
do  it ; '  but  the  answer  to  that  is,  and  must  be  always,  this — *  The 
thing  was  wanted ;  there  was  a  thing  which  would  not  do  what 
was  wanted ;  by  finding  out  some  small  addition  I  have  found  out 
the  thing  which  would  do.'  That  seems  to  me  to  be  the  strongest 
evidence  in  point  of  fact  that  there  was  invention,  that  is,  that  it 

(g)  On  this  case,  see  WiUiamt  v.  Nye,  512, 746 ;  Bro6k»  y.  Lamplugh,  15  B.  P.  0. 

7R.P.C.e7;  BeynM$Y.Amo$,S'R.F.C.  p.48. 
215;  8karp  ▼.  Brauer,  8  R.  P.  0. 196.  (0  L-  H.  4  0.  D.  615. 

(fc)  WhiU  V.  Bertram,  14  R.  P.  C.pp.  {J)  10  R-  P-  C.  343. 
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required  skill,  and  it  required  thought,  and  that  it  is  the  exercise 
of  skill  and  thought  which  has  produced  the  new  combination."  (k) 

The  mere  fact,  however,  that  a  patented  discoyery  has  at  once 
a  large  sale  is  not  of  itself  evidence  that  there  has  been  invention 
exercised  in  the  discovery ;  for  such  success  does  not  in  itself  raise 
any  inference  that  the  end  accomplished  has  baffled  other  persons, 
and  therefore  been  a  matter  of  difficulty. 

Commenting  on  this  in  Longbottom  v.  Shaw,  (Z)  Lord  Herschell 
said :  ''  Great  reliance  is  placed  upon  the  fact  that  when  this  patent 
was  taken  oat  and  frames  were  made  in  accordance  with  it  there 
was  a  large  demand  for  them.  .  .  .  My  lords,  I  do  not  dispute 
that  that  is  a  matter  to  be  taken  into  consideration  ;  but,  again,  it 
is  obvious  that  it  cannot  be  regarded  in  any  sense  as  conclusive. 
I  think  that  its  value  depends  very  much  on  certain  other  circum- 
stances ;  if  nothing  be  shewn  beyond  the  fact  that  the  new  arrange- 
ment resalts  in  an  improvement,  and  that  this  improvement  causes 
a  demand  for  an  apparatus  made  in  accordance  with  the  patent, 
I  think  it  is  of  very  little  importance.  If  it  were  shewn  that  the 
defects  which  this  apparatus  is  designed  to  remedy,  or  does  remedy, 
were  defects  which  had  been  felt  and  the  knowledge  of  which  had 
come  to  the  public,  so  that  there  was  a  demand  for  a  new  apparatus 
which  did  not  possess  these  defects,  and  if  it  were  shewn  that  that 
demand  had  lasted  for  a  considerable  time,  so  that  men's  minds 
were  likely  to  have  been  engaged  upon  a  mode  of  remedying  those 
defects,  and  they  were  not  remedied  nntil  the  apparatus  was 
devised  for  which  the  patent  is  taken  out,  no  doubt  that  would 
have  afforded  considerable  evidence  that  the  adaptation  or  arrange- 
ment of  the  patentee  was  not  obvious,  inasmuch  as  you  would 
then  have  a  demand  for  some  considerable  time  not  met  although 
known,  and  the  fact  that  it  was  not  met  for  a  considerable  time 
though  known  would  indicate  that  the  mode  by  which  it  was 
ultimately  met  could  not  have  been  so  obvious  as  otherwise  might 
have  been  supposed." 

Application  of  Known  Proceis  or  Materials  to  a  Hew  Use. — At  the 
same  time,  the  application  of  a  known  process  to  a  new  material, 
or  of  an  old  article  to  a  new  use,  may  be  patentable  if  that  applica- 
tion involves  invention  on  the  part  of  the  person  for  the  first  time 
applying  it. 

In  BanUett  v.  Picksley,{m)  Blackburn,  J.,  in  the  Court  of 
Exchequer  Chamber,  said :  "  There  may  be  cases  in  which  a  thing 

ik)  Cf.  Leifge  t.  Wakdam,  10  R.  P.  0.  (I)  8  R.  P.  G.  836. 

»79.  .  («)  Griff.  P.  C.  42. 
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is  used  which  would  be  identically  the  old  one  to  produce  a  new 
product  altogether,  but  applied  to  something  so  totally  different 
that  there  is  an  obvious  invention  in  it.  Take  this  example — It 
was  discovered  that  by  taking  flour  and  making  it  into  tough 
dough  by  means  of  machinery  you  could  spin  it  into  a  pipe  known 
as  macaroni-pipe.  An  ingenious  man,  knowing  how  to  spin  flour 
into  a  pipe,  it  occurred  to  him  to  take  red-hot  iron  and  spin  that 
into  pipes  by  machinery  in  the  same  way  as  the  flour  was  spun 
into  a  pipe  for  macaroni.  That  was  not  an  invention,  as  it  turned 
out,  but  had  that  been  so,  and  had  he  been  able  to  spin  the  iron 
in  the  same  way  as  the  flour  was  spun  into  pipes  for  macaroni, 
few  men,  I  think,  would  deny  that  there  was  invention  there,  it 
being  a  product  so  completely  new,  and  that  it  would  be  an  inven- 
tion for  making  a  new  manufacture  which  others  did  not  make, 
because  the  result  was  so  totally  different,  even  although,  in  fact, 
the  machinery  which  was  used  for  the  purpose,  except  that  it  was 
made  stronger,  would  be  identically  the  same  as  the  machinery 
originally  used  for  the  purpose  of  making  macaroni.*' 

In  Penn  v.  Bibby,  (n)  the  patent  was  for  an  improvement  in  the 
bearings  and  bushes  for  the  shafts  of  screw  and  submerged 
propellers.  The  invention  consisted  in  employing  wood  in  the 
construction  of  the  bearings  and  bushes,  in  a  particular  ascer- 
tained manner.  In  an  action  for  infringement  this  was  held  good 
subject-matter.  The  defendants  moved  for  a  new  trial,  which  was 
refused.  On  the  objection  that  a  new  application  of  an  old  thing 
was  not  patentable.  Lord  Chelmsford,  C,  said  (i.a.) :  "  In  every 
case  of  this  description  one  main  condition  seems  to  be,  whether 
the  new  application  lies  so  much  out  of  the  track  of  the  former 
use  as  not  naturally  to  suggest  itself  to  a  person  turning  his  mind 
to  the  subject,  but  to  require  some  application  of  thought  and 
study."  In  this  case  it  was  alleged  against  the  patent  that  the 
contrivance  had  already  been  in  use  in  grindstones  and  water- 
wheels,  and  that  its  use  in  these  was  so  akin  to  its  use  by  the 
patentee  that  his  patent  could  not  be  upheld.  On  this  Lord 
Chelmsford  said:  ''No  doubt  these  have  what  may  be  called 
bearings,  but  they  are  of  a  totally  different  character  and  for  a 
totally  different  object,  from  the  bearings  patented.  In  neither 
water-wheel  nor  grindstone  is  there  a  wooden  bearing  in  which 
the  wheel  revolves ;  but  the  wheel  is  merely  supported  on  wood, 
not  encased  nor  submerged,  nor  constructed  for  the  purpose  of 
admitting  the  water  to  flow  freely  within  the  bearing,  and  the 

(n)  L.  B.  2  Gh.  186. 
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revolations  of  each  of  them  are  at  an  exceedingly  slow  pace.  It 
is  difficult  to  believe  thai  bearings  of  this  description  could  ever 
haye  suggested  the  application  of  wood  to  the  bearings  of  screw- 
propellers  in  the  way  described  in  the  patent.  It  is,  to  my 
mind,  not  merely  a  different  application,  but  something  in  itself 
essentially  different.  It  had  been  found  that,  in  the  mode  of 
constructing  screw-propellers  by  making  metal  work  upon  metal, 
they  soon  wore  out,  and  occasioned  a  violent,  irregular  motion  on 
the  vessel.  Mr.  Penn  having  turned  his  attention  to  the  remedying 
this  defect,  devised  the  plan  of  placing  fillets  of  wood  upon  the 
inner  surface  of  the  bearings,  so  as  to  prevent  the  shaft  coming  in 
contact  with  the  metal  of  the  bearings,  and  so  as  to  admit  of  the 
water  flowing  freely  between  the  shaft  and  the  inner  surfaces  of 
the  metal  bearings,  thereby  keeping  the  wood  constantly  lubricated. 
The  success  of  this  invention  has  been  proved  in  a  remarkable 
manner,  for  the  revolutions  of  a  screw-propeller  being  upon  an 
average  at  the  rate  of.  120  to  a  minute,  the  metal  bearing  very 
soon  wore  out  with  the  friction  occasioned  by  this  velocity,  and 
yet  the  wooden  bearings  of  the  plaintiff  fitted  into  vessels  have 
continued  serviceable  without  repair  for  some  years.  It  would  be 
an  extraordinary  fact  if  an  invention  of  this  kind,  so  long  wanted, 
and  of  such  great  utility,  should  have  been  lying  in  everybody's 
way  who  knew  anything  of  the  construction  of  a  water-wheel  or 
grindstone,  and  yet  should  never  before  have  been  discovered." 

Mere  Analogoni  Use  Negatives  Invention. — There  is  no  such 
invention  as  will  support  a  patent  in  the  application  of  a  well- 
known  article  or  process  to  a  use  merely  analogous  to  that  to 
which  it  has  already  been  applied. 

In  Losh  V.  Hague^  (o)  the  plaintiff  claimed  protection  for  the 
application  to  railways  of  a  wheel  shewn  to  have  been  made  and 
used  before  railways  existed.  In  directing  the  jury  Abinger,  C.B., 
said :  ''  It  would  be  a  very  extraordinary  thing  to  say  that  because 
all  mankind  have  been  accustomed  to  eat  soup  with  a  spoon,  that 
a  man  could  take  out  a  patent  because  he  says  you  might  eat 
peas  with  a  spoon.  The  law  on  the  subject  is  tiiis:  that  you 
cannot  have  a  patent  for  applying  a  well-known  thing  which 
might  be  applied  to  60,000  different  purposes,  for  applying  it 
to  an  operation  which  is  exactly  analogous  to  what  was  done 
before.  Suppose  a  man  invents  a  pair  of  scissors  to  cut  cloth 
with,  if  the  scissors  were  never  invented  before,  he  could  take 
out  a  patent  for  it.    If  another  man  found  he  could  cut  silk  with 

(o)  1  w.  p.  0.  200. 


144  INVENTION. 

them,  why  should  he  take  out  a  patent  for  that  ?  I  must  own, 
therefore,  that  it  strikes  me,  if  you  are  of  opinion  that  this  wheel 
has  been  constructed  by  the  persons  who  have  been  mentioned 
long  before  the  plaintiff's  patent,  that  although  there  were  no 
railways  then  to  apply  them  to,  and  no  demand  for  such  wheels, 
yet  the  application  of  them  to  railways  afterwards  by  Mr.  Losh 
will  not  give  effect  to  his  patent." 

In  Brock  y,  Aston^  {p)  Lord  Campbell,  C.J.,  said:  *'  There  may 
be  a  patent  for  the  application  of  an  old  process  to  a  new  purpose ; 
but  then  there  must  be  some  invention  in  the  manner  in  which 
the  old  process  is  applied.  •  .  .  Here  there  is  no  novelty  in  the 
mode  of  application.  The  machine  is  applied  in  the  same  maimer 
as  before  to  cotton  and  linen.  Suppose  that,  in  1858,  the  machine 
was,  in  the  first  instance,  applied  to  cotton  thread  only,  and  a  new 
patent  was  afterwards  taken  out  for  applying  the  machine  in  the 
same  manner  to  a  new  textile  fabric,  could  such  a  patent  be 
maintained,  the  machinery  and  mode  of^  application  being  the 
same  ?    Certainly  not." 

In  Harwood  v.  the  Great  Northern  Railway  Company,  (q)  the 
leading  case  upon  this  subject,  the  patent  was  for  ''  improvements 
in  fishes  and  fish-joints  for  connecting  the  rails  of  railways." 
The  invention  consisted  in  forming  a  recess  or  groove  in  one  or 
both  sides  of  each  fish,  so  as  to  reduce  the  quantity  of  metal  at 
that  part,  and  adapt  it  to  receive  the  square  heads  of  the  bolts, 
which  were  thus  prevented  from  turning  round  when  the  nuts 
were  screwed  on.  The  use  of  fishes  as  supports  was  old,  and  so, 
too,  was  the  use  of  fishes  with  grooves  or  recesses  in  their  outer 
surfaces ;  but  the  use  of  fishes  in  this  improved  form  was  new  in 
its  application  to  the  rails  of  railways. 

The  Court  of  Exchequer  Chamber,  reversing  the  Court  of 
Queen's  Bench,  held  that  this  application  was  not  subject-matter 
for  a  patent.  Willes,  J.,  8aid:(r)  ''It  appears  that  the  alleged 
invention  claimed  by  WUd  as  his,  when  applied  to  the  pieces  of 
iron  used  for  holding  together  the  ends  of  rails  to  make  them,  for 
practical  purposes,  a  continuous  solid  body,  had  previously  been 
known  and  used  as  applied  to  pieces  of  iron  used  for  holding 
together  the  broad  sides  of  pieces  of  wood  placed  vertically  upon 
one  another,  to  make  them,  for  practical  purposes,  a  continuous 
solid  body.      In  each  case  the  benefit  contemplated  and  effected 

(p)  27  L.  J.  Q.  B.  145;  28  L.  J.  Q.  B.   35  L.  J.  Q.  B.  27;  14  W.  R.  1;  12  L.  T. 
175 ;  8  E.  &  B.  478.  (N.  S.),  771. 

(q)  2  B.  &  8.  229 ;  11  H.  of  L.  C.  654 ;     (r)  2  B.  &  S.  229 ;  31  L.  J.  Q.  B.  198. 
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was  effected  by  means  of  the  groove^  which  gave  lightness  with 
strength  to  the  binding  iron,  and  served  to  hold  the  heads  of  the 
bolts  steady  whilst  the  nuts  were  being  screwed  on  at  the  other 
end.  This  was  the  one  mechanical  contrivance  used  in  each  case. 
It  was  complete  in  itself  when  first  invented;  and,  though  not 
immediately  applied,  it  was  immediately  applicable  to  all  forms 
of  pieces  of  iron  used  for  holding  together  other  materials  by  the 
aid  of  bolts  having  a  bearing  upon  the  pieces  of  iron.  It  required 
no  new  invention,  but  merely  an  application  of  the  mechanical 
contrivance,  already  invented  and  used,  to  employ  it  upon 
several  strips  of  iron,  to  hold  together  iron  instead  of  wood, 
materials  placed  together  horizontally  instead  of  materials  placed 
together  vertically,  solids  the  small  ends  of  which  are  in  contact 
instead  of  solids  the  broad  sides  of  which  are  in  contact,  rails 
instead  of  beams." 

On  appeal  to  the  House  of  Lords,  the  decision  of  the  Court  of 
the  Exchequer  Chamber  was  affirmed.  («)  Lord  Westbury,  C,  said : 
''Then,  my  lords,  the  question  is  whether  there  can  be  any 
invention  of  the  plaintiff  in  having  taken  that  thing  which  was  a 
fish  for  a  bridge,  and  having  applied  it  as  a  fish  to  a  railway. 
Upon  that  I  think  the  law  is  well  and  rightly  settled,  for  there 
would  be  no  end  to  the  interference  with  trade  and  with  the  liberty 
of  adopting  any  mechanical  contrivance,  if  every  sUght  difference 
in  the  application  of  a  well-known  thing  should  be  held  to  con- 
stitute ground  for  a  patent.  ...  No  sounder,  or  more  wholesome 
doctrine,  I  think,  was  ever  established  than  that  .  .  •  you  cannot 
have  a  patent  for  a  well-known  mechanical  contrivance  merely 
when  it  is  applied  in  a  manner  or  to  a  purpose  which  is  not  quite 
the  same,  but  is  analogous  to  the  manner  or  the  purpose  in  or  to 
which  it  has  been  hitherto  notoriously  used.  The  channelled  iron 
was  applied  in  a  manner  which  was  notorious,  and  the  application 
of  it  to  a  vertical  fish  would  be  no  more  than  the  application  of  a 
well-known  contrivance  to  a  purpose  exactly  analogous  or  cor- 
responding to  the  purpose  to  which  it  had  been  previously 
applied" 

Commenting  on  the  above  dictum  in  Elias  v.  Orovesend  Tinplate 
Company, (t)  Bowen,  L.J.,  said:  "Lord  Westbury,  in  Harwood's 
case,  which  has  been  cited  in  the  House  of  Lords,  lays  down  that 
you  cannot  have  a  patent  'for  a  well-known  mechanical  con- 
trivance, merely ' — and  I  emphasize  that  word,  because  everything 
turns  on  the  *  merely  ' — '  when  it  is  applied  in  a  manner  or  to  a 

(0  11  H.  of  L.  CJft.  664.  (0  7  B.  P.  C.  468. 

L 


146  INVENTION. 

purpose  which  is  not  quite  the  same,  bat  is  analogous  to  the 
manner  or  the  purpose  in  or  to  which  it  has  been  hitherto 
notoriously  applied/  If  you  read  HarwooJCs  case,  and  observe 
what  was  the  point  raised  and  decided  in  the  Court  of  Exchequer 
Chamber,  you  will  see  that  the  word  '  merely  '  in  Lord  Westbury's 
judgment  is  a  compendious  mode  of  stating  that  it  is  in  a  case 
where  there  is  no  novelty  in  the  mode  of  applying  the  old  con- 
trivance to  the  new  purpose.  In  other  words,  *  merely '  may  'be 
represented  in  other  language  by  the  words  'unless  there  is 
invention  in  the  adaptation  or  mode  of  application.'  That  is  what 
*  merely '  means.  Now,  that  that  is  clear  appears  from  all  the 
judgments  in  the  case  of  Morgan  v.  Windover,  (u)  in  the  House 
of  Lords." 

So  likewise  Lord  Davey,  in  Riekmann  v.  Thierry,  (v)  said  the 
proposition  accepted  and  laid  down  by  the  House  of  Lords  in 
Harwood  v.  the  Or  eat  Northern  Railway  Company  (to)  "  was  that  *  a 
mere  application  of  an  old  contrivance  in  the  ordinary  way  to  an 
analogous  subject,  without  any  novelty  in  the  mode  of  applying 
such  old  contrivance  to  the  new  purpose,  does  not  make  a  valid 
subject-matter  of  a  patent.'  The  law  thus  laid  down  has  never 
since  been  doubted,  though  whether  it  has  always  been  consistently 
followed  or  rightly  applied  may  be  open  to  question.  It  is  not 
enough  that  the  purpose  is  new,  or  that  there  is  novelty  in  the 
application,  so  that  the  article  produced  is  in  that  sense  new,  but 
there  must  be  some  novelty  in  the  mode  of  application.  By  that 
I  understand  that,  in  adapting  the  old  contrivance  to  the  new 
purpose,  there  must  be  difficulties  to  be  overcome,  requiring  what 
is  called  invention,  or  there  must  be  some  ingenuity  in  the  mode 
of  making  the  adaptation." 

In  Horton  v.  Mabon,  (x)  the  plaintiff's  patent  claimed  the 
application  of  double  angle -iron  to  the  formation  of  hydraulic 
joints  to  telescopic  gas-holders.  Double  angle-iron  was  well 
known,  and  had  before  been  applied  to  a  great  number  of  cognate 
purposes.  The  Court  of  Common  Pleas  held  that  the  plaintiff's 
application  of  it  was  not  valid  subject-matter  for  a  patent.  Erie, 
C.J.,  said  :  "  It  appears  that  those  who  had  heretofore  constructed 
telescopic  gas-holders  formed  the  hydraulic  joints  by  riveting  two 
pieces  of  angle-iron  to  a  plate  which  formed  the  top  or  bottom 
of  the  cup.  It  was  perfectly  apparent  and  palpable  that  double 
angle-iron  would  answer  the  same  purpose,  and  save  two  rows 

(«)  7  B.  P.  C.  131.    See  post,  p.  150.  (w)  See  ante,  p.  144. 

(D)  14  E.  P.  C.  121.  (X)  12  C.  B.  (N.  S.),  450. 
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of  riTetSy  and  consequently  much  additional  labour.  The  whole 
claim  of  the  patentee,  therefore,  amounts  to  this — he  informs  the 
mannfacturers  of  gas-holders  that  by  the  use  of  an  article  well 
known  in  the  iron  trade  much  labour  and  expense  may  be  spared. 
Thai  clearly  is  not  the  subject  of  a  patent.  It  is  nothing  more 
than  the  application  of  a  known  instrument  to  purposes  analogous 
to  those  to  which  it  had  before  been  applied." 

In  the  same  case  Willes,  J.,  said :  "  No  doubt  a  new  combina- 
tion of  old  machinery  or  instruments,  whereby  a  new  and  useful 
result  is  attained,  may  be  the  subject  of  a  patent.  But  there  must 
be  some  invention.  There  is  none  here.  By  making  a  thing  in 
one  piece  instead  of,  as  before,  uniting  several  pieces  together,  the 
patentee  no  doubt  effects  a  considerable  saving  of  labour  and 
expense.  The  merit  is  due  to  the  person  who  first  produced  the 
article  called  double  angle-iron.  That  is  old  and  well  known,  and 
had  long  been  applied  to  purposes  not  dissimilar  to  that  to  which 
the  present  plaintiff  applies  it.  The  mere  fact  of  its  application 
to  gas-holders,  rendering  their  construction  better  or  cheaper,  does 
not  constitute  a  subject-matter  for  a  patent."  (y) 

In  Tatham  v.  Dania,  {%)  the  invention  was  for  a  mode  of 
operating  on  fibrous  or  textile  materials  in  their  passage  through 
a  series  of  rollers  used  in  the  process  of  teasing  or  opening  in  such 
a  way  that  the  material  was  presented  in  a  more  suitable  form  for 
being  teased  or  opened  by  the  cylinder  or  following  cylinder.  It 
was  proved  that  the  use  of  sets  of  rollers  in  a  series  turning  at 
different  rates  of  speed  for  the  purpose  of  making  materials  of  a 
kind  similar  to  those  to  which  the  patentee  applied  his  device,  pass 
through  in  a  form  more  convenient  and  advantageous  for  being 
operated  upon  by  the  succeeding  part  of  the  machine,  was  known 
and  used  in  cotton  spinning  before  this  patent  was  granted. 

Willes,  J.,  held  that  this  defeated  the  patent;  the  alleged 
invention  being  only  the  application  of  an  old  process  to  another 
state  of  things,  different  only  in  the  circamstances  and  not  in 
species. 

On  the  necessity  of  invention,  Willes,  J.,  said :  "  I  apprehend  if 
a  patentee  would  succeed  it  is  necessary  for  him  to  shew  not  merely 
newness  in  the  sense  of  doing  a  thing  which  has  not  been  done 
before,  but  that  he  must  shew  newness  in  the  shape  of  novelty  by 
producing  a  thing  which  requires  some  exertion  of  mind  that  could 
properly  be  called  invention.  To  apply  an  old  tool  to  a  new 
material  could  not  be  the  subject  of  a  patent,  although  all  mankind 

(y)  Of.  MaekeJean  t.  Bennie,  13  G.  B.  (N.  S.),  52.  (f)  Griff.  P.  0.  214. 
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had  been  previoasly  using  another  sort  of  tool  which  prodaced 
a  much  inferior  effect,  and  although,  therefore,  the  application 
of  the  other  tool  had  the  merit  in  it  that  it  produced  a  useful 
result  in  the  easier  working  of  a  material  to  which  that  tool  had 
not  been  applied  before,  but  inasmuch  as  the  tool  has  been  used 
for  an  analogous  purpose  to  that  which  all  mankind  knew  it  was 
useful  for  before,  although  the  application  was  new  you  would  not 
say  the  application  was  a  novelty  in  the  sense  of  invention  so  as  to 
sustain  a  patent.*' 

In  Barrdett  v.  Picksley,  (a)  the  same  rule  was  laid  down  by  the 
Court  of  Exchequer  Chamber.  There  the  plaintiff's  patent  was  for 
the  application  to  a  machine  for  cutting  corn  and  grass,  of  a 
contrivance  by  means  of  which  the  rate  of  speed  in  the  revolutions 
of  the  cutting  knife  might  be  varied.  It  was  proved  that  the  same 
contrivance  was  already  in  use  on  hay-making  or  tedding  machines. 
The  plaintiff's  counsel,  however,  argued  that  there  was  sufficient 
invention  in  the  new  application  of  the  device  to  support  the 
patent.  But  the  Court  refused  to  adopt  this  view.  Black- 
burn, J.,  after  referring  to  the  contrivance  as  identical  in  the  two 
machines,  and  pointing  out  that  whether  it  was  fitted  to.  a  machine 
to  cut  grass  or  to  toss  hay  was  immaterial,  said :  ''  Counsel  en- 
deavoured to  argue  that  there  was  an  invention  in  this;  that 
although  N.  discovered  the  identical  way  of  making  the  movement 
he  had  never  applied  that  to  the  purpose  of  reaping  and  mowing 
machines,  and  that  it  was  a  new  discovery  for  a  man  to  say, '  that 
mode  which  was  to  cause  the  wheel  to  move  slowly  and  quickly 
applied  to  one  purpose,  I  will  now  apply  to  a  new  one,  and  that  is 
a  discovery.'  I  must  own  it  is  exactly  identical  with  Lord 
Abinger's  simile :  an  old  broom  has  been  used  for  sweeping  an  old 
carpet,  and  he  said  it  is  no  discovery  to  say  now  that  a  new 
carpet  is  found  out,  'I  will  apply  the  old  broom  to  sweep  the 
new  carpet.'  It  is  identically  the  same  case — the  very  same 
thing."  (6) 

In  Cropper  v.  Smith,  (c)  the  plaintiff's  patent  claimed  (La.)  a 
floor-plate  applied  to  a  lace  machine  to  give  rigidity  to  the  frame. 
This  was  a  common  expedient,  well  known  in  connection  with 
other  machinery.  The  Court  of  Appeal,  reversing  Pearson,  J., 
held  that  this  claim  was  an  independent  claim,  also  that  it  was 
not  subject-matter,  and  that  the  patent  was  bad.  Bowen,  L.J., 
said :  **  I  agree  that  it  is  difficult  to  define  the  amount  of  invention 

(o)  Griff.  P.  C.  40.  App.  Oa.  1079. 

(b)  Seo,  also,   Bailey   v.   Boberton,   8  (o)  1  R.  P.  C.  81,  p.  90. 
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which  is  necessary  to  make  a  patent  good.  It  is  quite  true  that 
most  machines  in  these  days  are  new  combinations  of  old  parts, 
and  new  arrangements  of  old  principles,  and  that  the  invention 
often  is  in  the  application ;  but,  on  the  other  hand,  it  would  be  a 
most  serious  matter  for  trade  in  modem  times  if  a  familiar 
arrangement,  which  was  common  to  other  classes  of  machines, 
could  be  patented  in  its  application  to  a  new  and  analogous  pur- 
pose. It  has  been  decided  that  you  cannot  do  that;  that  you 
must  not  take  a  familiar  arrangement,  which  is  well  known  in 
one  class  of  machines,  and  patent  it  for  a  new  and  analogous 
purpose." 

In  Sharp  v.  Brarier,  (d)  the  plaintiffs  patent  was  for  a  new  or 
improved  window  screen  or  blind.  The  device  was  really  the 
application  to  a  window,  for  the  purpose  of  excluding  light  and 
air,  of  a  screen  of  ordinary  arrangement,  commonly  used  in  front 
of  fireplaces.  Bacon,  Y.C,  held  that  the  patent  disclosed  no  in- 
vention, and  was  not  subject-matter. 

In  Blakey  v.  Latham,  (e)  the  plaintiff  (who  sued  in  his  firm's 
name)  was  owner  by  purchase  of  a  patent  for  an  improved  heel 
plate  for  boots  and  shoes.  The  heel  plate  was  so  made  as  to  have 
attached  to,  and  part  of  itself,  the  fastening  spikes  necessary  to 
attach  it  to  the  heel  of  the  boot.  In  this  way  nailing  was  dis- 
pensed with,  and  the  metal  might  be  worn  very  thin  without 
becoming  detached.  These  heel  plates  had  had  immense  com- 
mercial success.  It  was  proved,  however,  that  prior  to  the  date 
of  the  patent,  plates  with  a  turned  up  edge,  having  two  prongs  or 
nails  solidly  fastened  to  the  inner  surface,  were  in  use  on  the 
front  part  of  boots  for  the  purpose  of  protecting  the  leather.  The 
Court  of  Appeal  (dismissing  an  appeal  from  Eay,  J.)  held  the  patent 
bad  as  lacking  subject-matter.  Cotton,  L. J.,  said :  ''  It  is  not 
sufiicient  to  be  new  in  the  patent  sense  for  the  patentee  to  be  the 
true  and  first  inventor,  if  it  is  merely  using  that  which  has  been 
used  for  an  analogous  purpose,  before  the  date  of  the  patent. 
Is  there  any  invention  in  applying  what  was  applied  before  to 
the  toe  of  the  boot  to  the  heel  of  the  boot  ?  In  my  opinion,  the 
application  to  the  toe  was  strictly  analogous  to  what  was  done 
here.  It  may  be  that  these  are  better  than  the  old  ones  in  their 
mode  of  attachment ;  but  the  mode  of  attaching  those  clinkers  to 
the  front  of  the  boot  is  strictly  analogous  to  the  way  these  plates 
are  annexed  to  the  heel  of  the  boot.  In  my  opinion,  therefore, 
this  patent  is  not  good,  and  there  is  no  proper  subject  for  a  patent, 

((f)  3  B.  p.  0.  193.  (c)  6  R.  P.  0.  29, 184,  p.  187. 
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having  regard  to  what  was  known  before,  there  being  no  invention 
in  applying  this  process  to  the  heel  when  it  had  been  previously 
applied  to  fixing  a  plate  to  the  toe  or  front  part  of  a  shoe/' 

In  Morgan  v.  Windover,  (J)  the  patent  was  for  improvements  in 
carriage  springs.  The  plaintiff's  alleged  invention  consisted  in 
applying  to  the  front  portion  of  a  carriage  that  substitution  of 
composite  for  elliptical  springs  which  had  already  been  applied 
to  the  hind  part.  There  was  admittedly  nothing  new  in  the  mode 
of  affixing  the  springs.  There  was  very  strong  evidence  of  the 
utility  and  advantage  of  the  adaptation  so  far  as  the  public  market 
was  concerned.  The  Court  of  Appeal,  impressed  by  this  evidence, 
held  the  patent  good.  But  in  the  House  of  Lords  this  decision 
was  reversed  on  the  ground  that  there  can  be  no  invention  in 
applying  old  and  well-known  contrivances  to  an  analogous  use; 
and  that  in  such  a  case  the  utility  of  the  result  attained  cannot 
impart  a  patentable  quality  to  what  is  not  otherwise  subject- 
matter.  "It  cannot  but  be  certain,"  said  Lord  Halsbury,  C, 
"  that  the  Statute  of  Monopolies,  and  the  whole  branch  of  the 
law  founded  on  that  Statute,  make  it  an  absolute  condition  to  the 
validity  of  a  patent,  that  there  should  be  what  may  properly  be 
called  invention,  and  the  application  of  well-known  things  to  a 
new  analogous  use  is  not  properly  the  subject  of  a  patent."  (g) 
In  the  same  case  Lord  Herschell  said :  "  The  law  has  not  been 
disputed  that  the  mere  adaptation  to  a  new  purpose  of  a  known 
material  or  appliance,  if  that  purpose  be  analogous  to  a  purpose  to 
which  it  has  already  been  applied,  and  if  the  mode  of  application 
be  also  analogous,  so  that  no  inventive  faculty  is  required,  and 
no  invention  is  displayed  in  the  manner  in  which  it  is  applied, 
is  not  the  subject-matter  of  a  patent.  That  I  take  to  be  well 
settled.  .  .  .  Now,  my  lords,  if  it  had  required  mechanical 
ingenuity  and  skill  to  adapt  the  composite  springs  which  had 
heretofore  been  used  in  the  hind  part  of  a  carriage,  so  that  it  was 
not  the  mere  substitution  in  front,  in  substantially  the  same  way 
as  the  substitution  had  taken  place  at  the  back,  but  that  it  needed 
some  skill  and  ingenuity  to  adapt  to  the  front  part  of  the  ceurriage 
that  which  had  been  applied  to  the  back.  I  should  have  thought 
that  there  was  sufficient  subject-matter,  and  that  the  patent  could 
have  stood.  But  when  once  it  is  admitted  that  all  that  can  be 
claimed  as  new  is  the  idea  of  putting  it  in  the  front  instead  of  at 
the  back,  and  that  when  once  that  idea  was  entertained,  any 
workman  told  to  do  it  would,  without  any  instructions  or  any 

(/)  5  R.  p.  C.  296 ;  7  R.  p.  C.  131,  446.  (y)  7  R.  P.  C.  p.  184. 
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special  mechanical  skill,  be  able  at  once  to  do  it,  it  seems  to  me 
that  that  really  concludes  the  case  against  the  respondents,  because 
if  their  contention  be  well  founded  it  would  certainly  be  somewhat 
extensive  in  its  consequences."  (h) 

There  is  no  such  exercise  of  the  inventive  faculty  as  will  support 
a  patent  in  the  application  to  a  known  purpose  of  a  new  material 
merely  analogous  to  a  material  previously  used  for  that  purpose, 
e.g.  the  substitution  of  steel  springs  for  whalebone  in  the  making 
of  ladies'  crinolines,  (i)  or  the  application  of  wood  planking  in 
the  building  of  ships,  to  an  iron  frame,  when  such  planking  had 
been  previously  applied  for  the  like  purpose  to  a  wooden  frame,  (j) 

There  is  no  invention  in  applying  a  tap  which  has  been  used 
over  and  over  again  to  intercept  or  permit  the  flow  of  water,  to 
intercept  or  permit  the  flow  of  wine  from  a  bottle ;  (k)  nor  in 
applying  to  boiler  tubes  a  hot-water  joint  well  known  in  its  appli- 
cation to  coils,  although  in  the  one  case  the  heat  arises  externally 
from  fire,  in  the  other  internally  from  the  water.  (Z)  Nor  is  there 
any  such  invention  as  will  support  a  patent  in  applying  an 
arrangement  of  apparatus  to  water  which  has  already  been  applied 
to  oil ;  (m)  nor  in  applying  to  a  bicycle  at  rest  a  locking  apparatus 
previously  applied  to  a  bicycle  in  motion,  (n) 

In  IHckelpennyY.  Army  &  Navy  Co-operative  Society,  Limited,  (o) 
the  plaintiff's  patent  was  for  improvements  in  the  construction 
and  support  of  fire-proof  walls  and  ceilings.  The  alleged  invention 
consisted  in  filling  hollow  iron  columns  applied  to  the  purpose 
of  support  with  water,  so  that  they  might  offer  a  greater  resistance 
to  the  heat  of  fire.  Eekewich,  J.,  in  holding  the  patent  invalid, 
said :  *'  It  is  obvious,  and  the  evidence  has  established,  that  hollow 
columns  were  well  known,  and  were  used  for  the  support  of  floors 
and  ceilings.  Is  the  user  of  them  when  provided  with  water 
supply,  subject-matter  for  a  patent?  I  could  understand  the 
particular  method  of  supplying  water  being  patentable,  and  I 
could  understand  the  application  of  invention  to  removing  some 
of  the  objections  to  water  columns ;  but  what  invention  is  there 
in  using  columns  filled  with  water  instead  of  air  ?  The  user  may 
be  new,  but  that  is  not  necessarily  the  subject-matter  of  a  patent. 

(A)  7  B.  P.  C.  p.  137.  (0  Baker  v.  KinrM,  9  E.  P.  0.  441. 

(f)  Thampton  y.  Jame9,  32  Bear.  570.  (m)  Bose*i  PatenU  Co.  r,  Bratby,  11  B. 

U)  Jordan  v.  Moore,  L.  B.  1  0.  P.  P.  C.  198,  at  p.  216. 
624;  35  L.  J.  C.  P.  268;  14  W.  B.  769.  (n)  Sivger  v.  Budge  Cyde  Oo.  11  B.  P. 

See,  also,  AUbo-Carbon  Light  Co.  v.  Kidd,  Q.  463.    See,  also,  the  recent  case  of  Cate 

4  B.  P.  0.  535.  V.  Orewy.  17  B.  P.  C.  255. 

(k)  Hatlehvnt  v.  Bylande,  9  B.  P.  C.  8.  (o)  5  B.  P.  0.  405,  p.  408. 
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It  is  often  difiSicnlt  to  draw  the  line^  and  say  where  the  invention 
commences — to  say  where  there  is,  and  where  there  is  not,  some 
novelty  in  the  application.  In  my  judgment  there  is  clearly  none 
in  taldng  a  familiar  hollow  column,  and  using  it  full  of  water 
instead  of  air." 

Other  niustrations  of  InBiiffident  Invention. — The  ascertainment 
that  known  parts  of  a  known  machine  will  work  best  at  a  particular 
distance  from  each  other,  or  when  given  a  differential  motion,  has 
been  held  not  to  imply  the  degree  of  invention  requisite  to  support 
a  patent. 

In  Kay  v.  Marshall,  (p)  the  patent  was  for  a  new  and  improved 
machinery  for  preparing  and  spinning  flax,  hemp,  and  other 
fibrous  substances  by  power.  The  real  point  of  the  discovery 
lay  in  placing  the  retaining  and  drawing  rollers  at  a  particular 
distance  from  each  other.  Before  the  date  of  the  patent,  machinery 
with  a  reach  varying  from  less  than  one  inch  to  thirty-six  inches 
was  known.  The  patentee  fixed  the  reach  at  two  and  a  half  inches. 
The  Court  of  Common  Pleas  held  that  this  was  not  subject-matter 
for  a  patent,  and  the  House  of  Lords  affirmed  the  decision  on 
the  ground  that  there  was  no  invention  in  what  the  patentee  had 
done. 

A  similar  point  came  before  the  Court  in  the  recent  case  of 
Herrby/rger  v.  Squire,  (q)  In  that  case  the  patent  was  for  improve- 
ments in  pianoforte  actions,  and  the  patentee  claimed.  La.  the 
method  of  centering  the  damper  with  an  arm,  as  shewn  in  the 
figures  attached  to  his  specification.  The  result  of  this  contrivance 
was  to  remove  the  damper  from  the  string,  and  this  had  been 
secured  before ;  there  was  no  new  combination  of  old  parts  envolved 
in  the  patentee's  contrivance ;  it  was  simply  an  alteration  in  the 
radius  of  the  arc  in  which  the  damper  worked.  The  patentee  had 
thus  described  his  method  of  obtaining  the  greater  lifting  power 
from  the  string :  *'  Instead  of  the  damper  being  centered  in  the 
usual  way — that  is  to  say,  centered  in  the  body — I  use  an  arm, 
O,  at  right  angles,  or  nearly  so,  and  place  my  centre,  E,  at  the 
end  of  the  arm,  thereby  gaining  a  greater  sweep  or  circle,  and 
bringing  the  damper-head  farther  away  from  the  string."  On  this 
Charles,  J.,  said:  ''Although  I  appreciate  the  fact  that  it  is  a 
useful  thing  to  have  done,  I  cannot  see  that  it  is  the  proper  subject- 
matter  of  a  patent,  any  more  than  in  Kay  v.  Marshall  (r)  it  was  the 

(p)  2  W.  P.  C.  84,  p.  84 ;  8  CI.  &  F.  (q)  5  R.  P.  0.  592 ;   affirmed  on  ap- 

245 ;  8  L.  J.  0.  P.  261 ;  5  Bing  (N.  0.),      peal.  6  R.  P.  0. 194. 
492,  (r)  Supra. 
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proper  Bubject-matter  of  an  invention  that  the  drawing  rollers  and 
the  retaining  rollers  of  a  spinning  machine  had  been  altered  to  a 
distance  from  each  other  at  which  they  had  never  been  placed  before. 
.  .  .  Here  there  is  no  new  result,  no  new  manufacture ;  and  the 
only  matter  which  has  been  invented — if  invention  is  the  proper 
word  to  use  for  such  a  thing— is  really  the  more  beneficial  adjust- 
ment of  the  working  point  of  the  damper,  and  that  does  not  seem 
to  me  to  be  the  proper  subject-matter  of  a  patent.  It  is  not  the 
mere  fact  that  something  has  been  done  which  has  never  been 
done  before  that  will  support  a  patent — ^there  must  be  invention : 
and  a  mere  alteration  of  radial  distance  is  not  invention.*' 

In  BaUton  v.  Smith,  (s)  the  patentee  claimed  a  process  which, 
by  means  of  rollers  and  bowls  (the  rollers  having  grooves,  flutes, 
or  indentations  around  them,  and  revolving  with  greater  velocity 
than  the  bowls),  patterns  could  be  embossed  upon  fabrics  and  a 
finish  or  lustre  added  to  them  by  one  and  the  same  operation. 
Before  the  patent,  an  engraved  roller  and  a  bowl  had  been 
used,  with  equal  surface  speed,  for  embossing.  For  the  process 
of  calendering,' two  rollers  or  a  roller  and  a  bowl  had  been  em- 
ployed, having  different  surface  speeds ;  and  circular  grooves  for 
embossing  had  also  been  in  use.  There  was  therefore  nothing 
new  in  the  process  of  embossing  with  pattern  rollers,  and  nothing 
new  in  giving  a  differential  speed  to  the  roller  and  bowl  for  the 
purpose  of  producing  a  gloss  or  finish,  nor  in  the  employment  of 
circular  grooves.  But  the  plaintiff  conceived  the  idea  that  the 
same  machine,  by  means  of  gearing  communicating  motion  from 
the  roller  to  the  bowl,  could  be  made  to  produce  any  kind  of 
pattern,  and  give  a  finish  to  certain  fabrics  by  one  and  the  same 
operation.  After  he  had  taken  out  his  patent  he  found  that  his 
general  notion  was  erroneous,  and  that  only  one  description  of 
roller,  viz.  those  with  circular  grooves,  could  be  successfully 
employed,  and  he  therefore,  by  a  disclaimer,  limited  his  claim 
to  this  single  application  of  the  machine.  The  House  of  Lords 
held  that  this  was  not  subject-matter  for  a  patent.  ''What 
invention,"  said  Lord  Chelmsford,  "  was  there  in  all  this  ?  The 
plaintiff  does  not  claim  to  have  invented  any  new  combination  of 
machinery  •  .  .  nor  has  he  introduced  to  the  world  any  new 
process ;  but  the  utmost  that  he  can  lay  claim  to  is,  that  he  has 
discovered  that  by  giving  a  differential  motion  to  different  parts 
of  an  old  machine,  a  power  existing  in  it  might  be  developed  and 

(t)  11  H.  of  L.  Oa.  228.    See  Lord      49,  p.  59. 
Chelmsford,  pp.  255,  256;  35  L.  J.  G.  P. 
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brought  into  action.  It  appears  to  me  that  such  a  discovery  is 
not  the  subject  of  a  patent." 

The  exercise  of  mere  adaptive  skill  and  judgment  in  manu- 
facture is  not  such  invention  as  will  support  a  patent.  (0 

niustrations  of  SoAcient  Invention. — A  person  who  completes 
by  one  step  a  process  which  others  were  on  the  point  of  discover- 
ing, may  have  exercised  sufficient  invention  to  support  a  patent. 
In  Badische  Anilin  Fabrik  v.  Levinstein,  (u)  Lord  Halsbury  C, 
said :  "  The  chief  reliance  was  placed  upon  an  argument  as  new 
as  it  is  unsound,  and  for  which  I  think  there  is  not  the  least 
judicial  authority.  The  argument  may  be  stated  thus:  This 
thing  is  not  new,  because  things  of  the  same  sort  in  analogous 
chemical  relations  had  been  discovered;  people  ought  to  have 
discovered  it,  or  were  on  the  brink  of  discovering  it;  therefore 
this  true  and  first  inventor  only  completed  by  one  step  the  route 
to  which  chemical  discoveries  had  been  tending  without  his  aid. 
Such  a  principle  applied  to  patent  law  would  be  fatal  to  the 
rights  of  all  inventors,  and  is,  as  I  believe,  as  inconsistent  with 
that  branch  of  our  jurisprudence  as  it  is  destitute  of  judicial 
authority  and  contrary  to  the  interests  of  scientific  research.  The 
lid  of  the  historical  kettle  shewed  the  mechanical  power  of  steam ; 
the  action  of  light  on  the  salts  of  silver  was  widely  known ;  and 
both  these  things,  in  one  sense,  were  steps  which  led  up  to  the 
discoveries  which  they  brought  in  their  train ;  but,  nevertheless, 
many  true  and  first  inventors  proceeded  to  utilize  these  steps  by 
further  development  into  inventions  which  certainly  have  not 
been  challenged  upon  the  ground  now  contended  for." 

A  discovery  which  ascertains  what  class  of  substances  among 
many,  what  temperature  in  a  wide  range,  and  what  process  among 
many,  will  supply  the  commercial  world  in  merchantable  form 
with  an  article  previously  only  known  as  a  chemical  curiosity,  is 
good  subject-matter,  and  patentable  as  a  new  manufacture,  (v) 

Usually  the  substitution  in  a  well-known  mechanism  of  a  new 
part,  analogous  to  an  old  part  omitted,  will  not  support  a  patent ; 
as,  prima  facie,  such  substitution  imports  no  invention.  But  if 
the  patentee  can  shew  that  this  substitution  could  not  have  been 
effected  without  the  exercise  of  ingenuity,  his  patent  will  be  good. 
In  Ehrlich  v.  Ihlee,  (w)  the  defendants  contended  that  the  plaintiff's 
patent  was  invalid  because  the  inventor  had  done  nothing  more 

(0  BeavU  y.  Byland*  Ola$$  and  En-      711. 
gineering  Co.,  17  R.  P.  G.  93.  (v)  Young  v.  JPVmie,  4  Giff.  577. 

(u)  4  R.  P.  C.  p.  462;    12  App.  Ca.  (io)  5  R.  P.  0.  452. 
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than  substitute  in  musical  instruments  Jaequard  cards  of  a  circular 
form,  for  Jaequard  cards  of  the  ordinary  strip  or  band  form. 

In  rejecting  this  argument,  Pry,  L.  J.,  said :  "  It  appears  to  me 
that,  however  plausible,  it  ought  not  to  prevail.  One  has  to 
consider  what  is  involved  in  the  substitution  of  a  perforated  disc 
for  an  ordinary  strip  or  band,  and  it  appears  to  me  that  invention 
is  involved  in  that  substitution  as  applied  to  a  musical  instrument. 
In  the  first  place,  something  of  thought,  if  not  of  invention,  is 
required  to  see  that  the  substitution  of  the  one  form  of  card  for 
the  other  will  carry  with  it  any  advantage.  In  the  next  place,  it 
became  necessary  to  invent  and  to  prepare  a  disc  of  such  a  kind 
that  the  perforations  shall  produce  the  required  results ;  notwith- 
standing the  differential  rates  of  motion  of  the  peripheral  and 
cenfaral  portions  of  the  disc,  the  plaintiff  has  so  arranged  the  outer 
perforations  as  to  produce  the  lower  notes,  and  the  inner  to  produce 
the  higher  notes.  Again,  in  the  previous  instrument  the  motion 
had  been  horizontal,  and  now  it  had  to  be  turned  into  a  vertical 
motion,  and  a  satisfactory  mode  of  rotating  the  disc  had  to  be 
applied,  and  all  those  things  had  to  be  done  in  such  a  manner 
thai  the  final  result  should  be  a  useful,  simple,  and  handy  instru- 
ment. In  doing  all  that  it  appears  to  me  that  there  plainly  was 
invention  required." 

In  the  American  Braided  Wire  Company  v.  Thomson,  (x)  the 
patentee's  invention  consisted,  substantially,  in  the  application 
of  tubular  sections  of  braided  hard  wire  to  the  making  of  ladies' 
bustles.  It  was  proved  at  the  trial  that  the  use  in  tubular  sections 
of  braided  soft  wire  in  the  manufacture  of  analogous  articles  was 
old,  and  that  it  was  known  prior  to  the  date  of  the  patent  that 
hard  wire  might  be  braided  on  an  ordinary  braiding  machine  by 
an  adjustment  of  the  mechanism.  Analogous  elastic  substances 
had,  of  course,  been  used  before  in  the  making  of  bustles.  The 
House  of  Lords  by  a  majority  held  that  although  the  patent  was 
the  adaptation  of  analogous  new  materials  to  a  known  result,  yet 
there  was  sufficient  ingenuity  exhibited  in  that  new  application  to 
indicate  the  exercise  by  the  inventor  of  thought  and  experiment, 
and  that  therefore  the  patent  was  good. 

Lord  Herschell  said :  ''  It  cannot  be  denied  that  both  the  prior 
patents  to  which  I  have  referred  afford  some  colour  to  the  defen- 
dant's contention  that  the  patentee  here  has  done  nothing  more 
than  apply  a  known  substance  in  a  manner  and  to  a  purpose 
analogous  to  that  in  and  to  which  it  had  already  been  applied, 

(as)  6  R.  P.  0.  525. 
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and  that  the  patent,  therefore,  cannot  be  supported.  If  I  thought 
that  the  patentee  had  claimed  the  mere  use  of  tubular  sections  of 
braided  wire  as  a  bustle,  however  fastened  or  secured,  I  should 
arrive  at  the  conclusion  that  the  defendant's  contention  was  well 
founded,  but  I  do  not  thus  construe  the  specification.  I  have 
already  stated  that,  in  my  opinion,  it  is  the  combination  alone  for 
which  protection  is  sought,  and  that  the  method  of  fastening  the 
ends  by  clamping  plates  is  an  essential  part  of  that  which  is 
claimed.  Taking  this  view  of  the  patent,  I  think  that,  even  with 
the  state  of  knowledge  which  existed  at  the  time  the  patent  was 
applied  for,  some  invention  was  required  to  produce  the  bustle 
claimed  to  be  protected  by  it.  All  the  learned  judges  in  the  Court 
of  Appeal,  although  they  arrived  at  the  same  conclusion,  stated 
that  they  had  done  so  with  hesitation,  and  expressed  the  opinion 
that  but  little  invention  was  requisite,  and  that  the  case  was 
near  the  border  line.  I  entirely  agree,  and  have  not  been  without 
doubt  as  to  the  proper  decision  to  be  arrived  at.  .  .  .  However, 
the  mode  in  which  the  tube  of  braided  wire  is  made  available  as 
a  bustle  by  the  use  of  clamps  applied  and  fixed  in  the  manner 
described,  appears  to  me  to  be  simple  and  efficient  and  not  so 
obvious  as  to  occur  to  every  one  contemplating  the  use  of  braided 
wire  for  the  purposes  of  a  bustle.  The  result  is  a  complete  article, 
light,  effective,  not  likely  to  get  out  of  order,  and  capable  of  being 
manufactured  and  therefore  sold  cheaply.  And  I  am  unable  to 
say  that  to  produce  a  new  thing  combining  those  qualities  required 
no  invention." 

In  the  same  case  Lord  Macnaghten  said:  ''  I  think  there  is  here 
just  sufficient  invention  to  support  the  patent." 

In  Goddard  v.  Lyon,  (y)  the  patent  was  for  an  apparatus  for 
purifying  and  disinfecting.  It  consisted  of  an  outer  and  an  inner 
chamber,  into  both  of  which  steam  was  conducted.  The  inner 
chamber,  in  which  the  articles  to  be  disinfected  were  put,  was 
closed  by  a  steam-tight  door.  The  steam  in  the  ante-chamber 
was  intended  to  maintain  the  temperature  in  the  inner  chamber, 
and  prevent  condensation  there.  The  arrangement  of  an  outer 
and  inner  chamber,  in  both  of  which  steam  might  be  used,  was 
not  new;  but  no  prior  apparatus  had  enabled  steam  to  be  used 
in  the  inner  chamber  at  a  high  pressure.  High  pressure  greatly 
expedited  the  process  of  disinfecting.  It  was  contended  that  this 
improvement  involved  no  invention,  and  was  not  patentable.  The 
House  of  Lords,  however,  affirming  the  Courts  below,  rejected 

(y)  10  R.  P.  0.  121,  884 ;  11  R.  P.  0.  354. 
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this  contention.  Lord  Halsbnry,  C,  said :  "  It  is  qaite  true  that 
the  change  is  but  small ;  but  if  it  be  the  case  that  the  change  was 
made  with  a  view  to  the  use  of  steam,  at  a  comparatively  high 
pressure  in  the  inner  cylinder,  and  consequently  rapid  disinfection, 
and  that  the  plaintiff  for  the  first  time  put  before  the  public  a 
machine  adapted  for  that  purpose,  although  the  difference  between 
that  machine  and  any  machine  in  prior  use  might  be  slight,  it 
appears  to  me  to  be  none  the  less  the  subject-matter  of  a 
patent."  (z) 

Selection  may  amoimt  to  Invention. — The  selection,  by  experiment 
and  research,  from  a  number  of  substances  known  to  be  suitable 
for  a  particular  purpose  of  those  substances  which,  if  used  in  a  par- 
ticular way,  will  produce  an  article  of  commerce  better  than  has 
been  produced  before,  is  invention  suflScient  to  support  a  patent,  (a) 

"Invention,"  said  Rigby,  L.J.,  in  the  Lancashire  Explosives 
Company  v.  the  Roburite  Explosives  Company^  "  consists,  in  many 
cases,  of  putting  together  items  of  common  knowledge  which  no 
one  else  has  ever  thought  of  combining.  .  .  .  The  essence  of  this 
invention  appears  to  be  that  the  inventor  has  taken  a  great 
many  things  that  were  common  knowledge,  and  tried  which  of 
those  items  of  common  knowledge  would  produce  a  useful  and  new 
result,  and  he  has  ascertained  that,  following  the  process  described 
by  him,  you  will  arrive  at  the  new  and  useful  result  which  he  does 
arrive  at ;  and  I  consider  that  that  is  undoubtedly  invention."  (6) 

The  subject  of  invention  in  patent  law  has  been  dealt  with  here 
mainly  by  way  of  illustration,  for,  as  Lord  Esher,  M.R.,  in  Elias  v. 
Orovesend  Tinplate  Co,,  (c)  said,  the  law  has  nowhere  attempted  to 
say  what  exactly  invention  is,  being  content  as  cases  arise  to  say 
what  cannot  be  invention.  Of  all  questions  in  patent  law  it  is 
probably  the  most  difficult  to  decide,  {d) 

(f)  11  R.  P.  0.  p.  360.  aehinen  Fabnk  v.  P/aff,  7  R.  P.  0.  16; 

(a)  Per  Loxd   Henohell,  Lancashire  WiUianu  y.  Nye,  7  R.  P.  0.  63 ;  Neweum 

Sxfiorives  Co,  y.  Boburite  Co,  12  R.  P.  0.  y.  Manny  7  R.  P.  0.  307;  Longhottom  y. 

478.  Shaw,  8  R.  P.  G.  333;  Emboeeed  Metal  Co. 

(5)  Ibid.  p.  482.  y.  Saupe,  8  R.  P.  0.  355 ;  Sudbury  y.  Lee^ 

(fl)  7  R.  P.  C.  455,  p.  463.  11  R.  P.  C.  58;    Wood  y.  Raphael,  13 

id)  Per  Lindley,  M.R.,  in  Dredge  y.  R.  P.  0.  730;  14  R.  P.  C.  496;  Biekmann 

PameU,  15  R.  P.  0.  84,  p.  88;  14  T.  L.  R.  y.  Thierry,  14  R.  P.  C.  105;   Dredge  y. 

p.  211.    On  want  of  invention  aee  alao  Pamell,  15  R.  P.  0.  84 ;  16  R.  P.  0.  625. 

the   following   oases:    Deutsche  NShma- 
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CHAPTER  X. 

The  Specifications. 

Specifications — ^Their  Scope  and  Pnipose. — Although  every  grant  of 
letters  patent  is  a  mere  exercise  of  the  royal  prerogative  and  no 
contractual  relationship  is  thereby  created  between  the  Grown 
and  the  grantee,  (a)  judges  have  from  time  to  time  spoken  of  the 
Grown  in  its  granting  capacity  as  a  contractor  for  the  public,  and 
of  the  patentee  as  the  purchaser  of  a  monopoly  whom  the  law 
requires  to  honestly  pay  the  full  price  for  his  privilege,  (b)  This 
language,  loose  and  inaccurate  as  it  is,  (c)  has  been  used  because 
the  Grown  exacts  as  a  condition  of  the  grant  a  full  disclosure  by 
the  patentee  of  the  manner  of  performing  his  invention,  so  that  the 
public  at  the  conclusion  of  the  patent  term  may  be  able  to  make 
as  ample  a  use  of  the  discovery  as  the  inventor  under  cover  of  his 
monopoly  has  himself  enjoyed.  If  such  disclosure  were  not 
secured  by  the  Grown  on  behalf  of  the  public  no  patent  for  an 
invention  could  be  supported,  for  no  advantage  would  accrue  to 
the  public  from  the  temporary  restriction  imposed  upon  them 
by  the  monopoly,  and  under  the  ancient  rules  of  the  common 
law  the  grant  would  be  void,  (d)  This  disclosure  the  patentee 
is  required  to  make  through  the  medium  of  his  specification. 

(a)  Feather  ?.  The  Queen,  35  L.  J.  Q.  S41),  Alderson,  B.,  said:   *<Loid  Eldon 

B.  205 ;  6  B.  &  S.  257.  lays  down  the  principle  so  long  ago  as 

(h)  Thns  in  Cartwright  v.  Earner  (died  1800.  He  says  patents  are  to  be  considered 

14  Ves.  131),  Lord  Eldon,  then  Chief  as  bargains  between  the  inventor  and  the 

Justice,  said  that  a  patent  was  to  be  public,  to  be  judged  of  on  the  principles 

considered  as  being  in  the  nature  of  a  of  good  faith,  by  making  a  fair  disclosure 

bargain  with  the  public,  and  the  sped-  of  the  invention  and  to  be  construed  as 

flcation  was   therefore   to   be   construed  other   bargains.     That  is  the   principle 

upon  the  same  principle  of  good  faith  that  which  must  be  taken  to  be  the  sound 

regulates  all  other  contracts.     See,  also,  principle."    See,  also,  Walton  v.  Potter^ 

Lord  Eldon*s  observation  in  Harmar  v.  1  W.  P.  C.  595;    Qibean  v.  Brand,  1 

Plane  (14  Yes.  132)  that  he  adhered  to  W.  P.  C.  629. 

this  dictum.    Commenting  on  Cartwright  (c)  See  ante,  p.  12. 

V.  Earner  in  NeiUon  v.  Harford  (1  W.  P.  C.  (d)  See  ante,  p.  17. 
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"  The  object  of  the  specification,"  said  Tindal,  C. J.,  in  Walton 
y.  Potter,  (e)  ''  is  that  it  is  the  price  which  the  party  who  obtains 
the  patent  pays  for  it,  and  it  would  be  a  hard  bargain  on  the 
part  of  the  public  if  he  were  allowed  to  clothe  his  discovery  and 
his  description  in  characters  so  dark  and  so  ambiguous  that  no 
one  could  make  from  it  when  the  fourteen  years  have  expired, 
and  he  should  not  have  paid  the  price  for  which  he  enjoyed  the 
exclusive  privilege,  but  that  he  should  have  it  in  his  hands  still 
for  as  long  a  period  as  he  chooses;  and,  therefore,  it  is  always 
a  proper  answer  where  a  patent  is  set  up,  to  say  thai  you  have 
not  so  described  it,  that  it  may  be  understood.*' 

Again,  in  Gibson  v.  Brand,  (/)  the  same  learned  judge  said  that 
the  specification  ought  to  be  so  clearly  worded  as  to  lead,  without 
any  doubt  or  difficulty,  to  the  result  which  is  the  object  of  the 
patent,  ''because  it  is  the  price  that  the  man  who  takes  out 
the  patent  pays  to  the  public  for  their  being  so  long  kept  out 
of  the  enjoyment  of  the  commodity  or  manufacture  that  is  pro- 
tected ;  the  price  he  pays  is,  that  he  will  lodge  such  an  account 
of  his  own  discovery  and  invention  as  will  enable  the  public,  at 
the  expiration  of  fourteen  years,  to  have  as  free  and  unreserved 
use  of  the  invention  as  himself.  Therefore,  every  man  who  is 
an  honest  man  is  bound  to  pay  that  price  justly  and  fairly, 
and  to  word  his  specification  in  such  a  way  as  to  be  clear  from 
all  doubt." 

It  is  therefore  apparent  that  it  was  as  a  means  of  safe-guarding 
the  interests  of  the  public  and  securing  to  them  the  full  disclosure 
of  the  patentee's  invention,  that  the  expedient  of  requiring  an 
inventor  to  specify  the  means  of  performing  his  discovery  was 
first  introduced. 

Commenting  on  this  in  Young  v.  Rosenthal,  (g)  Grove,  J.,  said : 
"  The  reason  of  that  is  this,  that  if  he  did  not  do  so  when  the 
patent  expired  he  might  have  some  trade  mystery  which  people 
would  not  be  able  actually  to  use  in  accordance  with  his  inven- 
tion (although  they  had  a  right  to  use  it  after  his  invention  had 
expired),  because  they  would  not  know  how  to  make  it.  .  .  . 
Therefore  he  is  bound  to  do  these  two  things,  namely,  to  tell  the 
public  what  is  the  nature  of  his  invention,  and  to  tell  them  how 
the  invention  is  to  be  made  in  practice.  Take,  for  instance,  a 
chemical  invention.  A  man  might  make  a  chemical  discovery, 
and  he  might  claim  a  patent  for  it,  and  call  it  by  his  own  name, 
'  Thomas's  This  '  or  '  Thomas's  That ; '  and  when  the  patent  came 

(«)  1  W.  P.  C.  695.  (/)  1  W.  p.  C.  620.  (g)  1  R.  P.  C.  29. 
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to  an  end  the  public  might  not  know  the  least  in  the  world  how 
to  make  it,  and  he  would  still  continue  by  that  means  to  have 
a  monopoly  which  he  had  no  right  to  continue,  and  which  was 
granted  to  him  for  fourteen  years  only,  unless  it  was  prolonged, 
and  then,  when  the  fourteen  years  came  to  an  end,  the  public 
might  not  know  how  his  chemical  invention  is  made.  ...  he 
might  get  not  only  fourteen  years  but  twice  or  three  times  fourteen 
years'  monopoly  by  keeping  secret  his  manufacture.  Therefore, 
in  the  interest  of  the  public,  the  law  says  the  patentee  must  fairly 
and  properly  describe  the  nature  of  his  invention  in  what  is  now 
publicly  called  his  claim,  and  also  the  means  or  mode  by  which  it 
can  be  performed."  (ft) 

Origin  of  the  Speoifioation. — The  importance  of  securing  in  a 
written  document  that  full  disclosure  of  an  invention  which  the 
modern  specification  provides  was  not  apparent  at  the  date  of  the 
Statute  of  Monopolies.  At  that  time  new  inventions  as  the  words 
are  now  understood  were  practically  unknown.  A  "new  manu- 
facture "  to  the  draftsmen  of  the  Act  of  James  I.  meant  a  new 
trade ;  and  as  apprenticeship  was  then  universal,  it  was  assumed 
that  every  patentee  would  work  his  invention  with  the  assistance 
of  apprentices,  who,  when  the  patent  had  expired,  would  be  free 
to  perform  the  invention  for  themselves. 

The  idea  of  conferring  the  invention  on  the  public  at  large,  at 
the  conclusion  of  the  patent  term,  would  never  have  occurred  to 
the  mind  of  a  Stuart  lawyer,  whose  views  of  trade  were  moulded 
upon  the  assumption  that  none  deserved  to  be  free  of  a  mystery  but 
such  as  had  served  an  apprenticeship  in  it.  Hence  in  his  eyes 
the  patentee's  obligations  would  be  sufficiently  discharged  if  the 
invention  resulted  in  the  establishment  in  the  country  of  a  new 
industry,  even  although  restricted,  as  all  trades  then  were,  to 
the  hands  of  such  persons  as  had  been  apprenticed  thereto. 

Hence,  for  long,  patentees  were  not  required  to  specify  the 
details  of  their  inventions,  and  a  vague  description  of  the  nature 
of  an  invention  inserted  in  the  body  of  the  grant  was  accepted 
as  sufficient  by  the  legal  advisers  of  the  Grown. 

The  specification  as  a  separate  instrument  first  appears  in  the 
reign  of  Queen  Anne,  (t)  when  one  of  the  law  officers  of  the  Crown 
inserted  in  the  terms  of  the  royal  letters  patent  a  new  proviso, 

(h)  Seo,  also,  PhilpoH  v.  Hanbury,  2  51  L.  J.  Oh.  p.  709;  21  0.  D.  p.  743. 

B.  P.  C.  88.  The  first  pateot  containing  this  condition 

(t)  See  Lord  Blackburn  in  BaUey  v.  appears  to  ha?e  been  Ncumyth*»^  dated 

Bcberton,  8  App.  Ca.  1074.  See,  also,  Fry,  1711.  See  Webster's  Lettert  Pateniy  p.  6,  n. 
J.,  in  Untied  Telephone  Co.  y.  jBammm, 
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under  which  the  grantee  was  bound,  on  pain  of  avoiding  the 
grant,  to  describe  and  ascertain  in  an  instrument  in  writing,  and 
within  a  specified  time  after  the  sealing  of  the  patent,  the  nature 
of  his  invention  and  the  manner  of  performing  ii  Thus,  letters 
patent  became  conditional  grants,  dependent  for  their  validity 
upon  the  performance  of  the  condition  imposed  by  this  proviso. 
The  former  general  description  was  still  retained  in  the  body  of 
the  grant  and  operated  as  the  title  of  the  invention ;  but  from  this 
time  it  was  to  the  document  filed  after  the  patent  was  granted 
that  the  public  had  to  look  for  information  as  to  the  mode  of 
carrying  the  patentee's  discovery  into  practice,  (j) 

In  the  specification  thus  introduced  the  patentee  was  under  the 
necessity  of  complying  with  two  conditions ;  first,  the  specification 
must  relate  to  the  same  invention  as  that  of  which  the  nature 
was  desmbed  by  the  title  embodied  in  the  grant ;  and,  secondly, 
it  was  necessary  that  it  should  fully  describe  the  manner  of  making 
that  invention.  If  the  first  of  these  conditions  was  not  fulfilled 
the  patent  was  bad,  for  in  that  case  the  Grown  had  granted  a 
monopoly  of  one  invention  and  the  patentee  had  described 
another;  if  the  second,  the  patent  was  equally  bad,  for  the 
eventuality  had  then  arisen  under  which,  by  the  terms  of  one  of 
its  provisoes,  the  patent  became  void. 

Practice  under  the  Patent  Law  Amendment  Act,  1852.— For  many 
years  one  specification  was  deemed  sufficient;  and  patents  were 
granted  on  the  vague  statements  of  the  titles  of  inventions,  subject 
to  the  patentee  subsequently  filing  his  specification.  As  inventions 
increased,  however,  in  number  and  importance,  the  inconvenience 
of  this  system  became  more  and  more  apparent.  Patents  were 
applied  for  under  titles  of  the  most  general  character,  with  the 
object  of  embracing  **the  widest  circle  of  the  particular  class  of 
invention  intended  to  be  patented."  (k)  In  the  public  interest  it 
became  necessary  to  tie  the  patentee  down  to  a  more  detailed 
representation  of  the  ambit  of  his  invention  than  the  vague  title 
afforded,  and  to  obviate  the  inconvenience,  an  amendment  of  the 
law  was  introduced  by  the  Patent  Law  Amendment  Act,  1852.  {[) 
Under  the  provisions  of  that  Act,  the  office  of  the  former  title  was 
assigned  to  a  preliminary  specification,  called  the  provisjional 
specification,  in  which  the  intending  patentee  was  required  to 
describe  the  nature  of  his  invention;  while  to  the  former 
specification    (now  called    the  complete    specification)  was  still 

(J)  Per  Lord  Chelmsford  in  Penn  y.  (ft)  Ibid. 

Boitff,  L.  B.  2  Ch.  132.  (0  15  &  16  Vict.  •.  88,  b.  6. 

M 
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allotted  the  function  of  informing  the  public  how  the  invention 
could  be  put  in  practice.  The  proyisional  specification,  thus  for 
the  first  time  introduced,  was  delivered  by  the  inventor  with  his 
application  for  a  patent,  and  the  letters  patent  sealed  with  the 
proviso  as  formerly,  that  the  grantee  should,  within  a  specified 
period,  (m)  file  another  specification,  particularly  describing  and 
ascertaining  the  nature  of  the  invention,  and  the  manner  in  which 
it  was  to  be  performed. 

Present  Practice. — The  Patent  Law  Amendment  Act,  1862,  is 
now  repealed  by  the  Patents  Act,  1888,  (n)  under  which,  while  the 
names  and  functions  of  the  two  specifications  have  been  retained, 
a  modification  has  been  introduced,  requiring  both  specifications  to 
be  filed  before  the  grant  is  sealed.  Hence,  letters  patent  are  now 
granted,  not  upon  a  condition  that  the  inventor  will  fully  describe 
the  manner  of  performing  his  invention  within  a  limited  time,  but 
upon  the  faith  of  a  representation  by  the  applicant  that  this  has 
been  already  done,  (o)  The  former  condition  subsequent  has  thus 
become  a  condition  precedent ;  but,  except  as  regards  the  date  of 
its  fulfilment,  that  condition  remains  the  same. 

The  Title. 

Considerations  afTeoting  the  Choice  of  a  Title. — ^Every  specification 
ought  to  commence  with  the  title  of  the  invention  to  which  it 
relates.  (j>)  Such  title  should  indicate  the  subject  matter  of  the 
invention,  (q)  If  it  does  not  do  so,  the  Comptroller  may  require 
the  applicant  to  amend  it,  or,  in  the  absence  of  such  amendment, 
refuse  the  application  altogether,  (r)  From  the  decision  of  the 
Comptroller  an  appeal  lies  to  the  Law  Officer,  whose  determination 
is  final,  (s) 

Before  the  introduction  of  the  provisional  specification,  patents 
were  frequently  upset  on  the  ground  of  a  disconformity  between 
the  title  and  the  specification.  Under  the  existing  practice,  how- 
ever, any  objection  to  the  title  will  be  taken  by  the  officials  of  the 
Patent  Office.  So  far  as  the  public  are  concerned,  no  exception 
can  now  be  taken  to  the  title  of  an  invention,  except  as  constituting 

(m)  Six  monthB,  under  this  Aot :  15  ft  Act,  1888,  a  complete  speoifioatiaii  mnst, 

16  Viot  c  88,  B.  8.  however,  alao  partioolarlj  deeoribe  io  what 

(n)  46  &  47  Vict.  c.  57.  manner  the  invention  Ls  to  be  performed. 

(o)  The  form  of  letters  patent  now  in  (  p)  Patents  Act,  1888,  s.  5  (5). 

nse  recites  only  tiiat  the  inventor  has  by  (g)  n>id.  s.  6. 

his   complete    specification    particularly  (r)  Ibid.  s.  7  (1). 

described  the  nature  of  his  invention  (see  (•)  Ibid.  s.  7  (2). 

ante,  p.  16).    By  s.^  (4)  of  the  Patents 
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part  of  the  provisional  specification^  and  perhaps  indicating  a  more 
restricted  invention  than  that  claimed  in  the  complete  specification. 
The  early  cases  on  the  titles  of  inventions  illustrate  rather  the 
principles  upon  which  the  Courts  will  act  in  considering  the  con- 
formity of  the  two  specifications  required  under  the  present  law, 
than  the  sufficiency  of  the  title  independently  of  the  provisional 
specification. 

Two  general  rules  may,  however,  be  laid  down  to  guide  in- 
ventors in  the  selection  of  the  titles  of  their  inventions.  First, 
the  intending  patentee  should  be  careful  to  frame  his  title  in 
language  sufliciently  wide  to  clearly  cover  the  whole  of  his  inven- 
tion ;  for  the  title  limits  the  ambit  of  the  invention,  which  cannot 
be  enlarged  by  subsequently  inserting  in  the  complete  specification 
a  wider  claim,  (t)  Secondly,  an  inventor  in  choosing  a  title  should 
remember  that  the  mere  generality  of  the  words  employed,  pro- 
vided they  are  not  inaccurately  used,  is  no  ground  of  objection 
to  a  title,  (tt)  It  is  always  open  to  an  inventor  to  subsequently 
limit  his  claim  to  less  than  the  title  originally  covered,  either  by 
a  disclaiming  clause  in  the  complete  specification,  or  by  an  amend- 
ment of  the  original  application.  The  harm  done  by  a  too  general 
title  is  therefore  not  irreparable ;  whereas  the  vice  of  a  title  ex- 
pressed in  language  too  narrow  to  cover  the  whole  invention  is 
incurable,  as  there  is  no  power  of  amendment  except  by  way  of 
excision. 

In  Dart*8  (v)  case  the  original  title  read  as  follows :  "  Improved 
means  of  regulating  the  action  of  dynamo-electric  machines  and 
motors."  On  delivering  their  complete  specification,  the  appli- 
cants, desiring,  as  the  result  of  experiments,  to  narrow  the  scope 
of  their  invention,  omitted  from  the  title  the  words,  *'  and  motors." 
The  case  having  come  before  the  Law  Officer,  on  appeal  from  the 
Comptroller,  Sir  B.  E.  Webster,  A.G.,  referring  to  the  Patents 
Act,  1888,  said :  *'  The  question  of  the  amendment  of  title  is  not 
directly  dealt  with  by  any  section  of  the  Act.  Section  5  (5)  pro- 
vides that  a  specification,  whether  provisional  or  complete,  must 
commence  with  the  title.  Under  ordinary  circumstances  this  title 
is  intended  to  be  in  accordance  with  the  title  quoted  in  the 

(0  Onid  V.  Edge,  per  Maule,  J.,  19  held  too  vague,  see  the  following  cases: 

L.  J.  G.  P.  261 :  9  0.  B.  479.  Coolurane  y.   SmMurri,  D.    P.  C.    .'^54  ; 

(»)  The   leading  case  in   the  early  Campion   iV.    Benyon,  6   B.    Moo.    71 ; 

reports  on  this  point  is  Cook  y.  Pearoe;  Bloxam  y.  EUee^  6  B.  &  G.   169,  178; 

see  the  judgment  of  Tindal,  G. J.,  8  Q.  B.  Bainbridge  y.  Wigley,  1  Garp.  270. 
1044 :  12  L.  J.  Q.  B.  187 ;  18  L.  J.  Q.  B.  («)  Giff.  808. 

189.    For  iUnstrations  of  titles  formerly 
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application  for  letters  patent.  Under  Section  7  (1),  if  the  title  does 
not  suflSciently  indicate  the  subject-matter  of  the  invention,  the 
Gomptroller-Ghsneral  may  require  that  the  application  be  amended. 
In  my  judgment,  this  section  empowers  the  Comptroller  to  order 
an  amendment  of  the  title  in  the  application  if,  in  his  opinion, 
the  title  does  not  sufficiently  indicate  the  invention  described  in 
the  provisional  specification.  ...  If  the  applicant  merely  desire 
to  omit  part  of  the  invention  described  in  the  original  title  and 
provisional  specification,  I  do  not  see  that  any  amendment  of  the 
title  and  provisional  specification  is,  of  necessity,  required,  as 
I  think  that  a  proper  disclaiming  clause  might  be  inserted  in 
the  complete,  indicating  that  part  only  of  the  invention  origi- 
nally covered  by  the  title  of  the  provisional  was  intended  to  be 
claimed;  but  should  the  applicant  think  that  some  risk  to  the 
validity  of  his  patent  might  be  occasioned  by  such  a  course  being 
adopted,  it  is  open  to  him  to  lodge  a  complete,  omitting  the  part 
desired  to  be  left  out,  and  open  to  the  Patent  Office,  under  Sections 
7  and  9,  to  permit  the  original  application  and  provisional  to  be 
amended  by  striking  out  the  part  which  it  is  no  longer  desired  to 
retain.  It  must,  however,  be  distinctly  understood  that  such  an 
amendment  in  the  title  and  provisional  ought,  in  my  opinion,  to 
be  confined  to  excision  only,  and  not  to  amendment  or  other 
explanation,  and  the  excision  must  be  such  as  does  not  extend 
the  scope  of  the  title."  (w) 

The  Provisional  Specification. 

Its  Function  and  Requirements. — The  function  of  the  provisional 
specification  is  to  ascertain  the  identity,  not  the  entirety  of  the 
invention,  (x)  The  necessity  which  the  law  has  imposed  upon 
every  patentee  of  filing  such  a  document  is  a  legislative  recogni- 
tion of  the  custom  which  called  upon  every  inventor  who  applied 
for  a  patent  to  give  some  notion  of  what  his  invention  was.  (y) 
"  The  office  of  the  provisional  specification,"  said  Byles,  J.,  in  what 
has  been  called  the  leading  dictum  on  this  part  of  the  law,  (z) 
"  is  only  to  describe  generally  and  fairly  the  nature  of  the  inven- 
tion, and  not  to  enter  into  all  the  minute  details  as  to  the  manner 
in  which  the  invention  is  to  be  carried  out.'*  (a) 

(w)  See,  also,  Br<non*8  Patent,  Griif.  P.  C.  155. 
A.  P.  C.  1.  (a)  NewaU  v.  EUiott,  4  C.  B.  (N.S.),  293. 

(z)  NewaU  v,  EUiolt,  4  C.  B.  (N.S.),  See, also,  UnUed  TeUphoneY.  Harrittm,  21 

293,  per  Pollock,  C,B.  C.  D.  p.  744 ;  61  L.  J.  Oh.  p.  709 ;  Patents 

(y)  Ibid.  Act,  1888, 8.  5  (3).    For  examples  of  speci- 

(z)  Per  Kay,  J.,  Lucas  v.  Miller,  2  B.  flcations,  see  Appendix  lY.,  poet. 
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The  circumBtance  that  the  law  allows  a  longer  period  to  the 
inventor  for  filing  his  complete  specification,  shews  that  the 
provisional  specification  is  not  intended  to  include  the  details 
of  the  invention;  these  the  inventor  is  assumed  to  be  still 
elaborating.  One  of  the  objects  of  the  provisional  specification 
is  to  afford  him  protection  within  the  ambit  of  his  discovery, 
while  he  works  out  these  details.  At  the  time  when  the  provisional 
specification  is  drawn  he  is  presumed  not  to  know  them,  (b) 

The  provisional  specification,  then,  may  be  said  to  bear  to  the 
complete  dpecification  the  relation  which  the  title  formerly  bore 
to  the  old  specification.  It  gives  notice  of  the  nature  of  the 
invention  for  which  protection  is' sought,  but  not  of  the  means 
of  putting  that  invention  into  use.  It  is  sufficient  if  it  contains 
a  fair  general  description;  it  is  not  intended  to  contain  minute 
details. 

"  The  relation  which  the  provisional  specification  bears  to  the 
complete  specification,'*  said  Lord  Chelmsford,  0.,  in  Penn  v. 
Bibbff,(c)  ''is  much  the  same  as  that  which  before  the  Patent 
Law  Amendment  Act,  1852,  the  title  bore  to  the  specification ; 
and  the  observations  of  Tindal,  G.J.,  in  Cook  v.  Pearce(d)  are 
as  applicable  to  the  provisional  specification  now  as  they  were 
to  the  title  formerly.  That  learned  judge  says,  '  The  vagueness ' 
(he  had  previously  spoken  of  the  vagueness  and  generality)  '  of 
the  title  appears  to  us  to  be  an  objection  that  may  well  be  taken 
on  the  part  of  the  Grown  before  it  grants  the  patent,  but  to  afford 
no  ground  for  avoiding  the  patent  after  it  has  been  granted.  If 
such  title  did  not  agree  with  the  specification  when  enrolled,  or 
if  there  had  been  any  fraud  practised  on  the  Grown  in  obtaining 
the  patent  with  such  title,  the  patent  in  those  cases  might 
undoubtedly  be  held  void.'  These  remarks  as  applied  to  the  title 
of  a  patent  have  a  stronger  application  to  the  case  of  a  provisional 
specification  under  the  Patent  Law  Amendment  Act,  1862, 
because  the  Law  Officer,  if  he  thinks  the  patent  too  large,  can 
order  it  to  be  amended.  And  if  no  objection  is  made  by  him, 
the  generality  of  the  specification,  to  repeat  the  words  of 
Tindal,  G.J.,  affords  no  grounds  for  avoiding  the  patent  after 
it  is  granted." 

''  A  provisional  specification,"  said  Jessel,  M.B.,  in  Stoner  v. 

db)  See  Tenteiden,  CJ.,  in  Orotd^y  y.  (e)  L.  B.  2  Oh.  183;  86  L.  J.  Oh.  459. 

BeverUg,  1  W.  P.  C.  117;  3C.  &  P.  518;  (d)  8  Q.  B.  1044,  p.  1064;  12  L.  J. 

9  B.  ft  C.  63;  Oadd  v.  Mayor  of  Man-  Q.  B.  187;  13 L.  J.  Q.  B.  189. 
»  9  B.  P.  C.  626  (per  Lindley,  L  J.). 
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Todd,  (e)  "  was  never  intended  to  be  more  than  a  mode  of  pro- 
tecting an  inventor  until  the  time  for  filing  the  final  specification. 
It  was  not  intended  to  contain  a  complete  description  of  the  thing, 
so  as  to  enable  any  workman  of  ordinary  skill  to  make  it,  but 
only  to  disclose  the  invention,  fairly  no  doubt,  but  in  its  rough 
state,  until  the  inventor  could  perfect  its  details."  (/) 

**  A  provisional  specification,"  said  Lindley,  L. J.,  in  Woodward 
V.  Sansum,(g)  ''was  never  intended  to  contain  a  complete  and 
exhaustive  description  of  the  invention;  it  was  intended  to  be 
sufficiently  specific  to  disclose  the  nature  of  the  invention,  so  as 
to  protect  the  inventor  until  the  time  for  filing  the  complete  or 
final  specification,  but  permitting  him  in  the  meantime  to  perfect 
any  details,  to  modify,  supplement,  and  develop  his  invention, 
always  keeping  within  what  I  may  call  the  ambit  of  his  invention, 
as  disclosed  in  his  provisional  specification.*' 

The  provisional  specification  being  the  intimation  of  the  patentee 
to  the  Grown  of  the  discovery  for  which  he  asks  letters  patent, 
it  does  not  lie  with  the  public  to  take  exception  to  the  terms  of 
that  document.  The  sufficiency  thereof  is  a  matter  solely  concern- 
ing the  Grown.  And  once  letters  patent  have  been  sealed,  no 
objection  to  their  validity  can  be  taken  by  the  public  on  any 
alleged  inadequacy  of  the  provisional  specification,  (h) 

Praotioe  under  the  Patents  Act,  1883.— The  Patents  Act,  1888, 
which  governs  the  present  practice,  provides  that  the  provisional 
specification  shall  commence  with  the  title  of  the  invention,  (i) 
It  must  describe  the  nature  of  the  invention  and  be  accompanied 
by  drawings  if  required.  (J) 

As  formerly,  it  is  not  required  to  contain  details ;  if  it  fairly 
describes  the  invention  in  the  rough,  that  is  sufficient,  (k)  It 
need  not  describe  the  advantages  of  the  invention,  and  if  it  does, 
the  patentee  is  not  limited  in  his  complete  specification  to  such 
developments  of  his  invention  as  possess  all  the  advantages  so 
described.  (Z) 

The  provisional  specification  must  be  left  at  the  Patent  Office 
with  the  application  for  letters  patent.  There  it  is  referred  by  the 
Comptroller  to  an  examiner  to  report  whether  the  title  sufficiently 
indicates  the  subject-matter,  whether  the  description  it  contains  is 

(e)  L.  B.  4  C.  D.5S:  46  L.  J.  Ch.  82.  Hadam,  7  M.  &  G.  p.  885. 

CO  Of.  Loxd  Blaokbam  in  BaOey  v.  (i)  Patents  Act,  1883,  &  5  (5). 

Bdberton,  8  App.  Ga.  1074.  (J)  Ibid.  8.  5  (8). 

(^)  4  B.  P.  G.  178.  (j^)  PnmmaHe  Tyre  Co,y.  Ecut  London 

(h)  Cooks  y.  Pearee,  8  Q.  B.  p.  1064;  i2ti&6erCb.,14B.P.G.77,578;  75L.T.488. 

Penn  v.  BMy,  L.  B.  2  Gh.  133 ;  NicheU  ▼.  (Z)  Ibid.  14  B.  P.  G.  p.  99. 
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fair,  and  whether  the  applicant  has  complied  with  the  prescribed 
forms,  (m)  If  the  examiner  reports  nnfaTonrably,  the  Comptroller 
may  require  an  amendment  of  the  specification  and  vary  the  date, 
so  as  to  make  the  application  run  from  the  time  when  snch  amend- 
ment is  complied  with,  (n)  From  the  decision  of  the  Comptroller 
an  appeal  lies  to  the  Law  Officer,  whose  determination  is  final,  (o) 
Under  the  Patent  Law  Amendment  Act,  1852,  all  provisional 
specifications  were  pnblished  by  the  Crown  authorities,  (p)  An 
applicant,  therefore,  who  decided  to  abandon  his  application  after 
obtaining  provisional  protection  under  that  Act,  gave  his  invention 
to  the  public  in  so  far  as  it  was  disclosed  by  his  provisional  specifi- 
cation. Under  the  present  Acts  a  different  practice  prevails.  A 
provisional  specification  is  now  only  published  after  the  complete 
specification  has  also  been  filed,  and  not  at  all  if  the  application  is 
abandoned.  (9)  Hence,  if  an  applicant  is  unable  to  complete  the 
details  of  his  invention  within  the  time  allowed  for  preparing  the 
complete  specification,  he  may  allow  his  first  application  to  lapse, 
without  precluding  himself  from  obtaining  a  patent  for  his  inven- 
tion on  a  subsequent  application,  except  in  so  far  as  he  incurs  the 
risk  of  anticipation  by  some  rival  inventor. 


The  Complete  Specification. 

Statutory  Bequirements  of  the  Complete  Specification. — The  pro- 
visional specification  being  the  inventor's  representation  to  the 
Crown  as  to  the  scope  of  the  invention  for  which  he  seeks  protec- 
tion, the  complete  specification  is  his  unreserved  gift  to  the  public 
(to  take  effect,  however,  only  at  a  determinate  future  date)  of  that 
discovery,  of  which  meanwhile  he  claims  for  himself  the  exclusive 
enjoyment.  It  is  therefore  at  once  apparent  that  the  complete 
specification  must  contain  many  details  which  are  not  required  to 
be  inserted  in  the  provisional  specification.  The  latter  may  be 
a  bare  outline  sketch ;  the  former  must  be  a  completed  picture. 

The  complete  specification  must  set  out  the  invention  in  detail. 
It  must  particularly  describe  and  ascertain  the  nature  of  the 
invention  and  in  what  manner  it  is  to  be  performed,  (r)  Ascer- 
taining means  making  reasonably  certain,  (s)  It  must  commence, 
like  the  provisional  specification,  with  the  title,  and  be  accompanied 

(m)  Patents  Act,  1883,  b.  6.  (9)  Patents  Act,  1885,  s.  4. 

(11)  Patents  Act,  1888,  a.  2.  (r)  Patents  Aot,  1888,  s.  5  (4). 

(o)  Ibid.  s.  2  (8).  (•)  Per  Grove,  J.,  PhilpoU  v.  Hanbury, 

(p)  15  &  16  Vict  c.  83,  s.  29.  2  R.  P.  C.  33. 
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by  drawings  to  illostrate  it  if  required,  (t)  Where  drawings  have 
been  left  with  the  provisional  specification  it  may,  howeyer,  refer 
to  such  instead  of  repeating  them.  (i^)  The  Ac^s  further  require 
that  the  complete  specification  shall  end  with  a  distinct  statement 
of  the  inyention  claimed,  (v)  As  that  statement  is  notice  to  the 
public  of  what  the  patentee  claims  to  monopolise,  it  ought  to  be 
made  as  clear  and  explicit  as  is  reasonably  possible,  having  regard 
to  the  subject-matter  of  the  inyention.  It  is,  therefore,  undesirable 
that  it  should  be  embarrassed  by  constant  references  back  to  the 
body  of  the  specification,  (w) 

At  the  same  time,  the  statutory  requirement  that  the  complete 
specification  shall  end  with  a  distinct  statement  of  the  invention 
claimed  is  one  of  form  only,  and  a  failure  to  comply  with  this  con- 
dition, once  the  Comptroller  has  accepted  the  specification,  is  no 
grouiid  for  subsequently  holding  the  patent  bad. 

fieferring  to  this  in  SiddeU  v.  Vichers,  (x)  Lord  Herschell  said : 
"  The  Act  does  not  provide  that  if  this  requirement  is  not  complied 
with  the  patent  shall  be  void,  and  I  think  it  impossible  to  imply 
any  such  condition.  There  is  no  more  warrant  for  doing  so  in  this 
case  than  in  the  case  of  non-compliance  with  any  other  of  the  provi- 
sions of  the  section.  The  provision  which  immediately  precedes  that 
in  question  requires  that  a  specification  should  commence  with  the 
titla  It  could  hardly  be  gravely  contended  that  if  the  Comptroller 
accepted  a  specification  where  the  title  did  not  occupy  the  first 
place  the  patent  granted  ought  on  that  account  to  be  held  void."(y) 

The  complete  specification  ought  to  be  in  the  form  prescribed 
by  the  Patents  Act,  1888,  and  signed  by  the  applicant.  But  the 
statutory  form  is  not  intended  to  cover  every  possible  application, 
and  may  be  varied  to  meet  any  new  case,  (z)  Where  several 
applicants  join  in  applying  for  a  patent,  it  will  be  sufficient  if  the 
complete  specification  is  signed  by  one  of  them,  (a) 

The  complete  specification  must  be  left  by  the  applicant  at  the 
Patent  Office  within  nine  months  from  the  date  of  application. 
Otherwise  the  application  is  treated  as  abandoned,  (b)  But  leave 
may  be  given  by  the  Comptroller  to  extend  the  time  by  any 
period  not  exceedhig  one  month,  (c) 

(0  Patents  Act,  1883,  s.  5.  (y)  See,  also,  Ketty  y.  Heathman,  7 

(u)  Patents  Act,  1886,  s.  2.  B.  P.  C.  848. 

iv)  Patents  Act,  1883,  s.  5.  («)  QrenfeU  &  McEvo^t  Applioaium,  7 

(w)  Per  Pry,  J.    Bee  Fair/ax  v.  iyofit,  B.  P.  C.  151. 
8  R.  P.  C.  407.  (a)  Ibid. 

(x)  7  R.  P.  C.  807;   16  App.  Oa.  496,  (6)  Patents  Act,  1883,  s.  8. 

P-  500.  (o)  Patents  Act,  1885,  s.  3. 
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The  complete  specification,  like  the  provisionali  must  pass  the 
ordeal  of  examination  by  an  official  examiner,  to  whom  it  is 
referred  by  the  Comptroller,  (d)  It  is  the  duty  of  this  examiner 
to  see  that  it  is  prepared  in  the  prescribed  form,  and  that  it 
describes  substantially  the  same  invention  as  that  which  is  out- 
lined in  the  provisional  specification,  (e)  If  the  examiner  reports 
unfavourably  the  GomptroUer  may  refuse  to  accept  the  specification 
until  it  has  been,  amended  as  he  may  require.  (/)  From  such 
refusal  an  appeal  lies  to  the  Law  Officer,  with  whom  the  ultimate 
determination  of  the  matter  rests,  (g) 

If  the  complete  specification  is  not  accepted  within  twelve 
months  from  the  date  of  the  application  for  letters  patent,  the 
application— unless  an  appeal  is  pending  in  respect  of  it  to  the 
Law  Officer — becomes  void,  (h)  But  the  time  may  be  extended  by 
the  Comptroller  for  any  period  not  exceeding  three  months,  (i) 

The  reports  of  examiners  are  not  published,  and  are  privileged 
froLi  production  or  inspection  in  all  legal  proceedings,  unless  the 
Court  or  offiqer  having  power  to  order  discovery  of  them  certifies 
that  their  productiou  or  inspection  is  desirable  in  the  interests  of 
justice  and  ought  to  be  allowed,  (j) 

Having  indicated  the  statutory  requirements  of  a  complete 
gpecifioation,  it  is  now  necessary  to  consider  more  in  detail  the 
Ught  which  the  judicial  decisions  have  thrown  upon  the  object  and 
scope  of  that  instrument. 

Oood  Faith  towards  the  Orown. 

Bigoonformity  between  the  Spedficationi  will  Avoid  a  Patent. — 
In  preparing  his  complete  specification  an  inventor  must  observe 
strict  good  faith  towards  the  Crown  as  tho  protector  of  the  public 
interest.  Thus,  he  must  confine  himself  rigorously  to  the  invention 
outlined  in  his*  provisional  specification.  If,  having  applied  for 
letters  patent  for  one  invention,  he  proceeds  by  his  complete  specifi- 
cation to  describe  a  different  invention,  or  one  of  larger  ambit,  his 
grant  will  be  void.  In  a  word,  there  must  be  no  disconfonnity 
between  the  two  specifications. 

The  objection  of  disconformity  is  one  which  may  be  raised  at 
any  time  to  defeat  lettws  patent,  for  the  decision  of  the  Patent 

(d)  Patents  Act,  1883,  8.  9  (1).  (K)  Ibid.  Bob-e.  4. 

(«)  Ibid.  (t)  Patents  Act,  1885,  s.  8. 

(/)  Ibid,  gnb-s.  2.  (j)  Patents  Act,  1883,  s.  9  (5) ;  Patents 

(9)  Ibid,  snb-ss.  2  &  3.  Act,  1888,  &  3. 


170  THE  SPBCIFIOATIONB. 

Office  to  accept  a  complete  specification  is  no  estoppel  upon  any 
member  of  the  public  who  may  desire  subsequently  to  question 
the  validity  of  the  grant,  on  grounds  of  disconformity. 

On  this  point  Lord  Halsbury,  C,  in  SiddeU  v.  Vichers,  (k) 
said :  ''  It  is  suggested  that  the  new  machinery  of  the  Comptroller 
and  the  examiner  has  superseded  the  power  of  raising  any  objec- 
tion to  the  conformity  of  the  provisional  and  complete  specification. 
I  am  unable  to  take  that  view.  I  think  it  is  an  essential  condition 
of  a  good  patent  that  the  invention  described  in  the  provisional 
should  be  the  same  as  that  in  the  complete  specification,  and  I 
think  the  third  sub-section  of  Section  26  preserves  this  as  a  ground 
upon  which  an  action  for  the  infringement  of  a  patent  right 
might  be  defended,  and  a  ground  upon  which  a  patent  might  be 
revoked." 

So  likewise  in  NvttaU  v.  Hargreaves,  (I)  Lindley,  L.J.,  discussing 
the  question  whether  the  Patents  Act,  1883,  had  deprived  a  defen- 
dant in  an  infringement  action  of  the  defence  of  disconformity 
between  the  specifications,  said :  "  In  order  to  answer  that  question 
we  must  look  at  the  further  sections  of  the  Act  of  Parliament,  and 
the  important  one,  passing  by  Section  14,  is  Section  26,  Clause  8. 
Section  26  relates  to  revocation,  and  it  says :  *  (1)  The  proceeding 
by  scire  facias  to  repeal  a  patent  is  hereby  abolished;  (2)  Revoca- 
tion of  a  patent  may  be  obtained  on  petition  to  the  Court;  (S) 
Every  ground  on  which  a  patent  might  at  the  commencement  of 
this  Act  be  repealed  by  scire  facias,  shall  be  available  by  way  of 
defence  to  an  action  of  infringement,  and  shall  also  be  a  ground 
of  revocation.'  In  order  to  give  effect  to  that  section  you  have  to 
consider  what  the  effect  would  have  been  of  a  patentee  before  the 
Act  not  stating  in  his  provisional  specification  the  real  nature  of 
his  invention,  so  as  to  identify  it  with  the  invention  which  he 
described  in  his  complete  specification.  The  answer  to  that  has 
been  settled  by  authority,  and  I  think  the  last  case  of  any  import- 
ance was  Bailey  v.  Boberton.  (m)  If  the  invention  described  in  the 
two  specifications  is  not  the  same  the  patent  is  bad.  •  .  •  In  the 
face^  therefore,  of  the  twenty-sixth  section,  it  appears  to  me  that  if 
in  point  of  true  construction  these  two  specifications  are  not  for 
the  same  invention  this  patent  cannot  be  upheld." 

At  the  same  time  it  is  manifest  that  the  complete  specification 
must  contain  details  which  do  not  appear  in  the  provisional,  and 

(*)  7  B.  P.  C.  p.  803;  15  App.  Oa.  p.      61  L.  J.  Oh.  94. 
499.  (m)  8  App.  Ca.  1055. 

(0  8  B.  P.  C.  453;   [1892]  1  Ch.  23; 
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be  the  expression  of  an  ampler  knowledge  than  the  patentee  pos- 
sessed at  the  date  of  the  earlier  doonment ;  for  the  whole  object 
of  provisional  protection  is  to  giye  the  applicant  time  in  which  to 
deydop  and  perfect  the  working  of  his  invention,  so  that  when 
he  finaUy  describes  it  he  may  give  the  foUest  possible  measure 
of  useful  information  regarding  it  to  the  pnblic.  The  law,  there- 
fore, contemplates  the  invention  as  a  growing  thing  in  the  mind 
of  the  inventor ;  and  questions  of  great  difficulty  must  from  time 
to  time  arise  as  to  whether  all  the  matters  included  and  claimed 
in  the  complete  specification  legitimately  flow  from,  and  are  part 
of,  the  original  discovery,  or  are,  as  to  some  of  them,  matters 
of  independent  invention.  In  the  desire  to  anticipate  possible 
competitors,  an  intending  patentee  will  sometimes  apply  for  pro- 
visional protection  while  he  has  still  but  a  crude  idea  of  the  dis- 
covery he  believes  himself  to  have  made.  In  such  case  the  working 
out  of  his  invention  may  disclose  results  he  little  anticipated,  and 
cause  him  to  include  in  his  complete  specification  matters  which 
are  really  independent  inventions.  The  temptation  to  thus  trans- 
gress the  limits  which  the  law  imposes  is  not  lessened  by  the 
circumstance  that  it  is  in  fact  often  most  difficult  to  say  where 
details  cease  to  be  developments  of  the  original  discovery  and 
become  independent  inventions. 

The  general  rule  is  that  the  patentee  must  not  extend  in  his 
complete  specification  the  area  of  the  monopoly  which  he  has 
indicated  as  the  object  of  his  application  in  the  provisional  speci- 
fication; all  new  matters  inserted  in  the  complete  specification 
must  therefore  be  detail,  legitimately  flowing  from  the  elaboration 
of  the  original  invention  described  in  the  earlier  specification. 

Illustrations  of  this  rule  may  be  found  in  some  of  the  early 
eases,  if  the  dictum  of  Lord  Chelmsford  in  Penn  v.  Bibby  (n)  be  borne 
in  mind,  that  the  relation  of  the  t)ld  title  to  the  old  specification 
is  the  same  as  that  now  existing  between  the  provisional  and 
complete  specifications. 

Thus,  in  Cook  v.  Pearce,  (o)  Tindal,  0.  J.,  said :  "  Any  evidence 
of  a  design  on  the  part  of  an  inventor  to  choose  a  vague  and 
general  title,  in  order  that  he  might  avail  himself  at  the  time  of 
the  enrolling  of  the  specification  of  an  invention  not  discovered 
by  him  at  the  time  of  the  taking  out  of  the  patent,  or  in  order  to 
prevent  other  subjects  of  the  Queen  from  availing  themselves  of  a 
discovery  made  by  them  upon  the  ground  of  its  falling  within  the 

(«)  L.  B.  2  Ch.  133;   36  L.  J.  Ch.  (o)  8  C.  B.  p.  1064;   12  L.  J.  Q.  B. 

459.  187;  18L.J.  Q.  B.  189.        , 
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range  of  the  general  terms  of  the  title,  although  such  invention 
was  different  from  that  for  which  the  patent  was  really  and  in 
truth  taken  out,  might  afford  such  pr6of  of  fraud  upon  the  Grown 
and  injury  to  the  subject  as  that  the  vagueness  and  generality  of 
the  title  in  such  cases  niight  avoid  the  patent." 

In  OroU  V.  Edge,  (p)  the  subject-matter  of  the  letters  patiBnt,  as 
originally  described  by  the  applicants  in  their  title/was  "  Improve- 
ments in  the  manufacture  of  gas  for  the  purpose  of  illumination, 
and  in  the  apparatus  used  when  transmitting  and  measuring  gas." 
But  in  the  specification  subsequently  enrolled,  the  patentees  in- 
serted two  further  words,  so  that  it  read,  "  For  improvements  in 
the  manufacture  of  gas  for  the  purpose  of  illumination,  and  in  the 
apparatus  used  therein,  and  when  transmitting  and  measuring  gas." 
In  consequence  of  this  the  Court  of  Common  Fleas  held  the  speci- 
fication insufQcient.  Maule,  J.,  in  delivering  the  judgment  of  the 
Court,  said :  "  The  insertion  is  slight  as  to  the  number  of  words, 
but  it  adds  most  materially  to  the  meaning  of  the  sentence,  and 
extends  substantially  the  grant  of  the  Crown ;  because  the  title, 
as  suggested  in  the  specification,  represents  the  patent  as  being  a 
patent  for  different  kinds  of  apparatus  used  for  two  distinct  things, 
viz.,  the  making  of  gas,  and  the  transmitting  and  measuring  it. 
.  .  .  Now,  the  patent  granted  was  a  patent '  for  certain  improve- 
ments in  the  manufacture  of  gas  for  the  purpose  of  illumination, 
and  in  the  apparatus  used,' — ^not '  when  manufacturing  gas,'  but 
'  when  transmitting  and  measuring  gas.'  The  title  did  not  profess 
to  comprehend  improvements  in  any  apparatus  used  in  making 
gas.  The  patentees,  in  representing  to  the  Crown  the  nature  of 
the  invention  which  they  had  discovered,  did  not  give  the  Crown 
notice  that  they  claimed  the  exclusive  use  of  any  apparatus  for 
making  gas.  The  title  of  the  patent  as  described  in  the  speci- 
fication is  one  which  comprehends  as  well  improvements  in  appa- 
ratus for  making  gas  as  improvements  in  apparatus  used  in  its 
transmission  and  metage.  And,  when  the  body  of  the  specification 
is  looked  at,  one  main  part  of  the  patentees*  claim  consists  of  what 
may  be,  and  probably  is,  a  new  mode  of  manufacturing  clay  retorts 
— an  apparatus  used  in  the  manufacture,  and  not  in  the  trans- 
mitting and  measuring  of  gas.  Any  person  reading  the  specifica- 
tion for  the  purpose  of  ascertaining  what  the  patentees  claim  as 
their  exclusive  right,  would  see  without  doubt  that  a  material 
branch  of  their  claim,  and  of  the  patent,  the  specification  of  which 
they  were  professing  to  inroll,  was  an  improvement  in  apparatus 

(p)  9  C.  B.  476;  19  L.  J.  C.  P.  261. 
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nsed  in  the  mannfacture  of  gas.  Now,  no  patent  at  all  has  been 
granted  to  them  for  that ;  and  it  appears  to  us  to  be  difficult  to 
suppose  that  the  inroUing  a  specification  in  the  terms  here  used 
can  haye  been  intended  as  otherwise  than  an  attempt  on  the 
part  of  the  grantees  to  remedy  an  oversight,  and  so  alter  and 
enlarge  the  patent.  It  seems  to  us  that  they  have  specified  for 
a  more  extensive  and  a  different  patent  from  that  which 
was  granted  to  them.  We  therefore  think  the  specification 
insufficient." 

Among  the  later  authorities  on  this  point  perhaps  the  most 
important  is  Bailey  v.  Boberton,  (q)  a  case  decided  by  the  House  of 
Lords  on  appeal  from  the  Court  of  Session  in  Scotland.  In  that 
ease  the  provisional  specification  stated  that  the  object  of  the 
invention  was  the  preservation  of  animal  substances  in  a  fresh 
state  for  a  long  time,  so  that  when  eaten  they  should  not  be 
distinguishable  from  animal  flesh  recently  killed,  and  for  the 
preservation  of  hides.  This  result  the  patentee  said  he  achieved 
by  coating  animal  substances  with  a  mixed  solution  of  gelatine 
and  bisulphite  of  lime.  In  the  complete  specification,  filed  six 
months  later,  the  patentee  specified  and  claimed  four  different 
solutions  adapted  for  the  preservation  of  animal  substances  in 
various  forms.  The  first  of  these,  solution  No.  1,  was  a  solution 
of  bisulphite  of  lime  alone,  utimixed  with  gelatine.  Bisulphite  of 
lime  had  been  used  for  this  purpose  by  a  prior  patentee.  In  an 
action  for  infringement  against  defenders,  who  bad  used  bisulphite 
of  lime  alone,  their  lordships  held  that  the  complete  specification, 
if  large  enough  to  cover  the  employment  of  bisulphite  of  limj  for 
the  preservation  of  animal  substances,  as  practised  by  the  defenders, 
would  claim  an  invention  larger  than,  and  different  from,  that 
disclosed  in  the  provisional  specification,  and  would  be  open  to 
the  objection  of  want  of  novelty,  and  of  want  of  a  sufficient  descrip- 
tion of  the  manner  in  which  the  invention  was  to  be  performed ; 
that  therefore  the  patent  was  not  valid  and  effectual  to  secure  to 
the  patentees  the  invention,  or  supposed  invention,  used  by  the 
defenders,  though  it  might  be  valid  to  secure  to  them  the  invention 
described  in  the  provisional  specification. 

*'  What  is  the  iuvention,"  said  Lord  Cairns,  ''  which  is  de- 
scribed in  the  provisional  specification  ?  That  is  the  foundation  of 
the  whole  of  the  claim  of  the  appellants.  Whatever  be  the  inven- 
tion which  is  there  described,  that  is  the  invention  which  the 
appellants  inform  the  Crown  they  have  discovered,  and  in  respect 

(g)  3  App.  Ca.  1055. 
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of  which  they  ask  for  the  protection  of  a  patent,  that  is  the  inven- 
tion in  respect  of  which  the  patent  is  given  to  them ;  and  whatever 
be  that  invention,  it  became  their  dnty  to  specify  it,  and  not 
another  or  a  different  invention,  in  the  complete  specification.  •  .  • 
If  the  complete  specification  claims  the  solntion  No.  1,  and  the 
use  of  it  separately  as  an  invention  pore  and  simple,  then  indeed 
the  appellants  may  be  able  to  shew  that  the  respondents  have 
infringed  that  use.  But,  on  the  other  hand,  they  can  only  do  so 
by  claiming  an  invention  through  the  medium  of  the  complete 
specification  which  is  not  mentioned  in  the  provisional  specification, 
and  as  to  the  mode  of  exercising  or  applying  which  they  cannot 
in  that  specification  point  out  any  claim  or  any  information  given 
to  the  public." 

In  the  United  Telephone  Company  v.  Harrisony  (r)  the  invention 
was  for  the  transmission  of  sounds  by  electrical  agency  to  a  distance. 
The  complete  specification  exceeded  the  provisional,  and  the  patent 
was  held  void.  The  complete  specification  contained  the  following 
claim :  ''  I  am  enabled  to  record  the  sounds  produced  by  the  human 
voice,  or  otherwise,  by  causing  the  movements  of  the  diaphragm 
to  be  registered  on  paper  or  soft  sheet  metal,  and  then  the  paper 
may  be  used  as  an  instrument  to  reproduce  the  sound  upon  a 
delicate  diaphragm,  by  giving  to  the  same  a  vibration  similar  to 
that  originally  given  by  the  voice."  The  Court  construed  this  as 
a  claim  to  the  instrument.  Fry,  J.,  said  :{s)  "  It  is  impossible  for 
me  to  read  that,  and  not  to  believe  it  to  be  a  claim  to  the  instru- 
ment, whether  used  in  combination  with  an  electric  current  or  not, 
its  capacity  to  produce  sound  without  any  relation  to  the  electric 
current  having  been  pointed  out  and  dwelt  upon.  The  mode  of 
indenting  was  a  novelty ;  the  mode  of  reproducing  that  sound  was 
a  novelty ;  and  the  claim  appears  to  me  to  cover  the  phonograph 
in  both  its  applications — its  application  to  reproduce  human  sound 
directly  and  immediately  at  the  spot  where  the  voice  had  been 
spoken  to  it,  and  its  application  also  as  the  transmitter  of  the 
same  voice  to  a  distance.  Has  that  remarkable  discovery  so  made 
by  Edison  been  in  any  manner  described  in  the  provisional  specifi- 
cation ?  The  Statute,  as  we  all  know,  requires  that  the  provisional 
specification  shall  describe  the  nature  of  the  invention ;  and  before 
I  proceed  to  consider  the  provisional  specification  in  this  case, 
I  think  it  desirable  to  refer  to  some  of  the  authorities  which  will 
explain  the  principle  upon  which  I  ought  to  proceed."    After  citing 

(r)  L.  R,  21  C.  D.  720;  51  L.  J.  Ch.  (•)  L.  B.  21  C.  D.  p.  748. 
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BMty  Y.  BoherUm  {t)  and  NewaU  v.  Elliott^  {u)  the  learned  jndge 
continned :  **  Now  I  torn,  with  the  light  thrown  by  those  cases  as 
to  the  proper  mode  of  construction,  to  the  proTisional  specification 
in  this  case,  and  find  that  the  title,  which  is  to  be  read  as  part  of 
the  provisional  specification,  is,  controlling  by  sound  the  trans- 
mission of  electric  currents,  and  the  reproduction  of  corresponding 
sounds  at  a  distance.  And  the  inventor  proceeds  in  this  manner ; 
he  says,  '  The  vibrations  of  the  atmosphere  which  result  from  the 
human  voice,  or  from  any  musical  instrument  or  otherwise,  are 
made  to  act  in  increasing  or  lessening  the  electric  force  upon  a 
line  by  opening  or  closing  the  circuit.' "  After  referring  to  the 
details  of  the  invention,  his  lordship  continued :  **  It  is  plain  that 
that  description  refers  entirely  to  the  transmission  of  sound  or  the 
controlling  of  sound  by  means  of  electric  currents  or  electricity  in 
some  form  or  other,  and  cannot,  in  my  judgment,  be  taken  to  apply 
to  an  instrument  which  is  capable  of  being  worked  in  a  very 
remarkable  manner  without  the  application  of  electricity  in  any 
shape  or  form.  .  .  .  Now,  no  doubt,  some  of  those  words  do 
explain,  or  might  be  held  to  refer  to  an  instrument  like  the  phono- 
graph ;  but  when  I  ask  myself  whether  they  in  any  manner  describe 
the  nature  of  the  invention,  I  am  bound  to  say  that  they  do  not.  • .  . 
Supposing  an  inventor  had,  during  the  six  months  which  preceded 
the  complete  specification,  invented  the  phonograph,  not  as  applied 
to  the  electric  telegraph,  but  operating  by  itself,  can  it  be  said  that 
that  invention  would  have  been  protected  by  the  description  con- 
tained in  this  provisional  specification  of  that  instrument?  I 
agree  that  the  provisional  specification  need  not  describe  the 
manner  in  which  the  invention  is  to  be  carried  into  effect  I  agree 
that  it  need  not  describe  the  nature  of  the  invention  otherwise  than 
roughly;  but  it  ought  to  do  so  fairly  and  honestly;  and  if  Mr. 
Edison  was,  at  the  time  at  which  these  letters  patent  were  granted, 
in  possession  of  that  very  remarkable  mechanical  invention  by 
which  speech  might  be  reproduced,  not  necessarily  at  a  distance, 
but  in  the  same  room  as  that  in  which  it  was  uttered,  I  do  not 
think  that  the  provisional  specification  was  an  honest  statement 
of  the  nature  of  the  discovery.  On  that  ground  I  come  to  the 
conclusion  that  Mr.  Edison's  patent  cannot  be  upheld." 

In  Wailing  v.  Stevens,  (v)  Lord  Esher,  M.B.,  discussing  an 
alleged  disconformity  between  the  provisional  and  complete  specifi- 
cations of  the  plaintiff's  patent,  said :  "  The  main  question  which 

(0  3  App.  Ca.  1065.  see  post,  p.  178. 

(u)  10  Jar.  905 ;  4  C.  B.  (N.  S.),  293 ;  («)  3  R.  P.  C.  161. 
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the  parties  came  here  to  argue  is  that  it  is  said  that  the  compleib 
specification  goes  beyond,  and  too  far  beyond,  the  provisional 
specification,  and  that  therefore  the  whole  patent  is  bad.  I  think 
that  the  law  with  regard  to  that  is  this ;  that  if  the  complete 
specification  sets  out  and  claims  an  invention  independent  of  that 
which  is  in  the  provisional  specification,  besides  alsb  describing 
that  invention  which  is  in  the  provisional  specification,  then  the 
complete  specification  is  bad.  It  would  be  equally  bad  if  the 
invention  described  in  the  complete  specification  were  a  wholly 
different  invention  from  that  described  in  the  provisional  specifica- 
tion, because,  as  has  been  said,  the  patent  is  not  given  then,  for 
the  invention  which  is  described  in  the  provisional  specification. 
Therefore  (I  must  try  and  say  it  again),  if  there  were  only  one 
invention  described  in  the  provisional  application,  and  only  one 
in  the  complete  specification,  but  those  two  inventions  were  wholly 
and  substantially  different,  the  patent  would  be  bad.  So,  if  an 
invention  is  described  in  the  provisional  specification,  which  inven- 
tion is  also  described  in  the  complete  specification,  but  in  the 
complete  specification  another  and  distinct  invention  is  described 
and  claimed,  then  it  is  bad,  because,  with  regard  to  the  second 
invention,  there  is  no  provisional  specification  to  eover  it." 

In  Nuttall  V.  Hargreaves,  (w)  the  Court  of  Appeal  were  of  opinion 
that  at  the  date  of  the  provisional  specification  no  useful  invention 
had  been  made  by  the  patentee,  and  that  the  invention  claimed 
by  his  complete  specification  was  a  subsequent  and  independent 
discovery.  They  accordingly  held  the  patent  void  for  discon- 
formity.  (x) 

The  Complete  Specifieation  may  include  Improvements  of  the 
Invention  discovered  daring  the  Provisional  Protection. — ^While  thus 
insisting  formerly  on  conformity  between  the  title  and  the  specifi- 
cation, and  now  between  the  provisional  and  complete  specifica- 
tions, the  Courts  have  always  recognized  the  right  of  an  inventor 
to  the  fullest  latitude  within  the  ambit  of  his  discovery.  The 
invention  is  assumed  to  be  a  growing  thing  in  the  mind  of  the 
applicant,  and  the  law  encourages  him  to  prosecute  its  develop- 
ment during  the  period  allowed  him  for  preparing  his  complete 
specification.  Hence,  it  is  no  disconformity  to  include  in  that 
document  improvements  and  modifications  which  have  occurred 
to  the  inventor  subsequent  to  the  date  of  his  application  for  letters 

(tt>)  L1892]  I  Cb.  28 ;  8  R.  P.  C.  453.         went  further  than  any  other.  See  9  B.  P.  C. 
(x)  Of  this  case  Lindley,  L.J.,  in  Gadd      p.  527. 
▼.  The  Mayor  of  Manchester,  said  that  it 
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patent.  On  the  contrary,  it  is  the  duty  of  the  inventor  to  set  out 
sach  improvements  in  his  complete  specification,  if  he  has  dis- 
covered them;  otherwise,  the  public  would  not  have,  at  the  end 
of  his  monopoly  term,  the  fall  benefit  of  his  invention. 

In  J(me9  v.  Heaton,  (y)  Tindal,  G.J.,  said  that  a  patentee  was 
bound  to  give  in  his  specification  the  most  improved  state  of  his 
invention  np  to  the  date  of  enrolling  the  specification. 

In  Crossley  v.  Beverley,  (z)  it  was  objected  that  the  description 
of  the  invention  in  the  specification  was  an  attempt  to  extend 
the  patentee's  monopoly.  In  disallowing  the  objection.  Lord 
Tenterden,  C. J.,  said :  '*  The  objection  really  would  come  to  this. 
If  at  the  time  a  person  applies  for  the  patent  he  has  in  his  mind 
an  invention  capable  of  producing  the  effect  which  he  represents 
it  to  be  capable  of  producing,  and  has  brought  that  invention  to  a 
great  degree  of  perfection,  and  within  the  time  allowed  by  the 
patent  for  exhibiting  the  specification,  and  before  the  arrival  of 
that  time,  he  perfects  his  invention,  and  renders  it  more  complete 
by  the  introduction  of  a  different  species  of  machinery,  by  the 
application  of  that  to  different  mechanical  parts  of  the  machine  ; 
if  so,  whether  that  will  make  his  patent  void.  No  case  has  ever 
decided  that,  and  I  think  it  would  be  extremely  dangerous  to  lay 
down  any  such  doctrine.  I  do  not  see,  myself,  why  time  is  allowed 
to  prepare  the  specification,  except  upon  the  idea  that  the  person, 
at  the  time  he  took  out  his  patent,  has  not  brought  his  machine, 
or  whatever  he  has  invented,  to  that  degree  of  perfection  which  it 
may  be  supposed  he  is  capable  of  bringing  it  to,  and  therefore  he 
is  allowed  farther  time  to  do  it." 

*'  The  specification,  with  new  improvements,"  said  Bailey,  J., 
in  the  same  case,  ''  would  still  be  the  thing  for  which  the  patent 
was  obtained,  and  I  think  it  is  most  beneficial  to  the  public  to  say 
that  it  is  the  duty  of  the  inventor,  if  between  the  period  of  taking 
out  the  patent  and  enrolling  the  specification  he  makes  discoveries 
which  will  enable  it  better  to  effectuate  the  thing  for  which  the 
patent  was  obtained,  not  only  that  he  is  at  liberty  to  introduce 
them  into  his  patent,  but  that  it  is  his  bounden  duty  to  do  so,  and 
that  it  is  not  sufficient  for  him  to  communicate  to  the  public  the 
knowledge  which  he  had  at  the  time  he  obtained  the  patent,  but  he 
ought  to  comoiunicate  to  the  public  the  knowledge  he  has  obtained 
before  the  specification ;  and  therefore  I  am  of  opinion,  in  this 

(if)  1  W.  P.  C.  404, n.  PraU,  Aldereon,  B.,  said:  "There  never 

(f)  1  W.  P.  C.  116;  3  G.  &  P.  518;  was  a  more  inatraotive  case  than  that": 
9  B.  &  G.  63.    Of  Ihis  case,  in  Jwpe  v.       1  W.  P.  C.  p.  146. 
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case,  the  objection  which  has  been  taken  to  this  patent  is  not  to 
be  supported." 

''The  filmg  of  the  provisional  specification^  by  the  express 
•provisions  of  the  Statute/'  said  Lord  Ghehnsford^  referring  to  the 
Patent  Law  Amendment  Act^  1852,  (a)  ''  protects  the  invention  for 
six  months,  and  gives  the  patentee  during  this  term  the  like 
powers,  rights,  and  privileges,  as  might  have  been  conferred 
upon  him  by  letters  patent.  The  object  of  the  protection  evidently 
is  to  enable  the  patentee  to  perfect  his  invention  by  experiments 
which,  although  open  and  known,  will  not  be  a  user  and  publica- 
tion to  the  prejudice  of  letters  patent  to  be  afterwards  granted,  so 
that  he  may  be  in  a  condition  to  describe  in  his  complete  specifica- 
tion, as  the  result  of  his  experience,  the  best  manner  of  perform- 
ing the  invention.  It  clearly  appears,  therefore,  that  the  complete 
specification  is,  in  a  sense,  supplemental  to  the  provisional  specifi- 
cation, not  going  beyond  or  varying  from  it  as  to  the  nature  of  the 
invention,  but  conveying  additional  information  which  may  have 
been  acquired  during  the  currency  of  the  provisional  specification^ 
as  to  the  manner  in  which  the  invention  is  to  be  performed."  (b) 

In  the  case  of  NewaWs  Patent^  (c)  where  the  invention  was  an 
apparatus  employed  in  the  laying  of  submarine  telegraph  wires, 
the  provisional  specification,  although  giving  certain  details,  did 
not  mention  the  use  of  rings  of  iron  to  control  the  rope  when  going 
out  at  a  rapid  speed. 

Beferring  to  the  insertion  of  this  in  the  complete  specification. 
Lord  Chelmsford  said :  *'  It  certainly  might  have  been  argued  in 
that  case  that,  although  it  was  not  necessary  to  state  more  in  the 
provisional  specification  than  the  nature  of  the  invention,  yet  if 
the  inventor  takes  upon  himself  to  go  further  and  introduce  a 
description  of  the  manner  of  carrying  it  out,  he  thereby  limits 
himself  to  that  description,  and  the  complete  specification  going 
beyond  it  rendered  the  patent  void.  But  the  Court  of  Common 
Fleas  thought  that  all  they  had  to  look  to  was  whether  the 
provisional  specification  sufficiently  described  the  nature  of  the 
invention,  in  compliance  with  the  Statute,  and  that  the  not  entering 
into  a  detail  of  all  the  means  by  which  it  was  to  be  accomplished 
was  immaterial."  (d) 

On  the  same  subject,  Lord  Blackburn,  in  Bailey  v.  Boberton,  (e) 

(a)  15  &  16  Vict  o.  83.  (d)  Penn  v.  BOby,  L.  B.  2  Ch.  133 ;  36 

(6)  Pmn  y.  BOby,  L.  B.  2  Ch.  132 ;  36  L.  J.  Ch.  459. 
L.  J.  Ch.  459.  («)  L.  B.  3  App.  Ca.  p.  1075. 

(o)  4  C.  B.  (N.  B.),  269. 
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where  the  specification  had  also  been  filed  under  the  Act  of  1852, 
said :  **  When  the  nature  of  an  invention  has  been  described  in  the 
provisional  specification,  if  something  were  found  out  during  the 
six  months  to  make  the  invention  work  better,  or  with  respect  to 
the  mode  in  which  the  operation  may  be  performed — a  thing 
which  is  very  likely  to  happen  when,  in  carrying  out  his  invention, 
the  inventor  finds  that  some  particular  bit  will  not  work  so 
smoothly  as  he  expected,  and  it  is  necessary  to  add  a  little 
supplement  to  it — still,  the  nature  of  his  invention  remains  the 
same,  and  it  is  no  objection  that  in  the  complete  specification, 
which  comes  afterwards,  the  invention  or  application  is  described 
more  particularly  and  in  more  detail,  or  even  if  it  be  shewn  that 
there  has  been  more  discovery  made,  and  so  as  to  make  the 
invention  which  he  has  described  in  the  provisional  specification 
really  workable.  If  nothing  more  has  been  done  than  that,  I 
think  it  is  good ;  but  as  soon  as  it  comes  to  be  more  than  that, 
and  the  patentee  says,  in  the  provisional  specification,  I  describe 
my  invention  as  A.,  and  in  the  complete  specification  he  says, 
I  hereby  describe  A.,  and  also  B.,  then  as  far  as  regards  B.  it  is 
void,  because  the  letters  patent  were  granted  for  the  invention 
that  was  described  in  the  provisional  specification,  and  do  not  cover 
the  invention  that  is  described  in  the  other." 

In  Lucas  v.  MiMer,  (/)  the  plaintiff's  patent  was  for  an  improved 
bicycle  lamp.  The  lamp  was  constructed  for  suspension  from  the 
hub  of  the  wheel  between  the  wire  spokes.  In  an  action  for 
infringement  the  defendants  objected  that  the  patent  was  void  for 
disconformity,  on  the  ground  that  the  plaintiff  had  inserted  and 
claimed  in  his  complete  specification  a  detail  which  was  really 
an  independent  invention  not  disclosed  in  the  provisional  specifi* 
cation. 

In  overruling  this  objection,  Kay,  J.,  said :  "  After  the  plaintiff 
had  lodged  his  provisional  specification  it  occurred  to  him  that 
he  might  add  another  small  improvement,  which  was  a  mode  of 
attaching  the  washers  within  the  barrel,  and  for  that  purpose  he 
made  two  rims  within  the  two  halves  of  the  barrel,  of  such  a  kind 
that  you  could  slide  into  them,  by  a  kind  of  rotating  sliding 
motion,  a  littie  tin  case,  within  which  the  leather  washer  was  held. 
Having  invented  that,  he  described  it  in  his  complete  specification. 
.  .  .  Now,  first  of  all,  it  is  said  that  this  patent  is  bad  because 
the  complete  specification  differs  from  the  provisional.  However, 
that,  upon  the  evidence  before  me,  cannot  be  maintained  for  a 

(/)  2  B.  P.  C.  p.  155. 
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moment,  because  the  reason  why  it  so  differs  is  that  this  rim  and 
mode  of  attaching  the  washers  was  not  invented  at  all  at  the 
time  of  the  provisional  specification.  No  possible  objection  can 
be  raised  to  the  complete  specification  because  it  is  described 
there." 

On  the  further  objection  that  it  was  not  only  described  but 
claimed,  the  learned  judge  said :  '*  But,  then,  the  answer  one  would 
make  at  once,  without  referring  to  authority,  is  this ;  it  could  not 
possibly  be  claimed  in  the  provisional  specification,  because  it  was 
not  invented ;  and,  secondly,  it  is  not  the  function  of  a  provisional 
specification  to  claim  anything.  The  claim  is,  in  point  of  fact,  a 
disclaimer :  it  shews  what  parts,  and  what  parts  only,  of  the  whole 
invention  you  mean  to  protect  by  your  patent.  Here  the  plaintiff 
does  not  attempt  to  claim  by  his  complete  specification  any  new 
invention  entirely  separate  and  apart  from  that  which  was 
described  in  the  provisional  specification ;  but  having  described 
the  mode  of  opening  the  lamp  and  barrel,  it  occurs  to  him  that 
it  would  be  an  improvement  on  that  particular  form  of  lamp  to 
which  his  improvement  is  specially  adapted,  to  have  a  rim  within 
the  barrel  into  which  he  could  slide  these  washers.  Now,  is  that 
an  invention  so  completely  apart  from  the  invention  described  in 
the  provisional  specification  that  it  makes  the  complete  speci- 
fication bad,  because  it  is  a  part  of  the  claim  in  the  complete 
specification  ?    In  my  opinion  it  most  clearly  is  not." 

The  question  of  disconformity  was  very  fully  considered  in  con- 
nection with  the  Welch  Patent,  granted  for  a  mode  of  securing 
rubber  tyres  to  metal  rims  or  felloes  on  the  wheels  of  cycles  and 
other  light  vehicles.  In  the  Pneumatic  Tyre  Company  v.  Caswell,  (g) 
the  Court  of  Appeal,  affirming  Eekewich,  J.,  held  the  patent  good. 
It  was,  however,  again  strenuously  attacked  on  the  ground  of  dis- 
conformity, in  the  later  action  of  the  Pneumatic  Tyre  Company  v. 
the  East  London  Rubber  Company,  (h)  In  this  action  the  defendants 
contended  that  the  patentee's  provisional  specification  did  not 
indicate  that  the  invention  was  applicable  to  pneumatic  tyres,  but 
suggested  its  use  with  rubber  tyres  only,  and  that  inasmuch  as  the 
complete  specification  claimed  the  invention  for  the  purpose  of 
attaching  pneumatic  tyres  to  cycle  wheels,  it  exceeded  the  pro- 
visional and  claimed  a  further  invention.  The  remarkable  success 
which  pneumatic  tyres  were  about  to  achieve  had  undoubtedly  not 
been  present  to  the  mind  of  the  inventor  when  the  provisional 
specification  of  this  patent  was  drawn,  and  it  was  accordingly 

(g)  13  R.  p.  C.  164,  375.  (h)  14  R.  P.  0.  77,  578. 
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alleged  by  the  defendants  that  the  enlarged  claim  in  the  complete 
specification  was  an  attempt  by  the  inventor  to  take  advantage  of 
those  developments  in  the  tyre  industry  between  the  filing  of  his 
two  specifications  which  were  due  to  the  ingenuity  of  others.  The 
Court,  however,  again  upheld  the  patent;  Bomer,  J.,  in  a  judg- 
ment afterwards  affirmed  on  appeal,  holding  that  the  word  rubber, 
as  used  in  the  provisional  specification,  was  wide  enough  to  include 
any  convex  rubber  tyre,  and  that,  although  the  patentee  had 
originally  contemplated  the  use  of  his  invention  in  conjunction 
with  a  convex  tyre  of  solid,  or  nearly  solid  rubber,  its  use  with 
a  tyre  in  the  form  of  a  rubber  cover  attaining  convexity  by  the 
internal  pressure  of  an  expanded  air  tube  was  a  legitimate 
development  of  the  invention  indicated  in  the  provisional  specifica- 
tion, (i) 

The  Subititation  in  the  Complete  Specification  of  BqnivaleiLtB  for 
Hatters  contained  in  the  Provisional  is  Permiflsible. — Where  the 
patent  is  for  a  mechanical  combination  it  is  no  disconformity  to 
vary  means  indicated  in  the  provisional  specification,  by  inserting 
in  the  complete  their  mechanical  equivalents. 

In  Wailing  v.  Stevens,  (j)  the  patent  was  for  improvements  in 
spring-tip  vans.  It  was  contended  at  the  trial,  and  subsequently 
in  the  Court  of  Appeal,  that  the  patent  was  void,  because  the 
complete  specification  exceeded  the  provisional.  The  complete 
specification  contained  two  claims  illustrated  by  two  figures,  and 
claim  No.  1  and  figure  No.  1  differed  from  claim  No.  2  and  figure 
No.  2.  It  was  contended  that  claim  No.  1  and  figure  No.  1  were 
alone  within  the  provisional  specification.  But  Matthews,  J.,  at 
the  trial  declined  to  avoid  the  patent  on  this  ground,  being  of 
opinion  that  the  two  claims,  though  representing  different  methods 
of  attaining  by  combination  a  new  and  useful  result,  were  sub- 
stantially equivalent  in  their  parts  and  arrangement,  the  one  to 
the  other.  The  Court  of  Appeal  took  the  same  view.  Bowen,  L.  J., 
said,  ''What  is  the  patent?  Beally  it  is  for  a  combination  or 
arrangement  of  roUers,  and  the  pushing  back  or  tipping,  with  a 
certain  control  of  the  angle.  In  the  original  specification  the 
control  of  the  angle  was  thought  to  be  a  very  important  part  of 
the  combination.  But  when  the  patentee  came  to  the  final  part 
of  the  specification  he  thought  it  apparently  more  convenient  for 
his  general  purposes  to  adopt  a  form  of  combination  in  which  you 

(0  The    Welch    •peoifioations    aie      y.  Bdlmordl  Oyde  Oo^  15  B.  P.  0.  505  ; 
printed  in  Appendix  IV.,  post.  For  recent      Brook»  v.  Lamplugh,  15  B.  P.  C.  83. 
ioBtancee  of  disoonformity  see  Otmondt  (i)  3  R.  P.  C.  87, 147. 
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do  not  require  any  very  special  control  of  the  angle,  and  was 
satisfied  with  the  minimum,  as  I  will  call  it,  of  control.  But  it 
seems  to  me  that,  nevertheless,  that  form  of  combination  is  really 
within  the  ambit  and  scope  of  the  invention  itself ;  and  I  cannot 
think  that,  once  given  the  idea  of  the  rollers,  the  pushing  back, 
and  the  tipping,  and  that  the  angle  might,  if  you  wanted  it,  be 
controlled  by  the  original  slotted  levers  or  links,  the  variation  to 
the  present  form,  in  which  the  model  has  been  made,  and  in 
which  the  second  figure  has  been  drawn,  is  a  variation  in  any 
way  of  principle,  but  a  simple  substitution  of  what  really  is  a 
mechanical  equivalent." 

With  Wailing  v.  Stevens  may  be  compared  the  case  of  Woodward 
V.  Samum.  (k)  In  that  case  the  patentee  introduced  into  his  pro- 
visional specification,  not  only  a  description  of  the  nature  of  his 
invention,  but  also  a  detailed  account  of  how  to  perform  it.  This, 
it  was  subsequently  contended,  limited  him  to  the  same  method 
in  his  complete  specification.  The  Court  held,  however,  that  this 
objection  ought  not  to  prevail,  so  long  as  the  new  method  did  not 
involve  any  departure  from  the  nature  of  the  invention,  but  was 
merely  an  alternative  mode  of  putting  the  invention  in  practice — 
a  transposition  of  mechanism  with  the  same  object  and  producing 
the  same  result. 

Cotton,  L.J.,  said :  **  I  think  that  although  there  is  a  different 
mode  of  carrying  out  the  improvement  contemplated  by  the 
plaintiff  in  his  second  patent,  and  described  in  sheet  three,  from 
that  which  is  described  in  the  provisional  specification,  the  whole 
of  it  comes  within  the  invention,  the  nature  of  which  he  has 
described  in  his  provisional  specification.  It  is  true  that  in  his 
provisional  specification  he  has  stated  a  different  mode  of  carrying 
his  invention  into  effect  from  that  which  he  stated  in  sheet  three 
of  his  complete  specification;  but  if  both  are  really  within  the 
same  invention  described,  though  not  minutely  but  in  general 
terms,  in  the  provisional  specification,  then  the  patent  will  not 
be  bad,  simply  because  a  different  mode  of  carrying  the  same 
invention  into  operation  is  described  in  the  complete  specification, 
and  even  although  that  may  be  an  improvement  on  what  is 
described  in  his  provisional  specification,  because  a  patentee 
putting  in  a  provisional  specification  shewing  the  nature  of  his 
invention  is  not  bound  to  describe  the  way  in  which  that  can  be 
carried  into  effect  and  operation ;  but  if  he  does  describe  a  way 
of  doing  it,  and  before  he  files  his  complete  specification  he  either 

(h)  8  B.  P.  C.  867 ;  4  B.  P.  C.  177. 
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finds  oat  improvements  in  that  way  or  a  different  way  of  carrying 
into  effect  that  which  is  described  as  his  invention  in  the  pro- 
visional specification,  he  is  bonnd  to  give  the  public  the  benefit 
of  what  he  has  discovered  as  regards  the  mode  of  carrying  the 
invention,  the  nature  of  which  must  be  described  in  the  provisional 
specification,  into  effect,  even  although  there  may  be  improvement 
and  even  invention  which  was  not  known  to  him  at  the  time."  (I) 

In  Oadd  v.  the  Mayor  of  Manchester,  (m)  the  object  of  the 
plaintiff's  invention  was  to  keep  the  bottom  rim  of  a  gasometer 
always  horizontal,  so  that  the  gasometer  would,  as  it  rose  and  fell, 
remain  always  in  a  vertical  position,  and  so  preserve  its  stability. 
In  the  provisional  specification  the  patentee  mentioned  racks  and 
cogwheels  and  wheels  geared  together  with  chains  as  the  means  to 
be  employed.  In  his  complete  specification  another  method,  in 
which  racks  and  cogwheels  were  dispensed  with — an  arrangement 
of  chains  fastened  at  both  ends  but  passing  over  ordinary  fixed 
pulleys,  was  shewn.  On  the  objection  that  this  difference  amounted 
to  disconformity  between  the  specifications  and  avoided  the  patent, 
Lindley,  L.J.,  said:  *'  Here  again  the  case  of  the  present  plaintiffs 
is  near  the  line;  but  I  have  come  to  the  conclusion  that  the 
plaintiffs  have  not  overstepped  the  limits  within  which  the  law 
requires  a  patentee  to  keep.  This  part  of  the  case  turns  entirely 
on  the  view  taken  of  the  nature  of  the  plaintiffs'  invention.  My 
view  is  that  they  sought  and  obtained  protection  for  an  invention 
for  keeping  the  bottoms  of  gasometers  horizontal  without  the  use 
of  an  external  framework,  but,  instead  thereof,  by  mechanical 
means  such  as  are  described  in  the  provisional  specification.  But 
the  plaintiffs  were  not  tied  to  those  particular  means.  A  patentee 
is  not  prevented  from  improving  the  means  of  carrying  out  the 
invention  for  which  he  obtains  provisional  protection.  On  the 
other  hand,  he  must  not,  under  colour  of  an  improvement,  obtain 
the  advantages  of  provisional  protection  for  an  invention  the  nature 
of  which  he  has  not  described  in  his  provisional  specification 
(see  Bailey  v.  Boberton  (n)  and  Vickers  v.  8iddeU(o)).  The  whole 
object  of  provisional  protection  is  to  enable  a  patentee  to  work  at 
and  improve  his  invention  without  risk  of  invalidating  his  patent 
by  premature  publication  or  user,  (p)  The  only  limit  set  to  what 
he  can  do  in  this  respect  is  that  the  invention  as  finally  specified 

(I)  4  B.  P.  C.  p.  174.    See,  also,  Sid-  (»)  3  App.  Ca.  1055. 

ddl  T.  Vieken,  5  B.  P.  C.  pp.  426,  427 ;  (o)  16  App.  Ca.  496 ;  7  B.  P.  C.  306. 

L.  B.  89  C.  D.  92.  (p)  46  &  47  Vict.  o.  67,  a  14. 

(la)  9  B.  P.  C.  616;  see  p.  626. 
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must  not  be  a  different  invention  from  that  provisionally  protected. 
Now,  to  hold  in  the  present  case  that  the  arrangement  shewn  in 
Fig.  16  in  the  plaintiff's  complete  specification  is  an  invention  of 
a  different  nature  from  that  described  in  the  provisional  specifica- 
tion is,  in  my  opinion,  to  take  too  narrow  a  view  of  the  plaintiff's 
real  invention,  and  to  miss  its  essential  character.  Although  it 
is  quite  true  that  the  object  of  the  patent  being  old  the  patentee 
must  be  tied  down  to  the  modes  of  attaining  that  object  described 
and  claimed  by  him,  it  is,  in  my  opinion,  wrong  in  point  of  law, 
even  in  cases  of  this  kind,  to  tie  him  down  to  the  particular  methods 
shewn  in  the  provisional  specification.  But  it  is  only  by  so  tying 
him  down  that  his  patent  can  be  held  bad  for  want  of  conformity. 
Even  under  the  present  law  the  Court  may  be  driven  to  hold 
a  patent  invalid  on  the  ground  that  the  invention  described  and 
claimed  in  a  complete  specification  is  not  the  same  as  that  pro- 
visionally protected;  but  having  regard  to  the  provisions  made 
for  the  comparison  of  the  two  documents  by  an  official  examiner  (q) 
the  Court  ought  not  to  decide  against  the  validity  of  a  patent  on 
the  ground  in  question,  unless  the  two  inventions  are  unmistakably 
different.  If  a  case  is  on  the  border  line  the  patent  ought  to  be 
held  good  rather  than  bad." 

In  Milier  dt  Company  v.  Scarle,  (r)  the  invention  was  an  improved 
clip  for  mounting  the  lamps  of  velocipedes.  It  was  contended  that 
the  patent  was  bad  for  variance  between  the  provisional  and  com- 
plete specifications.  The  object  of  the  inventor  was  to  remedy  the 
misfittings  which  sometimes  occurred  through  there  being  no 
standard  size  for  the  brackets  and  clips  used  in  attaching  lamps 
to  bicycles.  The  remedy  proposed  was  an  arrangement  of  a  socket 
by  which  the  clip  with  a  screw  could  be  fastened  to  the  bracket. 
In  the  provisional  specification  only  one  clip  and  one  action  was 
mentioned.  The  complete  specification  included  two  clips  and 
a  double  action.  Commenting  on  this  Bowen,  L.J.,  said:  ''I 
regard  the  addition  of  the  double  action  as  a  development  and  an 
improved  arrangement,  but  it  is  simply,  to  my  mind,  the  addition 
of  a  possibly  better  arrangement,  and  of  a  useful  mechanical 
equivalent.  To  my  mind,  the  patentee,  when  the  complete  specifi- 
cation was  filed,  if  he  had  this  altered  adjustment  in  his  mind,  was 
bound  to  disclose  it  to  the  public,  and  was  bound  to  give  the  public 
the  benefit  of  all  that  he  knew  about  this  mechanical  equivalent, 
which,  I  will  assume  for  the  moment,  to  be  an  improved  adjustment, 
and  so  doing,  has  he  thereby  invalidated  his  patent  ?    It  seems 

iq)  See  46  &  47  Viot.  o.  57,  s.  9 ;  51  &  52  Vict.  o.  50,  s.  4.  (r)  10  R.  P.  C.  106. 
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to  me  nothing  but  a  performance  of  his  duty  to  the  public,  and 
there  is  therefore  no  variance  which  could  invalidate  this  patent."  (s) 

The  Complete  Speeification  may  Omit  Matters  Contained  in  tiie 
ProrifioBal  Speoiflcatlon. — The  omission  from  the  complete  speci- 
fication of  something  mentioned  in  the  provisional  will  not  in- 
vaUdate  a  patent,  if  the  character  of  the  invention  remains  the 
same  and  the  ambit  is  not  enlarged.  Such  an  omission  acts  in 
the  way  of  a  disclaimer,  and  the  law  offers  no  objection  to  a 
patentee  curtailing  his  invention  in  this  way,  though  it  will  not 
allow  him  to  extend  it. 

In  Nickels  v.  Haslam,  (t)  the  title  was  "  Improvements  in  the 
manufacture  of  plaited  fabrics.'*  The  specification  only  shewed 
an  improvement,  and  this,  it  was  contended,  avoided  the  grant. 
Tindal,  C. J.,  said :  ''  The  case  resolves  itself  very  much  into  the 
case  of  Cook  v.  Pearce,{u)  where  an  objection  was  taken  that 
the  title  of  the  letters  patent  was  larger  than  the  specification, 
and  the  Court  of  Exchequer  held  that  that  ground  was  sustainable 
only  where  it  could  be  inferred  that  some  fraud  had  been  thereby 
practised  on  the  Grown,  or  some  detriment  sustained  by  the 
public." 

The  law  was  similarly  laid  down  by  Erie,  C.  J.,  in  Thomas  v. 
Welch,  (v)  "  It  is  said  in  the  first  place  that  the  complete  speci- 
fication is  void,  because  it  omits  some  of  the  inventions  put  forward 
in  the  provisional  specification.  The  provisional  specification  de- 
scribes an  instrument,  and  then  says  that  *  This,  or  another  acting 
therewith,  acts  to  hold  the  work  during  the  insertion  of  the  needle.' 
It  is  said  that  the  complete  specification  contains  nothing  corre- 
sponding to  this  second  alternative.  Assuming  that  this  is  so, 
I  do  not  think  that  the  objection  ought  to  prevail.  The  difference 
is  a  slight  one,  and  injured  nobody;  and  it  might  be  that  the 
patentee  had  something  in  his  mind  when  he  filed  his  provisional 
specification  which  he  found  afterwards  would  be  useless.  If  such 
had  been  the  case  after  the  filing  of  the  complete  specification, 
he  could  have  filed  a  disclaimer;  but  as  he  could  not  disclaim 
formally  part  of  the  provisional  specification,  he  might,  I  think, 
in  such  a  case  as  the  present,  have  omitted  it  from  his  complete 
specification." 

So,  too,  in  Penn  v.  Bibby,  (w)  Lord  Chelmsford,  C,  said :  "  Nor 

(0  10  B.  P.  0.  p.  111.  13  L.  J.  Q.  B.  189. 
(07M.AG.878;  18  L.  J.  C.  P.  146 ;     (v)  L.  B.  1  0.  P.  p.  201 ;  35L.  J.C.P. 

8  Boott  (N.  B.),  108.  200. 

Cu)  8  Q.  B.  1044 ;  12  L.  J.  Q.  B.  187;     (to)  L.  B.  2  Ch.  134;  36  L.  J.  Ch.  460. 
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is  it  at  all  necessary  that  the  complete  specification  shonld  extend 
to  everything  comprehended  within  the  provisional  specification. 
Perhaps  a  better  illustration  of  this  proposition  conld  not  be  given 
than  that  which  was  offered  dnring  the  argument  If  the  patentee 
were  to  introduce  into  his  complete  specification  anything  which 
was  warranted  by  the  terms  of  the  provisional  specification,  and 
afterwards  found  that  a  part  of  that  which  he  had  claimed  would 
invalidate  his  patent  for  want  of  novelty,  or  for  any  other  reason, 
he  might  afterwards  cure  the  objection  by  a  disclaimer.  Now,  if 
he  could  be  allowed  to  disclaim  in  such  a  case,  which  is  a  matter 
of  indulgence,  he  must  have  a  right  to  waive  his  claim  to  any 
portion  of  the  grant  which  the  allowance  of  the  provisional  speci- 
fication had  entitled  him  to  demand." 

In  Stoner  v.  Todd,  (j:)  Jessel,  M.B.,  laid  down  the  rule  in  similar 
terms.  ''When  we  find  in  the  final  specification  that  in  the 
description  of  one  of  the  subordinate  matters  of  the  invention 
one  of  the  details  has  been  abandoned,  that  is  a  notification  to 
the  public  that  the  inventor  could  not  work  it,  or  thought  it  use- 
less, and  has  consequently  omitted  it  altogether." 

In  Oavlard  dt  OibVs  Patent,  (y)  the  provisional  specification 
contained  the  words,  ''  An  unlimited  number  of  inductive  coils." 
This  statement  was  found  to  be  erroneous,  and  was  changed  in 
the  complete  specification  to  ''  a  number  of  inductive  coils,"  and 
this  was  held  not  to  avoid  the  patent. 

In  the  Pnevmatic  Tyre  Company  v.  East  London  Rubber  Com- 
pany, (z)  the  patentee  described  in  his  provisional  specification  two 
modes  of  fastening  rubber  tyres  to  cycle  rims,  but  only  included 
one  in  his  complete  specification.  On  this  Romer,  J.,  said :  "  If,  in 
a  provisional  specification  which  describes  a  valuable  part  of  an 
invention,  there  is  also  described  as  an  alternative  part  something 
which  turns  out  not  to  be  valuable,  and  is  abandoned  in  the  final 
specification,  such  abandonment  does  not  affect  the  validity  of  the 
claim  for  the  invention,  disregarding  the  omitted  alternative  part, 
or  deprive  the  patentee  of  the  right  to  say  that  he  first  discovered 
and  gave  to  the  public  the  benefit  of  the  valuable  part  which  was 
retained."  (a) 

In  Aktiebolaget  Separator  v.  Dairy  Outfit  Company,  (6)  where  the 
invention  related  to  improvements  in  centrifugal  separators  used 
for  separating  the  cream  from  milk,  the  patentee  described  in  his 

(»)  L.  B.  4  C.  D.  p.  60;  46  L.  J.  Ch.  («)  14  B.  P.  0.  77. 

p.  88.  (a)  Ibid.  p.  98. 

(y)  6  B.  P.  C.  588.  (b)  14  B.  P.  C.  478 ;  16  B.  P.  0.  827. 
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proTisional  specifieation  yarions  modes  of  effecting  the  partitioning 
up  of  the  centrifagal  bowl,  which  was  the  essence  of  his  invention. 
In  his  complete  specification  he  abandoned  all  of  these  except  one, 
yiz,,  placing  a  number  of  conical  plates  above  each  other  inside  the 
bowl  in  snch  a  manner  as  to  leave  a  narrow  space  between  the 
npper  surface  of  each  lower  plate  and  the  lower  surface  of  each 
upper  plate,  and  thus  produce  narrow  inclined  radial  passages. 
This  he  found  was  the  best  mode  of  giving  effect  to  his  invention ; 
and  it  was  held  no  objection  to  his  patent  that  he  had  abandoned 
the  others. 


Good  Faith  towards  the  Public. 

Hie  Patentee  must  Hake  a  Full  and  Candid  Disoloiure  of  his 
InventioiL — ^An  inventor  must  also  in  his  complete  specification 
observe  good  faith  towards  the  public.  The  full  disclosure  of  his 
discovery  has  been  said  to  be  the  price  by  which  the  patentee  buys 
his  monopoly,  (c)  and  that  price  the  law  expects  him  to  pay  with 
candour  and  without  reserve.  Any  attempt  upon  his  part  to  with- 
hold any  part  of  it  will  undoubtedly  be  fatal  to  his  grants  should 
the  patent  be  contested  in  a  comrt  of  law.  On  this  point  many 
authorities  might  be  cited. 

In  JS.  V.  Arhwrighty  Buller,  J.,  said :  ''  It  is  clearly  settled  at  law 
that  a  man,  to  entitle  himself  to  the  benefit  of  a  patent  for  a 
monopoly,  must  disclose  his  secret  and  specify  his  invention  in 
such  a  way  that  others  may  be  taught  by  it  to  do  the  thing  for 
which  the  patent  is  granted,  for  the  end  and  meaning  of  the  speci- 
fication is  to  teach  the  public  after  the  term  for  which  the  patent 
is  granted,  what  the  art  is,  and  it  must  put  the  public  in  possession 
of  the  secret  in  as  ample  and  beneficial  a  way  as  the  patentee 
himself  uses  it.  This  I  take  to  be  clear  law,  as  far  as  it  respects 
the  specification,  for  the  patent  is  the  reward  which,  under  the  Act 
of  Parliament,  is  held  out  for  a  discovery ;  and,  therefore,  unless 
the  discovery  be  true  and  fair  the  patent  is  void."  {d) 

Again,  in  Turner  v.  Winter^  Ashurst,  J.,  said :  ''  I  think  that  as 
every  patent  is  calculated  to  give  a  monopoly  to  the  patentee,  it 
is  so  far  against  the  principles  of  law  and  would  be  a  reason 
against  it  were  it  not  for  the  advantages  which  the  public  derive 
from  the  communication  of  the  invention  after  the  expiration  of 

(0)  Ab  to  this  phimaeology  see  ante,  (d)  1  W.  P.  G.  64 ;  Da?.  P.  G.  61. 

p.  158. 
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the  time  for  which  the  patent  is  granted.  It  is,  therefore,  incum- 
bent on  the  patentee  to  give  a  specification  of  the  invention  in  the 
clearest  and  most  unequivocal  terms  of  which  the  subject  is 
capable.  And  if  it  appear  that  there  is  any  unnecessary 
ambiguity  affectedly  introduced  into  the  specification,  or  anything 
which  tends  to  mislead  the  public,  in  that  case  the  patent  is  void."  (e) 

In  Homblower  v.  Boulton,  (/)  Grose,  J.,  discussing  the  require- 
ments of  a  specification,  said :  ''  The  aim  of  the  legislature  is 
obvious ;  on  the  one  hand,  it  was  to  encourage  ingenious  artificers 
and  able  and  studious  men  to  invent  and  bring  forward  for  the 
use  of  the  public  new  manufactures,  the  produce  of  their  own 
ingenuity,  by  holding  out  to  them  the  reward  of  fourteen  years' 
monopoly ;  on  the  other  htod,  to  secure  to  the  public  the  benefit 
of  the  discovery,  by  causing  to  be  enrolled  a  complete  description 
of  the  thing  to  be  done,  and  the  manner  of  doing  it,  that  others 
might  be  fully  informed  of  it;  and  at  the  end  of  the  fourteen 
years  be  enabled  to  work  or  make  the  manufacture  of  which  the 
patentee  was  the  inventor.  .  .  .  The  benefit  to  the  public  is  from 
the  specification  disclosing  to  the  world  how  others  may  make  or 
use  the  same  manufacture;  without  the  specification  the  public 
have  not  that  information." 

So,  too,  in  Letvis  v.  Marling^  (g)  Bayley,  J.,  said :  "  To  support  a 
patent  it  is  necessary  that  the  specification  should  make  a  full 
disclosure  to  the  public.  If  the  patentee  suppresses  anything,  or 
if  he  misleads,  or  if  he  does  not  communicate  all  he  knows,  his 
specification  is  bad ;  but  if  he  makes  a  full  and  fair  communica- 
tion, as  far  as  his  knowledge  extends,  he  has  done  all  that  is 
required." 

"  If,"  said  Tindal,  C.  J.,  discussing  the  specification  in  Oalioway 
V.  Bleaden,  "there  is  a  want  of  clearness,  so  that  the  public 
cannot  afterwards  avail  themselves  of  it,  much  more  if  there  is 
any  studied  ambiguity  in  it,  so  as  to  conceal  from  the  public  that 
which  the  patentee  for  a  term  is  enjoying  the  exclusive  benefit  of, 
no  doubt  the  patent  itself  would  be  completely  void."  And  again : 
'^  The  main  question  is  whether  it  is  such  a  fair  and  clear  state- 
ment that  a  person  with  a  competent  degree  of  knowledge  upon  the 
subject-matter  to  which  the  patent  relates  would  be  able  to  make 
that  which  the  plaintiff  now  enjoys  the  exclusive  privilege  of."  (h) 

(e)  1  W.  p.  C.  77;  1  T.  R.  606;  ap-  (^)  4  C.  A  P.  57;  10  B.  &  C.  26;  1 

proved  by  Fry,  J.,  in  Wegmann  v.  Cor-  W.  P.  C.  496. 
coran,  18  C.  D.  77 ;  27  W.  B.  357.  (h)  1  W.  P.  C.  525. 

(/)  8  T.  B.  p.  100 ;  Dav.  P.  C.  p.  227. 
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The  Specification  most  not  be  EqniyocaL — The  language  of  the 
Bpecification,  therefore,  mast  not  be  so  equivocal  as  to  leave  the 
public  in  doubt  as  to  its  true  meaning. 

In  HasUngs  v.  Brown,  Lord  Campbell,  C  J.,  said :  "  It  is  clear 
that  the  patentee  ought  to  state  distinctly  what  it  is  for  which  he 
claims  the  patent,  and  describe  the  limits  of  his  monopoly.  That 
is  not  done  by  this  specification.  The  claim  is  for  an  invention 
by  which  a  single  windlass  may  raise  cables  of  different  diameter, 
which  is  allowed  to  be  a  great  improvement.  But  is  that  pointed 
out  by  the  specification  ?  The  words  are  at  best  equivocal.  If  he 
claims  for  a  windlass  that  is  fitted  for  one  cable  oiUy,  of  whatever 
size,  there  is  no  novelty ;  and  the  vice  of  the  specification  is  that 
it  does  not  assert  that  more  can  be  done  by  the  invention.  The 
title  tells  us  nothmg.  The  words  of  the  specification  are,  'A 
chain  cable  of  any  size.'  '  A.'  applies  to  one  only ;  at  all  events 
the  phrase  is  capable  of  that  meaning ;  and  the  specification,  if  it 
be  equivocal,  is  bad.  I  see  nothing  in  the  words  or  in  the  draw* 
ing  that  necessarily  indicates  the  contrivance  to  be  for  fitting 
more  than  one  cabla  You  might  make  a  windlass  according  to 
the  drawing  which  would  do  no  more  than  that.  The  specification 
therefore  is  bad,  and  there  must  be  a  non-suit."  (i) 

**  The  law  is  admitted,*'  said  Coleridge,  J.,  in  the  same  case; 
''  if  the  specification  upon  a  fair  interpretation  be  equivocal,  it  is 
insufficient."  (j) 

"  You  must  not,"  said  Jessel,  M.R,  in  Plimpton  v.  Malcolmson, 
"  give  people  mechanical  problems  and  call  them  specifications."  (k) 

In  Oandy  v.  Beddaway,  (I)  the  patent  was  for  improvements 
in  belts  or  bands  for  driving  machinery.  The  object  of  the  in- 
ventor was  to  provide  a  band  which  would  not  give  out  through 
stretching,  which  would  not  be  affected  through  variations  of  the 
atmosphere,  and  which  would  run  round  small  pulleys  without 
cracking.  To  attain  these  results  he  employed  cotton  canvas 
"  hard  woven,"  prepared  in  a  particular  manner.  Different  kinds 
of  canvas  were  required  for  different  sizes  of  pulleys.  But  this 
fact  the  specification  did  not  indicate.  In  an  action  for  infringe- 
ment, Pearson,  J.,  held  the  patent  bad,  and  the  Court  of  Appeal, 
although  strongly  of  opinion  that  the  invention  was  a  useful  one, 
affirmed  his  judgment. 

Lindley,  L.J.,  said:  "The  patentee  says  the  object  of  his 
invention  is  to  manufacture  belts  for  driving  machinery,  of  cotton 

(I)  1  E.  ft  B.  p.  458.  (jk)  8  C.  D.  p.  576. 

0")  Ibid.  p.  454.  (I)  2  B.  P.  C.  49. 
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canvas  which  will  not  give  out  by  stretching,  and  will  not  be 
affected  by  variations  of  the  atmosphere,  and,  at  the  same  time, 
will  run  round  small  pulleys  without  cracking.  He  tells  you  what 
is  to  be  used  for  the  purpose  of  making  these  belts.  .  .  .  Cotton 
canvas,  '  hard  woven.'  .  .  .  When  you  come  to  read  the  speciflca* 
tion,  and  read  it  through,  there  is  nothing  whatever  to  lead  any- 
body who  knows  nothing  at  all  about  the  matter,  to  come  to  the 
conclusion  that  one  sort  of  hard  canvas  will  do  for  one  sort  of 
pulleys,  and  another  sort  for  another  kind  of  pulleys.  Persons 
unacquainted  with  the  subject-matter  would  infer  that  any  hard 
canvas  prepared  in  this  way  would  do  for  any  pulleys.  The 
evidence  is  striking.  It  shews  that  this  is  not  true.  The  evidence 
shews  that  there  are  various  sorts  of  hard  canvas  .  .  .  known  in 
the  market,  described  and  indicated  by  Nos.  1-10,  and  the  evidence 
shews  that  No.  1  will  not  do  for  small  pulleys,  and  No.  10  will  not 
do  for  large  pulleys,  or  for  largo  machines.  .  •  •  Stopping  there, 
that  shews  that  the  specification  is  misleading ;  but  it  could  be  got 
over,  and  it  might  be  got  over  by  evidence  to  shew  that  a  person 
having  the  ordinary  acquaintance  which  a  workman  making  belts 
would  have,  would  have  known  of  that,  and  that  nobody  with  a 
competent  knowledge  of  the  subject-matter  would  dream  of  putting 
No.  1  on  to  a  small  pulley,  or  No.  10  on  to  a  large  pulley.  That 
might  be  so,  but  there  is  no  evidence  of  ii"  (m) 

The  SpecificatioiL  mnit  not  contain  False  Suggestions. — If  a 
patentee  suggests  in  his  specification  materials  or  proportions 
which  will  not  answer  the  purpose,  the  patent  cannot  be  supported^ 
for  the  public  are  misled,  (n) 

In  Twmer  v.  Winter,  (o)  the  specification  directed  (ua.)  that  the 
following  materials  were  to  be  used  in  the  process — **  sea  salt,  or 
sal  gem,  or  fossil  salt,  or  any  marine  salt."  Fossil  salt  was  a 
generic  term,  including  sal  gem  as  well  as  other  species  of  fossil 
salt.  Sal  gem,  it  was  proved,  was  the  only  salt  that  would  answer 
the  purpose.  The  specification  also  professed  to  produce  white 
lead  as  one  of  the  results  of  the  process.  In  fact,  the  product  was 
only  something  like  common  white  lead,  and  answering  some  of 
its  purposes.  On  these  facts  the  Court  were  of  opinion  that  the 
patent  was  bad. 

Ashurst,  J.,  said:  ''I  understand  that  sal  gem  is  the  only 
one  [fossil  salt]  which  can  be  applied  to  this  purpose ;   so  that, 

(m)  2  R.  P.  C.  p.  54.  PaimU,  17  B.  P.  C.  68. 

(ft)  Ab  an  iDBtanoe  of  a  patent  recently  (o)  1  W.  P.  0.  77 ;  1  T.  B.  606. 

reyoked  for  false  BoggesiioD,  see  0%oen*$ 
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throwing  in  '  fossil  salt  *  can  only  be  calculated  to  raise  doubts 
and  mislead  the  public.  That  word  could  not  have  been  added 
with  any  good  view ;  it  must  produce  many  unnecessary  experi- 
ments; therefore,  in  that  respect,  the  specification  is  not  so 
accurate  as  it  ought  to  have  been."  (p) 

In  the  same  case,  Buller,  J.,  said  that  if  the  patentee  only 
achieved  his  process  with  two  or  three  ingredients,  and  yet 
inserted  others  that  would  not  answer,  the  patent  was  void.  So, 
too,  if  he  made  the  article  with  cheaper  materials  than  the  speci- 
fication suggested,  even  although  the  dear  ones  answered  the 
purpose ;  for  he  did  not  enable  the  public  to  derive  the  same  benefit 
from  the  invention  as  he  had  himself,  (q) 

If  the  invention  is  a  simple  one,  the  patentee  must  not  so 
clothe  his  description  of  it  in  obscure  or  ambiguous  words  as  to 
convey  to  the  public  the  impression  that  the  performance  of  the 
invention  is  a  difficult  and  complicated  operation.  Such  a 
description  lacks  candour,  and  will  avoid  the  patent. 

In  Savory  v.  Price,  (r)  the  patent  was  for  a  method  of  making 
Seidlitz  powder.  The  specification  gave  three  distinct  recipes  for 
preparing  the  ingredients,  and  then  directed  two  scruples  of  each 
of  the  three  ingredients  resulting  from  those  recipes  to  be  dissolved 
in  half  a  pint  of  water,  in  order  to  produce  the  Seidlitz  powder. 
The  result  was  new  and  useful;  but  it  appeared  that  the  three 
recipes  were  only  common  processes  for  preparing  three  well-known 
substances,  which  were  sold  in  shops  before  the  date  of  the  patent, 
viz.  Bochelle  salts,  carbonate  of  soda,  and  tartaric  acid.  If  the 
q)ecification  had  directed  those  three  substances  to  be  combined 
in  the  required  proportions  the  result  would  have  been  the  same 
Seidlitz  powder.  The  specification,  however,  gave  only  the  recipes 
for  making  these  ingredients,  and  not  their  names — indicating 
that  the  making  of  them  was  part  of  the  patent  method  for 
producing  Seidlitz  powder.  In  an  action  for  infringement  the 
plaintiff  was  non-suited.  Abbott,  C.J.,  said:  ''It  is  the  duty  of 
a  patentee  to  specify  the  plainest  and  most  easy  way  of  producing 
that  for  which  the  patent  is  granted,  and  to  make  the  public 
acquainted  with  the  mode  which  he  himself  adopts.  By  reading 
this  specification,  we  are  led  to  suppose  a  laborious  process 
necessary  to  the  production  of  the  ingredients,  when,  in  fact,  we 
might  go  to  any  chemist's  shop  and  buy  the  same  things  ready 
made.     The  public  are  misled  by  this  specification,  which  tends 

(p)  1  W.  P.  a  p.  80.  (r)  1  W.  p.  C.  83,  n.;  By.  &  M.  1. 

(g)    Ibid.  p.  81. 
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to  make  people  believe  that  an  elaborate  process  is  essential  to 
the  invention ;  it  cannot  be  supported." 

So,  too,  the  patent  will  be  void  if  the  patentee  suggests  generally 
to  the  public  that  other  materials  than  those  specified  by  him  as 
suitable  for  carrying  out  his  invention  may  be  used  for  that 
purpose,  when  in  reality  he  has  tried  by  experiment  and  failed 
to  discover  any  other  material  that  will  answer. 

Thus,  in  Orompton  v.  Ibbotson^  (s)  where  the  patent  was  for  an 
improved  method  of  drying  and  finishing  paper,  the  specification 
contained  these  words :  "  The  invention  consists  in  conducting 
paper  by  means  of  a  cloth  or  cloths  against  a  heated  cylinder, 
which  cloth  may  be  made  of  any  suitable  material ;  but  I  prefer 
it  to  be  made  of  linen  warp  and  woollen  weft,  which  cloth  is  shewn 
in  the  drawing  by  blue  lines.'*  It  was  proved  that  the  patentee, 
who  had  tried  various  other  materials  without  success  for  this 
purpose,  really  knew  of  no  other  conducting  medium  which  would 
serve  the  purposes  of  his  invention.  In  an  action  for  infringement 
the  patentee  was  non-suited.  After  argument  to  set  aside  the 
non-suit.  Lord  Tenterden  said :  ''  The  patent  was  obtained  for  the 
discovery  of  a  proper  conducting  medium.  The  plaintiff  found, 
after  repeated  trials,  that  nothing  would  serve  the  purpose  except 
the  cloth  described  in  his  specification ;  yet  he  says  the  cloth  may 
be  made  of  any  suitable  material,  and  merely  that  he  prefers  the 
particular  kind  there  mentioned.  Other  persons,  misled  by  the 
terms  of  this  specification,  may  be  induced  to  make  experiments 
which  the  patentee  knows  must  fail;  and  the  public,  therefore, 
has  not  the  full  and  entire  benefit  of  the  invention — the  only 
ground  on  which  the  patent  is  obtained." 

But  a  general  statement  in  a  specification  that  the  invention 
claimed  is  capable  of  application  to  other  purposes  beyond  those 
for  which  in  that  specification  protection  is  claimed  will  not 
invalidate  a  patent,  (t) 

How  fiir  Proportions  must  be  Specified. — A  specification  which 
states  proportions  which  will  not  work  is  bad,  being  calculated  to 
deceive  the  public ;  but  where  the  invention  consists  in  the  use  of 
old  materials  in  new  proportions,  the  specification  is  not  bad  for 
uncertainty  merely  because  the  inventor,  after  stating  the  best 
proportions,  does  not  limit  himself  to  those  precise  proportions. 

In  the  Patent  Type-founding  Company  v.  Richards^  (u)  the 
specification  stated  that,  in  the  manufacture  of  type,  it  had  been 

(r)  Dan.  ft  L.  p.  88;  6  L.  J.  (O.  S.)  (<)  CoU  t.  Saqui,  5  B.  P.  C.  496. 

K.  B.  214.  («)  JohiiBOD,  881 ;  6  Jnr.  (N.  S.),  89. 
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usual,  for  the  most  part,  to  employ  antimony,  with  a  small  pro- 
portion of  tin;  that  the  object  of  the  invention  was  to  obtain 
harder^  tougher,  and  more  enduring  type,  by  employing  tin  in 
large  proportions  with  antimony,  and  to  greatly  reduce,  or  wholly 
omit,  the  use  of  lead ;  that  the  best  proportions  were  75  of  tin 
and  25  of  antimony,  but  that  this  might  be  varied  to  some 
extent;  that  when  lead  was  used  it  should  not  exceed  50  parts 
in  100;  and  that  when  the  antimony  was  pure,  the  best  pro- 
portions were  as  given  above,  but  that  when  it  contained  other 
metals,  the  proportion  used  should  be  diminished. 

Wood,  V.C.,  holding  the  specification  sufficient,  said :  "  Though 
the  inventor  does  not  bind  himself  to  particular  proportions,  his 
specification  states  of  what  the  essence  of  his  invention  consists, 
viz.,  'new  and  large  proportions.'  It  will  be  for  experts  in  the 
trade  to  say  whether  a  hard,  tough,  and  enduring  metal  was 
formed  by  the  old  proportions,  whether  the  invention  is  new,  and 
whether  the  addition  of  a  half  or  one  per  cent,  would  be  an  evasion 
of  it." 

So,  likewise,  in  Neihon  v.  Betts,  Lord  Westbury  said :  "If,  it 
is  said,  a  particular  detailed  process  be  claimed,  the  claim  is 
defective  and  void,  for  the  proportions  of  the  ingredients  used 
are  not  given.  Now,  in  the  first  place,  certain  proportions  are 
given  by  Betts  in  his  patent,  and  they  consist  in  the  relative 
thickness  of  the  lead  and  tin.  The  lead  he  takes  by  way  of  pre- 
ference at  a  thickness  of  a  quarter  part  of  an  inch ;  the  tin  he  takes 
by  way  of  preference  at  a  twentieth  part  of  the  thickness  of  the  lead 
— ^that  would  be  the  eightieth  part  of  an  inch.  But  he  assigns 
these  relative  proportions,  not  as  things  which  are  in  themselves 
unchangeable,  but  as  being  the  best  for  the  purpose  which  he 
desired  to  accomplish,  and  they  are  given  rather  as  illustrations 
of  the  mode  of  user  of  the  process  than  as  certain  definite  termini, 
which  could  not  be  exceeded  or  diminished  either  on  the  one  side 
or  the  other.  I  find,  therefore,  no  objection  to  the  validity  of  the 
patent  on  the  ground  of  the  uncertainty  of  the  proportions  given, 
or  the  necessity  of  having  more  definite  and  certain  proportions 
stated."  (v) 

If  Ingredients  Beqnired  can  only  be  Obtained  Abroad,  this  Fact 
most  be  Disclosed. — ^Any  knowledge  which  the  patentee  possesses  at 
the  time  of  filing  his  specification  which  it  will  be  essential  to  the 
convenience  of  the  public  performing  it  to  know,  must  be  disclosed. 

(v)  L.  R.  5H.ofL.  p.  21;  40L.J.Cb.  by  him,  Bee  Mazim-Nftrdm/dt  Co.  ▼. 
p.  329.  Am  an  instance  of  a  patentee  ilYMiersoti,  14  R.  P. a 671 ;  15  R. P.O. 421. 
being  limited  to  the  proportions  speoified 
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Thus,  when  it  was  shewn  that  the  patentee  in  a  patent  for 
trasses  for  raptures  had  omitted  what  was  very  material  for 
tempering  steel,  which  was  ruhbing  it  with  tallow,  Lord  Mans- 
field held  the  patent  void,  (w) 

In  Siurtz  v.  De  La  Btie,  (x)  the  specification  described  one  of  the 
ingredients  nsed  in  the  patentee's  process  as  ''the  purest  and 
finest  chemical  white  lead."  The  finest  white  lead  which  could 
be  obtained  in  this  country  would  not  answer  the  purpose.  What 
the  patentee  used  was  a  purer  material,  which  was  imported  from 
Germany.  The  specification  did  not  disclose  this  fact.  The 
patent  was  held  void.  "  It  is  a  principle  of  patent  law,"  said 
Lord  Lyndhurst,  ''that  there  must  be  the  utmost  good  faith 
in  the  specification.  It  must  describe  the  invention  in  such  a 
way  that  a  person  of  ordinary  skill  in  the  trade  shall  be  able 
to  carry  on  the  process.  Here,  the  specification  says  that  there 
is  to  be  added  to  the  size  certain  proportions  '  of  the  finest  and 
purest  chemical  white  lead.'  A  workman  would  naturally  go  to 
a  chemist's  shop,  and  ask  for  "the  finest  and  purest  chemical 
white  lead ; '  the  answer  which  he  would  receive  would  be,  that 
there  was  no  substance  known  in  the  trade  by  that  name.  He 
would  be  compelled  to  ask  for  the  purest  and  finest  white  lead ; 
and,  according  to  the  evidence,  the  purest  and  finest  white  lead 
that  can  be  procored  in  London  will  not  answer  the  purpose. 
It  is  said  that  there  is  a  substance  prepared  on  the  Continent, 
which  is  white  lead  or  some  preparation  of  white  lead ;  and  that, 
by  using  it  in  the  manner  described  in  the  specification,  the 
desired  effect  is  produced.  If  that  be  so,  the  patentee  ought  to 
have  directed  the  attention  of  the  public  to  that  circumstance. 
He  ought  to  have  said,  'The  purest  white  lead  which  can  be 
obtained  in  the  shops  in  London  will  not  do ;  but  there  is  a  purer 
white  lead  prepared  on  the  Continent,  and  imported  into  this 
country,  which  alone  must  be  used.'  'The  purest  and  finest 
chemical  white  lead '  must  mean  the  finest  and  purest  white  lead 
usually  gotten  in  the  general  market  for  that  commodity,  unless 
the  public  be  put  on  their  guard  by  a  statement,  that  what  would 
be  called  very  fine  and  pure  white  lead,  in  the  ordinary  sense 
of  the  trade,  will  not  answer,  but  that  the  white  lead  used  must 
be  of  a  superlatively  pure  and  fine  quality,  prepared  in  a  particular 
way,  and  to  be  gotten  only  in  a  particular  place.  If  the  article 
is  not  made  in  this  country,  but  may  be  imported,  it  would  be 
necessary  to  mention  that  circumstance.  ...     It  appears  to  me 

(10)  Liardet  v.  /oAtiwn,  Bull,  N.  P.  76.  («)  7  L.  J.  Ch.  47 ;  5  Russ.  322. 
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that  this  specification  does  not  give  that  degree  of  full  and  precise 
information  which  the  public  has  a  right  to  require." 

In  Derome  v.  Fairie,  (y)  the  patent  was  for  improvements  in 
the  means  of  extracting  and  refining  sugar.  One  of  the  methods 
was  the  application  of  a  filter  formed  of  the  charcoal  of  bituminous 
schistus.  The  bituminous  schistus  commonly  known  in  this 
country  contained  sulphuret  of  iron.  But  iron  was  injurious  to 
the  patentee's  process,  and  such  bituminous  schistus  could  not  be 
used  unless  the  iron  was  first  extracted.  The  plaintiff  used  a 
form  of  bituminous  schistus  which  had  undergone  a  process  of 
distillation,  and  which  had  been  made  into  charcoal  in  a  foreign 
country.  But  his  specification  contained  no  hint  that  it  was  neces- 
sary to  treat  the  material  in  order  to  remove  the  obnoxious  iron, 
nor  did  it  shew  any  means  by  which  the  iron  might  be  extracted 
successfully.  Lord  Abinger,  C.B.,  in  directing  the  jury,  said :  "  The 
specific  point  requiring  your  attention  is  as  to  the  bituminous 
schistus,  whether  the  plaintiff  has  fairly  communicated  to  the 
world  engaged  in  this  sort  of  trade,  what  his  object  was.  For  he 
must  give  a  full  and  true  disclosure  of  the  nature  of  the  invention, 
and  if  he  leaves  any  part  of  his  invention  in  a  state  of  obscurity, 
and  does  not  give  definite  directions  how  to  perform  it,  he  loses 
the  advantage  of  his  patent.  The  bituminous  schistus  is  put  first, 
and  forms,  undoubtedly,  a  very  important  part  of  the  invention, 
and  persons  not  acquainted  with  the  sciences  may  be  well  excused 
for  not  knowing  what  bituminous  schistus  is,  and,  prima  facie,  it 
is  no  objection  to  the  specification  that  those  terms  must  be 
explained  by  some  men  of  art.  Mr,  Faraday  and  the  other  chemists 
say  there  are  many  kinds  of  bituminous  schistus,  that  they  vary 
very  much  in  the  quantity  of  the  sulphuret  of  iron  which  they  con- 
tain, and  that  they  do  not  know  any  process  by  which  the  sulphuret 
of  iron  can  be  completely  expelled.  The  plaintiff  says  the  sulphuret 
of  iron  ought  to  be  expelled,  but  he  does  not  state  which  of  the 
various  bituminous  schistuses  he  uses,  or  any  process  of  expelling 
the  sulphuret  of  iron." 

The  jury  gave  their  verdict  for  the  plaintiff.  But  in  the  Court 
of  Exchequer  a  rule  for  a  new  trial  was  made  absolute.  In  his 
judgment.  Lord  Abinger,  G.B.,  said  he  felt  he  ought  to  have  ordered 
a  non-suit  at  the  trial.  "  The  plaintiff  was  bound  either  to  have 
shewn  that  there  was  some  known  process  of  extracting  the 
iron,  which  he  did  not,  or  to  have  shewn  that  there  was  some 
bituminous  schistus  which    might   be  found    in  England,   with 

(y)  1  w.  P.  C.  156. 
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the  iron  not  entirely  extracted,  that  yet  might  be  used  with 
effect." 

The  patentee  mast  disclose  in  his  complete  specification  each 
step  necessary  for  patting  his  invention  in  use.    The  omission  of 
one  sach  step  will  avoid  the  patent.    Thas,  in  OatUard  d  QibVs  (z) 
Patent,  where  the  invention  consisted  in  a  new  system  of  distribating 
electricity  for  the  production  of  light  and  power,  the  complete 
specification  stated  that  the  quality  and  value  of  the  induced 
currents  would  depend  on  the  special  construction  of  the  electrical 
generators,  but  there  was  no  statement  shewing  in  what  such 
special  construction  consisted.     The  specification  was  held  in- 
sufficient.   Eekewich,  J.,  said :  ''  A  patentee  is  bound  to  tell  the 
public   in    his    specification  not   only  what    his    invention    is, 
but  how  practical  effect  is   to  be  given  to  it,  and  if  the  inven- 
tion be  a  machine,  how  that  machine  can  be  manufactured.     If 
there  are  many  different  ways  of  effecting  the  entire  object,  or 
any  particular  part  of  it,  he  is  not  bound  to  specify  them  all  in 
detail — but  he  is  bound  to  give  such  instances — selections,  it  may 
be,  from  a  particular  class — as  will  enable  a  competent  workman 
to  know  what  he  ought  to  use,  and  he  is  further  bound  to  refer 
to  those  instances,  or  the  class  from  which  they  come,  in  language 
which  leaves  no  doubt  what  articles  are,  and  what  are  not,  appli- 
cable to  the  production  of  the  intended  result.     This  is  important 
for  two  reasons.    First,  in  return  for  his  monopoly  the  patentee 
is  bound  to  put  the  public  in  possession,  as  far  as  description  can 
do  it,  of  his  invention  in  principle  and  detail ;  and  secondly,  as 
a  condition  of  being  entitled  to  restrain  other  operators  from 
producing  his  result  by  the  same  means,  he  is  bound  to  tell  them 
precisely  what  they  cannot  do  except  under  the  penalty  of  an 
injunction,  with  its  serious  consequences,  and  thus  to  indicate  what 
can  be  done  safely.    This  is  not  less  true  where  the  patent  is  for 
a  combination  than  in  any  other  case.    Indeed,  I  am  not  sure 
that  the  obligation  ought  not  in  such  a  case  to  be  particularly 
strict.    If  a  man  says,  '  I  claim  to  have  protected  as  my  invention 
three  things  combined  which,  though  separately  well  known,  have 
not  been  before  used  together,'  it  is  reasonable  and  right  that  he 
should  state  exactly  what  each  of  these  three  things  is ;  and  if  any 
of  them  belongs  to  a  class  comprehending  several  varieties,  then 
also  which  of  the  varieties  are  intended ;  and  this,  of  course,  he 
can  easily  do,  as  admittedly  the  combined  items  are  well  known.'*  (a) 
A  Defective    SpecificatioxL   cannot    be    Cured   by    Supplemental 

(«)  4  B.  P.  0.  525.  (a)  Ibid.  p.  534. 
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Instnictioni. — Nor  will  it  help  the  patentee  in  such  case  to  prove 
that  he  has  supplemented  his  defective  specification  by  instructions 
sent  to  his  agents  which  remedy  the  defective  proportions  inserted 
in  the  specification. 

In  Pooley  v.  Pointon,(b)  the  patentee  in  the  same  year  in 
which  he  took  oat  his  patent  sent  instructions  to  his  agents 
correcting  the  specification,  which  had  stated  proportions,  etc., 
that  would  not  achieve  the  result  aimed  at,  viz.  the  making  of 
malt  bread.  These  he  subsequently  still  further  corrected  under 
the  heading  "Revised  Formulsa,"  suggesting  new  proportions  of 
the  required  ingredients.  Pearson,  J.,  held  the  patent  invalid. 
'^The  proportions  in  the  specification  were  nothing  more  than 
guess  work;  that,  the  patentee  has  shewn  himself,  by  altering 
them  from  time  to  time,  by  issuing  revised  formulsB  according  to 
which  his  bread  was  to  be  made ;  and  I  come  to  the  conclusion, 
therefore,  that  the  specification  was  not  that  which  the  patentee 
was  bound  to  lodge  if  he  was  to  have  any  benefit  from  this 
patent."  (c) 

With  Pooley  v.  Pointon  may  be  compared  the  case  of  Coles  v. 
BayUs.  (d)  There  the  patent  was  for  a  mode  of  preparing  litho- 
graphic printing  surfaces.  The  language  of  the  specification  was 
clear,  and  it  was  not  suggested  that  the  invention  could  not  be 
made  from  the  specification.  But  the  patentee  issued  further  in- 
structions for  the  use  of  the  stone  when  prepared,  and  it  was 
argued  that  these  should  have  been  included  in  the  specification. 
Bacon,  Y.G.,  refused,  however,  to  accede  to  that  argument.  The 
invention,  his  honour  pointed  out,  was  for  the  preparation  of  the 
stone,  not  its  use  when  prepared.  The  specification  disclosed  a 
perfectly  successful  way  of  preparing  the  stone,  and  the  fact  that 
the  patentee  issued  instructions  as  to  its  employment  when  made 
was  no  impeachment  of  the  patent,  for  they  were  in  no  way 
essential  to  the  performing  of  the  protected  invention. 

Vnconsoioos  Dif closure  by  Patentee. — In  Badische  Anilin  und  Soda 
Fabrik  v.  La  Societe  Chimique  und  Wilson,  (e)  the  question  was  dis- 
cussed whether  a  patent  would  be  good  notwithstanding  the  fact 
that  the  patentee  was  ignorant  that  the  presence  of  a  particular 
ingredient  in  his  process  was  essential  to  its  success,  if  in  his 
complete  specification  he  specified  something  which  included  that 
ingredient,  and  so  unknowingly  and  blindly,  as  it  were,  in  fact 
indicated  a  successful  mode  of  achieving  the  object  in  view. 

(5)  2  R.  P.  C.  167.  (d)  3  R.  P.  C.  178. 

(<j)  Ibid.  p.  172.  (a)  14  R.  P.  C.  875 ;  15  R.  P.  C.  859. 
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The  plaintiffs  in  this  case  claimed  the  production  of  a  dye 
called  "  6  G,"  or  di-alkyl-rhodamine  ester.  The  specification  con- 
tained (i.a.)  the  following  direction,  ''Heat  about  one  part  of 
di-ethyl-rhodamine  hydrochlorate,  dissolved  in  about  four  parts 
of  ethyl-  or  methyl-alcohol  in  dn  autoclave."  Those  two  in- 
gredients alone  would  not  produce  the  result ;  in  fact,  the 
presence  of  a  third,  namely  iron,  was  necessary.  The  specification 
contained  no  mention  of  iron  as  an  ingredient  in  the  process.  The 
defendants  accordingly  contended  that  the  patent  was  bad  for 
insufficient  specification.  It  was  proved  in  evidence  that  auto- 
claves of  iron  (which  were  the  cheapest  obtainable)  wotild  gene- 
rally be  used  by  dye  manufacturers,  but  that  dye  makers  sometimes 
also  used  autoclaves  protected  by  enamelling.  The  plaintiffs  them- 
selves had  always  used  iron  autoclaves,  and  thus  unconsciously 
obtained  the  benefit  of  the  presence  of  iron,  by  which  the  hydro- 
chloric acid  (the  absorption  of  which  was  essential  to  the  pro- 
duction of  the  pure  product  claimed)  had  been  taken  up.  The 
Court  of  Appeal,  affirming  Wills,  J.,  held  the  specification  insuf- 
ficient, on  the  ground  that  it  gave  no  indication  that  it  was  essential 
to  perform  the  process  in  autoclaves  composed  solely  of  iron. 

On  the  question  as  to  how  far  the  ignorance  of  the  plaintiffs 
that  iron  was  an  essential  ingredient  would  have  vitiated  their 
patent,  had  they  in  fact  described  an  iron  autoclave  as  the  kind 
of  autoclave  to  be  used  in  working  their  process,  Vaughan  Williams, 
L. J.,  said :  "  Now,  assuming  iron  to  be  essential,  it  is  plain  that 
the  patentee  did  not  know  it  was  essential ;  but  if  he  has  indi- 
cated it  in  the  specification,  he  has  done  so  by  an  accident. 
Indeed,  neither  Dr.  B.  nor  the  chemists  of  the  defendants  seem, 
until  quite  late  in  the  hearing  of  the  case,  to  have  suspected  the 
presence  in  this  process  of  hydrochloric  acid,  or  any  other  acid 
which  would  induce  a  prudent  manufacturer  to  use  a  protected 
autoclave ;  but  the  patentee  is  not  bound  to  indicate  theory,  only 
practice,  and  the  fact  that  he  had  hit  upon  something  which  was 
practically  essential — if  he  has  done  so  by  a  fluke  does  not  matter 
— ^the  question  is,  has  he  so  indicated  an  iron  autoclave  that  a 
manufacturer  reading  the  specification  would  naturally  use  an 
iron  autoclave  ?  .  •  .  Even  if  by  an  accident  the  patentee  happens 
to  have  given  such  a  direction  in  his  specification,  that  a  dyer 
reading  the  specification  would  naturally  use  the  iron  autoclave, 
that  is  sufficient  to  save  the  patent."  (/) 

The  Specification  must  Disclose  the  Best  Means  of  Performing 

(/)  15  B.  P.  0.  pp.  368,  369. 
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the  InYention  known  to  the  Patentee.— The  role  of  good  faith 
requires  of  the  patentee  not  only  that  he  shall  give  to  the  public 
a  means  of  working  his  invention,  but  also  that  he  shall  give 
them  the  best  means  known  to  him  at  the  time,  so  that  they  may 
enjoy  as  ample  a  benefit  from  the  use  of  his  discovery  as  he  has 
himself  enjoyed.  If  his  disclosure  falls  short  of  this,  he  imposes 
on  the  public,  and  the  Courts  will  look  with  a  very  watchful  eye 
to  prevent  such  an  imposition,  (g) 

Thus,  if  the  patentee  makes  the  article  of  his  invention  with 
cheaper  materials  than  those  which  he  enumerates  in  his  speci- 
fication, even  although  the  latter  will  answer  the  purpose,  the 
patent  is  void ;  for  he  has  not  placed  the  public  in  a  position  to 
derive  from  the  discovery  a  benefit  equal  to  his  own.  (ft) 

In  Wood  V.  Zimmer,  (i)  the  patent  was  for  a  method  of  making 
verdigris.  The  patentee  used  aqua  fortis  as  one  of  the  ingredients 
in  his  manufacture.  This  was  not  essential  to  the  result,  but  it 
expedited  it.  The  specification  did  not  suggest  the  use  of  this 
ingredient.  On  an  issue  directed  to  be  tried  out  of  Chancery, 
the  patent  was  held  bad.  Gibbs,  C. J.,  said :  ^'  It  is  said  that  this 
patent  makes  verdigris,  and  that  the  specification  is  therefore 
sufficient.  The  law  is  not  so.  A  man  who  applies  for  a  patent, 
and  possesses  a  mode  of  carrying  on  that  invention  in  the  most 
beneficial  manner,  must  disclose  the  means  of  producing  it  in 
equal  perfection,  and  with  as  little  expense  and  labour  as  it  costs 
the  inventor  himself.  The  price  that  he  pays  for  his  patent  is, 
that  he  will  enable  the  public  at  the  expiration  of  his  privilege  to 
make  it  in  the  same  way,  and  with  the  same  advantages.  If 
anything  which  gives  an  advantageous  operation  to  the  thing 
invented  be  concealed,  the  specification  is  bad.  Now>  though  the 
specification  should  enable  a  person  to  make  verdigris  substantially 
as  good  without  aquafortis  as  with  it,  still,  inasmuch  as  it  would 
be  made  with  more  labour  by  the  omission  of  the  aqua  fortis^  it 
is  a  prejudicial  concealment  and  a  breach  of  the  terms  which  the 
patentee  makes  with  the  public." 

In  BoviU  V.  Moore,  (j)  the  same  learned  judge  said  it  is  a 
material  consideration  '' whether  the  patentee  has  given  a  full 
specification  of  his  invention,  not  only  one  that  will  enable  a  work- 
man to  construct  a  machine  answerable  to  the  patent  but  one  that 

(g)  Turner  v.  Winter,  1  W.  P.  0.  77;  v.  OHnuhaw,  Dav.  P.  C.  279. 
1  T.  B.  606;    Weffmaim  v.  Corcoran,  13  (t)  1  W.  P.  C.  82,  n. ;  Holt,  N.  P.  58. 

C.  D.  77.  (J)  Dav.  P.  C.  861,  p.  400. 

(ft)  Twner  v.  Wintor,  snpra ;  Huddart 
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will  enable  a  workman  to  construct  a  machine  answerable  to  the 
patent  to  the  extent  most  beneficial  within  the  knowledge  of  the 
patentee  at  the  time ;  for  a  patentee  who  has  invented  a  machine 
useful  to  the  public,  and  can  construct  it  in  one  way  more  extensive 
in  its  benefit  to  the  public  than  in  another,  and  states  in  his 
specification  only  that  mode  which  would  be  least  beneficial, 
reserving  to  himself  the  more  beneficial  mode  of  practising  it, 
although  he  will  so  far  have  answered  the  patent  as  to  describe  in 
his  specification  a  machine  to  which  the  patent  extends,  yet  he 
will  not  have  satisfied  the  law  by  communicating  to  the  public  the 
most  beneficial  mode  he  was  then  possessed  of,  for  exercising  the 
privilege  granted  to  him.  If  Mr.  Brown,  since  he  obtained  his 
patent,  has  discovered  an  improvement  [in  the  making  of  lace] 
effected  by  bending  the  teeth  [of  the  dividers]  or  adding  a  longer 
[external]  tootb,  he  may  apply  that  improvement,  and  his  patent 
will  not  be  affected  by  his  using  his  own  machine  in  that  improved 
state;  but  if  at  the  time  when  he  obtained  his  patent  he  was 
apprised  of  this  more  beneficial  mode  of  working  and  did  not  by 
his  specification  communicate  this  more  beneficial  mode  of  working 
to  the  public,  that  will  have  been  a  fraudulent  concealment  from 
the  public,  and  that  will  render  his  patent  void."  The  evidence 
shewed  that  no  machine  of  the  patentee's  had  existed  without  this 
improvement.  ''  If,  upon  the  whole  of  the  evidence,  you  think  this 
was  industriously  and  studiously  kept  back  from  the  public,  that 
Mr.  Brown  might  have  an  advantage  over  and  above  others  that 
worked  these  machines,  that  will  be  a  suppression  that  will  avoid 
his  patent;  but  if  you  think  this  was  a  matter  which  had  not 
occurred  to  Mr.  Brown  at  the  time  he  invented  this  machine,  and 
that  it  was  an  improvement  afterwards,  the  validity  of  the  patent 
will  not  be  affected  by  it,  though  he  will  have  added  to  his  original 
merit  of  invention  the  further  merit  of  being  able  to  use  his  own 
invention  more  beneficially  than  the  patent  points  out." 

''A  specification  is  bad,"  said  Jessel,  M.B.,  in  Plimpton  v. 
Malcolmson,  *'  if  the  patentee,  at  the  time  he  takes  out  his  patent, 
knows  of  a  more  convenient  and  better  form  of  performing  the 
operation  and  conceals  it  from  the  public,  and  puts  into  his 
specification  a  less  convenient  and  worse  form.  Thus,  if  it  were 
a  chemical  patent,  if,  at  the  time  of  taking  out  the  patent,  he  knew 
of  cheap  ingredients  which  would  make  the  patented  article,  and 
also  knew  of  dear  ones,  if  he  suppressed  the  cheap  ones  and  only 
named  the  dear  ones,  that  would  invalidate  the  patent."  (k) 

(k)  L.  B.  8  C.  D.  680. 
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But  when  a  patentee  indicates  in  his  specification  several 
methods,  all  of  them  more  or  less  possible,  for  attaining  the  result 
in  view,  it  is  not  necessary  that  he  should  specify  which  of  these  is 
the  most  or  least  advantageous. 

In  BacUsche  Anilin  und  Soda  Fahrik  v.  Levinstein^  (Q  the  inven- 
tion related  to  dyeing,  and  the  specification  was  held  to  claim  all 
the  different  isomers  which  could  be  described  by  a  particular 
chemical  formula  and  which  were  matters  of  the  particular  colours 
red  and  brown.     The  shade  varied  according  to  the  isomer,  and  it 
was  alleged  that  as  one  shade  only  had  commercial  value  the 
specification  should  have  indicated  the  respective  advantages  for 
dyeing  purposes  of  the  colours  produced,  and  given  specific  direc- 
tions how  to  produce  that  shade.     In  rejecting  this  contention, 
Lord  Herschell  said :  '^  I  will  assume  for  the  present  that  all  the 
isomeric  sulpho-acids  of  oxyazo-naphthaline  arrived  at  by  the  pro- 
cess described  in  the  claim  produce  red  or  brown  colouring  matters 
which  may  be  used  for  dyeing.    There  can  be  no  doubt  that  the 
different  isomers  so  produced  are  colouring  matters  of  varying 
shades  of  red  and  brown.    And  the  specification  undoubtedly  does 
not  point  out  what  particular  shade  of  either  colour  will  be  pro- 
duced by  any  one  of  the  alternative  processes  suggested,  nor  does 
it  indicate  which  will  be  of  the  greatest  practical  value,  either  by 
reason  of  the  colour  it  produces  being  one  likely  to  be  in  demand, 
or  from  the  greater  economy  in  the  cost  of  its  production."    After 
dealing  with  the  test  of  commercial  success  as  the  gauge  of  utility, 
the  learned  Lord  proceeded:  ''In  the  present  case  the  products 
which  result  from  the  appellants'  process  are  no  doubt  of  varying 
worth,  but  one  at  least  has  proved  to  be  of  great  commercial  value, 
and  it  is  not  shewn  that  any  of  them  are  incapable  of  being  used 
effectually  for  the  purpose  of  dyeing.    The  invention  of  a  process 
resulting  in  new  products  which  may  thus  serve  a  useful  purpose 
possesses,  in  my  judgment,  the  requisite  predicate  of  utility.    And 
there  is,  I  think,  no  obligation  on  the  inventor  in  such  a  case  as 
this  to  indicate  the  respective  advantages  for  dyeing  purposes  of 
the  different  shades  of  colour  produced." 

A  grant  of  letters  patent  does  not  preclude  an  inventor  from 
improving  his  patented  process.  Hence,  if  he  subsequently  dis- 
covers that  the  use  of  one  particular  ingredient  will  best  achieve 
the  patented  result,  and  in  practice  adopts  that  improvement,  the 
fact  that  be  had  not  pointed  that  out  in  his  specification  will  not 
avoid  his  letters  patent. 

(0  12  App.  Ca.  710 :  4  B.  p.  0.  464.    See,  also,  KurU  v.  Spence,  5  R.  P.  C.  188. 
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In  the  British  Dynamite  Company  y.  Krebs,  (m)  the  j>atentee's 
invention  was  the  mannfactore  of  dynamite  by  caosing  nitro- 
glycerine to  be  absorbed  in  porous  nnexplosiye  snbstances,  such 
as  charcoal,  silica,  paper,  or  similar  materials.  At  the  trial  it 
was  proved  that  a  silidoos  earth  found  in  Germany  and  known 
as  *  Eeiselguhr/  would,  after  being  calcined  and  reduced  to  powder, 
absorb  the  nitro-glycerine  better  than  any  other  substance,  and 
yet  retain  its  condition  of  powder.  This  material — ^the  superior 
suitability  of  which  the  patentee  had  ascertained  after  his  patent 
was  taken  out — was  that  used  by  his  workmen.  It  was  not 
suggested  that  the  materials  mentioned  in  the  specification  would 
not  make  dynamite,  but  that  the  patentee  had  not  disclosed  the 
best  means.  The  Court  of  Appeal  having  held  the  patent  bad,  the 
House  of  Lords  reversed  their  decision. 

Lord  Hatherley  said :  '*  If  it  had  been  proved  that  the  inventor, 
Nobel,  knew  the  best  material,  which  turned  out  to  be  a  material 
called  *  Eeiselguhr,'  a  silicious  earth ;  if  he  had  known  of  the 
existence  of  'Eeiselguhr'  at  the  time,  and  that  it  would  take 
up  75  per  cent,  of  the  nitro-glycerine,  whereas  some  other 
materials,  specified  by  the  patentee,  took  up  only  25  or  50 
per  cent.,  it  would  have  been  an  objection  to  his  patent  to  say 
that  he,  being  in  possession  of  the  best  mode  of  producing  the 
most  valuable  dynamite,  had  not  informed  the  public  of  that 
method.  But  there  is  nothing  whatever  to  shew  that  he,  at  least, 
was  so  acquainted  with  that  material  at  that  time ;  on  the  contrary, 
it  appears,  as  far  as  he  was  concerned,  to  have  come  to  his  know- 
ledge afterwards,  and  of  course  he  could  not  be  expected  to  mention 
a  material  of  which  he  had  not  had  personal  experience.  But 
having  found  out  that  such  materials  as  he  specified  had  the  effect 
of  absorbing — that  is,  of  taking  up  and  retaining  the  nitro-glycerine 
— and  that  they  had  the  effect  of  doing  that  more  or  less  advan- 
tageously according  to  the  particular  materials  used,  he  informed 
the  public  that  all  of  them  had  that  effect,  and  that  similar 
materials  would  have  the  like  effect  in  rendering  the  nitro-glycerine 
safe  and  useful."  (n) 

The  Specification  must  not  Leave  the  Public  to  Experiment, 

A  Specification  which  requires  Experiment  by  the  Person  following 
its  IHreotions  is  Bad. — It  being  the  duty  of  a  patentee  to  give  the 
public  a  complete  recipe  for  the  performance  of  bis  invention,  it 

(m)  18  R.  P.  C.  190 ;  Goodeye,  P.  C.  88.  (n)  18  B.  P.  0.  195. 
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follows  that  a  specification  which  does  not  fulfil  this  reqairement, 
bat,  on  the  contrary,  leaves  the  public  to  the  exercise  of  further 
inYention  or  experiment,  is  bad. 

In  the  King  v.  Arhvright,  (p)  Buller,  J.,  said :  "  If  the  specifica- 
tion be  such  that  mechanical  men  of  common  understanding  can 
comprehend  it,  to  make  a  machine  by  it,  it  is  sufficient ;  but  then 
it  must  be  such  that  the  mechanics  may  be  able  to  make  the 
machine  by  following  the  directions  of  the  specification  without 
any  new  inventions  or  additions  of  their  own.*' 

The  same  rule  is  further  illustrated  in  Turner  v.  Winter.  In 
that  case  the  patent  was  for  making  white  lead  and  separating 
mineral  alkali  from  common  salt.  Ashurst,  J.,  said :  (p)  ''  If  the 
process,  as  directed  by  the  specification,  does  not  produce  that 
vrhich  the  patent  professes  to  do,  the  patent  itself  is  void.  It  is 
certainly  of  consequence  that  the  terms  of  a  specification  should 
express  the  invention  in  the  clearest  and  most  explicit  manner; 
80  that  a  man  of  science  may  be  able  to  produce  the  thing  intended 
without  the  necessity  of  trying  experiments." 

"  A  specification,"  said  Abbott,  C.J.,  in  R.  v.  Wheeler^  "  which 
casts  on  the  public  the  expense  and  labour  of  experiment  is  un- 
doubtedly bad."  (q) 

**  If  tiie  invention  can  only  be  carried  into  effect,'*  said  Alderson, 
B.,  in  Morgan  v.  Seaward, (r)  "by  persons  setting  themselves  a 
problem  to  solve,  then  they  who  solve  the  problem  become  the 
inventors  of  the  method  of  solving  it,  and  he  who  leaves  persons 
to  carry  out  his  invention  by  means  of  that  application  of  their 
understanding  does  not  teach  them  in  his  specification  that  which, 
in  order  to  entitle  him  to  maintain  his  patent,  he  should  teach 
them,  the  way  of  doing  the  thing,  but  sets  them  a  problem  which, 
being  suggested  to  persons  of  skill,  they  may  be  able  to  solves 
That  is  not  the  way  in  which  a  specification  ought  to  be 
framed."  («) 

In  Simpson  v.  HolUday,  (t)  where  the  plaintiff's  patent  was 
for  "improvements  in  the  preparation  of  red  and  purple  dyes,** 
the  patentee  described  his  process  in  the  following  manner: — 
"  I  mix  aniline  with  dry  arsenic  acid  and  allow  the  mixture  to 
stand  for  some  time ;  or  I  accelerate  the  operation  by  treating  it 
to,  or  near  to,  its  boiling-point  until  it  assumes  a  rich  purple 

(o)  1  W.  P.  C.  66  n. ;  Dav.  P.  0. 106.  («)  See,  also,  Parke,  B.,  in  NeOwn  v. 

(p)  1  W.  P.  C.  p.  80;  1  T.  B.  606.  Harford,  1  W.  P.  C.  at  p.  871. 

(g)  2  B.  *  Aid.  354.  (0  5  N.  R.  840;    18  W.  B.  577;   12 

(r)  1  W.  P.  0. 174.  L.  T.  (N.8.),  99;  L.  R.  1  H.  of  L.  815. 
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colour,"  etc.  It  was  proved  that  in  order  to  produce  the  colour 
it  was  necessary  to  apply  heat;  but  some  evidence  was  given 
that  a  competent  workman  would  be  sure  to  apply  heat  when  he 
found  the  result  did  not  follow  without  it. 

On  appeal  from  Wood,  V.C,  Lord  Westbury  held  that  the 
specification  was  biEid  for  misdescription.  His  lordship  said: 
^'  When  it  is  said  that  an  error  in  a  specification  which  any 
workman  of  ordinary  skill  and  experience  would  perceive  and 
correct,  will  not  vitiate  a  patent,  it  must  be  understood  of  errors 
which  appear  on  the  face  of  the  specification,  or  the  drawings  it 
refers  to,  or  which  would  be  at  once  discovered  and  corrected  in 
following  out  the  instructions  given  for  any  process  or  manu- 
facture; and  the  reason  is  because  such  errors  cannot  possibly 
mislead.  But  that  proposition  is  not  a  correct  statement  of  the 
law,  if  applied  to  errors  which  are  discoverable  only  by  further 
experiment  and  enquiry." 

In  the  House  of  Lords  the  judgment  of  Lord  Westbury  was 
affirmed.  Lord  Chelmsford,  C,  said:  "There  can  be  no  doubt 
of  the  meaning  of  the  language  used  by  the  patentee.  His 
invention,  as  he  describes  it,  is  the  mixing  of  aniline  with  dry 
arsenic  acid,  for  the  purpose  of  producing  a  rich  purple  colour, 
and  he  adds,  '  or  I  accelerate  the  operation  by  heating  to,  or  near 
to,  its  boiling-point.'  In  this  description  the  operation  itself  is 
mixing  aniline  with  dry  arsenic  acid;  the  addition  of  heat  is 
described  merely  as  accelerating  that  operation.  There  is  nothing 
upon  the  face  of  the  specification  to  shew  that  the  invention 
described  is  not  in  every  part  of  it  the  subject  of  a  patent.  But 
it  was  proved  in  evidence,  and  admitted  by  the  plaintiff,  that 
mixing  aniline  with  dry  arsenic  acid  without  the  application  of 
heat  would  produce  only  a  faint  colour,  quite  unfit  for  dyeing 
purposes.  It  was  contended,  on  the  part  of  the  appellants,  that 
the  word  '  or '  in  the  specification  ought  to  be  read  *  and.'  But 
there  is  nothing  in  the  terms  of  the  description,  nor  upon  the  face 
of  the  specification  itself,  which  would  justify  the  Court  in  thus 
changing  the  form  of  the  expression.  It  was  also  said  that  there 
was  a  considerable  body  of  evidence  to  shew  that  skilled  persons, 
to  whom  the  specification  must  be  taken  to  be  addressed,  found 
no  difficulty  in  working  it  out,  and  applied  heat  in  the  process 
as  a  matter  of  course.  This,  however,  cannot  have  any  .effect 
upon  the  construction  of  the  specification.  It  merely  proves  that 
the  description,  though  erroneous,  is  not  likely  to  mislead  skilled 
workmen.     That  the  description   may  induce    the  necessity  of 
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experiments  appears  from  the  evidence  of  an  experienced  chemist, 
who  says,  *  If  I  found  there  was  no  action  without  heat  I  should 
heat  it  immediately/  The  construction  of  the  specification  re- 
maining untouched  by  the  evidence,  and  the  Court  being  informed 
that  the  invention  which  is  claimed  is  incapable  of  producing  the 
result  intended,  it  had  no  other  course  to  pursue  than  to  pronounce 
the  patent  to  be  void."  (u) 

In  Hinlcs  v.  the  Safety  Lighting  Company,  (v)  where  the  patent 
related  to  the  construction  of  lamp-burners,  an  objection  was  taken 
that  the  specification  was  insufficient  and  the  patent  bad  for 
ambiguity.  Jessel,  M.B.,  held  the  objection  well  founded.  The 
Master  of  the  Bolls  said:  ''A  second  point  was  taken  on  the 
second  burner,  which  was  a  very  small  affair  indeed,  and  that 
was  this :  the  second  burner  was  badly  drawn ;  the  drawing  did 
not  shew  where  the  air  was  to  get  in.  .  .  .  It  is  a  little  thing,  of 
very  little  merit;  and  then  comes  the  question  how  far  I  am  at 
liberty  to  correct  the  specification.  The  specification  does  not  tell 
me  where  the  opening  is  to  let  in  the  air.  All  it  says  is,  'A 
circular  hole  is  made  in  the  cone  or  deflector,  through  which  the 
circular  flame  passes.'  It  is  said  that  though  there  is  no  opening 
in  the  drawing,  yet  a  workman  could  correct  the  drawing  by 
putting  in  the  opening,  and  he  could  correct  it  because  he  is 
told  there  is  a  cone  or  deflector,  and  the  cone  or  deflector  of  the 
lamp  means  something  or  other  which  will  deflect  air  and,  there- 
fore, there  must  be  sufficient  air  to  be  deflected  and  support  the 
light  and  make  it  bum  well.  But,  unfortunately  for  that  argument, 
a  lamp  may  bum  badly  although  it  is  patented,  and  the  patentee 
said  it  would  bum  badly  even  though  the  holes  were  exceedingly 
small,  or,  as  I  understand,  if  there  were  no  holes  at  all  it  would 
bum,  but  it  would  be  an  imperfect  combustion.  Why  is  a  work- 
man to  know,  a  priori,  that  every  invention  will  answer?  I 
cannot  say  that  an  inventor  never  made  an  invention  which 
did  not  answer.  On  the  contrary,  I  am  quite  sure  that  many 
inventors  have  patented  inventions  that  would  not  answer  at  all. 
Now,  that  being  so,  I  am  not  prepared  to  say  that  when  you  put 
your  specification  into  the  hands  of  a  skilled  workman  he  is  to 
exercise  invention  to  make  a  lamp  useful,  that  he  is  to  correct 
it  without  being  told  anything  to  correct  it  by.  This  assumption 
was  made,  no  doubt,  by  the  very  eminent  scientific  gentleman  who 
gave  evidence,  Mr.  BramweU.  Of  course  he  could  do  it ;  he  would 
know  how  to  do  it,  and  where  to  do  it,  and  everything  else.     The 

(«)  L.  B.  1  H.  of  L.  p.  320.  (v)  L.  B.  4  C.  D.  607 ;  46  L.  J.  Ch.  185 
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other  scientific  gentleman  could  not  deny  that  it  was  possible,  bat 
I  take  it  that  is  not  the  meaning  of  the  patent  laws.  When  yon  - 
have  sach  a  little  trumpery  invention  as  the  second,  the  whole 
merit  of  which  is  very  small  indeed,  if  you  are  to  tell  people  how 
to  do  things  better,  you  must  tell  them  in  a  proper  way,  without 
the  exercise  of  any  invention  or  much  trouble ;  and  in  my  opinion 
this  is  not  within  the  rule,  and  is  badly  specified." 

In  Wegmann  v.  Corcoran,  (w)  the  patent  was  for  "  an  improved 
machine  or  apparatus  for  treating  or  preparing  meal."  The 
machine  included  (La.)  a  pair  of  "squeezing  rolls,"  which  the 
specification  said  were  to  have  a  surface  consisting  of  material 
containing  so  much  silica  as  not  to  colour  the  meal  or  flour. 
"  I  prefer,"  said  the  patentee  in  his  specification,  ''  to  make  them 
of  iron  coated  with  china,  and  finely  turned  with  diamond  tools." 
The  defendants  alleged  that  the  specification  was  insufficient. 
Fry,  J.,  so  found,  and  dismissed  the  action.  On  appeal  Thesiger 
and  James,  L.JJ.,  affirmed  the  judgment  of  the  Court  below. 
It  appeared  from  the  evidence  that  the  china  made  in  England 
would  not  be  hard  enough  for  the  purpose  intended,  and  that 
consequently  the  word  ''china"  as  used  in  England  when  the 
specification  was  taken  out,  included  many  materials  which  would 
be  absolutely  useless  for  the  purposes  of  the  invention.  Further, 
the  degree  of  hardness  in  the  china  which  the  invention  required 
was  not  specified.  The  turning  of  china  with  a  diamond  tool  was 
unknown  in  England,  and  therefore  indicated  no  degree  of  hard- 
ness known  in  the  trade.  And  there  was  evidence  that  soft  china 
could  be  turned  in  this  way.  On  this,  Fry,  J.,  said :  "  Therefore, 
although  I  come  to  the  conclusion  that  hard  china  is  pointed  out 
in  the  specification,  it  appears  to  me  that  the  information  which 
the  plaintiff  himself  told  us  he  got  for  the  purpose  of  his  invention 
from  a  Professor  of  Chemistry,  (x)  viz.  that  the  material  must 
contain  70,  or  upwards  of  70  per  cent,  of  silica,  was  not  indicated 
to  the  person  who  was  to  act  upon  the  specification,  but  that  he 
was  left  to  find  out  as  best  he  could  what  amount  of  hardness 
he  must  reach  before  he  could  be  able  to  use  the  rolls  for  the 
purpose  of  the  invention,  and  that,  as  it  appears  to  me,  he  would 
not  have  been  able  to  discover  without  very  considerable  investi- 
gation and  experiment.  All  that  knowledge  would  have  been 
necessary  before  the  useful  invention  could  be  arrived  at,  and  all 
that  ought  to  have  been  communicated  to  the  public." 

(10)  L.  R.  13  C.  D.  65 ;  27  W.  B.  357.        munioated  from  abroad. 
(a»)  The  invention  here  was  one  00m- 
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The  wording  of  the  Bpecification  in  this  case  suggested  that 
iron  coated  with  china  was  only  a  preferential  mode  of  making 
the  rolls,  and  that  other  materials  might  be  used  for  that  purpose : 
any  material  containing  so  much  silica  as  not  to  colour  the  meal 
or  flour.    Upon  this  the  learned  Judge  said :  ''It  is  said  that  the 
material  preferred  by  the  plaintiff  is  iron  coated  with  china. 
But,  before  you  can  prefer  one  thing  to  another  you  must  have 
several  things  among  which  the  choice  can  be  made,  and  if  the 
only  thing  which,  so  far  as  the  plaintiff  has  ascertained,  can  be 
shewn  to  answer  the  purpose  is  a  particular  china  roll,  and  he 
leads  the  mind  of  the  reader  to  infer  that  there  is  a  whole  class 
of  silicated  materials  which  might  answer,  he  has,  as  it  appears 
to  me,  been  giving  a  misleading  description  of  his  invention.    He 
has  indicated  that  there  is  a  geniLs  wider  than  the  species  which 
will  answer,  whereas,  in  fact,  it  is  only  the  species  which  will 
answer  the  purpose  in  question.     The  effect  of  the  description 
is  to  lead  the  mind  of  the  reader  to  the  necessity  of  making 
experiments  with  regard  to  the  other  classes  of  material  which 
are  indicated."    Referring  further  to  the  specification   and  the 
class  of  material  indicated  by  the  invention,  his  lordship  said: 
''In  the  next  place,  the  specification  says  that   the  material 
must  have  the  hardness  for  the  purpose  set  forth.    That  is  a 
thing  which,  I  repeat,  as  it  appears  to  me,  so  far  as  the  specifi- 
cation goes,  can  only  be  ascertained  by  experiment,  and  for  this 
reason,  that  the  process  of  squeezing  meal  in  this  manner  by  rolls, 
subject  to  this  sort  of  operation,  is  a  new  invention,  and  therefore 
the  hardness  required  is  not  known.    It  is  not  shewn  by  reference 
to  any  standard,  and  yet  amount  is  an  essential  piece  of  know- 
ledge before  a  person  can  satisfactorily  make  these  rolls  without 
further  experiment.      In  my  judgment,  any  china  manufacturer 
who  was  instructed  to  make  these  rolls  woiQd  fail  to  do  so  until 
the  roll  had  been  employed  in  the  squeezing  operation  in  a  mill, 
and  found  to  be  either  hard  enough  or  not  hard  enough." 

"  The  specification,"  said  Smith,  J.,  summing  up  the  law  on 
this  subject  in  Lane  Fox  v.  Kensington  Electric  Company,  (y) 
**  may  call  upon  a  workman  to  exercise  all  the  actual  existing 
knowledge  common  to  the  trade ;  but  it  must  not  call  upon  him 
to  exercise  his  ingenuity  or  invention;  (z)  nor  cast  upon  the  public 
the  expense  and  labour  of  experiment  and  trial ;  (a)  and,  to  use 

(y)  9  B.  P.  G.  247.  (o)  B.  v.  Wheder,  2  B.  &  Aid.  345; 

(s)  Morgan  v.  8eau>ard^  2  M.  &  W.  544      Maenamara  v.  Huhe,  2  C.  &   M.  471 ; 
(per  AldeiBQD,  B.).  Sievent  v.  Keating,  2  Ex.  772. 
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the  words  of  Sir  George  JeBsel  in  Plimpton  v.  Maicolm$on,  (b) 
taken  from  those  of  Alderson,  B.,  it  must  not  take  the  form  of  a 
problem." 

Trivial  Mistakefl  or  OmiBdoiu  will  not  be  Fatal  to  the  Patent. — 
While  a  specification  is  bad  if  it  puts  the  public  to  the  labour 
and  uncertainty  of  further  invention  through  the  medium  of 
experiments,  trivial  mistakes  or  omissions  which  a  workman  of 
ordinary  skill  would  correct  with  little  trouble  will  not  avoid  a 
patent  otherwise  valid. 

In  Plimpton  v.  Malcolmson,  (c)  Jessel,  M.B.,  discussing  what 
the  specification  ought  to  tell  the  public,  said :  '*  First  of  all,  it 
ought  to  tell  the  workman  how  to  do  it ;  but  it  need  not  tell  him 
every  detail.  Mr.  Baron  Alderson  says  this  :  (d)  '  Now,  a  workman 
of  ordinary  skill,  when  called  to  put  two  things  together,  so  that 
they  should  move,  would,  of  course,  by  the  ordinary  knowledge 
and  skill  he  possesses,  make  them  of  sufficient  size  to  move. 
There  he  would  have  to  bring  to  his  assistance  his  knowledge 
that  the  size  of  the  parts  is  material  to  the  working  of  the 
machine.  That  is  within  the  ordinary  knowledge  of  every  work- 
man. He  says,  '*  I  see  this  will  not  work  because  it  is  too  small," 
and  then  he  makes  it  a  little  larger,  and  finds  it  will  work. 
What  is  required  is,  that  the  specification  should  be  such  as  to 
enable  a  workman  of  ordinary  skill  to  make  the  machine ;  with 
respect  to  that,  therefore,  I  do  not  apprehend  you  will  feel  any 
difficulty.'  Therefore  he  does  not  mean  that  the  man  is  to  shut 
his  eyes,  and  copy  what  he  sees  before  him ;  but  he  is  to  do  it 
in  an  intelligent  manner,  and  when  he  has  made  it  according 
to  the  specification,  and  sees  it  will  not  work,  and  sees  by  the 
ordinary  knowledge  of  his  trade  what  is  to  be  done  to  make  it 
work,  he  is  to  make  it  work;  and  if  the  specification  does  not 
mislead,  and  contains  enough  to  enable  the  man  to  do  that,  then 
it  is  sufficient.  The  other  cases  upon  the  subject  are  numerous. 
It  is  sufficient  to  say  that,  in  my  opinion,  they  do  not  conflict  with 
what  Mr.  Baron  Alderson  lays  down  in  Morgan  v.  Seaward.** 

In  the  earlier  case  of  WaUington  v.  Dale^  {e)  the  patent  was 
for  improvements  in  the  manufacture  of  gelatinous  substances 
and  in  the  apparatus  to  be  used  therein.  The  improvements 
consisted  in  a  process  which  rendered  the  employment  of  blood 
for  purifying  the  gelatine  unnecessary.      The  invention  claimed 

(6)  L.  R.  3  C.  D.  531;   45  L.  J.  Ch.      p.  514. 
505.  (d)  1  W.  P.  C.  176. 

(c)  L.  R.  3  C.  D.  p.  570 ;  45  L.  J.  Ch.  («)  23  L.  J.  Ex.  49 ;  7  Ex.  888. 
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consisted  in  cutting  the  hides  into  shavings,  thin  slices,  or  films. 
The  specification  did  not  state  whether  they  were  to  be  cut  wet 
or  dry,  or  to  what  degree  of  thinness,  or  what  was  the  minimum 
of  heat  they  ought  to  be  subjected  to  in  the  subsequent  processes. 
It  was  proved  that  they  might  be  cut  either  wet  or  dry,  and  that 
the  thinner  they  were  cut  the  better,  if  the  fibrine  texture  was 
preserved,  and  that  the  most  satisfactory  result  would  be  obtained 
if  no  more  heat  was  used  than  would  dissolve  the  gelatine  in  the 
shortest  period.    The  specification  was  held  sufficient. 

In  Otto  V.  Linfordy(f)  objection  was  taken  to  the  plaintiff's 
patent  on  account  of  certain  mistakes  and  omissions  which  were 
said  to  prevent  the  successful  performance  of  the  invention  by 
any  one  following  the  specification.  The  mistakes  relied  on  were 
in  the  drawings,  but  were  such  as  a  workman  could  easily  correct. 

Jessel,  M.R,  said :  '^  The  objection  in  this  case  is  an  allegation, 
or  series  of  allegations,  as  to  omissions,  and  a  series  of  allegations 
as  to  mistakes  in  the  drawings.  They  are  both  classes  of 
objection  which  are  quite  familiar  to  those  who  have  had  to  do 
with  patent  cases,  and  are  always  remarkable  in  this  way,  that 
they  are  never  found  out  until  the  action  is  brought.  The  work- 
man always  makes  the  machine,  and  the  machines  are  made  in 
hundreds  or  in  thousands,  and  nobody  has  found  them  out.  But 
when  you  come  to  study  the  specification,  and  then  to  study  the 
machine,  you  find  them  out.  Many  years  ago  I  was  counsel  in 
a  case  which  is  not  reported,  but  which  is  a  very  good  illustration, 
for  all  that.  I  was  counsel  for  some  makers  of  a  threshing 
machine,  and  a  very  clever  threshing  machine  it  was,  and  they 
sold  thousands  of  them.  The  beaters  of  a  threshing  machine  are 
both  cut  across,  and  they  should  be  set  opposite  to  one  another, 
otherwise  they  will  not  thresh  grain  at  all ;  but  the  stupid 
draughtsman,  by  some  mistake,  had  put  them  all  parallel,  so 
that,  if  the  machine  had  been  made  according  to  the  drawing,  it 
would  not  have  threshed  anything.  Nobody  found  that  out  until 
we  came  into  court ;  and  Bansome  &  Go.  had  made  the  machines 
with  the  beaters  set  crosswise.  WeU,  when  it  came  to  be  dis- 
cussed, the  thing  was  too  absurd;  it  would  not  have  been  a 
threshing  machine  at  all,  and,  of  course,  the  drawing  was  cor- 
rected by  the  letterpress,  which  told  them  that  the  thing  would 
thresh.  In  these  matters,  therefore,  it  is  not  for  us  to  find  out 
how  not  to  do  it;  but  the  workman,  when  he  finds  that  the 
drawing  does  not  work  exactly,  sets  himself  at  once  to  see  how 

(/)  46  L.  T.  (N.  S.),  35. 
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it  ought  to  be  done,  and,  in  practice,  the  thing  never  arises 
at  all." 

In  the  case  just  mentioned  the  patentee's  discovery  was  a 
means  of  regulating  the  explosions  which  supplied  the  motive 
power  in  a  gas-motor  machine,  by  the  introduction  of  a  cushion 
of  air  into  the  cylinder  between  the  piston  and  the  combustible 
mixture.  -The  specification  did  not  state  what  proportion  of  air 
was  required  to  be  introduced  into  the  cylinder  for  this  purpose, 
and  an  objection  was  raised  that  this  omission  was  fatal  to  the 
patent.  The  Court,  however,  was  of  opinion  that  the  omission 
was  one  easily  remedied  by  the  exercise  of  care,  a  matter  of 
regulation  rather  than  experiment,  and  did  not  avoid  the  grani 
Jessel,  M.B.,  said :  ''  If  a  man  is  left  without  any  more  informa- 
tion, he  asks,  '  How  much  air  am  I  to  let  in  ? '  He  lets  in  a 
little  air,  and  he  finds  that  the  thing  explodes  as  before ;  and  he 
lets  in  some  more,  and  he  finds  directly,  on  the  mere  regulation 
of  his  stop-cock,  how  much  is  required ;  and  he  finds  very  soon  that 
he  has  let  in  enough,  and  now  there  is  a  gradual  expansion,  and 
no  longer  a  sudden  and  explosive  expansion.  It  does  not  appear 
to  me  that  that  requires  invention.  It  requires  a  little  care  and 
watching,  that  is  all.  If  a  man  told  you  to  mix  a  glass  of  brandy 
and  water,  and  to  use  brown  brandy,  and  that  you  were  to 
mix  it  till  it  was  pale  yellow,  the  exact  quantity  need  not  be  told 
to  you.  You  would  soon  find  out  when  it  was  pale  yellow.  That 
is  the  object  to  be  achieved.  Nobody  would  say  it  required  inven- 
tion, and  that  is  what  this  man  tells  you.  But  he  does  tell  a 
great  deal  more.  When  you  come  to  look  at  his  specification 
he  has  drawings,  and  his  drawings,  with  the  letterpress,  shew  that 
he  really  does  put  in  nearly  as  much  air  as  explosive  mixture.  It 
seems  to  me  that  there  is  sufficient  in  this  specification  to  tell  the 
maker  of  the  engine  and  the  user  of  the  engine,  without  requiring 
him  to  use  an  inventive  faculty,  how  to  make  the  engine,  and  in 
what  proportion  it  will  be  necessary  for  the  air  to  be  let  in — ^not 
definite  proportions — but  proportions,  as  far  as  proportions  are 
wanted,  to  make  the  machine  workable." 

In  the  case  of  the  British  Dynamite  Company  v.  Krebs,  (g)  the 
sufficiency  of  the  specification  was  much  discussed.  There  the 
patent  was  for  "improvements  in  explosive  compounds,  and 
the  means  of  igniting  the  same."  The  specification  stated  that 
the  invention  related  to  the  use  of  nitro-glycerine  in  an  altered 
condition,  which  was  more  practical  and  safe  in  use.     It  set  out 

(g)  13  R.  P.  C.  190;  Goodeve,  P.  C.  88. 
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that  this  altered  condition  was  effected  by  causing  the  nitro- 
glycerine to  be  absorbed  in  porous  unexplosive  substances,  such  as 
charcoal,  silica,  paper,  or  similar  materials,  whereby  it  was 
converted  into  a  powder,  which  the  patentee  called  dynamite  or 
Nobel's  safety  powder.  In  this  form  nitro-glycerine  acquired  the 
property,  when  absorbed,  of  being  in  a  high  degree  insensible  to 
shocks,  and  could  be  burnt  on  a  fire  without  exploding.  After 
setting  out  three  modes  of  firing  the  powder,  the  patentee's  claim 
was  as  follows :  ''  I  claim,  as  the  invention  secured  to  me  by  letters 
patent  as  aforesaid,  the  mode  herein  set  forth  of  manufacturing 
the  safety  powder  or  dynamite  herein  described,  and  also  the 
modes  of  firing  the  same  by  special  ignition  as  herein  set  forth." 

At  the  trial  before  Fry,  J.,  it  was  proved  that  a  silicious  earth 
found  in  Germany,  and  known  as  Eeiselguhr,  would  absorb  the 
liquid  nitro-glycerine  far  better  than  any  other  substance,  and  yet 
retain  its  condition  of  powder.  This  earth  was  first  calcined,  and 
then  reduced  to  powder,  after  which  it  formed  the  principal 
ingredient  used  in  the  manufacture  of  dynamite.  It  was  further 
proved  that  dynamite  had  been  made  from  the  specification  of  the 
patentee  by  workmen  of  ordinary  skill  by  using  slate  and  brick- 
dust  as  the  absorbing  medium.  Fry,  J.,  held  the  patent  good, 
and  gave  judgment  for  the  plaintiffs.  On  appeal,  his  judgment 
was  reversed  by  Jessel,  M.B.,  and  James  and  Thesiger,  LL.JJ., 
who  held  the  specification  insufficient.  Referring  to  the  use  of 
German  silicious  earth,  the  M.B.  said :  ''  This  is  a  new  material, 
and  a  new  invention  altogether,  and  an  ordinary  workman  could 
only  correct  it  by  experiment,  and  that  is  not  the  meaning  of  a 
patent."  James,  L.J.,  said  the  patentee  had  not  given  in  his 
specification  a  sufficient  direction  as  to  how  to  take  up  that 
quantity  of  the  nitro-glycerine  which  would  be  at  once  practically 
explosive  and  yet  safe ;  and  that  the  references  to  paper  and  silica 
were  misleading,  in  that  from  these  substances  a  practical  com- 
mercial article  could  not  be  made. 

The  House  of  Lords  reversed  the  Court  of  Appeal,  and  restored 
the  judgment  of  Fry,  J.  Earl  Cairns,  C,  referring  to  the  specifi- 
cation said :  '^  But  tiien  it  is  said  that  there  is  no  sufficient  descrip- 
tion of  the  manner  in  which  the  invention  is  to  be  performed. 
You  are  not  told,  it  is  said,  what  quantity  of  the  liquid  is  to  be 
absorbed.  You  are  not  told  whether  the  various  absorbing  sub- 
stances will  absorb  equal  or  unequal  quantities  of  the  liquid.  You 
are  not  told  what  quantity  is  the  best  to  use,  either  of  the  liquid 
or  of  the  absorbing  substance.     You  are  not  told  to  what  extent 
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the  pnlverization  is  to  be  carried.  With  regard  to  these  objections 
I  should  be  disposed  to  say,  even  were  there  no  evidence  in  the 
case,  that  they  did  not  appear  to  me  to  be  objections,  the  force 
of  which  I  should  be  prepared  to  admit.  When  you  speak  of  a 
porous  substance  absorbing  a  fluid,  if  the  porous  substance  is  in 
one  piece,  you  naturally  expect  that  the  absorption  will  continue 
up  to  the  point  when  the  porous  substance  can  hold  no  more ;  and 
when  the  porous  substance  is  to  continue  a  powder,  the  act  of 
absorption  itself  will  shew  the  point  at  which  the  absorption  must 
stop,  lest  the  absorbing  substance  should  become,  not  a  powder, 
but  a  paste.  So  also  as  regards  the  choice  of  the  porous  sub- 
stance. Ordinary  knowledge  of  the  properties  of  the  substance 
will  shew  what  substance  will  pulverize  most  conveniently,  and 
what  substance  will  absorb  best."  His  lordship  then  cited  the 
evidence  shewing  that  workmen  of  ordinary  skill  had  made  the 
article  by  following  the  specification,  and  proceeded:  ''The 
scientific  witnesses  called  by  the  appellants  speak  to  the  sufficiency, 
in  their  opinion,  of  the  directions  in  the  specification ;  but  what 
is  more  material  is  that  I  find  no  workman  whatever,  skilled  or 
unskilled,  produced  on  the  part  of  the  respondents,  who  states 
that  he  has  been,  or  would  be,  misled  by  the  specification,  or 
unable  to  make  dynamite  by  following  its  directions.  I  therefore 
come  to  the  conclusion  that  there  is  no  insufficiency  in  the 
specification." 

Difference  between  Experiment  and  Practice. — A  patent  is  bad 
if  the  specification  is  so  framed  as  to  put  the  public  upon  ex- 
periment in  carrying  out  any  part  of  the  directions  essential  to 
performing  the  invention.  It  is,  however,  often  a  question  of 
considerable  nicety  to  decide  whether  or  not  the  omissions  in  a 
specification  are  only  such  as  a  workman  acquainted  with  the 
existing  knowledge  of  the  subject-matter  can  supply,  or  such  as 
must  put  upon  the  workman  the  labour  and  uncertainty  of  inde- 
pendent experiment.  Defendants  in  actions  of  infringement  fre- 
quently resort  to  the  device  of  calling  experts,  who  say  they  have 
tried  to  make  the  plaintiffs  invention  from  his  specification,  and 
failed.  Where  the  performance  of  the  invention  envolves  opera- 
tions of  great  delicacy,  the  Court  views  this  kind  of  evidence  with 
suspicion ;  for  the  rule  that  the  public  must  not  be  left  to  experi- 
ment does  not  mean  that  they  must  be  able  to  perform  the  invention 
on  the  first  trial  and  without  practice. 

This  distinction  between  experiment  which  vitiates  a  patent 
and  practice  which  does  not,  was  laid  down  by  the  Court  of  Appeal 
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in  Edison  v.  Holland,  (h)    In  that  case,  Lindley,  L.J.,  said :  "  The 

defendants  contend  that  no  competent  workman  could  have  made 

carbon  filaments  according  to  the  specification  without  further 

instructions  than  are  given.    If  it  be  meant  that  few  competent 

workmen  could  make  them  without  some  practice^  I  think  the 

contention  is  well  founded ;  but  this  is  not  sufficient  to  invalidate 

the  patent.    If  a  person  is  told  to  carbonize  a  thread,  and,  for 

want  of  thought  or  practice,  he  takes  a  porous  crucible  for  the 

purpose,  and  does  not  protect  his  thread,  and  fails,  when,  if  he 

had  packed  this  crucible,  or  had  taken  a  non-porous  crucible, 

he  would  have  succeeded,  his  failure  can  hardly  be  said  to  be 

the  fault  of  his  instructor,  if  a  little  thought  and  consideration 

would  have  shewn  that  a  packed  crucible  or  a  non-porous  crucible 

was  the  right  one  to  employ.    The  fact  that  a  workman  may  use 

a  wrong  tool  when  he  has  a  right  one,  which  a  little  thought  will 

lead  him  to  see  ought  to  be  used,  does  not  warrant  the  inference 

that  a  specification  is  bad  if  it  does  not  tell  him  which  tool  to 

use.  •  •  .  I  feel  the  great  difficulty  of  describing  in  words  the 

distinction  between  an  amount  of  practice  without  which  failure 

is  probable,  but  the  necessity  for  which  does  not  destroy  a  patent, 

and  an  amount  of  experiment  and  invention  without  which  failure 

is  certain,  and  the  necessity  for  which  destroys  a  patent.    The 

test,  however,  by  which  to  decide  such  a  question  is,  I  think,  to 

be  found  by  asking  whether  anything  new  has  to  be  found  out  by 

a  person  of  reasonably  competent  skill,  in  order  to  succeed,  if  he 

follows  the  directions  contained  in  the  specification.    If  yes,  the 

patent  is  bad ;  if  no,  it  is  good  so  far  as  this  point  is  concerned. 

...  It  is  settled  that  a  patentee  who  does  not  disclose  the  best 

method  known  to  him  of  carrying  out  his  invention,  does  not 

comply  with  the  second  of  the  conditions  to  which  I  have  before 

referred.     But  if  a  patentee  says  that  something  must  be  done 

which  a  reasonably  competent  man  would  know  how  to  do,  the 

patentee  need  not  tell  him  how  to  do  it,  nor  warn  him  to  be  careful 

and  to  exercise  such  forethought  and  attention  as  the  delicacy 

of  the  process  to  be  used,  or  the  material  to  be  employed,  plainly 

demand." 

In  Badische  Anilin  und  Soda  Fahrih  Company  v.  Levinstein^  (t) 
the  patent  was  for  improvements  in  the  production  of  colouring 
matters  suitable  for  dyeing  and  printing.  The  specification  men- 
tioned four  processes,  all  producing  red  and  brown  colouring 
matter,  but  matter  of  varying  shades.    It  was  objected  that  the 

(fc)  6  R.  P.  C.  282.  (0  12  App.  Ca.  710;  4  R.  P.  C.  449. 
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public  were  left  to  experiment  to  ascertain  which  process  produced 
which  shade.  On  this  Lord  Herschell  said :  **  It  was  urged  by  the 
learned  counsel  for  the  respondents  that  a  patentee  is  bound  to 
disclose  the  means  by  which  his  invention  may  be  carried  into 
effect ;  and  that  if  he  leaves  this  to  be  ascertained  by  experiments, 
his  patent  cannot  be  supported.  This  is  no  doubt  correct.  But 
I  think  the  patent  under  consideration  does  shew  how  the  colouring 
matters  are  to  be  produced,  and  that  what  it  leaves  a  skilled  person, 
of  the  class  to  whom  the  specification  is  addressed,  to  discover  is 
only  which  of  these  colouring  matters  will  answer  his  purpose  at 
any  particular  time.  There  is,  in  my  opinion,  no  warrant  for 
asserting  that  this  invalidates  the  patent.  I  may  add  that  the 
evidence  satisfies  me,  that  when  once  the  desired  shade  is  obtained, 
there  would  be  no  practical  difficulty  in  repeating  the  process  with 
a  reasonable  certainty  of  producing  the  same  result."  (J) 


To  Whom  the  Specification  Speaks. 

Speoiflcations  are  Addressed  to  Workmen  of  Ordinary  Skill  in  the 
Snbjeot-matter. — The  object  of  requiring  a  patentee  to  describe  his 
invention,  and  the  manner  of  performing  it,  is  that  the  public 
may  at  the  end  of  the  patent  term  have  the  use  of  it.  The 
description  given  by  the  patentee  in  his  complete  specification 
must  therefore  be  sufficiently  clear  and  distinct  to  enable  the 
public  to  put  the  invention  in  practice  by  following  the  directions 
therein  contained.  By  the  "public,"  in  such  case,  is  meant  not 
the  general  public,  but  persons  conversant  with  the  subject-matter 
of  the  invention. 

In  Arhwright  v.  Nightingale,  (k)  Lord  Loughborough  said :  "  The 
clearness  of  the  specification  must  be  according  to  the  subject- 
matter  of  it ;  it  is  addressed  to  persons  in  the  profession  having 
skill  in  the  subject,  not  to  men  of  ignorance ;  and  if  it  is  under- 
stood by  those  whose  business  leads  them  to  be  conversant  in  such 
subjects,  it  is  intelligible." 

In  Harmar  v.  Plane,  (I)  Lord  Ellenborough,  C. J.,  said :  "  When 
Lord  Mansfield  said  (in  the  case  of  Liardet  v.  Johnson)  (m)  that  the 
meaning  of  the  specification  was,  that  others  might  be  taught  to 
do  the  thing  for  which  the  patent  was  granted,  it  must  be  under- 
stood to  enable  persons  of  reasonably  competent  skill  in  such 

(j  )  12  App.  Ca.  p.  720.  Q)  Day.  P.  C.  818. 

(k)  1  W.  P.  C,  p.  61 ;  Dav.  P.  C.  55.  (m)  Ball  N.  P.  76;  1  W.  P.  C.  53. 
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matters  to  make  it;  for  no  sort  of  specification  would  properly 
enable  a  ploughman,  utterly  ignorant  of  the  whole  art,  to  mske  a 
watch." 

In  EUiott  V.  Aston,  (n)  where  the  patent  was  for  an  invention 
for  the  manufacture  of  buttons,  Goltman,  3,,  thus  directed  the  jury 
on  the  question  of  the  specification :  "  The  second  point  is  whether 
the  plaintiff  has  given  such  a  description  in  his  specification  as 
would  enable  a  workman  of  competent  skill  (it  would  not  enable 
me,  of  course,  to  make  anything  of  the  sort,  or  any  person  who  is 
not  a  person  of  skill  conversant  with  the  trade)  to  carry  the 
invention  into  effect.'* 

So,  too,  in  Otto  V.  lAnford,  (o)  Jessel,  M.R.,  said :  "  The  first 
thing  to  be  remembered  in  specifications  of  patents  is  that  they  are 
addressed  to  those  who  know  something  about  the  matter.  A 
specification  for  improvements  in  gas-motor  engines  is  addressed 
to  gas-motor  engine  makers  and  workers,  not  to  the  public  outside. 
Consequently  you  do  not  require  the  same  amount  of  minute 
information  that  you  would  in  the  case  of  a  totally  new  invention, 
applicable  to  a  totally  new  kind  of  manufacture." 

Vot  Addressed  to  Workmen  of  Exceptional  Skill — The  specifica- 
tion most  be  construed  as  speaking,  however,  to  a  workman  of 
ordinary,  not  exceptional  skill  in  the  subject-matter.  This  was 
clearly  laid  down  by  the  Court  in  NeiUon  v.  Harford,  (p)  "  It  is  to 
be  a  person  only  of  ordinary  skill  and  ordinary  knowledge,"  said 
Parke,  B.  ^' You  are  not  to  ask  yourselves  the  question  whether 
persons  of  great  skiU — a  first-rate  engineer  or  a  second-class 
engineer — ^whether  they  would  do  it;  because  generally  those 
persons  are  men  of  great  science  and  philosophical  knowledge,  and 
they  would  upon  a  mere  hint  in  the  specification  probably  invent 
a  machine  which  should  answer  the  purpose  extremely  well ;  but 
that  is  not  the  description  of  persons  to  whom  this  specification 
may  be  supposed  to  be  addressed — ^it  is  supposed  to  be  addressed 
to  a  practical  workman,  who  brings  the  ordinary  degree  of  know- 
ledge and  the  ordinary  degree  of  capacity  to  the  subject ;  and  if 
Bueh  a  person  would  construct  an  apparatus  that  would  answer 
some  beneficial  purpose,  whatever  its  shape  was,  according  to  the 
terms  of  this  specification,  then  I  think  that  this  specification 
is  good,  and  the  patent  may  be  supported  so  far  as  relates  to 
that." 

Again,  in  Beard  v.  Egerton,  (q)  Wilde,  C.J.,  said :   "  If  the 

(•)  1  W.  P.  0.  224.  (p)  1  W.  p.  0.  2»6. 

(o)  46  L.  T.  (N.  S.X  p.  38.  (g)  8  0.  B.  216;  19  L.  J.  0.  P.  86. 
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specification  be  sufficiently  plain  to  be  understood  by  an  operator 
of  fair  intelligence  that  is  enough." 

In  the  course  of  the  argument  in  Ndlson  v.  Harford,  (r)  Lord 
Abinger,  C.B.,  said :  '^  Where  the  specification  uses  scientific  terms 
which  are  not  understood  except  by  persons  acquainted  with  the 
nature  of  the  business,  the  specification  is  not  bad  because  an 
ordinary  man  does  not  understand  it,  provided  a  scientific  man 
does ;  but  where  the  specification  does  not  make  use  of  technical 
terms,  where  it  uses  common  language,  and  where  it  states  that 
by  which  a  common  man  may  be  misled,  though  a  scientific  man 
would  not ;  where  it  does  not  profess  to  use  scientific  terms,  and  an 
ordinary  man  reading  the  specification  is  misled  by  it,  it  would 
not  be  good." 

In  Plimpton  v.  Malcolnison,  («)  this  subject  was  very  fully  con- 
sidered. Jessel,  M.B.,  said :  ''In  the  first  place, it  is  plain  that  the 
specification  of  a  patent  is  not  addressed  to  people  who  are  ignorant 
of  the  subject-matter.  It  is  addressed  to  people  who  know  some- 
thing about  it.  If  it  is  a  mechanical  invention,  as  this  is,  you 
have  first  of  all  scientific  mechanicians  of  the  first  class,  eminent 
engineers;  then  you  have  scientific  mechanicians  of  the  second 
class,  managers  of  great  manufactories,  great  employers  of  labour, 
persons  who  have  studied  mechanics — not  to  the  same  extent  as 
the  first  class,  the  scientific  engineers,  but  still  to  a  great  extent — 
for  the  purpose  of  conducting  manufactories  of  complicated  and 
unusual  machines,  and  who  therefore  must  have  made  the  subject 
a  matter  of  very  considerable  study ;  and  in  this  class  I  should 
include  foremen,  being  men  of  superior  intelligence,  who,  like  their 
masters,  would  be  capable  of  invention,  and  like  the  scientific 
engineers  would  be  able  to  find  out  what  was  meant  even  from 
slight  hints,  and  still  more  from  imperfect  descriptions,  and 
would  be  able  to  supplement,  so  as  to  succeed  even  from  a 
defective  description,  and  even  more  than  that,  would  be  able 
to  correct  an  erroneous  description.  That  is  what  I  would  say 
of  the  two  first  classes,  which  I  will  call  the  scientific  classes. 
The  other  class  consists  of  the  ordinary  workman,  using  that 
amount  of  skill  and  intelligence  which  is  fairly  to  be  expected 
from  him — not  a  careless  man,  but  a  careful  man,  though  not 
possessing  that  great  scientific  knowledge  or  power  of  invention 
which  would  enable  him  by  himself,  unaided,  to  supplement  a 
defective  description,  or  correct  an  erroneous  description.    Now, 

(r)  1  W.  P  C.  341.  See,  also,  Crompton,  (»)  L.  R.  3  C.  D.  pp.  568,  569,  570 ;  45 

J.,  in  BeUs  v.  Merusie$,  27  L.  J.  Q.  B.  156.        L.  J.  Ch.  pp.  513,  514. 
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as  I  understand,  to  be  a  good  specification  it  must  be  intelligible 
to  the  third  class  I  have  mentioned,  and  that  is  the  result  of  the 
law.  It  will  be  a  bad  specification  if  the  first  two  classes  only 
understand  it,  and  if  the  third  class  do  not.  I  do  not  think,  when 
the  cases  come  to  be  examined,  there. is  really  any  difference 
between  the  judges  on  this  point.  Their  language  differs,  but 
I  do  not  think  the  cases  differ.  I  will  refer  to  the  case  of  Morgan 
V.  Seaward,  (t)  where  I  think  it  is  put  by  Mr.  Baron  Alderson  as  well 
as  it  is  put  anywhere,  if  I  may  say  so :  'It ' — that  means  the 
specification — *  ought  to  be  framed  so  as  not  to  call  upon  a  person 
to  have  recourse  to  more  than  those  ordinary  means  of  knowledge 
(not  invention)  which  a  workman  of  competent  skill  in  his  art 
and  trade  may  be  presumed  to  have.  Tou  may  call  upon  him  to 
exercise  all  the  actual  existing  knowledge  commpn  to  the  trade, 
but  you  cannot  call  upon  him  to  exercise  anything  more.  You 
have  no  right  to  call  upon  him  to  tax  his  ingenuity  or  invention.' 
Of  course  that  is  open  to  the  observation  that  the  meaning  of  the 
word  '  invention  *  may  differ  to  different  minds,  and  it  is  some- 
times impossible  to  draw  the  line  between  perception  and  invention. 
We  had  an  instance  of  that  in  the  present  case.  One  man  may 
see  from  a  drawing  that  which  ninety-nine  men  out  of  a  hundred 
cannot  see.  The  witness  Mr.  HuUe  stated  he  had  a  peculiar 
faculty  for  seeing  from  a  drawing  things  other  people  did  not  see, 
and  he  likened  it  to  the  man  who  could  read  music  at  sight — could 
read  a  piece  of  music  he  had  never  seen  before,  as  compared  to 
the  ordinary  mortal  who  enjoys  no  such  privilege.  But,  again, 
as  I  said  before,  some  people  might  have  said  that  what  he  thinks 
is  perception  is  invention.  In  fact,  he  describes  it  as  intuitive 
perception,  a  peculiar  power.  Many  people  would  call  that  the 
power  of  supplementing  by  invention  what  the  drawing  disclosed 
to  ordinary  persons.  It  is  quite  impossible  to  say  without  con- 
sidering the  concrete,  that  is,  without  looking  at  the  subject-matter 
in  respect  of  which  you  have  to  decide — ^it  is  quite  impossible  to 
say  in  the  abstract  what  is  invention  and  what  is  perception.  It 
is,  therefore,  I  think,  to  be  decided  by  the  jury,  under  the  direction 
of  a  judge ;  or  if  there  is  no  jury,  by  the  judge  alone,  what,  having 
regard  to  the  subject-matter,  is  an  invention  or  an  exercise  of 
perception." 

In  Lister  v.  Norton,  (u)  Chitty,  J.,  said :  "  The  persons  to  whom 
a  specification  is  particularly  addressed  are  those  who  are  con- 
versant with  the  business  to  which  the  invention  relates.     The 

(0  1  Web.  174.  («)  8  R.  P.  0.  203. 


218  THE  SPECIFICATIONS. 

specification  is  suflficient  if  a  person  of  ordinary  skill  and  intelli- 
gence in  the  business  can  understand  the  directions,  and  work 
upon  them  without  experiments." 

In  the  British  Dynamite  Company  v.  Kreb8,(v)  Lord  Cairns,  C, 
said :  ''  When  the  nature  of  the  invention  is  thus  ascertained  by 
the  Court  as  a  matter  of  construction,  the  Court  has  then  to  enquire 
whether  the  manner  in  which  the  same  is  to  be  performed  is 
sufficiently  described  in  the  specification  to  the  comprehension  of 
any  workman  of  ordinary  skill  in  the  particular  art  or  manufacture, 
and  this  the  Court  can  best  do  by  the  evidence  of  workmen  of  that 
description,  and  by  the  evidence  of  what  workmen  of  that  description 
have  actually  done  under  the  patent." 

Workmen  Presumed  to  be  Informed  as  to  Existing  Knowledge. — 
The  specification  is  to  be  construed  not  only  with  reference  to  a 
particular  class  of  persons  to  whom  it  is  addressed,  but  also  with 
reference  to  the  existing  state  of  knowledge  in  that  class  at  the 
time  when  the  patent  was  granted,  (w)  Thus,  the  patentee  may 
assume  that  all  the  information  which  at  the  time  is  common 
knowledge  in  the  art  or  science  to  which  his  invention  relates  is 
known  to  the  persons  to  whom  his  specification  is  directly  addressed ; 
and  he  is  not  required  to  burden  his  specification  with  such  details 
as  a  workman  of  ordinary  skill  would  be  able  to  supply  without 
special  directions,  (x)  Where  a  sketch  will  place  such  person  in 
possession  of  the  invention,  the  inventor  need  not  elaborate  all 
the  details  of  a  finished  picture. 

In  Morgan  v.  Seaward,  (y)  Alderson,  B.,  said  that  in  following  the 
directions  for  performing  an  invention  contained  in  a  specification 
the  workman  may  be  called  upon  to  exercise  all  the  actual  existing 
knowledge  common  to  the  trade. 

This  rule  was  recognized  by  the  Court  in  Foxweli  v.  Bostock.  (z) 
*'  It  was  contended  by  the  plaintiff's  counsel,"  said  Lord  Westbury, 
''that  a  specification  ought  to  be  read  by  the  light  of  the  know- 
ledge existing  at  the  time.  If,  for  example,  some  law  of  nature, 
or  some  fact  in  science  be  discovered  and  made  publicly  known, 
the  specification  of  a  patent  subsequently  granted  may  assume 
that  such  natural  law  or  scientific  fact  is  known  to  the  reader, 
and  it  need  not  be  stated  or  explained.    Thus,  to  put  a  familiar 

(v)  13  B.  P.  C.  190.  225  (per  Lindley,  L.J.). 

(w)  FooBweU  y.  Bostoek,  10  L.  T.  (N.  a),  (y)  1  W.  P.  C.  p.  174. 

148 ;  BadUehe  v.  LevinOem,  12  App.  Ca.  (s)  10  L.  T.  (N.  8.),  148 :  4  De  G.  J.  & 

710.  S.  298,  p.  318. 

(»)  Goulard  &  ChWs  Patent,  6  R.  P.  C. 
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instance,  if  after  the  law  of  gravitation  had  been  discovered  and 
made  known  a  specification  had  stated  or  assumed  certain  results 
as  being  the  consequences  of  that  law,  but  without  mentioning 
or  referring  to  that  cause,  such  specification  would  not  have  been 
insufficient  or  obscure.  So  the  specification  of  a  patent  for  a 
chemical  discovery  may  be  so  worded  as  to  assume  a  knowledge 
of  the  existing  and  known  state  of  the  science,  provided  it  gives 
a  clear  description  of  the  alleged  new  discovery,  that  is,  of  the 
addition  which  it  professes  to  make  to  the  existing  knowledge.  In 
such  cases  it  will  still  be  the  fact  that  the  invention  will  appear 
from  the  specification." 

In  Bctdische  Anilin  und  Soda  Fabrik  Company  v.  Levinstein,  (a) 
it  appeared  that  one  of  the  ingredients  in  the  plaintiffs'  process 
was  a  substance  called  naphthylamine.  It  was  objected  that  the 
word  was  misleading  as  not  distinguishing  whether  beta  or  alpha 
naphthylamine  was  intended.  But  it  was  shewn  that  although 
beta  naphthylamine  was  discovered  in  1875,  yet  it  was  not 
generally  known  as  naphthylamine  in  1878,  the  date  of  the 
patent;  and  that  any  dealer  in  the  substance  would  in  1878 
have  understood  by  naphthylamine  the  older  or  alpha  form.  On 
these  facts  the  House  of  Lords  held  that  the  specification,  properly 
construed  with  reference  to  the  standpoint  of  public  knowledge 
at  the  time  it  was  filed,  was  not  misleading. 

Lord  Herschell  said :  ''  The  objection  is  that  whilst  the  speci- 
fication throughout  speaks  simply  of  naphthylamine  without  any 
prefix,  there  were,  at  the  date  of  the  patent,  two  known  isomers 
called  alpha  and  beta  naphthylamine,  and  that  the  specification 
is,  on  this  account,  ambiguous.  In  weighing  the  objection  it  is 
necessary  to  bear  in  mind  the  facts  relating  to  these  two  isomers. 
Alpha  naphthylamine  had  been  well  known  for  at  least  fifteen 
years  prior  to  the  patent.  Beta  naphthylamine  was  first  discovered 
in  1875,  and  down  to  1878  was  only  known  by  the  record  of 
laboratory  experiments,  and  had  not  become  an  article  of  manu- 
facture. Until  after  the  discovery  of  beta  naphthylamine,  alpha 
naphthylamine  was  described  simply  as  '  naphthylamine.'  I  will 
not  go  into  the  details  of  the  evidence  on  this  point,  but  will  state 
the  conclusions  I  draw  from  it.  I  am  satisfied  that  after  1875, 
and  down  to  the  time  of  the  patent,  alpha  naphthylamine  was 
still  sometimes  spoken  of  as  *  naphthylamine/  and  that  if  any  one 
had  ordered  '  naphthylamine '  of  a  manufacturer,  he  would,  without 
hesitation,   have  supplied   alpha  naphthylamine.      Under    these 

(a)  1^  App.  Ca.  710;  4  B.  P.  C.  449. 
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circamstances,  I  entertain  no  doubt  that  any  reader  of  the  speci- 
fication would  understand  by  the  word  *  naphthylamine '  occurring 
in  it,  the  known  commercial  article,  which  until  recently,  at  all 
events,  had  always  borne  that  name,  and  not  beta  naphthylamine, 
to  which  the  term  '  naphthylamine '  alone  had  never  been  applied. 
I  am  therefore  of  opinion  that  the  specification  is  not,  in  this 
respect,  open  to  the  charge  of  ambiguity."  (6) 

(6)  12  App.  Ca.  p.  723;  4  B.  P.  C.  p.  468. 
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CHAPTER  XI. 

CLAIMS  IK  SPECIFICATIONS. 

Origin  and  ronotion  of  Claims  in  a  Specification. — It  has  long  been 
the  custom  for  patentees  to  conclude  their  specifications  by 
appending  in  one  or  more  clauses  a  concise  statement  of  the 
invention  for  which  they  claim  protection.  These  concluding 
clauses  were  originally  introduced  by  inventors  as  a  matter  of 
convenience  to  themselves,  in  order  to  rebut  the  inference  which 
might  otherwise  be  drawn,  that  everything  which  it  had  been  found 
necessary  to  describe  in  setting  forth  the  manner  of  performing 
the  invention  was  claimed  by  the  patentee. 

"  The  purpose  of  claims,"  said  Kay,  J.,  in  Rowcliffe  v.  Long- 
ford, (a)  **  is  to  shew  how  much  of  that  which  is  described,  or  how 
little,  is  intended  to  be  the  subject  of  the  patent,  and  to  disclaim 
all  which  is  not  included  in  the  claims  which  follow.  And  for  this 
obvious  reason,  that  in  describing  an  apparatus  so  that  a  workman 
can  construct  it,  you  constantly  have  to  include  in  your  descrip- 
tion, in  order  to  make  it  intelligible,  a  great  many  things  which 
you  do  not  mean  to  include  in  your  claim  for  a  patent,  and  it  is 
essential,  in  order  to  make  the  description  intelligible  to  the  work- 
man who  comes  afterwards,  when  the  patent  has  expired,  and  who 
expects  to  find  there  all  directions  for  constructing  the  apparatus, 
to  make  it  more  large  than  the  mere  statement  of  that  in  which 
the  essence  of  the  invention  consists.  Accordingly,  when  you 
come  to  the  claim,  what  the  patentee  says  in  his  claim  is,  "  Now, 
mind,  I  have  written  out  this  description  for  the  workman  who 
comes  after  to  read  it,  to  enable  him  to  make  the  apparatus ;  but 
what  I  mean  to  claim  is,  not  the  whole  of  that,  but  only  this  which 
I  now  proceed  to  describe." 

Claiming  clauses,  thus  first  introduced  by  private  initiative  for 
the  convenience  and  protection  of  the  patentee,  remained  optional 

(o)  4  B.  P.  C.  287. 
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under  the  Patent  Law  Amendment  Act,  1852,(6)  but  are  now, 
under  the  Patents  Act,  1883,  a  necessary  part  of  every  complete 
specification.  Sub-section  6  of  Section  6  of  that  Act  provides  that 
'*  a  complete  specification  must  end  with  a  distinct  statement  of 
the  invention  claimed." 

It  has  been  decided,  however,  that  this  provision  is  directory 
only,  and  that  therefore,  where  the  Comptroller-General  passes  a 
specification  which  does  not  obey  in  this  respect  the  direction  of 
the  Act,  the  Courts  will  not  hold  the  patent  void  by  reason  of  such 
non-compliance  with  the  Statute,  (c) 

Perhaps  the  best  definition  of  a  claim  is  that  found  in  the 
"  luminous  exposition "  (d)  of  Lord  Cottenham  in  Kay  v.  Mar- 
shall, (e)  ''What  follows  is  merely  the  claim,  not  intended  to  be 
any  description  of  the  means  by  which  the  invention  is  to  be 
performed,  but  introduced  for  the  security  of  the  patentee,  that  he 
may  not  be  supposed  to  claim  more  than  he  can  support  as  an 
invention.  It  is  introduced  lest  in  describing  and  ascertaining 
the  nature  of  his  invention,  and  by  what  means  the  same  is  to  be 
performed  (particularly  in  the  case  of  a  patent  for  an  improvement), 
the  patentee  should  have  inadvertently  described  something  which 
is  not  new,  in  order  to  render  his  description  of  the  improvement 
intelligible.  The  claim  is  not  intended  to  aid  the  description,  but 
to  ascertain  the  extent  of  what  is  claimed  as  new." 

"  The  office  of  a  claim,"  said  Lord  Chelmsford  in  Harrison  v. 
the  Anderston  Foundry  Company,  (/)  '*  is  to  defijie  and  limit  with 
precision  what  it  is  that  is  claimed  to  have  been  invented  and 
therefore  patented." 

In  Plimpton  v.  SpiUer,  (g)  a  case  prior  to  the  Patents  Act,  1883, 
James,  L.  J.,  in  the  Court  of  Appeal  said :  "  Now,  it  is  important  to 
bear  in  mind  that  there  is  nothing  in  the  Act  or  in  the  patent  law 
which  says  anything  about  claims.  A  patentee  gets  a  patent  for 
his  invention,  and  he  is  obliged  to  specify  that  invention  in  such 
a  way  as  to  shew  to  the  public  not  only  the  mode  of  giving  practical 
effect  to  that  invention,  but  what  the  limits  of  the  invention  are 
for  which  his  patent  is  taken  out ;  and  the  real  object  of  what  is 

(6)  LiOer  v.  Leather,  27  L.  J.  Q.  B.  Ch.  511. 
295:  8  E.  &  B.  1038 ;  Dudgeon  v.  Thomjh  (e)  2  W.  P.  C.  p.  39;   1  My.  and  Cr. 

«m,  30  L.  T.  (N.  B.),  244;  Plimpton  v.  883. 
SpiUery  L.  B.  6  C.  D.  426.  (/)  1  App.  Oa.  p.  579;  47  L.  J.  Ch. 

(c)  Per  Lord  Halsbury,  C,  ia  Vickers  211. 

Y.BiddeUyl  B.  P.  C.  p.803;  15  App.  Ca,  (g)  L.B.6C.D.p.426;47L.  J.Ch.213; 

p.  500.  see  also  Edieon-BeU  Phonograph  Co,  t. 

(d)  Per  Jessel,  M.B.,  in  Plimpton  v.  SmUh,  11  B.  P.  C.  pp.  401,  405. 
Malcolmton,  L.  B.  8  C.  D.  563;  45  L.  J. 
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called  a  claim,  which  is  now  much  more  commonly  put  in  than  it 
used  to  be  formerly,  is  not  to  claim  anything  which  is  not  mentioned 
in  the  specification,  bat  to  disclaim  something.  A  man  who  has 
invented  something  gives  in  detail  the  whole  of  the  machine  in  his 
specification.  In  doing  that  he  is  of  necessity  very  frequently 
obliged  to  give  details  of  things  which  are  perfectly  known  and  in 
common  use — he  describes  new  combinations  of  old  things  to 
produce  a  new  result,  or  something  of  that  kind.  Therefore, 
having  described  his  invention,  and  the  mode  of  carrying  that 
invention  into  effect,  by  way  of  security  he  says :  *  But  take  notice, 
I  do  not  claim  the  whole  of  that  machine,  I  do  not  claim  the  whole 
of  that  moduB  operandi^  but  that  which  is  new ;  and  that  which  I 
claim  is  that  which  I  am  now  about  to  state.'  That  really  is  the 
legitimate  object  of  a  claim,  and  you  must  always  construe  a  claim 
with  reference  to  the  whole  context  of  a  specification." 

So,  too,  in  Jackson  v.  WoUtenhvlmes^ih)  Cotton,  L.J.,  said: 
''  The  object  of  a  claim  is  this,  to  restrict  and  cut  down  what  might 
be  suggested  as  the  claim  made  by  the  previous  part  of  the  descrip- 
tion, so  as  to  shew  what  it  does  consist  of,  and  prevent  the  patent 
from  being  defeated  in  consequence  of  words  being  used  which 
might  lead  to  the  inference  that  something  which  was  not  intended 
to  be  claimed  was  claimed,  and  thus  the  patent  being  defeated  by 
there  being  included  in  the  previous  part  of  the  specification  that 
which  was  not  new  but  old." 

In  the  same  case,  Bowen,  L.J.,  said:  '^I  am  of  the  same 
opinion,  on  the  short  ground  that  the  fitting  and  turning  is  not 
really  treated  as  part  of  the  invention,  nor  is  it  claimed.  It  is 
mentioned  in  the  previous  part  of  the  specification,  but  when  we 
come  to  the  claim  at  the  end,  the  claim  omits  it.  It  must  be 
remembered  that  claims  are  for  the  security  of  the  patentees,  to 
prevent  it  being  said  that  the  patentee  has  claimed  more  than  can 
be  really  supported  as  his  invention.  Here  the  patentee  has 
abstained  from  claiming  the  fitting  and  turning." 

Under  the  Patents  Act,  1883,  however,  a  claim  is  more  than  a 
disclaimer,  for  nothing  that  is  not  claimed  is  now  considered  to  be 
patented,  (t) 

In  Sidddl  v.  Vichers^  {j)  the  office  of  a  claim  under  the  Act  of 
1883  was  discussed  at  length  in  the  Court  of  Appeal.  Cotton,  L.J., 
said :  ^'  Before  this  Act  there  was  no  necessity  in  any  case  for  a 
claim.    A  claim  was  very  useful,  in  order  to  prevent  it  being 

(fc)  1  B.  P.  C.  105.  V.  Simoti,  12  R.  P.  0.  p.  406. 

(t)  See  Loid  Henohell  in  Parkifum  (j)  5  B.  P.  C.  416 ;  L.  R.  39  C.  D.  92. 
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contended  that  in  the  way  the  specification  described  the  invention 
there  was  a  claim  to  protect  that  which  was  old,  and  yery  frequently 
the  object  of  a  claim  was  rather  to  disclaim — '  I  do  not  claim  so  and 
so,  bat  what  I  do  claim  is  so  and  so.  I  do  claim  the  whole  combi- 
nation. I  do  not  claim  the  particular  parts  which  are  old.'  Or  it 
may  be  that  a  man  would  claim  the  whole  combination ;  and  also 
he  would  say  that  '  I  claim  so  and  so  as  being  my  invention*' 
Of  course,  if  he  did  not  particularize  what  he  claimed,  and  there 
was  something  in  the  description  of  his  invention  which  apparently 
he  claimed,  and  which  could  be  shewn  to  be  old,  that  might  vitiate 
the  patent ;  but  here,  for  the  first  time  in  this  Statute,  there  is  a 
requirement  that  there  should  be  a  statement  of  what  the  patentee 
claims.  I  understand  'distinct'  to  mean  independently  of  and 
distinct  from  the  mere  description  of  the  nature  of  his  invention, 
and  of  the  way  in  which  it  is  to  be  carried  into  effect.  He  must 
state  what  he  claims  and  what  he  does  not  claim." 

A  Distinct  Statement  of  the  Invention  Claimed. — The  Court  of 
Appeal  were  divided  in  the  above  case  as  to  the  meaning  of 
the  words,  a  '^  distinct  statement  of  the  invention  claimed ; " 
Cotton,  L.J.,  being  of  opinion  that ''  distinct  "  referred  only  to  the 
position  of  the  claim  as  a  separate  paragraph,  while  Fry  and 
Lopes,  L.JJ.,  considered  it  to  further  imply  distinctness  in 
intelligibility  as  considered  apart  from  the  body  of  the  specification 
— a  quality  lacking  in  the  claim  then  before  the  Court. 

After  referring  to  the  language  of  the  Act,  Fry,  L. J.,  said,  *'  It 
appears  to  me  the  intention  of  the  Legislature  is  reasonably  plain 
from  the  words  I  have  read,  but  I  think  they  are  illustrated  by  the 
form  that  is  given  in  the  schedule  to  the  Act,  and  which,  having 
stated  a  given  form  for  the  statement  of  the  invention,  proceeds  to 
conclude  in  this  way:  'Having  now  particularly  described  and 
ascertained  the  nature  of  my  invention,  and  in  what  manner  the 
same  is  to  be  performed,  I  declare  that  what  I  claim  is,  1,  2,  3, 
etc. ;  and  the  marginal  direction  is,  ''Here  state  distinctly  the  features 
of  the  novelty  claimed." '  Now  I  turn  to  this  specification,  and  I 
find  that  it  concludes  in  this  manner :  '  Having  now  particularly 
described  and  ascertained  the  nature  of  my  said  invention  and  in 
what  manner  the  same  is  to  be  performed,  I  here  declare  that  I  do 
not  limit  myself  to  the  precise  details  of  my  invention  as  herein- 
before specified,  and  as  illustrated  on  the  accompanying  drawings, 
because  equivalent  modifications  or  variations  can  be  made  in 
such  details  and  quite  consistent  with  the  principles  or  character- 
istic features  of  my  invention.'     I  pause  here  to  observe  that  the 
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author  of  this  specification  knows  the  distinction  between  the 
principles  and  characteristic  features  of  his  invention  and  those 
details  which  are  not  essential.  It  occurs  to  me  that  those  are  the 
yery  things  he  ought  to  have  explained  to  us  in  his  claim.  He 
ought  to  have  told  us  in  his  claim  succinctly  and  distinctly  what 
were  the  principles  and  characteristic  features  of  his  invention. 
But  instead  of  that  he  tells  the  reader  that  there  are  such  features 
and  that  there  are  such  principles^  but  leaves  him  to  find  them 
out  from  reading  the  whole  specification.  The  specification 
proceeds  :  '  And  in  conclusion  I  declare  that  what  I  claim  is,  the 
general  construction,  adaptation,  or  application,  and  the  combina- 
tion and  use  of  the  several  parts,  in  the  whole  constituting 
improved,  more  simple  and  efficient  appliances  or  means  for  working 
or  operating  on  iron  or  steel  forgings,  substantially  as  hereinbefore 
set  forth,  and  as  illustrated  on  the  accompanying  drawings.' 
Observe,  the  effect  of  that  is  to  throw  you  back  by  reference  to  the 
whole  that  has  gone  before,  with  the  additional  difficulty  created 
by  a  direction  to  distinguish  that  which  is  the  substance  from  that 
which  is  not  the  substance.  Now,  in  my  view,  that  is  not  a  distinct 
statement.  It  is  not  in  any  proper  sense  a  distinct  statement  of 
the  invention  claimed,  because,  as  I  have  already  said,  you  are 
thrown  back  upon  the  whole  of  the  specification."  (h) 

Commenting  on  the  same  point.  Lopes,  L.J.,  said:  ''With 
regard  to  the  objection  that  the  complete  specification  does  not 
end  with  a  distinct  statement  of  the  invention  claimed,  I  agree 
with  Fry,  L.J.  I  think  that  a  distinct  statement  must  mean 
something  more  than  a  separate  paragraph.  I  think  that  the 
Legislature  contemplated  a  distinct  summary  of  the  main  features 
of  the  invention,  something  to  which  the  reader  might  readily 
refer,  and  learn  therefrom,  without  referring  to  the  body  of  the 
invention,  what  the  characteristic  features  of  the  invention 
claimed  were.  Applying  this  to  the  present  case,  the  statement  of 
claim  here  seems  to  me  to  be  loose,  rendering  it  necessary  for  the 
reader,  in  order  to  ascertain  the  characteristic  feature  of  the 
invention,  to  refer  to  the  body  of  the  specification."  {I) 

The  decision  of  the  Court  of  Appeal  was  affirmed  in  the  House 
of  Lords,  but  no  opinion  was  expressed  by  the  House  as  to  whether 
the  specification  ended  with  a  distinct  statement  of  the  invention 
claimed,  within  the  meaning  of  the  Act.  Lord  Herschell,  however, 
said  that  he  would  certainly  not  recommend  it  as  an  example  to 
be  followed,  (m) 

(fc)  5  B.  p.  C.  p.  432.  (I)  Ibid.  (m)  7  R.  P.  C.  292,  p.  806. 
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Claim  where  the  InyentLon  is  an  Improvement. — Where  the 
patent  is  for  an  improvement  in  some  known  machine  or  process, 
the  inventor  mnst  limit  the  claim  in  his  specification  to  that 
improvement  only,  and  clearly  indicate  wherein  that  improve- 
ment, as  distinguished  from  the  rest  of  the  machine,  consists,  (n) 

Eeferring  to  this  in  Parkes  v.  Stevens,  (o)  Sir  W.  M.  James  said : 
"  It  is  obvious  that  a  patentee  does  not  comply  as  he  ought  to  do, 
with  the  condition  of  his  grant,  if  the  improvement  is  only  to  be 
found,  like  a  piece  of  gold,  mixed  up  with  a  great  quantity  of 
alloy,  and  if  a  person  desiring  to  find  out  what  was  new  and  what 
was  claimed  as  new,  would  have  to  get  rid  of  a  large  portion  of 
the  specification  by  eliminating  from  it  all  that  was  old  and 
commonplace,  all  that  was  the  subject  of  other  patents  or  of  other 
improvements,  bringing  to  the  subject,  not  only  the  knowledge  of 
an  ordinary  skilled  artisan,  but  that  of  a  patent  lawyer  or  agent. 
For  example,  supposing  that  a  compensation  pendulum  was  now 
for  the  first  time  invented,  it  would  not  do  to  patent  improvements 
in  clocks  in  general  terms,  and  give  a  specification  of  the  whole 
machinery  of  a  clock,  introducing  somewhere  in  the  course  of  the 
description  the  mode  of  making  a  compensation  pendulum,  and 
then  end  by  claiming  the  arrangement  and  the  combination  afore- 
said. He  must  say  expressly,  '  I  claim  the  invention  of  a 
compensation  pendulum,  and  I  make  it  thus.'  "(j>) 

Claim  for  a  Hew  Combination  of  Old  Materials. — Where  the 
invention  is  a  new  combination  of  old  materials,  the  combination 
is,  ex  necessitate,  the  novelty,  and  a  general  claim  for  such  a 
combination  will  be  good. 

It  was  at  one  time  supposed  that  the  case  of  FoxweU  v. 
Bostock  {q)  had  laid  down  a  different  rule,  and  it  was  argued,  on 
the  authority  of  that  case,  in  Harrison  v.  the  Anderston  Foundry 
Company,  (r)  that  a  general  claim  to  a  new  combination  could  not 
be  sustained  without  a  further  specification  of  the  novelty. 

In  FoxweU  v.  Bostock,  however,  the  invention  consisted  not  in 
a 'new  combination  as  such,  but  in  an  improvement  in  a  known 
mechanism,  viz.,  the  disposition  of  three  cams  upon  one  shaft  in 
a  sewing-machine ;  and  the  vice  of  the  specification  in  that  case 
lay  in  the  fact  that  the  patentee,  instead  of  claiming  only  his 

(n)  Kynoch  <fe  Co,  v.  WM,  17  B.  P.  C.  (q)  4  De  Q.  J.  &  S.  298;   10  L.  T. 

100 ;  see  pp.  107, 116.  (N.  S.),  144. 

(o)  L.  R.  8  Eq.  p.  365;  88  L.  J.  Ch.  (r)  L.  B.  1  App.  Ca.  574.    See  these 

p.  fSO.  cases  considered  by  the  House  of  Lords  in 

(p)  See,  alto,  Murray  y.  Clayton,  L.  B.  Kynock  &  Co,  v.  Wthh,  17  B.  P.  C.  100. 
7  Oh.  586. 


CLAIM  TO  A  COMBINATION.  227 

improvement,  claimed  the  whole  machine  of  which  the  improve- 
ment was  only  an  incorporated  part  The  claim,  after  amend- 
ment, read  as  follows :  *'  The  combination  and  arrangement  of  the 
varioas  parts  of  machinery  for  sewing  or  stitching  with  the  use  of 
a  needle  and  shuttle." 

In  Harrison  v.  the  Anderston  Foundry  Company,  («)  the  plain- 
tiffs patent  was  for  "  improvements  in  loom-weaving."  The 
patentees  claimed  generally,  as  a  compound  whole,  the  construction 
and  arrangement  of  the  parts  of  the  mechanism  described  in  the 
specification.  The  Court  of  Session  in  Scotland,  yielding  to  the 
argument  founded  on  the  alleged  meaning  of  Lord  Westbury's 
judgment  in  FoxweU  v.  Bostock,  held  this  claim  bad  on  the  face  of 
it,  as  not  telling  the  public  what  was  new,  and  what  disclaimed 
by  the  patentees.  On  appeal  the  House  of  Lords  reversed  this 
decision.  Lord  Hatherley,  commenting  on  FoxweU  v.  Bostock,  said : 
'*  It  was  there  held — and  that,  I  think,  was  all  that  was  held — 
that  it  is  not  competent  to  a  man  to  take  a  well-known  existing 
machine,  and  having  made  some  small  improvement,  place  that 
before  the  public  and  say  :  '  I  have  made  a  better  machine.  There 
is  the  sewing  machine  invented  by  So-and-so;  I  have  improved 
upon  that.  That  is  mine;  it  is  a  much  better  machine  than 
his.'  That  will  not  do ;  you  must  state  clearly  and  distinctly  what 
it  is  in  which  you  say  you  have  made  an  improvement.  To  use 
an  illustration  which  was  adopted,  I  think  by  Lord  Justice  James, 
in  another  case,  (t)  it  will  not  do,  if  you  have  invented  the  gridiron 
pendulum,  to  say,  '  I  have  invented  a  better  clock  than  anybody 
else,'  not  telling  the  public  what  you  have  done  to  make  it  better 
than  any  other  clock  which  is  known. 

"  That  principle  was  laid  down  in  FoxweU  v.  Bostock,  and  I  do 
not  think  that  anything  further  was  intended  to  be  determined  in 
that  case.  It  could  not  have  been  meant  in  that  case  to  say  that 
where  that  happens,  which  may  well  happen,  that  a  person,  arrang- 
ing his  machinery  in  a  totally  different  way  from  the  way  in  which 
it  has  ever  been  before  arranged,  although  every  single  particle  of 
that  machinery  is  a  well-known  implement,  produces  an  improved 
effect  by  his  new  arrangement,  that  new  arrangement  cannot  be 
the  subject  of  a  patent.  It  may  be  that  the  levers  may  be  perfectly 
well  known  in  their  mode  of  action,  and  it  may  be  that  all  the 
other  separate  portions  of  the  machinery  to  which  the  patent 
relates  may  be  perfectly  well  known ;  but  if  he  says,  '  I  take  all 

(•)  L.  B.  1  App.  Ca.  574.  38  L.  J.  Oh.  630.    See  ante,  p.  226. 

ijt)  Parke$  ▼.  Stevent,  L.  B.  8  Eq.  365; 
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these  well-known  parts,  and  I  adjust  them  in  a  manner  totally 
different  from  that  in  which  they  have  ever  before  been  adjusted ; 
I  have  found  out  just  what  it  is  that  has  made  these  parts, 
though  they  may  have  been  used  in  machinery,  fail  to  produce 
their  proper  effect,  and  it  is  this,  that  they  have  not  been  properly 
arranged;  I  have  therefore  reconsidered  the  whole  matter,  and 
put  all  these  several  parts  together  in  a  mode  in  which  they  never 
were  before  arranged,  and  have  produced  an  improved  effect  by 
so  doing,' — I  apprehend  it  is  competent  to  that  man  so  to  do,  and 
that  it  would  be  perfectly  impossible  for  him  to  say  what  is  new 
and  what  is  old,  because,  ez  concessis,  it  is  all  old ;  nobody  ever  before 
used  it  in  the  manner  in  which  he  has  used  it.  That,  my  lords, 
I  apprehend,  is  the  principle  of  a  patent  for  a  combination."  (u) 

''The  claim  of  a  combination  or  arrangement  of  parts  of  a 
machine  without  more,"  said  Lord  Chelmsford,  in  the  same  case, 
''is  in  itself  a  sufiScient  description  of  a  novel  invention,  i.e.  of  a 
combination  of  parts  which  have  never  been  combined  in  the  same 
manner  before.  The  explanation  of  the  novelty  is  to  be  found  in  the 
description  of  the  arrangement  of  the  parts  in  the  body  of  the  specifi- 
cation. Whether  the  combination  is  new  or  not  is  a  question  of  fact 
to  be  proved  on  a  trial.  It  is  not  asserted  that  the  description  in  the 
specification  is  not  sufficiently  explicit  and  clear  to  enable  a  work- 
man of  ordinary  skill  and  information  to  make  the  thing  patented. 
In  what,  then,  is  the  claim  in  the  specification  supposed  to  fail  ? 
As  far  as  can  be  gathered  from  the  opinions  of  the  judges,  it  is 
from  the  want  of  an  explanation  of  the  novelty  of  the  invention. 
But  if  the  claim  is  for  a  combination,  it  has  been  fully  shewn 
that  the  claim  itself  is  a  statement  and  assertion  of  novelty."  (v) 

*' Foxwell  V.  Bostock  and  the  authorities  upon  which  it  is 
founded,"  said  Romer,  J.,  in  Perry  v.  La  Societe  dee  Lunetiers,  (w) 
"  have  been  explained  by  the  Courts  as  amounting  really  to  this, 
that  where  a  claim  is  made  to  a  general  combination,  if  the 
combination  is  not  new,  but  there  is  only  an  improvement  in  some 
part,  then  the  patentee  must  point  out  and  claim  for  the  im- 
provement, and  not  for  the  whole  combination.  If  the  claim  is  for 
a  combination,  and  the  combination  is  a  novelty,  then  the  patentee 
need  not  point  out  how  far  he  claims  novelty  for  particular  portions 
which  go  to  make  up  the  combination."  (x) 

In  Parkes  v.  Stevens,  (y)  the   invention  was   a  glazed  lamp, 

fu)  L.  B.  1  App.  Ca.  pp.  583,  584.  (x)  See,  also,  Moore  y.  Bennett,  1  B.  P. 

(v)  n>id.  pp.  579,  580,  582.  G.  129;  Prootar  v.  Bennis,  4  R.  P.  G.  833 

(w)  13  B.  P.  G.  p.  670.  (y)  8  Bq.  858 ;  88  L.  J.  Oh.  627. 
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having  a  frame  of  sufficient  strength  and  suitable  for  cleaning,  but 
thronring  a  minimum  of  shadow.  The  specification  described  the 
lamp  by  reference  to  drawings,  and  the  claim  was  as  follows : — 
"The  arrangement  and  combination  of  parts,  hereinbefore  de- 
scribed and  represented  in  the  drawings  annexed,  in  the  manu- 
facture of  railway-station  and  other  lamps."  Sir  W.  M.  James 
held  this  sufficient 

In  Murray  v.  Clayton^  (z)  the  plaintifiTs  claim  was  as  follows : 
"  The  arrangement  and  construction  of  parts  herein  set  forth  for 
cutting  clay  into  bricks.  I  claim  particularly  cutting  the  clay 
into  the  form  of  bricks  by  forcing  the  clay  forward  by  means  of 
a  pushing  board  against  a  series  of  fixed  wires  so  arranged  that 
the  clay  is  forced  past  the  wires  into  a  movable  board  provided 
with  handles,  so  that  twelve  or  any  convenient  number  of  bricks 
may  be  removed  at  the  same  time."  The  Court  of  Appeal  held 
that  this  was  a  claim  for  the  entire  machine,  and  good  as  such. 
James,  L.J.,  said:  ''I  am  of  opinion  that  the  plain  meaning  of 
this  specification  is,  that  the  plaintiff  claims  the  machine.  The 
claim  is  not  to  any  particular  part.  It  is  a  claim  for  the  entire 
machine,  produced  by  the  arrangement  and  construction  of  the 
parts  set  forth,"  (a) 

Claim  for  Subordinate  Integer. — Besides  claiming  generally  a 
new  combination  of  old  parts,  or  of  parts  old  and  new,  forming 
an  entire  novelty,  the  patentee  may  claim  in  addition  subordinate 
parts  or  combinations  constituting  in  themselves  distinct  entities 
of  invention.  If  he  desires  protection  for  such  subordinate  entities 
he  must,  however,  state  specifically  what  they  are,  and  make  them 
the  subject  of  distinct  claims. 

The  judgment  of  Lord  Cairns,  C,  in  Clark  v.  Adie,  (b)  contains 
the  most  lucid  exposition  of  the  law  on  this  subject.  There  the 
House  of  Lords  held  that  the  patentee  had  not  claimed  the 
subordinate  integer,  which  alone  the  defendants  had  infringed. 
"In  a  patent  claiming  an  entire  instrument  made  by  a  con- 
secutive number  of  steps,"  said  the  Lord  Chancellor,  "  there  may 
at  the  same  time  be  what  I  will  term,  as  perhaps  the  most  con- 
venient phrase  I  can  think  of,  an  invention  which  is  a  subordinate 
integer  in  the  larger  combination.  Inside  the  whole  invention 
there  may  be  that  which  itself  is  a  minor  invention,  and  which 
does  not  extend  to  the  whole,  but  forms  only  a  subordinate  part 
or  integer  of  the  whole.     Now,  again,  that  subordinate  integer 

(«)  L.  R.  7  Ch.  570.  (6)  2  App.  Ca.  315 ;  46  L.  J.  Ch.  585  ; 

(a)  lUd.  p.  578.  22  W.  R.  456. 
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may  be  a  step,  or  a  number  of  steps,  in  the  whole,  which  is  or  are 
perfectly  new,  or  the  subordinate  integer  may  not  consist  of  new 
steps,  but  may  consist  of  a  certain  number  of  steps  so  arranged 
as  to  form  a  novel  combination  within  the  meaning  which  is 
attached  by  the  patent  law  to  the  term  'combination.'  In  that 
case  you  may  have  to  try  a  further  question ;  you  may  have  then 
to  look  at  the  patent,  not  merely  as  a  patent  for  the  whole  instru- 
ment described,  but  as  a  patent  which,  in  addition  to  claiming 
protection  for  the  whole  instrument  so  made,  claims  protection 
also  for  the  subordinate  invention,  the  subordinate  integer,  which 
enters  into  the  combination  of  the  whole.  Suppose,  my  lords, 
that  in  a  patent  you  have  a  patentee  claiming  protection  for  an 
invention  consisting  of  parts  which  I  will  designate  as  A,  B,  C, 
and  D ;  he  may  at  the  same  time  claim  that  as  to  one  of  those 
parts,  D,  it  is  itself  a  new  thing,  and  that  as  to  another  of  those 
parts,  C,  it  is  itself  a  combination  of  things  which  possibly  were 
old  in  themselves,  but  which,  put  together  and  used  as  he  puts 
them  together  and  uses  them,  produces  a  result  so  new  that  he  is 
entitled  to  protection  for  it  as  a  new  invention.  In  a  patent  of 
that  kind  the  monopoly  would  or  might  be  held  to  extend, 
not  only  to  the  whole  or  complete  thing  described,  but  to  those 
subordinate  integers  entering  into  the  whole  which  I  have  described. 
But  then,  my  lords,  the  invention  must  be  described  in  that 
way ;  it  must  be  made  plain  to  ordinary  apprehension,  upon  the 
ordinary  rules  of  construction,  that  the  patentee  has  had  in  his 
mind,  and  has  intended  to  claim,  protection  for  those  subordinate 
integers ;  and,  moreover,  he  is,  as  was  said  by  the  Lords  Justices, 
at  the  peril  of  justifying  those  subordinate  integers  as  themselves 
matters  which  ought  properly  to  form  the  subject  of  a  patent  of 
invention."  (c) 

Framing  the  Claim  too  Wide. — It  is  of  the  utmost  importance 
that  the  patentee's  claim  should  not  be  framed  in  language  wider 
than  the  invention  for  which  letters  patent  are  sought.  The  Courts 
have  always  looked  with  disfavour  upon  inventors  who  try  by  the 
use  of  general  and  vague  language  to  extend  unfairly  the  range 
of  their  monopoly,  and  include  what  they  have  not  invented. 

In  Hill  V.  Thompson,  (d)  Lord  Eldon  said :  "  There  may  be  a 
valid  patent  for  a  new  combination  of  materials  previously  in  use 
for  the  same  purpose,  or  for  a  new  method  of  applying  such 
materials.  But  in  order  to  its  being  effectual,  the  specification 
must  clearly  express  that  it  is  in  respect  of  such  new  combination 

(c)  2  App.  Oft.  p.  321,  (d)  1  W.  p.  0.  229. 
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or  application,  and  of  that  only,  and  not  lay  claim  to  the  merit 
of  original  invention  in  the  use  of  the  materials.  If  there  be  a 
patent  both  for  a  machine  and  for  an  improvement  in  the  nse  of 
it,  and  it  cannot  be  supported  for  the  machine,  although  it  might 
be  for  the  improvement  merely,  it  is  good  for  nothing  altogether, 
on  account  of  its  attempting  to  cover  too  much." 

In  Crossley  v.  Potter,  (e)  Pollock,  C.B.,  said :  "  A  patent  for  an 
invention  which  is  merely  to  obstruct  every  subsequent  improve- 
ment, which  is  to  step  in  and  prevent  the  exercise  of  the  ingenuity 
of  mankind  and  the  introduction  of  other  inventions  adapted  to  the 
particular  subject  to  which  the  invention  may  be  applicable;  a 
patent  which  has  for  its  object  to  snatch  and  grasp  at  everything 
in  all  directions  which  may  possibly  come  within  the  general 
language  the  patentee  may  choose  to  adopt  in  his  specification; 
a  patent,  the  object  of  which  is  not  to  benefit  the  world  by  its 
communication,  but  to  obstruct,  by  the  very  general  character  of 
the  claims  made  for  conferring  peculiar  privileges  on  the  patentee — 
such  a  patent  as  that,  in  my  judgment,  cannot  be  supported." 

In  Tetley  v.  Easton,{f)  the  patentee,  whose  invention  consisted  of 
improvements  in  machinery  for  pumping  water,  described  a  wheel 
in  his  specification,  and  it  was  objected  that  the  wheel  was  claimed, 
and  that  as  it  was  old  the  patent  was  bad.  Wightman,  J.,  directed 
the  jury  that  this  was  fatal  to  the  specification ;  and  the  Court  of 
Queen's  Bench  discharged  a  rule  nisi  for  a  new  trial.  Coleridge,  J., 
said :  "  If  a  specification  includes  what  is  old,  as  well  as  what  is 
new,  the  patentee  must  be  taken  to  claim  all,  unless  he  clearly 
makes  it  appear  that  he  does  not  claim  that  which  is  old."  And 
Wightman,  J.,  said :  ''  It  clearly  appeared  that  the  plaintiff  claimed 
machinery  composed  of  several  elements,  parts  of  which  were  old 
and  part  new.  It  is  a  settled  rule  of  law  that  in  describing  such 
an  invention  it  should  be  made  clear  on  the  face  of  the  specification 
that  the  patentee  does  not  claim  as  new  what  is  old.  .  .  .  There 
is  no  doubt  that,  upon  the  authority  of  the  cases  cited,  the  claim 
is  too  large,  and  that  upon  this  specification  an  action  might  have 
been  maintained  for  an  infringement  by  the  use  of  the  wheel 
alone." 

In  Rushton  v.  Crawley,  (g)  the  patentee  claimed  the  use  and 
application  of  wool,  and  particularly  that  kind  known  as  Bussian 
tops,   or  other  similar  wools  or    fibre,  in  the  manufacture  of 

(0)  Macr.  p.  O.  245.  2  H.  &  K.  84 ;  26  L.  J.  Ex.  28,  305. 

(/)  SlMT.  P.  O.  48 ;  23  L.  J.  Q.  B.  77.  {g)  L.  B.  10  Eq.  522.    See  also  Law  v 

See,  also,  Booth  y.  Kennard,  1  H.  &  N.  527 ;       We$t  London  Cyde  8tore$y  9  R.  P.  G.  300. 
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artificial  hair  in  imitation  of  human  hair.  He  also  claimed  the 
use  of  the  same  material  for  the  manufacture  of  crisped  or  curled 
hair  for  furniture  upholstery  and  other  like  purposes.  For  the 
latter  purposes  it  had  been  commonly  used  for  years.  In  holding 
the  patent  bad,  Malins,  Y.C.,  said :  **  The  public  must  be  told  in 
very  distinct  language,  in  every  specification,  what  are  the  articles 
they  may  use  and  what  they  may  not  use.  Therefore,  if  a  man 
makes  a  discovery,  and,  instead  of  limiting  himself  in  his  specifi- 
cation to  that  which  properly  is  the  discovery  (if  it  be  one),  makes 
his  specification  too  extensive,  and  claims  more  than  he  is 
entitled  to  claim,  that  is  calculated  to  embarrass  the  public,  and 
is,  I  apprehend,  a  fatal  objection  to  the  patent." 

In  Jordan  v.  Moore,  (h)  the  invention  was  for  improvements  in 
the  construction  of  ships.  The  patentee  claimed,  by  his  first 
claim,  the  construction  of  ships  with  an  iron  frame  combined  with 
an  external  covering  of  timber-planking  for  the  sides,  bilges,  and 
bottoms.  By  a  sixth  claim  he  claimed  the  construction  of  iron 
frames  adapted  to  an  external  covering  of  timber  for  the  sides, 
bilges,  and  bottoms,  as  described.  The  validity  of  the  sixth  claim, 
for  a  frame  of  definite  construction,  was  not  disputed.  But  the 
first  claim  was  impeached,  as  being  for  an  iron  frame  of  any  con- 
struction. On  behalf  of  the  patentee  it  was  argued  that  the  first 
claim  was  limited  by  the  sixth,  and  only  included  a  frame  of  the 
described  construction. 

The  Court,  however,  refused  to  so  limit  the  first  claim,  and 
held  the  patent  void.  ^'We  find  nothing  in  the  specification," 
said  Byles,  J.,  **  requiring  any  definite  degree  of  rigidity  or  strength, 
or  any  peculiarity  of  construction  in  the  frame  mentioned  in  the 
first  claim.  The  first  claim,  therefore,  is,  according  to  our  con- 
struction, a  claim  for  planking  with  timber  any  iron  frame  of 
a  ship."(i) 

In  Wegmann  v.  Corcoran,  {j)  the  specification  stated  that  the 
patentee  preferred  to  make  his  mechanism  of  certain  specified 
material — iron,  coated  with  china.  In  fact,  he  knew  of  no  other 
material  suitable  for  the  purpose.  The  patentee's  second  claim 
was  as  follows :  '^  The  application  of  squeezing  rolls  having  a 
surface  consisting  of  material  containing  so  much  silica  as  not  to 
colour  the  meal  or  flour,  and  so  as  to  have  the  hardness  required 
for  the  purpose  set  forth."  *'It  appears  to  me,"  said  Pry,  J., 
"  the  patentee's  object  in  making  this  wide  claim  was  this.    He, 

(h)  L.  B.  1  C.  P.  624;   35  L.  J.  C.  P.  (♦')  Ibid.  p.  635. 

268.  (j)  L.  R.  13  C.  D.  65 ;  27  W.  R.  357. 
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in  sabstance,  says,  '  I  have  found  oat  one  tbing,  and  I  mean 
to  claim  everything  else  which  will  answer  the  purpose.'  .  .  . 
Before  such  a  claim  can  succeed,  he  must  limit  with  exactitude  the 
class  of  things  he  claims.  I  think  he  might  have  done  so  in  one 
or  other  of  two  ways — by  enumerating  the  qualities  which  the 
material  must  possess,  or  by  referring  to  a  particular  substance, 
and  saying  that  all  other  materials  which  had  the  qualities  pos- 
sessed by  that  for  the  purpose  of  this  machine  were  within  the 
specification.  I  think  that,  in  this  case,  the  patentee  has  done 
neither  the  one  thing  nor  the  other ;  but  that,  not  knowing,  or  not 
caring  to  ascertain  the  class  of  materials  which  would  answer  his 
purpose,  he  has  endeavoured  to  throw  the  drag-net  of  his  speci- 
fication so  widely  as  to  include  everything  which  might  possibly 
answer,  and  that  it  does,  in  fact,  include  materials  which  would 
not  answer  the  purpose.'*  (4) 

dainui  are  a  Protection  to  the  Public. — While  primarily  a  claim 
is  intended  as  a  protection  to  the  patentee,  it  may  also  be  said  that 
it  serves  as  a  protection  to  the  public,  inasmuch  as  it  operates  as 
a  clear  warning  to  the  public  of  that  which  they  may  not  take  or 
do  without  infringing  the  patentee's  monopoly.  And  it  is  on  the 
principle  that  the  public  are  entitled  to  such  notice  that  the  Courts 
have  gone  in  always  requiring  an  inventor  to  distinguish  in  his 
specification,  the  old  and  the  new. 

In  Macfarlane  v.  Price,  (1)  Lord  Ellenborough,  C. J.,  said :  **  The 
patentee  in  his  specification  ought  to  inform  the  person  who 
consults  it,  what  is  new  and  what  is  old.  He  should  say.  My 
improvement  consists  in  this,  describing  it  by  words  if  he  can,  or 
if  not,  by  reference  to  figures.  But  here  the  improvement  is 
neither  described  in  words  nor  by  figures,  and  it  would  not  be  in 
the  wit  of  man,  unless  he  were  previously  acquainted  with  the 
construction  of  the  instrument,  to  say  what  was  new  and  what  was 
old.  ...  A  person  ought  to  be  warned  by  the  specification  against 
the  use  of  the  particular  invention,  but  it  would  exceed  the  wit  of 
man  to  discover  from  what  he  is  warned  in  a  case  like  this." 

Claiming  a  Subsidiary  Invention. — In  framing  his  claiming 
clauses  the  patentee  should  carefully  avoid  claiming  anything 
which  is  not  actuary  of  his  own  invention.  As  a  claim  covering 
what  he  has  not  invented,  however  inadvertently  made,  will,  until 
disclaimed,  undoubtedly  render  his  patent  void.  It  has  been  said 
that  where  the  Court  can  do  so,  it  will  in  the  case  of  a  meritorious 

(Ic)  L.  R.  13  C.  D.  pp.  81, 82 ;  see,  also,      196:  Kynoeh  &  Oo.  v.  WM,  17  B.  P.  C.  100. 
Dick  ▼.  EUam,  16  R.  P.  C.  414 ;  17  R.  P.  C.  CO  1  Starkie,  199 ;  1  W.  P.  C.  75  n. 
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invention  save  the  patent  by  reading  suoh  a  claim  as  subsidiary 
to  the  main  invention  and  as  only  claimed  in  connection  therewith  ; 
as  was  done  in  the  cases  of  Plimpton  v.  SpiUer{m)  and  the  British 
Dynamite  Company  v.  Krebs  (n).  But  it  is  obviously  dangerous  to 
rely  on  such  benevolent  construction,  for  it  is  impossible  to 
predicate  with  any  certainty  when  the  Court  will  apply  it.  And 
even  in  Plimpton  v.  SpiUer,  which  has  perhaps  gone  further  than 
any  other  case  in  this  direction,  the  Court  of  Appeal  were 
careful  to  affirm  the  general  rule,  though  apparently  relaxing  its 
application. 

In  that  case  Brett,  L.J.,  said:  ''At  the  same  time,  I  think  it 
cannot  be  denied  that  if  a  really  independent  claim  of  something 
which  is  not  new,  however  inadvertently  or  carelessly  it  be  made, 
is  in  fact  made  on  the  face  of  the  patent,  the  Court  is  bound  to 
hold  that  the  patent  is  therefore  objectionable,  and  that  therefore 
the  plaintiff  cannot  succeed.  If  this  second  claim  had  been  in 
a  form  which  would  have  applied  to  the  runner  of  any  other  skate 
than  that  which  is  patented  here,  I  should  have  thought  it  would 
have  been  bad,  and  that  therefore  the  whole  patent  would  have 
been  bad,  and  this  plaintiff  could  never  recover."  His  lordship 
then  proceeded  to  point  out  that  the  test  question  always  is. 
Does  the  subsidiary  claim  itself  increase  the  monopoly  ?(o)—'' If 
you  can  say  that  the  subsidiary  claim  in  the  patent  cannot,  under 
any  circumstances,  increase  the  monopoly  of  the  patent  itself, 
which  is  well  claimed  in  the  patent,  it  seems  to  me  that  the 
subsidiary  claim  is  unimportant,  is  futile,  has  no  effect,  and 
therefore  does  not  raise  any  objection  to  the  patent.  If  you  can 
bring  it  within  the  category  of  a  subsidiary  claim  in  the  patent, 
you  bring  it  within  the  principle  stated  by  Lord  Westbury  (in 
Neilson  v.  Betts),  and  under  those  circumstances  it  is  no  objection 
to  the  patent." 

In  the  British  Dynamite  Company  v.  Krehs,  (p)  where  the  patent 
was  for  improvements  in  explosive  compounds  and  the  means  of 
igniting  the  same,  the  specification,  after  describing  how  the 
dynamite  was  to  be  made,  stated  three  ways  of  exploding  it,  and 
concluded  with  the  following  claim :  *'  I  claim  as  the  invention 
secured  to  me  the  mode  herein  set  forth  of  manufacturing  the 
safety  powder  or  dynamite  herein  described,  and  also  the  modes 
of  firing  the  same  by  special  ignition  as  herein  set  forth."  It  was 
objected  that  some  of  those  modes  were  not  new,  and  that  the 

(m)  6  0.  D.  412 ;  47  L.  J.  Ch.  211.  (  p)  13  B.  P.  C.  p.  193;  Goodeve  P.  0. 

(n)  13  B.  P.  0. 193.  p.  93. 

(o)  6  C.  D.  p.  434. 
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claim  for  the  particular  modes  of  ignition  avoided  the  patent. 
The  House  of  Lords,  however,  rejected  this  contention.  Lord 
Cairns,  C,  having  pointed  out  that  the  invention  would  be  useless, 
and  therefore  not  patentable,  unless  a  mode  of  firing  the  dynamite 
was  indicated,  said:  ''I  look  upon  the  means  of  explosion,  even 
Sssuming  them  to  be  known  as  applicable  to  other  substances, 
to  be  part  and  parcel  of  the  invention,  which  the  patentee  was 
bound  to  give  to  the  public  as  a  complete  invention,  and  I  under- 
stand him  to  claim  these  means  of  explosion  only  as  part  and 
parcel  of  this  invention.  He  does  not,  as  it  seems  to  me,  claim 
the  means  of  explosion  in  gross,  but  only  as  appendant  to  dynamite ; 
and  he  would  not  be  allowed  under  this  patent  to  claim  them  for 
any  other  purpose.  In  other  words,  he  claims  in  the  first  claim 
the  dynamite,  the  substance  itself,  and  in  the  second  claim  the 
only  mode  of  using  the  dynamite  with  which  he  was  at  the 
time  acquainted.  It  is  possible  that,  having  stated  the  means  by 
which  the  dynamite  could  be  exploded,  he  might  have  omitted 
his  second  claim  and  contented  himself  with  the  first.  But  the 
second  being,  as  it  seems  to  me,  merely  a  claim  to  the  user  of  that 
which  is  included  in  the  first,  I  cannot  think  that  the  patent 
should  be  avoided  by  the  introduction  of  that  which  is  merely 
useless." 

In  Vorwerk  v.  Evans,  (q)  where  the  patent  was  for  **  improve- 
ments in  skirt  waistbands,  and  in  the  method  of  and  means  for 
weavijig  webs  suitable  for  such  uses,"  there  were  two  claims.  The 
first  claimed  the  waistband  of  the  formation  substantially  as  set 
forth  and  indicated  hereinbefore,  and  in  and  by  the  accompanying 
drawings.  The  second  claimed  the  taking-up  motion,  having 
conically  formed  rollers  arranged  and  acting  substantially  as  and 
for  the  purpose  set  forth  and  indicated.  It  was  contended  that  the 
first  claim  was  one  to  the  product,  the  waistband  alone,  in- 
dependently of  the  mode  of  making  it.  The  Court  of  Appeal, 
however,  held  that  reading  the  claims  together,  what  the  patentee 
claimed  was  not  waistbands  independently  of  the  way  by  which 
they  were  produced,  but  a  waistband  made  in  the  way  pointed  out 
by  the  patentee  previously;  that  the  first  claim,  in  short,  was 
one  for  a  waistband,  but  made  in  the  manner  indicated,  and  the 
second  for  the  mode  of  making  it ;  and  that  the  defendants  had  not 
infringed. 

The  following  cases  show  how  a  claim  of  the  kind  suggested 
may  be  fatal  to  the  patentee. 

Cq)  7  R.  P.  0.  265. 
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In  Roberts  v.  Heywood,  (r)  the  inventor  of  an  improved  machine 
for  painting  laths  for  Venetian  blinds  and  other  purposes,  claimed 
the  various  parts  of  the  machine,  as  well  as  the  general  construction 
and  arrangement  of  the  whole  in  combination.  Amongst  the  parts 
claimed  was  *'  the  shallow  sliding  tray,  T.,  arranged  and  used 
substantially  in  the  manner  and  for  the  purpose  specified."  This 
tray  was  a  thing  commonly  known  and  used  before  the  date  of  the 
patent.  In  an  action  for  infringement,  Hall,  Y.G.,  held  that  the 
claim  for  this  tray  could  only  be  construed  as  a  distinct  claim  to  a 
separate  invention,  and  that,  as  it  lacked  novelty,  the  patent 
was  bad. 

In  Cropper  v.  Smith,  («)  the  invention  consisted  of  improvements 
in  lace-making  machines,  and  the  specification  contained  three 
claims.  First,  the  whole  combination  or  machine  as  described; 
secondly,  those  parts  of  the  combination  which  constituted  the 
upper  portion  of  the  machine ;  and  thirdly,  "  the  central  longi- 
tudinal plate,  C,  connecting  the  end  standards,  and  to  which  the 
front  vertical  stay  cradle  and  back  stays  are  secured."  The  whole 
combination  was  new  and  useful,  and  the  first  claim  undoubtedly 
good;  but  the  third  claim,  if  read  as  a  separate  claim  for  the 
portion  of  the  machine  described  in  it,  was  bad,  as  wanting  in  novelty. 
At  the  trial  Pearson,  J.,  read  the  second  and  third  claims  as  mere 
descriptions  of  what  the  patentee  considered  to  be  material  in 
making  up  the  entire  combination,  and  not  as  separate  claims. 
But  the  Court  of  Appeal,  adopting  a  different  construction,  held 
that  the  claims  were  separate  claims,  and  as  the  third  was  not  new, 
found  the  patent  bad.  In  giving  judgment,  Cotton,  L.J.  (».a.),  said : 
*'The  law  is  clear,  and  is  laid  down  in  the  case  in  the  House  of 
Lords  of  Clarke  v.  Adie,  (t)  that  where  a  man  claims  a  patent  for 
improvement  in  machines,  he  may  claim  for  the  whole  of  the 
combination  which  makes  up  that  machine ;  but,  if  he  thinks  fit, 
be  may  do  something  more.  To  make  up  the  entire  combination 
there  may  be  certain  subordinate  combinations,  and,  if  he  thinks 
he  is  justified  in  doing  so,  besides  claiming  the  protection  of  his 
patent  for  the  entire  machine,  that  is,  the  combination  taken  as  a 
whole,  he  may  also  claim  protection  and  monopoly  for  the  sub- 
ordinate combination  which,  together,  as  integers,  make  up  the 
entire  machine.  But,  of  course,  he  does  it  with  this  risk,  that  if 
he  claims  as  the  subject  of  his  patent,  and  entitled  to  protection, 
not  only  the  entire  machine — the  entire  combination — but  also  the 

CO  27  W.  R.  454.  (0  L.  B.  2  App.  Oft.  315. 

(•)  1  B.  P.  C.  81,  see  p.  87. 


CLAIM   TO  SUBSIDIARY  INVENTION,  237 

subordinate  combination,  if  it  appears  that  any  of  these  subordinate 
combinations  were  not  novel,  then  his  patent  fails  altogether. 
.  .  .  When  we  find  that  the  patentee  claims,  first  of  all,  the  general 
combination,  with  a  previous  declaration — I  declare  that  I  claim 
first  so  and  so,  second  so  and  so,  and  third  so  and  so — in  my 
opinion,  according  to  the  fair  construction  of  the  language,  and 
having  regard  to  the  use  of  the  claim,  it  would  be  wrong  to  say 
that  he  is  not  intending  to  claim  as  that  which  he  protects,  1,  2, 
and  8  ;  and  therefore  one  must  deal  with  this  as  if  Number  8  was, 
as  in  my  opinion  it  is,  a  claim  to  an  invention,  to  be  protected  by 
the  patent ;  that  is  to  say,  he  treats  his  claim,  not  only  as  a  claim 
to  the  entire  combination,  but  also  as  a  claim  to  those  subordinate 
combinations  which  are  introduced  into  it,  and  help,  together,  with 
other  things,  to  make  the  entire  combination." 

In  Cassel  Gold  Company  v.  Cyanide  Syndicate,  (u)  the  plaintiffs' 
invention  was  aimed  at  the  extracting  of  gold  in  a  state  of  solution 
from  crushed  ore  and  commercially  free  from  the  other  baser 
metals  present  in  the  ore.  The  plaintiffs'  patent  claimed  (1)  The 
process  of  obtaining  gold  and  silver  from  ores  and  other  com- 
pounds, consisting  in  dissolving  them  out  by  treating  the  powdered 
ore  or  compound  with  a  solution  containing  cyanogen,  or  a  cyanide 
or  cyanogen-yielding  substance,  substantially  as  hereinbefore 
described ;  (2)  The  process  of  obtaining  gold  and  silver  from  ores 
and  other  compounds,  consisting  in  dissolving  them  out  by  treating 
the  powdered  ore  or  compound  with  a  dilute  solution  containing  a 
quantity  of  cyanogen  or  a  cyanide  or  cyanogen-yielding  substance, 
the  cyanogen  of  which  is  proportioned  to  the  gold  or  silver  or  gold 
and  silver,  as  hereinbefore  described.  The  use  of  cyanide  of 
potassium  for  extracting  gold,  irrespective  of  the  amount  employed, 
was  not  new.  For  the  plaintiffs  it  was  argued  that  the  words  at 
the  end  of  Claim  1,  ''substantially  as  hereinbefore  described," 
limited  that  claim  to  the  quantity  of  cyanide  of  potassium  to  be 
used  in  the  solution  to  be  applied  to  the  ores  in  the  same  way  as 
Claim  2  did,  and  that  in  neither  claim  was  the  use  of  cyanide  of 
potassium  at  large  claimed.  But  the  Court  of  Appeal  refused  to 
accept  this  construction.  "  We  cannot,"  said  Smith,  L.J.,  in 
delivering  the  judgment  of  the  Court,  ''read  the  specification  in 
this  way.  We  would  if  we  could,  but  we  cannot  do  so.  It  appears 
to  us  that  Claims  1  and  2  are  independent  claims,  having  applica- 
tion to  the  whole  specification  ;  the  first  making  claim  for  the  use 
of  any  cyanide  of  potassium  in  solution,  irrespective  of  amount, 

(tt)  11  R.  p.  0.  638 ;  12  R.  P.  C.  232. 
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subBtantially  as  therein  described ;  and  the  second  making  claim 
for  the  uses  of  a  dilute  solution  containing  a  specified  quantity  of 
cyanide  of  potassium,  substantiaUy  as  therein  described.  It 
appears  to  us  impossible  to  discard  either  the  one  or  the  other, 
or  to  hold  that  both  mean  the  same  thing,  or  that  Claim  1  applies 
to  one  part  of  the  specification  and  Claim  2  to  another ;  for  this,  in 
our  judgment,  is  not  the  true  construction  of  the  specification  as 
framed.  If  the  first  claim  had  been  disclaimed  or  omitted,  we 
should  not  have  been  faced  with  the  difficulty,  but  as  it  is  in  the 
specification  we  are  unable  to  read  it  as  the  plaintiffs  desire  to  do ; 
and  for  this  reason,  and  for  this  alone,  we  must,  with  reluctance, 
give  judgment  for  the  defendants,  and  dismiss  this  appeal  with 
costs." 

In  ParJdnsan  v.  Simon,  (v)  it  was  alleged  that  the  patent  was  bad 
because  out  of  four  claims  contained  in  the  specification  three 
were  old.  Each  of  these  claims  began  with  the  words,  "  In 
apparatus  such  as  described/'  and  from  these  words  the  plaintiffs 
argued  that  these  claims  could  be  supported  as  linked  to  the 
fourth  claim,  which  was  valid.  But  the  House  of  Lords  refused  to 
adopt  this  construction.  Lord  Herschell  said :  ''  The  first  point  to 
be  determined  is,  what  is  the  meaning  of  the  words  '  in  apparatus 
such  as  described '  ?  Mr.  Bousfield  sought  to  interpret  those 
words  as  including  the  entire  description  of  the  machine  contained 
in  the  specification,  and,  so  construing  it,  he  said  that  the  combi- 
nation referred  to  in  the  claim  was  only  claimed  in  such  an 
apparatus ;  if,  therefore,  it  had  been  used  in  any  previous  apparatus 
not  containing  all  the  specialities  of  the  plaintiffs'  machine,  it  was 
not  within  the  claim,  and  therefore  the  claim  was  not  anticipated 
by  it.  I  find  it  impossible  to  put  that  construction  upon  the 
words  'in  apparatus  such  as  described.'  The  effect  of  it 
necessarily  would  be  to  make  all  the  four  claims  mean  exactly 
the  same  thing,  because,  of  course,  if  'in  apparatus  such  as 
described'  means  apparatus  containing  every  one  of  the  parts 
described,  and  if  you  only  claim  what  you  do  claim  in  that 
apparatus,  obviously  that  is  a  claim  to  a  combination  which  is 
precisely  the  same  in  each  of  the  four  cases  referred  to.  It  would 
be  perfectly  senseless  to  mention  several  parts  if  those  parts  were 
only  claimed  by  you  in  connection  with  the  other  parts  which  you 
were  describing,  and  perhaps  claiming  in  some  of  the  other  claims. 
I  think  that  construction,  therefore,  is  inadmissible.  I  do  not 
think  it  is  the  natural  construction.     I  think  '  in  apparatus  such 

(»)  11  K.  P.  0.  238,  505,  506;  12  B.  P.  C.  407. 
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as  described '  naturally  refers  to  the  general  use  of  the  apparatus 
specified  in  the  first  two  lines  of  the  specification,  '  This  invention 
relates  to  oscillating  sieves  used  for  purifying,  grading,  or  separating 
middlings,  grain,  or  other  substances/  I  think  that,  upon  the 
true  construction  of  this  specification,  any  person  using  the  combi- 
nation described  in  Claim  2  in  an  apparatus  of  oscillating  sieves 
would  be  infringing  the  patent." 

In  Dowler  v.  Keeling,  (w)  the  patent  was  for  improvements  in 
hollow  rivets  and  studs  and  in  the  process  of  riveting,  such  im- 
provements being  applicable  to  braces  and  other  like  articles.  The 
complete  specification  contained  four  claims.  By  the  first  the 
patentee  claimed  a  specified  rivet  or  stud  shown  in  a  drawing,  and 
also  a  combination  therewith  of  discs  and  plates.  The  combination 
was  good  subject-matter,  but  the  rivet  or  stud  was  lacking  in  novelty, 
and,  being  claimed  separately,  the  Court  of  Appeal  held  the  patent 
void. 

A  Claim  to  a  Process  which  is  TTseless. — So,  too,  a  patent  will 
be  bad  should  the  patentee  claim  two  processes  or  methods  of 
achieving  his  purpose  when  one  of  these  will  not  work  in  practice. 
For  the  reader  of  the  specification,  relying  on  its  directions,  might 
use  the  unsuccessful  method  or  process,  which  would  fail  of  its 
purpose  from  being  too  accurately  used  or  performed  after  the 
patentee's  instructions,  (x) 

In  Kurtz  v.  Spence,  (y)  (an  action  brought  to  restrain  threats) 
the  patent  on  which  the  defendants  relied  claimed  to  purify 
sulphate  of  alumina  by  means  of  peroxide  of  manganese,  whether 
in  the  hydrated  or  anhydrous  form.  The  evidence  shewed  that  the 
latter  form  was  impracticable.  On  this  Eekewich,  J.,  held  the 
patent  bad.  *'  The  patentees,"  said  the  learned  judge,  ''  have  not 
given  that  information  to  the  public  which  the  public  have  a 
right  to  demand  at  the  hands  of  a  patentee,  or  rather,  they 
have  informed  the  public  that  the  result  can  be  obtained  by 
either  of  two  processes,  when  one  and  only  one  of  them  will 
produce  it,  and,  therefore,  not  having  fulfilled  their  part  of  the 
bargain,  their  patent  fails." 

Nor  will  it  save  the  patent,  in  such  case,  to  shew  that  skilled 
workmen  would  know  enough  to  see  at  once  that  the  one  process 
will  not  effect  the  object  aimed  at,  and  so  confine  themselves  to 
the  effectual  process,  (z) 

(w)  14  T.  L,  B.  267 ;  16  B.  P.  C.  214.        3  C  &  P.  61 1.  per  Tentirdeo,  C.J. 
(sr)  Beg.  ▼.  OuOer,  1 W,  P.  C.  76  n  ,  per  (y)  6  R.  P.  C.  161,  see  p.  184. 

DeDnttn,  C.  J.   See,  alBO,  FelUm  v.  Greave9,  (f }  Ibid. 
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In  Simpson  v.  HoUiday^  (a)  two  processes,  one  of  which  may  be 
called  the  hot  process,  and  the  other  the  cold  process,  were  de- 
scribed in  the  specification.  The  patentee  denied  that  the  processes 
were  separate  and  distinct.  The  Court  being  against  him  on  this, 
he  then  relied  on  the  contention  that  even  if  there  were  two  pro- 
cesses, the  fact  that  one  (the  cold  process)  had  been  prov,ed  un- 
workable and  of  no  utility  did  not  vitiate  his  patent,  because  the 
specification  stated  that  the  desired  result  was  obtained  more 
quickly  by  the  effectual  process  (the  hot  one),  and  therefore  no 
one  would  think  of  using  the  cold  process  or  be  misled  by  it.  The 
patentee  further  relied  on  the  contention  that  any  workman  of 
ordinary  knowledge  and  observation  would  reject  the  cold  process 
and  adopt  the  hot.  Lord  Westbury,  C,  held  that  the  patent  had 
been  granted  on  a  false  suggestion  and  was  bad  at  law.  His 
lordship  said :  ''  If  a  specification  alleges  that  a  particular  process, 
which  may  be  slow,  troublesome,  and  expensive,  is  efficient,  and 
the  statement  is  untrue,  the  vice  is  not  removed  by  the  fact  that 
the  same  specification  also  describes  another  process,  which  is 
efficient,  and  which  is  stated  to  be  speedy,  certain,  and  economical. 
...  If  a  specification  describes  several  processes  or  several  com- 
binations of  machinery,  and  affirms  that  each  will  produce  a 
certain  result,  which  is  the  object  of  the  patent,  and  some  one 
of  the  processes  or  combinations  is  wholly  inefficient  and  useless, 
the  patent  will  bo  bad,  although  the  mistake  committed  by  the 
patentee  may  be  such  as  would  be  at  once  observed  by  an  ordinary 
workman.  I  am,  of  course,  speaking  of  cases  where  that  process 
or  machine  which  is  inefficient  is  the  invention  or  part  of  the 
invention  that  is  claimed." 

Where  several  claims  are  made,  each  separate  claim  must  be 
new  and  useful,  but  it  is  not  necessary  that  the  respective  claims 
should  all  be  equally  useful. 

''  A  patentee  who  discovers  a  valuable  invention  when  applied  to 
the  purpose  he  has  chiefly  in  mind,"  said  Bomer,  J.,  in  the  Adamant 
Stone  Company  v.  Liverpool, (b)  "does  not  invalidate  his  patent 
merely  because  he  points  out  that  it  is,  and  claims  it  as  being, 
also  applicable  to  a  subsidiary  purpose  of  far  inferior  value, 
subject  to  the  following  observations:  if  the  subsidiary  claim  is 
absolutely  without  utility,  or  has  been  anticipated,  or  required 
no  invention,  having  regard  to  existing  knowledge,  then  the  patent 
must  fail  unless  and  until  he  amends  his  specification  by  confining 
it  to  the  principal  claim." 

(o)  13  W.  R.  577 ;  L.  B.  1  H.  of  L.  316 ;  12  L.  T.  (N.  S.),  99.        (6)  14  B.  P.  C.  22. 
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Ckmstmotioii  of  ClaimB. — A  claim  will  be  constraed  by  the  Court 
with  referenoe  to  the  specification  of  which  it  forms  part,  and  not 
as  a  mere  isolated  sentence  having  no  connection  with  what 
precedes  it.  (c) 

Ce)  Edison  A  Swan  y.  Woodhouie,  0.  416;  Edimn-BM  Company  ▼.  SmWi, 
4  B.  P.  0.  p.  107;  Leadbeaier  ▼.  KiUAm,  11  B.  P.  O.  889.  As  to  oonsiruoiion  of 
7  B.  P.  0.  235;  Sidddl  y.  Vieken,  5  B.  P.      the  speoifioatioii,  see  post,  p.  255. 
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CHAPTER  Xn. 

THE   CONSTBUOnON  OF  THE   8PE0IFI0ATI0N. 

General  Bnle  of  Conitniotioii. — The  construction  of  Bpeoifications, 
like  that  of  all  other  written  documents,  is  a  matter  of  law  for  the 
Court.  But  the  Court  will  receive  evidence  as  to  the  meaning  of 
technical  terms  and  words  of  art  or  science,  (a) 

In  Neilson  v.  Harford^  {h)  Parke,  B.,  in  words  which  have 
fi^quently  since  been  quoted  as  the  leading  dictum  on  this  subject, 
said :  "  The  construction  of  all  written  instruments  belongs  to  the 
Court  alone,  whose  duty  it  is  to  construe  all  written  instruments, 
as  soon  as  the  true  meaning  of  the  words  in  which  they  are 
couched,  and  the  surrounding  circumstances,  if  any,  are  ascer- 
tained by  the  jury;  and  it  is  the  duty  of  the  jury  to  take  the 
construction  from  the  Court,  either  absolutely,  if  there  be  no  words 
to  be  construed,  as  words  of  art  or  phrases  used  in  commerce,  and 
surrounding  circumstances  to  be  ascertained,  or  conditionally 
where  those  words  or  circumstances  are  necessarily  referred  to 
them.  Unless  this  were  so,  there  would  be  no  certainty  in  the 
law,  for  a  misconstruction  of  the  Court  is  the  proper  subject  of 
redress  in  a  Court  of  error,  but  a  misconstruction  by  a  jury  cannot 
be  set  right  at  all  effectuaUy." 

So  likewise  in  Walton  v.  Pottery  (c)  Tindal,  C.J.,  directing  the 
jury,  laid  down  the  general  rule  as  follows :  ''  As  these  specifications 
are  drawn  by  men  who  are  more  conversant  with  the  particular 
article  than  juries,  who  are  selected  indiscriminately  from  the 
public,  and  certainly  much  more  than  judges,  whose  knowledge 
is  confined  to  one  particular  department,  credit  is  given  to  wit- 
nesses, if  they  are  conversant  with  the  subject-matter  of  the 
invention,  and  are  able  to  tell  you,  and  you  believe  it,  that  they 

(a)  BoffiU    T.    Pimm,    11    Ex.    718;  (h)  8  M.  &  W.  p.  828;   1  W.  P.  G. 

Simpmm  t.  Holiday,  12  L.  T.  (N.  S.),  99 ;  p.  370. 
5N.  R.  840;  L.  R.  1  H.  of  L.  315;  TeOey  (c)  1  W.  P.  C.  p.  595. 

▼.  Saitanj  Maor.  P.  C.  68. 
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see  enongh  on  the  face  of  the  speoification  to  enable  them  to  make 
the  article  without  difficalty." 

The  Identity  of  Temui  in  Different  Speoifloationi  is  a  Question 
of  Faet. — It  might  happen  Hiat  two  specifications  were  framed  in 
snch  identical  language  that  the  Court,  without  admitting  any 
evidence  as  to  the  meaning  of  special  terms,  would  be  bound  to 
hold  the  first  to  be  an  anticipation  of  the  second.  But  this  as  a 
finding  of  fact,  rather  than  as  a  matter  of  legal  construction. 
''  We  by  no  means  lay  down,  as  a  general  rule,"  said  Campbell, 
C.J.,  in  Thomas  v.  Foxwell,  (d)  '*  that  upon  a  question  of  novelty 
of  invention  such  as  this,  raised  by  the  comparison  of  two  speci- 
fications, it  must  necessarily  be  a  pure  question  of  law  for  the 
Court.  The  specifications  may  contain  expressions  of  art  and 
commerce,  upon  which  experts  must  be  examined,  and  there  may 
be  conflicting  evidence,  raising  a  question  of  fact  to  be  determined 
by  a  jury.  But  it  is  quite  clear  that  there  may  be  cases  in  which 
the  Court  would  be  bound  to  decide  the  question  of  novelty  ex- 
clusively, for  the  two  specifications  might  be,  in  ipsissimis  verbis, 
the  same;  and  if  they  be  in  such  plain  and  common  language 
that  the  judge  is  sure  he  understands  their  meaning,  he  is  bound 
to  construe  them  as  he  does  other  written  documents." 

Such  a  case,  however,  is  clearly  exceptional  and  not  to  be  drawn 
into  a  general  rule.  In  Btish  v.  Fox,  {e)  Lord  Cranworth,  C,  used 
words  which  appeared  to  suggest  that  where  anticipation  by  a 
specification  was  relied  on,  the  Court  ought  to  decide  the  issue  of 
novelty  so  raised  on  a  perusal  of  the  specifications  as  a  question 
of  construction  and  without  admitting  evidence.  Dissenting  from 
this  in  Hills  v.  Evans,  (/)  Lord  Westbury,  C,  said,  *'  Some  doubt 
was  thrown  on  this  subject  by  what  fell  from  Lord  Cranworth,  C, 
in  moving  the  judgment  of  the  House  of  Lords  in  the  case  of 
Bush  V.  Fox;  {g)  and  it  seems  to  have  been  supposed  by  Pollock, 
C.B.,  in  the  case  of  Booth  v.  Kennard,  (h)  and  evidently  was 
supposed  by  the  Court  of  Exchequer  in  the  case  of  HiUs  v.  the 
London  Oas  Light  Company,  (t)  that  Bvsh  v.  Fox  had  laid  down 
this  rule — that  it  was  the  province  of  the  Court  to  compare  the  two 
specifications,  and  that  the  Court  alone,  from  that  comparison, 
might  arrive  at  a  conclusion  as  to  the  identity  of  the  subject." 

After  pointing  out  that  the  passage  was  clearly  an  obiter 
dictum — a  mere  expression  of  opinion,  and  not  in  any  sense  the 

(d)  5  Jnr.  (N.  Q.)  37,  p.  38.  (g)  Supra. 

(«}  25  L.  J.  Ex.  251 ;  Macr.  P.  0.  183.  (h)2K,&  N.  84. 

(/)  8  Jar.  (N.  8.),  528.  (0  29  L.  J.  Ex.  409. 
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ground  of  the  decision — Lord  Westbnry  proceeded :  ''It  would  be 
an  unreasonable  thing,  therefore,  to  take  this  passage  as  the 
ground  of  the  determination  of  the  House  of  Lords.  I  cannot, 
therefore,  consider  the  passage  which  I  have  read,  notwithstanding 
the  great  and  unfeigned  respect  which  is  due  to  the  high  authority 
of  the  noble  and  learned  lord,  as  standing  at  all  in  the  way  of  the 
conclusion  which  I  arrive  at,  borne  out  and  supported  as  it  is  by 
what  I  conceive  to  have  been  the  uniform  practice  at  Nisi  Prius, 
that  although  the  construction  of  the  specification  clearly  is  matter 
of  law,  yet  if  there  be  two  specifications  to  be  compared  in  order 
to  arrive  at  a  conclusion  of  fact,  the  right  of  drawing  the  inference 
of  fact  from  the  comparison  belongs  to  the  jury,  and  is  a  question 
of  fact,  and  not  a  question  of  law." 

In  HiUs  V.  EvanSf  the  defendant  had  attempted  to  upset  the 
novelty  of  the  patent  by  putting  in  evidence  various  prior 
specifications,  audit  was  argued  that  if  the  Court  could  by  collating 
these  specifications  extract  from  them  the  plaintiff's  invention,  it 
would  decide  the  question  of  novelty  as  a  matter  of  law  and  not 
of  fact.  Reviewing  this  argument.  Lord  Westbury,  C,  said :  ( j ) 
''That  undoubtedly  is  a  question  deserving  of  very  serious 
consideration.  It  is  undoubtedly  true,  as  a  proposition  of  law,  that 
the  construction  of  a  specification,  as  the  construction  of  all  other 
written  instruments,  belongs  to  the  Court;  but  the  specification 
of  an  invention  contains  most  generally,  if  not  always,  some 
technical  terms,  some  phrases  of  art,  some  processes,  and  requires 
generally  the  aid  of  the  light  derived  from  what  are  called 
surrounding  circumstances.  It  is  therefore  an  admitted  rule 
of  law,  that  the  explanation  of  the  words  or  technical  terms  of  art, 
the  phrases  used  in  commerce,  and  the  proof  and  results  of  the 
processes  which  are  described  (and  in  a  chemical  patent  the 
ascertainment  of  chemical  equivalents) — that  all  these  are 
matters  of  fact  upon  which  evidence  may  be  given,  contradictory 
testimony  may  be  adduced,  and  upon  which,  undoubtedly,  it  is  the 
province  and  right  of  a  jury  to  decide.  But  when  those  portions 
of  a  specification  are  abstracted  and  made  the  subject  of  evidence, 
and  therefore  brought  within  the  province  of  the  jury,  the  direction 
to  be  given  to  the  jury  with  regard  to  the  construction  of  the  rest 
of  the  patent,  which  is  conceived  in  ordinary  language,  must  be 
a  direction  given  only  conditionally ;  that  is  to  say,  a  direction  as 
to  the  meaning  of  the  patent  upon  the  hypothesis  or  basis  of  the 
jury  arriving  at  a  certain  conclusion  with  regard  to  the  meaning 

(j)  8  Jut.  (N.  S.),  267;  81  L.  J.  Oh.  461. 
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of  those  termSy  the  signification  of  those  phrases,  the  truth  of  those 
prooessesy  and  the  results  of  the  technical  procedure  described  in 
the  specification.  And  so  the  rule  is  given  by  Parke,  B.,  in 
deliyering  the  judgment  of  the  Court  of  Exchequer  in  the  case 
of  Neilson  v.  Harford.**  (k) 

On  the  comparison  of  the  two  instruments  after  they  have  received 
their  legal  exposition  and  interpretation,  Lord  Westbury  further 
said :  ''  As  it  is  always  a  matter  of  evidence  what  external  thing  is 
indicated  and  denoted  by  any  description,  when  the  jury  have  been 
informed  of  the  meaning  of  the  description  contained  in  each 
specification,  the  work  of  comparing  the  two,  and  ascertaining 
whether  the  words  (as  interpreted  by  the  Court)  contained  in 
specification  A  do  or  do  not  denote  the  same  external  matter  as 
the  words  (as  interpreted  and  explained  by  the  Court)  contained 
in  specification  B,  is  a  matter  of  fact,  and  is,  I  conceive,  a  matter 
within  the  province  of  the  jury,  and  not  within  the  function  of 
the  Court."  (l) 

The  dictum  of  Lord  Campbell,  in  Thomas  v.  FoxweU(m)  above 
m^itioned,  ought,  it  would  seem,  to  be  limited  in  application  to 
cases  where  the  specifications  to  be  compared  and  collated  contain 
neither  technical  terms  nor  any  matters  which  are  not  common 
knowledge,  otherwise  it  is  inconsistent  with  the  views  expressed 
by  the  House  of  Lords  in  Beits  v.  Menzies,  (n)  a  case  in  which 
(after  obtaining  the  opinions  of  the  judges)  the  House  held  that 
the  identity  of  specifications  of  different  dates  must  be  a  matter  of 
evidence. 

"Even  if,"  said  Lord  Westbury  in  that  case,  "there  is 
identity  of  language  in  two  specifications,  and  (remembering  that 
these  specifications  describe  external  objects)  even  if  the  language 
is  verbatim  the  same,  yet  if  there  are  terms  of  art  found  in  the  one 
specification,  and  also  terms  of  art  found  in  the  other  specification, 
it  is  impossible  to  predicate  of  the  two  with  certainty  that  they 
describe  the  same  identical  external  object,  unless  you  ascertain 
that  the  terms  of  art  used  in  the  one  have  precisely  the  same 
significance  and  denote  the  same  external  objects  at  the  date  of 
the  one  specification  as  they  do  at  the  date  of  the  other.  This  is 
obvious ;  for,  if  we  take  two  specifications,  dated  as  the  present 
are,  one  in  the  year  1804,  and  the  other  in  the  year  1849,  even  if 
the  terms  employed  in  the  one  were  identical  with  the  terms 

(k)  1  W.  P.  0.  p.  870.  (m)  See  p.  243,  ante. 

(I)  Ibid. ;  cf.  MvnU  v.  Foster,  2  W.  P.  C.  (n)  10  H.  of  L.  Oa  pp.  152, 163. 

93;  Waiion  ▼.  PoUer,  1  W.  P.  C.  535. 
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employed  in  the  other,  supposing  that  each  of  them  contains  a 
term  of  art,  we  will  assume  it  to  be  a  denomination  of  some  engine, 
some  instrument,  some  drug,  or  some  chemical  compound,  it  may 
well  be  that  the  thing  denoted  by  that  name  in  1804  is  altogether 
different  from  the  thing  denoted  by  that  name  in  1849.  ...  It  is 
clear,  therefore,  that  if  you  compare  two  specifications,  even  if  the 
language  of  both  is  the  same,  you  cannot  arrive  at  a  certainty  that 
they  denote  the  same  external  object  and  the  same  external 
process,  unless  you  enter  into  an  enquiry,  and  ascertain  as  a  fact 
that  the  things  specified  by  the  noun  substantive  in  the  one 
specification  are  precisely  the  same  as  the  things  signified  by  the 
same  noun  substantive  contained  in  the  other.  In  all  cases,  there- 
fore, where  the  two  documents  profess  to  describe  one  external 
thing,  the  identity  of  signification  between  the  two  documents 
containing  the  same  description  must  belong  to  the  province  of 
evidence  and  not  to  the  province  of  construction." 

A  Speoiflcation  muflt  be  Constmed  with  Beferenoe  to  KTinting 
Knowledge  at  the  Date  when  it  was  Drawn. — It  is  therefore  a  further 
rule  of  construction  that  the  specification  must  be  construed  as  of 
the  date  of  its  publication  and  with  reference  solely  to  the  know* 
ledge  regarding  its  subject-matter  then  existing,  (o) 

In  the  BriUsh  Dynamite  Company  v.  Krebs,  (p)  the  law  was  thus 
stated  by  Earl  Cairns,  C. :  ''In  determining  whether  the  specifica- 
tion is  sufficient,  the  first  thing  is  to  ascertain  what  the  invention 
is.  This  is  a  question  of  construction,  and  the  construction  of  the 
specification  is  for  the  Court,  to  be  determiued  like  the  construction 
of  any  other  written  instrument,  the  Court  placing  itself  in  the 
position  of  some  person  acquainted  with  the  surrounding  circum- 
stances as  to  the  state  of  art  and  manufacture  at  the  time,  and 
making  itself  acquainted  as  to  the  technical  meaning  in  art  or 
manufacture  which  any  particular  word  or  words  may  have." 

The  Spirit  in  which  Speoifloationi  should  be  Construed. — ^The 
spirit  in  which  the  Court  will  approach  the  specification  it  is  about 
to  construe  has  frequently  been  the  subject  of  judicial  comment, 
and  the  dicta  as  to  this  cannot  be  easily  reconciled. 

At  one  time  such  documents  were  construed  with  great  strictness, 
almost  as  if  patentees  were  public  enemies,  whose  rights  the  Courts 
ought  if  possible  to  defeat.  A  different  rule  has  prevailed  in 
modem  times,  under  which  an  equally  extreme  view  has  been 

(o)  See  Lord  Esher,  BLB.,  in  NcheTi  New  InoandesoeiU  Oo.  16  T.  L.  B.  205; 

ExploiivM  Co.  T.  Andertcm,  11  B.  P.  C.  17  B.  P.  C.  237. 

523;  Dieh  v.  EUam,  16  B.  P.  C.  414;  (p)  Goodeve's  P.  C.  88;   14  B.  P.  C. 

WeUbaeh  Inoande$eent  Goi  Light  Co,  y.  192. 
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Bometimes  taken  in  the  other  direction.  It  may  now^  however, 
be  laid'^down  as  generally  accepted  that  it  is  the  duty  of  the  Court 
to  hold  "a  fair  hand  between  the  patentee  and  the  -pnhlio,*' (q) 
and  in  the  case  of  an  ambiguous  specification  which  is  capable  of 
more  than  one  meaning,  to  adopt  that  interpretation  which  will 
support  the  patent.  But  such  ambiguity  must  be  a  real  ambiguity 
and  not  one  manufactured  for  the  purpose  of  escaping  from  the 
dilemma  of  a  condemnatory  construction,  (r) 

"  Half  a  century  ago,"  said  Parke,  B.,  in  1841,  («)  "  or  even  less, 
within  fifteen  or  twenty  years,  there  seems  to  have  been  very  much 
a  practice,  with  both  judges  and  juries,  to  destroy  the  patent  right, 
even  of  beneficial  patents,  by  exercising  great  astuteness  in  taking 
objections,  either  as  to  the  title  of  the  patent,  or  more  particularly 
as  to  the  specification ;  and  many  valuable  patent  rights  have  been 
destroyed  in  consequence  of.  the  objections  so  taken.  Within  the 
last  ten  years  or  more,  the  Courts  have  not  been  so  strict  in  taking 
objections  to  the  specification ;  and  they  have  endeavoured  to  hold 
a  fair  hand  between  the  patentee  and  the  public,  willing  to  give 
the  patentee,  on  his  part,  the  reward  of  a  valuable  patent,  but 
taking  care  to  secure  to  the  public,  on  the  other  hand,  the  benefit 
of  that  proviso  which  is  introduced  into  the  patent  for  their 
advantage,  so  that  the  right  to  the  patent  may  be  fairly  and 
properly  expressed  in  the  specification." 

In  Stevens  v.  Keatingy  (t)  the  same  learned  judge  said :  **  Some 
observations  have  been  made  at  the  bar  on  the  subject  of  patents 
and  specifications  and  the  different  rules  of  construction  that  have 
been  applied  at  different  periods.  I  take  the  rule  to  be  that  you 
are  not  to  intend  anything  in  favour  of  a  specification  or  a  patent, 
and  certainly  not  to  intend  anything  against  it ;  you  are  to  deal 
with  it  just  as  you  find  it ;  you  are  to  put  the  true  and  right  and 
fair  construction  upon  every  allegation  and  every  fact  connected 
with  it,  and  you  are  to  find  what  is  the  true  and  fair  and  just 
result." 

Here  lawyer's  Objeetioni  are  not  Viewed  with  Favour  by  the 
Court. — The  Court  will  not  now  be  astute  to  support  what  may  be 
called  a  mere  lawyer's  objection  ;  and  this  especially  so  where  the 
invention  concerned  is  one  of  high  utility  and  merit    In  Newton  v. 

(q)  Per  Fftike,  B.,  in  NeiUon  y.  Har-  Simcm,  12  R.  P.  0.  411. 
ford,  1  W.  P.  0.  p.  810.     See,  also,  Lord  (<)  NeiUon  t.  Eatford,  1  W.  P.  0.  p. 

Westbory,  C,  in  Simpion  t.  EoUidof,  5  310.    See,  also,  Pollock,  C.B.,  in  TeOey  t. 

N.  B.  840;  L.  B.  1  H.  of  L.  815;  12  L.  T.  Ea$Um,  Maor.  P.  G.  p.  65. 
CN.  8.)  99.  (0  2  W.  P.  0.  p.  187. 

(r)  Per  Lord  Davey  in  Parkimon  t. 
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the  Grand  Junction  Railway  Company,  (u)  Bolf,  B.^  referring  to  the 
maimer  in  which  the  plaintiffs  speoifioation  had  in  that  case  heen 
criticized  by  the  defendants'  connsel  said :  "  They  discnssed  and 
scanned  the  language  of  the  specification  in  the  same  sort  of  spirit 
as  if  it  were  a  plea  or  replication  specially  demurred  to.  That  is 
not  the  spirit  in  which  a  specification  should  be  inspected.  The 
proper  mode  is  to  construe  it  and  see  what  is  the  good  sense  of 
it,  and  whether  that  which  the  patentee  claims  as  his  invention 
is  there  distinctly  and  clearly  explained." 

In  Haworth  v.  Hardcastle,  (v)  Tindal,  C.J.,  said :  "  There  can  be 
no  rule  of  law  which  requires  the  Court  to  make  any  forced  construc- 
tion of  the  specification,  so  as  to  extend  the  claim  of  the  patentee 
to  a  wider  range  than  the  facts  warrant ;  on  the  contrary,  such 
construction  ought  to  be  made  as  will,  consistently  with  the  fair 
import  of  the  language  used,  make  the  claim  of  the  invention 
co-extensive  with  the  new  discovery  of  the  grantee  of  the  patent." 

In  Plimpton  v.  SpUler,  (w)  an  ingenious  objection  was  taken  to 
the  patent,  that  a  subsidiary  claim  in  the  specification  was  a  claim 
to  matter  which  was  not  new.  On  this  Brett,  L.J.,  said :  "  I  think 
it  is  right  to  observe  upon  the  nature  of  the  objection  to  this  suit, 
that  it  is  brought  to  prevent  the  actual  infringement  of  a  real, 
substantial  invention,  and  it  is  not  now  denied  that  that  inven- 
tion is  a  valuable  invention,  and  that  substantially  it  has  been 
infringed.  But  then,  in  order  to  defeat  the  plaintiff,  there  is  an 
ingenious  suggestion  that  a  minor  and  wholly  inappreciable  claim 
has  been  made  of  something  which  is  not  novel.  The  plaintiff  has 
not  complained  of  anybody  infringing  that  particular  part  of  the 
claim,  and  nobody  has  actually  infringed  that  particular  part  of 
the  claim.  It  is  therefore  an  objection  which  may  be  properly 
styled  to  be  a  lawyer's  objection.  It  is  not  denied  that  if  the 
claim  be  erroneous  it  may  be  disclaimed  to-morrow.  Therefore, 
the  only  object  of  this  objection  is  to  prevent  the  plaintiff  from 
obtaining  that  which  in  substance  it  is  admitted  he  is  entitled 
to  claim,  and,  under  the  circumstances,  I  agree  with  the  Master  of 
the  Bolls,  that  the  Court  ought  to  be  anything  but  astute  to  support 
such  an  objection." 

Obtonrities  in  the  Specification. — Obscurity  in  a  specification 
occasioned  by  the  use  of  loose  expressions,  or  such  mistakes  as  the 
Court  can  regard  as  mere  inaccuracies  in  the  wording  of  the 

(u)  5  Ex.  p.  885;  20  L.  J.  Bz.  p.  429.  (tr)  L.  B.  6  G.  D.  412,  p. 482;  47  L.  J. 

(«)  1  W.  P.  C.  p.  486 ;  1  Bing.  N.  0.      Ch.  211,  p.  216. 
p.  191 ;  8  L.  J.  0.  P.  p.  817. 
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docament,  will  not  be  construed  as  fatal  to  its  validity,  if 
the  evidence  shews  that  the  document  is  intelligible,  notwith- 
standing these  defects,  to  a  workman  of  ordinary  skill  {x)  But,  of 
course,  such  inaccuracies  must  not  need  exceptional  skill  and 
knowledge  to  correct  them,  for  that  puts  the  public  on  further 
invention. 

In  Derosne  v.  Fairie,  (if)  Lord  Abinger,  C.B.,  said :  "  It  must  be 
admitted  that  the  specification  is  obscure.  The  gentleman  who 
composed  it  is  not  an  Englishman,  and  he  uses  the  word  '  baked ' 
evidently  for  boiling,  and  the  word  '  discolouration '  for  discharge 
from  colour ;  but  all  that  is  conceded.  One  would  not  be  disposed, 
from  any  obscure  word  in  the  specification  which  might  be  inter- 
preted  in  favour  of  the  plaintiff,  taking  it  altogether,  to  deprive  him 
of  his  patent" 

So,  again,  in  Palmer  v.  Wagstaffe,  (z)  Pollock,  C.B.,  said :  *'  We 
ought  not  to  violate  the  plain  meaning  of  language,  unless  it  is 
quite  clear  something  else  was  meant.  For  instance,  '  imponder- 
able '  might  be  a  clear  mistake  for  '  ponderable,'  or  a  term  might 
be  borrowed  from  another  language  and  an  enlarged  meaning 
given  to  it,  according  to  its  original  meaning,  as  where  '  vice '  was 
held  to  include  a  '  screw.* "  (a) 

In  Hilis  V.  London  Oas  Light  Company^  (b)  Bramwell,  B.,  dis- 
posing of  a  similar  objection,  said :  *'  The  next  objection  was,  that 
the  plaintiff's  specification  was  insufficient  on  this  ground:  He 
says,  '  I  use  the  hydrated  or  precipitated  oxides.'  It  was  said  that 
included  all  hydrated  oxides,  and  inasmuch  as  some  of  the  natural 
hydrated  oxides  would  not  do,  the  plaintiff's  specification  was  bad. 
Now,  that  question  turns  upon  this.  If  the  plaintiff  in  his  speci- 
fication means  all  the  hydrated  oxides,  it  is  open  to  that  objection ; 
but  if  he  means  only  those  hydrated  oxides  which  are  also  pre- 
cipitated, that  is  the  artificial  hydrated  oxides,  it  is  not  open  to 
that  objection.  It  may  be  said  that  the  language  is  in  any  sense 
ungrammatical,  and  i^at  hydrated  or  precipitated — the  whole  or 
the  part — cannot  be  right  To  say,  'the  works  of  Shakespeare, 
or  Hamlet,  and  King  Lear,'  would  obviously  be  an  inaccuracy 
which  cannot  be  judged  by  the  ordinary  rules  of  grammar,  and 
therefore  we  must  endeavour  to  find  out  the  proper  meaning  of 
this  inaccurate  expression.    It  appears  to  us,  upon  looking  at  the 

(x)  Per  Boweii,LJ.,inirtaer  d:  Co.  ▼.  (a)  Bhooam  y.  Elte,  1  0.  &  P.  558. 

Soarle,  10  B.  P.  C.  p.  111.  (6)  6  H.  &  N.  pp.  868,  869;  29  L.  J. 

(y)  1  W.  P.  0.  pp.  166, 157.  Ex.  p.  424. 
(s)  28L.  J.Ex.p.218;  9  Ex.  p.  501. 
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specification,  that  the  plaintiff  uses  those  as  equivalent  expressions, 
because  he  says  '  hydrated  or  precipitated/  and  that  oxide  of  iron 
may  be  conveniently  prepared  for  these  purposes,  and  so  on ;  and 
therefore  it  is  obvious  that  when  he  uses  that  word  'hydrated/ 
he  uses  it  as  synonymous  with  precipitated;  and  consequently, 
when  he  speaks  of  using  hydrated  or  precipitated  oxides,  he  means 
such  hydrated  oxides  as  are  precipitated.  That  is  the  construction 
we  put  upon  the  specification,  and  therefore  we  think  that  objec- 
tion fails." 

In  Edison  v.*  Woodhovse  (first  action),  (c)  the  owners  of  three 
patents  relating  to  the  construction  of  incandescent  electric  lamps 
brought  an  action  for  infrid^genitent  The  defendants  objected  that 
the  second  claim  of  one  of  these  patents  was  bad  for  vagueness 
of  description.  The  claim  read  as  follows :  *'  The  combination  of 
a  carbon  filament  within  a  receiver  made  entirely  of  glass,  through 
which  the  leading  wires  pass,  and  from  which  receiver  the  air  is 
exhausted  for  the  purposes  set  forth."  In  place  of  the  filament 
a  rod  of  carbon  had  before  been  used,  and  it  was  argued  that  the 
difibrence  between  the  filament  and  the  rod  was  only  a  difference 
of  degree,  and  that,  the  degree  not  being  specified,  the  patent 
was  void. 

On  this  objection,  Fry,  L.J.  (delivering  the  judgment  of  himself 
and  Bowen,  L J.),  said :  ''  The  specification  is,  it  is  argued,  bad, 
as  being  too  indefinite  and  vague.  To  this  argument  it  may,  in 
our  opinion,  be  properly  replied  that  in  a  patent  of  this  description 
definition  is  required  only  to  such  an  extent  as  would  enable  a 
practical  workman  to  construct  the  required  apparatus ;  that  there 
is  distinct  evidence  that  such  a  workman  could  make  the  required 
apparatus  from  the  specification,  and  that  no  witness  of  the 
defendant's  alleges  that  such  a  workman  would  have  any  difficulty 
or  require  any  further  experiments,  and  that  the  specification 
itself,  as  we  have  abeady  shewn,  contains  descriptions  of  six  forms 
of  filament,  and  these  descriptions,  it  is  obvious,  would  afford 
material  assistance  to  any  workman  in  doubt." 

In  Edison  v.  Woodhouse  (second  action),  {d)  this  rule  was  again 
applied  by  the  Court  in  construing  the  specification.  In  that  case 
the  patentee  in  his  specification  made  use  of  three  expressions, 
all  apparently  to  describe  the  same  thiag — **  hydro-carbon  gas," 
''carbon  gas,"  and  "carbonic  gas."  It  was  urged  by  the  de- 
fendants that  these  expressions  were  calculated  to  mislead  the 
public,  being  inaccurate  terms  for  what  the  patentee  employed 

(o)  4  B.  P.  0.  79,  see  p.  92.  (d)  3  B.  P.  C.  188 ;  4  B.  P.  0.  99. 
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them  to  describe,  and  being  wide  enough  to  include  two  gases 
which  wonld  not  produce  the  desired  result.  The  case  was  tried 
before  Butt,  J.,  who  was  of  opinion  on  the  evidence  that  the 
patentee  did  not  mean  exactly  what  he  said  in  using  any  one  of 
these  expressions,  but  who  tdso  found  that  the  specification  was 
not  misleading,  as  no  person  of  ordinsiry  knowledge,  in  his  senses, 
would  think  of  applying  carbonic  acid  and  carbonic  oxide  to  the 
operation  in  question.  The  learned  judge  accordingly  held  the 
specification  sufficient. 

On  appeal,  the  judgment  below  was  affirmed.  Disposing  of 
this  objection,  Lin^ey,  LJ.,  in  delivering  the  judgment  of  the 
Court,  said :  '*  One  objection  is  that  the  expression,  carbon  gas  or 
liquid,  in  the  claim  is  ambiguous,  and  too  wide  and  misleading. 
It  is  urged  that  the  expression  includes  carbonic  oxide  and  carbonic 
acid,  neither  of  which  will  do.  But  every  claim  in  every  patent 
must  be  read  and  construed  with  reference  to  the  specification, 
and  not  as  if  the  claim  was  an  isolated  sentence,  having  no  con- 
nection with  or  reference  to  what  precedes  it.  To  see  what  is 
meant  by  carbon  gas  or  liquid,  we  must  turn  to  the  specification  ; 
and  when  we  do  so,  we  cannot  conceive  that  any  one  reading  this 
specification  fairly,  with  a  view  to  understanding  it,  would  ever 
dream  for  a  moment  that  carbonic  oxide  or  carbonic  acid  would 
answer  the  purpose,  or  could  be  meant  by  carbon  gas.  .  .  .  The 
chemical  experts,  as  might  have  been  expected,  ridiculed  the  notion 
that  any  one  would  think  of  trying  carbonic  oxide  or  carbonic 
acid.  In  the  body  of  the  specification  we  find  that  by  'carbon 
gas  or  liquid '  is  meant  what  the  patentee  calls  a  hydro-carbon 
gas  or  liquid,  and  he  states  that  beeswax,  balsam,  and  most  oils, 
if  pure,  operate  satisfactorily ;  and  that  almost  any  hydro-carbon 
will  answer.  The  appellants  on  this  urge  that  beeswax,  and 
balsam,  and  oils,  are  not,  properly  speaking;^  hydro-carbonfi ;  and 
that  the  specification  is  inaccurate  and  misleading.  The  evidence 
shews  that,  in  its  technical  sense,  hydro-carbon  is  a  chemical  com- 
bination of  hydrogen  and  carbon,  and  nothing  else ;  and  beeswax, 
balsam,  and  oils,  are  not  technically  hydro-carbons.  They  contain 
hydrogen  and  carbon  chemically  combined  with  each  other,  but 
also  with  other  substances.  But  the  evidence  also  shews  that, 
80  far  as  is  known,  every  substance  which  is  a  hydro-carbon,  either 
in  its  technical  sense,  or  in  the  looser  sense  in  which  the  patentee 
uses  the  expression,  does  answer  the  purpose ;  and  there  is  no 
evidence  that  anything  which  answers  the  description  of  hydro- 
carbon, in  either  sense,  will  not  answer  the  purpose.    In  this  state 
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of  the  evidence  it  is  imposBible  for  the  Court  to  say  that  the  speci- 
fication is  open  to  serious  objection,  or  is  insufficient  on  the  ground 
alleged.  ...  If  the  language  of  a  specification  is  clear  enough  to 
guide  a  competent  workman,  and  enable  him  to  obtain  the  desired 
result,  we  cannot  see  how  a  Court  can  hold  the  language  insufficient 
in  point  of  law.  No  doubt  it  is  for  the  Court,  and  not  for  a  work* 
man,  to  construe  the  specification ;  but  if  a  workman  says  it  is  a 
sufficient  guide  to  him,  and  the  Court  believes  him,  the  Court  must 
hold  that,  as  regards  clearness  of  description,  the  specification  is, 
in  point  of  law,  sufficient."  (e) 

The  case  of  Plimpton  v.  SpiUer(f)  is  instructive  as  illustrating 
how  far  the  Court  will  go  in  allowing  the  general  spirit  of  a 
specification  to  govern  and  prevail  over  the  clumsy  use  of  par* 
ticular  language.  But  it  is  only  an  illustration,  and  must  not  be 
taken  as  laying  down  principles  of  general  application,  (g) 

In  that  case  the  patentee  had  claimed  in  his  specification,  first, 
a  mode  of  applying  rollers  and  runners  to  the  footstands  of  skates, 
in  order  that  they  might  be  cramped  or  turned,  so  as  to  cause  the 
skate  to  run  in  a  curved  line  by  the  canting  or  tilting  of  the  foot- 
stand;  and,  secondly,  the  mode  of  securing  the  runners  and 
making  them  reversible,  as  described  in  the  specification.  To  this 
second  claim  it  was  objected  that  there  was  nothing  novel  in  the 
mode  of  securing  the  runners  to  the  footstands.  But  the  Court 
held  that,  assuming  this  to  be  so,  the  want  of  novelty  in  the 
second  claim  ought  not  to  invalidate  the  patent,  because  the 
second  claim  must  be  read  as  claiming  a  subsidiary  invention,  to 
be  used  only  in  connection  with  the  principal  invention. 

"There  are  few  patents  of  complicated  inventions,'*  said 
Jessel,  M.B.,  ''  even  as  regards  the  text  and  drawings,  where  some 
mistake  or  other  is  not  made.  Accuracy,  as  we  all  know,  is  very 
difficult  of  attainment ;  and  when  the  judge  sees  that  there  is  a 
real,  substantial  invention  of  great  merit,  and  the  description  is 
fairly  made,  so  that  a  competent  workman  can  make  the  invention, 
it  is  not  his  duty  to  endeavour  to  construe  the  patent  so  as  to 
make  it  claim  that  which  it  is  utterly  absurd  to  suppose  would  be 
claimed,  because  it  is  so  well  known,  as  a  matter  of  public 
notoriety,  that  nobody  would  think  of  claiming  such  a  thing."  (h) 

Construction  of  the  Speoiflcation  not  to  be  Determined  by  Experts. 
— Inasmuch  as  patent  actions  frequently  involve  an  enquiry  into 

(e)  4  B.  P.  C.  pp.  107, 108.  pp.  90,  91  (per  Bowen  and  Fiy,  LL JJ.). 

(/)  L.  R.  6  C.  D.  412 ;  47  L.  J.  Oh.  211,  (h)  L.  B.  6  C.  D.  p.  428. 

Ig)  See  Cropper  t.  Smith,  1  B.  P.  a 
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matters  of  a  highly  technical  or  scientific  nature,  the  evidence  of 
experts  is  often  tendered  by  the  parties.  But  while  such  witnesses 
may  give  valnable  assistance  to  the  Court  as  to  the  meaning  of 
terms  in  a  specification,  it  is  not  for  them  to  construe  the  docu- 
ment itself,  and  statements  as  to  their  opinion  upon  what  the 
specification  means  are  wholly  inadmissible.  They  may  inform 
the  <3ourt  regarding  the  facts,  but  the  Court,  in  light  of  that 
knowledge,  must  itself  construe  the  specification,  (t) 

"  In  all  cases,"  said  Lindley,  L. J.,  in  Brooks  v.  Steele,  (j)  "  the 
nature  of  the  invention  must  be  ascertained  from  the  specification, 
the  interpretation  of  which  is  for  the  judge,  and  not  for  any 
expert  The  judge  may,  and  indeed  generally  must,  be  assisted  by 
expert  evidence  to  explain  technical  terms,  to  shew  the  practical 
working  of  machinery  described  or  drawn,  and  to  point  out  what 
is  old  and  what  is  new  in  the  specification.  Expert  evidence  is 
also  admissible,  and  is  often  required  to  shew  the  particulars  in 
which  an  alleged  invention  has  been  used  by  an  alleged  infringer, 
and  the  real  importance  of  whatever  differences  there  may  be 
between  the  plaintiff's  invention  and  whatever  is  done  by  the 
defendant.  But,  after  all,  the  nature  of  the  invention  for  which  a 
patent  is  granted  must  be  ascertained  from  the  specification,  and 
has  to  be  determined  by  the  judge,  and  not  by  a  jury  nor  by  any 
expert  or  other  witness."  (k) 

Benevolent  Censtruotion. — It  has  sometimes  been  said  that  the 
Court  wLQ  construe  a  specification  benevolently,  and  dicta  to  that 
effect  are  to  be  found  in  several  modem  cases.  (I)  The  expression 
is  not  a  happy  one  as  appUed  to  the  construction  of  specifications 
in  patent  cases,  and  the  doctrine  was  reduced  to  its  due  proportions 
by  the  Court  of  Appeal  in  Cropper  v.  Smith,  (w) 

''  It  seems  to  me,"  said  Bowen,  L.J.,  in  that  case,  ''  that  the 
prayer  for  grace  is  very  often  addressed  to  Courts  under  circum- 
stances which  preclude  the  propriety  of  their  entertaining  it  for 
a  moment.  It  is  quite  true  that  in  old  times  a  great  many  judges 
were  supposed  to  be  astute  to  defeat  patents,  and  as  a  corrective, 
BO  to  speak,  to  that  inclination  of  the  Courts,  it  became  necessary 
for  the  tribunal  to  warn  itself  that  patentees  must  be  fairly  dealt 

(0  See  the  obfleiratioDB  of  Smith,  L.J.,  LighUng  Co.,  L.  B.  4  G.  D.  p.  612;  46 

as  to  this  Id  Oadd  y.  Mayor  of  Manchetter,  L.  J.  Oh.  p.  185 ;  and  in  Otio  v.  Lin/ordt 

9  B.  P.  0.  p.  532.  46  L.  T.  p.  89. 

( j)  14  B.  P.  0.  p.  73.  (m)  1  B.  P.  0.  80,  p.  89.    See,  also, 

Qc)  Gf.  Lord    Gaims,   G.,  in    Bntith  Lindley,  L.J.,  in  NeedJum  v.  Johmon,  1 

DynamUe  Co.  v.  KrAs,  13  B.  P.  G.  p.  192.  B.  P.  G.  p.  58. 

(2)  See  Jessel,  M.B.,  in  Hinks  v.  Safety 
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withy  as  between  themselves  and  the  public ;  and  as  a  canon  of 
constrnction  accordingly,  reference  has  been  made  from  time  to 
time  in  various  cases,  made  to  the  idea  that  a  benignant  or  benevo- 
lent construction  was  one  that  ought  to  be  invoked ;  that  is  to  say, 
reference  has  been  made  to  an  old  principle  of  construction,  which 
is  not  at  all  special  to  the  subject-matter  of  patents,  but  applies 
to  all  documents  and  all  deeds,  which  is  as  old  as  Coke  and 
Sheppard*s   Touchstone,  to  the  effect  that  the  interpretation  of 
a  written  document  ought  to  be  benevolent  or  benign.    '  Verba 
debent  inteUigi  cum  effectu  ut  res  magis  valeat  quam  pereat'    Now, 
that  is  only  a  caution  against  excessive  formalism ;  it  only  means 
that  when  you  can  see  what  the  true  construction  of  the  document 
is,  or,  in  other  words,  what  the  true  intention  of  the  parties  is, 
as  expressed  in  their  language,  you  must  not  allow  yourself  to  be 
drawn  away  from  the  true  view  of  the  document  by  over-nicety 
ki  criticism  of  expression.    That  is  what  seems  to  me  to  be  meant. 
You  must  remember  that  the  parties  meant  to  do  something  by 
their  deed,  and  you  must  not  defeat  it,  if  effect  can  be  given  to 
their  intention  by  a  fair  construction  of  the  whole  of  the  document. 
It  is  almost  always  coupled  with  another  maxim,  which  seems  to 
me  really  to  be  the  same  thing  in  another  shape :  '  Verba  intentioni 
debent  inserviri*    You  must  construe  particular  words  so  as  not 
to  defeat  the  clear  intention  of  the  whole.    That  is  what  seems 
to  me  to  be  the  meaning  of  the  maxim,  that  the  interpretation 
of  documents  ought  to  be  benevolent  or  benign ;  but  having  said 
that,  it  follows  that  although  there  may  be  cases  in  which  you 
use  it  when  the  validity  of  the  patent  is  in  question,  it  certainly 
never  can  be  used  when  the  construction  of  a  document  is  clear ; 
that  is  to  say,  it  is  a  guide  to  help  you  to  construe  a  docu- 
ment;  it  is  not  an  excuse  to  justify  you  in  misconstruing  a 
document."  (n) 

"I  am  clearly  of  opiuion,**  said  Lord  Esher,  in  NobeVs 
Explosives  Company  v.  Anderson, (p)  ''that  whether  the  patent  be 
a  pioneer  patent,  or  a  master  patent,  or  a  patent  for  a  fijrst  inven- 
tion, or  whether  it  be  a  valuable  patent,  or  a  patent  for  the  smallest 
thing,  or  whether  it  be  a  patent  for  an  improvement,  or  whatever 
the  patent  may  be,  the  canons  of  construction  of  the  patent  are 
precisely  the  same.  What  is  more,  I  am  further  of  opinion  that 
the  canons  of  construction  of  a  patent  are  the  same  canons  of 

(n)  See  this  "moBt  admirable  judg-  NcheVi   ExploHvei    Co.  y.  Afidenon,  11 

meot'*  approved  mBennoJqf^Y.  Rkhard-  B.  P.  C  523 :  and  in  ToUon  ▼.  Speight,  13 

ion,  11  B.  P.  C.  271 ;  Hooking  ▼.  Hooking,  B.  P.  C.  p.  721. 

6  B.  P.  0.  73  (per  Lord  Halsbnry,  C);  (o)  Bnpra. 
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construction  that  are  to  be  applied  to  every  written  instroment 
which  has  to  be  construed  by  the  Court" 

"You  are  not,"  said  Lord  Davey  in  Kynoch  &  Company  v. 
WM>^  (f )  "  to  put  a  forced  construction  on  the  specification,  as 
not  intending  to  claim  something  that  is  old,  because  it  was 
foolish  or  suicidal  of  the  patentee  to  daim  it." 

In  ConBtming  Claims  the  Whole  Specifloation  must  be  Looked  at. — 
Every  specification  must  conclude  with  a  distinct  statement  of 
the  invention  claimed.  In  construing  such  statements  the  proper 
course  is  to  first  read  the  specification  through,  and  see  what  the 
inventor  proposed  to  patent,  and  then  construe  the  claim  in  the 
light  of  the  information  so  obtained.  (9)  For  a  claim  is  not  an 
isolated  sentence  having  no  connection  with  what  precedes  it 

''  I  do  not  think,"  said  Lord  Hatherley  in  ArtuM  v.  Bradr- 
bury,  (r)  '*  that  the  proper  way  of  dealing  with  this  question  is 
to  look  first  at  the  claim,  and  then  see  what  the  full  description 
of  the  invention  is,  but  rather  first  to  read  the  description  of  the 
invention,  in  order  that  your  mind  may  be  prepared  for  what  it 
is  the  inventor  is  about  to  claim.  He  tells  you  that  he  has  now 
described  and  particularly  ascertained  the  nature  of  his  invention, 
and  the  manner  in  which  it  is  to  be  performed,  and  then  in  the 
claim  we  do  not  find  anything  asserted  or  claimed  as  his  invention 
beyond  what  is  found  in  the  previous  part." 

In  Edison-BeU  v.  Smith,(8)  Lord  Esher,  M.B.,  following  the  above 
rule,  said :  "  When  objection  is  taken  to  the  claim,  or  to  any  one 
of  several  claims,  it  is  not  using  the  true  canons  of  construction 
to  read  that  alone  and  to  say  that,  without  regard  to  what  there 
is  in  the  rest  of  the  patent,  that  means  so-and-so,  or  that  means 
what  is  stated  as  the  objection,  and,  therefore,  reading  it  in  that 
way,  you  must  hold  that  the  patent  is  bad.  Tou  must  look  at  the 
whole  of  the  specification,  and  then,  having  looked  at  the  whole, 
if  it  is  an  objection  to  the  claim,  see  what  the  claim,  on  the  true 
construction  of  it,  is,  having  regard  to  the  whole  of  the  instrument. 
.  .  .  That  is  the  rule  which,  I  think,  is  the  right  one,  and  it  is 
the  same  rule  as  you  would  apply  to  the  construction  of  any 
instrument.  Bead  the  whole  of  it  before  you  determine  upon  an 
objection  to  any  particular  part  of  it.  When  you  have  read  the 
whole  of  it  you  must  come  back  to  that  which  is  objected  to,  and 
see  what  is  the  fair  construction  of  it,  having  regard  to  what  you 

(p)  17  B.  P.  d  116  (r)  L.  B.  6  Oh.  p.  712 ;  24  L.  T.  618. 

Iq)  See  Lindley,  L.J.,  in  Edimm  y.  (9)  11  B.  P.  C.  pp.  895,  869. 

Woodkouto,  4  B.  P.  G.  107. 
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read  before.    Toa  mast  not  distort  it;  you  most  not  add  to  it; 
yon  must  conetrue  it  as  it  is,  but  construe  it  fairly." 

Where  the  claim  contains  the  words  ''  substantially  as  described 
and  set  forth/'  the  patentee  is  limited  in  the  construction  of  such 
claim  by  the  earlier  descriptive  part  of  the  specification^  which  will 
be  held  to  control  the  claim,  (t)  But  the  patentee  in  such  case  is  not 
tied  down  to  the  very  words  of  the  letterpress,  to  the  exclusion  of 
what  may  be  included  in  the  drawings  of  the  specification,  (u) 

In  Maxim-NordenfeU  Company  v.  Anderson,  (v)  where  the  patent 
was  for  a  smokeless  explosive  compound,  the  patentee  stated  in 
his  specification  that  he  produced  his  explosive  compound  by 
mixing  gun-cotton  or  pyroxyline  with  nitro-glyoerine,  nitro-gelatine, 
or  similar  material,  and  with  oil,  preferably  castor  oil,  in,  or  about 
in,  the  following  proportions,  viz.,  from  two  to  five  per  cent,  of 
the  castor  oil,  from  ten  to  fifteen  per  cent,  of  the  nitro-glycerine 
or  the  like,  and  the  remainder  of  gun-cotton.  The  first  claim  was 
as  follows — ^'An  explosive  compound  consisting  essentially  of 
gun-cotton  or  pyroxyline  mixed  with  nitro-glycerine,  nitro-gelatine, 
or  similar  material,  and  with  castor  oil  or  other  suitable  oil  for 
the  purpose  above  specified."  The  plaintiffs  contended  that  this 
claim  covered  any  combination  of  the  specified  substances,  no 
matter  what  the  varying  proportions  were.  The  defendants  argued 
that  the  words  **  in,  or  about  in,"  contained  in  the  body  of  the 
specification,  governed  the  claim  and  limited  the  plaintiffs'  in- 
vention to  a  combination  of  the  named  substances  in,  or  about  in, 
the  specified  proportions.  The  House  of  Lords  held  that  the 
defendants'  contention  was  right;  that  the  proportions  given  by 
the  plaintiffs  (in  which  gun-cotton  greatly  predominated)  were  the 
essence  of  the  invention,  and  that  the  manufacture  of  cordite,  which 
contained  fifty-eight  per  cent,  of  nitro-glycerine  and  only  thirty- 
seven  per  cent,  of  gun-cotton,  was  no  infringement  of  the  patent. 

Where  a  specification  has  once  been  construed  by  the  Court, 
a  Court  of  co-ordinate  jurisdiction  will  regard  such  construction 
as  binding,  and  follow  it  in  a  subsequent  action  on  the  same 
patent,  (w)  But  this  rule  will  not  prevent  the  Court  which  hears 
the  second  action  from  exercising  its  judgment  on  the  effect  of 
fresh  evidence,  (x) 

(t)  Bro6k9  y.  Lamplughy  15  B.  F.  C.  49.  6  B.  P.  C.  182 ;  per  Bowen,  L.J.,  in  Ediwn 

(u)  PrunmaUeTyreCo.y.  Tubeleu  Tyre,  &  Swan  v.  Holland,  6  B.  P.  C.  252. 

15  B.  P.  0.243;  14  T.  L.  B.  341 ;  16  B.  P.  («)  See   Cotton,   L.J.,  in   Ediion  v. 

C.  79 ;  15  T.  L.  B.  105.  H<^and,  6  B.  P.  C.  pp.  280, 281 ;  also  Lord 

(v)  14  B.  P.  C.  671 ;  15  B.  P.  C.  421.  Halsbury,    C,   in    Avtomatie     Weighing 

(tr)  Hilh  ▼.   Liverpool    Gas    Co.    32  Machine  Co.  v.  Combined  WeigHing  Machine 

L.  J.  Ch.  p.  80 ;  Slazenger  ▼.  FeiUham,  Co.,  6  B.  P.  C.  p.  870. 
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CHAPTER  XIII. 

AMENDMENT  OF  THE   BPEOIFIOATION. 

Power  of  Amendment  a  Statutory  Belief. — The  consideration  for  a 
patent  grant  being  one  and  indivisible,  a  failure  in  part  is  a  failure 
in  all.. (a)  If  a  part  of  the  alleged  invention,  for  example,  is  not 
new  the  whole  grant  is  void,  so  long  as  the  specification  still  claims 
that  part,  no  matter  how  novel  and  meritorious  the  rest  may  be. 
Great  hardship  would  therefore  sometimes  be  inflicted  on  deserving 
and  ingenious  persons  if  the  law  afforded  no  means  of  curing  such 
a  defect  in  a  patent.  It  may  easily  happen  in  the  case  even  of 
the  most  diligent  and  careful  inventor,  that  the  drag  net  of  his 
claim  is  thrown  too  wide,  and  some  matter  lacking  novelty  or 
utility  inadvertently  included.  Where  this  occurs  the  letters 
patent  are  void  by  reason  of  the  defective  matter  included  in  the 
claim ;  and  if  no  power  existed  of  limiting  the  claim  by  .amendment 
to  that  which  the  patentee  had  in  fact  invented,  the  unfortunate 
inventor  would  lose  the  entire  fruit  of  his  labour  and  ingenuity. 
The  expediency,  therefore,  of  providing  a  remedy  in  such  case,  to 
save  that  portion  of  the  patent  which  is  not  open  to  objection,  is 
at  once  apparent. 

No  such  power  of  amendment  existed  at  common  law. 
Alterations  in  the  terms  of  a  patent  grant  could  only  be  sanctioned 
in  the  same  way  in  which  the  letters  patent  had  themselves  been 
authorized,  viz.,  by  a  second  sealing  with  the  great  seal.  The 
patentee  who  desired  to  obviate  such  a  defect  in  his  grant  had 
therefore  to  go  again  to  the  Grown  for  what  was  in  effect  a  new 
patent.  A  jurisdiction  to  amend  trifling  errors  was,  it  is  true, 
vested  in  the  Master  of  the  Bolls,  as  custodian  of  the  records  in 
Chancery.  But  this  jurisdiction  only  extended  to  clerical  errors, 
mistakes  per  incuriam  et  ex  inani  inadvertentia  acriptoris.  The 
letters  patent,  when  a  grant  was  made,  were  delivered  to  the 
grantee  as  evidence  of  his  title,  but  the  enrolment  of  the  patent 

(a)  See  ante,  pp.  68, 64. 
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and  specification  remained  as  records  in  Chancery,  in  the  keeping 
of  the  Master  of  the  Bolls,  whose  right  of  interference  with  such 
documents  only  extended  to  seeing  that  they  actually  corresponded 
with  the  originals,  (b) 

Former  Practice  as  to  Amendments. — The  hardship  occasioned 
to  patentees  by  the  absence  of  any  power  of  amendment  at  length 
attracted  the  attention  of  the  Legislature.  Disclaimers  and 
memoranda  of  alteration  were  first  allowed  by  5  &  6  Wm.  IV. 
c.  83.  The  leave  of  the  Attorney  or  Solicitor  General  was,  however, 
required  for  amendments  under  this  Act.  Once  leave  was  given, 
and  the  disclaimer  filed  and  enrolled,  it  became  part  of  the  letters 
patent  or  specification  from  the  date  of  the  filing,  (c)  The 
power  of  amendment  thus  given  was,  however,  strictly  limited  to 
disclaimer. 

Explaining  the  object  of  this  Statute,  in  Regina  v.  Mill,  Maule,  J., 
said :  "  The  principle  of  the  enactment  seems  to  be  this :  Where 
a  patent  is  void  for  claiming  too  much,  and  the  case  one  which 
appears  to  the  Attorney  General  to  be  proper  for  the  exercise  of 
his  discretion  in  allowing  a  disclaimer,  the  patent  is  not  to  be 
altogether  avoided,  but  may  be  amended  in  the  mode  prescribed. 
In  the  exercise  of  this  discretion  great  care  ought  to  be,  and  no 
doubt  is,  taken  that  injustice  be  not  done  to  third  parties  or  to  the 
public."  W) 

Under  this  Act  it  was  held  that  the  grantee  who  had  obtained 
the  patent  was  the  person  who  must  enter  the  disclaimer,  even 
where  he  had  assigned  his  interest,  (e)  This  inconvenience  was 
removed  by  7  &  8  Vict.  c.  69,  s.  5,  which  permitted  assignees  of 
letters  patent  to  enter  disclaimers.  Section  15  of  12  &  13  Vict, 
c.  109,  provided  that  specifications  and  disclaimers  should  be  enrolled 
in  the  enrolment  office  of  the  Court  of  Chancery ;  and  15  &  16 
Vict.  c.  83,  (/)  required  them  to  be  filed.  The  last-mentioned  Act 
also  enacted  that  no  action  should  be  brought  in  respect  of  any 
infringement  of  a  patent  in  connection  with  which  a  disclaimer 

(6)  See  Lord  Langdale,  M.B.,  In  re  L.  B.  20  Eq.  346;  In  re  Uorgan'$  Pcrfant, 

Sharpe*8  Patent,  3  Beav.  245,  pp.  251-253.  24  W.  B.  245 ;   In  re  Oan^e  Patent,  26 

How  far  this  jartsdiction  still  snrviveB  0.  D.  105. 

would  seem  to  be  doabtfal.    In  any  case  (c)  Perry  v.  Skinner ,  2  M.  &  W.  471 ; 

it  is  now  of   Httle    importance,  as  the  Beg.  v.  HfiK,  10  C.  B.  379;  14  Beav.  312; 

Comptroller-General  of  Patents  has  ample  20  L.  J.  C.  P.  16. 

power  to  amend  clerical  errors.    See  the  (d)  10  G.  B.  p.  395;  20  L.  J.  0.  P.  16. 

Patents  Act,  1883,  s.  91,  and  P.  B.  1890,  (e)  SpiUbury  y.  doughy  2  Q.  B.  466; 

mle  16     As  to  the  jurisdiction  of  the  11  L.  J,  Q.  B.  109;  1  W.  P.  C.  255. 
Master  of  the  Bolls,  ^ee  In  re  JohntorCe  (/)  The  Patent  Law  Amendment  Act, 

Pa(0n<,  5  CD.  503;  In  re  Berdan's  Patent,  1852. 
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had  been  filed  where  such  infringement  had  occurred  prior  to  the 
filing  of  the  disclaimer,  unless  the  Law  Officer  certified  by  his  fiat 
that  such  action  might  be  brought,  notwithstanding  the  filing  of 
such  disclaimer,  (g)  By  16  &  17  Vict.  c.  115,  certified  copies  of 
disclaimer  were  made  receivable  in  eyidenca  All  these  Statutes 
were  repealed  by  the  Patents  Act,  1883,  which,  with  the  amending 
Acts,  now  governs  the  practice  as  to  the  amendment  of  specifications. 

Discussing  disclaimers  under  these  earlier  Statutes,  Lord 
Westbury  in  the  House  of  Lords  in  1865  said :  (fc)  "  The  object 
of  the  Act  authorizing  disclaimers  was  plainly  this,  that  when 
you  have  in  your  specification  a  sufficient  and  good  description 
of  a  useful  invention,  but  that  description  is  imperilled  or 
hazarded  by  something  being  annexed  to  it  which  is  capable  of 
being  severed,  leaving  the  original  description,  in  its  integrity,  good 
and  sufficient,  without  the  necessity  of  addition,  then  you  might, 
by  the  operation  of  a  disclaimer,  lop  off  the  vicious  matter  and 
leave  the  original  invention  as  described  in  the  specification 
untainted  and  uninjured  by  that  vicious  excess.  But  it  was  never 
intended  that  you  should  convert  a  bad  specification,  in  the  sense 
of  its  containing  no  description  of  any  useful  invention  at  all,  into 
a  good  specification,  by  adding  words  that  would  convert  what  has 
been  properly  called  in  the  Court  below,  '  a  barren  and  unprofit- 
able generality,'  into  a  specific  and  definite  and  practical 
description." 

Amendmeiit  under  the  Patents  Act,  1883. — The  present  practice 
on  amendments  may  best  be  considered  under  the  following  heads : 
(1)  Amendments  required  by  the  Comptroller  after  receiving  the 
examiner's  report  as  to  an  application  for  a  patent.  (2)  Amend- 
ments at  the  instance  of  the  applicant  or  patentee,  after  the 
filing  of  the  complete  specification.  (8)  Amendments  when  an 
action  is  pending  in  regard  to  the  patent,  or  after  a  petition  for 
its  revocation  has  been  presented. 


1.  Amendments  required  by  the  Comptroller. 

These  amendments  are  now  governed  by  Section  2  of  the 
Patents  Act,  1888,  and  Section  9  of  the  Patents  Act,  1883.  The 
former  of  those  sections  deals  with  the  provisional  specification, 
and  provides  that  if  the  examiner  to  whom  an  application  for 
letters  patent  has  been  referred  reports  that  the  nature  of  the 

(g)  The  Patent  Law  Amendment  Aot,  (A)  BaUton  t.  Smith,  11  H.  of  L.  Oa. 

1852, 8.  39.  p.  243 ;  35  L.  J.  G.  P.  p.  54. 
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inyention  is  not  fairly  described^  or  that  the  application^  specifica- 
tion, or  drawings,  has  not,  or  have  not,  been  prepared  in  the 
prescribed  manner,  or  that  the  title  does  not  sufficiently  indicate 
the  subject-matter  of  the  invention,  the  Comptroller  may  refuse 
to  accept  the  application,  or  require  that  the  application,  speci- 
fication, or  drawings  be  amended  before  he  proceeds  with  the 
application. 

Section  9  of  the  Patents  Act,  1883,  relates  to  the  usual  case 
of  a  complete  specification,  that  is  to  say,  where  that  document 
is  left  after  a  provisional  specification  has  been  delivered,  and 
provides  that  if  the  examiner  in  such  case  reports  that  the  com- 
plete specification  has  not  been  prepared  in  the  prescribed  manner, 
or  does  not  describe  substantially  the  same  invention  as  that 
described  in  the  provisional  specification,  the  Comptroller  may 
refuse  to  accept  the  complete  specification,  unless  and  until  the 
same  shall  have  been  amended  to  his  satisfaction. 

In  both  of  the  above  cases  an  appeal  lies  from  the  Comptroller 
to  the  Law  Officer,  whose  decision  in  the  matter  is  final,  (i) 

The  machinery  of  the  Acts  under  which  specifications  are 
referred  to  examiners  for  report  does  not  limit  the  discretion  of 
the  Comptroller  to  requiring  only  such  amendments  as  the 
examiner  may  suggest.  The  Comptroller  may  himself  require  an 
amendment  to  be  made  where  he  considers  it  necessary,  whether 
such  amendment  has  been  suggested  by  the  examiner  or  not.  (j) 

Where  an  applicant  files  his  complete  specification  with  a 
restricted  title,  the  Comptroller  may,  under  the  above  sections, 
amend  the  title  of  the  provisional  specification,  so  as  to  make 
the  two  documents  agree ;  but  such  amendment  can  only  be  made 
by  way  of  excision,  (k) 

Where  the  Comptroller  requires  an  amendment  to  be  made 
before  an  application  is  allowed  to  proceed,  he  may  also  direct 
that  such  application  shall  bear  date  from  the  time  when  the 
requirement  is  complied  witb.({) 

The  Comptroller's  power  of  requiring  amendments  is  only 
intended  to  be  exercised  before  the  specifications  have  become 
public  property  :(m)  thereafter  all  amendments  must  be  made 
at  the  instance  of  the  patentee,  under  the  provisions  of  a  different 
section,  which  will  next  be  considered. 

Inventors  should  remember  that  while  the  Comptroller  has 

(♦)  Patents  Act,  1888,  8.  2  (2)  (3);  (k)  Dare$  Patent,  Griff.  P.  0.  307. 

Patents  Act,  1883,  s.  9  (2)  (3).  (0  Patents  Act,  1888,  s.  2  (1). 

(J)  0.'$  Applieation,  7  R.  P.  0.  250.  (to)  Jones*  Patenty  Griff.  P.  0.  313. 
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this  ample  power  of  amendment^  it  is  not  a  matter  of  course  that 
be  will  exercise  it  in  favoor  of  a  careless  applicant,  who  sends  in 
a  specification  so  negligently  framed  that  a  grant  cannot  be  made 
upon  it  without  amendment,  (n)  In  practice,  extensive  amendments 
will  not  usually  be  allowed;  and  an  applicant  must  not  think 
that  it  is  open  to  him  to  cast  his  net  as  widely  as  he  pleases  in 
his  claims,  and  then  come  to  the  Comptroller  and  say  it  is  a  case 
for  amendment.  (6) 


2.  Amendments  of  Specifications  at  the  Instance  of  the  Patentee 
when  no  Action  for  Infringement,  and  no  Proceeding  for 
Revocation  of  the  Patent,  is  Pending. 

The  special  statutory  provisions  dealing  with  these  amend- 
ments are  contained  in  Section  18  of  the  Patents  Act,  1883.  (p) 
Commenting  on  that  section  in  re  HaU  and  Others,  Smith,  J.,  said : 
"Section  18  gives  power  to  a  patentee,  when  he  finds  out  the 
blunder  in  his  specification,  himself  to  seek  leave  to  amend  his 
specification  by  way  of  disclaimer,  correction,  or  explanation; 
and  he  can  go,  proprio  motu,  to  the  Comptroller  and  say,  '  I  want 
to  amend  the  blunder  I  have  got  in  my  specification,  as  regards 
disclaimer,  correction,  or  explanation. '  "(;) 

The  Comptroller-General  of  Patents  and  the  Law  Officer  are 
the  special  authorities  in  whom  is  vested  the  sole  jurisdiction  to 
permit  or  refuse  amendments  under  this  section.  No  amendment 
can  be  obtained  without  the  consent  of  the  Comptroller  or  (if  the 
matter  be  appealed)  of  the  Law  Officer  on  appeal  from  the 
Comptroller. 

If  it  is  desired  to  amend  a  complete  specification  after  it  has 
been  filed,  but  before  the  sealing  of  the  letters  patent,  leave  must 
be  sought  by  the  applicant  himself.  But  once  the  letters  patent 
have  been  sealed,  any  person  for  the  time  being  entitled  to  the 
benefit  of  the  letters  patent  may  make  the  application,  (r) 

Application,  how  Made. — The  application  must  be  made  by 
request  in  writing,  signed  by  the  person  qualified  to  apply,  and 
stating  the  nature  of  the  proposed  amendment  and  the  reasons 

(fi)  ThemoB  A  PrewiiPt  AppUeaHon^  16  AU  applioations  for  amendment  after  the 

B.  F.  C.  69.  complete  specification  has  been  pablished 

(o)  GameiCi  Applieaiion,  16  R.  P.  G.  (even  if  made  before  that  Bpeoiflcation  haa 

154.  been  accepted)  ought  to  be  made  under 

(p)  See,  also,  Patents  Act,  1888,  s.  5.  s.  18.    See  Jone^  Patent,  Griff.  313. 

iq")  5  B.  P.  C.  312 ;  21  Q.  B.  D.  137.  (r)  Patents  Act,  1883,  s.  18  (1) ;  s.  46. 
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for  it.  (^  The  reasons  are  a  part  of  the  request ;  but  the  appli- 
cation should  not  apparently  be  refused  merely  because  the 
reasons  stated  in  the  request  are  insufficient.  (0  The  request 
for  leave  to  amend  must  be  sent  to  the  Comptroller-General  of 
Patents  at  the  Patent  Office. 

It  may  be  left  at  the  office  or  sent  through  the  post,  (u)  It 
must  be  accompanied  by  a  duly  certified  copy  of  the  original 
specification  and  drawings,  shewing  in  red  ink  the  proposed  amend- 
ment, (t;)  The  request  for  leave  to  amend  is,  on  receipt  at  the 
Patent  Office,  advertised  by  the  Comptroller  in  the  official 
journal,  (w)  Intimation  is  thus  made  to  the  public  of  the  proposed 
amendment,  and  the  reasons  assigned  for  it.  (x) 

OppositioiL  to  AmendmeiLt. — Any  one  may,  within  one  month  from  ■ 
the  first  advertisement,  give  notice  at  the  Patent  Office  of  opposition 
to  the  proposed  amendment,  (y)  A  notice  of  opposition  must  state 
the  grounds  on  which  the  person  giving  such  notice  intends  to 
oppose  the  amendment.  It  must  be  signed  by  the  opponent,  and 
state  his  address  for  service  in  the  United  Kingdom,  (z)  The  Comp- 
troller has,  however,  allowed  notices  of  opposition  to  be  signed 
subsequently  to  their  acceptance  at  the  Patent  Office,  where, 
in  his  opinion,  no  prejudice  was  thereby  occasioned  to  the  applicant 
for  amendment  (a)  An  unstamped  copy  must  accompany  the 
notice  of  opposition  for  transmission  to  the  applicant  for  amend- 
ment, (b)  to  whom  the  Comptroller  is  required  to  give  notice  of  the 
opposition,  (c) 

Evidence  on  the  Application  and  Opposition. — The  evidence  in 
support  of  the  opposition  is  transmitted  to  the  Comptroller  in  the 
form  of  statutory  declarations.  The  opponent  has  a  period  ex- 
tending to  fourteen  days  after  the  expiration  of  one  month  from 
the  first  advertisement  of  the  application  to  amend,  within  which 
he  may  leave  at  the  Patent  Office  statutory  declarations  in  support 
of  his  opposition.  A  list  of  these  declarations  must  at  the  same 
time  be  delivered  to  the  applicant,  (d) 

The  applicant  has  fourteen  days  from  the  delivery  of  this  list 
within  which  to  leave  at  the  Patent  Office  his  statutory  declarations 
in  answer,  together  with  a  list  thereof  for  the  opponent.     A  further 

(«)  Patents  Act,  1883,  s.  18  (1) ;  P.  B.  (y)  Sect.  18  (2). 

rale  52.  («)  P.  B.  rule  58. 

(0  Ashworih,  Griff.  A.  P.  C.  6.  (a)  Be  Codd,  Griff.  P.  C.  305. 

(«)  P.  B.  role  16a.  (b)  P.  B.  rale  54. 

(v)  Sect.  18  ri)  P.  B.  rule  52.  (o)  Patents  Act,  1883,  s.  18  (3). 

(w)  Sect.  18  (2)  P.  B.  rale  52.  (d)  P.  B.  rule  55. 

(»)  AahtP(yrth,  Griff.  A.  P.  C.  6. 
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period  of  fourteen  days  is  allowed  the  opponent  to  deliver  declara- 
tions in  reply.  Declarations  in  reply  must,  however,  be  confined 
strictly  to  matters  in  reply  only,  (e)  A  list  of  these  must  likewise 
be  delivered  to  the  applicant.  Copies  of  declarations  delivered 
may  be  obtained  either  at  the  Patent  Office  or  from  the  opposite 
party.  (/) 

Neither  side  may  leave  further  evidence  except  by  permission 
of  the  Comptroller.  This  permission  will  only  be  given  upon  the 
written  consent  of  the  parties  or  by  special  leave  on  application  in 
writing  made  for  the  purpose,  (g)  Either  party  applying  to  the 
Comptroller  for  special  leave  must  give  notice  to  the  opposite 
party,  who  may  oppose  the  application,  (h) 

Hearing  before  the  Comptroller.— On  the  completion  of  the 
evidence,  or  at  such  other  time  as  he  may  see  fit,  the  Comptroller 
must  appoint  a  time  for  the  hearing  of  the  case,  giving  the  parties 
at  least  ten  days'  notice,  (t)  It  is  not  necessary  that  the  parties 
should  attend  before  the  Comptroller,  but  if  either  side  wish  to  do 
so,  they  must  send  in  an  application  to  be  heard  on  the  pre- 
scribed form.  Otherwise  the  Comptroller  may  refuse  to  hear 
them.  (J) 

The  Comptroller  (unlike  the  Law  Officer)  has  no  power  either 
to  summon  witnesses  or  to  hear  evidence  viva  voce.  He  must 
decide  the  case  upon  the  declarations.  If,  therefore,  he  finds  that 
the  application  and  opposition  raise  a  direct  issue  of  fact,  he  will 
probably  allow  the  amendment,  and  leave  the  opponents  to  their 
remedy  by  way  of  appeal  to  the  Law  Officer,  before  whom  the 
respective  declarants  can  be  summoned  and  cross-examined,  so  as 
to  test  on  which  side  the  truth  lies.  (A;) 

If  the  parties  do  not  desire  to  attend  before  the  Comptroller, 
he  will  decide  the  case  upon  the  filed  declarations.  (Z)  Whether 
parties  elect  to  attend  or  not,  the  decision  of  the  Comptroller  is 
usually  notified  to  them  in  writing. 

When  leave  to  amend  is  given,  the  applicant  must  leave  at  the 
Patent  Office,  if  required  to  do  so,  and  within  such  time  as  shall 
be  fixed  by  the  Comptroller,  a  new  specification  and  drawings  (if 
any)  as  amended,  (m) 

Every  amendment  of  a  specification  is  advertised  in  the  official 

(6)  P.  B.  nilee  56  &  38.  (k)  See  HaifiM%  Falmt^  Griff.  288. 

(/)  Md.  56,  39.  (0  P.  B.  rulee  44,  56. 

^)  Ibid.  56, 40.  (m)  P.  B.  rule  57.      As  to  form  of 

Qi)  Ibid.  40, 56.  specification  Bee  P.  B.  rules  10,  30,  31 ; 

(0  Ibid.  56.  and  examples  Appendix  lY.  poet. 

(J)  P.  B.  mlefl  44, 56. 
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journal  of  the  Patent  Office,  and  otherwise,  as  the  Comptroller  may 
direct,  (n) 

The  Comptroller  is  not  bound  merely  to  permit  or  refuse  an 
amendment,  he  may  impose  conditions,  (o)  but  he  has  no  power 
to  give  costs,  (p)  He  may  not,  therefore,  impose  a  condition  that 
a  sum  of  money  shall  be  paid  by  the  applicant  to  the  opponent  if 
such  sum  is  really  intended  to  recoup  the  opponent  his  expenses 
of  opposing,  (q) 

Appeal  to  Law  Officer.— From  the  Comptroller  an  appeal  lies  to 
the  Law  Officer,  whose  decision  is  final,  (r)  Any  person  intending 
to  appeal  must  file  a  notice  of  his  appeal  in  the  Patent  Office 
within  fourteen  days  of  the  date  of  the  decision  it  is  intended  to 
question,  (s)  The  time  for  serving  such  notice,  where  the  specific 
terms  of  an  amendment  which  has  been  allowed  are  not  settled  at 
the  hearing  before  the  Comptroller,  runs  from  the  day  on  which 
the  Comptroller  forwards  to  the  parties  a  copy  of  the  amendment 
as  officially  approved.  (0  The  notice  of  appeal  must  state  the 
nature  of  the  decision  appealed  against,  and  whether  the  appeal  is 
from  the  whole,  or  part  only,  and  what  part,  (u)  A  copy  of  this 
notice  must  be  sent  to  the  Law  Officer's  clerk  at  the  Boyal  Courts 
of  Justice,  and  to  the  applicant  or  person  opposing  before  the 
Comptroller,  as  the  case  may  be.  (v) 

No  appeal  will  be  entertained  of  which  notice  has  not  been 
given  within  fourteen  days,  or  such  further  time  as  the  Comptroller 
has  allowed,  except  upon  special  leave  obtained  on  application  to 
the  Law  Officer,  (w) 

Upon  notice  of  the  appeal  being  filed,  the  Comptroller  transmits 
to  the  Law  Officer's  clerk  all  the  papers  relating  to  the  matter 
under  appeal,  (x) 

Seven  days'  notice  at  least  of  the  time  and  place  appointed  for 
hearing  the  appeal  is  given  by  the  Law  Officer's  clerk.  But  in 
special  cases  the  Law  Officer  may  direct  a  shorter  notice  to  be 
given,  (y)  This  notice  is  given  to  the  Comptroller  and  the 
appellant,  and  to  any  person  opposing  before  the  Comptroller,  (z) 

At  the  hearing  of  the  appeal  the  Law  Officer  will  hear  the 
applicant  for  amendment,  and  any  person  who  has  given  notice  of 

(n)  P.  R.  rale  69.  (0  Chandlet's  PcUeni,  Griff.  P.  0.  273. 

(o)  Hearaon^B  Patent,  Griff.  P.  0.  310.  (u)  L.  O.  B.  role  2. 

(p)  Chandler's  Patent,  Griff.  273.  (v)  Ibid.  3. 

Iq)  Pietsehmann's  Patent,  Griff.  P.  G.  (w)  Ibid.  5. 

807;  oyemiling  re  Codd,  ibid.  305.  (x)  Ibid.  i. 

(r)  Patents  Aot,  1883,  8.  18  (3).  (y)  Ibid.  6. 

(•)  L.  0.  B.  role  1.  (t)  Ibid.  7. 
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opposition  before  the  Comptroller^  and  who  is,  in  the  opinion  of  the 
Law  Officer,  a  person  entitled  to  be  heard  in  opposition,  (a)  In 
BeWs  Application^  (b)  the  opponents  urged  that  the  amendment  asked 
would  make  the  invention  the  same  as  that  already  patented  by 
two  prior  patents.  Neither  of  these  prior  patents,  however,  belonged 
to  the  opponents,  and  Clarke,  S.G.,  declined  to  admit  the  objection, 
holding  that  as  to  these  prior  patents  those  opponents  were,  under 
the  circumstances,  not  persons  entitled  to  be  heard.  Once,  how- 
ever, an  opponent  has  a  hcus  standi  as  a  person  entitled  to  oppose, 
he  may  rely  upon  specifications  other  than  those  in  which  he  is 
personally  interested,  (c) 

Hearing  of  fhe  Appeal. — The  appeal  is  by  way  of  re-hearing, 
and  except  as  to  matters  which  have  come  to  their  knowledge  since 
the  decision  appealed  from,  the  parties  are  limited  to  the  same 
evidence  as  was  tendered  below,  (e!)  The  Law  Officer  may, 
however,  relax  this  rule,  and  admit  further  evidence  on  special 
application  made  to  him  for  that  purpose.  In  Hampton  & 
Facer,  {e)  the  decision  of  the  Comptroller  was  adverse  to  the 
applicant  for  amendment  on  one  point,  in  regard  to  which  there 
was  no  evidence  before  the  Comptroller ;  the  applicant  neverthe- 
less accepted  the  decision  m  toto.  The  opponent,  however,  appealed, 
and  thereupon  the  applicant  applied  to  the  Law  Officer  for  leave  to 
file  further  evidence  upon  the  point  on  which  the  decision  below 
had  been  given  against  him.  Sir  E.  Clarke,  S.O.,  in  the  circum- 
stances, refused  leave. 

The  Law  Officer  must,  if  either  party  so  request,  order  the 
attendance  at  the  hearing  for  cross-examination  of  any  person  who 
has  made  a  declaration  on  the  matter  of  the  appeal,  unless  he  is 
satisfied  that  no  good  ground  for  making  such  order  exists.  (/) 
Where  either  party  desires  the  attendance  of  declarants  for  cross- 
examination,  he  should  give  notice  of  his  request  to  the  Law 
Officer's  clerk,  with  a  list  of  the  witnesses  to  be  examined.  Copies 
of  the  notice  and  list  should  also  be  sent  to  the  other  side.  There- 
upon the  parties  attend  before  the  Law  Officer,  who  decides  whether 
or  not  he  will  direct  his  clerk  to  issue  summonses  to  the  witnesses 
in  question,  (jg)  The  person  requiring  the  attendance  of  a  witness 
so  summoned  must  tender  to  such  witness  a  reasonable  sum  for 
conduct  money,  (fe) 

(a)  Patents  Act,  1883,  s.  18  (4).  (e)  Griff.  A.  P.  0. 14. 

(b)  Griff.  A.  P.  0. 12.  (/)  L.  0.  R.  rule  9. 
(o)  8Uu)are%  Applicatum,  13  R.  P.  G.  (g)  Griff.  319,  n. 


(d)  L.  O.  R.  rale  8. 


(h)  L.  0.  R.  rule  10. 
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Costs. — In  allowing  an  amendment  the  Law  Officer  may 
impose  conditions,  (i)  he  may  also  order  the  payment  of  costs  by 
either  party,  and  such  order  may  be  made  a  role  of  Court.  ( j) 
Costs  are  usually  given  against  the  unsuccessful  party  (k)  but 
special  circumstances  may,  in  the  opinion  of  the  Law  Officer, 
disentitle  the  successful  party  to  costs.  Thus,  where  an  amend- 
ment allowed  was  a  second  disclaimer,  (Z)  and  where  the  applicant's 
specification  had  been  loosely  drawn,  (m)  no  costs  were  given 
against  the  opponents. 

Where  costs  are  allowed,  a  lump  sum  is  generally  given.  A 
sum  of  five,  seven,  ten,  or  even  twenty  guineas  has  been  allowed 
by  the  Law  Officer,  (n) 

Where  the  request  for  leave  to  amend  is  not  opposed,  or  the 
opponent  does  not  appear,  the  Comptroller  may  still  refuse  to 
allow  the  proposed  amendment,  or  grant  it  subject  to  conditions. 
The  Comptroller  may  always  appear  to  support  his  own  decision 
before  the  Law  Officer ;  and  if  there  is  no  opponent  to  argue  the 
matter  he  will  probably  elect  to  do  so.  (p)  As  a  general  rule,  costs 
will  neither  be  given  to  nor  against  the  Comptroller  in  such  case. 
Very  special  circumstances  may,  however,  cause  this  rule  to  be 
departed  from,  (p) 

Where  an  applicant  for  amendment  to  whom  leave  has  been 
refused  by  the  Comptroller  desires  to  obtain  the  decision  of  the 
Law  Officer,  he  ought  to  appeal  forthwith.  Where,  instead,  the 
applicant  made  a  second  application  to  the  Comptroller  for  leave 
to  make  the  same  amendments,  and  appealed  on  a  second  refusal. 
Sir  B.  E.  Webster,  A.G.,  although  otherwise  inclined  to  allow  the 
amendments,  refused  to  do  so,  in  the  absence  of  a  satisfactory 
explanation  of  why  the  first  refusal  had  not  been  appealed 
from,  (q) 

The  fact  that  the  application  to  amend  is  made  late  in  the  life 
of  the  patent  is  a  circumstance  adverse  to  the  applicant,  but  not 
conclusive  against  leave  being  given,  (r) 

(f)  Sect.  18  (4).    Afl  to  these  see  poet,  664  (20  guineas,  amongst  three  sets  of 

p.  271.  opponents). 

(J)  Patents  Act,  1883,  s.  38.  (o)  Patents  Act,  1883,  s.  18  (7). 

(k)  Be  Haddany  Griff.  A.  P.  0. 13.  (p)  Lake,  Griff.  A.  P.  0. 17. 

(J)  Ibid.  (g)  -4nwW«  PaimUy  Griff.  A.  P.  0;  6. 

(m)  AOiwortht  Griff.  A.  P.  C.  9.     See,  In  this  case  ignorance  of  patent  law  and 

al80»  AUen,  Griff.  A.  P.  0.  4.  absence  of   knowledge   that   a  right  of 

(n)  Aimuxyrth's  Patenty  13  R.  P.  0.  78  appeal  existed  were  held  not  to  afford  a 

(7  guineas) ;  BeU,  Griff.  A.  P.  0. 11  (10  satisfactory  explanation  of  the  omission  to 

guineas);  Coehraru^s  PaterU,  Qrvff.  305(5  appeal  at  first, 
guineas);  John9on*$  Patent,  13  B.  P.  0.  (r)  MorgaiC$  Potetrf,  Griff.  A.  P.  0. 18. 
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In  Johnson's  Patent,  (g)  where  the  patent  was  ten  years  old,  Sir 
B.  E.  Webster,  A.G.,  said  that  this  circumstance  imposed  on  the 
applicant  the  daty  of  making  out  a  very  clear  case,  becaase  the  Law 
Officer  had  to  be  satisfied  that  the  mistake  sought  to  be  corrected 
was  an  original  mistake,  and  for  this  purpose  had  to  try  to  put 
himself  back  in  the  position  of  the  parties  when  the  specification 
was  originally  filed. 

Second  disclaimers  are  viewed  with  disfavour ;  and  where  they 
have  been  allowed,  costs  have  been  refused,  (t) 

What  Kanner  of  Amendment  is  Permissible. — No  amendment  is 
permissible  which  makes  the  specification  as  amended  claim  an 
invention  substantially  larger  than,  or  substantially  different  from, 
the  invention  claimed  by  the  specification  as  it  stood  before  amend- 
ment, (u)  But,  subject  to  this  limitation,  any  amendment  by  way 
of  disclaimer,  correction,  or  explanation,  either  of  the  letterpress  or 
drawings  of  a  specification,  may  be  allowed,  (v)  The  amendment 
may  even  add  drawings  to  the  original  specification,  (w) 

Discussing,  in  Johnson's  Patent,  the  power  of  amendment  con- 
ferred by  Section  18  upon  the  Comptroller  and  Law  Officer,  Sir 
B.  E.  Webster,  A.G.,  said :  "  On  previous  occasions,  I  have  ex- 
pressed my  view  that  the  words  '  by  way  of  disclaimer,  correction, 
or  explanation'  were  meant  to  refer  to  disclaiming  something 
which  was  originally  wrongly  inserted,  or  to  explaining  something 
which  requires  explanation,  having  regard  to  the  statement  made 
in  the  first  instance  by  the  patentee.  It  must  be  remembered  that 
the  whole  of  this  sub-section  is  subject  to  the  words  'not  sub- 
stantially larger  than,  or  substantially  different  from,  the  invention 
claimed'  in  sub-section  8  of  Section  18.  ...  A  disclaimer  is 
not  to  be  used  solely  for  the  mere  purpose  of  turning  an  insufficient 
description  into  a  sufficient  description.  Of  course,  it  is  to  be  used 
for  the  purpose  of  turning  an  ambiguous  specification  into  a  clear 
specification;  but  not  for  the  purpose  of  turning  an  insufficient 
description  into  a  sufficient  description,  especially  if  the  amendment 
introduces  subsequent  knowledge."  (x) 

Commenting  on  the  same  point  in  Beck  v.  Justices'  iy)  Applica- 
tion, the  same  learned  Law  Officer  said :  **  My  idea  of  the  function 
of  an  explanation  within  Section  18,  is  to  explain  more  clearly 
what  is  necessary  to  understand  the  meaning  of  the  patentee  at 

(«)  13  R.  P.  0.  663.  (w)  Lanift  Patent,  7  R.  P.  C.  471. 

(0  Be  Haddan,  Griff.  A.  P.  C.  12.  (x)  13  R.  P.  C.  660. 

(«)  Patents  Aot,  1883,  b.  18  (8).  (y)  Qriff.  A.  P.  G.  10. 
(v)  Ibid.  8. 18  (1). 
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the  time  he  patented  the  invention.  I  do  not  think  it  is 
intended  that  he  should  put  in  subseqaently-ascertained  know- 
ledge. I  do  not  mean  to  lay  down  a  hard-and-fast  rule;  but, 
speaking  broadly,  it  was  intended  to  permit  a  man  to  amend, 
correct,  and  explain  the  enunciation  of  his  invention  as  he 
intended  originally  to  give  it" 

Where  the  principle  of  an  invention  is  amply  described  in  the 
original  specification,  amendments  merely  by  way  of  fuller 
description,  so  that  the  principle  may  be  better  understood,  will 
not  be  allowed.  A  patentee  is  bound  to  describe  his  invention 
sufficiently  when  he  files  his  complete  specification ;  and,  although 
defects  appearing  on  the  face  of  the  specification  may  be  amended 
by  disclaimer,  such  defects  must  be  defects  consistent  with  the 
patentee  intending  to  fulfil  the  conditions  of  the  grant  by  properly 
describing  his  invention,  (z) 

In  Morgan' 8  Case,  (a)  an  amendment  was  allowed  which  corrected 
the  misdescription  of  a  drawing  by  inserting  a  proper  description, 
and  adding  to  the  claim  the  words,  ''  substantially  in  the  manner 
described." 

Amendment  was  allowed  where  an  applicant  for  a  patent  in 
respect  of  an  invention  communicated  from  abroad,  had  mis- 
described  the  invention  through  misunderstanding  the  inventor's 
instructions.  In  this  case  the  subject-matter  was  of  a  highly 
technical  nature,  (b) 

An  amendment  which  claims  a  different  invention  from  that 
originally  claimed,  or  which  enlarges  that  invention,  will  not  be 
allowed. 

In  Lang's  Patent,  (c)  the  specification  originally  claimed  a 
method  of  making  wire  ropes  so  that  the  strands  were  laid  up 
into  the  ropes  the  same  way  as  the  wires  of  the  strand.  The 
patentee  (having  discovered  this  method  to  be  old)  sought  to 
amend  so  as  to  alter  the  claim  to  one  for  the  application  of  this 
method  to  the  construction  of  ropes  by  means  of  certain  machinery. 
Leave  was  refused. 

So,  too,  an  amendment  which  seeks  to  introduce  a  larger  term 
for  one  of  narrower  import,  as,  e,g,  "  manufacture  "  for  "  process," 
is  inadmissible,  {d) 

In  Parkinson's  Patent,  (e)  the  complete  specification  concluded 
with  four  claims.    The  fourth  claim  was  new  and  useful,  but  the 

(«)  NordenfeU,  Griff  A.  P.  0.  p.  21.  (o)  7  R.  P.  0.  471. 

(a)  Griff.  A.  P.  0.  17.  (<J)  VicUd'e  Patetd,  15  B.  P.  C.  721. 

(6)  Johtu<m,  13  B.  P.  C.  662.  (e)  13  B.  P.  C.  509,  p.  513. 
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other  three  were  held  bad  by  the  House  of  Lords.  The  patentee 
thereupon  applied  for  leave  to  amend.  The  first  three  claims 
had  claimed  the  combination  of  a  sieve  with  side  deposit  surfaces 
tapering,  or  not  tapering;  by  his  proposed  amendment,  the 
patentee  sought  to  claim  the  combination  of  the  sieve  and  side 
deposit  surfaces  with  the  *'  other  portions  of  the  apparatus  sub- 
stantially in  the  manner  hereinbefore  described,  so  as  practically 
to  free  the  escaping  air  from  particles  of  dust."  The  Law  OfiScer 
refused  to  allow  this  amendment,  as  being,  in  fact,  a  claim  for  a 
new  combination  different  from  the  naked  claim  in  the  first  three 
claims  of  the  original  patent. 

A  useful  test  to  ascertain  whether  or  not  a  suggested  amend- 
ment enlarges  a  patent,  is  to  consider  whether  the  proposed 
amendment,  if  allowed,  will  make  that  an  infringement  which 
would  have  not  been  one  before.  (/) 

In  Moser  v.  Marsden,  where  the  patent  was  for  improve- 
ments in  gig  mills  employed  in  the  finishing  of  woven  fabrics, 
the  patentee  amended  his  claim  by  adding  after  the  words,  ''  by 
means  of  countershafts,"  the  farther  words,  ''or  any  other 
driving  motion."  It  was  contended  that  this  enlarged  the  claim 
and  avoided  the  patent.  On  this  Lord  Watson  said :  "  The 
alternative  words  so  introduced  occur  in  the  original  as  well  as 
in  the  amended  claim,  and,  in  both  cases,  they  appear  to  me, 
when  fairly  construed,  to  have  precisely  the  same  import.  I 
think  that,  in  substance,  they  do  nothing  more  than  convey  an 
intimation  to  the  public  having  an  interest  in  the  matter,  that 
the  patentee  does  not  claim  as  an  essential  part  of  the  combina- 
tion which  he  has  invented,  the  soiurce  from  which  the  motive- 
power  is  taken  for  actuating  the  rollers.  In  that  view  of  their 
meaning,  the  words  in  question  do  not  appear  to  me  to  amount 
to  an  expansion  of  the  patent  beyond  the  limits  described,  but 
constitute  a  legitimate  qualification  of  the  patentee's  claim,  by 
excluding  from  it  a  feature  which  he  does  not  regard  as 
essential."  (g) 

In  Heath  dt  Frost's  Patent,  (h)  the  invention  was  described  as 
"an  improved  method  of  blasting  and  shot-firing  in  mines." 
The  object  of  the  patentees  was  to  secure  protection  against 
accidental  ignition  without  any  reduction  of  the  explosive  force. 
The  complete  specification  described  the  explosive  as  enclosed  in 
two  cases,  an  inner  and  an  outer  case,  with  water  between  the 

(/)  Moter  V.  Maraden,  10  R.  P.  C.  350 ;  (g)  13  R.  P.  C.  31. 

13  B.  P.  C.  24.  (h)  Griff.  P.  0.  310. 


270  THE  SPECIFICATIONS. 

two.  It  stated  that  when  the  explosive  was  impervious  to  water 
(as,  e.g.,  dynamite  wonid  be),  the  inner  case  might  be  dispensed 
with.  The  patentees  having  found  that  a  blasting  cartridge  with 
water  surrounding  the  explosive  was  old,  applied  for  leave  to 
amend,  by  confining  their  invention  "  to  a  simple  and  cheap  con- 
struction of  water-tight  cartridge."  With  this  object,  they  pro- 
posed to  strike  out  the  whole  of  their  specification  except  that  part 
which  related  to  the  cartridge  without  the  inner  case.  The  amend- 
ment was  disallowed,  as  claiming  an  invention  substantially 
different  from  that  disclosed  by  the  original  specification. 

A  patentee  will  not  be  allowed  by  amendment  to  set  up  a  claim 
for  a  substantially  different  invention.  Thus,  a  patentee  who 
claims  specific  integers  will  not  usually  be  allowed  by  amendment 
to  turn  his  claim  into  one  for  a  combination.  If,  however,  it 
appears  from  the  terms  of  the  specification  that  the  patentee  had 
from  the  first  present  to  his  mind  a  claim  for  a  combination,  such 
amendment  will  be  allowed. 

Thus,  in  Bateman  &  Moore's  (i)  Patent^  the  specification  appeared 
to  have  been  framed  upon  the  assumption  that  the  patentees  were 
entitled  to  claim  separately  the  elements  which  composed  their 
apparatus.  The  claim  was  divided  into  separate  heads,  under 
'*  first,"  '*  secondly,"  and  "  thirdly ;  "  but  Sir  R.  Bethel,  S.G.,  being 
of  opinion,  from  the  body  of  the  specification,  that  the  patentees 
intended  to  claim  their  apparatus  as  a  combination,  allowed 
amendment  to  make  the  claim  consistent  therewith,  by  striking 
out  "first,"  "secondly,"  and  "thirdly,"  and  substituting  "or" 
for  "  secondly,"  and  "  and  "  for  "  thirdly."  Otherwise  he  would 
not  (he  intimated)  have  allowed  it. 

Nor  may  a  claim  for  a  combination  be  turned  by  amendment 
into  a  claim  for  one  only  of  the  component  integers.  In  SerrelVs 
Patent,  (j)  the  specification  claimed  a  combination,  and  did  not 
contain  any  claim  for  any  minor  arrangement  thereunder.  The 
patentee  sought  to  amend  by  striking  out  the  whole  claim,  and 
inserting  instead  a  claim  for  a  subordinate  part  only  of  the 
original  combination ;  but  Sir  B.  E.  Webster,  A.G.,  refused  to  allow 
such  amendment. 

A  claim,  however,  for  several  independent  integers  may  be 
amended  so  as  to  include  only  one  of  such  integers,  (k) 

So  likewise  an  amendment  which  cuts  down  a  claim  for  all 
processes  of  attaining  a  given  result  to  a  claim  for  one  specified 

(t)  Macr.  p.  C.  116.  (k)  Cochrane's  Patent,  Griff.  P.  C.  804. 

(j)  6  B.  P.  C.  108. 


CONDITIONS  IMPOSED  ON   AMENDMENT.  271 

process  only,  is  good,  and  does  not  set  up  a  different  invention.  (I) 
But  where  a  patentee  has  chosen  to  claim  an  improved  method, 
apart  £rom  any  particular  means  of  giving  effect  to  it,  he  will  not 
be  allowed  by  amendment  to  practically  re-write  his  specification 
by  inserting  all  the  particular  means,  and  possibly  raising  a  doubt 
as  to  whether  or  not  they  might  not  be  made  the  subject  of 
a  claim,  (m) 

Formerly,  where  it  was  doubtful  whether  the  proposed  amend- 
ment enlarged  the  original  invention,  or  claimed  a  different  inven- 
tion, the  Law  Officer  usually  allowed  the  amendment,  on  the 
ground  that  it  was  taken  at  the  patentee's  peril,  and  (if  granted 
in  contravention  of  Section  18,  sub-section  8)  open  to  impeachment 
in  subsequent  legal  proceedings,  (n)  Since  the  House  of  Lords 
have  held,  however,  in  Moser  v.  Maraden,  (o)  that  the  Law  Officer's 
decision  is  conclusive  as  to  the  right  to  amend,  and  cannot  be 
reviewed,  it  will,  it  would  seem,  be  incumbent  upon  the  Law 
Officer  to  adopt  a  different  course,  and  determine  every  doubtful 
case  one  way  or  the  other. 

Imposing  Conditions. — The  Law  Officer  (jp)  and  the  Comp- 
troller (9)  may,  in  allowing  an  amendment,  do  so  subject  to 
conditions. 

In  the  case  of  letters  patent  granted  prior  to  the  Patents  Act 
of  1888,  it  was  usual  (r)  to  impose  the  condition  that  no  action 
should  be  brought,  or  other  proceedings  taken,  by  the  patentee 
in  respect  of  infringements  prior  to  the  1st  of  January,  1884,  when 
that  Act  came  into  force.  This  condition  was  so  imposed,  because 
it  seemed  doubtful,  in  the  case  of  such  patents,  whether  Section  20 
of  the  Patents  Act,  1888,  operated  to  protect  infringers  in  respect 
of  acts  committed  before  January,  1884.  (a)  In  the  case  of  a 
patent  granted  since  Ist  January,  1884,  this  condition  will  not 
be  imposed,  unless  there  are  very  special  circumstances,  Section  20 
being  usually  a  sufficient  protection  to  the  public.  (0 

What  amounted  to  such  special  circumstances  as  would 
induce  the  Law  Officer  to  impose  the  above  condition  beyond  the 
Ist  of  January,  1884,  in  the  case  of  a  patent  granted  in  1878,  was 
discussed  in  AahwortVs  Patent,  (u)    The  opponents  in    that  case 

(J)  Athworlhy  Griff.  A.  P.  C.  6.  809;  Cheeseborough's  Patent,  Griff.  P.  C. 

(m)  Nairn's  Patent,  8  R.  P.  0.  445.  308. 

(n)  Lake's  Patent,  Griff.  A.  P.  0.  16.  («)  Allen,  Griff.  A.  P.  C.  3  (see  Clarke, 

(o)  18  B.  P.  0.  24.  8.G.  p.  5). 

(p)  Patents  Act,  1883,  8. 18  (4).  (<)  Ibid. ;  Ainsworth's  Patent,  13  R.  P. 

(9)  HeanonU  Patent,  Griff.  P.  Cat  810.  C.  76,  at  78. 

(r)  See  HearwiCs  Patent,  Griff.  P.  C.  (u)  Griff.  A.  P.  C.  6,  at  p.  9. 
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asserted  before  the  Law  Officer  that  since  the  matter  had  been  before 
the  Comptroller  the  patentees  had  been  threatening  an  action, 
and  argued  that  this  was  a  special  circumstance.  On  this  Sir  H. 
Davey,  S.G.,  said :  "  If  I  saw,  or  if  there  was  any  evidence  before 
me  that  the  patent  had  been  used  for  the  purpose  of  endeayouring 
to  obtain  a  monopoly  larger  than  that  which  the  specification  as 
amended  claims,  I  should  consider  that  a  special  circumstance. 
If,  for  example,  the  patentees  had  been  threatening  persons,  and 
endeavouring  to  prevent  persons  from  making  or  selling  wire 
hardened  and  tempered  in  a  mode  different  from  that  which  was 
claimed,  I  should  consider  that  a  special  circumstance,  and  under 
those  circumstances,  as  far  as  I  am  personally  concerned,  I  should 
impose  the  condition  that  no  action  should  be  brought  for  anything 
done  at  any  time  before  the  amendment.  But  there  is  nothing 
of  that  kind  here ;  and  we  can  very  well  see  that  if  on  the  one 
hand  the  patentee  has  got  a  patent  which  contains  claims  larger 
than  he  can  support,  and  a  patent  which  perhaps  he  is  advised 
it  would  not  be  safe  to  go  into  Court  upon  without  amendment,  he 
may,  for  all  that,  have  a  very  valuable  and  meritorious  invention ; 
and  one  would  not  have  much  sympathy  for  persons  who  were 
using  his  very  meritorious  invention,  relying  on  the  invalidity  of 
the  patent  from  some  defect  in  the  description,  or  from  its  con< 
taining  claiming  clauses  which  were  larger  than  could  be  supported 
in  Court.  I,  for  one,  should  not  have  any  sympathy  with  a  person 
who  had  availed  himself  of  those  defects  which  the  law  has  now 
allowed  to  be  amended,  and  had  infringed  the  real  invention.  If, 
on  the  other  hand,  they  have  not  infringed  the  real  invention, 
of  course  they  have  a  good  defence  to  the  action,  and  they  need 
not  be  afraid.  It  seems  to  me  to  be  no  reason  why  I  should 
deprive  the  patentee  of  the  right  which  he  has,  according  to  what 
is  now  the  settled  rule  in  these  matters,  of  suing  in  respect  of 
matters  before  the  amendment,  but  after  the  Ist  January,  1884, 
merely  on  the  ground  of  the  supposed  hardship  it  would  impose 
upon  people  who  have  not  infringed  the  patent  having  to  defend 
a  patent  action." 

The  law  as  to  infringements  prior  to  amendment  and  sub- 
sequent to  the  1st  of  January,  1884,  is  now  governed  by  Section  20 
of  the  Patents  Act,  1888,  which  enacts  that— 

"  Where  an  amendment  by  way  of  disclaimer,  correction,  or  explana- 
tion has  been  allowed  under  this  Act,  (v)  no  damages  shall  be  given  in 

(v)  Patents  Aot,  1883,  b.  20. 
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any  action  in  respect  of  the  use  of  the  invention  before  the  disclaimer, 
correction,  or  explanation,  unless  the  patentee  establishes  to  the  satisfac- 
tion of  the  Court  that  his  original  claim  was  framed  in  good  faith  and 
with  reasonable  skill  and  knowledge,  (w) 

In  granting  leave  to  amend  by  way  of  disclaimer  the  Law 
Officer  will  not  generally  impose  special  terms  in  an  opponent's 
interest.  But  a  case  for  doing  so  may  occur.  If,  for  example,  the 
defect  sought  to  be  remedied  by  amendment  had  formed  the 
subject  of  discussion  between  the  opponent  and  patentee  at  an 
early  date  in  the  life  of  the  patent,  and  the  owner  by  abstaining 
from  taking  proceedings  had  apparently  acquiesced  in  the  view 
that  the  patent  was  bad,  and  thereby  induced  the  opponent  to 
create  a  business  it  was  subsequently  sought  to  attack  should  the 
amendment  be  granted,  leave  might  properly  be  refused  altogether 
or  very  special  conditions  imposed,  (z) 

A  condition  that  the  opponent  should  have  leave  to  work  the 
patented  invention  would,  however,  hardly  be  imposed  in  any 
case,  (y) 

Leave  to  amend  under  Section  18  when  given  is  conclusive  as 
to  the  right  to  amend  (except  in  case  of  fraud),  and  the  amendment 
is  deemed  in  all  courts  and  for  all  purposes  to  form  part  of  the 
specification.  (0)  But  inasmuch  as  the  authority  of  the  Comptroller 
and  of  the  Law  Officer  to  sanction  amendments  is  by  sub-section  8 
limited  to  such  amendments  as  will  not  make  the  amended  speci- 
fication claim  an  invention  substantially  larger  than,  or  different 
from,  the  invention  claimed  before,  it  might  seem  that  an  amend- 
ment permitted  by  these  authorities  might  still  be  called  in  question 
in  subsequent  legal  proceedings  if  it  enlarged  or  substantially 
altered  the  original  invention. 

That  such  an  amendment  might  be  so  questioned  was  held  by 
the  Court  of  Appeal  in  Van  Gelder's  Patent  (a)  But  this  case 
must  now  be  considered  to  be  overruled,  for  the  House  of  Lords  in 
the  more  recent  case  of  Moser  v.  Marsden  (b)  have  held  that  once  an 
amendment  has  been  allowed  it  is  not  open  to  the  Court  to  enter- 
tain an  objection  to  it,  as  enlarging  the  original  claim.  '*  In 
my   opinion,"  said  Lord   Watson  in  that  case,  (c)    "  the    very 

(10)  See    Wetiham    ▼.    Carpenter,    5  the  role  prior  to  the  Patents  Act,  1883, 

B.  P.  G.  68;  Hopkinton  v.  8L  Jame^s  eee  Bowen,  L. J.,  in  above  ease ;  alao  Lord 

jeieeMo  Light  Co^  10  B.  P.  G.  62.  Blaokbnm  in  Dudgeon  ▼.  T^onwon,  L.  B. 

(«)  AB4$on'$  Patent,  15  B.  P.  G.  408.  8  App.  Ga.  34 ;  and  Bethel,  A.a.,  in  Bate- 

(y)  Ibid,  per  Finlay,  S.G.  mail  d:  Moore'i  Patent,  liaor.  P.  G.  116. 

(0  Sect.  18  (9).  (6)  13  B.  P.  G.  24, 

(a)  6  B.  P.  G.  22.    As  to  this  being  (c)  At  p.  31. 

T 
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object  of  the  Act  of  1888  was  to  make  an  amended  claim,  when 
admitted  by  the  proper  authorities,  a  complete  substitute,  to  all 
eflfects  and  purposes,  for  the  claim  originally  lodged  by  the 
patentee.  The  validity  of  the  amended  claim  must  therefore  be 
determined  in  the  same  way,  and  on  the  same  footing,  as  if  it  had 
formed  part  of  the  original  specification ;  and  the  claim,  as  it  stood 
before  amendment,  cannot  be  competently  referred  to,  except  as  an 
aid  to  the  construction  of  its  language  after  amendment." 

Where  an  amendment  is  allowed  the  Comptroller  may  require 
the  applicant  to  leave  at  the  Patent  Office,  within  a  time  limited  by 
him,  a  new  specification  and  drawings  as  amended,  (d) 

Every  amendment  of  a  specification  is  required  to  be  advertised 
in  the  prescribed  manner,  {e) 

The  Law  Officer  is  not  a  Court,  and  prohibition  will  not  lie  to 
him,  to  restrain  him  from  allowing  an  amendment.  (/) 

A  patentee  who  has  obtained  an  English  patent  under  the 
International  Convention  is  in  no  better  position  as  regards 
amendment  of  his  specification  than  an  ordinary  British  patentee, 
and  can  claim  no  larger  privilege,  (g) 


8.  Amendment  of  a  Specification  when  an  Action  Jot  Infringement  or 
a  Proceeding  for  the  Revocation  of  the  Patent  w  Pending. 

This  right  of  amendment,  given  by  Section  19  of  the  Patents 
Act,  1888,  is  not  so  extensive  as  that  authorized  by  Section  18, 
which  has  just  been  considered.  Here  it  is  a  right  of  amendment 
by  way  of  disclaimer  only,  {h)  and  corrections  and  explanations  are 
not  allowed  except  in  so  far  as  they  may  be  required  for  the  purpose 
of  defining  the  disclaimer,  (i) 

But  disclaimer  is  still  disclaimer,  even  if  ninety-nine  hundredths 
of  the  original  patent  is  discarded,  provided  nothing  new  is  intro- 
duced, (j) 

Section  19,  as  amended  by  Section  5  of  the  Patents  Act,  1888, 
provides  as  follows  : — 

"  In  an  action  for  infringement  of  a  patent,  and  in  a  proceeding  for 
revocation  of  a  patent,  the  Court  or  a  judge  may  at  any  time  order  that 

(d)  P.  R.  rule  57.  (t)  (hoen's  Patent,  15  B.  P.  C.  755; 

(e)  Patents  Act,  1883,  b.  21.  [1899]  1  Gh.  157;  68  L.  J.  Oh.  63;  79 
(/)  Van  Oelder*8  Patent,  6  R.  P.  C.  22.      L.  T.  458 ;  47  W.  B.  180. 

{g)  VidaVa  Patent,  15  B.  P.  C.  721.  (j)  DeUwiek's  Patent,  15  B.  P.  C.  682 ; 

(h)  Armstrong  B  Patent,  14  B.  P.  0. 747.      [18961  2  Ch.  705. 
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the  patentee  shall,  subject  to  such  terms  as  to  costs  and  otherwise  as  the 
Court  or  a  judge  may  unpose,  be  at  liberty  to  apply  at  the  Patent  Office 
for  leave  to  amend  his  specification  by  way  of  disclaimer,  and  may  direct 
that  in  the  meantime  the  trial  or  hearing  of  the  action  shall  be  post- 
poned." 

CommentiBg  on  this  section,  and  its  relation  to  the  prior 
section  dealing  with  amendments  generally,  Lindley,  LJ.,  in 
Bray  v.  Gardner,  (k)  said :  "  Litigation  as  to  a  patent  altogether 
stops  the  application  of  Section  18.  Then  comes  Section  19,  which 
is  in  the  nature  of  a  proviso  to  Section  18,  sub-section  10,  and 
it  says  that  if  litigation  is  going  on  the  Court  may  grant  the 
patentee  liberty  to  apply  at  the  Patent  Office  for  leave  to  amend, 
upon  such  terms  as  to  costs  and  otherwise  as  the  Court  may 
impose.  That  is  a  great  boon  to  patentees,  because  as  regards 
everybody  except  the  defendant  in  the  particular  action,  the 
patentee  is  at  liberty  to  amend  his  patent,  and  to  obtain  all 
advantages  to  which  that  amendment  may  entitle  him.  Then  it 
is  the  judge's  duty  to  see  that,  while  granting  that  benefit  to  the 
patentee,  he  does  no  injustice  to  the  defendant.  As  I  said  before, 
the  method  of  preventing  injustice  to  the  defendant  would  be 
different  in  different  cases." 

This  section  only  applies  where  an  action  or  a  proceeding 
for  the  revocation  of  a  patent  is  pending.  If  an  action  is  con- 
cluded, or  has  been  discontinued,  no  leave  under  this  section  is 
necessary.  (Q  Nor  does  the  section  apply  where  an  appeal  is 
pending  in  an  infringement  action ;  {m)  in  such  case  also  an 
amendment  may  be  sought  in  the  ordinary  way  under  Section  18. 
Where  an  amendment  has  been  allowed  by  the  Comptroller  without 
leave,  in  a  case  where  it  is  doubtful  if  leave  was  not  required,  the 
Court  has  refused  subsequently  to  go  behind  the  Comptroller's 
decision,  (n) 

The  judge  has  a  complete  discretion  to  grant  or  refuse  the 
leave,  (o)  Where  the  application  for  leave  is  one  of  real  sub- 
stance, leave  ought  to  be  given,  otherwise  the  patentee  may  be 
placed  in  a  position  of  great  hardship,  whereas  the  hardship  to 
the  defendant  in  the  action  can  be  remedied  by  the  terms  which 
the  judge  has  power  to  impose.  It  is  not  for  the  Court  to  try  the 
question  of  the  amendment ;  that  duty  the  Legislature  has  imposed 

(At)  L.  B.  34  C.  D.  673 ;  4  B.  P.  C.  44 ;  (m)  Cropper  v.  Smiik,  supra. 

56  L.  J.  Ch.  500.  (n)  Farhet^atyriken  v.  Bowkery  8  B.  P.  C. 

(0  Cropper  v.  Smith,  1  B.  P.  C.  254 ;  389. 
28  C.  D.  148;  54  L.  J.  Ch.  287;  Bell,  (o)  Lang  v.   Whitecross    Wire    Co.,  7 

Griff.  A.  P.  C.  10.  B.  P.  C  p.  392  ;  per  Lord  Halsbury,  C. 
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on  a  special  tribunal,  the  Comptroller  and  the  Law  Officer.  At 
the  same  time,  if  the  proposed  amendment  is  clearly  of  a  trumpery 
nature,  or  such  as  in  any  case  would  not  avail  to  make  the  patent 
good,  the  judge  ought,  in  the  exercise  of  his  discretion,  to  refuse 
the  leave  asked,  (p) 

As  a  rule,  the  Court  of  Appeal  will  not  interfere  to  vary  or 
reverse  the  judge's  order,  once  his  discretion  has  been  exercised, 
unless  it  sees  clearly  that  the  discretion  has  been  exercised  on  a 
wrong  principle,  or  some  miscarriage  of  justice  is  occasioned 
thereby,  (q) 

In  granting  leave  the  judge  may  impose  terms  as  to  "  costs 
and  otherwise."  These  words  "  costs  and  otherwise  "  are  of  the 
widest  description,  and  give  an  ample  discretion  to  the  judge  to 
impose  whatever  terms  he  thinks  fit.  (r) 

The  Court  will,  as  a  general  rule,  impose  the  condition  that 
the  amended  specification  shall  not  be  receivable  in  evidence  in 
the  action.  But  this  is  only  a  general  rule,  and  may  properly  be 
departed  from  in  special  circumstances.  («)  **  By  applying  to 
amend  the  specification  under  ordinary  circumstances,"  said 
Cotton,  L.J.,  in  Bray  v.  Gardner,  (t)  '*the  patentee  admits  that 
the  specification,  for  some  reason  or  other,  either  by  reason  of  its 
claiming  too  much,  or  not  sufficiently  describing  the  invention, 
does  not  comply  with  the  conditions  imposed  on  a  person  taking 
out  letters  patent,  and  that,  if  the  action  went  on  without  the 
amendment,  there  would  be  a  defence  open  to  the  defendant  in 
the  particular  action,  on  the  ground  that  at  the  time  the  action 
was  brought  there  was  no  valid  patent.  In  my  opinion  it  would 
be  wrong,  the  matter  being  within  the  discretion  of  the  Court, 
to  allow  a  plaintiff,  by  amending  a  specification,  to  get  all  the 
advantages  of  that  amendment,  as  against  the  defendant  in  the 
action.  It  would  be  giving  him,  after  he  had  originally  come 
to  the  Court  with  a  patent  which  could  not  be  relied  on,  power 
to  put  himself  in  a  different  position  as  against  the  defendant. 
Even  if  the  consequence  of  amendment  may  be  that  the  patentee 
is  entitled  to  maintain  his  action  in  respect  of  previous  acts 
which  are  infringements  of  the  patent  as  amended,  in  my  opinion 
discretion  is  given  to  the  Court  to  say, '  Tou  may  amend  if  you 

(p)  Deawiek*$    Patent,  [1896]  2    Oh.  88 ;  Bray  y.  Gardner,  L.  R.  34  C.  D.  668 ; 

705 ;  13  B.  P.  C.  591 ;  Armstrong's  Patent,  Singer  ▼.  Stassen,  1  B.  P.  C.  121 ;  AUen  ▼. 

14  B.  P.  C.  747 ;  77  L.  T.  (N.  8.),  267.  VouUon,  4  B.  P.  C.  377 ;  Fusee  Vesta  Co.  ▼. 

(q)  Armstrong's  Patent,  14  B.  P.  C.  747.  Brjfant  &  May,  4  B.  P.  C.  71 ;  Haslam  Co. 

(r)  Lang  v.  Whiteoross,  7  B.  P.  C.  392.  ▼.  Good/elhw,  5  R.  P.  0.  28 ;  37  C.  D.  118. 

(«)  Qoulard  y.  Lindsay,  L.  B.  38  C.  D.  (t)  Snpra. 
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like,  pending  this  action,  but  one  of  the  terms  will  be  that  yon 
shall  not  give  the  amended  specification  in  evidence,  to  enable 
yon  to  sue  on  a  patent  which,  at  the  time  when  you  commenced 
your  action  you  could  not  sue  on  at  all.* " 

Terms  will  also  generally  be  imposed  as  to  damages  in  respect 
of  infringements  prior  to  the  amendment.  In  Lang  v.  Whitecross 
Company,  (u)  terms  were  imposed  that  no  damages  should  be 
recovered  in  respect  of  past  acts  of  infringement,  and  no  claim 
made  for  an  injunction  founded  on  such  acts,  (i?)  The  House 
of  Lords,  on  appeal,  held  that  the  judge  had  rightly  exercised  his 
discretion.  Lord  Halsbury,  C,  said  :  **  I  think  the  learned  judge 
meant  what  I  should  mean  if  I  were  to  say,  *  I  think  that,  as  a 
rule,  a  man  ought  not  to  be  allowed  to  recover  damages  in  respect 
of  a  past  infringement,  when  at  the  date  of  that  infringement,  or 
alleged  infringement,  the  specification  was  in  such  a  form  that 
he  could  not  by  law  have  maintained  an  action  against  the 
alleged  infringer  for  doing  the  act,'  because  otherwise  the  result 
might  be  that  an  act  which  was  lawful  at  the  time,  and  not  an 
infringement,  would  become,  ex  post  facto,  by  reason  of  subsequent 
proceedings,  unlawful,  and  an  infringement,  and  would  make  the 
man  who  committed  it  liable  for  damages  for  which  he  would 
not  have  been  liable  at  the  time." 

In  exceptional  circumstances,  however,  the  above  terms  might 
properly  be  departed  from.  "  If,  however,"  said  the  learned  Lord 
Chancellor  in  the  foregoing  case,  ''under  the  particular  circum- 
stances of  the  particular  case  the  proceedings  of  the  alleged 
infringer  were  obviously  mala  fide,  and  the  proceedings  of  the 
patentee  obviously  bona  fide,  and  the  specification,  in  the  language 
of  the  Statute,  {w)  had  been  framed  with  reasonable  diligence  and 
skill,  then  the  m^a  fide  intention  of  the  infringer  might  well  be 
punished  by  damages,  and  the  person  who  had  acted  hona  fide 
ought  not  to  suffer."  {x) 

In  addition  to  the  power  given  to  the  judge  to  impose  terms 
as  to  damages,  Section  20  of  the  Patents  Act,  1888,  provides— 

"Where  an  amendment  by  way  of  disclaimer,  correction,  or  explana- 
tion, has  been  allowed  under  this  Act,  no  damages  shall  be  given  in  any 
action  in  respect  of  the  use  of  the  invention  before  the  disclaimer,  cor- 
rection, or  explanation,  unless  the  patentee  establishes,  to  the  satisfaction 

(»)  7  R.  P.  C.  893.  38  0.  D.  38. 

(v)  See,  also,  Codd  ▼.  BraOni,  1  R.  P.  G.  (to)  Patents  Act,  1883,  b.  20. 

209 ;  QimdaTd  v.  Und»ay,  5  B.  P.  C.  192 ;  (a?)  7  B.  P.  C.  393. 
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of  the  Court,  that  his  original  claim  was  framed  in  good  faith,  and  with 
reasonable  skill  and  knowledge."  (y) 

Terms  will  also  be  imposed  as  to  costs.  Here  the  general  rule 
is  to  require  the  patentee  to  pay  the  costs  incurred  by  the  applica- 
tion for  leave  to  apply  for  an  amendment,  and  the  costs  of  the 
action  up  to  the  date  when  such  leave  was  given.  (2;) 

Where  the  application  for  leave  was  made  at  a  late  stage  of  the 
trial  of  the  action,  Smith,  L.  J.,  (a)  notwithstanding  that  the  dis- 
claimer allowed  had  cured  the  defect  in  the  patent,  gave  judgment 
in  the  action  for  the  defendants  with  costs,  and  the  Court  of  Appeal 
held  that  this  order  was  right,  but  that  liberty  might  properly 
have  been  reserved  to  the  plaintiffs  to  bring  another  action  for  an 
injunction  if  so  advised. 

Where  leave  to  apply  for  amendment  is  given  pending  an 
action,  and  no  terms  are  imposed,  the  defendant's  proper  course 
is  to  appeal  against  the  order  so  made,  and  not  rely  instead  upon 
being  able  to  induce  the  Law  Officer  to  impose  conditions  when 
the  amendment  is  in  fact  allowed,  (b) 

The  application  for  leave  to  apply  for  amendment  pending  an 
action  may  be  made  by  summons  at  Chambers,  (c)  or  by  motion 
or  in  court  when  the  case  is  being  heard.  The  judge  in  granting 
leave  has  power  to  postpone  the  hearing  of  the  action  till  the 
patentee's  ^application  to  amend  has  been  heard  and  determined,  (d) 
Where  a  request  for  leave  to  amend  is  made  by  or  in  pursuance 
of  an  order  of  the  Court  or  a  judge,  an  official  or  verified  copy  of 
the  order  must  be  left  at  the  Patent  Office  with  the  request,  (e) 

Once  leave  to  apply  for  amendment  has  been  obtained,  the 
procedure  provided  under  Section  18,  and  already  set  forth,  applies 
as  far  as  possible.  (/) 

Where  two  actions  of  infringement  are  pending,  the  Comptroller 
is  not  entitled  to  refuse  an  amendment  because  liberty  to  apply 
has  not  been  obtained  in  both,  (jg) 

Where  leave  is  obtained  to  amend  a  specification,  the  amend- 
ment takes  effect  from  the  time  leave  is  given,  where  nothing 
further  remains  to  be  done  by  the  patentee.    The  circumstance 

(y)  See  Weriham  v.  Carpenter,  5  R.  P.  C.  (h)  Hearton*$  PatetU,  Griff.  P.  C.  309. 

68;  also  Hopkinson  v.  St,  James's,  etc.,  (o)  Singer  ▼.  Stassen,  1  B.  P.  C.  121. 

Electric  Light  Co.,  10  B.  P.  0.  p.  62.  (d)  Patents  Act,  1883,  b.  19. 

(«)  Codd  T.  Braiby,  1  R.  P.  C.  209;  (e)  P.  R.  rule  58. 

Gaulard  v.  Lindsay,  5  B.  P.  C.  192 ;  L.  B.  (f)  Re  Hall,  6  B.  P.  C.  312 ;  21  Q.  B.  D. 

88  C.  D.  38;  57  L.  J.  Ch.  687 ;  Meyer  v.  137  (per  Cave,  J.), 
Sherwood,  7  B.  P.  C.  283.  (g)  Re  HaU,  6  B.  P.  O.  307 ;  21  Q.  B.  D. 

(a)  Meyer  v.  Sherteood,  supra.  187. 
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thai  his  assent  in  a  written  form  to  conditions  imposed  is  not 
given  to  the  Patent  Office  authorities  and  the  amendment  not  in 
fact  entered  in  the  Register  until  some  time  after  leave  is  given, 
does  not  affect  the  time  at  which  the  amendment  comes  into  force, 
if  the  terms  were  settled  and  the  conditions  assented  to  by  the 
applicant  when  leave  was  given* 

In  Andrew  db  Company  v.  Crossley,  (h)  the  patentees  obtained 
leave  to  amend,  consenting  to  certain  conditions  on  the  9th  of  June. 
On  the  11th  they  started  an  action  against  certain  infringers. 
The  written  assent  usually  required  by  the  Patent  Office  to  the 
conditions  imposed  on  the  patentee  was  not  given  until  the  9th  of 
July,  and  the  amendment  not  formally  recorded  till  the  26th  of 
August.  On  these  facts,  the  defendants  contended  that  the 
amended  specification  was  not  admissible  as  evidence  in  the  action, 
the  amendment  having  been  obtained,  they  alleged,  without  leave 
of  the  Court,  when  an  action  of  infringement  was  pending.  The 
Court  of  Appeal,  however,  rejected  this  contention,  holding  that 
the  action  for  infringement  had  been  commenced  after  the  amend- 
ment was  in  fact  complete. 

(K)  9  B.  p.  0. 1S5 :  [1892]  1  Oh.  492 ;  61  L.  J.  Gh.  437. 
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CHAPTER  XIV. 

PBOOEDUBB   ON    APPLICATIONS   FOB    LETTBB6   PATENT   FOB    INVENTIONS. 

Applioatioiit  how  Made. — ^An  application  for  letters  patent  for  an 
invention  must  be  made  on  the  prescribed  form,  and  left  at,  or 
sent  by  post  to  the  Patent  Office,  (a)  If  sent  through  the  post, 
the  application  must  be  sent  by  prepaid  letter,  and  is  deemed  to 
have  been  made  at  the  time  when  the  letter  containing  it  would 
have  been  delivered  in  ordinary  course  of  post,  (b) 

Any  person,  whether  a  British  subject  or  not,  may  apply  for 
letters  patent,  (c)  Two  or  more  persons  may  apply  jointly,  and 
have  a  joint  grant  made  to  them,  (d)  Where  a  joint  application 
is  made  it  is  sufficient  if  one  of  the  applicants  is  the  first  and 
true  inventor,  (e)  The  forms  prescribed  by  the  Patents  Bules,  1890, 
contemplate  three  classes  of  applicants:  (1)  The  usual  case  of 
an  application  by  an  inventor  for  a  patent  for  an  invention  dis- 
covered in  the  United  Kingdom  or  the  Isle  of  Man.  (2)  An 
application  by  an  importer  in  respect  of  an  invention  com- 
municated from  abroad.  (3)  An  application  for  a  patent  under 
International  and  Colonial  arrangements.  (/)  These  forms  are, 
however,  directory  only,  and  intended  as  guides,  and  may  be  varied 
to  suit  cases  they  do  not  expressly  provide  for.  In  Orenfell  & 
McEvoy's  Patent y  (g)  Webster,  A.G.,  said :  "  I  think  it  desirable  to 
point  out  that  in  my  opinion  these  forms  were  not  intended  to 
be  absolutely  the  only  forms  which  were  to  be  used,  nor  were 
they  intended  to  deal  in  terms  by  specific  directions  with  every 
particular  case.    It  is  of  course  intended  that  the  applications  and 

(a)  Patents  Act,  1888,  8.  5  (1) ;  P.  B.  ability  by  reason  of  infancy,  lunacy,  etc, 

rale  6.     Bee    Gironlar   of  Infonnation,  see  s.  99. 
Appendix  III.  post.  (d)  Ibid.  s.  4  (2). 

(&)  P.  B.  rale  16a.     It  is  sufficient  (e)  Sect  5. 
proof  of  the  making  of  the  application  to  (/)  See  Forms  A,  A\  A',  Appendix  II. 
prove  that  the  letter  was  properly  ad-  (g)  7  B.  P.  C.  151.    This  dictum  re- 
dressed and  put  in  the  post.  ferred  to  the  Forms  of  1888,  but  is  equally 

(e)  Patents  Act,  1883,  s.  4  (1).    As  to  applicable  to  the  present  Forms, 
the  case  of  persons  suffering  from  dis- 
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the  various  steps  shall  be  in  accordance  with  the  prescribed  forms  ; 
but  if  from  time  to  time  a  case  arises  which  was  not  contemplated 
at  the  time  the  Act  was  passed,  or  the  rules  framed,  I  do  not 
think  that  the  Statute  would  fail  in  its  operation  because  a  form 
had  to  be  slightly  modified." 

Formerly,  if  an  inventor  died  before  obtaining  a  patent  for  his 
invention,  no  patent  could  be  granted  in  respect  of  it.  (h)  Now, 
however,  in  such  case  an  application  may  be  made  by,  and  a  patent 
granted  to,  his  legal  representative,  (i)  But  such  legal  repre- 
sentative must  lodge  his  application  within  six  months  of  the 
decease  of  the  inventor  whom  he  represents. 

The  application  must  be  signed  by  the  applicant.  (/)  If  there 
are  several  applicants  each  must  sign,  (k) 

Employment  of  an  Agent. — All  other  communications  between 
the  applicant  and  the  Comptroller,  and  all  attendances  by  the 
applicant  upon  the  Comptroller,  may  be  made  by  or  through  an 
agent  duly  authorized  to  the  satisfaction  of  the  Comptroller.  (!) 
It  is  not  necessary  that  the  agent  should  be  a  Patent  Agent, 
but  the  Comptroller  may  require  the  agent  to  be  resident  in  the 
United  Kingdom,  (m)  An  agent  may  be  authorized  to  act  for  the 
inventor  at  any  time  during  the  proceedings  for  obtaining  the  patent. 
The  official  forms  provide  for  the  authorization  of  an  agent  by 
endorsement  on  the  back  of  the  form,  such  endorsement  being 
signed  by  the  applicant  or  applicants  as  the  case  may  be. 

Declaration  by  Applicant — The  application  must  contain  a 
declaration  that  the  applicant  is  in  possession  of  an  invention, 
whereof  he,  or,  in  the  case  of  a  joint  application,  one  or  more  of 
the  applicants  claims  or  claim  to  be  the  true  and  first  inventor 
or  inventors,  and  for  which  he  or  they  desires  or  desire  to  obtain 
a  patent,  (n) 

In  the  case  of  an  application  by  the  legal  representative  of  a 
deceased  person,  such  legal  representative  must  make  a  declaration 
that  he  believes  such  deceased  person  to  be  the  true  and  first 
inventor  of  the  invention,  (o) 

The  application  must  also  in  such  case  be  accompanied  by  an 
official  copy  of,  or  extract  from,  the  will  of  the  deceased  inventor, 
or  the  letters  of  administration  granted  of  his  estate  and  effects, 

ih)  Maraden  y.  SaviOe  Foundry  Co^  (I)  Oraham  ▼.  Fania,  9  B.  P.  C.  164  ; 

L.  B.  3  Ex.  D.  203.  Jaekmm  y.  Napper,  85  G.  0. 162. 

(t)  Patents  Act,  1888,  b.  84  (1).  (m)  P.  B.  1898.  rale  2. 

0')  P.  B.  1898,  rale  2.  (n)  Patents  Act,  1888,  s.  5  (2). 

(Xr)  OrmfeU  A    MoEw^$   FatmU,    7  (o)  Ibid.  s.  84  (2). 

B.  P.  C.  151. 
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in  proof  of  the  title  of  the  legal  representative.  The  Comptroller 
may  reqnire  other  evidence  thereof  in  addition,  (q) 

The  Specifications. — The  application  must  be  accompanied  either 
by  a  provisional  or  complete  specification,  (r)  A  provisional  speci- 
fication must  describe  the  nature  of  the  invention,  and  be  accom- 
panied by  drawings  if  required.  («) 

If  an  applicant  desires  to  develop  his  invention,  and  have 
further  time  in  which  to  perfect  it  and  consider  what  matters  he 
will  make  the  subject  of  his  claim,  a  provisional  specifica- 
tion only  will  be  transmitted  by  him  with  his  application,  (t) 
If,  on  the  other  hand,  he  is  satisfied  that  his  invention  is  already 
complete,  and  desires  to  obtain  a  patent  in  respect  of  it  with- 
out delay,  he  will  leave  a  complete  specification  with  his  appli- 
cation. 

A  complete  specification  must  particularly  describe  and  ascer- 
tain the  nature  of  the  invention,  and  in  what  manner  it  is  to  be 
performed,  (tt)  This  specification  may  also  be  accompanied  by 
drawings.  If  drawings  have  been  left  with  the  provisional  speci- 
fication, it  is  not  necessary  to  deliver  other  drawings  with  the 
complete ;  references  therein  to  those  already  sent  being  in  such 
case  sufficient,  (v) 

Application  to  be  for  one  Invention  only. — An  application  must 
be  made  in  respect  of  one  invention  only,  (w) 

If,  however,  the  Comptroller  inadvertently  allows  a  patent  to 
be  sealed  which  includes  more  than  one  invention,  no  person  can, 
in  any  action  or  other  proceeding,  take  exception  to  such  patent 
on  that  ground,  (x) 

Where  the  Comptroller  takes  exception  to  an  application  as 
including  more  than  one  invention,  the  applicant  has  the  option 
of  amending  his  application  by  severing  his  inventions,  and  may 
obtain  for  each  a  separate  patent  of  the  date  of  the  original  appli- 
cation, (y)  No  express  provision  has  been  enacted  giving  the 
applicant  a  right  of  appeal  from  the  decision  of  the  Comptroller 

(9)  P.  B.  rule  20.  (u)  Sect.  5  (4).    For  fonn  of  eomplete 

(r)  Patents  Act,  1888,  a.  5  (2).  speoification,  see  P.  B.  role  6  (2)  and  Fonn 

(«)  Ibid.  8.  5  (3).    As  to  the  form  of  a  G,   Appendix   II.    post.      Examples   of 

proTiflional  specification,  see  P.  B.  rule  6  specifications  are  given  in  Appendix  IV. 

(2)  and  Form  B,  Appendix  II.  post  («)  Patents  Act,  1886,   s.  2 ;    P.  B. 

(0  Under  the  protection  afforded  by  a  mle  88. 

proYisional  specification  the  applicant  may  (to)  Patents  Act,  1883,  s.  88. 

use  and   publish  his  inrention  without  (x)  Ibid. 

prejudice  to  his  right  to  a  patent  in  re-  (y)  P.  B.  rule  19. 

spect  thereof.  See  Patents  Act,  1883,  s.  14. 
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on  this  point ;  bnt,  in  fact,  such  appeals  have  been  heard  by  the 
law  officers,  (z) 

In  Jones'  Patent,  Herschell,  S.G.,  said :  **  It  seems  to  me  that 
the  general  object  of  the  invention  is  the  test  by  which  the  question 
of  one  invention  mnst  be  decided.  If  you  have  a  particular  general 
object  of  an  invention  to  make  rails  rest  more  securely,  and  you 
describe  one  or  two  or  three  devices  of  an  analogous  nature, 
cognate  devices  for  carrying  it  into  effect,  I  should  say  they  were 
all  one  invention;  but  if  there  is  no  common  purpose,  so  that  you 
could  say,  '  I  use  this  as  a  substitute  for  that,'  both  serving  the 
same  purpose,  although  there  is  some  difference  between  them, 
but  they  are  to  serve  some  different  purpose,  there  is  no  con- 
nection between  them  except  that  both  are  used  in  connection 
with  rails,  it  strikes  me,  that  would  be  two  inventions.  I  should 
always  allow  alternative  devices  for  producing  a  particular  object 
as  one  invention.  But,  if  you  say  I  have  invented  six  different 
kinds  of  railway-sleepers,  each  of  which  has  its  own  merits  and 
purposes  and  objects  distinct,  then  those  are  six  inventions."  (a) 

In  Hearson's  Patent,  (b)  the  invention  was  described  as  ''Im- 
provements in  apparatus  for  rapidly  heating  flowing  water,  a  part 
of  which  improvements  is  applicable  to  other  purposes.*'  The  pro- 
visional specification  described  an  apparatus  consisting  of  several 
parts,  including  improved  mechanism  by  which  the  turning  of  the 
taps  of  a  geyser  otherwise  than  in  the  required  order  was  pre- 
vented. At  the  end  of  the  specification  the  applicant  stated : 
"The  arrangement  hereinbefore  described  for  locking  water  and 
gas  cocks  is  applicable  to  oxy-hydrogen  light  apparatus,  and  to 
other  apparatus  in  which  two  cocks,  or  a  number  of  cocks,  are 
required  to  be  turned  in  a  certain  order." 

The  Comptroller  having  held  that  the  application  carried  more 
than  one  invention,  Davey,  S.G.,  dismissed  the  applicant's  appeal. 
"  I  think  the  applicant  has  invented,  first,  an  improved  cock,  or 
arrangement  of  cocks,  which  he  describes  as  applicable,  not  only 
to  geysers  and  the  particular  apparatus  described  by  him,  but 
also  to  other  apparatus;  second,  an  apparatus  for  an  improved 
geyser,  consisting  of  a  combination  of  several  parts,  of  which  one 
is  his  new  and  improved  arrangement  of  cocks.  Under  these 
circumstances,  I  think  that,  in  order  to  comply  with  Section  88, 
the  applicant  must  omit  the  last  paragraph  of  his  provisional 

(s)  The  GomptioUer  may  in  cases  of  (aj  Jonet^  Patent,  Griff.  P.  C.  p.  265. 

diffioQlty  apply  to  the  Law  Officer  for  (6)  Griff.  P.  C.  266. 

directioDS.    See  Patents  Act,  188S,  s.  95. 
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specification  and  the  corresponding  words  in  his  title.  If  he 
desires  it,  he  may  make  a  separate  contemporary  application  for 
his  new  and  improved  cock,  or  arrangement  of  cocks,  by  itself. 
He  may  also,  of  coarse,  describe  the  cock,  or  arrangement  of 
cocks,  as  part  of  his  combination  or  apparatus  which  he  also 
claims  to  have  invented;  bnt  he  should,  I  think,  in  doing  so, 
refer  to  his  contemporary  application,  if  he  desires  to  make  one." 

In  Bobin8on*8  Patent,  (c)  the  applicant  described  his  invention 
as  being  for  ''improvements  in  the  art  of  producing  and  utilizing 
induced  electrical  currents  for  telegraphy  and  other  purposes." 
The  invention  consisted  of  the  employment  of  a  certain  appliance 
in  telegraphic  transmitting  and  receiving  instruments.  The  Comp- 
troller objected  that  the  applicant  was  seeking  to  patent  more  than 
one  invention,  and  required  him  to  confine  his  application  to  the 
use  of  this  appliance  for  telegraphic  purposes;  and  make  its 
general  use  the  subject  of  a  separate  application  if  he  so  desired. 

In  affirming  this  decision,  Herschell,  S.G.,  said:  ''It  is  a 
question  for  you  whether  it  answers  your  purpose  better  to  protect 
'  the  appliance '  for  all  purposes,  or  to  protect  improved  telegraphic 
apparatus  which  consists  in  the  employment  of  'the  appliance' 
therein.  I  will  allow  either  of  those,  but  it  is  for  you  to  say 
which  will  be  the  most  to  your  advantage.'* 

Address  of  Applicant — The  application  must  be  accompanied 
by  an  address  of  the  applicant,  to  which  all  notices,  requisitions, 
and  communications  of  every  kind  may  be  sent  by  the  Comp- 
troller. In  particular  cases  the  Comptroller  may  require  an 
address  in  the  United  Eangdom  to  be  given,  (d) 

Porm  of  Document. — All  documents,  and  copies  of  documents, 
except  statutory  declarations  and  affidavits,  sent  to,  or  left  at,  the 
Patent  Office,  or  otherwise  furnished  to  the  Comptroller  or  the 
Board  of  Trade,  must  be  written  or  printed  in  large  and  legible 
characters,  and  (unless  otherwise  directed)  in  the  English 
language,  upon  strong,  wide,  ruled  paper  (on  one  side  only),  of 
a  size  of  thirteen  inches  by  eight  inches,  leaving  a  margin  of  two 
inches  on  the  left-hand  part  thereof,  and  the  signature  of  the 
applicants  or  agents  thereto  must  be  written  in  a  large  and 
legible  hand,  (e) 

The  Comptroller  may  require  duplicates  to  be  left.  (/)  In  the 
case  of  specifications  and  drawings,  duplicates  are  usually  required. 

(o)  Griff.  P.  G.  207.  famishes  a  snbetitated  address, 

(d)  P.  R.  role   9.     The  address  so  (0)  P.  B.  role  10. 

given  is  binding  on  the  applicant  nntil  he  (/)  Ibid. 
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Drawings. — ^Drawings  are  not  necessary  if  the  specification 
sufficiently  describes  the  invention  without  them,  (g) 

Where  the  applicant  has  recourse  to  drawings  to  illustrate  his 
description  of  his  invention^  these  must  not  appear  in  the  specifi- 
cation itself  if  they  will  require  a  special  engraving  for  letterpress.(fe) 

Drawings  must  be  made  on  white,  hot-pressed,  rolled  or 
calendered  drawing-paper,  of  smooth  surface  and  good  quality, 
and,  where  possible,  without  colour  or  Indian  ink  washes,  (t)  To 
ensure  their  satisfactory  reproduction,  the  drawings  must  be 
executed  with  absolutely  black  Indian  ink,  the  same  strength  and 
colotir  of  fine  and  shade  lines  to  be  maintained  throughout. 
Section  lines  and  lines  for  effect,  or  shading  lines,  must  be  closely 
drawn.  Reference  figures  and  letters  must  be  bold  and  distinct 
and  not  less  than  one-eighth  of  an  inch  in  height ;  and  the  same 
letters  should  be  used  in  different  views  of  the  same  parts. 

If  the  drawings  are  of  a  complicated  nature  the  reference  letters 
must  be  shewn  outside  the  figure,  and  connected  with  the  part 
referred  to  by  a  fine  line. 

When  the  scale  is  shewn  on  the  drawing,  it  should  be  denoted, 
not  by  words,  but  by  a  drawn  scale. 

No  written  description  of  the  invention  should  appear  on  the 
drawings. 

Wood  engravings,  or  representations  of  the  invention,  other 
than  the  drawings  prepared  as  above  described,  will  not  be  received, 
unless  of  such  a  character  as  to  be  suitable  for  reproduction  by 
the  process  of  photo-lithography. 

The  paper  used  for  drawings  must  conform  to  one  or  other  of 
the  following  sizes,  thirteen  inches  at  the  sides  by  eight  inches  at 
the  top  and  bottom,  or  thirteen  inches  at  the  sides  by  sixteen  inches 
at  the  top  and  bottom,  including  margin,  which  must  be  half  an 
inch  wide. 

If  there  are  more  figures  than  can  be  shewn  on  one  of  the 
smaller-sized  sheets,  two  or  more  of  these  sheets  should  be  used 
in  preference  to  employing  the  larger  size.  When  an  exceptionally 
large  drawing  is  required  it  should  be  continued  on  subsequent 
sheets.  There  is  no  limit  to  the  number  of  sheets  that  may  be 
sent  in. 

Drawings  must  bear  the  name  of  the  applicant  in  the  left-hand 
top  comer,  and  the  signature  of  the  applicant,  or  his  agent,  in  the 

(y)  P.  R.  rale  80.  proyisioDB  regalating  drawings  whioh  are 

(k)  Ihid,  here  set  oat. 

(0  P.  B.  rule  31.    Sec  this  rule  for  the 
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right-hand  bottom  corner.  The  number  of  sheets  of  drawings 
sent,  and  the  namber  of  each  sheet,  shodd  appear  in  the  right- 
hand  top  comer. 

Where  a  provisional  specification  is  left  in  the  first  instance, 
and  the  drawings  are  delivered  with  the  complete  specification , 
the  number  and  year  of  the  application  must  also  be  inscribed 
in  the  left-hand  top  corner. 

Drawings  must  be  delivered  at  the  Patent  Office  either  in  a 
flat  state  or  on  rollers,  to  prevent  folds,  breaks,  or  creases. 

Every  drawing  must  be  accompanied  by  a  fac  simile  thereof 
(but  without  colour  or  Indian  ink  washes),  marked  "  true  copy."  (j) 

Beference  to  an  Examiner. — An  application  for  letters  patent  is 
on  receipt  referred  by  the  Comptroller  to  an  examiner,  for  con- 
sideration and  report  on  the  following  points.  (1)  Whether  the  appli- 
cant has  fairly  described  the  nature  of  the  invention.  (2)  Whether 
the  specification  and  drawings  (if  any)  have  been  prepared  in  the 
prescribed  manner ;  and  (3)  whether  the  title  sufficiently  indicates 
the  subject-matter,  (k) 

If  the  report  is  adverse,  the  Comptroller  may  refuse  to  accept 
the  application,  or  require  amendment  before  he  proceeds.  If  he 
requires  amendment,  he  may  direct  the  application  to  bear  date 
from  the  time  when  the  required  amendment  is  complied  with.  (I) 

Before  exercising  his  discretion  adversely  to  the  applicant  the 
Comptroller  must  give  at  least  ten  days'  notice  to  the  applicant 
of  a  time  when  he  may  be  heard,  either  personally  or  by  his 
agent,  (m)  The  applicant  has  a  period  of  at  least  five  days  within 
which  to  notify  the  Comptroller  whether  he  intends  to  be  heard. 
This  notification  must  be  made  in  writing.  The  time  allowed  runs 
from  the  date  when  the  Comptroller's  notice  would  have  been 
delivered  in  the  ordinary  course  of  post,  (n) 

Whether  the  applicant  intends  to  be  heard  or  not  the  Comp- 
troller may,  in  any  case,  require  him  to  submit  a  statement  in 
writing  within  a  specified  time,  or  to  attend  before  him  and  orally 
explain  such  matters  as  the  Comptroller  may  require,  (o) 

The  Comptroller  will  no  doubt  usually  act  on  the  examiner's 
report,  but  he  is  not  bound  by  it,  and  not  only  may,  but  ought  to, 
exercise  his  own  judgment  in  the  matter,  (p) 

Applicant's  Appeal  to  the  Law  Officer.— Where  the  Comptroller 

0)  P.  R.  rule  82.  (»)  p.  R.  rale  12. 

(Ac)  Patents  Act,  1883,  s.  6.  (o)  Ibid.  13. 

(0  Patent  Act,  1888,  s.  7  (1).  (p)  a»«  Application,  7  R.  P.  C.  250. 

(m)  P.  R.  rale  11. 
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refdses  to  accept  an  application,  or  requires  an  amendment,  the 
applicant  may  appeal  from  his  decision  to  the  Law  Officer,  (q) 

The  Law  Officer  must,  if  required,  hear  the  applicant  and  the 
Comptroller.  The  decision  of  the  Law  Officer  as  to  whether  or 
not  the  application  shall  he  accepted,  and  on  what  terms,  is  final,  (r) 

Time  for  Delivering  the  Complete  Specification. — If  (as  will  gene- 
rally be  the  case)  the  applicant  does  not  leave  a  complete  specifi- 
cation at  the  time  of  making  his  application,  he  has  a  period  of 
nine  months  within  which  to  do  so.  (s)  In  computing  the  time 
months  mean  calendar  months,  (t)  and  the  day  of  application 
should  be  excluded,  (u) 

The  Comptroller  may  extend  the  time  for  a  period  not  exceeding 
one  month,  on  payment  of  an  extension  fee  of  £2.  An  application 
for  enlargement  of  time  for  leaving  a  complete  specification  must 
state  in  detail  in  what  circumstances,  and  upon  what  grounds, 
such  extension  is  applied  for.  The  Comptroller  may  require  the 
applicant  to  substantiate  the  allegations  on  which  he  asks  for 
enlarged  time,  (v) 

If  no  complete  specification  is  left  within  the  prescribed  time 
or  such  further  time  (not  exceeding  one  month)  as  the  Comptroller 
may  allow  by  way  of  enlargement,  the  application  is  deemed  to  be 
abandoned,  (tr)  As  the  provisional  specification  is  not  published 
in  such  case,  (x)  the  applicant  does  not  by  abandonment  lose  his 
right  to  subsequently  lodge  another  application  for  the  same 
invention.  Acts  of  experiment  or  user  performed  under  the  pro- 
visional protection  of  an  application  afterwards  abandoned  do  not 
amount  to  a  dedication  of  the  invention  to  the  public,  (y) 

Conformity  of  the  Specifications. — Where  the  applicant  leaves 
a  provisional  specification  only  with  his  application  and  sends  in 
a  complete   specification  (2?)   afterwards,  both   specifications  are 

(g)  Patent  Act,  1888,  b.  7  (2).  LUter  7.  Norton,  8  R.  P.  0. 199. 

(r)  Ibid.  8.  7  (8).  (i }  Where  more  than  one  person  joins 

(•)  Patents  Act,  1888,  s.  8  (1).  in  an  application,  though  each  mnst  sign 

(0  18  &  14  Vict.  0.  21,  B.  4.  the  application,  it  is  not  necessary  that  all 

(«)  But$eU  T.  Ledtam,  14  M.  &  W.  582 ;  should  sign  the  complete  specification : 

WiUiamg  t.  Noah,  28  Beay.  93 ;   5  Jnr.  Cfrm/eU  &  Mc&fou's  Patent  (7  B.  P.  G.  p. 

(N.  8.)  696.  152).    But  it  must  be  signed  on  behalf  of 

(v)  Patents  Act,  1885,  s.  8 ;  P.  R.  role  50.  all ;  and  where  joint  applicants  quarrelled 

The  Comptroller  has  a  general  power  to  after  applying  for  a  patent  and  claimed 

enlarge  the  periods  of  time  prescribed  by  the  right  to  deliver  diifereut   complete 

the  PaUnt  Bules,  if  lie  sees  fit.    See  P.  R.  specifications,  the  Oomptroller  was  held  to 

role  51.  have  acted  properly  in  refusing  to  accept 

(w)  Patents  Act,  1883,  8.  8  (2).  them:    see    Apo$toU*ff*8    AppUeation,  13 

(«)  Patent  Act,  1885,  s.  4.  R.  P.  C.  275. 

(y)  Patents  Act,  1888,  s.  14.  See,  also, 
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referred  by  the  Comptroller  to  an  examiner  to  report  whether  the 
complete  specification  has  been  prepared  in  the  prescribed  manner, 
and  whether  the  invention  particularly  described  in  the  complete 
specification  is  substantially  the  same  as  that  described  in  the 
provisional  specification,  (a) 

If  the  examiner's  report  (6)  is  adverse  the  Comptroller  may 
refuse  to  accept  the  complete  specification,  unless  and  until  the 
same  shall  have  been  amended  to  his  satisfaction,  (c)  But  from 
such  refusal  an  appeal  lies  to  the  Law  Officer,  who  will  if  required 
hear  the  applicant  and  the  Comptroller,  and  decide  whether,  and 
subject  to  what  conditions,  if  any,  the  complete  specification  shall 
be  accepted,  (d) 

Aoceptance  of  the  Complete  Specification. — A  period  of  twelve 
months  is  allowed  from  the  date  of  the  application  for  the  accept- 
ance of  the  complete  specification,  thereafter,  if  the  specification  is 
not  accepted,  the  application  becomes  void.  But  this  limit  does 
not  apply  where  an  appeal  is  lodged  against  a  refusal  of  the 
Comptroller.  («)  The  Comptroller  may  extend  the  time  to  any 
further  period  not  exceeding  three  months  (/)  on  payment  of  the 
requisite  enlargement  fee.  {g) 

When  a  complete  specification  has  been  accepted,  the  accept- 
ance is  advertised  by  the  Comptroller  in  the  Illustrated  Official 
Journal,  and  the  application,  specifications,  and  drawings  (if  any) 
are  then  open  to  public  inspection,  (h) 

Sealing  the  Patent. — ^If  no  notice  of  opposition  is  given,  (i)  the 
Comptroller  causes  the  patent  to  be  sealed  with  the  seal  of  the 
Patent  Office,  which  now  has  the  same  effect  for  this  purpose  as 
the  Great  Seal  of  the  United  Kingdom  formerly  had.  (j) 

The  patent  must  be  sealed  not  later  than  fifteen  months  after 
the  date  of  application,  unless  such  sealing  is  delayed  by  an  appeal 
to  the  Law  Officer,  or  by  opposition,  or  through  the  death  of  the 
applicant.  (2;)  Li  the  last-mentioned  case  a  period  of  twelve 
months  after  the  death  of  the  applicant  is  allowed  within  which 
the  patent  may  be  sealed  to  his  legal  representative,  (l) 

(a)  Patents  Act»  1883,  s.  9  (1).  .  and  £6  for  three  months.    See  P.  B.  1892, 

(6)  Reports   of    Examiners   are    not  schedule.   As  to  applicant  stating  grounds 

publislied  nor  open  to  public  inspection,  for  enlargement  of  time,  see  P.  B.  rule  50, 

Ibid.  s.  9  (5).  and  ante,  p.  287. 

(e)  Patents  Act,  1883,  s.  9  (2).  (h)  Patents  Act,  1883,  s.  10;   P.  R 

(<J)  Ibid.  s.  9  (2)  (3).  rules  21,  22. 

(e)  Ibid.  B.  9  (4).  (»)  As  to  oppositions,  see  post,  p.  290. 

(/)  Patent  Act,  1888,  s.  3.  (j)  Patents  Act,  1883,  &  12  (1)(2). 

(g)  The  scale  of  enlargement  fees  is  as  (k)  Ibid.  s.  12  (8). 

foUows:   £2  for  one  month,  £4  for  two,  (I)  Ibid.     These  gruuuds  of  ezemp- 
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Where  the  Comptroller  has  enlarged  the  time  allowed  for 
leaving  the  specifications,  a  farther  period  of  four  months  is 
allowed  for  sealing  the  patent,  (m) 

Every  patent  is  now  dated  as  of  the  day  of  application,  (n) 
Where,  therefore,  two  applicants  make  separate  applications  in 
respect  of  the  same  invention,  the  later  applicant  can  gain  no 
advantage  by  getting  his  patent  sealed  first,  for  a  patent  afterwards 
sealed  to  the  earlier  applicant  will  take  priority  over  and  defeat 
the  patent  already  obtained  by  the  second  applicant ;  and  the  fact 
that  one  patent  has  already  been  sealed  in  respect  of  an  invention 
does  not  prevent  the  later  sealing  of  a  second  patent  for  the  same 
invention  to  an  earlier  applicant,  (o) 

Although  the  patent  dates  back  to  the  day  of  application, 
no  proceedings  may  be  taken  by  the  grantee  in  respect  of  an 
infringement  committed  before  the  publication  of  the  complete 
specification.  (2)) 

The  Comptroller  may  refuse  to  seal  a  patent  for  an  invention 
of  which  the  use  would,  in  his  opinion,  be  contrary  to  law 
or  morality,  (q) 

An  applicant  who  has  only  obtained  provisional  protection  is 
not  entitled  to  use  the  word  ^'patent"  in  connection  with  his 
invention,  (r)  though  he  may  perhaps  be  entitled  to  do  so  after 
the  acceptance  of  his  complete  specification.  {$)  The  use  of  the 
word  "  patent "  does  not  seem  to  be  inadmissible  where  the 
patent  has  expired,  (t)  unless  it  is  so  used  as  to  suggest  that  a 
subsisting  patent  is  in  existence,  (u) 

International  Applications. — International  and  Colonial  applica- 
tions, in  so  far  as  they  are  governed  by  special  procedure,  are 
dealt  with  in  a  separate  chapter,  (v) 

UoQ  are  Btriotly  oonsfcrued.    There  ia  no  (q)  Patents  Act,  188S,  s.  86. 

power    to   exoose    delay   dne   to   mere  (r)  Ibid.  s.  105 ;  J?.  7.  FaOis,  3  R.  P.  C. 

inadTertenoe:   A,  A  B:$  Applieation,  13      1 ;  B.  y.  OrompUm,  8  R.  P.  G.  868. 

R.  P.  G.  68.  (0  B.  Y.  Toumimd,  13  R.  P.  G.  265. 

(m)  Patent  Act,  1885,  s.  8.  (0  See  poet,  p.  596. 

(i»)  Patents  Act,  1888,  s.  13.  (u)  CheavinY.Walker,  L.  R.  5G.  D. 850. 

(o)  Ibid.  (o)  See  post  Ghap.  XXYL  p.  598. 

(p)Ibid. 
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CHAPTER  XV, 

OPPOSITION   TO   THE  GRANT  OF  LETTERS  PATENT   FOR  INTENTIONS. 

Sight  to  Oppose. — The  right  to  oppose  the  grant  of  letters  patent 
is  a  statutory  right,  and  does  not  exist  at  common  law.  (a) 

The  practice  in  regard  to  oppositions  is  now  governed  by  the 
provisions  of  the  Patents  Act,  1888.  Prior  to  the  passing  of  that 
Act,  oppositions  were  never  allowed  to  prevail  except  in  the  clearest 
cases ;  the  erroneous  refusal  of  a  good  patent  necessarily  inflicting 
irreparable  damage  on  the  applicant,  who  was  thus  deprived  of 
that  monopoly  to  which  his  ingenuity  entitled  him,  whUe  the 
granting  of  a  bad  patent,  on  the  other  hand,  was  no  irreparable 
injury  to  the  opponent,  who  could  contest  the  validity  of  the  grant 
in  any  subsequent  proceedings. 

Thus,  in  BusaeWa  Patent,  (b)  Lord  Granworth,  C,  said :  **  The 
principle  upon  which  I  have  generally  acted  has  been  that  where 
a  matter  is  much  in  doubt,  it  is  better  to  run  the  risk  of  putting 
the  party  opposing  the  grant  to  the  costs  of  making  out  his  case 
in  some  ulterior  proceedings,  than  to  withhold  the  great  seal  from 
the  letters  patent  in  the  first  instance,  for  the  obvious  reason  that 
the  one  course  would  create  a  remediable,  and  the  other  an  irre- 
mediable injury."  (c) 

The  same  rule  has  been  acted  upon,  and  is  now  well  estab- 
lished under  the  present  practice.  In  Stuart's  {d)  case,  Sir  E. 
Clarke,  S.G.,  thus  laid  down  the  rule  which  should  guide  the 
Law  Officer  under  the  Patents  Act,  1888 :  ''  The  decision  of  the 
Comptroller,  who  said  that,  in  his  opinion,  the  weight  of  evidence 
was  in  favour  of  the  opponent,  does  not  exactly  express  the  result 
at  which,  in  my  opinion,  it  is  necessary  that  a  Law  Officer  should 
arrive  before  he  refuses  the  sealing  of  a  patent    Having  regard 

(a)  Per   Webster,   A.G.,  in    EoeriteB  M.  &  Q.  422;  Spwo^B  Paieni,  8  De  G. 

ApplioaJtum,  Griff.  A.  P.  0.  29.  &  J.  528;  and  Lord  Selborne,  C,  in  Ex 

Cb)  2  De  G.  &  J.  132.  parU  Sheffield,  L.  R.  8  Ch.  240. 
(e)  See,  also,  T6U<m*8  Patenty  6  De  G.  (d)  9  B.  P.  C.  452. 
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to  the  fact  that  by  allowing  the  issae  of  a  patent  I  do  not  close 
the  matter,  but  leave  it  open  to  the  opponent  to  challenge,  in  a 
court  of  law,  the  validity  of  that  patent,  I  do  not  think  I  ought 
to  refuse  to  permit  a  patent  to  be  sealed  unless  I  am  satisfied 
that  no  jury  could  reasonably  come  to  a  decision  in  favour  of  the 
applicant."  (e) 

Statutory  Oroimds  of  Opposition. — The  practice  as  to  oppositions 
to  the  sealing  of  letters  patent  is  now  regulated  by  Section  11  of 
the  Patents  Act,  1888,  as  amended  by  Section  4  of  the  Patents  Act, 
1888.    Sub-section  1  of  Section  11  provides  as  follows : — 

"  Any  person  may  at  any  time  within  two  months  of  the  date  of  the 
advertisement  of  the  acceptance  of  a  complete  specification  give  notice 
at  the  Patent  Office  of  opposition  to  the  grant  of  the  patent,  on  the 
graimd  of  the  applicant  having  obtained  the  invention  from  him,  or 
trcfm  a  person  of  whom  he  is  the  legal  representative,  or  on  the  ground 
that  the  invention  has  been  patented  in  this  country  on  an  application 
of  prior  date,  or  on  the  ground  that  the  complete  specification  describes 
or  claims  an  invention  other  than  that  described  in  the  provisional  speci- 
fication, and  that  such  other  invention  forms  the  subject  of  an  application 
made  by  the  opponent  in  the  interval  between  the  leaving  of  the  pro- 
yisional  specification  and  the  leaving  of  the  complete  specification,  but  on 
no  other  ground." 

The  jurisdiction  of  the  Comptroller  and  Law  Officer  under  the 
Acts  to  hear  opponents  is  therefore  strictly  limited;  the  three 
grounds  set  out  above  being  the  only  grounds  upon  which  they 
can  do  so.  (/) 

It  will  be  convenient  to  consider :  (1)  who  may  oppose ;  (2)  what 
grounds  of  opposition  are  permissible ;  and  (8)  the  present  practice 
on  oppositions. 

1.  Who  may  Oppose  the  Grant  of  Letters  Patent. 

General  Observations. 

Sub-section  1  of  Section  11  of  the  Patents  Act,  1888,  enacts 
that  any  person  may  give  notice  of  opposition  who  does  so 
within  the  prescribed  time,  and  on  one  of  the  grounds  permitted 
by  the  Act.  Sub-section  2  provides  that  the  Comptroller  shall 
hear  the  person  giving  such  notice,  if  desirous  of  being  heard. 
Where,  however,  an  appeal  is  made  to  the  Law  Officer,  such 

(e)  See,  alao,  Webeter,  A.G.,  in  SlitiM  (/)  Von  Bueh,  Gnff.  A.  P.  C.  42. 

Paient,  Griff.  P.  G.  298. 
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opponent  only  has  a  locys  standi  to  oppose  as,  in  the  opinion  of 
the  Law  Officer,  is  entitled  to  be  heard.  No  difficulty  arises  as 
to  who  is  entitled  to  be  heard,  in  respect  of  the  first  and  third 
grounds  of  opposition  permitted  by  the  Acts,  but  in  respect  of 
the  second  ground  (viz.  that  the  invention  has  been  patented  in 
this  country  on  an  application  of  prior  date)  some  ambiguity 
arises,  as  the  words  in  this  part  of  the  section  appear  to  place 
no  limitation  upon  the  class  of  person  who  may  raise  this  objection 
to  a  grant.  This,  however,  it  is  now  settled,  is  not  the  meaning 
of  the  Act.  No  person  may  be  heard  as  an  opponent  on  the 
second  ground  of  opposition  who  is  not  personally  interested  in 
the  prior  patent  upon  which  he  bases  his  opposition,  (g) 

In  Heath  <&  Froafs  Patent,  (h)  the  opponent,  who  was  a  patent 
agent,  relied  upon  a  prior  patent  belonging  to  his  client  but  in 
which  he  was  not  personally  interested.  Clarke,  S.6.,  in  declining 
to  hear  him,  said :  ''  It  seems  to  me  perfectly  clear  from  the  Act 
that  members  of  the  public,  as  such,  are  not  entitled  to  be  heard 
in  opposition  before  me.  The  Act  expressly  says  that  it  must  be 
'  the  person  giving  notice  and  being,  in  the  opinion  of  the  Law 
Officer,  entitled  to  be  heard  in  opposition,'  so  that,  besides  being 
a  person  who  gives  notice  of  opposition,  you  must  also  be  a  person 
who  for  some  reason  or  other  comes  within  the  class  of  those 
persons  'entitled  to  be  heard.'  It  appears  to  me  that  by 
Section  11  it  is  quite  clear  that  the  only  class  of  persons  who 
are  entitled  to  be  heard  in  opposition  before  the  Law  Officer,  are 
persons  who  are  interested,  with  a  legitimate  and  real  interest, 
in  the  prior  patent  upon  which  an  application  is  opposed,  or 
persons  who,  while  they  have  not  patented  the  invention,  have  yet 
been  the  originators  of  it,  from  whom  the  person  seeking  the 
patent  has  obtained  it."  (t) 

A  licensee  under  a  prior  patent,  (j)  and  likewise  an  assignee  (k) 
who  has  manufactured  under  such  patent,  even  though  it  has 
been  allowed  to  lapse,  has  a  sufficient  interest  to  entitle  him  to 
be  heard  by  the  Law  Officer.  (I)    But  a  person  who  is  merely  a 

(g)  In  ^eware$  Applieaii<m,  18  B.  P.  G.  568 ;  47  W.  B.  667. 

p.  629,  Webster,  A.Q.,  said  that  the  Umi-  {J)  HUTs  Patent,  6  B.  P.  0.  699. 

tation  on  penoDB  entitled  to  be  heard  (k)  Mariden'$  Patent,  18  B.  P.  G.  87. 

before  the  Law  Offloer  applied  equally  to  (2)  Qlouop's  Patent,  Griff.  P.  C.  285. 

the  hearing  before  the  Comptroller.  If  tiie  prior  patent  has  expired  it  makes 

(h)  Griff.  P.  C.  288,  p.  290.  no   difference  ;   see    Laneaatei^e   Patent, 

(0  See,  also,  B.  v.  the   ComptrcUer  Griff.  P.  C.  293 ;    MaoEw^e  Patent,  5 

General;  Ex  parte  TonUinBon,  16  B.  P.  C.  B.  P.  0.  285. 

283;  [1899]  1  Q.  B.  909;  68  L.  J.  Q.  B. 
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manufacturer  of  the  class  of  goods  to  which  the  prior  patent 
relates,  and  is  not  otherwise  interested  in  it,  is  not  entitled  to 
be  heard,  (m) 

The  foregoing  limitation  upon  the  right  to  oppose  a  patent  on 
the  ground  that  it  relates  to  an  invention  which  is  the  subject  of 
a  prior  patent  will  be  strictly  enforced,  as  otherwise  a  vast  amount 
of  annoyance  and  expense  of  a  most  objectionable  character  might 
be  caused  to  patentees,  (n) 

If  the  Comptroller  is  in  doubt  as  to  whether  an  opponent 
appearing  before  him  ought  to  be  heard  or  not,  he  can  consult  the 
Law  OfiScer,  whose  opinion  in  the  matter  will  be  final,  (o)  The 
Court  has  no  jurisdiction  to  issue  a  mandamus  requiring  the 
Comptroller  to  hear  an  opponent  whom  the  Law  Officer  has 
decided  ought  not  to  be  heard,  (p) 

Once,  however,  an  opponent  has  a  locus  standi  to  oppose,  he 
may  refer  to  other  anticipations  than  the  prior  patent  in  which 
he  is  personally  interested,  and  he  will  be  heard  as  to  such  other 
grounds  of  opposition. 

"  The  necessity  of  imposing  some  limit,"  said  Webster,  A.G., 
in  Stewart's  Application, (q)  ''is  that  pointed  out  by  Lord 
Herschell,  namely,  to  prevent  any  one  being  able  to  come  and 
raise  questions  of  novelty  before  the  Comptroller  or  before  the 
Law  Officer ;  but  once  get  a  lawful  opponent,  it  is,  in  my  opinion, 
in  the  interests,  both  of  patentees  and  of  the  public,  that  that 
opponent  should  be  entitled  to  bring  to  the  notice  of  the  Comp- 
troller and  the  Law  Officer  other  patents  which  are  germaine  to 
the  particular  question." 

The  only  persons  who  can  oppose  on  the  ground  that  the 
invention  has  been  patented  by  them  on  an  application  of  prior 
date,  are  persons  interested  in  a  patent  granted  upon  an  applica- 
tion made  in  the  United  Kingdom  prior  in  date  to  the  application 
opposed.  Hence,  the  provisions  enabling  a  foreign  patentee  who 
applies  for  a  patent  in  England,  within  seven  months  from  the 
date  of  his  application  abroad,  to  obtain  an  English  patent  ante- 
dated to  the  date  of  his  foreign  patent,  (r)  do  not  give  any  locus 
standi  to  such  person  to  oppose  as  if  his  English  patent  had  been 
granted  at  the  same  date  as  his  foreign  patent,  (s) 

(m)  Hookham,  Griff.  A.  P.  C.  32.  Q.  R  568;  80  L.  T.  777;  47  W.  R.  567; 

(»)  Per  Henohell,  S.6.,  in  Qlouo^s  15  T.  L.  R.  285,  810. 
Patent,  Griff.  P.  C.  285.  (q)  13  R.  P.  C.  627. 

(o)  Patents  Aot,  1883,  b.  95.  (r)  Patents  Act,  1883,  s.  103. 

(p)  B.  V.  ComptroUer-Oeneral,  16  R.  («^  EvenU's  Case,  Griff.  A.  P.  C.  28. 

P.  C.  283;  [1899]  1  Q.  B.  909 ;  68  L.  J. 
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The  prior  invention  on  which  the  opposition  is  grounded  must 
have  been  "  patented."  Therefore,  a  person  interested  in  a  prior 
application  which  has  not  resulted  in  a  patent  has  no  locu8  standi 
as  an  opponent,  unless  he  comes  under  Section  15  of  the  Patents 
Act,  1888.  (t) 

That  section  provides  that,  after  the  acceptance  of  a  complete 
specification,  until  the  date  of  sealing  the  patent,  or  the  expiration 
of  the  time  for  sealing,  the  applicant  shall  have  all  the  like  privi- 
leges and  rights  as  if  a  patent  for  the  invention  had  been  sealed 
on  the  date  of  the  acceptance  of  the  complete  specification,  except 
the  right  of  instituting  proceedings  for  infringement.  An  inventor, 
therefore,  whose  complete  specification  has  been  accepted  may 
oppose  as  effectually  as  if  a  patent  had  in  fact  been  granted 
to  him.  (u) 

A  person  interested  in  a  prior  patent  is  entitled  to  oppose  in 
respect  of  that  patent,  even  if  it  has  expired  by  effluxion  of  time, 
or  been  allowed  to  lapse,  (t;) 


2.  Grounds  of  Opposition. 

(a)  That  the  Applicant  has  obtained  the  Invention  from  the 
Opponent  or  from  a  Person  of  whom  he  is  the  Legal  Representative. 

Where  this  ground  of  opposition  is  raised  it  may  become  a 
question  of  some  difficulty  to  decide  who  is  in  fact  the  real 
inventor.  In  such  cases  it  sometimes  appears  that  the  invention 
is  really  attributable  to  both  the  applicant  and  the  opponent. 
Where  this  has  been  proved  a  patent  has  been  sealed  to  them 
jointly,  (w) 

Giving  the  Opponent  an  Interest  in  the  Patent. — In  Garthwaite's 
Case,  where  the  Comptroller  arrived  at  a  similar  conclusion,  but 
the  parties  objected  to  having  a  joint  patent,  a  patent  was  sealed 
to  each,  on  condition  that  each  agreed  to  assign  to  the  other 
one  half  share  of  his  patent,  and  to  pay  one-half  of  the  fees 
necessary  for  maintaining  the  patent  in  force,  {x) 

In  Evans  d  Otway's  Case,  (y)  a  difficult  question  arose  as  to 
whether  the  applicant,  Evans,  or  the  opponent,  Cutting,  was  the  true 
inventor.     Cutting  had  already  himself  applied  for  and  obtained 

(0  Dundona*  Patent,  Qnff.27S.  &  FroU's  Patent,  Griff.  P.  C.  288;    He 

(u)  VOiseau  A  Pierrard,  Griff.  A.  P.  C.  Stewart,  18  R.  P.  C.  627. 

36.  (w)  Eadie's  Patent,  Griff.  P.  C.  279. 

(y)  Lanoaater's  Patent,  Griff.  P.  C.  294 ;  (a;)  Griff.  P.  C.  284. 

QloBwp's  Patent,  Griff.  P.  C.  285;  Heath  (y)  Ibid.  279. 
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a  patent  for  substantially  the  eame  invention.  The  Law  Officer 
(Webster,  A.G.),  after  hearing  testimony  of  a  highly  contradictory 
nature,  directed  a  patent  to  be  sealed,  on  condition  that  the  appli- 
cant, Evans,  assigned  one  half  share  of  the  patent  to  the  opponent, 
Cutting,  and  Gutting  assigned  one  half  share  of  his  own  patent 
to  Evans.  Difficulties  having  arisen  as  to  the  carrying  out  of  this 
order,  it  was  cancelled,  and  no  patent  sealed  to  Evans,  on  con- 
dition that  Gutting  assigned  to  Evans  one  half  share  in  the  patent 
he  had  already  obtained ;  the  renewal  fees  to  be  paid  half 
by  each. 

In  Luke's  Patent,  (z)  where  a  similar  opposition  was  set  up, 
it  appeared  that  part  of  the  invention  had  been  discovered  by  the 
opponent,  and  the  Law  Officer  directed  a  patent  to  be  sealed  on 
an  agreement  being  filed  by  which  the  applicant  undertook  to 
secure  to  the  opponent  the  full  rights  under  the  patent  of  a  joint 
patentee,  (a) 

Under  this  ground  of  opposition,  it  is  no  answer  to  an  opponent 
for  the  applicant  to  shew  that  he  obtained  the  invention  from  the 
opponent  with  the  opponent's  consent,  for  such  a  state  of  facts  is 
inconsistent  with  the  applicant  being  the  first  and  true  inventor 
within  the  meaning  of  the  patent  law.  (b) 

Obtaining  the  Invention  beyond  the  Vnited  Kingdom.— But  it  is 
otherwise  if  the  applicant  has  obtained  the  invention  from  the 
opponent  beyond  the  United  Kingdom  and  the  Isle  of  Man. 
For  in  such  case  the  applicant,  if  he  is  the  first  importer  of  the 
invention,  is  a  true  inventor  within  the  meaning  of  the  patent 
law,  no  matter  how  he  became  possessed  of  the  discovery ;  (c) 
and  the  Comptroller  cannot  enquire  into  suggestions  that  the 
applicant  acquired  the  invention  by  some  breach  of  duty  or  breach 
of  contract  These  are  issues  which  the  parties  must  contest 
elsewhere,  (d) 

In  Higgins'  Patent,  (e)  the  opponents  proposed  to  prove  fraud 
out  of  the  United  Kingdom,  but  Sir  B.  E.  Webster,  A.6.,  refused 
to  consider  such  evidence,  saying  that  it  mattered  not  even  if  the 
importer  had  stolen  the  invention  abroad. 

In  Griffin's  Application,  (/)  where  the  applicant  applied  for  a 

(f)  Griff.  P.  0.  294.  (6)  MarthaiTs  AppUeaiian,  5  R.  P.  C. 

(a)  These  cases  really  foUow  the  earlier  661. 
practioe  as  illnstrated  in  BuuelTs  Patent  (c)  Edmund's  Patent,  Griff.  P.  C.  283  ; 

(2  De  G.  &  J.  IdO),  where,  on  a  diepnte  Lakers  Patent,  5  R.  P.  C.  415. 
hetweeii  master  and  serrant  as  to  who  was  (d)  Ibid, 

the  tme  inventor,  a  patent  was  sealed  to  («)  9  R.  P.  C.  74. 

two  tmstees,  one  for  either  party.  (/)  6  R.  P.  C.  296. 
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grant  in  respect  of  an  invention  communicated  from  abroad,  the 
opponent  alleged  that  the  invention  had  in  fact  been  obtained  from 
her  in  this  country,  and  the  declarations  being  unsatisfactory,  the 
patent  was  refused.  But  the  opponent  in  this  case  would  have 
had  no  locus  standi  had  the  obtaining  of  the  invention  from  her 
taken  place  abroad. 

Where  the  invention  sought  to  be  patented  was  so  similar  to 
one  for  which  a  patent  had  already  been  granted  to  the  opponent 
— ^who  also  alleged  it  had  been  obtained  from  him — as  to  manifestly 
be  unpatentable  except  as  an  improvement  upon  the  opponent's 
patent,  Sir  F.  Herschell,  S.G.,  only  allowed  a  patent  to  be  sealed 
on  the  applicant  inserting  in  his  complete  specification  a  statement 
that  his  invention  referred  to  improvements  on  the  opponent's 
patent,  (g) 

Opposition  by  a  Workman  of  the  Applicant. — The  suggestions 
made  by  a  workman  employed  in  making  a  model  of  an  inven- 
tion for  the  inventor  cannot  be  patented  by  that  workman,  but  in 
fact  belong  to  the  employer  and  merge  in  his  invention.  Hence 
he  is  the  only  person  entitled  to  a  patent  for  them.  Therefore 
improvements  in  details  suggested  by  such  workman  and  embodied 
in  the  machine  do  not  entitle  that  workman  to  oppose  and  stop  the 
master's  patent,  on  the  ground  that  material  parts  of  the  invention 
have  been  obtained  from  him.  (h) 

At  the  same  time,  inventions  found  out  by  a  workman  while 
engaged  in  his  master's  employment  do  not  necessarily,  by  virtue 
of  that  employment,  belong  to  the  master,  (t)  It  is  a  question  of  fact 
in  each  case.  The  invention  may  be  so  entirely  independent  of  any- 
thing suggested  to  the  workman  as  to  be  clearly  his  own  invention. 

In  Heald's  Case,  (j)  the  employe  was  held  entitled  to  have  a 
patent  sealed  in  his  own  favour,  although  the  company  in  whose 
employment  he  was  contended  that  his  discovery  had  been  made 
while  occupied  upon  their  business. 

Whether  the  person  from  whom  the  invention  was  obtained 
himself  intended  to  patent  it  or  not  is  immaterial.  He  is  equally 
entitled  to  oppose  in  either  case,  (k) 

Obtained  the  Invention. — These  words  mean  obtained  the  in- 
vention which  is  purported  to  be  patented,  and  refer  to  the  identity 
of  the  invention,  not  the  right  of  the  person  from  whom  it  was 

(g)  HoOeMs  Patent,  Griff.  P.  C.  291.  (j)  Supra. 

(h)  Datfid  V.   WoodUyy  Griff.  A.  P.  C.  (k)  ThtoaiU's  AppUcation,  9  R.  P.  C. 


(0  Beald^g  Patent,  8  R.  P.  C.  480. 
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obtained  to  be  regarded  as  the  true  and  first  inventor.  In  ThwaiWs 
Case,  (0  the  opponent's  right  to  oppose  was  based  on  the  allegation 
that  a  large  portion  of  the  applicant's  invention  had  been  invented 
by  a  servant  in  the  service  of  the  opponent  who  had  subsequently 
gone  into  the  applicant's  employment.  There  was  a  considerable 
conflict  of  evidence  on  the  declarations,  raising  great  doubt  as  to 
whether  the  opponent  or  the  servant  was  the  inventor ;  but  Webster, 
A.G.,  held  that  he  would  not  go  into  an  enquiry  as  to  that,  as, 
under  the  Statute,  it  was  not  relevant  to  the  right  to  oppose. 

Where  the  applicant  describes  an  invention  in  his  specification 
as  his  own  under  an  earlier  patent,  which  in  fact  is  taken  from 
the  patent  of  another  person,  that  person  is  entitled  to  oppose  and 
have  such  misdescription  struck  out  of  the  specification,  even 
although  the  applicant  only  describes  that  prior  invention  in  his 
specification  and  does  not  claim  it. 

On  this  Clarke,  S.G.,  in  HeiheringtorCs  Patent^  {m)  said :  *'  It  was 
contended  that  the  words  in  Section  11  of  the  Act  of  1888,  '  having 
obtained  the  invention  from  him,'  must  be  read  jis  applying  solely 
to  the  invention  claimed  in  the  specification  of  the  patent  to  which 
the  objection  is  made.  Even  if  this  construction  were  sound  I 
should  not  hold  myself  bound  to  permit  the  sealing  of  a  patent 
which  bore  upon  its  face  a  statement  untrue  in  fact,  and  injurious 
to  the  interests  of  the  person  to  whom  a  prior  patent  had  been 
granted.  But  the  function  of  the  specification  is  to  describe  and 
ascertain  the  nature  of  the  alleged  invention,  and  the  words 
objected  to  in  this  case  purport  to  be  part  of  that  description. 
I  am  of  opinion  that  the  opponents  were  entitled  to  be  heard  in 
opposition  to  the  grant,  and  I  affirm  the  decision  of  the  Comptroller, 
and  order  the  appellant  to  pay  five  guineas  costs." 

The  words  'Uegal  representative"  mean  the  administrator  or 
executor  of  a  deceased  person.  They  do  not  include  a  company 
holding  patent  rights  by  assignment,  (n)  nor  a  person  holding  a 
power  of  attorney  for  a  foreign  inventor,  (o) 

(6)  That  the  Invention  ha^  been  Patented  in  this  Country  on  an 
Application  of  Prior  Date. 

This  is  the  most  usual  form  of  opposition,  (p)  To  support 
opposition  on  this  ground  two  circumstances  must  concur  :  (1)  the 

(0  Supra.  In  ibis  case  the  aboye  point  was  deoided 

(»)  7  R.  P.  C.  419.  by  the  Comptroller  only,  Webster,  A.G., 

(ft)  8hieT$  Patent,  5  B.  P.  0.  281.  not  dealing  with  the  point  on  the  appeal, 
(o)  Edmund^ s  Patenty  Griff.  P.  C.  282.  (p)  As  to  patents  being  refused  on  this 
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prior  applications  relied  upon  mast  have  resulted  in  grants  of 
letters  patent ;  (2)  the  opponent  must  have  a  personal  interest  in 
one  at  least  of  such  prior  applications. 

By  '*  patented  in  this  country  "  is  meant  an  invention,  not  only 
described  in  a  prior  specification,  but  claimed.  For  only  that 
which  is  claimed  is  patented,  (q)  Therefore  matters  relied  upon 
as  anticipations  of  the  later  application  which  are  merely  inserted 
in  the  specification  of  the  earlier  patent  by  way  of  description, 
however  fully  they  may  disclose  the  invention  of  the  later  applicant, 
do  not  afford  the  owner  of  that  earlier  patent  a  locus  standi  to 
oppose,  (r) 

In  this  respect  the  words  of  the  Statute  will  be  strictly  con- 
strued. An  opponent  cannot,  therefore,  base  his  opposition  on  the 
prior  provisional  specification  of  an  applicant  whose  patent  has 
not  been  sealed.  («)  He  may,  however,  found  his  opposition  on 
the  complete  specification  of  a  prior  application  at  any  time  after 
such  specification  has  been  accepted,  for  an  accepted  complete 
specification  has  all  the  effect  of  letters  patent  save  as  regards 
the  right  to  proceed  for  infringement,  (t) 

It  will  not  usually  do  for  an  opponent  to  produce  several  prior 
patents,  and  shew  by  piecing  these  together  that  the  alleged  in- 
vention of  the  applicant  has  been  anticipated.  An  invention  which 
has  to  be  collated  from  several  specifications  is  not  ^'patented" 
within  the  meaning  of  this  ground  of  opposition. 

On  this  point  Webster,  A.G.,  in  Rosses  Patent,  (u)  said :  "  I 
confess  I  should  require  a  very  clear  case  to  stop  a  patent  on  such 
a  ground.  It  by  no  means  follows  that  the  combination  of  two 
previous  arrangements  will  not  require  invention;  and  although 
I  do  not  lay  down  any  rule  that  where  you  have  to  combine  and 
piece  together  the  claims  in  two  specifications,  the  combination 
cannot  amount  to  such  a  prior  claim  as  would  prevent  a  subsequent 
patent  being  sealed,  yet,  having  regard  to  the  direction  given  in 
sub-section  1  of  Section  11,  I  think  it  would  require  a  very  clear 
case,  and  I  am  not  myself  satisfied  that  if  that  had  been  the  only 
objection  to  this  application  I  could  have  entertained  the  con- 
tention "  of  the  opponents. 

ground  imder  theo]d  practioe,8ee  T6l$on*8  (r)  BarUeie$  AppUoation,  9  R.  P.  C. 

Patent,  6  De  G.  M.  &  G.  422;  8eott  A  511. 

Yow^B  Paieni,  L.  R.  6  Ch.  274  ;  19  W.R.  («)  BaiU^s  Patent,  Griff.  P.  C.  269 ; 

425 ;  Ez  parte  Yatee,  L.  R.  5  Ch.  1 ;  Ex  Paterwn's  Patent,  Griff.  P.  C.  295. 

parte  Maneeaux,  L.  R.  6  Ch.  272.  (0  Patents  Act,  1883,  s.  15;  Bailey's 

(g)  Von    Buck's    Applieation,    Griff.  Patent^  mpm, 
A.  P.  C.  42.  (tt)  8  R.  P.  C.  at  p.  478. 


INVENTION  ALBBADY  PATENTED.  299 

The  Earlier  Invention  mnst  be  Identical  with  that  of  the  Appli- 
cant.— To  stop  a  patent  on  this  ground  there  must  be  clear  identity 
of  invention.  "  I  have  always,  since  I  held  my  present  position," 
said  Webster,  A.G.,  in  Todd's  Patent,  (v)  "  acted  on  the  prin- 
ciple that  it  is  only  in  the  clearest  possible  case  that  a  patent 
ought  to  be  stopped.  I  am  of  opinion  that  the  invention  purported 
to  be  claimed  in  this  case  is  so  identical  with  that  which  is  dis- 
closed in  the  opponent's  specification,  that  this  application  cannot 
be  allowed  to  proceed." 

Though  the  case  must  be  clear,  yet  where  the  inventions  are 
identical  it  is  the  duty  of  the  Law  Officer  to  decline  to  seal  a 
patent,  and  he  ought  not  to  shrink  from  the  responsibility  of  doing 
so ;  (w)  and  it  is  not  for  the  Comptroller  or  the  Law  Officer  in  such 
case  to  suggest  disclaimers,  with  the  object  of  preserving  for  the 
applicant  some  patentable  entity,  (x) 

By  ''identical"  is  meant  substantially  identical.  The  sub- 
stance rather  than  the  form  is  to  be  looked  at;  mere  verbal 
differences  will  not  save  an  application,  (y) 

In  considering  identity  of  inventions  the  Comptroller  and  the 
Law  Officer  will  take  into  consideration  mechanical  equivalents,  (z) 

In  Ambrose  Hudd  Smith's  Patent,  Webster,  A.G.,  said:  "It  is  quite 
incorrect  to  suppose  that  in  giving  judgment  in  Stvbhs'  (a)  case  I 
ever  intended  to  suggest  that  the  Law  Officer  ought  not  to  consider 
mechanical  equivalents  as  bearing  on  the  qilestion  of  identity.  I 
entirely  agree  with  the  judgment  of  my  then  colleague.  Sir  Edward 
Clarke,  in  Haythomthwaite's  Case,  (b)  and  on  many  occasions  when 
I  had  to  deal  with  the  matter  previously  I  did  consider  the  ques- 
tion of  mechanical  equivalents  as  bearing  upon  the  question  of 
identity."  (c) 

Whether  the  Prior  Patent  is  Valid  is  Immaterial.— Whether  the 
prior  patent  is  good  or  bad  in  law,  is  immaterial  and  will  not  be 
considered,  (d)  In  Green's  Patent,  (e)  and  again  in  '  Haythom- 
thwaite's  Case,  (/)  the  applicant  proposed  to  shew  that  the  prior 
patent   relied  on  by  the   opponent  was  bad  for  disconformity 

(p)  9  B.  P.  C.  p.  488.  («)  Ambrote  Hudd  Smith's  Application, 

(w)  In  re  MeHardf^B  Patent,  8  R.  P.  C.  13  R.  P.  C.  200 ;  Whittaker'$  AppliocUiofi, 

432 ;  Newman's  Patent,  Griff.  A.  P.  C.  40 ;  13  R.  P.  C.  580 ;  iJe  Batley,  Gk)odeve,  57. 

Todd^B  Patent^  9  R.  P.  C.  p.  488.  (a)  Griff.  P.  C.  298. 

(«)  Lupton  A  Pkbo^B  ApptioatUm,  14  (6)  7  R.  P.  C.  71. 

B.  P.  C.  261.  (o)  13  R.  P.  C.  p.  201. 

(y)  B<nae%  Applieation,  10  R.  P.  C.  275 ;  (d)  Janes'  Patent,  Griff.  A.  P.  C.  34. 

Ambrose   Hudd   Smith's  Appficatian,   13  (e)  Griff.  P.  C.  286. 

B.  P.  0.  200.  (/)  7  R.  P.  C.  70. 
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between  the  specifications ;  but  Webster,  A.G.,  in  the  one  case,  and 
Clarke,  S.G.,  in  the  other,  refused  to  go  into  the  matter.  So  also 
in  Thomborough  &  WiWs  (g)  Case,  Finlay,  8.G.,  declined  to  consider 
the  contention  that  the  prior  patent  was  bad  in  law. 

Whether  the  prior  patent  has  expired  or  been  allowed  to  lapse 
is  also  immaterial,  (h) 

So  likewise  on  this  ground  of  opposition  it  is  not  generally 
material  to  consider  whether  the  applicant's  invention  discloses 
subject-matter  to  support  a  patent.  Indirectly,  however,  this 
consideration  may  have  weight. 

"  I  have  not  to  deal  with  subject-matter,  properly  so  called,'* 
said  Webster,  A.G.,  in  Todd's  Patent ;  (i)  "  that  is  to  say,  supposing 
Todd's  invention  to  have  been  the  first  invention  brought  before 
me,  it  would  not  matter  whether  it  shewed  no  subject-matter,  if  it 
was  a  claim  to  that  which  had  not  been  done  before ;  I  quite  agree 
I  have  not  to  consider  whether  it  is  subject-matter  or  not.  But 
when  there  is  a  previous  anticipatory  patent  it  is  necessary  to 
consider  then  indirectly  the  differences,  and  without  saying  whether 
those  differences  form  subject-matter  or  not,  to  decide  whether 
the  differences  are  sufficient  to  differentiate  that  which  has  gone 
before  from  that  which  is  now  claimed."  After  pointing  out  that 
the  differences  in  this  case  were  not  such  as  could  envolve  any 
invention,  the  learned  Law  Officer  proceeded :  ''  I  confess  that  from 
the  point  of  view  of  the  public,  and  from  the  point  of  view  of  the 
applicant,  I  cannot  imagine  they  would  think  that  Mr.  Todd  had 
got  good  subject-matter ;  but,  be  that  as  it  may,  while  I  should 
never  have  entertained  that  question  for  a  moment,  had  that  stood 
alone,  I  cannot,  in  the  exercise  of  my  duty,  allow  this  application  to 
proceed."  (/) 

Insertion  of  DiBclaiming  Beference  to  other  Patents.— The  objec- 
tion that  the  applicant's  invention  is  so  similar  to  that  protected 
by  the  prior  patent  as  to  raise  a  probability  that  an  action  for 
infringement  would  lie  at  the  instance  of  the  prior  patentee 
against  persons  working  under  the  later  patent,  is  no  ground 
for  refusing  the  grant.  (A)  But  while  the  Law  Officers  will  not 
consider  questions  of  possible  infringement,  they  have  always  re- 
cognized that  where  there  is  an  existing  patent,  and  ground  for 

ig)  18  R.  P.  C.  115.  yention.    8ee  18  R.  P.  C.  97. 

Qi)  BtewaH'i  Patent,  18  R.  P.  C.  628.  (k)  Neumanns       AppUeation,      Griff. 

(0  9  R.  P.  C.  p.  488.  A.  P.  C.  40 ;  WebtUr^$  PaUmt,  6  R.  P.  C. 

(j)  In  Wylie  A  Morton*B  Application,  165;   StdVe  Patent,  8  R.  P.  G.  p.  286; 

a  patent  was  refused  for  a  mere  selection  TatterMlV»  Patent,  9  R.  P.  C.  150. 
from  a  prior  specification  shewing  no  in- 
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Bapposing  that  the  construction  of  the  later  specification  may 
interfere  with  the  rights  under  that  patent,  the  prior  patentee 
is  entitled  to  protection.  (Z)  This  protection  is  commonly  given 
by  requiring  some  disclaiming  clause  to  appear  on  the  face  of  the 
later  specification. 

In  Welch's  Patent,  (m)  where  the  application  was  in  respect  of 
an  invention  for  ''Improvements  in  the  utilization  of  a  waste 
product,  and  in  the  manufacture  of  bricks,  tiles,  and  other  articles 
therefrom,"  it  was  objected  that  a  prior  patent  granted  to  one 
Thomas  Evans  covered  the  invention.  The  matter  being  one  of 
doubt,  Webster,  A. 6.,  allowed  the  patent  to  be  sealed  upon  the 
insertion  of  the  following  disclaimer  in  the  applicant's  specification : 
**  I  am  aware  that  the  utilization  of  slate  debris  for  the  manufacture 
of  bricks,  tiles,  and  other  articles,  is  not  new,  and  that  a  process 
for  this  purpose  is  described  in  the  specification  of  Thomas  Evans, 
dated  February  1,  1878,  No.  431,  and  I  make  no  claim  to  the 
process  therein  described." 

At  the  same  time,  the  mere  fact  that  the  later  patent  may  be 
an  infringement  of  the  earlier  one  will  not  by  itself  entitle  the 
opponent  to  a  disclaiming  reference,  (n)  For  a  disclaimer  is  in- 
tended primarily  for  the  protection  of  the  public  rather  than  the 
opponent,  and  it  will  not  generally  be  required  unless  the  public 
are  in  danger  of  being  misled  by  a  specification  appearing  upon 
the  face  of  it  to  have  a  wider  scope  or  include  a  wider  kind  of 
invention  than  that  to  which  the  applicant  is  on  the  evidence 
entitled,  (o) 

It  is  therefore  always  necessary  to  ask,  Are  the  public  likely 
to  be  misled?  In  HiWs  Patent, (p)  Webster,  A.G.,  said:  "I 
frequently  have  to  point  out  that  a  subsequent  patent  does  no 
harm  to  a  prior  patentee,  or  those  interested  in  a  prior  patent,  but 
that  for  the  interests  of  the  public  it  is  desirable  that  if  patents 
overlap,  the  distinction  between  the  inventions  described  in  the 
later  and  the  earlier  patents  should  be  made  clear  upon  the  face 
of  the  decisions  that  the  Solicitor  General  and  I  have*given — ^now 
a  considerable  number  of  them— pointing  out  this." 

In  SteWs  Patent,  (q)  the  same  learned  Law  Officer  put  the  right 
to  disclaimers  on  a  rather  wider  ground.     "  Many  years  ago.  Lord 

(0  Neu>man*B      AppUoatian,      Griff.  Pateni,  8    R.  P.  C.  p.  236;    Marsdm's 

A.  P.  C.  40 ;  W«btter'$  Patent,  9  R.  P.  0.  Patent,  13  R.  P.  0.  p.  89. 
165;   StelTs  Patent,  8  R.  P.  C.  p.  286;  (o)  Lorrain*4  Patent,  5  R.  P.  C.  143. 

Tattenair$  Patent,  9  R.  P.  C.  150.  (p)  6  R.  P.  C.  599. 

(m)  Griff.  P.  C.  300.  iq)  8  R.  P.  C.  p.  236. 

(n)  /one*.  Griff.  A.  P.  C.  33;  8telV$ 
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Cairns  pointed  out  that  these  disclaimers  were  of  no  value  to  the 
prior  patentee  except  for  the  purpose  of  preventing  the  public 
being  misled,  or  of  preventing  unfair  dealing  by  means  of  patents 
which  might  be  subsequently  granted.  I  think  that  a  prior 
patentee  who  asks  for  a  disclaimer  must  satisfy  the  Comptroller, 
or  the  Law  OfGicer  on  appeal  that  it  is  necessary  for  his  protection." 
"  The  principles  upon  which  the  Law  Ofl&cers  have  acted  now  for 
some  years  in  allowing  disclaiming  clauses  are,  first,  if  it  appears 
clear  that  upon  the  invention  claimed  by  the  prior  patentee  there 
will  be  a  repetition  of  the  claim  to  the  earlier  invention  in  the 
later  patent ;  and  secondly,  if  it  is  clear  that  the  public  would  be 
misled  by  the  later  specification  without  disclaimer."  (r) 

The  disclaimer  required  as  a  condition  of  the  sealing  of  a 
patent  may  be  either  general  or  special.  A  general  disclaimer  is 
one  indicating,  by  a  general  statement  as  to  prior  knowledge,  that 
the  patentee  only  claims  a  strictly  limited  invention.  A  special 
disclaimer,  on  the  other  hand,  is  a  specific  reference  to  a  prior 
patent,  indicating  that  the  later  patentee  is  aware  of  the  earlier 
invention,  and  lays  no  claim  to  the  general  principle  of  that 
invention,  but  only  seeks  protection  for  the  particular  improve- 
ment upon  it,  or  adaptation  of  it,  which  is  new. 

General  or  Special  Disclaimer.— Usually  a  general  disclaimer 
alone  will  be  required  of  an  applicant.  («)  Where  there  are  several 
earlier  patents  upon  which  the  prior  knowledge  is  founded,  a 
general  reference  is  the  proper  mode  of  disclaimer,  (t)  Sometimes 
in  a  general  statement  of  prior  knowledge  an  applicant  may  find 
it  convenient  to  refer  illustratively  to  prior  patents  as  types.  If 
he  does  so,  the  proper  mode  of  such  reference  is  to  state  what 
he  believes  that  prior  knowledge  to  be,  and  recite  the  references 
in  support  of  such  statement.  He  must  not  state  the  effect  of 
the  prior  specifications,  as  they  are  written  documents  which  speak 
for  themselves,  to  be  construed,  if  necessary,  by  the  Court,  and 
of  which  his  private  interpretation  may  be  erroneous  and  mis- 
leading, (u)  ^  A  statement  of  alleging  defects  in  former  cognate 
contrivances  is  not  objectionable,  if  made  generally  and  not  with 
special  reference  to  a  particular  prior  invention,  (v) 

(r)  In  Mar»den'8  Patent  (No.  2),  14  495;  Queit  &  Barrou^s  Patent,  5  B.  P.  G. 

B.  P.  C.  174,  Pinlay,  S.G.,  adopted  this  313 ;  Cooper  &  Ford^$  Patent,  Griff.  P.  C. 

dictum  as  defining  the  governing  prinoi-  275. 
plea.  («)  Per  Webater,  A.G.,  in  Atkerton's 

(0  KUn^r's  Patent,  8    R.  P.  C.  35 ;  Patent,  6  B.  P.  C.  547. 
8teir8  Patent,  8  R.  P.  C.  236.  (v)  Guest  A  Barrow* s  Patent,  5  R.  P.  0. 

(t)  WeUsh'8  Patent,  8  B.  P.  C.  442;  816. 
OurtU  A  Andre*8  Ap^cation,  9  B.  P.  C. 
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Special  references  to  prior  patents  are  not  inserted  pronuscu- 
ously  by  the  Law  Officers,  (w)  Sach  references  are  not  desirable, 
unless  necessary,  and  will  not  be  allowed  for  the  mere  purpose 
of  drawing  the  attention  of  the  public  to  the  existence  of  a 
prior  patent  relating  to  the  same  subject-matter,  (x)  The  Law 
Officers  have  repeatedly  laid  down  the  rule  that  a  disclaimer  by 
special  reference  should  not  be  inserted  in  a  specification,  unless 
it  would  be  improper  to  let  the  patent  be  sealed  without  such 
reference,  (y) 

In  Welch's  Patent,  (»)  Webster,  A.G.,  said :  "  There  seems  to 
be  a  constant  misapprehension  on  the  part  of  opponents  who 
possess  earlier  patents,  in  imagining  that  their  rights  must  be 
injured  by  the  granting  of  a  later  patent.  I  express  no  opinion 
as  to  whether  or  not  Welch's  invention  is  an  infringement  of 
Sterry's  patent  That  is  a  matter  which  will,  if  necessary,  in  the 
event  of  proceedings,  have  to  be  discussed  elsewhere.  It  is  quite 
possible  that  Mr.  Welch  cannot  use  his  invention  except  on 
making  terms  with  Mr.  Sterry,  assuming  that  'Mr.  Sterry  can 
make  out  that  which  has  been  claimed  as  the  value  of  his 
invention.  But  I  have  only  to  consider  whether  it  is  so  clear  that 
the  apparatus  described  in  Welch's  specification  is  within  the 
previous  claim  or  previous  description — I  care  not  which — of 
Sterry,  that  the  public  are  entitled  to  have  a  statement  made  on 
the  face  of  the  specification,  to  shew  that  all  that  can  be  claimed 
under  the  later  patent  is  something  which  is  an  improvement 
upon  the  apparatus  described  in  Sterry's  specification." 

The  same  learned  Law  Officer,  in  Barrow  dt  Quest's  Patent,  (a) 
said :  ''  I  have  never  considered  that  a  prior  patentee  has  any  right 
to  be  specially  named,  unless  the  applicants  are  willing  to  name 
him,  and  unless  it  is  clear  there  is  no  other  publication  except 
the  one  that  is  mentioned.  The  name  is  generally  inserted  for 
the  purpose  of  the  protection  of  the  patentee^  or,  as  I  said  before,  the 
protection  of  the  public." 

It  sometimes  happens  that  the  applicant's  invention  has  mani- 
festly been  suggested  by,  and  is  only  good  as  an  improvement 
upon,  that  covered  by  the  opponent's  patent.  In  such  cases 
specific  references  have  been  required  to  the  earlier  patent. 

(«)  Barrow  &  Qued'a  Patent,  5  B.  P.  C.  (»)  Adam^  AppUcaUan,  18  B.  P.  C.  548. 

815;    WaUaee^i  Patent,  6  B.  P.  0.  135;  (y)  Mar$den'8  Patent,  18  B.  P.  0.  87; 

Eojf>man*»  Patentyl  B.  P.  C.  92;   StelTi  MartderC^  Patent  (No.  2),  14  B.  P.  C.  174. 

Faitmii,  8  B.  P.  C.  236 ;  KUnet't  Patent,  («)  8  B.  P.  C.  443. 

8  B.  P.  C.  85.  (a)  5  B.  P.  C.  p.  315. 
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In  Hoskins*  Patent^Qi)  where  the  inyention  related  to  '^  im- 
provements in  folding  cots  and  hammock  frames/'  this  coarse  was 
adopted.  "  It  is  impossible,"  said  Herschell,  S.G.,  ^'  to  shut  one's 
eyes  to  the  fact  that  this  improved  cot  which  Hoskins  is  seeking 
to  patent  never  would  have  been  seen  or  heard  of  but  for  the  fact 
that  he  had  before  him,  and  had  been  employed  to  make  the  cot 
which  Needham  had  patented.  He  gets  that  cot,  and  he  finds  that 
there  is  a  cot  which  has  certain  advantages.  All  the  elements 
which  are  to  be  found,  and  which  are  described  as  far  as  I  can  see 
as  the  essential  elements  of  Needham's  invention,  are  to  be  found 
in  what  Hoskins  has  produced.  Of  course  the  parts  differ,  and  the 
mode  of  carrying  out  the  idea  differs,  but  there  is  not  a  single  idea 
to  be  found  in  the  one  that  is  not  to  be  found  in  the  other  arrange- 
ment, modified.  The  applicant's  may  be  a  very  much  better  way 
— I  do  not  know  anything  about  that,  and  I  do  not  say  anything 
about  it — I  am  willing  to  assume  the  statement  is  right,  that  it 
is  a  better  way,  but  it  is  reaUy  doing  in  every  detail  precisely  the 
same  thing  by  a  modification  merely  of  the  means  used.  Can 
I  allow,  not  as  being  an  improvement  or  modification  of  the  prior 
patent,  but  as  an  independent  patent,  which  the  person  taking  it 
out  is  entitled  to  work  independently,  this  apparatus  or  cot  ?  I 
am  satisfied  I  cannot.  I  am  satisfied,  moreover,  that  I  should  be 
doing  a  very  cruel  kindness  to  Hoskins  if  I  were  to  allow  him  the 
patent  upon  his  present  specification,  because  I  am  satisfied  there 
is  neither  any  judge  nor  any  jury  who  would  not  hold  he  was 
infringing  Needham' s  patent,  and  therefore  I  should  not  be  giving 
him  any  advantage  if  I  were  to  allow  the  patent  to  go  upon  this 
specification.  I  should  say  there  is  no  doubt  that  the  applicant 
did  apply  a  considerable  amount  of  original  thought,  and  I  am 
quite  prepared  to  believe  invention,  in  improving  the  opponent's, 
and  making  a  better  cot.  I  do  not,  of  course,  say  absolutely  that 
it  is  a  better  cot,  but  it  may  be  that  it  is  so,  and,  if  so,  he  ought  to 
have  the  advantage  of  that — of  all  the  invention  that  he  applied 
to  it — and  so  far  as  he  has  made  it  better  he  is  entitled  to  a  patent 
for  the  improvement.  The  appeal  will  be  allowed  with  costs,  but  I 
allow  the  grant  upon  condition  that  Hoskins  inserts  in  his  complete 
a  statement  that  his  invention  is  an  improvement  upon  Needham's.'' 

The  disclaimer  here  eventually  inserted  was  as  follows :  "  This 
invention  refers  to  improvements  in  the  description  of  cots  invented 
by  Oeo.  Hy.  Needham,  for  which  invention  a  patent.  No.  3832  of 
1883,  has  been  granted  to  him,  and  consists  of,"  etc. 

(6)  Griff.  P.  0.  291. 
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A  similar  special  reference  to  the  opponent's  patent  was  also 
inserted  in  Newman's  Patent  (2),  (c)  as  follows :  "  I  am  aware  of 
the  prior  patent  granted  to  Robert  Adams,  dated/'  etc.>  '*  and  I  do 
not  claim  anything  described  and  claimed  in  the  specification  of 
that  patent,  and  in  particular,  I  do  not  claim  the  apparatus  as 
shewn  and  described  with  reference  to  figure  36." 

In  that  case  Webster,  A.G.,  following  the  above  decision  of 
Herschell,  S.G.,  said :  (d)  ''  It  is  not  the  interest  of  subsequent 
patentees  that  their  patents  should  be  apparently  for  an  original 
invention  when,  as  a  matter  of  fact,  they  themselves  admit  before 
a  Law  Officer  that  they  can  only  claim  the  particular  combination 
which  they  described,  and  also  admit  that  there  is  a  description 
of  a  mere  general  combination,  which  may  or  may  not  include  the 
particular  combination  that  they  have  invented.  Further,  I  have 
to  consider  the  public  interest ;  because  it  certainly  is  not  for  the 
interests  of  the  public  that  they  should  be  led  into  supposing  that . 
a  description  in  a  specification  is  entirely  general ;  whereas  it  can 
only  be  supported  as  a  specification  of  valid  letters  patent  if  the 
description  is  understood  to  be  a  description  of  an  improvement. 
I  shall  therefore  direct  that  this  patent  be  allowed,  some  simple 
disclaiming  clause  being  inserted,  stating  that  the  patentee  is 
aware  of  the  previous  specification,  and  makes  no  general  claim 
to  the  matter  therein  described,  but  only  to  the  improvement,  or 
some  such  words  as  were  used  in  Hoskin's  Case,  (e) 

In  Adams'  Case,  (/)  Pinlay,  S.G.,  while  of  opinion  that  the 
scientific  mode  of  disclaiming  would  have  been  to  draw  the 
specification  in  an  altered  form,  limiting  the  claim  to  certain 
improvements  on  known  apparatus,  yet  allowed  the  disclaimer 
to  be  expressed  by  a  special  reference  to  an  earlier  patent,  as  it 
appeared  that  that  course  would  equally  indicate  the  limited  scope 
of  the  applicant's  claim,  and  save  the  entire  re-casting  of  the 
specification,  (g) 

Siflolaimer  where  the  Prior  Patent  is  a  Master  Patent — Special 
disclaimers  are,  as  a  general  rule,  undesirable,  because  the  prior 
knowledge  which  makes  disclaimers  necessary  is  often  to  be 
found  in  several  specifications.    These  specifications  may  not  all 

(c)  5  R.  P.  C.  279.  (/)  18  R.  P.  C.  548. 

(d)  Ibid.  280.  C^)  For  other  examples  of  special  dis- 
(«)  For  other  cases  of  a  like  nature,      claimers,  see  Weloh*$  Patent^  Griff.  P.  C. 

see  LwinddiC$  Patenty  11  R.  P.  G.  848;  800;    LfftMt   Patent,  5  R.  P.  0.  668; 

Maxim    &    Saverman'g   ApplieaHon,   11  WaUaoefa  Patent,  6  R.  P.  G.  185;  Thom- 

R.   P.    C.    814;    TattertalP9    Patent,   9  borough  A  WUIcb' Patent,  IS  H,  P.  C.  115. 
R.  P.  C.  150. 
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be  brought  to  the  attention  of  the  Comptroller  or  Law  OfiGicer,  and 
in  such  case  a  special  reference  to  one  of  them  might  be  calculated 
to  mislead  the  public.  (A)  Where,  however,  the  applicant's  in- 
vention concerns  a  subject  as  to  which  there  is  a  recognized 
master  patent,  the  above  objection  to  a  special  reference  does  not 
apply. 

In  Welches  Patent,  (i)  Webster,  A.G.,  said :  *'  I  do  not  think  that 
a  later  patentee  ought  to  be  compelled  to  insert  a  special  reference 
to  the  earlier  specification  of  the  opponent  unless  it  is  practically 
admitted  by  the  later  applicant  that  the  governing  principle  was 
for  the  first  time  discovered  or  disclosed  in  the  opponent's  speci- 
fication." (j) 

In  Newton's  Patent,  (k)  the  same  learned  Law  OflScer  said  that 
specific  references  to  earlier  patents  were  only  permissible  as  a 
general  rule  where  there  was  at  once  substantial  identity  between 
the  fundamental  parts  of  the  two  inventions,  and  a  difference 
which  could  only  be  justified  on  the  ground  of  improvement :  it 
being  right  in  such  case  to  protect  by  a  specific  reference  both  the 
public  and  the  prior  patentee. 

The  fact  that  the  prior  patent  has  already  expired  is  no  reason 
against  inserting  a  special  reference  to  it;  but  rather  the  other 
way,  as  no  proceedings  can  any  longer  be  taken  under  it  in 
respect  of  infringements.  (I) 

An  opponent  to  a  grant  who  desires  his  own  patent  to  be 
construed  as  a  master  patent,  or  as  being  for  a  pioneer  invention, 
must  bring  the  state  of  knowledge  before  the  Comptroller  by 
evidence. 

"  It  seems  to  me,"  said  Webster,  A.G.,  in  Southwell  &  Head's  (m) 
Application,  ''  that  unless  the  parties  before  the  Comptroller  agree 
on  a  state  of  knowledge  which  is  to  be  assumed  to  be  the  basis  of 
both  inventions,  if  an  opponent  is  coming  to  say  that  a  claim  in 
an  earlier  patent  is  to  be  construed  as  being  a  pioneer  or  master 
claim  to  such  an  extent  that  he  is  entitled  to  a  wide  construction 
for  the  purpose  of  stopping  future  patents,  he  is  bound  to  bring 
the  state  of  knowledge  before  the  Comptroller.  I  do  not  think  any 
person  who,  describing  in  specific  language  a  method  of  arriving 
at  a  given  end,  afterwards  seeks  to  say  that  the  language  is  to 
include  something  which  is,  on  the  face  of  it,  different,  can  ask  the 

W  Per  Webster,  A.G.,  in  SUW^  Paient,  (h)  17  R.  P.  0.  124. 

8  R.  P.  C.  p.  286.  (0  HaU  &  HalP$  Patent,  5  R.  P.  0. 

(0  8  R.  P.  0.  442.  285. 

U)  See,    alBO,    HoffmatCs    Patent,    7  (m)  16  R.  P.  C.  p.  362. 

R.  P.  0.  92. 
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Comptroller  so  to  act  without  clearly  establishing  that,  for  the 
purposes  of  the  Comptroller's  decision,  the  earlier  patent  is  to  be 
regarded  as  being  a  master  patent.  In  this  case  no  real  difficulty 
is  created,  because  I  happen  to  know  something  about  the  matter 
from  the  previous  case  that  was  before  me ;  but  I  should  like  to 
lay  it  down,  as  far  as  I  can,  as  a  matter  of  practice  that,  if  an 
attempt  is  made  to  Umit  subsequent  patents  by  the  language  of  a 
general  claim,  upon  the  ground  that  the  patent  is  a  master  patent 
and  is  for  a  pioneer  invention,  it  is  the  duty  of  the  person  main- 
taining that  contention  to  support  it  before  the  Comptroller  by 
evidence,  unless  the  parties  agree  as  to  the  existing  state  of 
knowledge." 

Inflerting  Beferences  to  Concurrent  ApplicationB. — ^Where  in  an 
opposition  on  the  ground  that  the  invention  had  already  been 
patented  by  the  opponent,  the  patent  on  which  the  opponent  relied 
had  been  sealed  upon  an  application  practically  concurrent  with 
that  of  the  applicant,  the  Comptroller  ordered  a  special  reference 
to  be  inserted  to  the  opponent's  patent.  On  appeal,  however,  the 
Law  Officer  reversed  this  decision,  (n)  Webster,  A.  G.,  said:  "  I  may 
say  at  once  that  it  is  new  to  me  that  references  have  ever  been 
inserted  where  the  applications  were  practically  concurrent ;  and  I 
am  not  at  all  satisfied  that  the  same  principles  apply  where 
the  applications  are  concurrent,  as  in  cases  of  previous  patents. 
References,  as  I  have  repeatedly  pointed  out,  are  required  in  order 
to  caution  the  public  that  the  field  of  knowledge  has  been  previously 
occupied  by  inventions  which  are  analogous  to  the  one  for  which 
application  is  being  made,  and  thereby  warn  them  against  the 
belief  that  they  were  dealing  with  an  invention  which  covered  the 
whole  possible  field.  But  it  is  clear  that  these  considerations 
do  not  apply  in  the  case  of  concurrent  applications.  I  desire 
to  reserve  any  question  of  what  are  the  proper  sort  of  disclaimers 
or  references  to  be  inserted,  where  the  applications  are  concurrent, 
until  the  matter  has  been  decided." 

Eight  of  the  Crown  to  impose  Terms. — The  jurisdiction  which  the 
Law  Officer  exercises  in  imposing  terms  in  cases  of  opposition  is 
not  a  jurisdiction  given  in  express  terms  by  the  Statute,  but  a 
jurisdiction  which  arises  inherently  from  the  statutory  right  to 
refuse  to  grant  a  patent  which  entitles  the  Law  Officer  to  say,  ''  I 
will  not  grant  you,  the  applicant,  a  patent  unless  you  assent  to 
certain  terms."  Where,  therefore,  the  applicant  shews  a  clear  claim 
to  a  grant,  and  the  case  is  not  complicated  by  imda  fides  on  his  part, 

(n)  QreeiihalgK%  Applieation,  14  R.  P.  C.  p.  888. 
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or  any  special  circumstances  affecting  him>  the  Law  OfGioer  ought 
not  to  put  the  applicant  upon  terms,  and  will  decline  to  do  so.  (o) 

Where  it  is  manifest  that  the  necessary  disclaimers  would  go  so 
far  as  to  leave  no  patentable  entity  of  invention  the  Law  Officer 
should  refuse  the  patent  altogether,  {p) 

In  deciding  whether  or  not  to  insert  a  reference  to  a  prior  patent, 
the  Law  Officer  is  not  bound  by  the  construction  which  the  Court 
of  Appeal  may  have  put  upon  that  patent ;  for  the  decision  of  that 
tribunal  may  be  reversed  in  the  House  of  Lords,  and  does  not 
finally  determine  the  law.  (q) 

Sometimes,  where  opposition  is  founded  on  a  prior  patent,  the 
evidence  shews  that  some  portion  only  of  the  applicant's  invention 
has  been  patented  before.  In  such  cases,  where  this  portion  is 
severable,  a  patent  has  been  sealed  for  the  residue,  the  applicant 
being  required  to  excise  the  anticipated  claims,  (r)  In  Teague^a 
Patent,  («)  Webster,  A.G.,  gave  the  opponent  the  option  of  insisting 
on  a  special  disclaiming  reference  to  his  patent  or  the  omission  of 
certain  descriptive  matter  from  the  specification  of  the  applicant. 
He  elected  the  latter  course. 

(c)  That  the  complete  specification  describes  or  claims  an  invention 
other  than  that  described  in  the  provisional  specification,  and  that 
such  other  invention  forms  the  subject  of  an  application  made  by  the 
opponent  in  the  interval  between  the  leaving  of  the  provisional  specifi- 
cation  and  the  leaving  of  the  complete  specification. 

In  considering  cases  based  upon  this  ground  of  opposition,  the 
Comptroller  and  the  Law  Officers  will  remember  that  the  object 
of  having  two  specifications  is  to  enable  the  inventor  to  have  time 
to  develop  his  invention.  Therefore  differences  which  are  con- 
sistent with  such  progressive  development  will  not  be  allowed  to 
prevent  the  sealing  of  a  patent.  (0  On  the  same  principle,  the 
applicant  will  be  allowed  to  cut  down  his  invention  by  omitting 
from  his  complete  specification  matters  described  in  the  provisional 
specification,  if  on  consideration  he  comes  to  the  conclusion  that 
the  ambit  of  his  original  description  is  too  large,  {u)    But  if  the 

(o)  V0i9M,u&Fiwrard,Qci\S.  A. P.O.  (0  Umar  &  MiUer's  Applicaihn,  15 

99 ;  Main*B  Patent,  7  B.  P.  C.  13.  B.  P.  G.  718.    In  donbtfal  oases  the  patent 

(p)  Hedgt^t  Caae,  12  B.  P.  C.  186.  will  not  be  stopped :  see  Andermm  A  Ander- 

iq)  Hoffman's  Patent,  7  B.  P.  G.  92.  son*8  Patent,  1  B.  P.  G.  328;  Oumminffi 

(r)  Hatt  A  HaWs  Patent,  5  B.  P.  G.  283.  Patent,  Griff.  P.  G.  277. 
(«)  Griff.  P.  G.  298.  («)  Ibid. 
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opponent  can  shew  that  the  four  comers  of  the  provisional 
specification  have  been  exceeded,  the  objection  will  be  fatal. 

All  fair  development,  however,  which  does  not  amount  to  an 
invention  different  from  that  originally  protected  is  permissible,  (v) 

In  Wilson's  Patent,  (w)  the  invention  described  in  the  provisional 
specification  consisted  in  a  novel  method  of  constructing  velocipede 
tyres,  made  of  an  outer  part  of  hard  rubber  and  an  inner  part  or 
core  of  spongy  rubber.  Various  combinations  of  these  parts  were 
described  in  which  the  core  might  be  either  separate  from  the 
outer  portion  or  made  in  one  piece  with  it,  in  the  form  of  a  strip 
bent  round  to  the  shape  required  for  the  tyre.  A  modified  con- 
struction was  also  described  as  the  combination  of  the  pneumatic 
principle  with  the  spongy  core.  In  a  further  modification,  the 
tyre  consisted  of  an  outer  casing  of  hard  rubber  and  an  inner 
pneumatic  tube  separated  by  a  thin  strip  of  steel  or  wire  gauze  to 
prevent  accidental  puncturing  of  the  tube.  No  methods  of  fastening 
the  tyres  to  the  wheels  were  mentioned.  In  the  complete  specifi- 
cation, however,  these  tyres  were  in  many  cases  described  and 
illustrated  as  fitted  to  specially  constructed  wheel-rims  provided 
with  special  means  for  fastening  the  tyres,  and  these  rims,  combined 
tcith  the  methods  of  fastening,  were  the  subjects  of  claim.  On  oppo- 
sition for  disconformity,  the  Comptroller  held  that  the  complete 
specification  exceeded  the  provisional,  and  Webster,  A.G.,  though 
varying  that  decision  on  appeal,  required  the  complete  specification 
to  be  amended  so  as  to  prevent  the  applicant  claiming  the  means  of 
fastening  the  tyres  to  the  wheels,  as  distinct  from  the  construction 
of  the  tyres  themselves. 

In  construing  the  specifications  to  test  their  conformity,  the 
Law  Officer  will  put  that  construction  upon  the  applicant's  pro- 
visional specification  which  he  believes  the  applicant  intended 
it  to  bear  at  the  date  of  filing.  For  this  purpose  it  may  be  most 
material  to  see  the  original  drawings  of  the  applicant,  (x) 


8.  Practice  on  Oppositions  to  Grants. 

The  Comptroller  is  required  to  advertise  the  acceptance  of 
every  complete  specification  ;  and  from  the  date  of  acceptance  the 
application  and  specifications,  with  the  drawings  (if  any),  may  be 
inspected  by  the  public,  (y) 

Hotice  of  Opposition  reqaired. — A  person  intendiug  to  oppose  the 

(v)  Edwardi'  Patent,  11  R.  P.  0.  461.  (x)  BirVs  Applicattan,  9  B.  P.  0.  489. 

(w)  9  R.  P.  0.  512.  (y)  PatenU  Act,  1883»  s.  10. 
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sealing  of  the  patent  must  give  notice  of  his  proposed  opposition, 
at  the  Patent  Office,  within  two  months  from  the  date  of  advertising 
the  acceptance  of  the  complete  specification.  (0) 

The  notice  shonld  be  in  the  form  prescribed  by  the  Act,  (a) 
contain  alike  the  name  and  address  for  service  in  the  United 
Kingdom  of  the  opponent,  and  the  gronnds  of  his  proposed  oppo- 
sition. It  must  also  be  signed  by  him.  The  notice  must  be 
accompanied  by  an  unstamped  copy,  (Jb)  which  'is  upon  receipt 
transmitted  by  the  Comptroller  to  the  applicant.  (0) 

If  the  opponent  relies  on  the  ground  that  the  invention  has 
been  patented  in  this  country  on  an  application  of  prior  date,  he 
must  specify  in  his  notice  the  number  and  date  of  such  prior 
application,  (d) 

Care  should  be  taken  that  these  conditions  are  duly  complied 
with,  for  no  opponent  will  be  allowed  to  raise  at  the  hearing  any 
ground  of  opposition  not  stated  in  the  notice.  The  objection  that 
the  alleged  invention  is  covered  by  a  prior  patent  will  not  be 
allowed  unless  the  number  and  date  of  such  prior  application  are 
also  duly  specified  in  the  notice,  (e) 

In  Bailey's  Patent,  (f)  the  opponent  sought  to  put  in  evidence 
before  the  Law  Officer  a  specification  which  had  come  to  his 
knowledge  since  the  hearing  before  the  Comptroller;  but  Davey,S.G., 
held^that  this  was  in  fact  raising  a  new  ground  of  opposition,  and 
declined  to  admit  the  evidence. 

Amendment — There  is,  however,  a  power  of  amendment  in 
cases  where  the  Comptroller  is  of  opinion  that  such  amendment 
will  not  be  detrimental  to  the  interests  of  the  applicant,  (g) 

Under  this  power  the  Comptroller  has  amended  a  notice  at 
the  hearing  by  allowing  the  substitution  of  the  real  opponent's 
name  for  that  of  his  agent,  by  whom  it  had  been  originally  signed, 
but  who  had  died  pending  the  hearing,  (h)  In  another  case,  where 
the  prior  patent  relied  upon  was  described  in  the  notice  as  ^*  My 
claims  in  Patent  No.  4726 — 86,  for  a  machine  for  measuring  the 
height  of  human  beings  automatically,"  the  Comptroller  allowed 
the  date  and  proper  title  to  be  added  by  amendment,  being 
satisfied  that  the  applicant  had  in  fact  had  the  means  of  referring 
to  the  prior  patent  in  question,  (i)  Again,  where  the  notice 
alleged  that   the  invention,  or  material  parts   thereof,  had  been 

(«)  Patents  Act,  1883,  8. 11  (1).  (e)  P.  R.  rale  42. 

(a)  See  Form  D,  Appendix,  post.  (/)  Griff.  P.  G.  269. 

(6)  P.  JR.  rule  34.  ig)  P.  R,  rule  6. 

(c)  Ibid.  85.  (A)  Lake,  Griff.  A.  P.  0.  85. 

(d)  Ibid.  36.  (t)  Airey*8  Applicaiion,  5  R.  P.  G.  848. 
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patented  in  this  country  on  applications  of  prior  date,  the  Comp- 
troller, on  objection  being  taken  to  the  words  in  italics,  allowed 
an  amendment  by  striking  them  out.  (j) 

Evidence  on  Oppositions. — The  evidence  before  the  (Comptroller 
is  given  in  the  form  of  statutory  declarations. 

These  must  be  left  by  the  opponent  at  the  Patent  OfGice  within 
fourteen  days  after  the  expiration  of  two  months  from  the  date 
of  the  advertisement  of  the  acceptance  of  the  complete  speci- 
fication of  the  patent  it  is  intended  to  oppose.  The  opponent 
must  at  the  same  time  deliver  a  list  of  his  declarations  to  the 
applicant,  (k) 

Within  fourteen  days  from  the  delivery  of  such  list,  the  appli- 
cant may  leave  at  the  Patent  OfGice  statutory  declarations  in 
answer,  and  on  so  doing  must  deliver  a  list  thereof  to  the  oppo- 
nent, (t)  A  further  period  of  fourteen  days  is  allowed  the  opponent 
to  leave  declarations  in  reply,  of  which  also  a  list  must  be  delivered 
to  the  applicant.  Declarations  in  reply  must  be  confined  to  matters 
in  reply  only,  (m) 

Copies  of  the  statutory  declarations  may  be  obtained  from  the 
Patent  Office,  or  from  the  opposite  party,  (n) 

The  Comptroller  has  power  to  enlarge  the  time  for  leaving 
declarations  if  he  thinks  fit.  (o) 

After  the  opponent's  declarations  in  reply,  no  further  evidence 
may  be  left  except  by  leave  of  the  Comptroller  upon  the  written 
consent  of  the  parties  duly  notified  to  him,  or  by  special  leave  of 
the  Comptroller  on  application  in  writing  made  to  him  for  that 
purpose,  (p)  Either  pa^y  making  such  application  shall  give 
notice  thereof  to  the  opposite  party,  who  is  entitled  to  oppose 

it.  (q) 

Statutory  declarations  should  be  drawn  concisely,  and  should 
not  be  needlessly  multiplied,  (r) 

Prior  specifications,  and  other  documents  and  models  or  draw- 
ings which  are  relied  upon  to  shew  prior  knowledge  generally,  or 
the  prior  patenting  of  an  invention,  should  be  made  exhibits. 
But  in  some  cases  matters  not  strictly  in  evidence  have  been 
considered,  (s) 

(i)  Fatoeett,  Goodeve,  10.    See,  also,            (o)  P.  R.  rule  51. 

JbiMt,  Griff.  A.  P.  C.  33 ;  DanieFa  Appli-            (p)  Ibid.  39. 

eatian,  5  R.  P.  0.  413.  (g)  Ibid.  40. 

(i)  P.  R.  rale  37.  (r)  Brand^9  Patml,  12  R.  P.  0.  102 ; 

(I)  Ibid.  38.  Hedge^s  Applicatifm,  12  R.  P.  0.  136. 

(m)  Ibid.  («)  See  LnneatUf's  Patent,  Griff.  P.  0. 

(n)  Ibid.  293 ;  Jones*B  Qasf,  Griff.  A.  P.  0.  34. 
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Where  the  ground  of  opposition  is  that  the  applicant  has 
obtained  the  invention  from  the  opponent,  or  from  a  person  of 
whom  such  opponent  is  the  legal  representative,  unless  evidence 
in  support  of  such  allegation  be  left  at  the  Patent  Office  within 
the  prescribed  time,  the  opposition  is  deemed  to  be  abandoned^ 
and  the  patent  will  be  sealed  forthwith,  (t) 

In  Dundons  Patent,  (u)  the  CSomptroller  heard  t^e  opposition 
on  the  point  whether  the  invention  had  been  patented  on  an  appli- 
cation of  prior  date,  although  the  opponent  filed  no  declarations. 
But  he  treated  a  ground  of  objection  that  the  invention  had  been 
obtained  from  the  opponent  as  abandoned. 

The  Hearing  of  the  Opposition. — On  the  completion  of  the  evi- 
dence, or  at  such  other  time  as  he  may  see  fit,  the  Comptroller 
appoints  a  time  for  the  hearing  of  the  case,  giving  to  the  parties 
at  least  ten  days'  notice  of  this  appointment,  (v)  If  the  applicant 
or  the  opponent  desires  to  be  heard,  he  must  send  an  application 
to  that  effect  in  the  prescribed  form  {w)  to  the  Comptroller.  If 
such  application  is  not  sent,  the  Comptroller  may  refuse  to  hear 
the  party  failing  to  comply  with  this  rule,  (x) 

Before  the  Comptroller  the  applicant  begins,  except  perhaps 
where  fraud  is  charged,  (y)  The  Comptroller  has  no  power  to 
summon  the  declarants  before  him,  and  have  them  submitted  to 
cross-examination.  Where,  therefore,  the  rival  declarations  raise 
a  serious  contest  of  fact,  he  will  take  a  course  which  will  give  the 
parties  the  opportunity  of  carrying  the  case  before  the  Law  Officer.  (2;) 
The  Comptroller  has  no  power  to  award  costs. 

Where  the  parties  do  not  apply  to  be  heard  before  him,  the 
Comptroller  will  consider  the  case  upon  the  materials  submitted, 
and  notify  his  decision,  (a) 

Appeal  to  the  Law  Officer. — From  the  decision  of  the  Comp- 
troller an  appeal  lies  to  the  Law  Officer,  (b)  The  appeal  is  by  way 
of  re-hearing,  (c)  An  appeal  will  lie  by  an  opponent  against  a 
refusal  to  insert  a  special  reference  to  a  prior  patent,  even  when 
the  opponent  does  not  otherwise  contest  the  sealing  of  the  patent,  (d) 

An  appeal  likewise  lies  against  a  decision  of  the  Comptroller 
allowing  or  refusing  a  patent  or  an  application  under  Section  103 

(0  P.  R.  rule  48.  280. 

(u)  Griflf.  P.  C.  278.  (a)  P.  B.  rule  41. 

(v)  P.  B.  rale  41.  (6)  Patents  Aot,  1883,  b.  11  (2). 

(w)  Form  E,  Appendix,  post  (0)  Per    Webeter,    A.G.,   in    8tubb$' 

(x)  P.  B.  rule  41 .  Patent,  Griff.  P.  C.  298. 

(y)  LuJc€^8  Patent,  Griff.  P.  C  294.  (d)  Brownhiira  Patent,  6  B.  P.  0. 136. 

(c)  Effafu  &  Otway*$  Patent,  Griff.  P.  0. 
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of  the  Patents  Act,  1883,  by  a  person  who  has  applied  for  protection 
for  his  invention  in  a  foreign  state,  (e) 

Hotice  of  Appeal — Any  person  intending  to  appeal  to  the  Law 
Officer  must,  within  fourteen  days  of  the  decision  appealed  from,  or 
such  further  time  as  the  Comptroller  may  allow,  file  a  notice  of  his 
intended  appeal  in  the  Patent  Office.  (/)  The  notice  of  appeal 
must  state  the  nature  of  the  decision  appealed  against,  and  whether 
the  appeal  is  from  the  whole  or  part  only  (and  in  that  case  which 
part)  of  the  decision,  {g)  A  copy  of  this  notice  must  also  be  sent 
to  the  Law  Officer's  clerk  at  the  Boyal  Courts  of  Justice,  Qi)  and 
to  the  other  side,  (t)  The  notice  is  sufficient  if  signed  by  the 
appellant's  agent,  {j)  The  giving  of  notice  is  a  condition  precedent 
to  the  right  of  appeal,  and  an  appellant  will  not  be  heard  upon  any 
ground  of  appeal  not  included  in  his  notice. 

Thus,  in  Bairstow's  Patent,  (i)  where  the  Comptroller  imposed 
certain  conditions  upon  the  applicant,  but  decided  against  the 
opponent  on  another  ground  of  opposition,  and  the  applicant 
appealed,  but  the  opponent  gave  no  counter  notice  of  appeal,  the  Law 
Officer  held  that  he  could  not  hear  the  opponent  upon  the  point 
decided  in  the  applicant's  favour  below,  as  no  notice  of  appeal  from 
that  decision  had  been  given.  "  The  effect,"  said  Clarke,  S.G.,  "of 
rules  1  and  2  of  the  Law  Officer's  Rules  is  to  limit  the  hearing  be- 
fore the  Law  Officers  to  points  specifically  raised  by  the  notice 
of  appeal ;  and  where  a  notice  of  appeal  is  given  as  to  part  only  of 
the  Comptroller's  decision,  the  person  receiving  such  notice  and 
desiring  to  question  other  parts  of  the  Comptroller's  decision  must 
give  a  counter  notice.  If  the  original  notice  of  appeal  is  only 
given  just  before  the  expiration  of  the  fourteen  days,  the  time  for 
giving  a  counter  notice  may  be  extended  under  rule  5." 

Where  the  Comptroller  requires  an  amendment  of  the  applicant's 
specification,  and  the  form  of  such  amendment  is  not  settled  at 
the  hearing,  the  time  for  appealing  runs  from  the  date  when  a 
copy  of  the  amendment  approved  by  the  Comptroller  is  forwarded 
to  the  opponent;  otherwise  in  such  case  hypothetical  appeals 
would  have  to  be  entered.  (Z) 

(0  MaiiCi  PaietU,  7  R.  P.  0.  13 ;   Van  be  sent  by  a  prepaid  letter  through  the 

de  PoeUs  Patent,  7  R.  P.  C.  69.  poet :  L.  O.  R.  rule  14. 

(/)  L.  O.  R.  rule  1.    The  lime  may  be  (i)  L.  O.  R.  rule  3 ;   HiWs  Patent,  5 

extended  by  the  Law  Officer  on  applica-  R.  P.  0.  601. 

tion  for  epecial  leave  to  do  bo  :  L.  O.  R.  (J)  Anderton  y.  McKinneU,  Griff.  A.  P. 

rule  5.  C.  24. 

ig)  L.  O.  R.  rule  2.  {h)  5  R.  P.  0.  289. 

(A)  Notices  and  documents  required  (JL)  Chandler's  Patent^  Griff.  P.  C.  273. 

to  be  sent  to  the  Law  Officer's  clerk  may 
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Hearing  before  the  Law  Oi&oer. — ^Where  a  notice  of  appeal  is 
filed,  all  the  papers  relating  to  the  matter  are  transmitted  by  the 
Comptroller  to  the  Law  Officer's  clerk,  {m) 

Seven  days'  notice,  at  least,  of  the  time  and  place  appointed 
for  the  hearing  of  the  appeal  is  given  by  the  Law  Officer's  clerk. 
But  the  Law  Officer  has  jurisdiction  to  give  leave  to  serve  a  shorter 
notice,  (n) 

The  notice  is  given  to  the  Comptroller,  to  the  applicant,  and  to 
the  opponent,  if  any.  (o) 

The  proceedings  before  the  Law  Officer  being,  as  already  stated, 
in  the  nature  of  a  re-hearing,  (  p)  the  evidence  must  be  the  same 
as  that  used  before  the  Comptroller,  except  as  to  matters  which 
have  occurred  or  come  to  the  knowledge  of  either  party  after  the 
date  of  the  decision  appealed  from,  (q)  This  exception  does  not 
entitle  a  party,  however,  to  put  in  further  evidence  if  that  evidence 
substantially  goes  to  a  ground  of  appeal  not  included  in  the 
notice,  (r) 

The  Law  Officer  has  power  to  admit  new  evidence.  But  leave 
must  be  obtained  specially  from  him  for  this  purpose.  («)  Where 
such  evidence  went  to  prove  fraud,  leave  was  refused.  (0  In  another 
case,  where  the  applicants,  who  had  filed  no  evidence  before  the 
Comptroller,  applied  for  leave  to  do  so  before  the  Law  Officer, 
Webster,  A.G.,  gave  leave,  on  their  paying  all  the  costs,  (u) 

Before  the  Law  Officer  the  parties  have  the  privilege  of  cross- 
examining  the  witnesses,  {v)  If  it  is  desired  to  cross-examine  a 
declarant  a  request  must  be  made  to  the  Law  Officer  to  order  the 
attendance  of  the  witness  for  that  purpose,  (w)  The  Law  Officer 
has  a  discretion  to  refuse  this  request  if  made  without  good 
ground,  (x)  The  person  requiring  the  attendance  of  a  witness  must 
tender  a  reasonable  sum  for  conduct  money,  (y) 

(m)  L.  O.  R.  rule  4.  (w)  L.  O.  R.  rule  9. 

(n)  Ibid.  6.  (x)  Ibid. 

(o)  Ibid.  7.  (y)  L.  O.  R.'rule  10.    The  practice 

(p)  See  SIMm^  Patent,  Griff.  P.  G.  298.  with  regard  to  the  examination  of  wit- 

(g)  L.  O.  R.  rule  8.  nesses  Ib  thus  stated  by  Griffin  (see  Patent 

(r)  BaUeif's  Patent,  Griff.  P.  0.  269.  Caae8,p.319):  "When  it  is  desired  to  daim 

(s)  L.O.R.mleS.  In  Thwaite'a  Patent,  an  order  for  the  attendance  of  declarants 

9  R.  P.  C.  515,  Webster,  A.G.,  gave  leave  for  cross-examination,  a  list  of  such  per- 

to  call  before  him  witnesses  who  had  not  sons  mnst  be  left  with  the  Law  Officer's 

made  declarations  before  the  ComptroUer.  clerk,  with  a  request  for  an  order  for  their 

(0  Huth'8  Patent,  Griff.  P.  0.  292.  atteodance  :  copies  of  the  request  and  list 

(u)  UOueau  &  Pierrard,  Griff.  A.  P.  C.  should  be  sent  to  the  other  side.    The 

87.    Further  evidence  was  also  admitted  Law  Officer  then  requests  the  attendance 

in  Van  de  Poele*a  Patent,  7  R.  P.  0.  69.  of  both  parties  before  him  with  reference 

(v)  Patents  Act,  1883,  s.  38.  to  the  application,  and  if  satisfied  that  an 
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Costs. — The  Law  Officer  has  jurisdiction  to  award  costs,  (2;) 
and  may  fix  their  amount,  (a)  A  sum  is  generally  named  where 
costs  are  given.  It  is  not  intended  that  the  costs  given  by  the 
Law  Officer  should  amount  to  a  full  indemnity.  In  StuarVa 
Patent,  (b)  an  exceptional  case,  where  intricate  evidence  had  to  be 
considered,  and  the  enquiry  was  necessarily  lengthy  and  expensive, 
costs  were  given  to  the  opponents  to  the  amount  of  thirty  guineas 
in  respect  of  the  hearing,  and  ten  guineas  in  respect  of  an  appli- 
cation to  admit  further  evidence.  *'  It  is  not  the  custom  of  the 
Law  Officers  on  these  appeals/'  said  Clarke,  S.G.,  '^  to  attempt 
to  give  costs  to  such  an  amount  as  will  indemnify  the  parties.  To 
do  BO  would  be  to  seriously  discourage  the  appeals,  and  to  limit 
very  much  the  usefulness  of  the  office  which  the  Law  Officers  fill 
in  these  matters." 

In  the  absence  of  special  circumstances  costs  generally  follow 
the  event,  (c)  Where  the  applicant's  declarations  contained 
equivocal  statements  which  justified  the  opponents  in  cross- 
examining  upon  them,  costs  were  refused  to  the  applicant,  although 
the  opponents  failed  on  the  appeal,  (d)  "  It  is  exceedingly  important," 
said  Webster,  A.G.,  **  especially  before  the  Comptroller,  who 
cannot  cross-examine  witnesses,  that  there  should  be  the  fullest 
good  faith  in  the  statements  that  are  made.  I  am  imputing  to 
the  applicant  no  desire  to  conceal ;  but  when  I  have  to  consider 
what  the  opponents  had  before  them,  I  must  take  him  as  respon- 
sible for  all  the  consequences  of  his  acts." 

A  slight  alteration  in  the  Comptroller's  decision  will  not  affect 
the  way  in  which  costs  are  given  if  substantially  that  decision  is 
affirmed,  (e)  Where  the  appellant  did  not  appear  at  the  hearing 
costs  were  given  against  him;(/)  and  where  the  appellant  (who 
was  the  opponent)  had  not  attended  before  the  Comptroller  the 
Law  Officer,  though  deciding  in  his  favour,  did  not  allow  him  any 
costs.  (9)  Again,  where  the  appellant  attempted  to  withdraw  his 
appeal  two  days  before  the  hearing,  the  Law  Officer,  on  the  written 
application  of  the  respondent,  and  in  the  absence  of  a  satisfactory 
explanation  of  the  withdrawal,  gave  costs  against  him.  (h) 

In  Ainsworth's  Case,  where  the  respondent  failed  to  appear  on 

order  should  go,  directs  that  summonses  Patent,  Griff.  P.  0.  298. 

should  be  issued,  which  the  Law  Officer's  (d)  Anderton,  Griff.  A.  P.  G.  25. 

clerk  thereupon  issues  in  due  course.**  (e)  Fletcher,  Griff.  A.  P.  0.  31. 

(s)  Patento  Act,  1888,  s.  38.  (/)  DiMs  Pateni,  6  B.  P.  C.  297. 

(a)  L.  O.  R.  rule  11.  (9)  Hudd    8mUh*8     Applieation,     13 

(6)  9  B.  P.  0.  p.  453.  B.  P.  0.  200. 

(fl)  Per    Webster,    A.G.,    in    StubM  (h)  Knight,  Griff.  A.  P.  0.  35. 
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the  appeal,  Webster,  A.G.y  on  this  failare  being  subseqaently 
explained,  to  his  satisfaction,  granted  another  hearing,  the 
respondent  paying  the  appellant's  costs  of  the  adjournment,  (t) 

If  the  Law  OiOBicer  does  not  himself  fix  the  amount  of  the  costs 
allowed,  he  must  direct  by  whom  and  in  what  manner  the  amount 
shall  be  ascertained.  ( j) 

If  costs  ordered  by  the  Law  Officer  to  be  paid  are  not  paid 
within  fourteen  days  after  the  amount  thereof  has  been  fixed  or 
ascertained,  or  such  shorter  period  as  shall  be  directed  by  the 
Law  Officer,  the  party  to  whom  such  costs  are  to  be  paid  may 
apply  to  the  Law  Officer  for  an  order  for  payment  under  Section 
88  of  the  Patents  Act,  1888.  (k) 

Be-opening  Eaqniry — Power  of  Law  Officer  to  call  in  Eiqiert. — 
Once  the  Law  Officer  has  given  his  decision  he  will  not  allow  the 
matter  to  be  re-opened  unless  special  circumstances  are  shewn. 
In  Thomas  &  Prevosfs  Case, (I)  Finlay,  S.G.,  said:  *'That  there 
is  power  to  re-open  under  special  circumstances  I  have  no  doubt. 
If  there  were  fraud  or  serious  mistake  or  miscarriage,  I  think  there 
would  be  power  to  direct  a  re-hearing,  in  order  to  see  whether 
justice  demanded  that  another  conclusion  should  be  arrived  ai" 
The  fact  that  the  opponent  has  since  the  hearing  before  the 
Comptroller  withdrawn  his  opposition  is  not,  however,  ground  for 
so  doing.  "  I  think,"  said  Finlay,  S.G.,  in  the  foregoing  case,  "it 
would  be  a  very  dangerous  thing  to  allow  that  that  would  be  treated 
as  a  sufficient  ground.  The  contest  which  takes  place  between 
the  applicant  and  any  opponent  is  a  contest  in  the  result  of 
which  the  public  have  an  interest.  .  .  .  When  the  decision  has 
once  been  arrived  at,  it  is  one  which  ought,  in  the  public  interest, 
to  stand,  unless  some  such  ground  for  re-opening  it  were  shewn 
as  I  have  already  indicated.'' 

The  Law  Officer  may,  if  he  thinks  fit,  obtain  the  assistance  of 
an  expert,  who  shall  be  paid  such  remuneration  as  the  Law  Officer, 
with  the  consent  of  the  Treasury,  shall  appoint,  (m)  Hitherto,  it 
has  not  been  the  practice  of  the  Law  Officers  to  avail  themselves 
of  this  power.  It  is  not  the  function  of  the  Law  Officer  to  try 
out  such  intricate  questions  as  an  expert's  assistance  might  be 
necessary  to  determine;  seeing  that  where  a  doubt  exists  the 
applicant  is  entitled  to  his  patent. 

In    Lakers    Patent,  (n)    a    case    envolving    difficult    chemical 

(0  Griff.  P.  0.  269.  ff)  15  B.  P.  C.  257. 

(/)  L.  O.  R.  rule  11.  (m)  Patents  Act,  1883,  b.  11  (4). 

(fc)  Ibid.  12.  (n)  6  R.  P.  0.  648. 
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qaestionsy  Clarke^  S.G.^  said :  ''  Whatever  advice  the  expert  gave 
me  upon  the  matter^  it  would  have  to  be  my  judgment — and  the 
responsibility  of  that  judgment  is  a  considerable  one  in  a  question 
of  this  character ;  and  I  do  not  think  that^  even  if  advised  by  an 
expert,  I  should  consider  it  right,  in  view  of  a  strongly  contro- 
verted question  of  scientific  anticipation,  to  decide  that  in  a  way 
which  would  put  a  stop  to  the  patent  now  asked  for.  I  think  such 
a  question,  if  it  is  to  be  discussed  at  all,  should  be  discussed 
elsewhere,  where  the  evidence  can  be  more  thoroughly  dealt  with." 
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CHAPTER  XVI. 


THE   BEGISTBR  OF  PATENTS. 


The  Begiiter  and  its  Contente. — Under  the  Patents  Act,  1888,  a 
book  called  the  Register  of  Patents  is  required  to  be  kept  at  the 
Patent  Office,  (a)  In  this  Register  are  entered  the  names  and 
addresses  of  the  grantees  of  patents,  notifications  of  assignments 
and  of  transmissions  of  letters  patent,  of  patent  licenses,  and  of 
amendments,  extensions,  and  revocations  of  patents,  and  such 
other  matters  as  affect  the  validity  or  proprietorship  of  letters 
patent  for  inventions. 

The  Register  is  primd  facie  evidence  of  all  matters  directed  or 
.  authorised  to  be  inserted  therein,  (b) 

Under  the  former  practice  two  registers  were  kept;  one  a 
Register  of  Patents,  in  which  were  entered  all  matters  affecting 
the  validity  of  letters  patent  for  inventions,  such  as  disclaimers, 
payment  of  renewal  fees,  and  extensions  of  patent  terms;  the 
other,  a  Register  of  Proprietors,  in  which  were  entered  assign- 
ments, licenses,  and  matters  concerning  the  ownership  of  patent 
monopolies,  (c) 

Public  Inspection. — The  Register  of  Patents  (with  which  the 
former  Registers  are  now  incorporated),  (d)  is  open  to  the  inspec- 
tion of  the  public,  between  the  hours  of  ten  and  four,  on  every 
week-day,  except  Christmas  Day,  Good  Friday,  the  day  observed 
as  her  Majesty's  birthday,  days  of  public  fast  or  thanksgiving, 
and  Bank  of  England  holidays.  To  these  days  of  exception  must 
also  be  added  days  of  which  notification  has  been  given  by  a 
placard,  posted  in  a  conspicuous  place  at  the  Patent  Office,  and 
times  when  the  Register  is  required  for  any  purpose  of  official 
use.  (e) 

(a)  Patents  Act,  1883,  b.  23.  (d)  Patentd  Act,  1883,  8.  114  (1). 

(h)  Ibid.  8.  23  (2).  (e)  Patents  Aot,  1883,  s.  88;   P.  B. 

(0)  See  15  &  16  Vict.  o.  88,  bs.  34,  36.        rule  78. 
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A  certified  copy  of  any  entry  in  the  Begister  may  be  obtained 
by  any  person  on  payment  of  the  prescribed  fee.  (/) 

Bight  to  Begister. — No  patent  is  entered  upon  the  Begister  until 
sealed.  After  sealing,  the  Comptroller  is  required  to  enter  upon 
the  Begister  the  title  of  the  invention  and  the  name,  address,  and 
description  of  the  patentee,  {g) 

Where  a  person  acquires  a  patent  by  assignment,  transmission, 
or  other  operation  of  the  law,  he  is  entitled,  on  proving  his  title 
to  the  satisfaction  of  the  Comptroller,  to  have  his  name  placed  on 
the  Begister  as  proprietor.  Qi) 

At  the  same  time,  there  is  no  obligation  upon  an  assignee  to 
register  his  assignment  if  he  chooses  to  incur  the  risk  of  not 
doing  so.  '^  I  understand,"  said  Lindley,  M.B.,  in  the  New  Ixion 
Tyre  Company  v.  Spihbu/ry,  "  the  words  *  shall  be  registered,'  in 
Section  23,  as  addressed  to  the  Begistrar.  It  is  his  business.  He 
has  to  keep  the  Begister ;  but  there  is  no  obligation  on  the  assignee 
to  register  the  assignment  if  he  does  not  wish  to.  Of  course  he 
takes  his  chance,  if  he  does  not,  of  having  his  title  defeated  by 
some  one  else  who  does  register ;  but  there  is  no  breach  of  any 
duty  in  not  registering  under  Section  28."  (i) 

Whether  the  assignment  is  of  the  whole  patent  rights,  or  of  a 
share  only,  and  whether  for  a  part  or  the  whole  of  the  United 
Kingdom,  the  assignee  is  equally  entitled  to  be  placed  on  the 
register  as  owner  to  the  extent  of  his  interest. 

Application  for  Begistration  how  made. — The  request  for  registra- 
tion, whether  as  complete  or  partial  proprietor,  should  be  addressed 
to  the  Comptroller  and  left  at  the  Patent  Office.  0')  It  must  be 
signed  by  the  person  requiring  to  be  registered  or  by  his  agent 
duly  authorised ;  and  state  the  name,  address,  and  description  of 
the  person  claiming  to  be  entitled  to  the  patent  or  a  share  or  interest 
therein,  and  the  particulars  of  the  assignment,  transmission,  or 
other  operation  of  law  by  virtue  of  which  such  person  requires 
to  be  entered  in  the  Begister,  so  as  to  shew  the  manner  in  which, 
and  the  person  or  persons  to  whom,  the  patent  or  such  share  or 
interest  has  been  assigned  or  transmitted.  (A;) 

A  body  corporate  may  be  registered  as  proprietor  of  a  patent.  (0 
In  the  case  of  a  body  corporate,  the  request  for  registration  should 
be  signed  by  their  duly  authorized  agent,  (m) 

(/)  Patents  Act,  1888,  a.  88;    P.  R.  (0  15  R.  P.  0.  p.  571. 

rale  78.  (j)  P-  B-  'ole  68. 

(g)  P.  B.  rule  67.  (k)  Ibid.  70. 

(h)  Patento  Act,  1883,  s.  87;    P.  R.  (I)  Ibid.  73. 

rale  86.  (m)  Ibid.  69. 
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Every  assignment  and  every  other  document  containing,  giving 
effect  to,  or  being  evidence  of  the  transmission  of  a  patent  or 
affecting  the  proprietorship  thereof,  as  claimed  by  the  request, 
except  such  documents  as  are  matters  of  record  (of  which  an 
official  or  certified  copy  is  sufficient),  must  be  produced  to  the 
Comptroller  with  the  request,  (n)  The  claimant  for  registration 
must  also  leave  an  attested  copy  of  the  assignment  or  other 
document  of  which  production  is  required.  If  that  document  is  a 
matter  of  record,  the  copy  left  must  be  an  official  certified  copy,  (o) 

Effect  of  Begirtration. — The  person  entered  on  the  Register  is 
the  legal  owner  of  the  patent  and,  subject  to  any  rights  appearing 
by  the  Register  to  be  vested  in  any  other  person,  has  power 
absolutely  to  assign,  grant  licenses  as  to,  or  otherwise  deal  with 
the  patent,  and  to  give  effectual  receipts  for  any  consideration  for 
such  assignment,  license,  or  dealing,  (p) 

Mortgages. — Although  a  notification  of  a  mortgage  of  a  patent 
may  properly  be  entered  on  the  Register,  a  mortgagee  is  not 
entitled  to  be  entered  as  proprietor,  for  in  equity  the  mortgagor 
continues  to  be  the  owner,  (q) 

Affignees. — The  assignments  which  may  be  registered  are  not 
confined  to  legal  assignments  by  deed.  Any  documents  operating 
as  an  equitable  assignment  may  likewise  be  registered ;  for  such 
documents,  though  they  do  not  alter  the  proprietorship  of  a  patent, 
"  affect "  it  by  giving  the  person  in  whose  favour  they  operate  a 
right  in  equity  to  have  the  proprietorship  altered  at  law.  (r) 

In  Stewart  v.  Casey,  a  letter  in  the  following  terms  had  been 
registered  by  the  Comptroller :  ''  Dear  Sir, — Stewart  and  Charlton's 
Patents. — We  now  have  pleasure  in  stating  that  in  consideration 
of  your  services  as  the  practical  manager  in  working  our  patents 
as  above  for  transit  by  steamer,  or  for  any  land  purpose,  we  agree 
to  give  you  one  third  share  of  the  patents  above  mentioned,  the 
same  to  take  effect  from  this  date.  This  is  in  addition  to,  and  in 
combination  with,  our  agreement  of  the  29th  November  last."  A 
motion  having  been  made  to  expunge  the  entry,  the  Court  declined 
to  make  the  order,  holding  that  this  letter  operated  as  an  equitable 
assignment  of  one-third  of  the  patents,  and  as  such  affected  the 
proprietorship  and  was  properly  registered,  (s) 

(n)  P.  R.  rule  71.  (j)  Van  Odder  v.  8ow»hy  Bridge,  7 

(o)  IWd.  72.  R.  P.  0.  208. 

(p)  Patents  Act,  1883,  s.  87.    But  this  (r)  Per   Bowen,  L.J.,  in   SlewaH  v. 

does  not  defeat  existing  equities  in  respect  Ckuey,  9  R.  P.  0.  p.  14. 
of  the  patent.    See  New  Ixion  Tyre  Co.  ▼.  (»)  8  R.  P.  C.  259 ;  9  R.  P.  C.  9. 

SpaOiwry,  16  R.  P.  C.  p.  671. 
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Parol  Agreemente  not  Registered. — The  intention  of  the  Act  is 
that  written  documents,  and  not  mere  parol  licenses  or  agreements, 
shall  be  notified  in  the  Register.  A  document  to  be  entitled  to 
registration  must  also  be  on  its  face  a  completed  agreement 
between  the  parties  to  it.  In  Fletcher's  Patent,  (t)  an  agreement  to 
grant  a  license  on  terms  as  to  royalties  to  be  mutually  agreed  upon 
was  refused  registration;  for  an  incomplete  agreement  does  not 
affect  the  ownership  of  the  patent  or  give  any  one  a  legal  or 
equitable  title  to  it.  In  this  case  North,  J.,  held  that  it  was 
immaterial  that  a  supplemental  verbal  agreement  completing  the 
terms  left  incomplete  in  the  written  document  had  subsequently 
been  arrived  at  between  the  parties.  It  would  have  been  otherwise 
had  such  second  agreement  been  reduced  to  writing,  in  which 
event  both  documents  might,  as  constituting  one  agreement,  have 
been  registered  together. 

Agreements  Prior  in  Date  to  the  Patent. — Agreements  entered 
into  some  considerable  time  before  the  patent  is  granted  ought 
not  to  be  entered  upon  the  Register  as  affecting  the  ownership. 

Whether  such  an  agreement  if  made  just  before  the  patent  was 
sealed  might  properly  be  entered  is  doubtful. 

In  PameWs  Patent,  {u)  the  agreement  which  it  was  sought  to 
register  was  dated  nearly  three  years  before  the  sealing  of  the 
patent,  and  referred  in  general  terms  to  patents  it  was  proposed  to 
form  a  syndicate  to  take  up.  The  Comptroller  refused  registration, 
and  North,  J.,  on  a  motion  to  make  the  entry,  held  that  this 
refusal  was  right. 

Change  of  Owner's  Hame. — When  a  company  or  private  person 
who  is  registered  as  proprietor  of  a  patent  changes  its  or  his  name, 
the  Comptroller  has  jurisdiction  under  Section  87  of  the  Patents 
Acts,  1883,  to  enter  the  altered  name  on  the  Register  as  a  change 
of  proprietorship  arising  by  operation  of  law.  "It  is  clear,"  said 
North,  J.,  in  ex  parte  New  Ornumde  Cycle  Co.,  (v)  "  that  if  a  company 
which  is  the  proprietor  of  a  patent  changes  its  name,  or  if  a  lady 
who  is  the  proprietor  of  a  patent  changes  her  name  by  marriage, 
the  object  and  intention  of  the  Statute  is  that  the  name  of  the 
proprietor  should  appear  on  the  Register ;  and  that  is  the  present 
name  of  the  company  or  person — ^not  the  name  that  the  company 
or  person  may  have  had  in  some  time  past,  but  which  for  every 
other  purpose  has  been  given  up  ever  since  the  legal  change  of 

(t)  10  B.  P.  C.  252;  02  L.  J.  Oh.  038;  (v)  [1896]  2  Oh.  p,  523;  13  R.  P.  0. 

69  L.  T.  129.  475 ;  66  L.  J.  Oh.  785. 

(«)  6  B.  P.  C.  126. 
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name,  or  the  marriage,  took  place.  When  one  looks  at  Section  78 
and  Section  87  together,  it  is  quite  clear  what  the  Act  contemplates. 
What  is  intended  is  that  the  Register  shall  contain  a  perfect  record, 
complete  np  to  date,  of  the  names  and  addresses  of  the  proprietors. 
It  is  for  the  public  benefit  that  the  Register  is  kept,  and  it  ought  to 
be  kept  correct  up  to  date." 

Entries  by  Joint  Patentees. — One  of  two  joint  patentees  is  not 
entitled  to  have  an  entry  put  upon  the  Register  which  purports  to 
a£fect  or  prejudice  the  rights  of  the  other.  If  he  does  so,  such  entry 
will  be  expunged  on  the  application  of  the  aggrieved  patentee  (to) 

The  Register  is  intended  to  be  a  record  of  facts,  not  of  legal 
inferences  («). 

Hotice  of  Tnuts  not  Registered. — Section  86  of  the  Patents  Act, 
1888,  provides  that  no  notice  of  any  trust,  express,  implied,  or 
constructive,  shall  be  entered  on  the  Register.  In  Hazlett  v. 
Hutchinson,  (y)  an  agreement  had  been  entered  into  by  the  owner  of 
certain  patents  with  a  promoter  who  undertook  to  promote  a  com- 
pany to  acquire  the  patents,  his  remuneration  to  be  a  share  of 
the  proceeds  of  the  sale.  The  agreement  was  conditional  on  the 
formation  of  the  company  within  a  certain  time.  The  patentee 
alleging  that  the  condition  was  broken,  declined  to  recognize  the 
agreement  further,  whereupon  the  promoter  registered  an  entry  of 
the  agreement  at  the  Patent  Office.  But  Eekewich,  J.,  on  the 
application  of  the  patentee,  ordered  the  entry  to  be  expunged, 
as  causing  the  very  mischief  the  Act  intended  to  prevent. 

The  meaning  of  this  provision  prohibiting  the  registration  of 
trusts  was  discussed  by  the  Court  of  Appeal  in  Stewart  v.  Casey  (z). 
In  that  case  it  was  contended  that  a  letter  which  operated  as  an 
equitable  assignment  fell  within  the  section.  In  rejecting  this 
view,  Bowen,  L.  J.,  said :  "  If  it  could  be  made  out  that  an  equitable 
assignment  was  not  to  be  entered  on  the  Register  simply  because  it 
created  a  trust,  and  therefore  carried  with  it  the  notice  of  the  trust 
which  was  created;  if  Section  85  was  to  be  expunged  or  stretched  to 
that  enormous  length,  then  the  appellants  might  succeed.  But 
what  does  Section  85  mean?  Trusts  had  been  registered  up  to 
that  time  by  the  Patent  Office;  but  this  section  intended  that 
notices  of  trusts,  as  distinct  from  documents  which  create  trusts  in 
equity,  were  not  to  be  sent  to  the  Comptroller  and  entered  upon  the 

(to)  Horsley  &  Knighioii*8  PatefU,  L.  R.  (x)  Morey^g  PaUnt,  25  Beay.  581. 

8  Eq.  475,  RomiUy,  M.R.    This  case  was  (y)  8  R.  P.  C.  457. 

dedded  tinder  the  Patent  Law  Amend-  (z)  9  R.  P.  C.  p.  15. 
ment  Act,  1852,  s.  88. 
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Register.  Nobody  has  a  right  ander  this  Act  to  affect  the  Register 
with  the  burden  of  a  notice  of  a  trust.  That  is  what  I  think  this 
section  means.  Nobody  shall  be  in  peril  who  may  have  gone  to 
the  Register  and  examined  it,  of  being  affected  with  notice  of  a  trust 
or  any  other  interest  except  that  which  appears  on  the  Register. 
Then  again,  by  Section  87,  to  go  back  for  a  moment  to  make  this 
point  clear,  the  assignment  of  the  legal  proprietorship  of  the  patent 
is  to  take  effect '  subject  to  any  rights  appearing  from  such  Register 
to  be  vested  in  any  other  person/  Section  85  then  becomes 
important.  The  assignee  takes,  subject  to  the  rights  which  appear 
on  the  Register  to  be  vested  in  somebody  else ;  but  nobody  is  to 
clog  the  Register  by  simply  giving  a  notice  of  a  trust,  whether  the 
trust  is  express,  implied,  or  constructive.  That  does  not  prevent  a 
document  being  entered  which  affects  the  proprietorship,  nor  can 
such  document  be  expunged  on  the  ground  that,  although  it  affects 
the  proprietorship,  anybody  who  reads  the  document  will  see  there 
is  a  trust  created  in  respect  of  it." 

Correction  of  Errors  in  Register. — Under  the  provisions  of  the 
Patents  Act,  1883,  the  Comptroller  has  power  to  correct  any 
clerical  error  in,  or  in  connection  with  an  application  for  registra- 
tion, as  also  any  clerical  error  in  the  name,  style,  or  address  of  a 
registered  proprietor,  (a) 

An  ampler  power  of  correcting  the  Register,  either  by  way  of 
adding  to,  amending,  or  expunging  entries  is  given  to  the  Court,  by 
Section  90  of  the  same  Act.  By  that  section  any  person  aggrieved 
by  the  omission  without  sufficient  cause  of  the  name  of  any 
person  or  of  any  other  particular  from  the  Register,  or  by  any 
entry  made  without  sufficient  cause,  may  apply  to  the  Court  for 
an  order  for  making,  expunging,  or  varying  the  entry,  (b)  The 
Court,  on  the  hearing  of  such  an  application,  may  decide  any 
question  that  it  may  be  necessary  or  expedient  to  decide  for  the 
rectification  of  the  Register,  and  may  direct  an  issue  to  be  tried 
for  the  decision  of  any  question  of  fact,  may  award  damages  to 
the  party  aggrieved,  and  may  make  such  order  as  to  costs  as  it 
thinks  fit.  (c) 

Any  order  of  the  Court  rectifying  the  Register  must  direct  that 
due  notice  of  the  rectification  be  given  to  the  Comptroller,  (d) 

The  application  may  be  made  by  any  person  aggrieved.    An 

(a)  Sect.  91.  Cb.'«  Trade  Marin,  15  B.  P.  G.  p.  539. 

(6)  **  Without  Buffioient  oauBe"  means  (o)  Patents  Act,  1883,  b.  90. 

not  merely  at  the  time  of  registration,  but  (d)  Ibid, 

at  any  time :  per  Lindley,  M.R.,  in  Bait  dt 
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applicant  to  whom  the  Comptroller  has  refused  to  seal  a  patent  is 
not  a  person  aggrieved  by  the  omission  of  his  name  from  the 
Register  within  the  meaning  of  this  section,  (e)  Nor  is  a  common 
informer  nor  a  person  interfering  from  merely  sentimental  motives 
a  person  aggrieved.  (/)  Such  person  must  be  a  person  injured  or 
danmified  in  the  legal  sense  of  the  word,  (g)  But  the  damage 
need  not  be  serious  or  great,  {h) 

Nothing  is  said  in  the  Patent  Acts  or  Rules  as  to  the  procedure 
to  be  followed  on  an  application  to  rectify  the  Register,  (i)  The 
application  may  be  made  either  by  summons  or  motion,  (j)  But 
although  no  special  procedure  is  prescribed  by  the  Patent  Rules,  the 
Court  will  require  notice  to  be  given  to  the  party  affected  by  the 
application,  in  order  that  he  may  have  the  opportunity  of  shewing 
cause  against  it.  No  particular  form  of  notice  is  necessary^  and 
in  deciding  whether  any  notice  given  is  sufficient,  the  Court  will 
deal  with  the  matter  according  to  the  light  of  natural  justice.  All 
that  is  required  is  that  the  notice  should  be  full,  and  sufficient  to 
protect  the  rights  of  the  party  affected,  (k)  For  though  the  Court 
requires  as  essential  to  justice  that  notice  should  be  given,  such 
notice  does  not  go  to  the  jurisdiction.  (Q 

Thus,  in  the  case  of  King  dt  Company's  Trade  Mark,  (m)  where 
the  party  to  be  affected  by  the  application  was  domiciled  in 
Ireland,  a  letter  informing  him  of  the  proceeding  and  accompanied 
by  a  copy  of  the  notice  of  motion  was  held  sufficient. 

Where  the  party  concerned  is  a  foreigner,  resident  out  of  the 
jurisdiction,  the  proper  course,  it  would  appear,  is  to  serve  notice 
on  the  Comptroller,  leaving  him  to  inform  the  foreigner  by  letter 
of  the  application  and  date  of  hearing,  (n) 

Where  the  registered  owner  or  owners  of  a  patent  are  resident 
in  Scotland  or  Ireland,  proceedings  to  rectify  the  Register  may  still 
be  taken  in  the  High  Court  of  Justice  in  England,  for  the  Irish 

(«)  In  re  Trade  Mark  *' Normal,''  35  (t)  Per  Lindley,  LJ.,  in  King  A  Co:% 

C.  D.  231 ;  4  B.  P.  0.  123 ;  56  L.  J.  Ch.  Trade  MarU,  [1892]  2  Ch.  p.  479. 
519 ;  35  W.  B.  464.  (j)  Per  Kay,  L. J.    Ibid.  p.  488.    The 

(/)  In  re  ApcUinarU  Co,,  [1891]  2  Ch.  Court  has  refnsed  to  grant  the  relief  by 

p.  224 ;  61  L.  J.  Oh.  625.  way  of  oonnter-olaiuL    Pinto  ▼.  Badman, 

(flf)  Per  Lord  Selborne,  0.,  in  Bivi^t^t  8  B.  P.  C.  181, 187. 
Trade  Mark,  26  0.  D.  p.  54 ;  53  L.  J.  Ch.  (fc)  Per  Bowen,  L.J.    Ibid.  p.  486. 

455,  578.  (0  Ibid. 

(h)  In   re  ApoUinarU   Co.,  [1891]  2  (m)  [1892]  2  Ch.  462;  10  B.  P.  C.  350  ; 

Ch.  p.  225.    See,  also,  as   to  **  persons  62  L.  J.  Ch.  153. 

aggrieved,"  PowetTa  Trade  Mark,  [1893]  (n)  See  LaCompagnieGeneralelfEaux 

2  Ch.  388;  10  B.  P.  C.  195;  [1894]  A.  C.  Mineralee  et  de  Baine  de  Mer,  8  B.  P.  0. 

8 ;  11  B.  P.  C.  4.  446 ;  [1891]  3  Oh.  451. 
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and  Scottish  Courts  have  not  exclusive  jurisdiction  in  such 
case. (o) 

The  Palatine  Court  of  Lancaster  also  has  jurisdiction  within 
that  Palatinate,  (p) 

From  the  decision  of  the  High  Court  an  appeal  lies  to  the 
Court  of  Appeal. 

Discussing  the  extent  to  which  the  Court  would  intervene  to 
order  entries  to  be  expunged  under  Section  38  of  the  Patent  Law 
Amendment  Act,  1862^  Bomilly,  M.B.,  in  Morey's  Patent,  {q)  said : 
"  The  Court  cannot  go  into  and  decide  long  and  intricate  questions 
of  rights  and  titles  upon  this  Register ;  that  there  must  be  some 
reasonable  limit  to  the  extent  to  which  entries  on  it  may  be 
'  expunged^  vacated,  or  varied '  under  the  power  contained  in  this 
section,  is,  in  my  opinion,  clear.  For  instance,  in  the  case  of 
ex  parte  Green,  (r)  I  was  of  opinion  that  upon  a  deed  clearly 
executed  for  a  fraudulent  and  improper  purpose,  and  while  the 
right  in  the  patent  was  in  another  person,  I  might  simply  direct 
the  entry  to  be  expunged;  but  if  a  deed  be  perfectly  good  and 
bona  fide,  it  would  be  very  difficult  for  me  to  put  an  entry  upon 
the  Begister,  qualifying  its  effect  or  giving  it  a  construction ;  I  do 
not  see  that  I  could  with  propriety  do  that."  (a) 

Orders  Affecting  the  Patent  Monopoly. — Where  an  order  has 
been  made  by  her  Majesty  in  council  for  the  extension  of  a  patent 
for  a  further  term,  or  for  the  grant  of  a  new  patent,  or  where  an 
order  has  been  made  by  the  Court  for  the  revocation  of  a  patent, 
or  the  rectification  of  the  Begister  under  Section  90  of  the  Patents 
Act,   1883,  or  otherwise  affecting  the  validity  or  proprietorship 

(o)  King  &  Oo*t  Trade  Mark,  [1892]  2  such  order   for  expunging,  vacating,  or 
Ch.  p.  481.  varying  such  entry,  and  as  to  the  costs  of 
(p)  53  &  54  Yiot.  o.  23.  such  application,  as  to  the  said  Master  of 
(g)  25  Beav.  584.  the  Bolls  or  to  such  Court  or  judge  may 
(r)  24  Beav.  145.  seem  fit ;  and  the  officer  having  the  care 
(«)  Sect  38  of  the  earlier  Act  (15  &  IC  and  custody  of  such  Begister,  on  the  pro- 
Yiot.  c.  83}  was  as  follows :  **  If  any  per-  duction  to  him  of  any  such  order  for  ex- 
son  shall  deem  himself  aggrieved  by  any  punging,  vacating,  or  varying  any  such 
entry  made  under  colour  of  this  Act  in  entry,  shall  expunge,  vacate,  or  vary  the 
the  Begister  of  Proprietors,  it  shall  be  same,  according  to  the  requisition  of  such 
lawful  for  such  person  to  apply  by  motion  order.^ 

to  the  Master  of  the  Bolls,  or  to  any  of  The  terms  of  the  present  section  are 

the  Ck>urts  of  Common  Law  at  Westminster  wider,  for  the  Ck)urt  may  now ''  decide  any 

in  term  time,  or  by  summons  to  a  judge  question  that  it  may  be  necessary  or  ex- 

of  any  of  the  said  courts  in  vacation,  for  pedient  to  decide  for  the  rectification  of  a 

an  order  that  such  entry  may  be  expunged,  register,  and  may  direct  an  issue  to  be 

vacated,  or  varied;   and  upon  any  such  tried  for  the  decision  of  any  question  of 

application  the  Muster  of  the  Bolls  or  sach  fact,  and  may  award  damages  to  the  party 

Court  or  judge  respectively,  may  make  aggrieved."    Patents  Act,  1883,  s.  90  (2). 
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of  letters  patent,  the  person  in  whose  favour  such  order  has 
been  made  shall  forthwith  leave  at  the  Patent  Office  an  office 
copy  of  such  order.  The  Register  shall  thereupon  be  rectified,  or 
the  purport  of  such  order  shall  otherwise  be  duly  entered  in  the 
Register,  as  the  case  may  be.  (i) 

Entries  as  to  Patent  Fees. — A  record  of  the  amount  and  date  of 
payment  of  the  renewal  fees  is  also  entered  in  the  Register,  (u) 

So  likewise,  if  a  patentee  fails  to  make  any  prescribed  payment 
within  the  prescribed  time,  or  any  enlargement  thereof  duly 
granted,  such  failure  must  be  entered  in  the  Register,  (v) 

Entries  of  Licenses. — A  notification  may  be  entered  in  the 
Register  of  every  license  granted  under  a  patent;  and  for  this 
purpose  an  attested  copy  of  the  license,  with  a  request  for  registra- 
tion, should  be  left  at  the  Patent  Office  by  the  licensee,  (w)  If 
the  licensor  does  not  desire  to  disclose  upon  the  Register  the 
terms  as  to  royalties,  etc.,  on  which  the  license  is  granted,  these 
may  be  contained  in  a  separate  document,  and  incorporated  by 
reference  only  in  the  license  which  is  placed  on  the  Register. 
In  such  case,  however,  it  is  necessary  to  produce  both  documents 
to  the  Comptroller,  to  satisfy  him  that  the  private  document  in 
fact  constitutes  a  completed  agreement  between  the  parties,  (x) 

Entries,  how  Proved. — Certified  copies  of  entries  in  the  Register 
may  be  obtained  from  the  Comptroller  on  payment  of  the  prescribed 
fee.  (y)  Every  certified  copy  isprima  facie  evidence  of  the  fact  that 
the  entry  has  been  made  and  of  its  contents,  (z)  Such  copies  are 
admissible  in  evidence  ra  all  courts  in  her  Majesty's  dominions, 
and  in  all  proceedings,  without  further  proof  or  production  of  the 
originals,  (a) 

Falsification  of  the  Register. — Any  person  who  makes,  or  causes 
to  be  made,  any  false  entry  in  the  Register,  or  a  writing  falsely 
purporting  to  be  a  copy  of  an  entry  in  the  Register,  or  who  produces, 
or  tenders,  or  causes  to  be  produced  or  tendered  ra  evidence  any 
such  writing,  knowing  the  entry  or  writing  to  be  false,  is  guilty  of 
a  misdemeanour,  (b) 

(t)  P.  R.  rule  74.  lioense,  see  Appendix  lY.  post. 

(tt)  Ibid.  75.  (y)  P.  B.  rule  79. 

(v)  Ibid.  76.  («)  Patents  Act,  1883,  s.  96. 

(w)  Ibid.  77.  (a)  Ibid.  s.  89. 

(x)  For  an  example  of  snch  foim  of  (6)  Ibid.  s.  93. 
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CHAPTER  XVII. 

ASSIGNMENTS   OF  LBTTBBS   PATENT. 

Bight  to  Assign. — Letters  patent  may  be  assigned  in  whole  or  in 
part  to  one  or  more  assignees.  The  power  to  assign  is  vested  in 
the  patentee  by  virtue  of  the  express  words  of  the  grant,  which 
defines  the  inventor  in  the  following  terms :  "  Hereinafter,  together 
with  his  executors,  administrators,  and  assigns,  or  any  of  them 
referred  to  as  the  said  patentee."  (a)  If  the  grant  did  not  expressly 
authorize  assignments,  none  could  be  made,  for  all  monopolies 
are  illegal  except  such  as  are  saved  by  Section  6  of  the  Statute 
of  James  I.  (b) 

The  power  to  assign  the  letters  patent,  which  the  terms  of  the 
grant  has  long  conferred  upon  the  patentee,  is  further  recognized 
by  the  Patents  Act,  1888 ;  Section  86  of  which  provides  that  "  a 
patentee  may  assign  his  patent  for  any  place  in  or  part  of  the 
United  Kingdom  or  Isle  of  Man,  as  effectually  as  if  the  patent 
were  originally  granted  to  extend  to  that  place  or  part  only."  By 
Sections  28  and  87  notifications  of  the  assignment  of  patents  are 
required  to  be  entered  in  the  Register  of  Patents,  and  persons  who, 
having  become  owners  by  assignment,  have  their  names  entered 
therein  as  proprietors,  have  absolute  power  to  assign,  grant  licenses 
as  to,  or  otherwise  deal  with  the  patents  in  respect  of  which  their 
names  are  so  registered. 

The  power  to  assign  letters  patent  given  by  the  terms  of  the  grant 
itself,  is  thus  now  indirectly  recognized  by  statutory  enactment. 

A  patentee  may  assign  any  part  or  share  of  his  patent,  or  his 
entire  rights  under  the  patent  in  respect  of  some  distinct  portion  of 
the  invention  or  of  some  limited  geographical  area,  (e) 

Formerly  the  number  of  persons  to  whom  a  patent  might  be 

(a)  Patente  Aot,  1883,  schedule.    See      Iowa,  10  B.  &  0.  829 ;  1  01.  &  F.  39. 
poflt,  p.  643.  (c)  Dunnidiffe  v.  MaUety  7  C.  6.  (N.  S.)> 

(6)  21  Jao.  L  c.  3:  Duvergier  v.  Fel-      209;  Patents  Act,  1883,  s.  36. 
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assigned  was  limited,  (d)  but  now  any  number  of  persons,  including 
a  corporation,  (e)  may  become  co-owners  by  assignment. 

Form  of  Assigximent. — No  particular  form  of  words  is  required 
for  the  assignment  of  a  patent.  But  as  the  grant  is  always  made 
under  seal,  the  assignment  of  a  patent,  or  any  part  or  share  thereof, 
is  only  valid  in  law  when  likewise  made  by  deed,  (/)  and  if  made 
by  an  agent,  such  agent  must  be  authorized  by  deed  for  the 
purpose,  (g) 

Although  an  assignment  of  the  legal  interest  in  letters  patent 
can  only  be  made  by  deed,  an  agreement  which  purports  to  assign 
a  patent  may,  though  not  under  seal,  be  treated  by  analogy  with 
the  rule  as  to  leases,  (A)  as  an  agreement  to  execute  a  legal  assign- 
ment, and  enforced  as  such. 

Equitable  AssignmentB. — Moreover,  an  agreement  to  assign  a 
patent,  if  the  terms  and  intention  of  the  parties  are  clear,  will 
operate  as  an  equitable  assignment,  (t)  Thus,  as  between  assignor 
and  assignee,  a  deed  though  necessary  to  convey  the  legal  interest, 
is  not  required  to  create  a  contract  which  the  Courts  will  recognize 
as  binding  upon  the  parties.  (J)  An  offer  contained  in  a  letter  and 
accepted  verbally  was  held  to  constitute  a  good  contract  for  the 
assignment  of  a  patent  in  Smith  v.  NeaU ;  (fc)  and  in  Stewart  v. 
Casey, (I)  an  agreement  contained  in  correspondence  to  give  ''one 
third  share  of  the  patents  above  mentioned,  the  same  to  take  effect 
from  this  date,''  was  held  to  be  an  equitable  assignment  and  to 
take  immediate  effect  as  such. 

An  equitable  assignee  is  not,  however,  in  so.  advantageous  a 
position  as  a  legal  assignee.  He  cannot  sue  infringers  of  the  patent 
in  his  own  name,  (m)  and  his  equitable  title  is  liable  to  be  defeated 
by  a  subsequent  assignee  taking  a  legal  assignment  without  notice 
of  the  prior  equitable  interest. 

An  assignment  may  be  made  of  the  whole  or  part  only  of  the 
letters  patent,  (n)    If  made  after  a  prior  assignment,  of  which  the 

(d)  See  Patents  Act,  1852,  b.  36.  v.  HtUehinson,  8  R.  P.  G.  457. 

(e)  Patents  Act,  1888,  s.  117;    P.  B.  (J)  Such  an  agreement  may  be  enforoed 
rule  73.  by  specific  performance :  Lewin  y.  Brown, 

(f)  Co.  Lit.  9b,  172a;   Lincoln  CoU.  14  W.  R.  640. 

Ca.  3  Co.  Bep.  63a ;  Ca$€y*8  Patents,  [1892]  (k)  26  L.  J.  C.  P.  143. 

1  Ch.  pp.  110,  113.                               '  (0  [1892]  1  Ch.  104;  8  R.  P.  C.  259  ; 

ig)  Hazlehura  ▼.  Rylandt,  9  R.  P.  C.  7.  9  R.  P.  C.  9 ;  61  L.  J.  Oh.  61. 

(ft)  Tidey  v.  Mollett,  33  L.  J.  C.  P.  235 ;  (m)  Kensington  v.  Lane  Fox,  [1891]  2 

Bond  y.  Bosling,  1  B.  &  S.  371 :  Parker  v.  Cb.  573.    If  he  threatens  an  action  he 

TastoeUf  2  De  G.  &  J.  559.  may  be  restrained  by  injunct'on. 

(t)  Fletcher's  Patent,  10  R.  P.  C.  252 ;  (n)  In  re  Morey*s  Patent,  25  Beav.  581 ; 

ParneWs  Patent,  5  R.  P.  C.  126 ;  Haslett  Dunnicliffe  v.  MalUst,  7  C.  B.  (N.  S.),  209; 
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subsequent  assignee  has  notice,  such  assignee  is  bound  by  such 
notice ;  (o)  and  even  where  the  notice  only  suggested  that  a  license 
to  work  and  use  a  portion  of  the  invention  (and  not  an  assignment) 
had  been  previously  granted,  the  subsequent  assignee  was  held 
bound  none  the  less,  for  this  should  have  put  him  on  enquiry  to 
ascertain  the  real  nature  of  the  prior  interest,  (p) 

Ho  Implied  Warranty  of  Validity. — The  Courts  will  not  read 
into  an  assignment  of  a  patent  any  implied  warranty  by  the 
assignor  that  the  letters  patent  assigned  are  valid,  (q)  Dealing 
with  this  point  in  Hall  v.  Conder,  the  Court  of  Common  Pleas 
said :  (r)  *'  The  plaintiff  professed  to  have  invented  a  method  for 
the  prevention  of  boiler  explosions.  It  is  not  alleged  that  he  was 
guilty  of  any  fraud.  He  must,  therefore,  have  been  an  inventor, 
for  if  he  was  not  he  must  have  known  it,  and  would  have  been 
guilty  of  fraud  in  pretending  to  have  invented.  Whether  he  was 
the  true  and  first  inventor,  within  the  meaning  of  the  Statute  of 
James,  is  another  question.  The  first  material  allegation  in  the 
plea  is,  that  the  alleged  invention  was  wholly  worthless,  and  of  no 
utility  to  the  public.  Now,  that  was  a  matter  as  much  within  the 
knowledge  of  the  defendants  as  of  the  plaintiff.  The  next  allega- 
tion, viz.  that  it  was  not  new  as  to  the  public  use  thereof  in 
Bngland,  and  that  the  plaintiff  was  not  the  first  and  true  inventor 
thereof,  was  also  a  matter  as  much  within  the  knowledge  of  the 
defendants  as  of  the  plaratiff.  They  had  the  same  means  of 
enquiring  into  the  fact,  and  of  learning  whether  it  had  been  in  use, 
or  the  invention  had  been  previously  made  known  in  England. 
Why,  therefore,  should  we  assume  that  the  plaintiff  meant  to 
assert  that  the  patent  was  indefeasible,  and  that  the  defendants 
purchased  on  that  understanding,  rather  than  that,  each  knowing 
what  the  invention  was,  and  having  equal  means  of  ascertaining 
its  value,  they  contracted  for  the  patent,  such  as  it  was,  each 
acting  on  his  own  judgment  ?  We  think  that  the  latter  was  the 
true  nature  of  the  contract,  and  that  there  was  no  warranty, 
express  or  implied." 

In  dropper  v.  Smith,  («)  Cotton,  L.  J.,  said :  "  As  a  rule,  people  do 

WaUoH  ▼.  Lavaiar,  29  L.  J.  0.  P.  275;  8mUh  ▼.  Buckingham,  18  W.  R.  314;  21 

BiewaH   ▼.   Casey,    8   B.  P.  C.  259;    9  L.  T.  (N.  8.),  819:  LiarM  v.  Hammond, 

R.  P.  C.  9.  31  W.  B.  710 ;  Cropper  ▼.  Smithy  1  R.  P.  C. 

(o)  Ha$$aU  y.  Wright,  L.  R.  10  Eq.  509.  94. 

(p)  In  re  Morey'a  Patent,  25  Beav.  581.  (r)  Per  Creaswell,  J.,  26  L.  J.  C.  P. 

(g)  EaU  T.  Conder,  2  C.  B.  (N.  S.),  22,  p.  143. 
53;  26  L.  J.  C.  P.  188;  Smith  v.  NeaU,  2  («)  I  R.  P.  C.  p.  92. 

i\  B.  (N.  R.),  67;   26  L.  J.  C.  P.  143; 
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not  rely  on  any  statements  made  by  the  patentee,  bnt  they  buy 
the  patent,  forming  their  own  opinion  as  to  whether  it  is  good  or 
valuable,  and  as  to  its  worth ;  taking  their  chance,  unless  it  has 
been  established,  of  their  failure  to  establish  its  validity  when  the 
case  comes  into  a  court  of  law."  And  in  the  same  case,  Bowen, 
L. J.,  said :  *'  What  sensible  being  in  this  world  who  buys  a  patent 
buys  it  on  the  strength  of  the  assertion  made  by  the  patentee  in 
the  petition  that  the  patent  is  new?  We  know  that  everybody 
who  buys  it,  as  a  rule,  takes  it  for  what  it  is  worth."  (t) 

ABOgnments  in  Futoro. — An  assignment  of  a  patent  expressed 
to  take  effect  upon  the  happening  of  some  future  event  vests  the 
patent  in  the  assignee  without  further  assignment  on  the  happening 
of  that  event,  (u) 

Persons,  however,  to  whom  a  patentee  has  agreed  to  assign  his 
letters  patent,  although  by  virtue  of  such  agreement  they  may  be 
equitable  owners,  are  not,  as  above  mentioned,  entitled  to  take 
legal  proceedings  against  infringers,  nor  are  they  entitled  to 
threaten  such  infringers;  and^  if  they  do  so,  they  may  be  restrained 
by  injunction,  (v) 

An  assignment  of  a  patent  not  yet  granted  may  also  be  made 
by  the  applicant  to  take  effect  when  the  letters  patent  are 
obtained,  (w) 

So,  likewise,  an  assignment  of  a  patent  coupled  with  an  assign- 
ment of  all  improvements  which  may  subsequently  be  effected  in 
the  invention  by  the  assignor,  is  good,  and  will  operate  as  an  assign- 
ment of  any  patent  subsequently  granted  for  such  invention,  (x) 

But  where  an  assignor  of  letters  patent  who  covenanted  that 
any  improvements  on  the  inventions  assigned,  of  which  he  should 
during  the  continuance  of  the  patents  become  possessed,  should  be 
held  to  be  part  of  the  property  assigned,  subsequently  became  by 
purchase  interested  with  others  in  two  patents  not  relating  to 
the  assigned  inventions,  such  patents  were  held  not  to  pass  to 
the  assignee  under  the  covenant,  (y) 

Effect  of  Assigiuaent — The  legal  assignee  of  a  patent  is  the 
legal  owner,  and  entitled  to  sue  in  respect  of  any  infringement ; 

(0  1  R.  P.  0.  p.  94  App.  Ca.  523. 

(tt)  Cariwrighi  ▼.  AmaU,  2  Bob.  &  P.  (x)  Pnewnatie  Tffre  Co,  ▼.  Dwdop,  13 

43.  B.  P.  G.  553 ;  London  Honery  Co.  y.  Ori$- 

(v)  Kennngton  ▼.  Lane  FoXy  [1891]  2  tM>2d,  3  B.  P.  0. 251.    Snoh  an  awignment 

Gfa.  573.  is  not  contrary  to  public  policy :  Printing 

(w)  PameW»  Patent,  5  B.  P.  G.  126.  A  Numerieal  BegiiteHng  Co.  y.  Sampmm, 

Gf .  as  to  assignments  of  future  acquired  L.  B.  19  Eq.  462. 
property   Offieial  Receiver  y.   Tailby,  13  (y)  Ibid. 
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and  where  an  assignment  has  been  made  to  several  assignees 
jointly,  one  may  sue  an  infringer  alone  without  joining  his  co- 
assignees,  (z)  He  will  only  be  entitled,  however,  in  such  case  to 
such  proportion  of  the  damages  recovered  as  represents  his  actual 
interest  in  the  letters  patent,  (a) 

Bights  of  Co-owners. — ^Where  a  patent  is  vested  in  several 
assignees,  no  one  of  them  can  assign  the  whole  patent,  for  the 
disposable  interest  of  each  is  limited  to  the  extent  of  his  own 
individual  share,  (b) 

But  any  one  of  such  assignees  may  himself  use  the  invention 
without  accounting  to  the  rest  for  the  profits  he  makes  thereby : 
the  position  of  joint  assignees  being  that  of  co-owners  who  derive 
from  the  patent  not  so  much  a  right  to  work  the  invention  as  a 
right  to  exclude  the  rest  of  the  world  from  doing  so. 

If  this  were  not  the  law,  it  might,  where  co-owners  disagreed, 
be  impossible  to  work  a  patented  invention  at  all ;  and  in  any  case, 
an  indolent  and  parsimonious  co-owner  could  step  in  and  claim 
to  share  the  profits  solely  attributable  to  the  capital  and  energy 
of  another,  who  had  spent  his  time  and  money  in  pushing  the 
invention,  (c) 

In  Steers  v.  Rogers,  (d)  Lord  Herschell,  C,  dealing  with  the 
respective  rights  of  co-assignees  to  work  the  patented  invention, 
said  :  ''  What  is  the  right  which  a  patentee  has  or  patentees  have  ? 
It  has  been  spoken  of  as  though  a  patent  right  were  a  chattel,  or 
analogous  to  a  chattel.  The  truth  is  that  letters  patent  do  not 
give  the  patentee  any  right  to  use  the  invention;  they  do  not 
confer  upon  him  a  right  to  manufacture  according  to  his  invention. 
That  is  a  right  which  he  would  have  equally  effectually  if  there 
were  no  letters  patent  at  all ;  only,  in  that  case,  all  the  world  would 
equally  have  the  right.  What  the  letters  patent  confer  is  the 
right  to  exclude  others  from  manufacturing  in  a  particular  way, 
and  using  a  particular  invention.  When  that  is  borne  in  mind,  it 
appears  to  me  very  clear  that  it  would  be  impossible  to  hold, 
under  these  circumstances,  that  where  there  are  several  patentees, 
either  of  them,  if  he  mses  the  patent,  can  be  called  upon  by  the 
others  to  pay  to  them  a  portion  of  the  profits  which  he  makes  by 
that   manufacture ;   because  they  are  all  of  them   entitled,  or, 

(•)  DvnnkUffe  ▼.  MaUet,!  C.  B.  (N.  S.),  (b)  In  re  Honley,  L.  B.  8  Bq.  475. 

209;  Sheehan  v.  Oreat  EatUm  BaOway  (c)  See  Bomer,  J.,  in  Steen  v.  Bogwn^ 

Co.y  L.  B.  16  C.  D.  63.  [1892]  2  Ch.  p.  18.    Cf.  Lord  Cranworth 

(a)  Dent  v.  Turpin,  30  L.  J.  Ch.  495 ;  Id  Mathers  v.  Qreen,  L.  B.  1  Oh.  8. 

2  J.  &  H.  139.  id)  [1893]  A.  C.  235 ;  10  B.  P.  C.  251. 
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perhaps^  any  of  them  is  entitled  to  prevent  the  rest  of  the  world 
from  using  it." 

In  the  case  of  a  patent  belonging  to  several  persons  in  common, 
each  co-owner  can  assign  his  share  and  sue  for  an  infringement ;  (e) 
he  can  also  work  the  patent  himself,  give  licenses  to  others  to  work 
it,  and  sue  for  royalties  payable  for  its  use.  (/)  Further,  it  has 
been  held  that  even  if  he  is  mortgagee  of  the  other  share,  (^) 
he  is  entitled  to  retain  for  his  own  benefit  whatever  profit  he 
may  derive  from  working  the  patent ;  although  it  is  still  open  to 
question  whether  he  is  not  liable  to  account  to  his  co-owners  for 
what  he  receives  in  respect  of  licen^s.  (h) 

In  Bergmann  v.  MacmiUan,  (t)  where  the  assignment  was  of  a 
share  in  the  profits  arising  from  the  working  of  a  patent  under 
licenses.  Fry,  J.,  held  that  one  assignee  was  not  entitled  to  an 
account  of  profits  from  the  licensees  in  the  absence  of  the  other 
assignees ;  and  that,  in  order  to  avoid  multiplicity  of  actions,  the 
account  must  be  taken  once  for  all  in  the  presence  of  all  the 
persons  interested,  and  that  the  other  assignees  ought  to  have 
been  joined. 

While  the  general  rule  is  that  any  one  of  several  co-owners  of 
a  patent  is  entitled  to  work  the  invention,  and  enforce  the  patent 
against  strangers,  without  being  liable  to  account  to  the  other 
owners,  yet  a  special  agreement  for  the  working  of  a  patent  may 
create  a  partnership  between  co-owners,  binding  them  to  work  it 
only  for  the  common  advantage,  and  disentitling  each  to  more 
than  his  proportionate  share  of  the  profits,  (j) 

Position  of  an  Assignee. — Where  the  assignor  of  a  patent  parts 
by  assignment  with  the  whole  of  his  interest,  and  attempts  sub- 
sequently to  use  the  invention,  he  is  liable  to  an  action  for 
infringement  at  the  suit  of  his  assignee,  and  in  such  action  he 
cannot  set  up  the  defence  that  the  patent  is  in  fact  invalid,  (k) 
Nor  can  an  assignee,  as  against  his  assignor,  allege  the  invalidity 
of  the  patent.  {I) 

(e)  LindUy  on  Partnenhip,  6th  edit.  HoraUy  A  KnighUm't  Patent^  8  Eq.  475. 

p.  36 ;  Dunnicliffe  v.  MaUet,  7  C.  B.  (N.  S.),  (t)  17  C.  D.  423. 

209;  Walton  v.  Lavator,  8  C.  B.  (K.  S.),  0')  ^^  Lindley  on  PaHnerthip^  6th 

162;  Dent  v.  Turpin,  2  J.  &  H.  139.  edit.  pp.  64,  575. 

(/)  Sheehan  ▼.  Qreat  EaUem  BailuHiy,  (k)  Hocking  v.  Hooking,  6  R.  P.  C.  p. 

16  C.  D.  59.  72 :   WaUon  v.  Lavator,  29  L.  J.  C.  P.  275 ; 

(g)  Steers  v.  Rogers,  [1892]  2  Ch.  13.  Chambere  v.  CricfOey,  33  Beav.  374. 

Ih)  Ibid.;  Maihere  y.  Oreen,  1  Ch.  29.  (0  Oldham  v.  Longmead,  8  T.  R.  439, 

See,  also,  the  same  point  discuBsed  but  Dot  441.    Although  an  assignee  is  estopped 

decided  in  Hancock  y.  B^toley,  1  Johns.  from  denying  the  yalidity  of  the  patent 

601 ;  RueeeWe  Patent,  2  De  G.  &  J.  130 ;  assigned    by    liim,  the    Court    wiU    not 
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On  the  death  of  a  patentee  the  patent  passes  to  his  executors 
and  administrators ;  and  the  executors  may  execute  a  valid  assign- 
ment of  the  patent  before  registering  probate,  (m) 

On  bankruptcy  letters  patent  pass  to  the  trustee  in  bankruptcy  ; 
and  if  a  bankrupt^  prior  to  his  discharge,  takes  out  a  patent,  his 
creditors  are  entitled  to  the  benefit  of  it.  (n)  A  patentee  who  has 
become  bankrupt,  and  whose  letters  patent  have  been  sold  by  his 
trustee  in  bankruptcy,  is  not  estopped  from  contesting  the  validity 
of  the  grant  if  subsequently  sued  by  the  purchaser  for  infringe- 
ment, (o) 

Assignees  may  petition  for  prolongation  of  a  patent,  but  for  this 
purpose  they  do  not  stand  on  the  same  favourable  footing  as  an 
original  patentee,  {p) 

Mortptges  of  Patent  Eights. — A  mortgage  of  a  patent  differs  from 
an  assignment  in  that  a  mortgagor  in  possession  continues  to  be  the 
person  entitled  to  the  benefit  of  the  patent,  and  therefore  remains 
the  patentee  within  the  meaning  of  Section  87  of  the  Patents 
Act,  1888,  and  is  entitled  to  take  proceedings  in  his  own  name 
against  infringers,  {q)  It  is  no  objection  to  such  a  proceeding  that 
the  mortgagees  have  not  been  joined  as  plaintiffs,  (r)  The  mort- 
gagor, notwithstanding  the  mortgage,  still  has  substantial  rights, 
and  the  general  rule  of  law  is  that  no  man  loses  his  right  to  protect 
his  property  against  the  wrong-doing  of  a  stranger  simply  because 
he  has  mortgaged  it.  (s) 

The  mortgagee  of  a  patent  is  not  entitled  by  virtue  of  his 
mortgage  to  be  entered  on  the  Register  of  Proprietors,  (t) 

The  equitable  assignee  of  a  patent  or  of  the  share  of  a  patent, 
on  the  other  hand,  is  entitled  to  have  his  assignment  entered  on  the 
Register  as  a  document  which  affects  the  proprietorship  of  the 
patent,  (u) 

The  assignee  of  an  assignee  takes  subject  to  the  liabilities  of 

rettnin  him  by  injanotion  from  giving  App.  Ca.  249 ;  55  L.  J.  Oh.  12. 

eridenoe  against  snoh  patent  in  an  action  (p)  HophinwiCt  Patent^  14  B.  P.  C.  5 ; 

between  hia  asgignee  and  third  parties ;  and  aee  p.  876. 

nor  from  commnnicating  to  third  parties  (q)  Van  Odder  v.  Sowerby  Brid^e^  7 

information  tending  to  shew  that  such  B.  P.  C.  208;  L.  B.  44  G.  D.  374. 

patent  is  inyalid.    See  the  London  Hosiery  (r)  Ibid. 

Co.  V.  Oriewold,  8  B.  P.  C.  251.  (s)  Per  Bowen,  L.J.,  ibid.  p.  215.    In 

(to)  Eltood  V.  Christie,  10  Jur.  (N.  S.),  such  case,  however,  the  defendants  may 

1079 ;  17  C.  B.  (N.  S.),  754 ;  34  L.  J.  C.  P.  apply  to  have  the  mortgagees  joined  as 

130.  ooHlefendanta  (Order  XVI.  r.  11),  which 

(n)  Hesse  v.  Stetfenson,  3  Bos.  &  B.  .565 ;  may  be  necessary  if  an  account  is  ordered. 

BUxum  V.  E!see,  6  B.  ft  G.  169;  9  Dowl.  (0  Van    Gelder    v.    8ou>erby   Bridge, 

&  B.  215.  supra. 

(o)  Cropper  v.  Smith,  26  C.  D.  700 ;  10  (t*)  StetDart  v.  Casey,  9  B.  P.  G.  p.  15. 
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the  original  assignee,  and  where  the  terms  of  the  first  assignment 
provide  for  an  account  of  profits  being  rendered  to  the  assignor,  he 
may  be  saed  direct  by  the  assignor  for  not  accounting,  (t;) 

Where  two  patents  were  assigned  with  a  reservation  by  the 
assignor  of  the  right  to  personally  work  the  patents  in  each  case, 
such  right  not  to  be  transferable,  it  was  held  that  the  assignor  was 
not  entitled  to  employ  other  persons  with  whom  he  had  entered 
into  partnership  to  manufacture  for  him  under  the  patents,  (w) 

An  assignee  who,  by  the  terms  of  his  assignment,  covenants  to 
pay  a  royalty  on  any  article  manufactured  and  sold  under  the 
patent,  is  not  thereby  impliedly  bound  to  go  on  manufacturing ;  that 
obligation  must  be  imposed  upon  him,  if  at  all,  by  an  express 
condition,  (x)  Nor  is  such  an  assignee  liable  if  through  inad- 
vertence and  no  want  of  good  faith  on  his  part,  the  patent  lapses 
through  non-payment  of  the  renewal  fees,  unless  he  has  expressly 
covenanted  to  pay  them,  (y) 

The  assignment  of  a  patent  is  not  a  conveyance  within  the 
meaning  of  the  Conveyancing  Act,  1881,  Section  7.  (z)  But  a  share 
in  a  colonial  patent  and  a  sole  license  to  use  it  in  a  specified 
district,  are  "  property  "  within  Section  59  (1)  of  the  Stamp  Act, 
1891,  and  an  agreement  for  their  sale  in  England  carries  ad 
valorem  stamp  duty  as  if  an  actual  conveyance  on  sale,  (a) 

Copies  of  deeds  and  any  other  documents  affecting  the  pro- 
prietorship in  any  letters  patent  must  be  supplied  to  the  Comp- 
troller for  filing  in  the  Patent  Office,  (b)  the  originals  also  being 
produced  to  the  Comptroller  when  the  assignee  makes  his  request 
to  be  registered,  (c) 

Assigmnent  to  the  Secretary  of  State  for  War. — The  inventor  of 
any  improvement  in  instruments  or  munitions  of  war,  his  executors, 
administrators,  or  assigns,  may  assign  to  her  Majesty's  Principal 
Secretary  of  State  for  the  War  Department,  on  behalf. of  her 
Majesty,  all  the  benefit  of  the  invention  and  of  any  patent  obtained 
or  to  be  obtained  for  the  same,  (d) 

Such  assignment  effectually  vests  in  the  Secretary  of  State  for 


(v)  Werderman    v.    Sooi^U    Oenerdle  (a)  Smelting  Co.  y.  Committiionen  of 

(T  EUctrimU,  L.  B.  19  C.  D.  247.  InUmd.  Bevmue,  L.  B.  [1896]  2  Q.  B.  179  ; 

(tt)  Howard  v.  Tweedale,  12  B.  P.  C.  [1897]  1  Q.  B.  175;  65  L.  J.  Q.  B.  513 ; 

519.  66  L.  J.  Q.  B.  137 ;  45  W.  B.  61,  203. 

(x)  In  re  BaUway  Eledrieal  Applianees  (&)  Patents  Act,  1888,  s.  23  (3). 

Co.,  L.  B.  38  C.  D.  597.  (c)  P.  B.  rule  71 ;  see  ante,  Begister  of 

(y)  Ibid.  Patents,  pp.  319,  320. 

(«)  Qnyot    V.   Thornton,  11   B.   P.   0.  (d)  Patents  Act,  1883,  8.  44  (1). 

p.  554  (per  Lindley,  L.J.). 
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War  for  the  time  being  the  benefit  of  the  invention  and  patent. 
All  covenants  and  agreements  contained  in  the  assignment  for 
keeping  the  invention  secret  and  otherwise  are  valid  and  effectual, 
notwithstanding  any  want  of  valuable  consideration,  and  may  be 
enforced  by  the  Secretary  for  War  for  the  time  being,  {e) 

Where  any  such  assignment  has  been  made  to  the  Secretary  of 
State,  he  may  at  any  time  before  the  application  for  a  patent  for 
the  invention,  or  before  publication  of  the  specification  or  specifica- 
tions, certify  to  the  Comptroller  his  opinion  that,  in  the  interest  of 
the  public  service,  the  particulars  of  the  invention  and  of  the 
manner  in  which  it  is  to  be  performed  should  be  kept  secret.  (/) 

If  the  Secretary  of  State  so  certifies,  the  application  and 
specification  or  specifications  with  the  drawings  (if  any),  and  any 
amendment  of  the  specification  or  specifications,  and  any  copies  of 
such  documents  and  drawings,  shall,  instead  of  being  left  in  the 
ordinary  manner  at  the  Patent  Office,  be  delivered  to  the  Comp- 
troller in  a  packet  sealed  by  authority  of  the  Secretary  of  State,  {g) 

Such  packet  shall,  until  the  expiration  of  the  term  or  extended 
term  during  which  a  patent  for  the  invention  may  be  in  force,  be 
kept  sealed  by  the  Comptroller,  and  shall  not  be  opened  save  under 
the  authority  of  an  order  of  the  Secretary  of  State,  or  of  the  Law 
Officers.  (A) 

Such  sealed  packet  shall  be  delivered  at  any  time  during  the 
continuance  of  the  patent  to  any  person  authorized  by  writing 
under  the  hand  of  the  Secretary  of  State  to  receive  the  same,  and 
shall,  if  returned  to  the  Comptroller,  be  again  kept  sealed  by  him.  (i) 

On  the  expiration  of  the  term  or  extended  term  of  the  patent, 
such  sealed  packet  shall  be  delivered  to  any  person  authorized  by 
writing  under  the  hand  of  the  Secretary  of  State  to  receive  it.  ( j) 

Where  the  Secretary  of  State  certifies  as  aforesaid  after  an 
application  for  a  patent  has  been  left  at  the  Patent  Office,  but 
before  the  publication  of  the  specification  or  specifications,  the 
application,  specification  or  specifications,  with  the  drawings  (if 
any),  shall  be  forthwith  placed  in  a  packet  sealed  by  authority  of 
the  Comptroller,  and  such  packet  shall  be,  subject  to  the  foregoing 
provisions  respecting  a  packet,  sealed  by  authority  of  the  Secretary 
of  State,  {h) 

No  proceeding  by  petition  or  otherwise  lies  for  the  revocation  of 

(e)  Patents  Act,  1883,  s.  44,  sub-s.  2.  (i)  Ibid,  sub-s.  6. 

(/)  Ibid.  Bub-B.  3.  (J)  Ibid.  Bub-8.  7. 

ig)  Ibid.  8ub-s.  4.  {k)  Ibid.  sub-B.  8. 
ih)  IbM.  sab-B.  5. 
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a  patent  granted  for  an  invention  in  relation  to  which  the  Secretary 
of  State  has  certified  as  aforesaid.  (I) 

No  copy  of  any  specification  or  other  document  or  drawing 
required  by  Section  44  of  the  Patents  Act,  1888,  to  be  placed  in  a 
sealed  packet,  shall  in  any  manner  whatever  be  published  or  Open 
to  the  inspection  of  the  public  ;(m)  but  the  Secretary  of  State 
may,  at  any  time  by  writing  under  his  hand,  waive  the  benefit  of 
this  provision  with  respect  to  any  particular  invention,  and  the 
specifications,  documents,  and  drawings  shall  in  such  case  be  kept 
and  dealt  with  in  the  ordinary  way.  (n) 

The  communication  of  any  invention  for  any  improvement  in 
instruments  or  munitions  of  war  to  the  Secretary  of  State,  or  to 
any  person  or  persons  authorized  by  him  to  investigate  the  same 
or  the  merits  thereof,  is  not,  and  nothing  done  for  the  purposes 
of  the  investigation  is,  deemed  to  be  a  use  or  publication  of  such 
invention  so  as  to  prejudice  the  grant  or  validity  of  any  patent  for 
the  same,  (o) 

(I)  Patents  Act,  1888,  b.  44,  sab-B.  9.  (n)  n>id.  tnb-s.  11. 

(m)  ndd.  Bub-s.  10.  (o)  Ibid.  sub-B.  12. 
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CHAPTER  XVIIL 

LICENSES  TO   USE  PATENTED  INTENTIONS. 

Patent  Idoenses  authorized  by  the  Terms  of  the  Orant. — ^Dnring  the 
continuance  of  the  patent  term  the  patentee  may  license  other 
persons  to  use  his  invention.  In  granting  such  license  he  does 
not,  as  in  the  case  of  an  assignment,  part  with  the  ownership  of 
the  letters  patent ;  he  merely  invests  the  licensee  with  an  authority 
which  exempts  him  from  the  consequences  he  would  otherwise 
incur  as  an  infringer  of  the  patentee's  monopoly,  (a) 

The  right  of  a  patentee  to  license  persons  to  use  his  invention 
is  recognized  by  the  provisions  contained  in  the  form  of  letters 
patent  authorized  by  the  Patents  Act,  1888;  for  the  form  of 
grant  scheduled  to  that  Act  confers  upon  the  patentee  the  sole 
privilege  of  making,  using,  exercising,  and  vending  his  invention 
"  by  himself,  his  agents,  or  licensees ;  *'  while,  by  one  of  the 
closing  provisoes,  the  like  right  is  expressly  reserved  as  follows : 
*^  Nothing  herein  contained  shall  prevent  the  granting  of  licenses 
in  such  manner  and  for  such  consideration  as  they  may  by  law 
be  granted." 

The  license  need  not  be  under  Seal — The  prohibitory  part  of 
the  grant  directed  against  infringers  of  the  patentee's  monopoly 
would  seem  to  suggest  that  a  license,  to  be  valid,  must  be  under 
seal,  the  prohibition  forbidding  the  making  use  of,  or  putting  in 
practice  the  invention,  without  the  consent,  license,  or  agreement 
of  the  patentee  in  writing,  under  his  hand  and  seal.  It  has, 
however,  long  been  determined  that  a  valid  license  can  be  given 
otherwise  than  by  deed. 

In  Cha/nter  v.  Dewhv/rat,  (b)  the  defendants,  who  were  licensees 
of  the  plaintiff  under  an  agreement  for  the  use  of  an  invention  for 
a  patent  furnace,  made  use  of  the  invention,  but  declined  to  pay 

(a)  See  Heap  v.  BarOeff,  6  B.  P.  G.      Neuiby  y.  Harrimm,  1  J.  &  H.  898:   8 
496 ;  MuBhsU  v.  HiU,  5  BiDg.  N.  0.  707 ;      De  G.  F.  &  J.  287. 
ThomoB  V.  tiorrM,  Vaughan'e  Reps.  361 ;  (6)  12  M.  &  W.  823;  13  L.  J.  Ex.  198. 
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a  patent  granted  for  an  invention  in  relation  to  which  the  Secretary 
of  State  has  certified  as  aforesaid.  (Z) 

No  copy  of  any  specification  or  other  document  or  drawing 
required  by  Section  44  of  the  Patents  Act,  1883,  to  be  placed  in  a 
sealed  packet,  shall  in  any  manner  whatever  be  published  or  Open 
to  the  inspection  of  the  public  ;(m)  but  the  Secretary  of  State 
may,  at  any  time  by  writing  under  his  hand,  waive  the  benefit  of 
this  provision  with  respect  to  any  particular  invention,  and  the 
specifications,  documents,  and  drawings  shall  in  such  case  be  kept 
and  dealt  with  in  the  ordinary  way.  (n) 

The  communication  of  any  invention  for  any  improvement  in 
instruments  or  munitions  of  war  to  the  Secretary  of  State,  or  to 
any  person  or  persons  authorized  by  him  to  investigate  the  same 
or  the  merits  thereof,  is  not,  and  nothing  done  for  the  purposes 
of  the  investigation  is,  deemed  to  be  a  use  or  publication  of  such 
invention  so  as  to  prejudice  the  grant  or  validity  of  any  patent  for 
the  same,  (o) 

(I)  Patents  Aot,  1888,  b.  44,  sab-B.  9.  (n)  n>id.  Bnb-s.  11. 

(m)  Ibid.  Bnb-B.  10.  (o)  Ibid,  sub-s.  12. 
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CHAPTER  XVIIL 

LICENSES  TO   USE  PATENTED  INVENTIONS. 

Patent  lioenses  authorized  by  the  Terms  of  the  Orant. — ^During  the 
continuanee  of  the  patent  term  the  patentee  may  license  other 
persons  to  use  his  invention.  In  granting  such  license  he  does 
not,  as  in  the  case  of  an  assignment,  part  with  the  ownership  of 
the  letters  patent ;  he  merely  invests  the  licensee  with  an  authority 
which  exempts  him  from  the  consequences  he  would  otherwise 
incur  as  an  infringer  of  the  patentee's  monopoly,  (a) 

The  right  of  a  patentee  to  license  persons  to  use  his  invention 
is  recognized  by  the  provisions  contained  in  the  form  of  letters 
patent  authorized  by  the  Patents  Act,  1888;  for  the  form  of 
grant  scheduled  to  that  Act  confers  upon  the  patentee  the  sole 
privilege  of  making,  using,  exercising,  and  vending  his  invention 
"  by  himself,  his  agents,  or  licensees ;  "  while,  by  one  of  the 
closing  provisoes,  the  like  right  is  expressly  reserved  as  follows : 
"  Nothing  herein  contained  shall  prevent  the  granting  of  licenses 
in  such  manner  and  for  such  consideration  as  they  may  by  law 
be  granted." 

The  License  need  not  be  under  Seal — The  prohibitory  part  of 
the  grant  directed  against  infringers  of  the  patentee's  monopoly 
would  seem  to  suggest  that  a  license,  to  be  valid,  must  be  under 
seal,  the  prohibition  forbidding  the  making  use  of,  or  putting  in 
practice  the  invention,  without  the  consent,  license,  or  agreement 
of  the  patentee  in  writing,  under  his  hand  and  seal.  It  has, 
however,  long  been  determined  that  a  valid  license  can  be  given 
otherwise  than  by  deed. 

In  Cha/nter  v.  Dewhurst,  (b)  the  defendants,  who  were  licensees 
of  the  plaintiff  under  an  agreement  for  the  use  of  an  invention  for 
a  patent  furnace,  made  use  of  the  invention,  but  declined  to  pay  . 

(a)  See  Heap  y.  BarOeff,  6  B.  P.  G.      Nmtby  y.  HarriBoth  1  J.  &  H.  898;  8 
495;  MuBheU  v.  BtH,  5  Bing.  N.  0.  707;      De  G.  F.  &  J.  287. 
ThomoB  ▼.  tiorreUf  Vaughan's  Reps.  361 ;  (6)  12  M.  &  W.  823;  13  L.  J.  Ex.  198. 
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the  stipnlated  price,  on  the  ground  that  the  license,  not  being 
under  seal,  did  not  comply  with  the  conditions  of  the  letters 
patent,  and  was  void. 

The  Court,  however,  declined  to  adopt  this  view,  and,  while 
deciding  the  case  against  the  defendants  upon  the  ground  of  their 
actual  user  of  the  invention  under  the  license,  expressed  the  opinion 
that,  in  any  event,  the  defence  that  the  license  was  not  under  seal 
would  not  have  availed  them.  '*  To  grant  a  license  not  under  seal," 
said  Alderson,  B.,  "  may  be  a  contempt  of  the  Crown,  but  does 
not  exempt  the  man  to  whom  it  is  granted,  and  who  derives  a 
benefit  from  it,  from  paying  the  price  of  it."  '^It  is  difficult," 
said  Parke,  B.,  "  to  give  effect  to  all  the  words  of  the  patent." 

In  the  later  case  of  Crossley  v.  Dixon,  (c)  the  point  was  finally 
determined  by  the  House  of  Lords;  it  being  there  held  that  a 
license  given  by  a  verbal  agreement  merely,  was  valid,  and  that 
the  persons  so  licensed  were  estopped  from  denying  the  validity 
of  the  licensor's  patent. 

Therefore,  notwithstanding  the  terms  of  the  grant,  a  deed  is 
not  necessary  to  the  legal  creation  of  the  relationship  of  licensor 
and  licensee  under  a  patent ;  and  a  license  given  by  any  agreement 
in  writing,  or  even  by  parol,  will  be  enforced  between  the  parties. 

In  equity,  a  mere  agreement  to  grant  a  license  where  the 
terms  are  concluded  between  the  parties  is  sufficient,  and  will  be 
enforced  by  the  Court  just  as  if  an  actual  license  had  been 
granted. 

Commenting  on  this  in  the  Post  Oard  Automatic  Company  v. 
Samuel,  (d)  Stirling,  J.,  said :  *'  The  question  has  often  arisen  with 
reference  to  the  sale  of  land,  when  a  proposal  has  been  made  in 
terms  by  a  letter,  and  has  been  accepted  by  a  letter,  subject  to 
the  preparation  of  a  formal  agreement,  whether  a  contract  had 
been  come  to  between  the  parties ;  and  there  are  cases  which  have 
gone  the  length  of  saying  that  until  a  formal  agreement  is 
prepared,  the  parties  are  not  bound.  But  this  is  not  a  case  of 
that  nature  at  all.  This  relates  to  the  execution  of  a  license  by 
the  company,  an  instrument  by  which  the  rights  of  the  parties  are 
to  be  legally  and  definitely  ascertained.  It  is  much  more  like  the 
granting  of  a  lease,  or  the  execution  of  a  conveyance,  than  the 
preparation  of  a  formal  agreement  which  is  to  embody  the  agree- 
ment between  the  parties ;  and  if  an  agreement  is  made  for  a  lease 
in  which  all  the  terms  are  ascertained,  and  it  is  made  subject  to 
the  execution  of  a  formal  lease  by  the  parties,  then  I  take  it  that 

(o)  10  H.  of  L.  Or.  293 ;  82  L.  J.  Ch.  617.  (d)  6  B.  P.  C.  662. 
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nobody  would  say  that  the  execution  of  the  lease  was  a  condition 
precedent  to  there  being  an  agreement  between  the  parties.  Here 
it  seems  to  me  that  the  true  meaning  of  these  letters  was  this,  that 
the  parties  became  bound,  the  one  to  grant,  and  the  other  to  accept, 
a  license  for  the  use  of  these  patent  rights,  such  license  to  contain 
powers  for  the  grantors  of  the  license  to  sue  for  commuted  royalties 
and  seize  the  machines  and  revoke  the  license,  if  the  instalments 
of  £250  which  were  payable  quarterly  were  'not  paid.  That  was 
the  agreement  between  the  parties  :  then  it  follows  that  in  equity 
they  stand  in  the  same  position  as  if  they  had  executed  a  license, 
and  the  power  which  is  stipulated  for  had  been  actually  reserved." 

VaiionB  Kinds  of  Licenses. — ^A  patent  license  may  be  a  bare 
license,  in  which  case,  whether  exclusive  or  not,  it  is  revocable  at 
will;  or  it  may  be  a  license  coupled  with  an  interest  in  the 
invention  to  which  it  relates.  If  coupled  with  an  interest  the 
Court  will  construe  it  as  irrevocable  and  binding  on  both  parties 
for  the  full  period  for  which  it  purports  to  be  granted ;  though  the 
fiailure  to  observe  conditions  incorporated  in  it  may  entitle  the 
licensor  to  treat  the  license  as  forfeited  and  sue  the  licensee  as  an 
infringer,  (e) 

A  patentee  may  impose  what  conditions  he  thinks  fit  upon  his 
licensees ;  and  if  they  accept  licenses  from  him  with  knowledge  of 
such  conditions,  they  are  bound  by  them.  (/) 

The  license  may  extend  to  the  whole  or  a  part  only  of  the 
invention.  It  may  also  limit  the  exercise  of  the  privilege  it 
confers  to  a  specified  geographical  area  or  extend  it  to  the  whole 
of  the  United  Kingdom,  (g) 

It  may  further  limit  the  use  of  the  patented  article  to  a 
conditional  user ;  e.g.  a  use  only  in  conjunction  with  some  other 
article  sold  by  the  patentee,  (h) 

There  is  no  limit  to  the  number  of  persons  to  whom  a  patentee 
may  grant  the  authority  of  his  license.  Where,  however,  he 
grants  an  exclusive  license,  no  further  license  can,  it  would  seem, 
be  granted  by  him  for  the  same  invention  in  respect  of  the  same 
district  without  the  breach  of  an  implied  contract  with  the  exclusive 
licensee  not  to  make  such  grant,  (i) 

(0)  Ward  V.  Livesey,  5  B.  P.  G.  102.  Co,  of  Auiiralia  v.  Inland  Bevenue,  [1896] 

(/)  Ineandesemi    Ga$   LigU    Co.    y-  2  Q.   B.  179;   [1897]  1   Q.  B.  175;   45 

Oanteh,  12  B.  P.  C.  264;  CrotAuHUU  v.  W.  B.  61,  208 ;  74  L.  T.  694 ;  75  L.  T.  534. 

sua,  6  B.  P.  0.  190;  Sown  y.  Humher  (h)  Ineandemtent    Oa$    Xt^JU    Co.    v. 

Co.,  6  B.  P.  C.  9.  Brogden,  16  B.  P.  C.  179. 

(g)  Am  iDstanoes  of  local  licenses,  see  (i)  See  Fry,  L.J.,  in  Heap  v.  HarUey, 

LooeU  V.  Hiekf,  2  Y.  &  G.  46;  SmeUing  42  G.  D.  470. 
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A  Bare  Lioense. — ^A  bare  license  does  not  amount  to  a  grant, 
and  passes  no  interest,  it  merely  makes  an  action  lawful  which 
without  it  would  be  unlawful.  (/)  At  common  law  such  a  license 
is  revocable  even  if  under  seal,  (k) 

The  fact  that  a  license  is  exclusive  does  not  alter  its  character ; 
it  still  remains,  in  the  absence  of  special  circumstances,  a  bare 
license  and,  as  such,  revocable  at  will ;  the  mere  exclusiveness  of 
the  license  not  conferring  upon  the  licensee  any  interest  in  the 
invention  itself. 

A  bare  license,  therefore,  whether  exclusive  or  not,  as  it  passes 
no  interest  to  the  licensee,  does  not  entitle  him  to  sue  in  his  own 
name  a  person  acting  in  violation  of  the  patent  right. 

Commenting  on  this,  in  Heap  v.  Hartley,  (I)  Cotton,  L. J.,  said : 
*'  It  is  said  that  this  is  an  exclusive  license,  and  must  be  construed 
in  the  same  manner  just  as  if  it  had  been  a  grant  of  a  patent  right 
for  a  limited  period,  and  for  a  limited  space.  But  it  is  a  very 
different  thing ;  and  some  of  the  cases  that  have  been  referred  to 
shew  clearly  the  distinction  between  licenses  which  amount  to  a 
grant  and  licenses  which  do  not  do  so.  One  of  these  cases  is  the 
ice  case,  (m)  and  there  the  Vice-Chancellor  shews  that  where  there 
is  only  a  license  which  does  not  entitle  the  licensee  to  take  any- 
thing away,  or  to  acquire  any  property,  then  the  license  simply 
remains  a  license,  that  is,  an  authority  from  the  person  who 
grants  it  to  the  person  who  receives  it,  enabling  him  to  do  lawfully 
that  which  without  the  license  he  could  not  do.  ...  In  my  opinion 
the  license  in  this  case,  although  it  is  an  exclusive  license,  and 
for  a  limited  time,  can  in  no  way  be  considered  as  a  grant 
of  the  letters  patent,  but  is  simply  a  license  to  do  that  which 
without  that  license  would  be  a  violation,  of  the  monopoly  of  the 
patentee." 

In  the  same  case.  Fry,  L.J.,  defined  an  exclusive  license  as 
follows :  '*  An  exclusive  license  is  only  a  license  in  one  sense ;  that 
is  to  say,  the  true  nature  of  an  exclusive  license  is  this.  It  is  a 
leave  to  do  a  thing,  and  a  contract  not  to  give  leave  to  anybody 
else  to  do  the  same  thing.  But  it  confers,  like  any  other  license, 
no  interest  or  property  in  the  thing.  A  license  may  be,  and  often 
is,  coupled  with  a  grant,  and  that  grant  conveys  an  interest  in 

(J)  MwikeU  y.  HiO,  5  Bing.  N.  C.  694 ;  (k)  Wood  y.  Leadbitter,  18  M.  &  W. 

Neuiby  v.  HarriiOH,  1  J.  ft  H.  893;  Heap  888 ;  14  L.  J.  Ex.  161 ;  Coppin  v.  Uoyd, 

V.  HarOey,  42  0.  D.  468 ;  SmeUing  Co,  of  15  R.  P.  C.  378. 

Auttralia   v.  Inland   Revenue,  [1896]  2  (f)  42  0.  D.  p.  468;  6  B.  P.  G.  495. 

Q.  B.  188.  (m)  Newby  v.  Harruon,  IJ.  ft  H.  893. 
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property.  But  the  license,  pure  and  simple  and  by  itself,  never 
conveys  an  interest  in  property.  It  only  enables  a  person  to  do 
lawfully  what  he  could  not  otherwise  do,  except  unlawfully.  I 
think,  therefore,  that  an  exclusive  licensee  has  no  title  whatever 
to  sue."  (n) 

An  exclusive  license  is  therefore  less  advantageous  than  an 
assignment  of  the  patent  right  even  over  a  limited  area ;  (o)  for 
the  assignee  can  sue  in  respect  of  infringements  within  that  area, 
whereas  the  licensee  cannot.  It  would  also  seem  that  if  the 
licensor  has  granted  other  licenses  within  the  same  district,  the 
exclusive  licensee  has  no  remedy  in  respect  of  the  injury  which 
may  thus  be  done  him,  except  against  his  licensor. 

Further,  an  exclusive  licensee  for  a  limited  area  has  likewise 
no  remedy  if  persons  who  have  purchased,  without  notice  of  his 
license,  articles  made  according  to  the  patent  beyond  his  district, 
proceed  to  sell  them  within  it.  (p) 

A  license  Coupled  with  an  Interest. — A  license,  however,  may 
be  something  more  than  a  bare  license;  it  may  be  a  license 
coupled  with  an  interest,  and  thus  amount  to  a  grant.  Where 
this  is  the  case  the  license  is  not  revocable  at  will. 

The  following  cases  illustrate  the  circumstances  under  which 
the  Court  will  hold  that  an  interest  passes  with  the  license,  and 
gives  it  the  character  of  a  grant. 

In  Ward  v.  lAveaey,  (q)  the  license  was  an  authority  enabling 
the  licensees  not  merely  to  make  the  patented  articles,  but  also 
to  sell  them  when  made  to  any  persons  they  liked,  and  at  any 
profit  they  liked,  provided  they  paid  the  stipulated  royalty  and 
complied  with  the  terms  and  conditions  of  the  license.  This  was 
held  to  be  a  license  coupled  with  an  interest,  and,  as  such,  not 
revocable  at  will. 

In  Ouyot  V.  Thomson,  (r)  an  exclusive  license  which  had  been 
granted  under  seal  by  the  patentee,  as  beneficial  owner  for  the 
residue  of  the  patent  term,  provided  (La.)  that  the  licensee  should 
push  the  sale  of  the  invention,  that  the  licensor  should  not  com- 
mence proceedings  against  infringers  without  the  consent  in 
writing  of  the  licensee,  and  that  the  licensee  should  have  the 
option  of  terminating  the  license  on  six  months'  notice.  This 
was  held  not  to  be  a  mere  license,  but  a  grant  to  use  the  patent 

(n)  42  0.  D.  p.  470.  42  C.  D.  461. 
(o)  Ab  anthoriied  by  the  Patents  Act,  (9)  5  B.  P.  C.  105. 

1883»  B.  36.  (r)  11  B.  P.  0.  641. 

(p)  Heap  V.  HariUy,  5  B.  P.  C. 603; 
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coapled  with  obligations  both  on  the  grantor  and  the  grantee, 
and,  as  such,  almost  to  amonnt  to  an  assignment,  and  to  be  in- 
consistent with  a  right  in  the  licensor  to  revoke  it. 

Kights  of  the  lioeniee. — A  license  to  manofactore  and  sell  the 
patented  article  entitles  the  vendee  of  the  licensee  to  vend  the  article 
again  withoat  the  consent  of  the  licensor.  If  the  law  were  other- 
wise, the  whole  object  of  the  license  would  be  defeated,  (s) 

But  the  sale  in  England  of  articles  manufactured  abroad  under 
a  license  granted  under  a  foreign  patent,  is  an  infringement  of  an 
English  patent  for  the  same  invention,  (t) 

Although  every  sale  of  a  patented  article  by  the  patentee 
licenses  by  implication  the  use  or  re-sale  of  that  article  in  the 
hands  of  any  subsequent  purchaser,  it  has  been  recently  held 
that  this  implied  license  may  be  rebutted  by  express  notice  to 
the  buyer,  of  a  less  extensive  license.  Thus,  in  the  Incandescent 
Oas  Light  Company  v.  Brogden,  {u)  the  Court  held  that  the  patentees 
could  limit  the  license  by  notice  that  on  selling  they  only  authorized 
the  use  or  re-sale  of  their  invention  in  conjunction  with  another 
article  also  supplied  by  them ;  and  re-sale  or  user  without  that 
adjunct  was  held  to  be  an  infringement. 

A  licensee  cannot  sue  in  respect  of  infringements  of  the  patent ; 
any  proceedings  must  be  taken  by  or  in  the  name  of  the  patentee. 
But  an  exclusive  licensee  is  apparently  entitled  for  this  purpose 
to  use  the  name  of  the  patentee,  (t?) 

Estoppel  by  License. — So  long  as  the  license  continues  the 
licensee  cannot  dispute  the  title  of  the  licensor;  he  is  therefore 
estopped  from  denying  the  validity  of  the  patent,  (w)  Hence,  it  is 
no  defence  to  an  action  for  royalties  that  the  patent  has  been 
cancelled  (0)  or  found  invalid  in  an  action  between  the  licensor 
and  third  parties,  (y) 

However  invalid  the  patent  may  be,,  the  licensee,  so  long  as 
he  continues  to  use  the  alleged  invention  under  his  license,  is 
liable  to  pay  the  royalties  reserved  thereby. 

(f)  ThamM  v.  JTuni,  17  a  B.  (N.  8.),  2  App.  Oa.  423;   U^fid  PaJtetd$  Q>.  t. 

ISa  jBy2andt,2  B.  P.  0255;  AOiworih  t.  Law, 

(0  SoeUU  Anonyms  v.  TOgkmann,  25  7B.P.0.231;  MtB*  v.  Cbrwm,  9  B,  P.  0. 

0.  D.  1;  63  L.  J.  Oh.  1.  338;  10  B.  P.  0.  9.  p.  17;  Banet  v.  Gray 

(u)  16  B.  P.  0. 179.  Am,  14  B.  P.  0.  701 ;  NaUm  v.  Broofcf,  8 

iv)  Benard  v.  Levitutein,  2  H.  ft  M.  Jor.  (N.  8),  115;  7  H.  &  N.  499. 
628.  (x)  African  Gold  Reeorery  Co.  ▼.  Sheba 

(w)  Oro$aey  v.  Dixon,  10  H.  of  L.  Oa.  Gold  Co.,  14  B.  P.  C.  660. 
293 ;  32  L.  J.  Uh.  617 ;  Trotman  v.  Wood,  (y)  Grocer  v.  MiUard,  8  Jur.  (N.  S.), 

16  C.  B.  (N.  S.),  479 ;  Clarke  v.  Adie,  L.  B.  713. 
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Nor  can  a  person  who  pays  for  the  use  of  a  patented  invention 
recover  the  money  back  (in  the  absence  of  fraadX  should  it 
subsequently  appear  that  the  patent  is  bad;  for  in  such  case 
both  parties  have  contracted  innocently,  on  the  footing  that  the 
patent  is  good,  and  there  is  no  implied  warranty  to  bind  the 
licensor,  (z) 

The  rule  that  a  licensee  cannot  dispute  the  validity  of  his 
licensor's  patent  only  applies  to  a  person  who  has  actually 
obtained  a  license,  and  has  no  application  to  one  who  can  only 
become  a  licensee  by  complying  with  certain  terms  and  con- 
ditions, (a) 

The  terms  of  the  agreement  under  which  the  licensee  is 
authorized  to  use  the  invention  may,  however,  prevent  estoppel 
arising.  Thus,  in  WiUon  v.  The  Union  OH  Mills  Company,  (b)  the 
agreement  was  entered  into  ''subject  to  an  enquiry  as  to  the 
vaUdity  of  the  plaintiff's  patent,"  and  the  licensees  were  held 
entitled  to  put  the  validity  of  the  patent  in  issue  when  sued  for 
royalties.  It  would  be  otherwise,  however,  if  the  licensees  under 
such  an  agreement  worked  the  invention  without  enquiry;  they 
could  not  then  be  heard  to  say  that  the  patent  was  bad  as  an 
excuse  for  not  paying  for  its  use.  (c) 

Although  a  licensee  is  estopped  from  denying  the  validity  of 
the  patent  in  respect  of  which  he  has  received  his  license,  he  may, 
if  sued  for  royalties,  shew  that  what  he  has  done  is  beyond  the 
ambit  of  the  invention;  and  for  that  purpose  the  Court  will, 
at  his  instance,  enquire  into  the  scope  and  meaning  of  the 
specification,  (d)  **The  position  of  a  licensee  who  under,  a 
license  is  working  a  patent  right,"  said  Lord  Blackburn,  in  Clark 
V.  Adie,  (e)  "for  which  another  has  got  a  patent  is  very  analogous 
indeed  to  the  position  of  a  tenant  of  lands  who  has  taken  a  lease 
of  those  lands  from  another.  So  long  as  the  lease  remains  in 
force,  and  the  tenant  has  not  been  evicted  from  the  land,  he  is 
estopped  from  denying  that  his  lessor  had  a  title  to  that  land. 
When  the  lease  is  at  an  end,  the  man  who  was  formerly  the 
tenant,  but  has  now  ceased  to  be  so,  may  shew  that  it  was 
altogether  a  mistake  to  have  taken  that  lease,  and  that  the  land 
really  belonged  to  him ;  but  during  the  continuance  of  the  lease 

(z)  Hare  y.  Taylor,  1  Bos.  &  P.  (N.  B.X  (o)  Ibid. 

260;  1  W.P.  0.  292.  (d)  See   Young  t.  Hermand  Ott  Co., 

(a)  Per  Lord  HersoheU,  in  B<u$ea  v.  8  B.  P.  G.  285;  9  B.  P.  G.  373. 
Oraydan,  14  B.  P.  G.  709.  (c)  L.  B.  2  App.  Ga.  p.  435. 

(6)  9  B.  P.  G.  57. 
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he  cannot  shew  anything  of  the  sort ;  it  mnst  be  taken  as  against 
him  that  the  lessor  had  a  title  to  the  land.  Now,  a  person  who 
takes  a  license  from  a  patentee  is  bound  apon  the  same  principle, 
and  in  exactly  the  same  way.  The  two  cases  are  very  closely 
analogous.  Infanalogies  there  are  always  apt  to  be  some  dif- 
ferences, but  I  know  of  none  in  this.  The  tenant  under  a  lease 
is  at  liberty  to  shew  that  the  parcel  of  land  which  he  and  the 
lessor  are  disputing  about  was  never  comprised  in  the  lease  at 
all;  he  may  shew  that  he  took  the  lease  of  BUichacre  from  the 
person  who  granted  him  the  lease,  and  that  the  spot  of  land  then 
in  question,  Oreenaere,  we  will  suppose,  is  a  piece  of  land  which 
was  never  included  in  the  lease  at  all,  and  which  belongs  to  him 
(the  tenant)  under  some  other  right.  So  may  a  licensee  under  a 
patent  shew  that,  although  he  accepted  the  license,  and  worked 
the  patent,  and  the  patentee  could  never,  therefore,  so  long  as 
that  license  was  in  existence,  bring  an  action  against  him  as  an 
infringer,  yet  the  particular  thing  which  he  has  done  was  not 
a  part  of  what  was  included  in  the  patent  at  all,  but  that  he  has 
done  it  as  one  of  the  general  public  might  have  done  it,  and 
therefore  is  not  bound  to  pay  royalty  for  it.  If  he  has  used  that 
which  is  in  the  patent,  and  which  his  license  authorizes  him  to 
use  without  the  patentee  being  able  to  claim  against  him  for 
infringement,  because  the  license  would  include  it,  then,  like  a 
tenant  under  a  lease,  he  is  estopped  from  denying  the  patentee's 
right,  and  must  pay  royalty.  Although  a  stranger  might  shew 
that  the  patent  was  as  bad  as  any  one  could  wish  it  to  be,  the 
licensee  must  not  shew  that." 

A  licensee  who,  when  sued  for  royalties,  relies  on  the  defence 
that  what  he  has  done  is  not  covered  by  his  license,  is  practically 
in  the  position  of  a  defendant  in  an  infringement  action,  who  is 
estopped  from  denying  the  validity  of  the  plaintiff's  patent ;  (/) 
and  the  true  test  of  the  licensee's  liability  in  such  case  is  found 
in  the  answer  to  the  question  whether  what  the  licensee  has  done 
is  an  infringement  of  the  licensor's  patent.  If  so,  no  matter  how 
far  the  invention  has  been  modified  or  improved  by  him  in  his 
use  of  it,  he  remains  liable  to  account  under  the  terms  of  his 
license,  (g) 

A  license  may  be  granted  for  the  use  of  an  invention  after 
provisional  protection  has  been  obtained  and  before  the  complete 

(/)  Fatmgv.Hennand,  SB. P. a 285;      190;    U9$ful  PatenU  Co.  ▼.  jBylaiMla,   2 
9  B.  P.  0.  373 ;  per  Loid  WataoD,  p.  389.        B.  P.  0.  255. 
(g)  OrosthioaiU  y.  SM,  6  B.  P.  G. 
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specification  has  been  filed.  In  one  case  where  this  was  done  the 
Court  refused  to  consider^  in  an  action  for  royalties,  whether  the 
complete  specification  covered  less  than  the  invention  disclosed  in 
the  provisional,  (h) 

Termination  of  the  Lioense. — When,  however,  the  license  is 
terminated  the  estoppel  is  gone ;  (t)  and  whether  the  termination 
comes  by  effluxion  of  time,  or  revocation,  or  forfeiture,  makes  no 
difference. 

In  Muirhead  v.  the  Commercial  Cable  Company,  (j)  where  the 
license  bound  the  licensees  for  the  whole  period  during  which  the 
patent  should  last,  the  defendants  were  allowed  to  shew  that 
the  letters  patent,  which  had  been  granted  in  America,  had 
expired  by  operation  of  law,  as  this  was  not  denying  the  validity 
of  the  patent,  but  proving  only  that  a  right  originally  good  had 
come  to  an  end. 

So,  too,  a  licensee,  when  his  license  is  not  expressly  limited 
to  a  definite  period,  may  repudiate  the  license,  after  which  he  will 
not  be  liable  to  be  sued  for  royalties  but  only  as  an  infringer,  when 
it  will  be  open  to  him  to  contest  the  validity  of  the  patent,  (k) 

If  a  licensee  elects  to  take  this  course  he  must  give  clear  notice 
to  the  licensor,  (Z)  otherwise  his  continued  use  of  the  invention 
will  be  accounted  not  an  infringement  but  a  user  under  the  license, 
and  subject  to  the  payment  of  royalties.  For  this  purpose  notice 
by  a  statement  in  a  pleading  is  not  sufficient,  (m) 

A  licensee  who  continues  to  work  the  invention  after  he  has 
had  notice  that  his  license  has  been  revoked  is  liable  to  be  sued 
as  an  infringer  of  the  patent  rights,  (n)  And  a  licensee  whose 
license  authorizes  him  to  use  the  invention  in  connection  with 
a  particular  class  of  article  (e.g.  lamps)  loses  the  protection  of  his 
license  if  he  adapts  it  to  a  different  class  (e.g.  stoves),  and  becomes 
liable  to  be  restrained  by  injunction  as  an  infringer,  (o) 

A  license  which  reserves  a  royalty  on  all  articles  manufactured 
thereunder  does  not  impose  upon  the  licensee  the  obligation  to  go 


(K)  Otto  y.  Singer,  7  B.  P.  G.  7.  Meihr  y.  Waikina,  L.  B.  9  Q.  B.  iOO.    As 

(f)  Dangerfldd  y.   Jones,   13   L.    T.  to  what  notioe  is  snffloient  to  entitle  & 

(K.  &),  142 ;  Axmann  y.  Lund,  L.  B.  18  lioeneor  to  enfoxoe  a  forfeitore  on  breach 

Eq.  330;  NeOeon  y.  FothergiU,  1  W.  P.  0.  of  oondttionB,  see    Ward   y.  Liveaoy,   5 

287 ;  Pidding  v.  Franke,  1  Mao.  &  G.  56.  B.  P.  G.  102. 

(i)  11  B.  P.  a  317 ;  12  B.  P.  G.  39.  («)  Cheetham  v.  NuUaU,  10  B.  P.  C. 

ik)  See  Bedqe$  y.  Mtittiner,  10  B.  P.  G.  833. 
27;  OoMZ0yy.JMiBon,lOH.ofL.Ca.293;  (n)  Coppinyr.  Lloyd,  16  n,F,a  973. 

32  L.  J.  Gh.  617.  (o)  SoeiO^  Anonyme  y.  Midland  Bad- 

(Z)  Aa  to  the  necessity  of  notice,  see  way  Co.,  14  B.  P.  G.  419. 
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on  manafacturing  snob  articles,  but  only  to  pay  tbe  royalty  in 
respect  of  all  sncb  actual  user  of  the  invention. (p) 

Wbere  a  license  was  expressed  to  terminate  if  tbe  patent  under 
wbich  it  was  granted  should  be  declared  invalid  by  the  C!ourt,  and 
the  Yice-Cbancellor  of  Lancaster  found  the  patent  invalid,  but  his 
judgment  was  subsequently  reversed  by  consent,  on  terms  agreed 
between  the  parties,  Mathew,  J.,  held  that  the  condition  contem- 
plated by  the  license  had  not  arisen,  and  that  it  was  still  in 
force,  (q) 

In  Outlan  v.  Dawson,  (r)  the  license  was  for  the  period  covered 
by  the  terms  of  the  letters  patent,  and  by  any  extension  or  pro- 
longation thereof,  and  by  any  other  letters  patent  to  which  the 
licensor  might  become  entitled  for  any  improvements,  alteration, 
or  addition  to  the  machinery  (the  subject-matter  of  the  patent) 
during  the  license  term.  The  agreement  by  wbich  the  license  was 
given  contained  a  provision  that  the  licensor  might  at  his  election 
determine  the  license  if  he  desired  to  do  so,  but  none  giving  a 
like  right  to  the  licensee.  The  Court  of  Appeal  held,  reversing  the 
Divisional  Court,  that  the  licensee  had  no  power  to  determine  the 
license  on  reasonable  notice. 

Benewal  Fees — Soyalties. — ^A  condition  in  an  agreement  for  a 
license  that  the  patentees  will,  at  their  own  costs  and  charges,  by 
all  means  in  their  power,  protect  and  defend  the  letters  patent 
from  all  infringements  by  any  person,  imposes  upon  the  patentees 
an  obligation  to  pay  the  renewal  fees  and  keep  the-patent  in  force. 

In  Lines  v.  Usher,  (s)  where  the  patentees  were  subject  to  such 
a  condition  and  failed  to  make  the  required  payments,  the  licensee 
was  held  entitled  to  recover  back  royalties  paid  after  the  lapsing 
of  the  patent.  Where  the  license  contains  no  stipulation  as  to 
who  shall  pay  the  patent  renewal  fees,  it  would  seem  that  these 
should  be  paid  by  the  patentee ;  (t)  though,  perhaps,  the  licensee 
might  properly  pay  them  and  deduct  them  from  the  next 
instalment  of  royalties,  (u) 

A  license  sometimes  contains  a  covenant  by  the  licensor  for 
quiet  enjoyment;  such  a  covenant  is  not  co-extensive  with  a 
covenant  by  the  licensee  to  pay  the  royalties.  If,  therefore,  it  is 
broken  by  a  failure  of  the  licensor  to  pay  the  renewal  fees,  that 
does  not  absolve  the  licensee  from  further  payments  of  royalties,  (v) 

(p)  Okeeiham  y.  AiittoS,  10  B.  P.  0.  (0  See  IftZfa  v.  Otirwm,  9  B.  P.  0. 338 ; 

321.  10B.P.C.9.    Per  Lard  £8her,M.B.,  and 

(«)  Ibid.  Lopes,  L.J. 
(r)  13  B.  P.  0.  710 :  14  B.  P.  0. 249.  (u)  md.  per  Kay.  L.J. 

(0  13  B.  P.  C.  685;  14  B.  P.  0.  206.  (v)  Jhid. 
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Thus,  in  MiUs  y.  Carson,  (w)  the  licensees  covenanted  absolutely, 
in  express  terms,  to  pay  a  lump  sum  by  yearly  instalments  to  be 
spread  over  the  unexpired  portion  of  the  patent  term ;  while  the 
licensor,  on  his  part,  covenanted  that  the  licensees,  paying  the 
money  reserved  and  performing  their  covenants,  should,  at  all 
times  during  the  residue  of  the  said  term,  peaceably  and  quietly 
hold,  exercise,  and.  enjoy  the  license,  without  any  lawful  interrup- 
tion or  disturbance  by  the  licensor  or  any  other  person  whatsoever. 
The  patent  having  lapsed  through  non-payment  of  the  renewal 
fees,  the  licensees  alleged  a  breach  of  the  covenant  for  quiet  enjoy- 
ment, and  declined  to  make  any  further  payments  under  the 
license. 

The  Court,  however,  held  that  even  assuming  such  breach  to 
have  been  occasioned  by  the  non-payment  of  the  renewal  fees,  the 
licensees  still  remained  liable  on  their  covenant. 

In  Siemens  v.  Taylor  (»)  a  license  to  work  several  patents  con- 
tained a  provision  that  the  royalties  to  be  paid  should  continue 
payable  until  the  expiration,  by  efiSuxion  of  time,  of  all  the  terms 
of  years  respectively  granted  by  the  said  letters  patent.  Under 
this  provision  it  was  held  that  royalties  continued  payable  even  on 
those  patents  which  had  expired,  so  long  as  any  one  of  the  several 
patents  still  remained  in  force. 

Here  LieenBe  not  Assigxiable. — A  mere  license  is  not  assign- 
ble.  (ff)  But  a  license  given  to  a  licensee  and  his  assigns,  would 
no  doubt,  so  long  as  it  was  unrevoked,  estop  the  licensor  from 
proceeding  against  the  person  to  whom  the  licensee  had  handed 
on  such  license.  And  where  a  patentee  accepts  royalties  from  the 
assignee  of  a  licensee  with  knowledge  that  the  licensee  has  pur- 
ported to  assign  the  license,  he  is  estopped  from  denying  the 
validity  of  the  transaction,  (z) 

A  patentee  who  has  assigned  his  invention  has  no  longer  the 
right  to  grant  licenses,  (a)  And  where  an  agreement  has  been 
entered  into  by  the  patentee  which  amounts  to  an  equitable 
assignment,  any  licenses  subsequently  granted  by  the  patentee  to 
persons  having  notice  of  such  agreement  are  void  as  against  the 
assignor,  and  their  invalidity  is  not  covered  by  a  priority  of 
registration. 

In  the   New  Ixion  Company  v.   SpUsbury,  (b)  the   registered 

(w)  9  B.  P.  0.  888;  10  B.  P.  0.  9.  B.  P.  C.  696. 

(x)  n>id.  898.  (a)  BetU  v.  WUlmoU,  L.  B.  6  Oh.  289. 

(f  )  Bower  T.  Hodgei,  22  L.  J.  0.  P.  (6)  15  B.  P.  C.  667.    [1898]  2  Oh.  484 ; 

p.  198 ;  see,  also,  18  0.  B.  765  79  L.  T.  229. 
(f)  LatMon  ▼.  MacpherBon  <fr  Co.,  14 
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proprietor  of  oertam  letters  patent  entered  into  an  agreement  in 
June,  1896,  to  transfer  his  boidnesa  and  patents  to  the  plaintiff  eom- 
pany.  In  September,  1897,  he  granted  a  license  to  flie  defendants, 
who  had  express  notioe  of  the  prior  agreement.  The  defendants  had 
their  lieense  entered  on  the  Begister.  In  October,  1897,  the  patents 
abore  mentioned  were,  in  pnrsnanee  of  the  agreement  of  June, 
1896,  assigned  by  deed  to  flie  plaintiffs,  who  flierenpon  com- 
menced an  action  against  the  defendants,  claiming  a  declaration 
that  the  license  was  void  and  an  injunction.  Eekewich,  J.,  held 
they  were  entitied  to  this  relief,  and  his  decision  was  affirmed  on 
appeal 

lieenses  to  be  Segistered* — Copies  of  licenses,  and  any  docu- 
ments affecting  the  proprietorship  in  any  license  under  letters 
patent,  must  be  supplied  to  the  Comptroller,  for  filing  in  the 
Patent  Office,  (c)  For  this  purpose,  an  attested  copy  of  the 
license  must  be  left  at  the  Patent  Office  by  the  licensee,  with  a 
request  that  a  notification  thereof  may  be  entered  in  the  Begister. 
The  licensee  must  also  produce  the  original,  and  leave  it  for 
verification  of  the  copy,  if  required,  (d) 

Stamp  Duty. — It  has  recently  been  held  that  a  sole  license 
to  work  a  patent  in  a  specified  district  is  "property"  within 
Section  69  sub-section  1  of  the  Stamp  Act,  1891,  and  that  an 
agreement  to  purchase  such  license  from  the  licensee  is  therefore 
chargeable  with  ad  valorem  duty,  (e) 

(e)  Paten4fAci,1888,«.28(8).  2  Q.  B.  179;  [1897]  1  Q.  B.  175;  65 

(d)  P.  B.  rale  77.  L.  J.  Q.  B.  518;  66  L.  J.  Q.  B.  187;  74 

(«)  SmeMng  Companff  of  AudraUa  y.  L.  T.  694;  75  L.  T.  584;  45  W.  B.  61, 

Oommi9$i4m&n  qf  hdand  Bevrnvs^  [1896]  208. 
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CHAPTER  XIX. 

OOMFULBOBY  UOBNSES. 

The  Board  of  Trade  may  order  Lioenses  to  be  flranted. — If,  on  the 
petition  of  any  person  interested,  it  is  proved  to  the  Board  of 
Trade  that  by  reason  of  the  default  of  a  patentee  to  grant  licenses 
on  reasonable  terms — 

(a)  The  patent  is  not  being  worked  in  the  United  Kingdom ;  or 

(b)  The  reasonable  requirements  of  the  public  with  respect  to 
the  invention  cannot  be  supplied ;  or 

(c)  Any  person  is  prevented  from  working  or  using  to  the  best 
advantage  an  invention  of  which  he  is  possessed ; 

— the  Board  may  order  the  patentee  to  grant  licenses  on  such 
terms  as  to  the  amount  of  royalties,  security  for  payment,  or 
otherwise,  as  the  Board,  having  regard  to  the  nature  of  the  in- 
vention and  the  circumstances  of  the  case,  may  deem  just,  and 
any  such  order  may  be  enforced  by  mandamus,  (a) 

This  jurisdiction  to  compel  the  granting  of  licenses  conferred 
upon  the  Board  of  Trade  by  the  Patents  Act,  188S,  has  until 
recently  remained  dormant.  Nor  have  the  hearings  of  the  petitions 
which  have  hitherto  been  presented  yet  resulted  in  clearly  estab- 
lishing a  settled  practice  on  all  points  which  are  likely  to  arise  on 
such  proceedings.  Without  attempting  to  discuss  here  the  neces- 
sity for,  or  convenience  of,  this  jurisdiction,  its  scope  and  the 
existing  practice,  so  far  as  that  practice  can  be  gathered  from  the 
Patent  Bules  and  the  decisions  of  the  Board,  will  be  the  subject 
of  the  present  chapter. 

The  Tribunal. — And  first  as  to  the  Tribunal.  By  Section  25 
of  the  Patents  Act,  1888,  all  things  required  or  authorized  to  be 
done  by,  to,  or  before  the  Board  of  Trade  under  the  Patents  Act, 
1888,  may  be  done  by,  to,  or  before  the  President,  or  a  secre- 
tary, or  an  assistant  secretary  of  the  Board.     Applications  for 

(a)  Patents  Act,  1888,  8.  22. 
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compulsory  licenses  are  not,  however,  heard  by  the  President,  or 
by  any  secretary  of  the  Board ;  for  on  receipt  they  are  referred  by 
the  Board  to  a  legal  expert  as  referee  for  consideration  and  report, 
before  whom,  if  an  enquiry  is  necessary,  the  parties  and  their 
witnesses  are  heard.  This  can  hardly  be  called  a  convenient  form 
of  tribunal,  as  the  referee  who  hears  the  case  has  no  power  to  do 
more  than  report,  while  the  Board,  which  does  not  hear  the  evidence, 
grants  or  refuses  the  order  for  a  license.  As  the  Board  is  not 
bound  to  act  upon  the  report  of  the  referee,  but  may  form  its  own 
view  of  the  facts,  the  referee  has  not  that  control  over  the  pro- 
ceedings that  he  would  have  if  the  ultimate  decision  lay  with  him. 

Moreover,  the  report  of  the  referee  is  not  made  public,  and 
the  decision  of  the  Board  is  intimated  by  a  bare  order  dismissing 
the  application,  or  directing  a  license  to  be  granted  on  specified 
terms.  Thus,  no  reasoned  judgment  is  given,  and  the  parties 
are  left  to  gather  as  best  they  can  the  grounds  of  the  Board's 
decision  from  such  observations  as  may  be  made  by  the  referee 
during  the  course  of  the  public  hearing  before  him.  If  this 
jurisdiction  is  to  command  the  confidence  of  the  public,  it  would 
seem  that  some  other  mode  of  exercising  it,  more  consonant  to 
the  prevailing  procedure  in  English  Courts,  will  have  to  be 
adopted. 

The  Application  is  by  Fetitioii. — The  application  for  a  com- 
pulsory license  is  made  by  petition  to  the  Lords  of  the  Committee 
of  Privy  Council  for  Trade,  praying  that  an  order  may  be  made 
by  the  Board  of  Trade  that  the  patentee  shall  grant  a  license  to 
the  petitioner. 

Who  may  Petition. — The  right  to  present  a  petition  is  not  a 
promiscuous  right,  but  limited  to  such  persons  as  are  interested 
in  the  relief  claimed.  (6)  Where  the  petition  is  founded  on  the 
circumstance  that  the  patentee's  monopoly  prevents  the  use  to 
the  best  advantage  of  another  invention,  the  person  possessed  of 
that  invention  is  an  essential  party  to  the  petition;  but  if  not 
in  a  position  himself  to  manufacture  under  the  license,  there 
would  seem  to  be  no  reason  why  he  should  not  ask  for  the  grant 
of  the  license  to  some  other  person  who  is  prepared  to  put  the 
invention  into  use  on  his  behalf,  and  join  such  person  as  a  co- 
petitioner  ;  (o)  for  a  petition  may  be  presented  by  more  than  one 
petitioner,  and  in  respect  of  more  than  one  patent,  (d) 

(h)  P.  B.  rale  60.  (d)  Ibid. ;  Levinstein's  PeHtionh  15  B. 

(c)  No  ezoeption  was  taken  to  this  P.  G.  782 ;  Gordon's  Compvhory  Lieentes, 

course  in  the  Continental  Oas  Oltihlicht  pp.  219;  Levinstein^  Petition  (Cas9eUa*9 

Petition,  15  B.  P.  C.  727 ;  Gordon,  214.  Patent,  Gordon,  p.  284. 
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Where  the  lieense  is  sought  under  a  patent  which  is  not  being 
worked  in  the  United  Kingdom,  or  with  respect  to  which  the 
reasonable  requirements  of  the  public  are  not  being  supplied,  any 
person  will  have  an  interest  sufficient  to  support  a  petition  who 
is  prepared  to  make  good  the  patentee's  default,  either  by  manu- 
facturing or  by  supplying  the  requirements  of  the  public,  as  the 
ease  may  be.  It  would  also  seem  that  in  these  cases  any  members 
of  the  public  whose  commercial  interests  are  prejudiced  by  the 
patentee's  default,  may  petition.  At  the  same  time,  where  the 
interests  of  co-petitioners  are  identical,  the  Board  might  properly 
(and  probably  would)  refuse  to  hear  them  separately. 

In  the  official  form  of  petition  no  mention  is  made  of  a  re- 
spondent, but  the  patentee,  when  served  with  the  petition,  neces- 
sarily becomes  such,  (e) 

Contents  of  the  Petition. — A  petition  may  be  presented  in  respect 
of  more  than  one  patent.  It  must  set  out  clearly  the  nature  of 
the  petitioner's  interest,  the  grounds  upon  which  he  claims  to  be 
entitled  to  relief,  the  circumstances  of  the  case  in  detail,  the 
purport  of  the  order  to  be  made,  and  the  terms  on  which  it  is 
asked  tor.  (J) 

In  Levinstein's  Petition  re  Meister  Ludvs  Patents,  the  form  of 
license  which  the  petitioner  sought  was  set  out  in  a  schedule 
to  the  petition.  (9)  There  is  nothing  in  the  official  form  to 
suggest  that  the  petition  must  be  signed  by  the  petitioner, 
though  in  the  petitions  hitherto  presented  this  has  generally  been 
done,  (h) 

Procedure  on  the  Petition. — The  petition  and  an  examined 
copy  thereof  must  be  left  at  the  Patent  Office,  accompanied  by 
the  affidavits  or  statutory  declarations  and  other  documentary 
evidence  (if  any)  tendered  by  the  petitioner  in  proof  of  the  default 
of  the  patentee,  in  respect  of  which  relief  is  claimed,  (i) 

The  petition  and  evidence  are  referred  by  the  Board  to  a  legal 
expert  as  referee,  to  report  whether  or  not  a,primdfacie  case  for 
relief  is  made  out.  If  the  referee  reports  that  the  petitioner  has 
not  made  out  a  prima  fade  case,  the  petition  will  be  dismissed 
forthwith,  (j)  If,  on  the  contrary,  the  report  is  favourable  to  the 
petition,  then  the  petitioner  will  be  directed  to  deliver  copies  of 
the  petition  and  evidence  to  the  patentee.    No  special  mode  of 

(0)  Levimttein'B  FeiiHon,  Gozdon,  219;  (h)  Gordon,  p.  176. 

15  B.  P.  0.  732.  (0  P.  B.  rule  61. 

(/)  P.  B.  rale  60.  (J)  Chisholm's    PeHthn     re    DutOop 

(g)  15  B.  P.  C.  78 ;  Goxdon,  855.  PneumaHe  Tyre  Oo:$  PatetUe,  Gtoidon,  280. 
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serYing  the  patentee  is  laid  down  by  the  roles;  but  as  to  this 
directions  may  be  given  by  the  referee. 

The  term  ''patentee"  in  the  Patents  Act,  1888,  means  the 
person  for  the  time  being  entitled  to  the  benefit  of  the 
patent,  (h) 

There  is  no  role  requiring  public  intimation  to  be  given  of  the 
petition.  The  patentee  alone  is  entitled  to  notica  There  is  no 
obligation,  therefore,  upon  the  petitioner  to  serve  an  exclusive 
licensee,  (Q  or  any  other  person  who  may  have  entered  into  an 
agreement  with  the  patentee  which  will  be  seriously  prejudiced 
by  a  compulsory  license;  though,  if  such  person  gives  notice 
of  opposition  to  the  petition  and  applies  to  be  allowed  to  intervene, 
he  will  be  heard  by  the  referee,  (m) 

Evidence  on  Petitions. — The  evidence  may  be  tendered  either 
in  the  form  of  affidavits  or  statutory  declarations.  In  the  Woher- 
hampton  Tyre  Syndicate's  Petition  it  was  presented  by  the  petitioners 
in  the  latter  form,  (n) 

The  patentee  has  a  period  of  fourteen  days  from  the  delivery 
to  him  of  the  petition  and  evidence  within  which  to  deliver 
evidence  in  opposition.  This  he  does  by  leaving  it  at  the 
Patent  Office  within  the  prescribed  time,  and  likewise  a  copy 
for  service  on  the  petitioner,  (o) 

The  rules  do  not  require  the  patentee  to  deliver  any  formal 
statement  by  way  of  answer  to  the  petition.  But  there  is  nothing 
to  prevent  his  adopting  this  course,  as  was  done  in  Levinstein's 
Petition  re  Meister  Imcius  Patents^  where  the  patentees  delivered 
an  answer  and  affidavits  in  support  of  it.  (^  ) 

A  further  period  of  fourteen  days  is  allowed  the  petitioner  in 
which  to  deliver  evidence  in  reply  to  the  patentee.  Such  evidence 
must  be  strictly  confined  to  matters  in  reply  only,  (g) 

The  referee  will  thereafter  consider  the  petition  and  the 
evidence  on  both  sides,  and  again  report  to  the  Board  of  Trade 
whether  any  further  directions  are  necessary,  or  the  petition  may 
be  at  once  heard. 

The  Hearing  of  the  Petition. — The  Board  of  Trade  fix  the  date 
and  place  of  the  hearing,  and  have  unrestricted  power  to  regulate 
the  procedure,  subject,  however,  to  full  opportunity  being  given  to 

(ft)  Sect.  48.  don,  249 ;  WoLwrhamptcn  Tyre  8yndioM9 

(2)  An   exolnaive   lioensee   is   not  a  Petition,  Gk>rdon,  262. 

patentee :  Heap  v.  Hartley,  42  C.  D.  461 ;  (n)  Gordon,  264. 

6  R.  P.  C.  495 ;  58  L.  J.  Ch.  790 ;  61  L.  T.  (o)  P.  E.  rule  64. 

538 ;  38  W.  R.  136.  (p)  15  R.  P.  C.  732;  Gordon,  358. 

(m)  QormuXLy  &  JeJ}rey*9  PeUtianyQoT-  {q)  P.  R.  rule  65. 
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the  patentee  to  shew  cause  against  the  petition,  (r)  On  the 
hearing  before  the  referee^  any  party  may  appear  in  person,  or 
by  counsel,  or  by  a  patent  agent.  Either  side  may  tender  farther 
evidence,  and  the  referee  will  hear  oral  evidence.  Persons  who 
have  made  affidavits  or  statutory  declarations  may  be  required  to 
attend  for  cross-examination;  but  the  Board  of  Trade  have  no 
power  to  compel  the  attendance  of  witnesses.  The  refusal  of  any 
witnesses,  howeyer,  to  attend  and  submit  to  cross-examination 
would  necessarily  destroy  the  value  of  any  affidavit  or  declaration 
he  might  have  made. 

On  the  hearing  the  petitioner  is  entitled  to  begin,  and  has  a 
right  of  reply.  («)  Although,  as  already  noticed,  the  petitioner  is 
not  required  to  serve  any  one  but  the  patentee  with  the  petition, 
it  is  obviously  desirable  that  all  parties  having  an  interest  in 
the  patent  should  be  represented  at  the  hearing.  Where  the 
patentees  had  entered  into  an  agreement  to  grant  a  limited 
number  of  licences  only,  the  licensees  were  allowed  to  appear 
as  interveners,  and  the  petition  was  amended  by  adding  their 
names  as  respondents,  "  and  any  other  person  interested  in  the 
patent."  (0 

Where  it  is  desired  thus  to  amend  the  petition  an  appli- 
cation for  leave  ought  to  be  sent  by  letter  to  the  Board  of 
Trade,  (u) 

Parties  Intervening, — Persons  not  respondents  to  the  petition 
who  desire  to  intervene  in  opposition  to  the  petition  should  give 
notice  at  the  Patent  Office  of  their  intended  opposition,  and  support 
the 'notice  with  affidavits,  shewing  the  grounds  on  which  they 
claim  to  be  heard. 

In  Oormidly  d  Jeffrey's  Petition^  (w)  the  North  British  Eubber 
Company,  who  were  not  parties  to  the  petition,  alleged  that  they 
were  licensees  of  the  respondents,  and  had  expended  large  sums 
on  works  and  machinery;  further,  that  the  respondents  had 
entered  into  a  contract  with  them,  under  which  the  respondents 
were  bound  not  to  grant  more  than  one  other  license  beyond  the 
license  to  themselves  and  a  license  held  from  them  by  another 
company.  On  these  facts  they  claimed  to  be  heard  in  opposition 
to  the  petition.  Unconditional  leave  to  appear  was  given  by  the 
Board  of  Trade. 

In  the  same  case,  the  Clipper  Pneumatic  Tyre  Company  also 

(r)  P.  B.  rule  66.  (0  GormuUy   <fr   Jeffrey's  Petition   re 

(•)  HuUrni   &   Bleahley*9  PetiHonn  re      Dwilop  PiUents,  GordoD,  254,  255. 

Tayhr'e  Patent,  15  R.  P.  C.  749;   Qordou,  (u)  Ibid.  p.  255. 

245.  (10)  Ibid.  252,  258. 
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claimed  to  interTone,  alleging  that  they  were  lioenBees  and  had 
paid  £70,000  for  their  license,  on  the  understanding  that  no  other 
licenses  beyond  those  above  mentioned  would  be  granted  by  the 
respondents.  To  them  also  unconditional  leave  to  appear  was 
given,  (x) 

Where  the  Bespondent  has  Contracted  to  Grant  no  more  lioenses.— 
It  is  not  yet  clear  how  the  Board  of  Trade  will  act  in  ordering 
a  compulsory  license  where  the  respondent  patentee  has  entered 
into  a  contract  with  some  third  person  under  which  he  has  bound 
himself  not  to  grant  any  more  licenses.  It  is  obvious  that  in 
such  a  case  great  injustice  might  be  done  to  a  prior  licensee,  who 
had  paid  a  large  sum  for  his  license  on  the  footing  that  no  further 
license  would  be  granted,  if  he  were  suddenly  exposed  to  the 
competition  of  a  compulsory  licensee.  But  the  referee  has  stated 
more  than  once  upon  these  applications  that  the  Board  can  take 
no  cognizance  of  the  existence  of  an  exclusive  license,  or  any 
agreement  limiting  the  number  of  licenses  which  a  patentee  may 
grant,  as,  if  such  were  to  be  considered  a  bar  to  the  granting  of 
a  compulsory  license,  any  patentee  would  have  it  in  his  power 
to  set  the  Board  of  Trade  at  nought,  and  wholly  defeat  the  operation 
of  the  section,  (y) 

The  point  was  not  decided  in  the  QormvUy  dt  Jeffrey  Petition  (z) 
above  mentioned,  as  the  intervening  licensees  expressed  their 
willingness  to  manufacture  for  the  petitioners,  at  a  reasonable 
price,  the  improved  article  which  embodied  the  petitioners'  inven- 
tion, and  the  hearing  was  adjourned  to  enable  the  parties  to  arrive 
at  a  private  arrangement 

In  Hviton  dk  BleaTdey^s  Petition^  (a)  the  Board  made  an  order 
for  a  grant  of  a  compulsory  license,  notwithstanding  the  fact  that 
the  patentees  had  already  granted  an  exclusive  license  for  the 
same  district.  But  here  the  exclusive  licensee  was  only  paying 
a  moderate  royalty  for  bis  license. 

Reasonable  Beqnirements  of  the  Public. — In  this  petition  the 
meaning  of  the  words  "  reasonable  requirements  of  the  public  with 
respect  to  the  invention  *'  came  under  consideration.  The  patentee's 
invention  was  a  mechanism  for  rapidly  printing  paragraphs 
containing  late  news  into  a  newspaper.  The  patentees  had  granted 
to  the  proprietors  of  an  evening  paper  an  exclusive  license  for 
Manchester  and  district.     There  were  two  other  Manchester  evening 

(x)  Gordon,  252,  253.  ion  Tyre  Syndieaie,  GoidoD,  268. 

(y)  HulUm  <fr  BleaUqf$  Petition,   15  (z)  Supra. 

B.  P.  C.  750 ;  Gordon,  246 ;  TToZtwftamp-  (a)  15  B.  P.  C.  749 ;  Gordon,  246. 
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papers  appealing  to  different  sections  of  political  opinion,  and 
the  proprietors  of  one  of  these  petitioned  for  a  compalsory  license, 
alleging  that  the  reasonable  reqairements  of  the  public  in  the 
district  were  not  met  by  the  use  of  the  invention  in  connection 
with  one  paper  only,  inasmuch  as  persons  whose  political 
views  did  not  agree  with  those  of  that  paper,  and  who  therefore 
did  not  bay  it,  were  deprived  of  the  benefits  of  the  invention.  No 
other  ground  for  granting  a  license  was  suggested.  The  Board 
endorsed  the  petitioners'  contention  that  under  these  circumstances 
the  requirements  of  the  public  were  not  being  met,  and  made  an 
order  that  a  license  should  be  granted. 

Diaoretion  of  the  Board. — The  granting  of  an  order  for  a  com- 
pulsory license  is  a  matter  of  discretion.  Where,  therefore,  the 
license  is  claimed  on  the  ground  that  the  petitioner  is  possessed  of 
an  invention  which  the  respondent's  monopoly  prevents  him  working 
to  the  best  advantage,  the  Board  will  not  make  the  order  if  such 
invention  is  a  mere  improved  variety  of  the  respondent's  article, 
so  long  as  the  respondent  is  willing  to  manufacture  for  the 
petitioner  that  improved  variety  on  reasonable  terms.  (6)  But  the 
terms  must  be  reasonable.  If  fair  terms  are  not  offered  the  Board 
will  intervene,  (c) 

Bespondent  must  be  in  De&ult— The  Board  has  no  jurisdiction 
unless  the  patentee  is  in  default.  A  petitioner  must  therefore  be 
prepared  to  shew  that  the  respondent  has  refused  to  grant  him 
a  license  on  reasonable  terms.  He  ought,  therefore,  before  presenting 
his  petition,  to  make  a  written  application  to  the  patentee  for  a 
license,  giving  him  notice  of  the  grounds  upon  which,  if  refused, 
he  will  apply  for  a  compulsory  license ;  otherwise  a  question  may 
arise  at  the  hearing  as  to  whether  the  patentee  has  ever  had  before 
him  materials  enabling  him  to  judge  what  would  be  reasonable 
terms  on  which  to  offer  a  license.  Where  he  has  not  had  such 
means  of  judging  on  what  terms  he  could  offer  a  license,  his 
declining  to  do  so  could  hardly  amount  to  default,  {d) 

Where  a  petitioner  can  shew  that  an  English  patent  owned  by 
a  foreign  manufacturer  is  not  being  worked  in  this  country,  but 
is  simply  held  for  the  purpose  of  blocking  trade  and  enabling 
foreign-made  articles  to  control  the  English  market,  a  strong  case 

(6)  OormuUy  &  Jejfre^%  Petition,  Gor-  Patents,  it  was  contended  that  upon  the 

don,  260,  261 ;  16  B.  P.  C.  641 ;  Oh4$holm*i  correspondence  no  refusal  of  a  Uoense  was 

PtfMfum,  Gordon,  280.  inade  oat.    There,  however,  the  referee 

(o)  Wolverhampton    Tyre    SyndieaU'e  held  that  there  was  defanlt;  see  Gordon, 

Petition,  Gordon,  279.  p.  240. 

(d)  In  Uv%n9tein*$  Petition  re  OaeteOa^e 
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for  relief  is  made  oat.  {e)  In  Leifinstein's  Petition,  (/)  where  this 
was  alleged,  the  Board  ordered  the  grant  of  a  license,  although  the 
patentees  offered  to  supply  the  patented  products  to  the  petitioners, 
who  were  English  manufacturing  chemists,  at  the  same  price  at 
which  they  were  sold  in  countries  where  there  was  no  patent. 

Petitioner  should  be  prepared  to  take  Practieal  Advantage  of  the 
license. — A  petitioner  ought  to  be  prepared  to  give  practical  effect 
to  the  license  if  granted,  either  himself  or  by  some  co-petitioner. 

In  the  Oontinmtal  Oas  OltMicht  Petition,  (g)  where  the  principal 
petitioners  were  a  foreign  company,  the  petition  prayed  the  grant  of 
a  license  to  an  English  corporation,  who  were  co-petitioners.  The 
English  company,  however,  withdrew  from  the  petition  during  the 
hearing,  and  no  order  was  made.  But  inasmuch  as  the  usual  mode 
of  working  a  valuable  patent  is  through  a  company  formed  for  the 
purpose,  the  circumstance  that  petitioners  are  only  a  syndicate 
without  capital,  who  intend  to  float  a  company  to  work  under  the 
license  if  it  is  granted,  will  not  prevent  the  referee  reporting  to 
the  Board  of  Trade  in  favour  of  the  petition,  (h) 

It  would  seem  that  the  circumstance  that  the  petitioner  has 
been  restrained  by  injunction  from  infringing  the  invention  of  the 
patentee  will  not  prevent  the  Board  of  Trade  entertaining  his 
petition ;  (i)  though  how  far  the  granting  of  a  compulsory  license 
would  relieve  him  from  the  obligation  of  obeying  the  injunction 
may  be  a  matter  of  doubt.  It  is  submitted,  however,  that  working 
under  such  a  license  would  be  no  breach  of  the  injunction,  for 
it  would  not,  in  fact,  be  an  infringement  of  the  respondent's 
patent. 

Boyalties  under  a  Compulsory  Lioense. — The  amount  of  royalty 
payable  under  the  compulsory  license,  as  well  as  the  other  terms 
of  the'  license,  will  be  fixed  by  the  Board  of  Trade.  What  royalty 
shall  be  paid  must  depend  on  the  special  circumstances  of  each 
case. 

In  Levinstein's  Petition,  {j )  Yfheie  the  dye  stuffs  for  the  pro- 
duction of  which  the  license  was  wanted  were  a  cheap  class  of 
goods  exposed  to  severe  competition  in  the  market,  the  royalty  was 
fixed  at  one  halfpenny  per  pound  of  the  raw  material,  equivalent 

ie)  Lev(ndein'9    PeUtion    re    MeUUr  (g)  15  B.  P.  0. 727 ;  Gordon,  214. 

Ludui  Patents,  Qordon,  219;  15  B.  P.  G.  (h)  Wolverhampton    Tyre   Syndicate's 

782.  Petition,  Gordon,  p.  271. 

(/)  Snpra.   In  this  case  the  petitioners  (0  QurmnUy    A    Jeffreys    Petition, 

required  the  reepondent's  prodnots  for  the  Gordon,  p.  250;  16  B.  P.  C.  641. 
purpose  of  working  other  chemical  inven-  (j)   Be   MHster   Lucius   Patents,    15 

tions  for  which  they  held  patents.  R.  P.  G.  732 ;  Cordon,  219. 
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to  10  per  cent,  on  the  net  profits  of  the  completed  article,  or  a 
minimum  payment  of  £250  per  annum. 

In  Hvlton  <t  BUaJdey's  Petition,  (h)  where  the  invention  for 
which  the  license  was  granted  was  a  mechanical  device  for  printing 
late  news  without  seriously  delaying  the  action  of  the  printing 
press,  the  royalty  was  fixed  at  £20  per  annum  for  each  machine 
in  connection  with  which  the  invention  was  used. 

The  Board  of  Trade  has  no  jurisdiction  to  award  costs  where 
a  petition  is  dismissed.  (Q  Nor,  it  would  seem,  where  an  order  for 
a  license  is  made,  except  perhaps  hy  way  of  condition  if  the  referee 
reports  that  the  petitioner's  conduct  has  put  the  respondents  to 
nnnecessary  costs.  But  in  none  of  the  decisions  so  far  reported 
have  terms  as  to  the  payment  of  costs  been  imposed. 

Enforcing  Order. — The  order  of  the  Board  may  be  enforced  if 
necessary  by  mandamus,  (m)  No  case  of  enforcing  an  order  by 
mandamus  has  yet  occurred. 

(k)  Qoidon,  248.    In   this   case   the  been  granted, 
highest     royalty     preyionsly    paid     by  (2)  Levinatein'$  PeUUcUy  15  R.  P.  G. 

licensees   had  been  £15.     Bnt   for  the  732;  Gordon,  219;   QormMy  <fr  Jfffreifu 

dirtriot  in  whioh  the  oompnlsoiy  lioense  PetiUony  Gordon,  260;  16  B.  P.  C.  611. 
was  to  be  worked  an  exdnsive  lioense  had  (m)  Patents  Act,  1888,  s.  22. 
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CHAPTER  XX. 

EXTENSION   OP  THE   TERM  OP  LETTERS   PATENT. 

Expediency  of  granting  Eztenaions  of  Patent  Termi.  —  It  has 
already  been  shewn  how  the  term  of  letters  patent  for  an  in- 
vention was  limited  by  the  Statute  of  Monopolies  to  a  period  not 
exceeding  fourteen  years,  (a)  The  effect  of  this  limitation  was  not 
only  to  preclude  the  Crown  from  making  a  grant  for  a  longer 
period,  but  also  from  making  a  second  grant  in  respect  of  the 
same  subject-matter.  The  Crown  was  thus  deprived  of  all  power 
to  prolong  the  monopoly  of  a  deserving  inventor  beyond  the 
statutory  period,  and  the  only  remedy  open  to  an  inadequately 
remunerated  patentee  was  an  application  to  Parliament  for  a 
private  Act  prolonging  his  monopoly.  Such  applications,  though 
extremely  costly  and  rarely  successful,  (6)  were  for  upwards  of  two 
centuries  the  only  means  by  which  an  inventor  could  obtain  an 
extension  of  his  patent  term. 

No  doubt,  in  the  majority  of  cases  the  extent  to  which  an  in- 
vention is  adopted  by  the  public  is  a  just  test  of  its  intrinsic  value ; 
and  the  inference  may  generally  be  justly  drawn  that  a  patentee's 
failure  to  derive  adequate  remuneration  from  his  discovery  during 
the  fourteen  years  of  his  monopoly  is  due  to  the  inherent  worth- 
lessness  of  what  he  has  invented,  (c)  But  the  rule  is  not  of  universal 
application,  and  special  circumstances  may  rebut  the  inference,  (d) 
Such  special  circumstances  may  arise  from  the  apathy  of  the  public 

(a)  See  ante,  p.  11.  (d)  DmonUm*i  Patent,  1  W.  P.  0.  565; 

(6)  Per  Lord  Broagham,  in  Morgan*9  KoUman^i    PaietUy    1    W.    P.    O.    564; 

Patent,  1  W.  P.  0.  739.  Bobertt^  Patent,  1  W.  P,  0. 575;  Foarde'i 

(c)  See  WrighV$   Patent,  1  W.  P.  G.  Patent,  9  Moo.  P.  G.  376;  Payn^$  Patent, 

576;   8imi9ter'$  Patent,  1  W.  P.  G.  723;  Goryton'B  Law  o/ PcUenfa,  p.  220 ;  Bardj^B 

Pinkuis   Patent,  12  Jur.  233;  Berbere$  Patent,  6  Moo.  P.  G.  443;  Lee's  Patent, 

Patent,    L.    R.    1    P.    G.    399;    AUan'i  10  ^iM.  226;  Houghton'^  Patent,  SIj,B. 

Patent,  L.  R.  1  P.  C.  507;  4  Moo.  (N.  S.)  P.  G.  461. 
443 ;  BakewelTs  Patent,  15  Moo.  P.  G.  386. 
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in  regard  to  the  invention.  Every  inventor  has  a  certain  amount 
of  inertia  to  contend  with,  and  in  some  cases  this  inertia  proves 
so  formidahle  that  the  patentee  succumbs  before  it.  (e)  Many 
iUustrations  of  this  might  be  cited.  The  most  remarkable  is  that 
afforded  by  Watt's  improvement  in  the  steam  engine,  of  which 
Lord  Brougham,  in  Woodcroft^s  Patent,  said :  "It  was  so  many  years 
useless  to  him,  not  coming  into  immediate  operation,  that  he  had 
to  obtain  an  extension  of  one-and-twenty  years  from  the  legislature, 
but  for  which  he  would  have  been  a  loser,  and  probably  ruined,  by 
the  greatest  benefit  that  was  ever  given  to  mankind  next  to  the 
invention  of  printing."  (/) 

Again,  the  powerful  opposition  of  influential  rivals  may  create 
such  circumstances.  An  invention  which  is  likely  to  achieve  a 
revolution  in  some  important  trade  is  often  keenly  opposed  by 
those  who,  while  best  knowing  its  intrinsic  value,  are  most 
interested  in  prejudicing  the  public  against  it.  (g) 

Or  the  inventor  may  be  involved  in  costly  litigation  by  the 
success  of  his  invention  tempting  many  persons  to  pirate  it.  (h) 
The  temptation  to  infringe  a  patent  usually  varies  in  proportion  to 
the  merit  of  the  invention,  (i)  and  when  the  utility  is  great  it 
sometimes  happens  that  the  profits  of  the  unfortunate  patentee  are 
swallowed  up  by  the  expenses  incurred  in  prolonged  and  ruinous 
litigation.  (J) 

Other  circumstances  may  operate  to  deprive  the  patentee  of  his 
reward.  Ill  health  may  disable  him  from  pushing  his  discovery 
into  notice  ;(£;)  or  his  invention  may  be  of  such  a  character  as 
only  to  appeal  to  a  limited  class,  (Q  or  afford  occasional  oppor- 
tunities only  for  its  exercise,  (m)  Hence  it  may  happen  that  a 
meritorious  inventor  may  find  himself  at  the  close  of  his  patent 
term  an  actual  loser  by  the  skill  and  enterprise  which  have  given 
to  the  public  a  most  valuable  invention. 

The  importance  of  providing  some  other  means  than  a  private 

(a)  Per  Lord  MookBwell,  in  Cooking' 8  iJ)EuueU:9  Potont,  2  Moo.  496;  PettU 

Pofoni,  2  R.  P.  C.  158.  amWi'9   Paient,   7    Moo.    138:    HeaOCt 

(/)  2  W.  P.  0.  82.  Paimt,  8  Moo.  217 ;  2  W.  P.  C.  247. 

(y)  BolMii'  PaUni,  1  W.  P.  C.  575 ;  Qt)  Boper'9  PaUfU,  4  B.  P.  C.  201. 

Pafiuf8PaUHl,0oryixm'BLawofPatetU8,  (I)   Letft    Patenty     10     Moo.     229; 

p.  220;  Manoiek^$  PatmU,  18  Moo.  312;  Herberes   Patent,    L.  B.    1   P.  C.  402; 

8U^ordp8  Patent,  1 W.  P.  C.  568;  Parnm*$  BenimgUm'9  Patent,  cited  L.  B.  1  P.  O. 

Patent,  [1898]  A.  0.  p.  677 ;  15  B.  P.  C.  510 ;  Bop«^»  Patent,  wipra. 
349.  (m)SeofMy'«Pafofi<,5B.  P.O.  528.   Ab 

(h)  Adair't  Patent,  L.  B.  6  App.  Ca.  in  the  case  of  inyentions  only  applicable 

176;  50  L.  J.  P.  0.  68.  to  large  machines  or  very  peculiar  opera- 

(0  Per  Lord   Brougham,  see   White-  tiona ;  Southey'B  Patent,  8  B.  P.  C.  437. 
houe^B  Patent,  1  W.  P.  C.  477. 
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Act  of  Parliament  for  extending  patent  monopolies  in  special  cases 
was  at  last  recognized  by  the  Legislatnre,  when,  in  1885,  it  em- 
powered the  Crown,  (n)  where  the  Judicial  Committee  of  the  Privy 
Council  reported  in  favour  of  the  extension  of  a  patent  monopoly, 
to  grant  new  letters  patent  for  the  same  invention  for  a  term  not 
exceeding  seven  years  after  the  expiration  of  the  first  term,  any 
law,  custom,  or  usage  to  the  contrary  notwithstanding.  The 
jurisdiction  thus  conferred  on  the  Grown  gave  to  the  patentee  at 
once  a  cheaper  and  easier  mode  of  relief,  so  that,  not  only  was 
the  meritorious  inventor  enabled  to  secure  a  prolongation  of  his 
patent  term  at  less  cost,  but  also  in  many  cases  where  formerly 
his  application  to  Parliament  would  have  been  unsuccessful,  (o) 

The  jurisdiction  to  extend  letters  patent  was  further  regulated 
by  2  &  3  Vict.  c.  67  and  7  &  8  Vict.  c.  69.  The  latter  Statute  gave 
the  Crown  authority  to  grant  extensions  in  exceptional  cases  for  a 
period  of  fourteen  years.  It,  moreover,  allowed  extensions  to  be 
granted  to  assignees.  No  modification  of  this  branch  of  the  law 
was  introduced  by  the  Patent  Law  Amendment  Act  of  1852,  that 
Statute  merely  adopting  the  provisions  already  in  force  under  the 
earlier  Acts.  These  Acts  were  repealed  by  the  Patents  Act,  1883, 
and  the  law  relating  to  applications  for  the  extension  of  letters 
patent  is  now  contained  in  Section  25  of  that  Act.  This  section  is 
substantially  a  codification  of  the  pre-existing  law,  and  in  Newtan's 
Patent  (p)  the  Judicial  Committee  expressed  the  opinipn  that  the 
section  was  not  intended  to  alter  in  any  way  the  principles  upon 
which  their  Lordships  have  always  acted  in  advising  the  Crown 
upon  these  applications. 

Application  for  Extension,  how  made. 

Petition  to  the  Queen  in  CoTmoil. — An  application  for  the  pro- 
longation of  a  patentee's  monopoly  must  be  made  by  petition 
addressed  to  her  Majesty  the  Queen  in  Council.  The  petition 
should  be  presented  by  the  patentee,  (q)  Under  the  Patents  Act, 
1883,  the  term  patentee  includes  the  person  for  the  time  being 
entitled  to  the  benefit  of  the  patent,  (r) 

(n)  5  *  6  Wm.  IV.  o.  83.  Wm.  IV.  o.  83.  b.  2,  to  recommend  the  con- 
Co)  Per     Lord     Brougham,    Soam^B  firmation  of  invalid  patents,  is  not  pre- 

Faient,  1  W.  P.  G.  734.  See  also  Maryan*8  served. 

Patent,  1  W.  P.  0.  739.  (g)  Patent  Act,  1883,  s.  25  (1).    For 

(p)  9  App.  Oa.  592,  1  B.  P.  0.  177.  Forms  of  Petitions,  etc.,  see  Appendix  IV. 

The  only  material  alteration  affected  by  post. 

the  Act  of  1883  is  that  the  former  juris-  (r)  Sec.  46. 

diction  of  the  Privy  Council  under  5  &  6 
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The  petition  must  be  presented  at  least  six  months  before  the 
time  limited  for  the  expiration  of  the  patent.  («)  Subject  to  this 
restriction,  it  is  desirable  that  the  petitioner  should  delay  as  long 
as  possible  presenting  the  petition,  as  the  profits  made  even  at  the 
close  of  the  patent  term  are  a  material  element  to  be  considered  ; 
for  however  nnremunerative  the  previous  years  of  a  patent  may  have 
been,  it  is  always  possible  that  the  profits  of  the  last  year  may 
amount  to  a  sufficient  remuneration  of  the  inventor,  {t)  Where, 
having  regard  to  this  consideration,  a  petition  is,  in  the  opinion  of 
the  Committee,  presented  prematurely,  the  hearing  will  be  adjourned 
to  a  later  date.  In  preparing  his  petition  the  applicant  must 
remember  that  prolongation  being  a  matter  of  grace  and  favour 
and  not  of  right,  it  is  essential  that  the  petition  should  contain  a 
full  and  candid  disclosure  of  all  material  facts  relative  to  the 
position  and  history  of  the  patent.  In  Clark's  Patent  this  had  not 
been  done,  and  although  the  matters  omitted  from  the  petition 
were  stated  by  counsel  for  the  petitioner  the  Board  held  this 
insufficient,  laying  down  the  principle  that  a  petitioner  seeking  the 
grace  and  favour  of  the  Grown  is  bound  to  strict  truth  and  to  the 
utmost  candour  and  frankness,  to  vherrima  fides  in  his  statement,  {u) 

Hence,  although  the  Judicial  Committee  have  not  laid  down  a 
general  rule  that  no  petition  lacking  in  candour  will  be  entertained, 
it  is  of  the  utmost  importance  that  the  petitioner  should  make  a 
full  and  candid  disclosure  of  his  position,  as  any  failure  to  do  so 
will  undoubtedly  militate  seriously  against  the  success  of  his 
application,  (v) 

Frooedure  Bnles. — New  rules  regulating  the  practice  on  these 
petitions  were  made  by  the  Queen  in  Council  in  November,  1897, 
and  all  applications  for  the  prolongation  of  patent  monopolies 
must  now  be  made  in  conformity  therewith,  {w) 

An  intending  petitioner  must  give  public  notice  of  his  intention 
to  apply  for  an  extension  of  his  patent  term,  by  advertising  three 
times  in  the  London  Gazette  and  once  at  least  in  three  London 


(a)  Patent  Act,  1883,  s.  25  (1).  If  this  allowed  to  expire,  was  held  fatal  to  the 

ii  not  complied  with  there  is  no  jnriBdio-  petition.    Cf.  Adair*i  PaietUj  L.  B.  6  App. 

tion  to  entertain  the  appUcation.    Adam*i  Ca.  178. 

Paieni,  16  B.  P.  C.  1.  (w)  The  Lorda  of  the  Judicial  Gom- 

(0  MacikintoiK's  Patentj  1   W.  P.  C.  mittee  may  excuse  a  faUare  to  comply 

739.  with  these  rules  (rule  7) ;  but  this  power 

(ft)  L.  B.  3  P.  G.  426.  wiU  presumably  not  be  exercised  except 

(v)  See  Pitman*i  Patent,  L.  B.  4  P.  0.  for  good  reason.    They  have  no  power  to 

86,  where  a  failure  to  disdoee  that  an  excuse   a   failure    to  comply  with    the 

American  patent  had  been  taken  out  and  Statute;  Adams'  Patent,  16  B.  P.  0. 1. 
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newspapers,  (x)  If  the  petitioner's  place  of  business  is  situated  in 
the  United  Kingdom  at  a  distance  of  fifteen  miles  or  more  from 
Charing  Cross,  or  if  not  having  a  place  of  business,  he  yet  carries 
on  the  manufacture  of  anything  made  under  his  specification,  at 
such  distance  from  Charing  Cross,  he  must  also  further  advertise 
once  at  least  in  some  local  newspaper  published  or  circulating  in 
the  town  or  district  where  his  place  of  business  is  or  where  he 
carries  on  such  manufacture.  If  a  petitioner  has  no  place  of 
business  and  carries  on  no  such  manufacture,  but  resides  at  a 
distance  of  fifty  miles  or  more  from  Charing  Cross,  he  must  also 
advertise  once  at  least  in  some  newspaper  published  or  circulating 
iu  the  town  or  district  where  he  resides. 

The  petitioner's  advertisement  must  state  (1)  the  object  of  his 
petition ;  (2)  the  day  on  which  he  intends  to  apply  for  a  time  to  be 
fixed  for  the  hearing  thereof ;  (y)  (3)  that  caveats  must  be  entered 
at  the  Council  Office  on  or  before  such  day  so  named  in  the 
advertisements. 

The  petition  is  required  to  be  presented  within  one  week  from 
the  publication  of  the  last  of  the  advertisements  inserted  in  the 
London  Gazette,  (z)  An  affidavit  or  affidavits  must  accompany 
the  petition,  proving  the  publication  of  the  requisite  advertisements. 
Statements  contained  in  such  affidavits  may  be  disputed  at  the 
hearing,  (a) 

The  petitioner  must  apply  to  the  Lords  of  the  Judicial  Committee 
to  fix  a  time  for  hearing  the  petition.  When  this  time  has  been 
fixed  the  petitioner  must  forthwith  give  public  notice  thereof  by 
advertising,  once  at  least,  in  the  London  Gazette  and  in  two 
London  newspapers.  (6) 

If  the  specification  of  the  petitioner's  patent  has  been  printed, 
the  petitioner  must,  not  less  than  fourteen  days  before  the  day 
fixed  for  the  hearing,  lodge  eight  printed  copies  at  the  Council 
Office.  When  the  specification  has  not  been  printed,  and  the 
expense  of  making  eight  copies  of  any  drawing  therein  contained  or 
referred  to  would  be  considerable,  the  lodging  of  two  copies  is 
deemed  sufficient.  Within  the  same  time  the  petitioner  must 
likewise  lodge  eight  copies  of  the  balance  sheet  of  expenditure  and 
receipts  relating  to  the  patent,  (c)     Three  copies  of  this  balance 

(x)  Bnle  1.  14  Moo.  364. 

(y)  This  day  miut  not  be  less  than  (a)  Ibid, 

four  weeks  from  the  date  of  the  pnblica-  (&)  Ibid. 

tion  of  the  last  of  the  adyertisements  to  (0)  These  aooonnts  are  subsequently 

be  inserted  in  the  London  QiueUe.    Ibid.  to  be  proved  on  oath  before  the  oommittee. 

(s)  Bole  2.    See  Hutchimcn^B  Paieni, 
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sheet  must  also  be  fornished  to  the  Solicitor  to  the  Treasury. 
This  provision  is  to  enable  the  Attorney-General  to  have  the 
opportunity  of  inspecting  the  accounts  and  making  any  enquiries 
which  appear  necessary  in  respect  of  them,  (d)  The  petitioner 
must,  on  receiving  two  days'  notice,  allow  the  Solicitor  to  the 
Treasury,  or  any  person  deputed  by  him  for  the  purpose,  reasonable 
facilities  for  inspecting  and  taking  extracts  from  the  books  of 
account  by  reference  to  which  he  proposes  to  verify  the  balance 
sheet  at  the  hearing,  or  from  which  the  items  in  the  balance  sheet 
are  derived,  (e) 

Oppontioiui  to  ProlongatLon. — ^Any  person  may  enter  a  caveat, 
addressed  to  the  Registrar  of  the  Council  at  the  Council  Office, 
against  the  extension.  (/) 

Any  person  intending  to  oppose  the  petition  must  enter  a  caveat 
before  the  day  on  which  the  petitioner  applies  to  fix  a  date  for 
the  hearing.  Where  an  intending  opponent  omits  to  enter  a 
caveat  within  the  prescribed  period,  the  Board  will  not  extend 
the  time  in  his  favour  unless  special  reasons  for  so  doing  are 
shewn,  (g) 

An  opponent  who  has  properly  entered  a  caveat  is  entitled 
to  four  weeks'  notice  from  the  petitioner  of  the  time  appointed 
for  the  hearing ;  he  is  also  entitled  to  be  served  with  a  copy  of 
the  petition,  and  the  petitioner  must  produce  an  affidavit  of  such 
service  on  the  application  to  fix  the  date  of  the  hearing,  (h) 

Opponents  served  with  the  petition  must  lodge  at  the  Council 
Office  eight  printed  copies  of  the  grounds  of  their  objections  to  the 
granting  of  the  petition,  within  three  weeks  from  the  service  of  the 
petition  upon  them.  It  is  not  necessary  to  give  particulars  in 
detail  of  the  grounds  relied  on.  Thus,  when  the  opponents  relied 
on  anticipation,  and  referred  to  certain  documents  as  proving  their 
objection,  it  was  held  that  they  were  not  confined  on  the  hearing 
to  the  actual  instances  of  anticipation  of  which  notice  had  been 
given,  (i) 

Parties  are  entitled  to  be  supplied  at  their  own  expense  with 
copies  of  all  papers  lodged  in  respect  of  any  petition,  (f) 

All  petitions  and  statements  of  grounds  of  objection  are  required 
to  be  printed  in  the  form  prescribed  by  the  Judicial  Committee. 

id)  Of.  Johnatm'M  Patent,  L.  B.  5  P.  0.  (h)  Bole  4. 

87.  (t)  BalTi  Patent,  4  App.  Oa.  171 ;  48 

(0)  Bnle  3.  L.  J.  P.  0.  24.    This  oase  was  decided 

(/)  Patents  Act,  1883,  s.  25  (2).  nnder  the  former  Bales,  bat  the  words  of 

(g)  Hopkimon^i  Patent,  13  B.  P.  C.  the  new  Bales  are  the  same. 

114.  (j)  Bale  5. 
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Balance-sheets  of  expenditure  and  receipts  must  be  printed  in  a 
form  convenient  for  binding  along  with  the  petition,  (k) 

The  Grown  is  always  represented  at  the  hearing  of  the  petition, 
and  does  not  require  to  enter  any  caveat.  (Z)  The  Lords  of  the 
Judicial  Committee  will  hear  the  Attorney- General,  or  other 
Counsel,  on  behalf  of  the  Crown  on  the  question  of  granting  the 
prayer  of  the  petition.  The  Attorney-General  is  not  required 
to  give  notice  of  the  grounds  of  any  objection  he  may  think  fit 
to  take,  or  of  any  evidence  which  he  may  think  fit  to  place  before 
the  Lords  of  the  Committee,  (m)  As  a  general  rule,  the  Attorney- 
General  does  not  call  evidence,  but  contents  himself  with  cross- 
examining  the  petitioner  and  his  witnesses.  Where  the  petitioner 
has  a  good  case  the  Attorney-General  opposes  lightly,  and  not  as 
a  trade  rival  might  do.  (n)  He  appears  to  watch  the  public  interest 
and  to  assist,  and,  if  necessary,  instruct  the  Judicial  Committee.(o) 
His  duty  is  to  see  that  the  petitioner  makes  out  a  case  for  prolonga- 
tion, rather  than  to  oppose  the  case  when  made  out.  (p) 

At  the  same  time,  the  Attorney-General's  opposition  is  not  a 
mere  matter  of  form.  In  every  case  he  directs  a  searching  enquiry 
by  a  Patent  Office  examiner  into  the  novelty  and  character  of  the 
invention  and  by  an  accountant  acting  under  the  Treasury  solicitor 
into  its  commercial  history  and  the  patentee's  accounts.  This  is 
necessary  in  the  public  interest,  to  insure  the  Judicial  Committee 
being  fully  informed  as  to  all  important  facts  bearing  on  the 
petition.  No  petitioner,  therefore,  can  safely  rely  on  concealing 
unfavourable  circumstances  from  the  Judicial  Committee.  Any 
want  of  candour  will  probably,  even  where  no  opponent  appears, 
have  disastrous  consequences  for  the  patentee,  (q) 

Praotioe  at  the  Hearing. — The  Board  sit  to  protect  the  public  as 
well  as  to  reward  deserving  inventors.  They  wiU  therefore  require 
a  petitioner  to  establish  his  title,  whether  it  is  disputed  or  not. 

(k)  Bole  5.  sented  by  him.   Wrighei  Patent,  1 W.  P.  0. 

(I)  Erard^M  Patent,  1  W.  P.  G.  557  d.  ;  561 ;  OaOoway's  Patent,  1  W.  P.  G.  726 : 

Whiteh&utifM  Patent,  1  W.  P.  G.  474.  PeUU  8mUh*8  PatenU  7  Moo.  P.  G.  186. 
(m)  Bnle  8.    Livefs  Patent,  9  B.  P.  G.  (g)  The  foUowlDg  oases  illustrate  how 

327.  the  Attorney-General  may  bring  to  the 

(n)  AUan'i  Patent,  L.  B.  1  P.  G.  507.  notice  of  the  oommittee  matters  not  dis- 

(o)  Stoney*B  Patent,  5  B.  P.  G.  522.  closed  by  the  petitioner— jDft^*«  Patent, 

(p)  The    Gommittee    will    not   hear  9  B.  P.  G.  327  (prior  patent) ;  ^^tond/etcTf 

oonnsel  on  behalf  of  a  department  of  the  Patent  (prior  patents),  15  R  P.  G.  17 ; 

public  service  interested  in  the  invention  HaXTi  PcUent  (triviality  of  the  invention), 

in  question.     The  presence  of  the  Law  12  B.  P.  G.   401 ;  MeLean*B  Patent  (ao- 

G£9cer  affords  sufficient  protection  to  such  counts),  15  B.  P.  G.  418. 

interests,  and  they  are  adequately  repre- 
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In  cases  where  Counsel  for  the  Grown  admit  the  merit  of  the 
inventor  and  the  inadequacy  of  the  remuneration,  and  no  oppo- 
sition is  offered  to  an  extension  of  the  patent  term,  the  petitioner 
must  still  call  his  evidence  and  establish  his  claim  to  the  indulgence 
which  he  craves,  (r) 

The  Judicial  Committee  may  call  in  the  aid  of  an  assessor,  and» 
if  they  do  so,  fix  the  remuneration  of  such  assessor,  (s) 

In  considering  petitions  for  the  extension  of  patent  monopolies, 
the  Judicial  Committee  are  directed  by  the  Act  of  1888  to  have 
regard  to  the  nature  and  merits  of  the  invention  in  relation  to 
the  public,  to  the  profits  made  by  the  patentee  as  such,  and  to  all 
the  circumstances  of  the  case,  {t)  The  extension  of  a  patent  term 
is  anything  but  a  matter  of  course,  (u)  and  not  to  be  claimed  as  of 
right,  but  conceded  rather  as  an  extraordinary  privilege  by  way 
of  equitable  reward,  (v)  Thus  an  applicant  for  prolongation  is 
always  required  to  shew  extraordinary  merit  and  inadequate 
remuneration. 

In  considering  these  applications  the  Board  allow  their  judicial 
discretion  to  be  influenced  by  any  such  circumstances  as  would 
properly  have  weight  with  a  sensible  and  reasonable  person,  {w) 

It  will  be  convenient  to  consider  the  authorities  under  the 
headings  suggested  by  Section  25  (4)  of  the  Patents  Act,  1888. 


I. — The  Nature  of  the  Invention  in  Relation  to  the  Public. 

Special  Character  of  an  Invention. — The  nature  of  the  invention 
will  be  considered  by  the  Judicial  Committee  where  the  patentee 
has  failed  to  bring  his  invention  into  general  use,  for  the  purpose 
of  seeing  whether  this  failure  is  due  to  the  worthlessness  of  the 
invention  or  to  special  circumstances  beyond  the  control  of  the 
inventor,  (a?) 

In  Berrington*8  Patent  the  inventor  had  totally  failed  to  introduce 
his  invention  into  public  use,  but  as  the  invention  (an  improved 

(r)  CardwaCi  Patent,  10  Moo.  P.  G.  1  Moo.  P.  0.  (N.  S.)  339 ;  Perkin'i  Patent, 

490 ;  Darbif'i  Patent,  8  B.  P.  0. 880 ;  Joy's  2  W.  P.  C.  18 ;  PettU  8mith*s  Patent,  7 

Patent,  10  B.  P.  G.  89.  Moo.  P.  G.  137 ;  HonihaWs  Patent,  9  Moo. 

(a)  Patents  Act,  1883,  b.  28  (2).  393. 

(0  Ibid.  8.  25  (4).  (v)  Hill's  Patent,  1  Moo.  P.  0.  (N.  S.), 

(«)  Defoenee      Patent      (per     Lord  264;  per  Sir  J.  T.  Goleridge. 

Brougham),  4  Moo.  P.  0.  448 ;  2  W.  P.  0.  (tc)  HUVs  Patent  (per  Sir  J.  T.  Cole- 

1;  Morgan's  Patent,  1   W.   P.   G.   738;  ridge),  1  Moo.  (N.  8.),  264. 

Jonei^s  Patent,  1  W.  P.  G.  577 ;  Pitman's  (a?)  SouthwoHh's  Patent,   1  W.  P.  G. 

Patent,  L.  R.  4  P.  G.  87 ;  Norton^s  Patent,  487. 
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koapsaok)  was  one  which  oonld  only  be  used  by  the  Government, 
the  Board,  in  view  of  its  peculiar  nature,  recommended  an  extension 
of  the  patent,  (y)  Similar  weight  was  given  to  the  peculiar 
nature  of  the  invention  in  Stoney'$  Patent,  (z)  In  that  the  case 
invention,  which  had  not  come  into  use,  was  for  improvements  in 
sluices  and  flood-gates.  In  recommending  an  extension  of  the 
patent  term.  Sir  W.  Grove  said :  '*  There  is  also  another  matter 
which  has  always  been  considered  by  this  Court,  and  that  is 
that  the  invention  is  not  one  which  would  promote  itself,  if  I 
may  use  the  expression.  This  is  not  a  case  like  that  of  some  of 
those  little  improvements  in  forks  or  knives,  in  fire-places,  or 
things  of  that  sort,  which  if  once  known,  the  public  will  necessarily 
have  for  their  own  convenience.  On  the  contrary,  this  is  an 
invention  which  only  appeals  to  a  small  number  of  minds,  is  only 
used  in  a  small  number  of  cases,  and  requires  a  considerable 
outlay,  and  consequently  it  is  not  an  invention  of  daily  use,  nor 
one  of  that  class  which  rapidly  gets  into  daily  use ;  it  is  exceptional 
therefore  in  that  respect.**  (a) 

In  Southby'M  Patent,  (b)  which  was  for  improvements  in  apparatus 
for  refrigerating,  the  patentee,  though  he  had  made  a  very  meritor- 
ious discovery,  had  occupied  nearly  the  whole  of  his  patent  term  in 
trying  to  effect  further  improvements  in  his  machine  instead  of 
pushing  his  invention  as  originally  patented.  On  this  failure  to 
put  the  invention  into  use.  Lord  Hobhouse  said:  "Then  there 
comes  the  fact  that  the  machines  have  never  been  used.  No  doubt, 
as  a  rule,  the  non-user  of  an  invention  is  proof  or  strong  presump- 
tion of  its  non-utility.  But  that  depends  upon  the  opportunities 
which  the  trade  have  had  of  making  use  of  the  machines ;  and 
where  those  opportunities  have  been  very  rare,  as  in  the  case  of 
some  inventions  only  usable  for  large  machines,  or  in  very 
peculiar  operations,  the  presumption  of  non-utility  from  non-user 
is  small.  In  this  case,  which,  as  far  as  I  know,  is  unique  in  that 
respect,  the  non-user  has  arisen  from  the  conviction  of  the  patentee 
himself  that  he  has  not  brought  his  principle  into  such  practical 
action  as  would  justify  him  in  offering  a  machine  to  the  public  or 
to  the  trade.  Their  lordships  think,  under  the  circumstances,  that 
non-user  is  accounted  for  so  as  to  rebut  the  presumption  of  non- 
utility  which  arises  from  it." 

In  the  later  case  of  Semet  dt  Solway*8  Patent,  the  nature  of  the 

iy)  Cited  in  AUan*t  Patent,  L.  R.  1  P.  C.  (a)  n>id.    p.    523.      Gf.    also    Jones'$ 

610;  see  Bate*$  Patent,  8  W.  P.  C.  739  n.        Patent,  1  W.  P.  0.  579. 

(i)  5  R.  P.  C.  518.  (6)  [1891],  A.  0.  432;  8  R.  P.  0.  437. 
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inyention  was  also  considered  as  rebutting  the  inference  usually 
drawn  from  a  failure  to  bring  it  into  general  public  use  during  the 
patent  term.  There  the  patent  was  for  improvements  in  apparatus 
for  coking  and  distilling  coal.  In  recommending  an  extension,  the 
Judicial  Committee  said :  "  The  invention  appears  to  be  one  which 
from  its  very  nature  cannot  reasonably  be  expected  to  come  at 
once,  or  within  a  short  period,  into  general  use.  Its  adoption 
necessitates  the  destruction  of  existing  and  the  erection  of  new 
apparatus,  and  will  therefore,  in  all  probability,  be  gradual,  as  the 
old-fashioned  apparatus  wears  out.'*  (c) 

Hatnre  of  the  Invention  as  Bearing  on  Merit. — The  Judicial  Com- 
mittee will  also  consider  the  nature  of  the  invention  for  the  purpose 
of  seeing  whether  it  is  calculated  to  confer  some  great  benefit  upon 
the  public,  (d) 

In  WoodcroJVs  case,  the  patent  was  for  improvements  in 
revolving  paddles  for  propeUing  boats,  (e)  Lord  Brougham  said : 
'*  Now,  we  always  take  into  account  also,  independently  of  the 
evidence,  the  nature  of  the  invention.  It  appears  to  my  mind  that 
there  is  a  clear  step  in  the  progress  of  steam  navigation,  and  in 
the  construction  of  that  very  useful  instrument  in  steam  naviga- 
tion, the  screw,  for  the  purpose  of  propulsion.  The  step  made  is 
as  to  the  increase  of  velocity,  and  its  overtaking  the  water  as  it 
goes  on,  and  that  is  obviated  by  a  very  refined  and  ingenious 
contrivance,  and  speaking  as  a  scientific  man  merely,  an  original 
one — I  mean  substituting  for  a  rectilinear  screw  wound  round  the 
cylinder,  a  curvilinear  screw  wound  round  the  cylinder.  I  am 
of  opinion,  speaking  upon  scientific  principles,  that  these  are 
ingenious  and  important  novelties  in  this  matter.  It  is  intro- 
ducing a  new  mathematical  principle,  as  well  as  a  new  mechanical 
principle,  and  I  hold  it  to  be  a  highly  important  improvement."  (/) 

Again,  in  Hcmghton's  Patent,  (g)  their  lordships  considered 
favourably  the  nature  of  a  discovery  which  had  provided  a  new 
raw  material  in  a  trade  of  vital  public  interest,  in  which  raw 
materials  were  scarce.  James,  L.J.,  said:  ''It  appears  to  their 
lordships  that  the  discovery  is  one  of  great  importance,  inas- 
much as  it  is  the  application  of  a  very  valuable  new  material  for 
the  purpose  of  making  paper  pulp,  which  material  is  fibrous  and 
not  cellular,  being  produced  from  wood,  a  material  which  nobody 

(c)  12  B.  P.  0.  p.  16  (per  Lord  Wataon).  (/)  2  W.  P.  0.  32. 

(d)  Per   BomUly,  M.R.,  in    NarUm*$  (g)  L.  R.  3  P.  0.  461 ;   7  Moo.  P.  0. 
Paient,  1  Moo.  P.  G.  (N.  8.),  343.                     (N.  &.\  309. 

(•)  2  W.  P.  C.  82. 
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ever  supposed  to  be  capable  of  producing  such  pulp;  and  pro- 
duced by  a  process  which  has  been  shewn  to  be  practically  efficient 
for  the  purpose ;  and  which,  if  it  answer  (and  there  seems  a  proba- 
bility that  if  the  trade  could  be  induced  to  adopt  it,  it  must),  will 
be  a  great  benefit,  inasmuch  as  it  is  a  valuable  addition  to  the 
number  of  raw  materials  in  a  trade  in  which  raw  materials  are 
very  scarce  and  dear."  So,  too,  the  nature  of  inyentions  as  tend- 
ing to  promote  the  safety  of  the  public  is  viewed  with  favour  by 
the  Judicial  Committee. 

In  Hardy*8  Patent,  (h)  the  invention  was  for  improvements  on 
the  axletrees  of  railway  carriages.  The  Committee  gave  great 
weight  to  the  nature  of  the  invention,  as  calculated  to  secure 
increased  safety  in  travelling,  and  Lord  Brougham  described  the 
inventor  as  "  a  public  benefactor,  if  ever  there  was  one." 

In  Lee*8  Patent,  (i)  where  the  invention  also  related  to  railway 
travelling,  similar  weight  was  given  to  its  nature. 

In  Herbert's  Patent,  {j)  the  invention  was  for  improvements 
in  constructing  and  mooring  light-vessels  and  buoys.  In  recom- 
mending an  extension,  their  lordships  viewed  with  much  favour 
the  nature  of  the  invention  as  providing  night-guards  for  shipping 
in  our  channels.  Sir  William  Erie  said:  ''No  one  who  is  at  all 
conversant  with  the  litigation  arising  out  of  accidents  from  col- 
lisions in  those  channels,  can  fail  to  appreciate  the  advantage 
which  such  an  invention  as  this  may  prove  to  be  to  the  shipping 
interest." 

In  Roper's  Patent,  (k)  where  the  invention  was  a  life-saving  raft, 
much  weight  was  given  to  "  the  great  utility  of  the  invention  in 
saving  life." 

In  Joy's  Patent,  {I)  the  invention  related  to  improvements  in 
steam  engines.  By  a  regulation  of  the  steam  in  its  access  to  the 
piston  a  great  saving  in  fuel  was  effected.  It  was  estimated  that 
in  nine  years*  use  of  the  patent  this  saving  had  amounted  to 
£70,000.  The  patentee  had  been  inadequately  rewarded,  and  an 
extension  of  seven  years  was  allowed. 

Special  Hatnre  of  an  Invention  may  militate  against  Prolongation. 
— On  the  other  hand,  the  nature  of  the  invention  in  relation  to  the 
public  may  be  an  objection  to  the  continuance  of  a  monopoly  in 
respect  of  it.    Thus,  in  McDougaVs  Patent,  (m)  the  Board,  in  refusing 

(h)  6  Moo.  P.  0.  441.  (k)  4  B.  P.  C.  201. 

(0  10  Moo.  P.  C.  226.  (0  10  R.  P.  0.  89. 

(j)  L.  R.  1  P.  C.  399;  4  Moo.  P.  0.  (m)  L.  B.  2  P.  0. 1 ;  37  L.  J.  P.  0. 17  ; 

(N.  8.),  300.  5  Moo.  P.  C.  (N.  S.),  1. 
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to  recommend  an  extension  of  the  patent  term,  indicated  as  one 
of  the  grounds  of  such  refusal  the  nature  of  the  patent  as  being 
for  a  disinfectant ;  a  discovery,  the  unrestricted  use  of  which,  in 
the  interest  of  public  health,  ought  not  to  be  postponed. 


II. — The  Merits  of  the  Invention  in  Relation  to  tlie  Pvblic. 

The  Merit  must  be  EzceptionaL — A  high  degree  of  merit  must 
be  made  out.  (n)  The  Judicial  Committee  will  not  lightly  postpone 
the  enjoyment  by  the  public  of  its  vested  right  to  the  free  use 
of  the  patentee's  invention,  on  the  termination  of  the  patent  term, 
and  any  extension  implies  such  a  postponement,  (o)  Thus,  it  is 
not  merely  the  degree  of  utility  which  is  required  to  support  a 
patent  at  law  which  will  induce  the  Privy  Council  to  extend  a 
patent  term.(p)  In  Stoney's  Patent, {q)  Sir  William  Grove  said: 
"The  theory  of  patents  is  that  they  are  granted  ex  mero  motu  by 
the  Crown  on  the  recommendation  of  the  legal  advisers  of  the 
Crown  upon  primd  facie  novelty  and  primd  facie  merit.  But  to 
induce  the  Lords  of  the  Privy  Council  to  extend  a  patent,  there  must 
be  something  more  than  that ;  in  other  words,  there  must  be  more 
merit  than  would  merely  support  a  patent  in  a  court  of  law." 

In  Beanland's  Patent,  (r)  the  extension  was  refused  on  the  ground 
of  want  of  merit.  Lord  Hobhouse  said :  ''  In  this  case,  as  regards 
the  invention  itself,  there  is  no  novelty  in  any  portion  of  it.  It 
is  agreed  that  a  hinged  quadrant  is  not  new ;  that  lifting  levers 
are  not  new,  and  that  it  is  not  new  to  apply  a  lifting  lever  to  a 
hinged  bar  or  quadrant  All  that  is  new  is  that  these  contrivances 
are  fitted  with  cords,  and  have  been  applied  to  fastenings  and  the 
openings  of  windows.  It  is  a  neat  contrivance,  but  it  has  none 
of  that  merit  which  belongs  to  a  person  who  strikes  out  a  new 
principle,  nor,  as  their  lordships  think,  is  there  that  merit  which 
belongs  to  a  person  who  makes  a  difficult  and  not  easily  seen 
combination  of  old  principles." 

To  enable  the  Board  to  gauge  the  merit  of  the  invention  it 
is  necessary  that  they  should  know  the  state  of  knowledge  at  the 
time  the  letters  patent  were  granted.  («)  The  petition  should 
therefore  refer  to  any  prior  patents  for  similar  inventions,  so  that 

(n)  Saasbu't  PatmU,  L.  B.  8  P.  0.  292 ;  Cookinffi  Patent,  2  B.  P.  0. 151. 
7  Moo.  P.  0.  (N.  8.).  82  (per  Lord  Oainw).  (9)  5  B.  P.  C.  518. 

(o)  HilTs  Patent,  1  Moo.  P.  0.  (N.  8.),  (r)  4  B.  P.  C.  489. 

258;  9  L.  T.  (N.  8.),  101.  («)  Fountain  LiveVs  Patent,  9  B.  P.  C. 

(p)  Saxby'M  Patent,  sapra.    See,  also,  827 ;  Stan^field^i  Patent,  15  B.  P.  G.  17. 

2b 
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the  committee  may  see  exactly  what  step  in  advance  was  made 
by  the  invention  of  which  an  extended  monopoly  is  asked. 

Although  a  strong  case  of  merit  must  always  be  made  out,  the 
Committee  will  not  weigh  degrees  of  merit  in  golden  scales.  In 
WoodcrojVs  Patent^  Lord  Brougham  said :  "  If  there  is  considerable 
merit  with  originality  and  some  considerable  usefulness  to  the 
public  that  is  sufficient."  {t) 

Merit  considered  apart  from  Bemuneration. — The  Judicial  Com- 
mittee will  consider  the  merits  of  the  invention  apart  from  the 
question  of  the  patentee's  remuneration,  and  even  where  the 
remuneration  has  been  nil^  exceptional  merit  is  still  required,  (u) 
It  is  impossible  to  define  generally  in  what  merit  consists.  In  its 
degrees  it  may  vary  indefinitely,  and  what  degree  is  required  in 
the  circumstances  of  any  given  case  rests  entirely  in  the  discretion 
of  the  Judicial  Committee.  In  HilVs  Patent,  (v)  Sir  John  Coleridge 
said:  ''Now,  one  may  strictly  be  an  inventor  within  the  legal 
meaning  of  the  term — ^no  one  before  him  may  have  made  and 
disclosed  the  discovery  in  all  its  terms  as  described  in  his  specifi- 
cation— ^but  this  may  have  been  the  successful  result  of  long  and 
patient  labour,  and  of  great  and  unaided  ingenuity,  without  which, 
for  all  that  appears,  the  public  would  never  have  had  the  benefit 
of  the  discovery ;  or  it  may  have  been  but  a  happy  accident  or 
a  fortunate  guess ;  or  it  may  have  been  very  closely  led  up  to  by 
earlier,  and  in  a  true  sense,  more  meritorious,  but  still  incomplete 
experiments.  Different  degrees  of  merit  must  surely  be  attributed 
to  an  inventor  under  these  different  circumstances.  The  moral 
claim  to  an  extension  of  time  may  in  this  way  be  indefinitely 
varied,  according  as  the  circumstances  approach  nearer  to  the 
one  or  the  other  of  the  above  suppositions.  The  same  principle 
will  apply  to  the  consideration  of  benefit  conferred  upon  the  public. 
The  extent  of  the  benefit  conferred  must  vary  in  each  case  with 
the  circumstances." 

Merit  may  lie  in  the  difficulty  attending  the  discovery  as  well 
as  in  the  utility  of  the  invention  when  it  is  found  out  In  Swaine*$ 
Patent,  (w)  both  these  classes  of  merit  combined.  Their  lordships 
said :  *'  We  consider  the  invention  as  very  meritorious,  the  result 
of  a  great  deal  of  labour,  care,  and  science,  and  that  it  is  extremely 
useful  in  its  effects." 

(t)  2  W.  P.  0.  31.  («)  1  Moo.  (N.  8.),  268 ;  9  L.  T.  (N.  8.), 

(tt)  Per  Lord  Hobbonse,  in  BiatUand^B  101. 
Patent,  4  R.  P.  0.  491.    See,  also,  HdU'i  (w)  1  W.  P.  0.  559. 

PaietU,  12  R.  P.  C.  401. 
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Simplicity  does  not  Negative  Merit — At  the  same  time^  it  is  not 
to  be  inferred  that  the  merit  is  in  proportion  to  the  extent  of  the 
step  taken  by  the  patentee  in  making  his  discovery ;  a  very  small 
step  may  imply  the  greatest  merit. 

In  Soames's  Patent,  (x)  Lord  Brougham  said :  "  It  is  very  fit  that 
their  lordships  should  guard  against  the  inference  being  drawn, 
from  the  small  amount  of  any  step  made  in  improvement,  that 
they  are  disposed  to  undervalue  that  in  importance;  if  a  new 
process  is  invented,  if  new  machinery  is  invented,  if  a  new  principle 
is  found  out  and  applied  so  as  to  become  the  subject  of  a  patent 
right,  embodied  in  a  manufacture,  then,  however  small  it  may  be 
in  advance  of  the  state  of  science  or  of  art  previous  to  the  period 
of  that  step  being  made,  that  is  no  reason  whatever  for  under- 
valuing the  merits  of  the  person  who  makes  a  discovery  in  science, 
or  an  invention  in  art,  because  the  whole  history  of  science,  from 
the  greatest  discoveries  down  to  the  most  unimportant — from  the 
discovery  of  the  system  of  gravitation  itself,  and  the  fractional 
calculus  itself,  down  to  the  most  trifling  step  that  ever  has  been 
made — is  one  continued  illustration  of  the  slow  progress  by  which 
the  human  mind  makes  its  advance  in  discovery." 

In  Stoney's  Patent,  (y)  Sir  William  Grove  said :  "  As  to  the 
simplicity  of  the  invention,  that  is  a  matter  upon  which  it  is  very 
difficult  to  express  an  opinion.  Some  of  the  most  valuable 
inventions  have  been  very  simple  in  their  character,  and  yet 
they  have  struck  the  world  as  a  great  novelty  when  they  were  first 
made,  and  the  question  of  invention  is  very  much  a  question  of 
degree.  Sometimes  to  see  a  thing  which  everybody  else  has  not 
seen  shews  a  high  degree  of  inventive  faculty,  sometimes  it  shews 
little  or  none,  and  its  merits  can  only  be  estimated  by  the  particular 
matter  to  which  it  is  applied,  and  by  the  general  opinion  of  scientific 
men,  or  men  acquainted  with  the  particular  subject  with  which 
the  invention  deals  when  it  has  been  made  known.  There  is  no 
scale  by  which  you  can  measure  the  merit  in  an  invention,  further 
than  general  opinion,  and  the  opinion  of  people  well  acquainted 
with  the  subject.  The  best  testimony  to  the  merit  of  an  invention 
is  that  it  is  a  requisite  unknown  before,  and  which  works 
efficiently." 

In  HazelancCi  Patent,  (z)  the  invention  was  an  improved  machine 
for  planing  wood :  the  point  of  the  invention  was  the  use  of  a  thick 
elastic  roller  to  feed  the  wood  to  the  planing  knife ;  the  result  was 
an  extraordinary  rapidity  in  the  operation  of  planing  and  a  great 

(«)  1  W.  P.  0.  729.  (y)  5  B.  P.  0.  518,  p.  522.  (»)  11  B.  P.  0.  4e7. 
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saving  of  labour.  In  recommending  an  extension  of  this  patent 
for  seven  years  the  Committee  said  that  the  mere  simplicity  of  the 
invention  was  no  objection  to  prolongation,  as  it  embodied  a  distinct 
step  in  advance  of  previous  knowledge. 

In  Semet  d  Solvay's  Patent,  (o)  which  related  to  improvements 
in  apparatus  for  coking  and  distilling  coal,  Lord  Watson  said: 
''  Although  the  invention  is  apparently  a  very  simple  one,  it  is 
proved  to  be  of  considerable  commercial  utility.  It  not  only 
effects  a  saving  in  the  cost  of  maintaining  the  coking  apparatus, 
but  it  yields  a  much  larger  percentage  of  coke  with  a  considerably 
increased  amount  of  the  products  of  distillation.  Their  lordships 
have,  under  these  circumstances,  had  no  difficulty  in  coming  to 
the  conclusion  that  the  invention  is  of  sufficient  merit  to  justify 
them,  if  the  other  circumstances  of  the  case  be  favourable,  in 
recommending  an  extension  of  the  patent." 

Merit  in  Relation  to  the  Public. — The  merit  required  is  merit 
in  relation  to  the  public. 

In  Johnson's  Patent^  (h)  letters  patent  had  been  taken  out 
in  England  for  an  invention  also  patented  in  America,  France, 
and  Belgium.  An  extension  of  the  patent  had  been  granted  in 
America,  and  the  value  of  the  invention  was  great;  but  it  was 
shewn  that  the  articles  protected  were  manufactured  exclusively 
in  America  and  thence  imported  into  England.  The  Com- 
mittee refused  prolongation.  James,  L. J.,  said :  ''  What  are  the 
merits  of  the  case  ?  The  merits  of  the  case,  so  far  as  regards 
the  English  patent,  appear  to  their  lordships  to  be  nil.  The 
patentee,  by  taking  out  a  patent  in  England,  has  in  effect  secured 
to  himself  a  monopoly  during  a  period  of  fourteen  years  of  the 
sale  of  articles  manufactured  in  America,  and  exported  from 
America  here,  which  would  have  been  manufactured  there  and 
exported  to  this  country  quite  in  the  same  way  if  no  English 
patent  had  been  taken  out,  but  with  this  difference,  that  the 
patentee  would  not  have  had  the  monopoly  of  his  patent,  and 
would  not,  therefore,  have  had  any  opportunity  of  securing  the 
monopoly  of  prices.  The  merits,  therefore,  so  far  as  regards  the 
introduction  of  the  invention  into  this  country,  seem  to  their 
lordships  to  be  nothing." 

Merit  in  the  Case  of  an  Importer. — The  merit  of  an  importer 
is  less  than  that  of  an  inventor.     In  Soames's  Patent,  (c)   Lord 

(a)  [1895],  A.  C.  78  j   12  R.  P.  0.  10 ;      (N.  8.),  291. 
64  L.  J.  Ch.  41.  (c)  1  W.  P.  C.  729,  p.  733. 

(&)  L.  R.  4  P.  C.  75 ;    8  Moo.  P.  0. 
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Brougham  said :  "  We  are  now  sitting  here  judicially,  and  it  is 
an  argument  against  the  patent  that  it  was  imported  and  not 
invented.  I  do  not  say  it  takes  away  the  merit,  but  it  makes  it 
much  less."  An  importer,  however,  who  has  spent  large  sums  in 
introducing  a  useful  invention,  may  establish  a  strong  case  for  pro- 
longation. Thus,  in  Berry's  Patent,  {d)  an  extension  was  granted 
for  seven  years  to  an  importer  of  a  foreign  invention,  whose 
adventurous  spirit  and  outlay  of  capital  had  so  benefited  the 
public  as  to  afford  solid  grounds  of  reward. 

In  Claridge*s  Patent,  (e)  the  extension  was  refused.  There  the 
importer,  who  had  introduced,  not  a  piece  of  complicated  machinery, 
or  a  manufacture  of  difficulty  or  science,  but  something  in  general 
use  at  Paris,  had  formed  a  joint  stock  company,  which  had  been 
induced  to  pay  him  £8000  for  the  invention.  The  Committee 
held  that  the  importer  had  not  taken  upon  himself  much  respon- 
sibility or  perseverance,  and  that  this  was  an  adequate  remunera- 
tion ''for  the  introduction  of  a  well-known  substance  from  a 
foreign  land." 

Merit  in  the  Case  of  an  Asflignee. — The  merit  of  an  assignee 
differs  necessarily  from  the  merit  of  an  inventor.  The  test  of  an 
assignee's  merit  may  be  said  to  be  the  measure  of  the  assistance 
rendered  by  him  to  the  inventor  in  bringing  the  invention  into 
public  notice.  (/)  It  sometimes  happens  that  the  inventor  of  a 
useful  invention  lacks  the  means  required  to  advertise  and  push 
his  invention ;  in  such  cases  the  public  would  never  get  the  good 
of  the  patentee's  discovery,  unless  the  patentee  were  able  to  find 
some  one  wiUing  to  afford  him  financial  assistance,  either  by 
taking  the  whole  patent  off  his  hands,  or  by  taking  a  share  of 
the  patent,  or  by  advancing  him  a  loan  upon  it.  When  the 
invention  is  of  high  merit,  the  Court  has  always  viewed  with 
favour  a  party  rendering  such  assistance  to  an  impecunious 
patentee;  but  in  granting  an  extension  to  an  assignee,  it  has 
usually  protected  the  interests  of  the  original  inventor  by  imposing 
terms  on  the  assignee  so  as  to  secure  to  the  inventor  a  share  of 
the  profits  likely  to  accrue  from  the  extension  of  the  monopoly,  (g) 

Thus,  in  granting  extensions  to  assignees  the  Board  have  re- 
gard not  only  to  the  merit  of  the  assignee  in  aiding  the  patentee, 

id)  7  Moo.  P.  0. 187.  477 ;  2  Moo.  P.  0.  496 ;  Jot^t  Patent,  1 

(a)  7  Moo.  394.  W.  P.  C.  579;  Hardy*i  Patent,  6  Moo. 

(/)  Norton's  Patent,  1  Moo.  (N.  S.),  445;  MarhwicJ^s  Patent,  13  Moo.  313;  8 

339 ;  11  W.  B.  720.  W.  R.  333. 
(g)  See  Whitthouae't  Patent,  1 W.  P.O. 
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but  also  to  the  interests  of  the  inventor  himself.  By  favourably 
listening  to  the  application  of  the  assignee,  their  lordships  con- 
sider that  they  are,  though  not  directly,  yet  mediately  and  con- 
sequentially conferring  a  benefit  upon  the  inventor;  seeing  that 
if  extension  was  in  no  case  granted  to  an  assignee,  the  chance  of 
the  patentee  making  an  advantageous  conveyance  of  his  patent 
would  be  materially  diminished,  and  his  interest  thereby  dam- 
nified, (h) 

At  the  same  time,  if  the  price  paid  by  the  assignee  to  the 
original  inventor  has  afforded  the  inventor  adequate  remuneration, 
no  useful  purpose  is  served  in  prolonging  the  monopoly,  and  ex- 
tension will  be  refused,  (i) 

In  some  cases  the  assignee  has  been  put  upon  terms  to 
secure  that  the  patentee  shall  participate  in  any  profits  obtained 
through  the  prolongation.  In  RusseWs  Patent,  (j)  the  inventor, 
a  mechanic,  had  assigned  his  interest  to  the  petitioner,  who  was 
his  master.  The  Privy  Council,  before  recommending  an  exten- 
sion, required  the  petitioner  to  execute  an  instrument,  securing 
£600  per  annum  to  the  inventor.  In  Hardy^s  Patent,  {k)  the 
assignees  were  put  upon  similar  terms  to  secure  the  further  re- 
muneration of  the  inventor.  In  Herbert's  Patent,  (Q  the  patentee, 
who  had  assigned  half  of  the  patent,  petitioned  jointly  with  his 
assignees,  but  died  before  the  petition  came  on  for  hearing.  An 
extension  was  granted  to  the  assignees,  but  only  on  their  under- 
taking to  hold  a  moiety  for  the  representative  of  the  patentee. 

Where  the  interests  of  the  patentee  are  already  safeguarded, 
terms  will  not  be  imposed  on  the  assignees.  In  Houghton's  Pat€nt,{m) 
the  assignment,  which  had  been  made  to  a  honafde  company,  was 
paid  for  partly  with  121  paid-up  shares  in  the  company,  of  the 
nominal  value  of  £50  per  share.  An  extension  of  seven  years  was 
granted  without  terms. 

When  the  patentee  has  made  a  fair  profit  out  of  his  invention 
and  the  assignee  has  expended  large  sums  without  remuneration, 
terms  in  favour  of  the  patentee  will  not  be  imposed,  (n) 

In  Soames's  Patent,  where  assignees   had   paid  £800  for  the 

(ft)  Morgan's  Patent,  1  W.  P.  0.  737;  (Z)  L.  R.  1  P.  O.  399;   4  Moo.  P.  C. 

Fitfnan'B  Patent,  L.  R.  4  P.  0.  84 ;  8  Moo.  (N.  S.),  300. 
P.  0.  (N.  8.),  293.  (m)  L.  R.  3  P.  O.  461 ;  7  Moo.  P.  0. 

(0  Hopkinson'e  Patent,  [1897]  A.  C.  (N.  S.),309;  of.  Davies'  Patent,  11  R.  P. 

249:    14  R.  P.  0.5;  Finch's  Patent,  15  0.27. 
R.  P.  0.675.  (n)  Bodmer'8    Patettf^    6    Moo.    468; 

(j)  2  Moo.  497.  Porter^B  Patent,  2  W.  P.  0. 196. 

{k)  6  Moo.  44,  8.  1. 
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patent  and  spent  largely  upon  it  without  remuneration,  so  that  the 
invention  had  proved  to  them  a  damnosa  herecUtas  and  the  Court 
considered  the  public  to  have  gained  something  by  their  public 
spirit  and  activity,  an  extension  was  granted  without  terms,  (o) 

When  the  assignee  has  expended  nothing  on  the  patent  he  has 
no  merit,  and  an  extension  will  not  be  granted  him.  (p)  So,  too, 
where  it  was  shewn  that  the  patentee  himself  had  made  a  good 
profit  and  that  the  petitioner  had  purchased  the  patentee's  stock- 
in-trade  at  a  fair  value,  and  had  been  no  loser  by  the  transaction, 
extension  was  refused,  (q) 

Awrignmenta  by  way  of  Commeroial  SpeculatioiL — The  committee 
are  not  disposed  to  encourage  assignments  by  way  of  commercial 
speculation.  So,  where  a  joint  stock  company  purchased  a  patent 
of  small  merit  from  an  importer  for  a  large  sum  and  otherwise 
incurred  large  expenditure,  the  Judicial  Committee  held  that  the 
company  had  entered  into  a  commercial  speculation  with  a  full 
knowledge  of  all  the  circumstances,  and  that  the  disappointment 
of  their  expectations  was  no  valid  reason  for  prolonging  the 
monopoly,  (r) 

In  Barfs  dk  Bower's  Patent,  (s)  the  invention  had  been  assigned 
to  a  company  which  had  paid  the  patentees  a  considerable  sum, 
and  worked  the  invention  at  a  loss.  In  refusing  to  recom- 
mend an  extension  of  the  patent,  Lord  Watson  said :  *'  The  cases 
of  Claridge's  Patent  and  of  Norton's  Patent  appear  to  their  lord- 
ships to  establish  the  principle  that  an  assignee  who  has  acquired 
a  patent  that  is  the  subject  of  a  commercial  adventure  is  not 
entitled  to  obtain  a  prolongation  when  the  inventor  could  have  no 
legitimate  interest  in  making  such  an  application  himself.  In  one 
of  those  cases  the  decision  of  the  Board  went  expressly  upon  the 
ground  that  the  applicants  were  a  commercial  company,  and  that 
the  original  inventor  was  dead,  and  could  have  no  further  interest 
in  the  patent.  In  this  case  the  original  patentees,  the  inventors, 
are  alive ;  but  they  are,  for  all  practical  purposes,  for  all  purposes 
of  the  present  question,  in  the  same  position  as  if  they  were  simply 
dead,  because  they  would  no  longer  have  any  interest  to  ask  for 
a  prolongation  on  their  own  account,  because  they  have  been 
sufficiently  remunerated  at  the  expense  of  the  patent.     Now,  there 

(o)  1  W.  P.  0.  735.    See  alao  Foard^$  (r)  Claridg^$  Patent,!  Moo.  89a    See, 

Patent,  9  Moo.  376.  also,  PUmanU  Patent,  L.  B.  4  P.  G.  84; 

(p)  Normand:$  Patent,  L.  B.  3  P.  C  8  Moo.  P.  0.  (N.  S.),  293. 

193 ;  6  Moa  P.  C.  (N.  S.),  477.  («)  [1895]  A.  0.  675 ;  12  B.  P.  0.  388. 

(g)  QnarHir$  Patent,  1  W.  P.  0.  740. 
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is  no  case  to  be  found  in  which  this  Board  has  given  an  extension 
of  a  patent  to  an  assignee  which  did  not  directly  or  indirectly  tend 
towards  the  benefit  of  the  original  inventor,  who  would,  had  there 
been  no  assignment,  have  been  in  a  position  to  claim  an  extension 
himself."  (0 

A  similar  course  was  taken  by  the  Board  in  Hophinson's  Patent^iu) 
where  the  petitioners  were  also  a  company.  There  the  patentee 
owed  his  remuneration  to  the  company,  which  had  incurred  loss 
through  the  patent.  Lord  Hobhouse  said :  *'  Their  lordships  con- 
sider that  they  would  be  departing  both  from  authority  and  from 
sound  principle,  if  they  were  to  hold  that  this  company  occupies 
the  position  of  an  inventor  who  has  been  inadequately  remunerated. 
The  company  entered  on  a  purely  commercial  speculation,  which, 
unluckily  for  them,  has  up  to  the  present  time  proved  unremune- 
rative.  They  did  not  assist  to  perfect  or  bring  out  the  invention ; 
they  purchased  it,  or  at  least  the  beneficial  interest,  out  and  out, 
from  a  prior  assignee  of  the  inventor,  who  has,  in  one  way  or 
another,  been  well  paid,  and  has  now  no  claim  or  interest  to  ask 
for  an  extension.  It  is,  therefore,  impossible  for  their  lordships  to 
make  such  a  report  as,  under  Section  25  of  the  Act,  is  the  necessary 
condition  of  extension."  (v) 

III.  The  Profits  of  the  Patentee  as  8uch. 

An  extension  of  the  patent  monopoly  being  only  granted  when 
the  patentee  has  been  inadequately  remunerated,  the  Judicial 
Committee  always  require  a  petitioner  to  place  before  them  a  clear 
and  complete  statement  of  the  profit  and  loss  attributable  to  the 
invention.  Without  such  disclosure  their  lordships  cannot  judge 
of  the  inadequacy  of  the  remuneration  already  received,  (w)  Hence, 
where  the  accounts  have  appeared  unsatisfactory  on  the  face  of 
them,  the  Committee,  treating  them  as  lying  on  the  very  threshold 
of  the  case,  have  sometimes  refused  the  petition  without  going  into 
evidence  or  considering  the  merits  of  the  invention,  (x) 

The  Petitioner's  AccoimtB. — The  accounts  then  presented  by  a 
petitioner  should  be  clear  and  plain  on  the  face  of  them.     The 

(0  12  B.  P.  C.  386.  7  Moo.  P.  0.  (N.  S.),  82.    Clar1^$  Patent, 

(«)  14  B.  P.  0.  5.    See,alBO,Carmont'«  L.  B.  3  P.  0.  421;  7  Moo.  P.  C.  (N.S.), 

Patent,  14  B.  P.  0.  239.  265.     Weild'$  Patent,  L.  B.  4  P.  C.  89. 

(r)  See,  also,  Clark* $  Patent,  16  B.  P.  Houghton* $  Patent,  L.  B.  3  P.  C.  461 ;  7 

C.  431.  Moo.  P.  0.  (N.  S.).  309.    But.  Bee  BetU* 

(w)  Deacon's  Patent,  4  B.  P.  0.  119.  Patent,  7  L.  T.  (N.  8.),  577 ;  1  Moo.  (N.  S.). 

(x)  Saxby'B  Patent,  L.  B.  3  I'.  G.  292 ;  49. 
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patentee  must  not  present  ambiguous  accounts,  trusting  that  the 
Committee  will  unravel  their  meaning ;  for  their  lordships  cannot 
undertake  to  analyse  accounts  (y). 

In  Saxby's  Patent^  {%)  Lord  Cairns  said :  "  It  is  the  duty  of  every 
patentee  who  comes  for  the  prolongation  of  his  patent  to  take 
upon  himself  the  onus  of  satisfying  this  Committee  in  a  manner 
which  admits  of  no  controversy  as  to  what  has  been  the  amount  of 
remuneration  which  in  every  point  of  view  the  invention  has 
brought  to  him,  in  order  that  their  lordships  may  be  able  to  come 
to  a  conclusion  whether  that  remuneration  maybe  fairly  considered 
a  sufficient  reward  for  his  invention  or  not.  It  is  not  for  this 
Committee  to  send  back  the  accounts  for  further  particulars,  nor 
to  dissect  the  accounts  for  the  purpose  of  surmising  what  might 
be  their  real  outcome  if  they  were  differently  cast ;  it  is  for  the 
applicant  to  bring  his  accounts  before  the  Committee  in  a  shape 
which  will  leave  no  doubt  as  to  what  the  remuneration  has  been 
that  he  has  received." 

The  accounts  must  shew  the  actual  profits  and  expenditure. 
Mere  estimates  will  not  do ;  (a)  nor  a  general  statement  that  there 
has  been  neither  profit  nor  loss.  (6) 

In  Lake's  Patenty  (c)  accounts  were  presented  differing  from  the 
books  which  had  been  kept.  These  accounts  had  been  prepared 
by  an  accountant.  It  being  stated  that  the  books  had  been  kept 
on  a  wrong  system,  the  Board  held  the  accounts  insufficient, 
and  declined  to  admit  evidence  in  explanation  of  them;  stating 
that  a  petitioner's  application  is  really  an  ex  parte  one;  and, 
therefore,  fuU  and  clear  information  must  be  given ;  for  the  Com- 
mittee will  not,  even  when  opponents  appear,  go  into  the  accounts, 
as  a  Court  would  do  which  was  conducting  an  enquiry  between 
partners,  (d) 

At  the  same  time,  this  rule,  though  generally  acted  upon,  may 
be  waived  in  exceptional  circumstances. 

"  Their  lordships  do  not  mean  to  say,"  said  Lord  Hobhouse  in 
the  above  case,  "  that  there  might  not  be  a  case  in  which  it  would 
be  proper  to  unravel  and  investigate  accounts.  Frauds  miglit 
have  been  committed,  or  there  might  have  been  some  peculi- 
arity of  the  business  which  would  render  that  necessary  by  some 

(y)  PerfctW   Patent,  2  W.  P.  0.  14  (a)  NormandTs  Patent,  3  L.  R.  P.  C. 

(per  Lord  OampbeU).    See,  also,  Adair'$  193 ;  6  Moo.  P.  C.  (N.  8.),  477. 
PaUnt,  L.  R.  6  App.  Ca.  179.  (6)  QuarriU^B  Patent,  1  W.  P.  0.  740. 

(«)  L.  B.  3  P.  C.  292 ;  7  Moo.  P.  C.  (c)  [1891]  A.  0.  240;   8  R.  P.  0.  227  ; 

(N.  S.),  82.    See,  also,  Dunean  and  WiUon'a  60  L.  J.  P.  C.  57. 
PateiU,  1  B.  P.  0.  257 ;  50  L.  J.  0.  P.  68.  (d)  Ibid. 
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proceedings,  either  here  or  with  the  aid  of  the  Crown,  before  the 
parties  arrived  at  this  stage  of  the  business.  Bat  then  a  special 
case  should  be  made  for  that  purpose.  In  this  case  the  petition 
tells  us  nothing  about  the  necessity  of  going  through  these  opera- 
tions ;  it  does  not  explain  why  the  books  were  kept  in  this  way, 
or  why  it  is  now  proper  to  alter  the  accounts ;  it  does  not  even 
shew  that  they  are  to  be  altered,  it  merely  states  that  the  petitioner 
is  inadequately  remunerated,  and  then  lays  the  accounts  upon  the 
table,  from  which,  as  I  said  before,  their  lordships  cannot  judge 
whether  the  fact  is  so  or  not." 

In  Darby' B  Patent,  (e)  where  the  Committee  were  satisfied  that 
the  patentee  had  incurred  heavy  loss  through  the  patent,  they 
excused  an  inability  to  prove  the  loss  with  accuracy. 

In  ThomeycrofVs  Patent,  (/)  it  appeared  by  the  accounts  that 
handsome  profits  had  been  made  by  the  petitioners  upon  boilers 
supplied  by  them  for  ships  built  by  others,  but  that  on  the 
boilers  fitted  into  their  own  ships  there  had  been  a  loss  of  10  per 
cent  No  explanation  was  given  of  this  circumstance.  In  declining 
to  recommend  a  prolongation,  Lord  Davey  said :  "  In  the  absence 
of  any  explanation,  the  facts  proved  are  consistent  with  the  exis- 
tence of  some  error  of  judgment,  miscalculation,  or  other  defect 
in  the  petitioners'  mode  of  carrying  on  their  business  of  boat 
building,  and  their  lordships  cannot  accept  the  evidence  as  proof 
that  no  profit  was,  or  could  have  been  made,  in  working  the  patented 
invention." 

ProfltB  Tear  by  Tear. — The  profits  year  by  year  ought  to  be 
shewn,  for  their  lordships,  in  estimating  the  merit  of  the  invention 
in  relation  to  the  public,  consider  the  ratio  of  increase  or  decrease 
in  the  profits  over  the  respective  years,  (g)  Thus,  where  the  sales 
under  a  patent  which  has  at  first  had  little  popularity  shew  a 
tendency  to  increase  in  the  later  years,  the  Committee  will  view 
this  circumstance  with  favour  as  shewing  a  growing,  if  late, 
appreciation  by  the  public  of  a  valuable  invention,  (h)  Thus,  in 
Cocking' 8  Patent  the  accounts  shewed  profits  and  loss  as  follows  : 
1871-78,  £277  3«.  profit ;  1873-75,  £50  loss ;  1875-S8,  £880  Is.  lid. 
profit ;  and  between  1888-85,  £627  6«.  lOd.  profit    Their  lordships 

(«)  8  B.  P.  C.  880.  Pract.   Meoh.   Joam.   vol.   viL   p.  238; 

(/)  16  B.  P.  G.  204;  [1899]  A.  0. 415.  HoughUnCt  Paieni,  L.  B.  3  P.  C.  461 ; 

An  invention  for  water  tnbe  boilers.  7    Moo.  P.   0.   (K.  8.),  309 ;    Coekinq'% 

ig)  Perkin*8  Patent,  2  W.  P.  C.  15.  Patent,  2  B.  P.  C.  153 ;  Hardy't  Pateni, 

(h)  Downton*$  Patent,  1  W.  P.  C.  565 ;  6  Moo.  441 ;  Church'$  Patent,  3  B.  P.  C.  95 ; 

8waine*8  Patent,  1  W.  P.  0.  559 ;  SeheM  BeaTOandTi  Patent,  4  B.  P.  0.  489. 
Patent,  1  W.  P.  0.  573;  Ryder's  Patent, 
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viewed  with  favour  the  increased  profits  of  the  later  years,  as 
shewing  that  the  invention,  though  at  first  unsuccessful,  had 
latterly  been  in  the  way  of  success,  although  that  success  had  not 
lasted  long  enough  to  remunerate  the  inventor,  and  an  extension 
was  recommended,  (t)  So,  on  the  other  hand,  where  the  demand 
for  the  article  has  diminished,  and  the  sales  have  fallen  off,  that 
circumstanceis  unfavourable  to  an  extension,  (j)  In  such  a  case 
their  lordships  will  not  undertake  the  wide  range  of  speculation 
required  to  consider  whether  the  falling  off  is  due  to  depression 
of  trade  or  to  general  influences  of  that  kind,  (k) 

The  profits  made  year  by  year  are  also  material  with  reference 
to  the  number  of  years  for  which  extension  may  be  recommended.  ({) 
The  expenditure  incurred,  as  well  as  the  profits  made,  should  be 
shewn  year  by  year;  for  it  is  necessary  to  know  whether  the 
expenses  are  to  be  apportioned  against  years  of  large  business  and 
profit,  or  against  years  in  which  no  business  has  been  done,  (m) 

The  profits  which  a  patentee  may  make  in  the  closing  year 
of  his  monopoly  are  material  and  should  be  shewn,  for  it  is  always 
possible  that  the  profit  of  the  last  year  may  bring  the  remuneration 
up  to  what  is  adequate,  (n) 

Patent  AcconntB  to  be  Distinct  Accoimts. — The  patent  accounts 
must  be  presented  distinct  from  those  of  any  other  business  in  which 
the  patentee  may  happen  to  be  engaged,  (o)  The  patentee  ought 
therefore  from  the  first  to  keep  a  separate  accoxmt  for  his  patent. 
For  the  Committee  assume  that  every  patentee  knows  he  may 
eventually  have  a  claim  to  an  extension  of  his  monopoly,  and  they 
expect  him,  when  the  necessity  arises,  to  be  ready  to  give  the 
clearest  evidence  of  everything  received  on  account  of  the 
patent,  (p) 

In  WiUans  &  Robinson's  Patent,  (q)  where  the  invention  was 
the  adaptation  of  an  air  buffer  to  control  the  moving  parts  of  high- 
speed single-acting  engines,  very  full  accounts  were  presented  by 
the  petitioners.     It  was  admitted,  however,  that  the  engines  sold 

(0  2  B.  P.  C.  153.      See,  abo,  Smith's  Oa.  147 ;  4  B.  P.  C.  150.    For  examplee 

Patent^  2  B.  P.  G.  14.  of  aooouniB,  see  Appendix  IV.  poflt. 

(j)  BeanlawPB  Patent,  4  B.  P.  O.  491 ;  («)  MaemtoA'9  Patent,  1  W.  P.  0.  739, 

Yate9   &   KeUete$  Patent^   12   App.   Ga.  note. 

147 ;  4  B.  P.  G.  150.  (o)  CUnrVB  Patent,  16  B.  P.  0.  481. 

(k)  Beatdand^B  Patent,  snpia.  (p)  BeU:$  Patent,  1  Moo.  (N.  S.),  61 ; 

(t)  Perkin^B   Patent,  2  W.   P.  G.  15.  7  L.  T.  (N.  8.),  577 ;  Saxby's  Patent,  Ij.B. 

In  this  case,  the  patent  being  otherwise  3  P.  G.  292 ;  7  Sioo.  (N.  8.),  82 ;  Dvnean 

satisfaotory,  an  adjournment  was  granted  d:  Wilton's  Patent,  I   R.  P.  G.  257 ;   Wil- 

to  allow  of  the  accounts  being  recast.  lacy's  P<Uent,  5  B.  P.  G.  695. 

(m)  Yate$  A  KdleU't  Patent,  12  App.  (g)  13  R.  P.  G.  550. 
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by  the  patentees  owed  their  popularity,  at  least  in  part,  to  the  use 
of  another  patented  invention  relating  to  a  central  valve,  and  no 
attempt  had  been  made  in  the  accounts  to  apportion  between  the 
two  patents  the  profits  attributable  to  each.  The  petitioners  urged 
that  owing  to  the  working  of  their  business  it  was  not  possible 
to  do  this.  The  Board  refused  prolongation,  stating  that  on  the 
accounts  as  presented  they  could  not  say  that  the  remuneration 
had  been  inadequate. 

KanufEustiirer*!  Profit. — The  rule  that  the  patentee  must  disclose 
all  the  profits  made  by  him  which  are  attributable  to  the  invention 
requires  that  where  an  inventor  is  likewise  manufacturer  of  the 
patented  article  the  accounts  must  shew  his  manufacturer's  profits. 
In  such  case  it  is  usually  the  patent  which  gives  him  his  market, 
and  secures  the  sales,  (r) 

In  HiWs  Patent,  their  lordships  said :  ''  It  is  to  be  remembered 
that  the  accounts  which  a  patentee  renders  in  support  of  such 
a  petition  as  the  present  are  not  such  as  might  be  proper  between 
two  several  claimants  on  the  returns  of  a  mercantile  firm,  but 
such  as  shew  what  profits  made  by  a  firm  or  individual  are  in 
a  large  sense  attributable  to  the  possession  of  the  patent-right, 
those  which  without  the  patent  would  not  have  existed  at  all; 
not,  of  course,  excluding  all  just  deductions  for  labour,  capital,  etc. 
If,  but  for  the  patent  there  would  have  been  no  manufactory,  then 
the  net  profits  of  the  manufacturer  are  in  that  large  sense  attribu- 
table to  the  patent.  With  it  the  manufacturer  has  a  monopoly. 
.  .  .  The  patent  may  be  said  to  create  his  trade,  at  least  to 
develop  it  to  an  extent  which  would  be  impossible  without  it ;  it 
cannot  be  reasonable,  then,  that  when  called  on  to  state  what 
profits  he  owes  to  the  patent,  the  patentee  should  withhold  these, 
which  he  estimates  at  two-thirds  of  his  total  profits,  from  the 
account.  Their  lordships  cannot  satisfactorily  discharge  their 
duty  unless  they  have  the  whole  case  before  them;  they  must 
know  the  whole  remuneration;  different  considerations  may  be 
applicable  to  different  parts  of  it ;  but  if  to  any  extent  the  patentee 
has  received  his  remuneration  by  the  making  and  selling  the 
patented  article,  the  profits  on  that  sale  must  be  disclosed  and 
taken  into  account.'*  («) 

(r)  MuntM  Patent,  2  W.  P.  0. 119  (per  (N.  Q.\  72 ;  37  L.  J.  P.  C.  23;   8aaiby*i 

Lord  Brougham);   Bettys  Paient,  1  Moo.  Patent^  eapiA, 

(N.  8.),  49 ;  H<ir$  Patent,  1  Moo.  (N.  S.),  («)  1  Moo.  (N.  B.),  270 ;  9  L.  T.  (N.  8.) 

267;    9   L.  T.  (N.  8.).  101;    Melnnet^s  101. 
Patent,  L.  B.  2  P.  0.  54 ;  5  Moo.  P.  0. 
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So,  toO|  in  SdxJyy's  Patent^  Lord  CairnB  said :  "  It  has  been  decided 
more  than  once,  by  this  Committee,  that  when  a  patentee  is  also 
the  mannfactnrer,  the  profits  which  he  makes  as  manufacturer^ 
although  they  may  not  be  in  a  strict  point  of  yiew  profits  of  the 
patent,  must  undoubtedly  be  taken  into  consideration  upon  a 
question  of  this  kind.  It  is  obvious  that  in  different  manufactures 
there  wiU  be  different  degrees  of  connection  between  the  business 
of  the  applicant  as  a  manufacturer  and  his  business  or  position 
as  the  owner  of  a  patent.  There  may  be  patents  of  some  kind 
which  have  little  or  no  connection  with  the  business  of  the  manu- 
facturer, and  there  may  be  patents  of  a  different  kind,  where  there 
is  an  intimate  connection  with  the  business  of  the  manufacturer, 
and  the  possession  of  the  patent  virtually  ensures  to  the  patentee 
his  power  of  commanding  orders  as  a  manufacturer."  (0 

Thus,  in  a  patent  for  railway  signals,  where  the  owners  of  the 
invention  were  likewise  manufacturers  of  the  patented  articles, 
the  Court  considered  that  railway  companies,  knowing  the  interest 
of  the  owners  in  the  perfect  making  of  the  articles,  would  be  more 
likely  to  purchase  from  them  than  from  other  makers,  and  con- 
sequently viewed  the  manufacturing  profits  as  in  a  large  degree 
the  product  of  the  patent,  (u) 

Foreign  Profits. — The  Court  must  know  all  the  profits  made  by 
the  patentee,  whether  made  in  this  country  or  abroad.  Therefore, 
where  an  English  patentee  has  likewise  obtained  foreign  patents 
for  the  same  invention,  he  must  disclose  his  profits  on  the  foreign 
patents  as  well  as  on  the  English  one.  (y).  In  a  recent  case  it 
was  argued  that  the  words  of  Section  25  sub-section  4  restricted  the 
enquiry  as  to  profits,  and  that  in  naming  the  profits  of  the  patentee 
the  legislature  had  intended  to  confine  the  enquiry  to  the  profits  of 
the  patentee  as  such  only,  and  that  a  disclosure  of  the  profits  of 
foreign  patents  was  not  now  necessary,  but  the  Judicial  Com- 
mittee took  a  different  view,  and  followed  the  old  practice  ;  adding 
that  the  words  of  the  section  were  indicative  of  one  class  of  profits 
which  must  be  considered,  and  not  restrictive  of  the  Committee's 
discretion,  and  that  at  least  they  would  go  into  the  consideration 
of  general  profits  as  falling  under  "  all  the  circumstances  of  the 
case."  (w) 

So,  too,  the  accounts  must  include  all  profits  which  may  have 

(«)  L.  R.  3  P.  0.  p.  295 ;  7  Moo.  (N.  8.X  1  R.  P.  0. 177. 
82.  (tr)  n>id.    See  also  Piepet't  Patent,  12 

(t«)  Ibid.  R.  P.  C.  292. 
(p)  NewUm*$  Patent,  9  App.  Ca.  592; 


382  EXTENSION  OF  THE  PATENT  TERM. 

accrued  to  the  patentee  from  articles  made  for  exportation  and 
sale  abroad,  (x) 

And  of  course  the  rule  as  to  the  inclusion  of  manufacturer's 
profits  applies  to  a  patentee's  foreign  patents  as  well  as  to  English 
patents.  For  all  the  profits,  whether  in  one  county  or  another,  must 
be  shewn,  (y) 

Profit!  made  by  other  Persons. — Besides  knowing  what  the  patentee 
has  earned  by  his  invention,  the  Judicial  Committee  further  require 
that  it  should  be  clearly  shewn  to  them  what  the  public  have  had 
to  pay  for  it.  In  Trotman^s  Patent,  (z)  it  was  said  that  a  petitioner 
should  include  in  his  statement  of  account,  not  only  his  own 
profits,  but  also  all  profits  attributable  to  the  patent  made  by  other 
persons;  and  that  if  a  patentee  had  so  dealt  with  his  patent 
rights  as  to  put  it  out  of  his  power  when  the  time  arrived  for 
asking  for  a  renewal  of  his  term  to  give  the  requisite  evidence 
under  this  head  in  support  of  his  application,  his  petition  would 
be  refused,  (a) 

In  this  case  the  inventor,  with  the  object  of  avoiding  the 
expense  of  himself  erecting  works  for  the  manufacture  of  his 
invention,  had  given  licenses,  and  the  Court  held  that  it  was 
not  sufficient  merely  to  disclose  the  royalties  received,  but  that 
the  manufacturing  profits  of  the  licensees  should  also  have  been 
shewn,  (b) 

In  Thomas  &  OilchrUt's  Patent,  (c)  one-third  of  the  patent  had 
been  assigned  to  persons  who  held  a  free  licence,  and  had  worked 
on  a  large  scale  under  that  licence.  The  profits  made  under 
the  licence  were  not  disclosed.  On  this  Lord  Hobhouse  said: 
''  All  the  profits  that  were  made  by  virtue  of  the  assignment  of  the 
third  share  in  the  patent  are  properly  profits  of  the  patent  so  far  as 
the  manufacturing  profits  are  assignable  to  the  patent,  and  all  the 
profits  that  have  been  made  by  the  use  of  a  free  licence,  as  com- 
pared with  profits  made  by  other  persons  who  have  paid  royalties 
for  their  licence,  are  also  profits  of  the  patent.  The  accounts  shew 
absolutely  nothing  of  those  two  items.  How  large  they  are  we 
do  not  know.  We  could  not  tell  without  further  accounts  to  what 
extent  that  remuneration  has  gone  beyond  the  amount  admitted. 

(z)  Hardy'B  PaUtU,  6  Moo.  P.  0.  441.  Patent,  9  B.  P.  0.  367 ;  Davie^  Patent,  11 

(y)  J^^mwn'i  Patent,  L.  B.4  P.  C.  75;  B.  P.  0.  27. 
8  Moo.  P.O.(N.8.),291.    In  this  case  the  (f)  L.  B.  1  P.  0.  118;  3  Moo.  P.  0. 

English    profits   were   £5400.     But   in  (K.  S.),  488. 
America  £16,000  had  been  deriyed  from  (a)  Ibid, 

the  invention.    Extension  was  aooordingly  (b)  Ibid, 

refused.    See  also  TJumas  &  QUehritt't  (o)  9  B.  P.  G.  367. 
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Upon  that  ground  their  lordships  think  that  this  case  falls  distinctly 
within  the.  principle  of  Saxby's  case.  .  .  .  They  hold  that  the 
acconnts  are  inadequate,  and  that  the  petition  must  be  dismissed 
with  costa" 

At  the  same  time,  in  many  cases  it  would  be  obviously  im- 
possible to  give  an  account  of  the  profits  of  every  licensee,  and  the 
correct  rule  would  seem  to  be  that  the  special  circumstances  of  the 
case  must  in  each  instance  be  taken  into  consideration,  (d) 

Patent  assigned  to  a  Company. — So,  too,  where  the  patentee  has 
transferred  his  rights,  either  in  whole  or  in  part,  to  a  company,  it 
is  essential  that  there  should  be  deposited,  not  only  an  account  of 
the  patentee's  profits,  but  also  of  the  profits  of  the  company,  (e) 
If  a  company  petitions,  the  petition  should  state  whether  any, 
and  what,  dealings  have  taken  place  in  the  shares. 

Where  a  patentee  had  sold  his  invention  to  a  limited  company, 
who  had  worked  it  for  some  years,  and  the  petitioner  gave  no 
information  as  to  the  dealings  in  the  company's  shares,  the  accounts 
were  held  insufficient.  Lord  Watson  said :  ^'  There  is  another 
point  upon  which  no  information  is  given,  and  which  ought  not  to 
be  lost  sight  of.  In  this  case  it  appears  that  a  joint  stock  company, 
which  must  have  been  incorporated  in  terms  of  an  Act  of  Parlia- 
ment, because  it  is  a  limited  company,  carried  on  business  for 
eight  years.  What  the  public  paid  in  respect  of  that  will 
depend  upon  two  things,  first,  upon  the  trade  with  regard  to  the 
patent,  and,  in  the  second  place,  upon  their  dealing  with  shares 
upon  the  Stock  Exchange.  That  has  been  pointed  out  already 
in  more  than  one  case  as  a  matter  very  seriously  affecting  the 
question."  (/) 

In  Barff*8  dt  Bower's  Patent^  (g)  Lord  Watson,  during  the 
argument,  said :  ''  There  ought  to  be  always  a  statement  in  these 
cases — ^having  regard  to  observations  that  have  been  made  by  this 
Board  from  time  to  time — when  a  company  come  as  petitioners, 
as  to  whether  any,  and  if  so  what,  dealings  have  taken  place  in 
the  shares.  In  one  case  we  dismissed  an  application  because  it 
appeared  that  the  individual  members  of  the  company  had  benefited 
themselves  by  the  sale  of  shares." 

Deductions  allowed  from  Gross  Profits. — In  gauging  the  profits 
of  a  patent,  the  Judicial  Committee  consider  what  the  nett  profit 
has  been.    The  patentee  has,  therefore,  always  been  allowed  to 

(d)  9  E.  p.  0.  p.  372.  be  ehewn :  Shortens  Patent,  9  R.  P.  C.  438. 

(«)  Deaeon'8  Patent,  4  B.  P.  0.  119.  (/)  Lane  Fox'%  Patent,  9  B.  P.  0.  413. 

The  profits  of  an  ezclasire  lioensee  should  (y)  [1895]  A.  G.  675 ;  12  B.  P.  G.  383. 
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make  certain  deductions  from  the  gross  profits.  The  expenses  of 
taking  out  the  patent,  the  cost  of  experiments  necessary  to  perfect 
the  invention,  and  the  outlay  incurred  in  pushing  it,  may  be 
deducted,  {h) 

But  the  deductions  must  not  be  in  the  form  of  sums  stated  as 
mere  estimates;  and  where  expenses  are  deducted,  the  expenses 
should  not  be  generally  thrown  together  in  a  round  sum,  but 
clearly  explained  and  made  out  in  detail. 

In  Clark's  Patent,  (i)  the  following  was  one  of  the  items  set  off 
in  the  accounts  against  the  profits  of  the  inyention :  "  By  travelling, 
office,  printing,  and  incidental  expenses  for  proposed  patent  docks 
at  Portsmouth,  Vancouver  Island,  Bermuda,  Marseilles,  Bordeaux, 
Toronto,  Brindisi,  Brest,  Constantinople,  Amsterdam,  Bio  Janeiro, 
Melbourne,  Liverpool,  Falmouth,  Lisbon,  Genoa,  Cuba,  Jamaica, 
Calcutta,  Barcelona,  Cadiz,  etc.,  in  respect  of  which  no  separate 
accounts  have  been  kept,  but  the  total  of  which  exceeds  £2000 ; 
being,  in  fact,  that  proportion  of  the  general  expenses  of  the 
petitioner's  office  and  staff  of  assistants  in  his  profession  of  a  civil 
engineer  which  he  considers  fairly  attributable  to  his  efforts  to 
establish  docks  on  his  system  at  the  several  places  mentioned." 
The  Committee  disapproving  of  this  as  a  sum  stated  merely  as  an 
estimate,  the  accounts  were  held  insufficient. 

In  Willacey*B  Patent^  (j)  utility  was  not  made  out  as  to  the 
whole  patent,  but  only  as  to  the  third  combination  ;  the  accounts 
included  deductions  for  expenses  incurred  in  pushing  the  patent, 
but  did  not  shew  how  far  these  deductions  were  fairly  referable 
to  the  third  combination  only.  The  Committee  intimated  that  on 
different  accounts  the  extension  of  the  third  part  of  the  patent 
might  have  been  granted,  but  under  the  circumstances  it  was  with 
regret  refused. 

Deductions  by  way  of  Salary  to  Inventor. — The  patentee  is  en- 
titled to  deduct  a  sum  for  remuneration  for  his  time  and  labour 
in  superintending  the  working  of  the  invention  and  pushing  it  into 
public  notice,  where  he  does  work  which  might  have  been  done  by 
some  one  hired  for  the  purpose,  {k)  But  as  a  charge  of  this  kind 
will  be  narrowly  watched,  (Z)  the  patentee  must  be  prepared  to 
satisfy  the  Judicial  Committee  that  he  has  really  been  devoting 

(K)  See  Bobert^  Patent,  1  W.  P.  0.  (N.  S.),  255. 

575;  0<ahway*$  Patent,  1  W.  P.  0.  729 ;  (;)  5  R.  P.  0.  695. 

BeU*8  Patent,  1  L.  T.  (N.  S.),  577 ;  1  Moo.  (Jk)  BoberU'  Patent,  1  W.  P.  C.  574. 

P.  0.  49.  (Z)  Carr'B  Patent,  L.  R.  4  P.  0.  589. 

(0  L.  R.  3  P.  C.  421 ;   7  Moo.  P.  0. 
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his  time  to  the  development  of  the  invention  daring  the  whole  of 
the  period  over  which  the  deduction  is  made,  (m) 

In  Wield*s  Patent,  the  Committee  disapproved  of  items  charged 
for  the  patentee's  personal  allowance  after  he  had  become  incapable 
of  conducting  business  or  giving  any  active  superintendence  to  the 
invention,  (n)  What  sum  the  patentee  may  deduct  as  a  quantum 
meruit  for  his  personal  services  must  in  each  case  depend  on  the 
particular  surrounding  circumstances,  (o)  It  is  obvious  that  the 
value  of  a  patentee's  time  must  vary  very  greatly  according  to 
the  knowledge  and  skill  he  possesses.  In  Perhin's  Patent,  (p) 
where  the  superintendence  of  the  invention  required  great  attention, 
skill,  and  knowledge  of  the  trade,  a  charge  of  £400  for  thirteen  and 
a  half  years  (£5400  in  all)  was  allowed  to  the  patentee,  (q)  So, 
too,  in  Carr's  Patent  a  charge  of  £400  was  allowed  during  some 
years,  on  the  ground  that  the  patentee  was  a  gentleman  of  science 
and  great  mechanical  skill,  whose  time  was  fully  as  valuable  as 
the  price  he  set  upon  it.  (r) 

A  patentee  is  not  entitled  to  deduct,  however,  for  time  spent 
by  him  in  visiting  and  superintending  the  works  of  his  licensees,  (s) 

A  foreign  patentee  resident  abroad  is  entitled  to  deduct  the 
expense  he  has  been  put  to  in  employing  an  agent  to  push  the 
invention  in  England.  (0 

Deduction  of  Legal  Expenses. — Where  the  patentee  has  been 
involved  in  litigation,  he  may  deduct  the  loss  arising  from  legal 
expenses.  (t«)  But  he  must  furnish  the  Judicial  Committee  with 
the  means  of  ascertaining  with  precision  the  amount  of  his  legal 
outlay.  The  item  should  not  be  put  down  merely  in  a  lump  sum, 
the  Committee  being  left  to  feel  its  way  as  to  how  that  sum  is 
made  up  and  can  be  justified,  but  the  patentee  must  give  them  all 
the  light  in  his  power  on  such  a  deduction. 

Where  the  patentee  in  some  cases  of  expensive  litigation  made 
settlements  under  compromises,  and  gave  up  claims  to  costs  to 

(m)  FumeM*$  Paienty  2  B.  P.  0. 175.  (r)  L.   R.   4  P.   0.   589.     See  Joy'$ 

(n)  L.  B.  4  P.  G.  89;   8  Moo.  P.  G.  FcUent,  10  B.  P.  G.  89,  where  £400  was 

(N.  8.),  300.  also  allowed. 

(d)  Baiiej^B  Paient,   1    B.    P.   0.   1.  ($)  Trotman^s Patent, Tj,B,. I  P.O.  US; 

Whether  it  be  £400  or  £4000  muat  depend  8  Moo.  P.  G.  (N.  S.),  488. 

on  the  oircomstances  of  tho  particular  (i)  Foole*$  Patent,  L.  B.  1  P.  G.  514 ; 

case  (per  Lord  Blackburn).  86  L.  J.  P.  G.  76 ;  4  Moo.  P.  G.  (N.  S.),  4.52. 

(p)  2  W.  P.  G.  17.  (tt)  Bet^s  Patent,  1  Moo.  (N.  8.),  62 ; 

Iq)  See,  ako,  Melnnes'a  Patent,  L.  B.  QaUoioa^B   Patent,    1    W.    P.    G.    729 ; 

2  P.  G.  54:  37  L.  J.  P.  G.  28;  5  Moo.  Roberte*  Patent,  1  W.  P.  G.  575;    Kay's 

P.  G.  (N.  B.),  72 ;  and  Coeking'$  Patent,  Patent,  1  W.  P.  G.  568. 
2  B.  P.  G.  151. 

2o 
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which  he  had  an  apparent  title,  the  Committee  disapproved  of  this 
deduction  taking  the  form  of  a  general  unexplained  lump  sum.  (v) 

Deductions  made  must  have  Beferenee  to  Patent  only. — Where  a 
patentee,  who  is  also  a  manufacturer,  deducts  general  manu- 
facturer's charges,  the  charges  must  be  shewn  to  be  directly  attri- 
butable to  the  patent  only.  In  Duncan  &  Wilsons  Patent^  the 
petitioners,  besides  working  the  patent,  did  a  general  business, 
and  the  accounts  did  not  distinguish  the  charges  incurred  for  the 
patent  from  those  of  the  rest  of  the  business.  Cartage,  shipping, 
and  trayelling  expenses  and  another  large  sum  for  advertising 
and  commission  were  put  down  to  be  deducted  from  the  profits 
of  the  patent,  though  it  seemed  clear  that  these  were  all  the 
expenses  of  the  kind  which  had  been  incurred  in  the  whole  business. 
This  was  held  insufficient,  {w) 

A  petitioner  will  not  be  allowed  to  give  evidence  regarding 
deductions  which  he  has  not  entered  in  his  accounts  or  referred 
to  in  his  petition ;  for  the  public  interest  requires  that  notice  of 
all  proposed  deductions  should  have  been  given  to  facilitate  those 
whose  duty  it  is  to  watch  the  patentee's  accounts,  {x) 

Lou  of  Books  not  Generally  Excused. — It  must  not  be  forgotten 
that  the  onus  of  satisfying  the  Judicial  Committee  is  on  the 
patentee,  so  that  allowance  will  not  generally  be  made  for  such 
circumstances  as  may  have  put  it  beyond  his  power  to  give  the 
information  required,  (y)  In  Marktvich*8  Patent,  the  absence  of 
proper  accounts  was  explained  on  the  ground  that  the  patentee's 
books  had  been  lost  in  the  Bankruptcy  Court.  Evidence  was  given 
to  shew  that  they  could  not  be  found,  and  had  probably  been 
destroyed  as  waste  paper.  But  the  Committee  refused  to  proceed 
until  an  account,  verified  by  affidavit,  was  submitted  to  the 
Attorney-General.  And  this  was  done,  (z)  In  Adair's  Patent,  (a) 
the  petitioner  had  made  up  his  accounts  after  the  destruction  of 
a  number  of  his  books  by  rats;  the  Committee  rejected  the 
accounts  as  resting  on  no  valid  foundation.  In  Yates  &  KeUetfs 
Patent,  (b)  the  accounts  did  not  shew  the  profits  clearly,  but  were 
confused  by  the  insertion  of  matters  relating  to  other  business. 
The  petitioner  sought  to  excuse  this  on  the  ground  that  the  books 
had  been  destroyed.    But  their  lordships,  while  recognizing  that 

(v)  HiW$  Patent,  1  Moo.  (N.  S.),  268 ;  WtUaef^B  Patetd,  5  R.  P.  C.  695. 
9  L.  T.  (N.  S.),  101.  («)  13  Moo.  310. 

(w)  1  B.  P.  0.  257.  (a)  L.  B.  6  App.  Ca.  176. 

iz)  Bailey*$  Patent,  1  B.  P.  0. 1.  (6)  L.  R.  12  App.  Ob.  147;  4  B.  P.  0. 

(y)  Bete»  Patent,  1  Moo.  (N.  S.),  61 ;  150. 
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the  books  might  have  been  destroyed  honestly,  and  with  no 
intention  to  conceal  the  tmth^  said  the  petitioner  could  not  escape 
the  consequences.  "  A  man/'  said  Lord  Hobhonse,  ''  is  bound  to 
shew  what  his  profits  haye  been  before  he  can  come  for  a  renewal 
of  a  patent.  If  he  destroys  his  books  he  destroys  the  very  means 
upon  which  he  must  rely  for  a  renewal  of  his  patent."  (c) 

Opponents  are  not  entitled  to  see  the  petitioner's  accounts  for 
purposes  of  inspection  before  the  hearing,  (d)  The  object  of  re- 
quiring copies  to  be  left  at  the  office  (e)  is  in  order  that  the  Law 
Officer  may  have  the  opportunity  of  examining  and  testing  the 
accounts  by  making  inquiries  respecting  them,  if  necessary.  (/) 

In  Johnson  &  Atkinson* 8  Patent,  where  the  rule  as  to  this  had 
not  been  complied  with,  and  the  accounts  had  not  been  filed  till 
the  morning  of  the  day  of  hearing,  the  Judicial  Committee  refused 
to  look  at  them,  but  allowed  an  adjournment,  (g) 


IV. — All  the  Circumstances  of  the  Case. 

Laches  of  an  Inventor. — The  extension  of  letters  patent  being  a 
grant  by  way  of  equitable  reward,  and  not  a  claim  of  right,  the 
applicant  is  bound  to  strict  good  faith.  He  must  shew  good  faith 
in  his  conduct  during  the  term  of  years  for  which  he  has  already 
enjoyed  his  monopoly.  Thus,  he  must  shew  that  during  that 
period  he  has  used  aU  reasonable  means  to  make  the  most  of  his 
discovery,  and  to  enlist  the  public  support.  "  A  patentee  must 
not  lie  idle,  but  must  do  his  best  reasonably  to  promote  his 
invention."  (h)  The  Committee  must  be  satisfied  that  all  reason- 
able means  have  been  used  to  make  the  patent  productive,  and 
that,  despite  such  means,  the  remuneration  has  been  inadequate,  (t) 

In  Norton's  Patent,  (j)  Romilly,  M.B.,  said :  "  Their  lordships 
think  that,  if  nothing  has  been  done  with  this  patent  for  the 
period  of  ten  years,  during  which  the  petitioner  has  had  it,  it 
must  be  either  because  the  patent  itself  cannot  be  practically 
employed  for  any  useful  or  beneficial  purpose,  or  because  the 
petitioner   has    purposely  abstained    from    endeavouring    so   to 

(e)  See,  also,  Laujrenee*§  Patent^  9  B.  B.  P.  0. 119. 
P.  C.  85.  (h)  Per   Sir    W.    Grove,  in    Stoney's 

id)  Bridaon's  Patent,  7  Moo.  499.  Patent,  5  B.  P.  G.  523. 

(«)  P.  C.  Bulea,  1897,  B.  3.  (f)  HantbdIVs  Patent,  9  Moo.  398. 

(/)  Johnton  A  Alkin$on'8  Patent,  L.  B.  (j)  1  Moo.  (N.  S.),  339,  p.  341 ;    11 

5  P.  C.  87.  W.  B.  720. 

(g)  Ibid.    See,  aUo,  Deae(m*»  Patent,  4 
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employ  it.  If  the  former  were  the  case,  that  would  famish  a 
decisive  reason  why  their  lordships  should  not  grant  an  extension 
of  the  patent;  or,  on  the  other  hand,  if  the  fact  be  that  this 
patent  can  be  pat  to  a  usefal  and  beneficial  purpose,  but  the 
petitioner  has  abstained  from  doing  so,  their  lordships  are  unable 
to  understand,  and  would  require  to  have  it  explained  to  them, 
why  it  should  not  have  been  put  to  a  useful  and  beneficial  purpose 
during  the  ten  years  that  the  petitioner  has  been  possessed  of  it. 
Their  lordships  think  it  would  be  setting  a  bad  precedent,  which 
would  lead  to  injurious  consequences,  if  they  were  to  countenance 
that  species  of  wilful  delay.  It  may  well  happen  in  the  progress 
of  discovery  and  improvement  that  is  daily  taking  place  in  every 
department  of  science  and  art,  that  inventions  and  discoveries 
might  be  made  applicable  to  the  particular  subject-matter  of  some 
patent  which,  in  conjunction  with,  and  as  an  addition  to  it,  might 
be  of  great  value  to  the  inventors,  but  which  not  only  could  not 
be  put  into  practice  without  making  use  of  the  previous  invention, 
but  for  which  patents  had  been  obtained  on  the  faith  that,  on  the 
expiration  of  the  patent  for  the  original  invention  itself,  they 
would  become  profitable.  And  if  their  lordships  were  to  permit 
a  patentee  to  keep  his  patent  unemployed  for  a  period  of  ten  or 
twelve  years  in  the  expectation  that  such  a  state  of  things  might 
arise,  and  then,  when  it  arose,  come  and  ask  for  an  extension  of 
the  patent,  on  the  ground  that  he  had  not  obtained  suflScient 
remuneration  for  it,  he  would  be  obtaining  an  undue  and  an  unfair 
advantage;  that  would  be  making  use  of  the  intentional  non- 
employment  of  his  invention  in  order  thereby  to  obtain  a  share 
of  the  profits  properly  due  to  the  inventions  of  others,  and  would 
thus  frustrate  the  object  for  which  the  monopoly  granted  by 
letters  patent  was  created,  viz.  the  rewarding  of  inventors  for 
their  merit,  and  thereby  to  encourage  them  in  making  discoveries 
useful  to  mankind." 

In  Dolbear*8  Patent,  it  appeared  that  no  proper  attempt  had 
been  made  to  push  the  patent  commercially  between  1882  (when 
it  was  taken  out)  and  1894.  In  the  absence  of  any  sufficient 
explanation  of  this,  prolongation  was  refused,  (k) 

In  Pieper's  Patent,  (I)  a  failure  to  push  the  invention  during  a 
period  of  two  years  after  the  patent  was  taken  out  was  viewed 
with  disapproval  by  the  Committee. 

When  Delay  will  be  Ezcnsed. — At  the  same  time,  an  inventor 
who  has  been  guilty  of  laches  will  not  be  prejudiced  thereby  if 

(&)  13  R.  P.  0.  203.  (0  12  R.  P.  0.  292. 
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he  can  shew  some  reasonable  excuse  for  the  delay.  Pecuniary 
difficulties  and  the  absence  of  the  necessary  funds  required  to 
push  a  patent  have  been  held  to  afford  good  ground  of  excuse,  (m) 

In  Boper*8  Patent,  it  was  found  that  a  long  illness,  the  result  of  an 
accident,  had  interfered  with  the  pushing  of  the  patent,  and  the 
Court  granted  an  extension  for  seven  years,  (n).  But  in  Patterson's 
Patent,  where  the  invention  had  not  been  brought  before  the  public 
till  within  a  short  time  of  the  expiration  of  the  first  monopoly,  the 
Court  refused  to  accept  in  justification  of  this  delay  the  fact  that 
the  patentee  had  been  prevented  from  pushing  his  invention  in 
consequence  of  disputes  which  had  arisen  out  of  an  agreement 
he  had  made  with  other  parties  for  working  the  patent.  Lord 
Langdale  said :  ''  The  petitioner  has  been  unfortunate ;  but  even 
admitting  that  it  was  impossible  for  him  to  come  to  terms  with 
the  persons  who  he  at  first  joined,  still  it  was  his  own  act  that  he 
joined  them."  (o) 

The  Pull  History  of  the  Patent  must  be  Disclosed. — The  Judicial 
Committee  also  require  the  utmost  good  faith  in  the  statements 
placed  before  them  by  the  applicant.  And  this  rule  applies  to  the 
facts  generally,  as  well  as  to  the  accounts,  (p)  In  Clark's  Patent, 
it  was  laid  down  that  a  petitioner  seeking  the  grace  and  favour  of 
the  Crown  is  bound  to  strict  truth,  and  the  utmost  candour  and 
frankness,  to  vherrima  fides,  (q)  In  his  petition  the  applicant 
should  disclose  fully  and  truthfully  all  facts  which  it  may  be 
material  for  the  Judicial  Committee  to  consider.  The  whole  history 
of  the  patent  should  appear  on  the  face  of  the  petition,  (r)  There- 
fore, when  no  mention  was  made  by  a  petitioner  of  works  at  Malta, 
for  which  a  contract  had  been  made  nine  months  before  the 
petition  was  presented,  and  the  petition,  while  purporting  to  dis- 
close all  the  receipts  and  advantages  derived  from  the  patent,  only 
stated  that  the  petitioner  had  every  reason  to  believe  that  his 
system  was  greatly  approved,  and  would  shortly  be  adopted  at 
Malta  and  other  places,  the  Committee  held  the  non-disclosure  of 
the  Malta  works  to  amount  to  a  want  of  candour  and  frankness 
on  the  part  of  the  petitioner,  and  refused  his  application  as  lacking 
in  that  strict  truth,  vherrima  fides,  which  the  Crown  requires  of 
those  who  are  seeking  its  favour,  {s) 

(m)  DownUm'i  PaierU,  1 W.  P.  C.  565 ;  (o)  6  Moo.  469.  p.  470. 

NarUm'B  Patent,  1  Moo.  (N.  S.),  342  (but  ip)  ftid.  470. 

here  extension  was  refosed  after  ten  years'  (9)  L.  B.  3  P.  G.  426  (per  James,  L  J.), 

delay  by  a  person  of  ample  means) ;  Bake-  (r)  StandfieUPs  Patent,  15  B.  P.  C.  17. 

weU*$  Patent,  15  Moo.  386.  (0  Ibid. 

(n)  4  B.  P.  C.  201. 
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In  Johnston's  Patent,  (t)  the  petition  referred  to  foreign  patents 
haying  been  taken  out  for  the  same  invention,  bat  did  not  state 
fully  the  facts  respecting  those  patents.  On  this  James,  L.J., 
said  that  the  Committee  thought  it  very  desirable  that  in  petitions 
for  prolongation  every  matter  applicable  to  the  patent  should  be 
stated. 

In  Pitman's  Patent,  (u)  where  there  was  an  American  patent 
which  had  been  renewed  on  expiration,  the  Committee  expressed 
the  opinion  that  there  ought  to  have  been  a  full  disclosure  of  all 
the  circumstances  relating  to  this  patent. 

In  Adair's  Patent,  (v)  the  petitioner  stated  that  he  had  exhibited 
his  invention  in  foreign  countries,  and  endeavoured  to  push  it 
there ;  but  did  not  mention  the  fact  that  he  had  obtained  several 
foreign  patents,  two  of  which  had  been  allowed  to  expire.  This, 
it  was  held,  should  have  been  disclosed. 

The  circumstance  that  foreign  patents  for  the  same  invention 
have  been  allowed  to  lapse,  while  not  an  absolute  bar  to  prolonga- 
tion, is  a  matter  of  weight  against  the  applicant,  and  must  be 
disclosed,  {w).  So  likewise  the  fact  that  foreign  patents  have  run 
out  is  an  objection  to  the  prolongation  of  an  English  patent. 

In  Carl  Pieper's  Patent,  (x)  Lord  Watson  said:  *'The  patent 
sought  to  be  prolonged  is  one  of  four,  three  of  which  were  issued  in 
continental  countries ;  one  of  them  expired  four  years  ago,  and 
the  last  of  them  expired  two  years  ago,  since  which  date  the  patent 
in  question  has  still  been  current,  and  her  Majesty's  subjects 
exposed  to  some  degree  of  prejudice  which  was  not  occasioned  to 
the  inhabitants  of  any  other  country.  Their  lordships  are  not 
prepared  to  say  that,  in  these  circumstances,  there  can  be  no 
renewal  of  the  patent ;  but  they  are  certainly  prepared  to  go  this 
length,  that  the  circumstance  of  its  being  the  last  patent,  the  sole 
survivor,  in  these  circumstances  is  a  great  obstacle  to  granting  a 
renewal  of  it.** 

Assigmiient  of  Patent  to  Sham  Company. — In  Horsey' s  Patent,  {y) 
the  petition  was  presented  by  a  limited  company,  and  the  plain 
meaning  of  the  petition,  on  the  face  of  it,  was  that  a  company 

(0  L.  R.  4  P.  C.  75 ;   8  Moo.  (N.  S.),  H*B'«  Po<«n<(l  Moo.  (N.  S.),  263),  WinafCs 

291.  FaJtenlt  (L.  R.  4  P.  G.  93),  and  Blake*B 

(tt)  L.  R.  4  P.  C.  84 ;  8  Moo.  (N.  S.),  PaJteni  (L,  R.  4  P.  0.  585),  would  seem  to 

293.  be  no  longer  binding   authorities;    see 

(r)  6  App.  Oa.  176;  50  L.  J.  0.  P.  68.  Z4twf«  PaJUfd,  9  R.  P.  C.  827;  PM(per*« 

(147)  8eiMi  &  Solvay'B  Paterd,  12  R.  Patefd,  12  R.  P.  C.  292. 
P.  C.  17.    As  to  this,  the  cases  decided  (a;)  12  R.  P.  0.  294. 

under  the  Patent  Act  of  1852,  such  as  (y)  1  R.  P.  0.  225. 
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had  been  formed  independently  of  the  patentee,  with  which  the 
patentee  had  made  an  agreement,  and  to  which  he  had  assigned 
his  patent.  In  reality  the  company  was  a  sham.  Seven  persons 
had  been  given  seven  nominal  shares  as  a  compliance  with  the 
Companies  Acts.  The  persons  really  interested  were  the  patentee 
and  another  person  who  had  lent  him  money,  and  the  application 
was  practically  solely  on  their  behalf.  The  invention  had  merit, 
and  the  past  remuneration  had  not  been  adequate,  but  the  Board 
refused  .to  recommend  an  extension,  on  the  ground  that  the 
petitioners,  in  representing  a  bond  fde  company  to  have  been 
formed,  when,  in  fact,  no  real  company  existed,  had  shewn  a 
want  of  candour  towards  the  Crown. 

Exclnriye  Licenses. — ^Exclusive  licenses  are  usually  viewed 
unfavourably  by  the  Judicial  Committee,  as  tending  to  interfere 
with  the  enjoyment  of  the  invention  by  the  public  ;  and  where 
such  licenses  have  been  granted,  their  surrender  will  generally  be 
required  on  prolongation,  (z)  In  Lyon's  Patent,  (a)  the  Judicial 
Committee  imposed  the  condition  that  licenses  should  be  granted 
on  equal  terms  to  all,  and  fixed  the  extreme  limit  of  the  royalty 
to  be  paid  at  10  per  cent,  upon  the  selling  price  of  each  machine. 

In  CardweWs  Patent,  (b)  it  appeared  that  the  patentee  had 
granted  an  exclusive  license  to  a  complany,  and  had  also  covenanted 
that,  at  the  expiration  of  the  patent,  he  would  use  his  interest  to 
obtain  a  renewal  of  the  monopoly,  and  that  the  petition  was 
presented  in  pursuance  of  the  above  covenant.  Their  lordships 
refused  to  grant  any  extension  on  grounds  of  public  policy,  con- 
sidering that,  under  the  circumstances,  the  application  was  sub- 
stantially the  application  of  other  persons  than  the  petitioner. 

In  Parson's  Patent,  (c)  however,  prolongation  for  five  years  was 
granted  to  a  petitioner  who  had  granted  an  exclusive  license  to  a 
company,  without  exception  being  taken  to  that  license  by  the 
Committee.  But  in  this  case  the  petitioner's  sole  prospect  of 
adequate  remuneration  depended  upon  the  successful  working  of 
this  license  by  the  company,  in  which  he  was  himself  a  considerable 
shareholder. 

Validity  of  the  Patent  not  usually  Considered  by  the  Committee. — 
It  is  no  part  of  the  duty  of  the  Judicial  Committee  to  adjudicate 
on  the  validity  or  invalidity  of  the  patent,  (d)    That  is  a  matter  to 

(«)  Darby's  Patent,  8  B.  P.  0.  380;  (&)  10  Moo.  488. 

Ly(m*8  PaUmt,  11  R.  P.  0.  587 ;   /8Aaiic'«  (c)  [1898]  A.  C.  673 ;  15  B.  P.  C.  349. 

Patent,  9  B.  P.  0. 438.  (d)  BetVB  Patent,  1  Moo.  (N.  S.),  49 ; 

(a)  Supra.  7  L.  T.  (N.  S.),  577 ;   HeaWs  Patent,  8 
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be  decided  elsewhere,  and  the  extension,  if  granted,  does  not  in 
any  way  affect  the  subsequent  determination  of  that  question,  (e) 

Therefore,  their  lordships  have  refused  to  look  nicely  into  the 
questions  of  novelty  and  utility,  where  some  degree  of  novelty  and 
utQity  were  prima  facie  apparent,  (/)  to  enquire  whether  or  not  the 
patent  has  lapsed  through  an  omission  to  pay  the  patent  fee&  (g) 
So,  too,  the  circumstance  that  the  patent  has  been  held  invalid 
by  a  Court  of  first  instance,  from  which  appeal  may  be  made,  is 
not  fatal  to  prolongation,  (h)  When  the  validity  of  the  patent  is 
doubtful,  the  Judicial  Committee  (if  satisfied  that  the  remunera- 
tion is  inadequate)  will  give  the  patentee  the  benefit  of  the  doubt, 
and  grant  an  extension,  (i) 

In  Kay's  Patent,  an  extension  was  granted  on  the  merits, 
although  the  patent  was  at  the  time  the  subject  of  litigation ;  (j) 
and  in  Heath's  Patent,  a  larger  extension  was  granted  on  account 
of  pending  litigation,  in  which  the  validity  of  the  patent  was 
attacked,  as  it  seemed  certain  that  considerable  time  would  elapse 
before  the  patentee  could  get  the  good  of  his  extended  term,  (h) 

Validity,  when  Considered. — The  Judicial  Committee  will,  how- 
meif  so  far  consider  the  validity  of  a  patent  as  to  see  whether  or 
not  it  is,  on  the  face  of  it,  manifestly  and  grossly  illegal  Where 
this  is  clear,  or  nearly  so,  their  lordships  will  not  grant  an 
extension.  (2) 

In  Woodcroft's  Patent,  Lord  Brougham  said :  "  Where  there  is 
a  disputed  right  as  to  the  validity  of  the  patent,  and  where  the 
validity  of  the  patent  itself  must  come  in  question,  two  things  are 
to  be  considered.  First,  is  the  case  to  prove  the  invalidity  of  the 
patent,  to  prove  the  patent  void,  clear,  past  all  ordinary  and 
reasonable  doubt  ?  Or,  secondly,  does  the  case  hang  so  doubtful 
that  their  lordships  would  retire  from  its  consideration,  and  not, 
because  it  is  not  necessary,  decide  the  question  here?  In  the 
former  instance,  namely,  where  it  is  a  clear  case,  their  lordships 
will  not  grant  an  extension ;  first,  because  they  do  not  see  merit ; 
and,  secondly,  because  they  will  not  put  the  parties  against  whom 
the  patent  right  is  granted  and  is  sought  to  be  extended,  to  the 

Moo.  224 :  Pirihu'i  Patent,  12  Jnr.  233 ;  (h)  Lane  Fox's  Patent,  9  B.  P.  0.  411. 

MeDougaTB  Patent,  L.  B.   2   P.   0.   1 ;  (t)  Per  Lord   Brougham,  Wooderoft*$ 

37  L.  J.  P.  C.    17;   StewarVB  Patent,  3  Patent,  2  W.  P.  C.  30;  Pinktu^s  Patent, 

B.  P.  C.  9.  12  Jut.  234 ;  Saxby's  Patent,  L.  B.  3  P.  C. ; 

(e)  Woodorofi's  Patent,  2  W.  P.  C.  81 ;  Cooking's  Patent,  2  B.  P.  0. 153. 
Gailoway'a  Patent,  1  W.  P.  0.  725.  (j)  3  Moo.  24. 

(/)  Stoney's  Patent,  5  B.  P.  0.  522;  ,(k)  8  Moo.  224. 

Church's  Patent,  3  B.  P.  0.  95.  ({)  Kay's  Patent,  3  Moo.  24 ;   Stoney's 

(g)  DoJhear's  Patent,  13  B.  P.  C.  205.  Patent,  5  B.  P.  C.  522. 
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vexation,  trouble,  and  expense  either  of  bringing  a  scire  facias  to 
repeal  the  letters  patent,  or  of  sustaining  an  action  for  infringe- 
ment. But  when  the  matter  hangs  very  doubtful,  when  there  is 
conflicting  evidence,  where  upon  the  construction  of  the  specifica- 
tion, on  the  patent,  or  in  any  other  way,  questions  of  law  or 
questions  of  fact,  as  it  may  be,  shall  arise,  their  lordships  have 
not  been  used  to  refuse  to  exercise  their  discretionary  powers, 
vested  in  them  by  the  legislature,  of  recommending  an  extension, 
merely  because  elsewhere  the  validity  of  the  patent  may  reasonably 
be  contested.*'  (m) 

The  Committee  will  take  into  consideration  the  meaning  of  the 
specification  and  the  general  character  of  the  claims  advanced  in 
their  probable  bearing  on  the  public  interest.  Thus,  in  McDougaVs 
Patent,  (n)  they  found  that  the  invention  for  which  the  petitioner 
asked  an  extension  was  not  the  invention  described  in  his 
specification. 

In  Mclnnes's  Patent,  (o)  an  extension  was  refused  on  the  ground 
(La.)  that,  looking  to  the  wide  terms  of  the  specification,  it  would 
be  contrary  to  public  interest  to  grant  a  prolongation  of  such  a 
patent.  Sir  W.  Erie  said :  "  Their  lordships  also,  taking  into  con- 
sideration, with  reference  to  the  public  interest,  that  the  individual 
substance  for  the  application  of  which  the  patent  is  sought  to  be 
prolonged,  is  not  specifically  defined,  every  kind  of  metallic  soap 
being  within  the  limits  of  the  specification,  are  of  opinion  that 
many  questions  affecting  the  patent  might  be  raised  if  any  metallic 
soap  was  used  by  the  public  in  ignorance  of  the  specification  being 
as  wide  as  it  is."  But  the  mere  obscurity  of  a  specification  will 
not  prevent  an  extension,  if  a  sufficient  claim  can  be  read  out 
ofit.(i?) 

Where  it  appears  that  the  patentee  has  not  dealt  candidly  with 
the  public,  but  has  kept  out  of  his  specification  an  important 
part  of  his  invention,  prolongation  will  be  refused.  In  Livet's 
Patent,  {q)  Lord  Hobhouse  said :  ''  The  petitioner's  specification  is 
so  framed  as  to  make  success  dependent  on  expanding  the  flues  in 
*  certain  scientific  proportions.'  Those  proportions  are  not  defined 
by  any  measurements  or  by  reference  to  the  objects  aimed  at,  or 
to  the  conditions  under  which  the  flues  are  to  work.     They  remain 

(to)  2  W.  P.  0.  80.    In  BurUngham'B  (o)  L.  B.  2  P.  C.  54;   5  Moo.  P.  0. 

PaterU  (15  B,  P.  0.  195),  the  case  of  a  (N.  S.),  72;  37  L.  J.  P.  C.  23. 
patent  with  an  admittedly  bad  claim  was  (p)  See  Iiapier*s  Patent^  6  App.  Ca. 

dlBOOssed,  but  the  Board  did  not  decide  174;  50  L,  J.  P.  G.  40. 
what  they  wonld  do  in  snch  case.  (q)  9  B.  P.  G.  327,  p.  882. 

(»)  L.  B.  2  P.  G.  1. 
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in  the  knowledge  of  the  patentee ;  and  in  point  of  fact  we  find 
that,  except  to  an  insignificant  extent,  his  profits  have  been  earned 
by  building  furnaces,  and  that  there  is  no  instance  of  the  grant  of 
a  licence  under  which  the  licensee  has  constructed  his  own  furnace. 
Their  lordships  do  not  doubt  that  the  petitioner  has  constructed 
furnaces  of  great  merit,  but  apart  from  his  skill  in  construction 
they  fail  to  see  that  his  invention  is  of  great  merit,  or  that  he  has 
imparted  to  others  the  knowledge  which  might  enable  them  to  do 
the  work  which  he  has  done  himself." 

Hovelty  as  a  Test  of  Ezc«ptional  Merit. — Although  the  Judicial 
Committee  will  not  usually  go  into  the  question  as  to  whether 
the  novelty  of  a  patent  is  sufficient  to  support  it  at  law,  but  will 
abstain  from  expressing  an  opinion  on  that  point,  yet  they  will 
consider  whether  or  not  the  novelty  is  sufficient  to  constitute 
exceptional  merit,  for  novelty  of  a  minute  description  is  not 
meritorious,  (r) 

Eztension  of  Part  of  the  Patent  only.— Where  their  lordships 
have  been  favourably  impressed  with  a  portion  of  a  patent,  and 
not  with  the  rest,  they  have  granted  an  extension  of  the  part  only. 
In  Bodmer*8  Patent,  {s)  the  Committee  extended  a  part  of  the  patent 
only,  there  being  no  evidence  that  the  other  parts  had  been 
worked.  In  Lee's  Patent,  (t)  the  grant  covered  a  variety  of  in- 
ventions, but  only  two  of  these  were  brought  before  the  notice  of 
the  Committee,  viz.  an  invention  relating  to  axles,  and  an  in- 
vention relating  to  brakes.  Their  lordships  found  that  the  first 
did  not  appear  to  have  been  used,  and  was  not  at  all  likely  to 
be  used.  They  recommended  an  extension  of  the  patent  so  far 
as  it  related  to  the  second  only. 

In  Napier's  Patent,  (u)  the  invention  was  for  a  differential  brake. 
This  brake  in  its  application  to  windlasses  and  cranes  had  been 
proved  to  be  of  considerable  utility.  Other  machines  were 
mentioned  in  the  specification  as  suitable  for  having  this  brake 
applied  to  them ;  but  the  Privy  Council,  holding  that  there  was  no 
evidence  of  the  utility  of  the  invention  in  these  cases,  confined  the 
prolonged  patent  to  windlasses  and  cranes. 

Where  the  Patent  has  been  Improved  upon. — It  is  no  objection 
to  the  extension  of  a  patent  that  the  original  invention  has  been 
improved  upon,  if  otherwise  a  proper  case  is  made  out  (v).    Indeed, 

(r)  StevDaH'B  Patent,  3  B.  P.  0.  7.  see,  also,  WiUacy'B  PataU,  5  B.  P.  G.  695; 

(8)  8  Moo.  282.  Chur6h*$  Patent^  8  B.  P.  G.  95. 
(t)  10  Moo.  227.  (»)  OdOowaif's  Patent,  1  W.  P.  G.  727 ; 

(w)  6  App.  Ga.  174 ;  50  L.  J.  P.  O.  40 ;  Bodmer's  Patent,  8  Moo.  284. 
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such  a  circumstance  is  rather  in  the  petitioner's  favour,  {w)  But  if 
the  applicant  has  taken  out  himself  a  more  recent  patent  for  an 
improvement  of  his  invention  which  is  of  such  a  nature  that  it  will 
practically  give  him  a  continued  monopoly,  this  is  a  circumstance 
adverse  to  prolongation  of  the  prior  patent  (x).  Nor  is  it  an 
objection  that  the  applicant's  invention  consists  of  improvements 
on  an  expired  imported  patent,  (t/)  Nor  that  the  patentee  has 
altered  his  mode  of  manufacture  under  the  patent  if  the  merit 
is  not  diminished,  {z).  In  Southby's  Patent^  (a)  the  patentee  having 
devoted  much  time  and  labour  to  perfecting  the  invention 
(which  related  to  improvements  in  refrigerating  apparatus),  a 
subsequent  patent  for  a  mode  of  getting  over  a  difficulty  in  starting 
the  machine  was,  inasmuch  as  other  modes  of  obviating  this 
difficulty  might  be  devised,  deemed  not  to  be  a  bar  to  prolongation, 
as  it  did  not  appear  to  the  Board  to  afford  sufficient  protection 
to  secure  future  remuneration  to  the  inadequately  remunerated 
patentee. 

Adequate  Bemnneration. — ^What  is  adequate  remuneration  must 
depend  on  the  circumstances  of  each  particular  case.  In  an  in- 
vention of  trifling  importance  a  nominal  sum  may  be  sufficient, 
whereas  in  a  patent  of  great  public  utility  many  thousands  of 
pounds  may  be  less  than  the  inventor  has  deserved.  In  HUVs 
Patent y  (6)  their  lordships  said :  '^  The  principal  question  always 
is,  has  the  individual  patentee  under  all  the  circumstances  received 
what  in  equity  and  good  sense  may  be  considered  a  sufficient  re- 
muneration ?  On  his  own  part,  of  course,  there  must  have  been 
no  want  of  good  faith  or  prudent  exertion;  and,  further,  as  the 
loss  to  the  public  may  be  important  in  the  consideration,  it  may 
be  necessary  in  some  cases  not  to  confine  the  enquiry  to  the  state 
of  things  at  the  date  of  the  patent,  but  to  regard  also  the  circum- 
stances existing  at  the  time  when  the  application  is  made." 

Where  there  has  been  no  profit  at  all,  (c)  or  where  the  profits 
have  been  exceeded  by  the  patentee's  expenses,  {d)  the  inadequacy 
of  the  remuneration  (provided  the  merit  and  utility  of  the  invention 

(w)  Soame'B  Patent,  1  W.  P.  0.  735.  (5)  9  L.  T.  (N.  S.),  101 ;   1  Moo.  P.  0. 

(x)  NtMoy  A  Uaehman'B    Patent,  7  (N.  S.),  258. 
R.  P.  G.  22.  (o)  HoughUm'8  Patent,  L.  R.  3  P.  G. 

(y)  BaviWs  Patent,  1  Moo.  P.  G.  (N.  S.),  461. 
348.  (d)  SuHiine'i  Patent,  1  W.  P.  G.  560; 

(»)  Heath*$  Patent,  8  Moo.  P.  C.  217;  8taffard*$  Patent,  1  W.  P.  C.  564;  Jones' 

2  W.  P.  G.  247.  Patent,  1  W.  P.  0.  579 ;  Napter*$  Patent, 

(a)  [1891]  App.  Ga.  432;   8  R.  P.  G.  6  App.  Ga.  174. 
433. 
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and  the  good  faith  of  the  inventor  are  made  out)  will  be 
obvious. 

In  Robert's  Patent^  {e)  where  the  invention  was  for  improvements 
in  the  spinning  jenny,  the  accounts  shewed  a  gross  profit  of 
£35,988,  against  which  a  sum  of  £29,044  was  put  for  expenses. 
This  left  an  apparent  net  profit  of  £6,944.  But  the  patentee's 
premises  had  been  attacked  and  burnt  down  by  an  ignorant  mob, 
who  resented  the  improvements  introduced  by  his  discovery,  and 
the  losses  he  thus  incurred  (after  allowing  for  insurance)  had  not 
only  swallowed  up  the  whole  of  his  profit,  but  left  him  a  loser  to 
the  amount  of  £10,154.  In  this  case  an  extension  for  seven  years 
was  granted. 

The  circumstance  that  the  patentee's  profits  have  only  been 
made  in  the  last  years  of  the  monopoly  is  no  reason  for  granting 
a  prolongation  where  such  profits  amount  to  an  adequate  re- 
muneration to  the  inventor.  (/)  Indeed,  in  the  last  year  alone, 
a  sufficient  remuneration  may  be  obtained,  {g) 

The  following  cases  may  be  cited  by  way  of  illustration.  In 
Pitman's  Patent,  (h)  where  the  invention  had  been  assigned  for 
£400,  a  profit  of  £3,000  was  held  sufficient. 

In  Ryder's  Patent,  (i)  a  profit  of  £7,000,  made  during  the  last 
four  years  of  the  patent,  was  held  adequate  remuneration.  In 
Bailey's  Patent,  (j)  £8,038  16s.  4d.  was  held  adequate.  In  Johnson's 
Patent,  (k)  for  improvements  in  the  sewing  machine,  £4500  was 
held  sufficient,  havidg  regard  to  the  fact  that  £16,000  had  been 
made  on  an  American  patent  for  the  same  invention. 

On  the  other  hand,  in  Perkin's  Patent,  (I)  £6,576  was  held 
inadequate  in  view  of  the  exceptional  utility  of  the  invention.  In 
Joy's  Patent  (m)  a  profit  of  £6,000,  and  in  Davies's  Patent  (n)  of 
£11,000,  was  held  insufficient.  The  largest  sum  which  has 
hitherto  been  held  an  inadequate  remuneration  is  £20,000.  (o) 

A  patentee  is  not  entitled  to  rely  upon  losses  which  have 
been  incurred  through  unskilfulness  in  the  management  of  his 
business,  as  evidence  of  inadequate  remuneration,  (p) 

Period  of  Extension. — The  Crown  has  usually  granted  extensions 

(«)  1  W.  P.  0.  573.  291. 
(/)  Byder'$Patent,Praet.Meoh.  Joum.,  (t)  2  W.  P.  0.  6. 

vol.  vii.  p.  238.  (m)  10  R.  P.  C.  89. 

ig)  Macintoth'i  Patent,  1  W.  P.  C.  759.  (n)  11  B.  P.  C.  28. 

(h)  L.  R.  4  P.  0.  84.  (o)  Thoma^^B  Patent,  9  R.  P.  0.  367. 

(t)  Pract.  Mech.  Joum.  vol.  vii  p.  238.  (p)  Thomeyoroff$  Pateni,  [1899]  A.  C. 

O)  1  R.  P.  C.  1.  415;  68  L.  J.  P.  C.  68;  16  R.  P.  C.  204. 
(k)  L.  R.  4  P.  0.  75 ;   8  Moo.  (N.  S.), 
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for  periods  of  shorter  duration  than  seven  years,  bat  the  length 
of  an  extension,  like  the  extension  itself,  mnst  necessarily  depend 
on  the  peculiar  circumstances  of  each  case.  In  a  considerable 
number  of  cases  extensions  of  seven  years  have  been  given,  and 
in  some  cases  extensions  of  ten  years  have  been  recommended  by 
the  Committee,  (q)  But  such  an  extension  has  always  been  treated 
as  unusual,  and  now,  under  the  Act  of  1883,  it  can  only  be  given 
in  exceptional  cases,  (r) 

In  Stoney's  Patent,  where  the  invention  was  for  improvements 
in  sluices  and  flood-gates,  their  lordships,  in  granting  an  extension 
for  the  unusually  long  term  of  ten  years,  said :  ''  As  to  the  duration 
of  the  term  of  prolongation,  the  matter,  no  doubt,  is  a  difficult 
one,  upon  which  the  minds  of  separate  judges  would  never  be 
likely  to  hit  off  independently  the  exact  number  of  years  for  the 
term — it  must  depend  very  much  upon  the  view  which  each  mind 
takes  of  the  particular  invention  to  be  dealt  with,  and,  moreover, 
it  must  also  depend,  not  only  on  the  want  of  remuneration  in  the 
past,  but  upon  the  probability  of  remuneration  in  the  future,  and 
how  soon  that  remuneration  is  likely  to  be  attained.  Now,  in  the 
case  of  a  common  application  such  as  I  have  spoken  of,  relating  to 
improvements  of  daily  use,  when  the  patent  once  becomes  known, 
and  known  to  be  useful,  it  will  get  rapidly  into  use ;  and  if  by 
some  means  it  has  been  ignored  by  the  public,  and  the  patentees 
come  before  the  Court  for  a  prolongation  of  their  patent,  the  mere 
advertisement,  if  I  may  so  call  it,  of  the  petition  for  the  prolonga- 
tion of  the  patent,  would  materially  assist  and  start  the  invention  ; 
and  that,  in  the  case  of  an  invention  of  common  and  daily  use, 
would  probably  lead  to  its  getting  into  rapid  application,  and  to 
its  becoming  rapidly  remunerative  to  the  patentee.  But  this  is 
not  an  invention  of  that  description.  It  is  from  its  nature  an 
-invention  which  cannot  be  very  largely  used,  and  which  only, 
applies  to  peculiar  cases,  namely,  where  sluices  are  wanted  for 
large  bodies  of  water,  to  regulate  the  flow  of  that  water,  and  to  do 
it  without  friction  and  without  substantial  leakage.  It  can,  there- 
fore, only  be  profitably  applied,  at  all  events  in  certain  large 
undertakings,  which  must  be  few  and  far  between.  The  best  hope 
for  the  patentee  in  the  case  is  the  Manchester  Ship  CanaL  He 
is  not,  as  I  understand,  yet  retained  in  that  case,  but  there  seems 
every  reasonable  prospect  that  his  invention  will  be  applied  to 
that  canal.     If  so,  that  will,  in  itself,  it  is  hoped,  afford  the 

(q)  RuUiven'8    Patent,    Pract.    Mech.      Sioney*B  Patent,  5  B.  P.  G.  520. 
Jowm,     2nd    series,    toL    Tiii.    p.    159;  (r)  46  &  47  Viot.  c.  57,  s.  25  (5). 
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patentee  considerable  remimeration.  But  that  is  only  one  case, 
and  he  may,  and  probably  will,  have  but  a  comparatively  small 
number  of  other  cases ;  and,  therefore,  it  will  take  him  a  consider- 
able time  before  he  can  fairly  get  remuneration,  considering  the 
very  long  time,  namely,  fourteen  years,  for  which  he  has  devoted 
himself  to  this  invention,  and  the  isolated  nature  of  the  invention 
in  the  sense  that  there  can  only  be  here  and  there  a  few  cases  of 
its  applicability,  and  but  rare  chances  of  its  being  applied.  Under 
these  circumstances,  my  lords  think  that  this  is  an  exceptional 
case  within  the  meaning  of  the  Statute,  and  that  there  should  be 
a  prolongation  of  this  patent  granted  for  the  term  of  ten  years,  (s) 
In  Darby's  Patent,  (t)  the  invention  was  a  broadside  steam- 
digger  for  land  cultivation.  It  was  of  high  merit,  and  the  inventor 
had  sustained  a  loss  of  £8000.  The  Board,  while  intimating  that 
they  would  only  in  rare  cases  advise  a  prolongation  for  more  than 
seven  years,  recommended  one  for  ten  in  this  instance,  as  they 
thought  the  losses  made  would  not  be  recovered  in  a  shorter  period. 
Lord  Hobhouse  said :  ''  The  power  to  her  Majesty  in  Council  to 
extend  the  term  is  not  exceeding  seven  years,  or,  in  exceptional 
cases,  fourteen  years,  and  it  is  only  in  rare  cases  that  their  lord- 
ships report  to  her  Majesty  that  the  term  of  prolongation  or 
extension  should  be  more  than  seven  years.  In  this  case  they 
think  that  there  are  exceptional  circumstances.  They  think  that 
the  patent  is  of  more  than  usual  merit — more  so  than  the  patents 
which  commonly  come  before  them.  They  have  regard  to  the 
great  losses  that  the  patentee  has  suffered,  which  it  is  fair  to  him 
he  should  have  some  opportunity  of  recovering,  and  which  it  is  not 
likely  he  can  recover  in  any  short  space  of  time,  even  in  seven 
years,  seeing  the  great  difficulty  there  is  in  introducing  such 
machines  into  use."  (u) 

(0  Per  Sir  W.  GroTe,  5  B.  P.  0.  623,  (Coryton,  220),  Smith's  Paient  (7  Moo. 

524.  133),  Herhert*8  Patent  (1  L.  R.  P.  0.  899), 

(0  8  B.  P.  C.  880 ;  see  p.  884.  Johmon  &  AtktntonU  Patent  (5  L.  B.  P.  G. 

(tt)  The    foUowing    cases   shew   the  87),  Cooking's  Patent  (2  B.  P.  C.  151), 

periods  for  which  extensions  of  letters  Chureh*$  Patent  (3  B.  P.  0.  95),  8outhby'$ 

patent  have  been   granted :— For  three  Patent  (8  B.  P.  G.  433),  Lyon's  Paient  (11 

years,  see  Kay'e  Patent  (1  W.  P.  G.  568;  B.  P.  G.  537),  Semet  ^  Sdvay'a  Patent  (12 

8  Moo.  24),  Deacon's  Patent  (4  B.  P.  0.  B.  P.  G.  10),  Parson's  Patent  (15  B.  P.  G. 

119);  for  fonr  years,  Hardy's  Patent  (6  349);  for  six  years,  Whitehoute's  Paient 

Moo.  445),  Mallet's  Patent  (L.  B.  1  P.  G.  (1  W.  P.  G.  477),  EusselVs  Patent  (2  Moo. 

308);    for  five  years,  DowUon's  Paient  496),  Honibal's  Patent  (2  W.  P.  G.  196), 

(1   W.  P.  G.   565),    Wright's   Patent  (1  Berry's  Patent  (7    Moo.   187),  Derosne's 

W.  P.  G.  561).  Lowe's  Patent  (2  W.  P.  G.  Patmt  (2  W.  P.  G.  1),  Foarde's  Paient  (9 

158),  Perkin's  Patent  (2  W.  P.  G.  6),  Bod-  Moo.  376),  ScMumberger's  Patent  (9  Moo. 

mei^s  Patent  (6  Moo.  468),  Payne's  Patent  1),  Carr's  Patent  (4  L.  B.  P.  G.  689);  for 
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Ezteniion  how  given. — ^If  the  Judicial  Committee  report  that 
the  patentee  has  been  inadequately  remunerated,  her  Majesty  in 
Council  may  extend  the  term  of  the  monopoly  for  a  further  period 
not  exceeding  seven  or  (in  exceptional  circumstances)  fourteen 
years,  (t;)  Instead  of  prolonging  the  original  patent  the  Crown 
may  grant  the  extension  in  the  form  of  a  new  patent  for  the 
invention,  (w)  The  usual  practice  now  is  to  direct  a  fresh  patent 
to  be  sealed  for  the  period  allowed. 

Where  an  extension  is  recommended  by  the  committee,  the 
grant  is  made  to  those  having  the  legal  estate  in  the  original  letters 
patent  at  the  time  of  the  petition,  (x) 

The  Crown,  in  granting  an  extension  of  a  patent  monopoly,  may 
impose  such  restrictions,  conditions,  and  provisions  as  the  Com- 
mittee may  see  fit  to  recommend,  (y)  The  terms  upon  which 
assignees  are  usually  put  for  the  protection  of  the  interest  of  the 
original  inventor  or  his  representatives  have  been  already 
noticed ;  (z)  also  the  practice  of  sometimes  limiting  the  extension 
to  a  portion  only  of  the  original  patent. 

Prior  to  the  Patents  Act,  1883,  it  was  the  custom  of  the  Com- 
mittee, acting  as  guardians  of  the  public  interest,  to  require  the 
petitioner  in  certain  cases  to  make  concessions  to  the  public,  as 
a  condition  of  the  prolongation. 

Thus,  in  Mallet's  Patent,  (a)  where  a  license  of  an  almost 
exclusive  character  had  been  granted  to  one  manufacturing  firm, 
the  patentee  was  required  to  grant  licenses  of  as  ample  a  nature 
to  as  many  of  the  public  as  chose  to  apply  for  them.  In  Hardy's 
Patent,  (6)  the  petitioners  were  put  on  terms  to  sell  the  protected 
article  at  a  certain  fixed  price. 

Where  the  invention  is  likely  to  be  of  use  in  the  public  service 
the  patentee  has  been  required  to  concede  to  the  Crown  the  right 

leTen  years,  ErardTB  Patent  (1  W.  P.  C.  520),  Darbies  Patent  (8   R.  P.  0.  380), 

551),  Swthu^s  Patent  (1  W.  P.  C.  559),  Ourrte  A  KmrotV  Patent  (15  B.  P.  0.  63). 

KoOmmC^  Patent  (1  W.  P.  G.  564),  RoberU  *  (v)  Patents  Act,  1883,  s.  25  (5). 

Patent  (1  W.  P.  O.  573),  fleoM's  Patent  (tr)  SmiOCt  Patent,  2  R.  P.  0.  14. 

(8  Moo.  217X  Huffhee'  Patent  (4  App.  Oa.  (a;)  Bouthv)orth*$  Patent,  1   W.  P.  0. 

175),  Napier's  Patent  (6  App.  Ca.  174X  575;   Heath's  Patent,  2  W.  P.  0.  247; 

Houghton's  Patent  (3    L.  B.  P.  0.  461),  Doumton^s  Patent,  1  W.  P.  C.  565 ;  Dod- 

Bisehofs  Patent  (1  R.  P.  G.  162X  Roper's  flier's  Patent,  6  Moo.  469 ;  PeUU  Smith's 

Patent  (4  R.  P.  0.  201),  Smith's  Patent  Patent,  7  Moo.  156;  Newton's  Patent,  14 

(2  R.  P.  0. 14),  Shon^s  Patent  (9  R.  P.  0.  Moo.  166. 

438),  Joy's  Patent  (10  R.  P.  C.  89),  Davie^  (y)  Patents  Act,  1883,  s.  25  (5). 

Patent  (11  R.  P.  0.  27),  Hazdand^s  Patent  (s)  See  p.  374,  sapra. 

(11  R.  P.  C.  467) ;  for  ten  years,  Ruthven's  (a)  L.  R.  1  P.  C.  808. 

Patent  (Praet,  Meeh,  Joum.  2nd  series,  (&)  6  Moo.  445. 

Tol.  viii.  p.  159),  Stoney's  Patent  (5  R.  P.  0. 
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to  use  his  invention  without  a  license,  (c)  As,  however,  the 
Patents  Act,  1888,  (d)  makes  provision  for  compelling  a  patentee 
to  grant  licenses  on  reasonable  terms  where  the  Board  of  Trade 
decide  that  they  ought  to  be  granted,  and  for  securing  to  the 
servants  of  the  Crown  the  benefit  of  an  invention  on  such  terms 
as  the  Treasury,  after  hearing  all  parties  interested,  may  direct, 
it  is  conceived  that  in  future  the  Judicial  Committee  will  not 
impose  terms  in  such  cases,  but  leave  the  patent  to  the  operation 
of  these  sections,  as  was  done  in  Smith's  Patent  (e) 

In  Ooucher'8  Patent,  it  was  held  that  the  Judicial  Committee 
have  no  jurisdiction  to  grant  a  second  extension,  after  one  pro- 
longation has  been  given.  (/) 

Costs  of  the  Petition. — The  costs  incident  to  proceedings  for  the 
prolongation  of  letters  patent  are  in  the  discretion  of  the  Com- 
mittee, whose  orders  as  to  costs  are  enforceable,  as  if  they  were 
Orders  of  the  High  Court,  (g) 

Their  lordships  have  always  shewn  a  disposition  to  encourage 
a  fair  opposition.  In  Weatrupp  dt  Gibbins's  Patent,  (h)  Lord  Lynd- 
hurst  said :  "  My  opinion  on  the  subject  of  costs  is  this :  If  a  party 
to  oppose  does  come  and  oppose,  and  opposes  successfully,  if  we 
do  not  give  costs,  we  shall  discourage  persons  coming  to  protect 
the  interests  of  the  public."  It  is  generally  the  case  that  private 
opposers  have  better  means  of  stating  the  objections  to  the  con- 
tinuance of  a  patent  than  the  Law  Officers  of  the  Crown,  however 
experienced  and  able  they  may  be ;  (i)  and  as  the  Committee  court 
the  fullest  enquiry,  and  desire  to  know  all  that  can  be  alleged 
against  the  patent  which  is  the  subject  of  the  application,  it  is  in 
the  public  interest  to  encourage  bond  fide  opposition.  (J)  Hence, 
where  such  opposition  is  fair  and  successful,  it  would  be  unjust 
that  the  expense  should  not  in  part  fall  on  the  patentee  whose 
petition  is  the  occasion  of  it.  (k) 

In  Jones's  Patent,  Parke,  B.,  said  a  fair  opposition  ''  ought  not 
to  be  made  at  the  expense  of  the  parties  opposing."  ({)  But  where 
the  evidence  led  by  an  opposer  has  been  vexatious  and  irrelevant, 
and  the  Committee  have  been  unfavourably  impressed  by  his 
witnesses,   costs  have  been  refused  despite  the  success  of  the 

(c)  PeUU  Smith's  Patent,  7  Moo.  138 ;  (g)  Patents  Act,  1883,  s.  25  (7). 
Lanoa9ter*s  Patent,  2  Moo.  (N.  S.),  189;  (Jk)  1  W.  P.  C.  554. 

Hughes'  Patent,  4  App.  Ca.  174 ;  Napier's  («')  Jones's    Patent,    9    Moo.    43   (per 

Patent,  6  App.  Ca.  174.  Parke,  B.). 

(d)  See  BB.  22  &  27.  ( j)  WietiTs  Patent,  L.  R.  4  P.  C.  89. 
(c)  2  B.  P.  C.  14.  (fc)  HUTs  Patent,  1  Moo.  (N.  S.),  271. 
(/)  2  Moo.  (N.  S.),  532.                                   (I)  9  Moo.  43. 
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opposition,  (m)  Costs  may  be  taxed  before  the  registrar,  who  has 
a  full  discretion  to  disallow  payments  to  expert  witnesses,  (n) 

As  it  is  often  difficult,  however,  to  decide  minute  points  as 
to  costs,  the  Judicial  Committee  sometimes  award  the  opposers 
a  lump  sum  for  costs^  to  be  divided  amongst  them.  In  Joneses 
Patent,  where  there  were  two  opponents,  £100  was  given,  (o) 
In  HUVs  Patent,  where  the  opposition  (there  were  six  opponents) 
had  involved  great  expense,  and  had  been  fair  and  successful, 
£1000  was  directed  by  the  registrar  to  be  paid  for  distribution 
amongst  the  opposers.  (p) 

In  Johnson's  Patent,  the  same  practice  was  adopted,  and  £500 
was  directed  to  be  paid  by  the  applicant  to  the  opposers.  (q)  So 
also  in  Wield^s  Patent,  a  l^e  lump  sum  of  £600  was  given  as  costs, 
between  two  sets  of  opposers.  (r) 

In  Thomas's  Patent,  («)  one  set  of  costs  was  given  amongst  the 
opponents.  In  Hopkinson's  Patent,  (t)  £400  was  ordered  to  be 
paid  as  a  lump  sum  for  costs.  In  that  case  there  were  seven  sets 
of  opponents. 

'V^ere  the  petition  is  abandoned,  the  petitioner  will  generally 
be  directed  to  pay  the  costs  of  those  who  have  lodged  notice  of 
objection,  (u)  But  costs  being  matter  of  discretion,  this  rule  is 
not  absolute.  In  such  a  case,  however,  the  presumption  is  in 
favour  of  the  opposers.  (v) 

In  MUner's  Patent,  one  set  of  costs  was  given  to  the  oppo- 
nents viewed  as  a  body;  or,  in  the  alternative,  taxation  on  an 
order,  (v) 

In  Bridson^s  Patent,  (w)  (where  the  petition  never  came  to  a 
hearing)  all  the  opposers  got  their  costs. 

On  the  other  hand,  where  the  Committee  have  been  of  opinion 
that  there  was  no  proper  ground  for  opposition,  the  opposers  have 
been  made  to  pay  the  extra  costs  occasioned  by  their  opposi- 
tion, (x) 

(m)  H(mibdir$  Patent,  9    Ifoo.  878;  (0  9  B.  P.  0.  867;  see,  also,  Lane 

Mnnisfe  Patent,   2    W.    P.    G.    122.    In  Fox's  Patent,  9  R.V.  O.Ul. 
Ckureh*$  Patent  (3  B.  P.  0.  95)  oosto  were  (0  14  B.  P.  0.  5 ;  see,  also,  Dolbear*B 

refused  to  saooetsfol  petitioDers.  Patent,  13  B.  P.  0.  203. 

(n)  P.  G.  Boles,  B.  6.  (tf)  Maointoih'e  Patent,  1  W.  P.  G. ; 

(o)  9  Moo.  43.  Bridaon'8  Patent,  7  Moo.  499;   Hornby' $ 

(p)  IMoo.  P.  G.(N.  S.),258;  9  L.  T.  Patent,  7    Moo.   503;    Morgan   Brown'e 

(N.  8.),  101.  Patent,  3  B.  P.  G.  212. 

(q)  L.  B.  4  P.  G.  75;  8  Moo.  P.  G.  (»)  Milnet'e  Patent,  9  Moo.  39. 

(N.S.),291.  (to)  7  Moo.  499. 

(r)  L.  B.  4  P.  G.  89;  8  Moo.  P.  G.  (N.  (a?)  DownUm'%  Patent,  1  W.  P.  G.  565. 

S.X300. 
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Order  for  Prolongation^ — As  above  stated,  the  usual  practice 
now,  when  a  petition  is  favourably  entertained,  is  to  direct  a  new 
patent  to  be  sealed  for  the  period  of  prolongation  allowed.  An 
office  copy  of  the  order  must  be  left  forthwith  at  the  Patent  Office 
by  the  person  in  whose  favour  it  is  made,  (y) 

(y)  P.  B.  rale  74. 
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CHAPTER  XXL 

BIGHTS  OF  THE   PATENTEE  TJNDEB  HIS  LETTEB8  PATENT:   THE   LAW   OF 

INFBINOEMENT. 

Priyileges  of  the  Patentee  derived  from  the  Patent  Grant. — The  privi- 
leges of  the  patentee  being  derived  from  the  patent  grant,  their 
scope  and  operations  mast  be  gathered  from  the  terms  of  the  letters 
patent. 

The  form  of  letters  patent  now  used  by  the  Grown  in  grants 
to  inventors  contains  the  following  provisions.  "  Know  ye,  there- 
fare,  that  we,  of  our  especial  grace,  certain  knowledge,  and  mere 
motion,  do  by  these  presents,  for  us,  owr  heirs  and  successors,  give  and 
grant  unto  the  said  patentee  our  especial  license,  full  power,  sole 
privilege,  and  authority,  thai  the  said  patentee  by  himself,  his  agents, 
licensees,  and  no  others,  may  at  all  times  hereafter,  during  the  term 
of  years  herein  mentioned,  make,  use,  exercise,  and  vend  the  said 
invention,  within  our  United  Kingdom  of  Great  Britain  and  Ireland, 
and  Isle  of  Mgai,  in  such  manner  as  to  him  or  them  may  seem  meet, 
and  that  the  said  patentee  shall  have  and  enjoy  the  wlwle  profit  and 
advantage,  from  time  to  time  accruing  by  reason  of  the  said  invention, 
during  the  term  of  fowrteen  years  from,  the  date  hereunder  written  of 
these  presents.*^ 

These  words  of  grant  are  immediately  followed  by  a  prohibitory 
clause,  inserted  for  the  protection  of  the  patentee,  and  intended 
to  secure  to  him  the  full  enjoyment  of  his  monopoly.  ''And  to 
the  end  that  the  said  patentee  m^y  have  and  enjoy  the  sole  use  and 
exercise  a/nd  the  full  benefit  of  the  said  invention,  we  do  by  these 
presents,  for  us,  owr  heirs  and  successors,  strictly  command  all  our 
subjects  whatsoever  within  owr  United  Kingdom  of  Qreal  Britain  and 
Ireland,  and  the  Isle  of  Man,  that  they  do  not  at  any  time  during  the 
continuance  of  the  said  term  of  fourteen  years  either  directly  or 
indirectly  make  use  of,  or  put  in  practice,  the  said  invention,  or  any 
part  of  the  same,  nor  in  any  wise  imitate  the  same,  nor  make  or  cause 
to  be  made  any  addition  thereto  or  sul)traction  therefrom,  whereby  to 
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pretend  themselves  the  inventors  thereof,  without  the  consent,  license, 
or  agreement  of  the  said  patentee  in  writing  under  his  hand  and  seal, 
on  pain  of  incurring  such  penalties  as  may  be  justly  inflicted  on  such 
offenders  for  their  contempt  of  this  our  Royal  command,  and  of  being 
answerable  to  the  patentee  according  to  law  for  his  damages  thereby 
occasioned.'^ 

The  Extent  of  the  Monopoly. — The  privilege  vested  in  the  patentee 
is  thus  the  right  to  make,  use,  exercise,  and  vend  the  invention 
within  the  prescribed  area ;  and  this  is  granted  to  him  alone,  to 
the  exclusion  of  all  other  persons,  in  order  that  he  may  have  and 
enjoy  the  whole  profit  and  advantage  from  time  to  time  accruing 
from  the  invention  during  the  term  of  his  letters  patent. 

No  one,  therefore,  may  within  the  prescribed  area,  and  during 
the  prescribed  time,  make,  use,  exercise,  or  vend  the  invention 
without  the  sanction  of  the  patentee. 

The  prescribed  time  is  the  fourteen  years  of  the  patent  grant, 
and  it  begins  to  run  from  the  date  of  the  acceptance  of  the  com- 
plete specification  at  the  Patent  Office,  though  no  proceedings  can 
be  instituted  against  infringers  until  the  patent  has  been  sealed,  {a) 
If  an  extension  of  the  patent  term  is  granted  for  a  further  period, 
such  period  must  also  be  included.  But  the  monopoly  does  not 
cover  any  interval  which  may  elapse  between  the  conclusion  of 
the  first  term  and  the  date  of  prolongation  by  a  subsequent  grant,  (b) 

The  area  of  the  monopoly  is  the  United  Kingdom  of  Great 
Britain  and  Ireland  and  the  Isle  of  Man.  The  Channel  Islands 
are  no  longer  included  as  they  were  tmder  the  Patent  Law 
Amendment  Act  of  1852.  (c) 

Infringement  by  MannfGkctnre. — Any  person  manufacturing  the 
patented  article  without  the  sanction  of  the  patentee  is  an  infringer 
of  the  patent,  and  liable  as  such.  Nor  will  an  infringer  be  the 
less  liable  because  he  procures  the  invention  to  be  made  in 
England  by  some  one  else,  (d)  or  manufactured  abroad,  if  he  there- 
after imports  it  into  the  United  Kingdom.  At  the  same  time,  the 
making  which  is  prohibited  is  a  making  for  profit  either  direct  or 
indirect;  i.e.  a  making  calculated  to  interfere  with  the  benefit 
which  the  patentee  would  otherwise  derive  from  his  invention. 

Experiment  is  not  Infringement. — It  is  no  infringement,  therefore, 

(a)  Patents  Act,  1888,  s.  15.  4  M.  &  G.  179 ;  lncande»onU  Oadight  Co. 

(h)  See  Ru88ell  v.  Ledeam,  14  L.  J.  Ex.  t.  Brogden,  16  B.  P.  G.  179.    In  this  case 

858;  14  M.  &  W.  574;  16  L.  J.  Ex.  145;  the  defendant   handed    orders  on  to  a 

16  M.  &  W.  641 ;  1  H.  of  L.  Ga.  687.  private  maker,  receiying  a  commission  of 

(e)  15  &  16  Vict  c.  83,  s.  18.  5  per  cent.    This  was  held  an  iDfringe- 

(d)  Qtbwn  T.  Brand,  1  W.  P.  C.  631 ;  ment 
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of  a  patent  to  make  the  patented  article  by  way  of  bond  fide 
experiment  merely. 

*'  No  doubt,"  said  Jessel,  M.E.,  in  Frearson  v.  Loe^  *'if  a  man 
makes  things  merely  by  way  of  bona  fide  experiment,  and  not  with 
the  intention  of  selling  and  making  use  of  the  thing  so  made  for 
the  purpose  of  which  a  patent  has  been  granted,  but  with  the  view 
of  improving  upon  the  invention  the  subject  of  the  patent,  or  with 
the  view  of  seeing  whether  an  improvement  can  be  made  or  not, 
that  is  not  an  invasion  of  the  exclusive  rights  granted  by  the 
patent.  Patent  rights  were  never  granted  to  prevent  persons  of 
ingenuity  exercising  their  talents  in  a  fair  way.  If  there  be  neither 
using  nor  vending  of  the  invention  for  profit,  the  mere  making  for 
the  purpose  of  experiment,  and  not  for  a  fraudulent  purpose, 
ought  not  to  be  considered  within  the  meaning  of  the  prohibition, 
and  if  it  were,  it  is  certainly  not  the  subject  for  an  injunction."  {e) 

User  Ib  Infringement. — Using  or  exercising  the  invention  is  like- 
wise an  infringement. 

In  BetU  V.  Neilson,  (/)  the  defendants  sought  unsuccessfully  to 
escape  from  the  consequences  of  unauthorized  use  of  a  patented 
invention,  on  the  ground  that  such  use  by  them  had  been  in  itinere 
only.  In  that  case,  metal  capsules  manufactured  abroad  were 
placed  by  a  Scottish  brewer  upon  beer  bottles  in  Scotland  intended 
for  exportation.  These  bottles  were  then  sent  through  England, 
for  export,  none  of  the  beer  being  consumed  there.  The  capsules 
were  an  infringement  of  an  English  patent,  and  the  patentees 
claimed  an  injunction  and  damages.  Lord  Chelmsford  and  (on 
appeal)  the  House  of  Lords  held  they  were  entitled  to  both,  as  the 
capsules  performed  their  function  during  the  whole  period  of 
transit,  and  had  therefore  been  used  while  in  England. 

In  this  case,  it  was  suggested  for  the  defendants  that  the  user 
of  the  capsules  was  passive  only  and  not  active,  and  therefore  no 
infringement.  In  rejecting  this  contention,  Lord  Chelmsford,  C, 
said :  '^  I  do  not  appreciate  the  distinction  which  was  pressed  upon 
me  in  argument,  between  an  active  and  a  passive  use  of  a  thing, 
and  the  difference  suggested  on  that  ground  between  this  case  and 
Caldwell  v.  Vanvlissengen.  (g)  The  screw  propeller  in  the  one  case, 
though  in  motion  during  its  use,  was  just  as  passive  an  agent  as 
the  capsules  in  the  present  case.  It  is  the  employment  of  the 
machine  or  the  article  for  the  purpose  for  which  it  was  designed 
which  constitutes  its  active  use;  and  whether  the  capsules  were 

(«)  L.  B.  9  C.  D.  pp.  66,  67.  537 ;  L.  R.  5  H.  of  L.  1. 

(/)  L.  R.  3  Ch.  436;   34  L.  J.  Ch.  (g)  9  Hare,  415. 
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intended  for  ornament,  or  for  protection  of  the  contents  of  the 
bottles  upon  which  they  were  placed,  the  whole  time  they  were  in 
England  they  may  be  correctly  said  to  be  in  active  use  for  the 
very  objects  for  which  they  were  placed  upon  the  bottles  by  the 
vendors.  If  the  beer,  after  being  purchased  in  Glasgow,  had  been 
sent  into  England,  and  had  been  afterwards  sold  here,  there  can 
be  no  doubt  (I  suppose)  that  this  would  have  been  an  infringement, 
because  it  would  have  been  a  profitable  user  of  the  invention, 
and  I  cannot  see  how  it  can  cease  to  be  a  user  because  England 
is  not  the  final  destination  of  the  beer."  (h) 

At  the  same  time,  it  has  been  held  that  Custom  House  agents 
who  pass  an  infringing  article  through  the  Custom  House  and 
obtain  permission  for  landing  and  storing  it  in  premises  belonging 
to  the  importers,  do  not  exercise  such  a  user  as  makes  them 
personally  liable  to  the  patentee,  (t) 

"  The  Court  of  Chancery,"  said  James,  L.J.,  in  NobeVs  Ex- 
plosives Company  v.  Jones,  "  has  always  held  a  hand  over  agents ; 
but  then,  it  appears  to  me,  they  must  be  actually  agents.  They 
must  be  agents  who  are  agents  in  the  making,  in  the  using,  in  the 
exercising,  or  in  the  vending  of  the  invention.  ...  If  it  were  to 
be  said  that  any  person  who  had  anything  to  do,  either  directly  or 
indirectly,  with  the  means  by  which  the  goods  got  from  one  place 
to  another  was  to  be  liable  to  an  action  at  law,  or  an  injunction 
in  a  suit  by  the  plaintiffs,  it  would  be  giving  a  wide  and  most 
injurious  encouragement  to  idle  and  vexatious  litigation."  ( j) 

As  in  the  case  of  infringement  by  making,  infringement  by 
user  may  be  negatived  by  shewing  that  the  user  has  been  by  way 
of  experiment  only. 

At  the  same  time,  the  Court  will  narrowly  scrutinize  the  defence 
of  user  for  experiment  only,  and  will  not  allow  it  to  prevail  if 
satisfied  that  the  user  has  been  for  profit,  or  with  the  object  of 
obtaining  profit,  though  even  to  a  limited  extent. 

On  this  ground,  in  Frearson  v.  Loe,  the  Court  held  the  de- 
fendant liable.  "  Where  you  see  a  man  using  a  machine,"  said 
Jessel,  M.B.,  ^'  as  this  defendant  has  done,  under  claim  of  a  right 
to  use  it,  and  under  that  claim  of  right  he  makes  a  quantity  of 
goods,  even  though  a  small  quantity,  I  cannot  call  that  an  experi- 
ment within  the  meaning  of  the  rule  as  to  experiments.  He  has 
made  a  machine,  and,  knowing  it  to  be  an  infringement  of  the 

(h)  L.  R.  3  Gh.,  p.  439 ;  see,  also,  Briiith      721 ;  8  App.  Oa.  5. 
Motor  Syndicate  y.  Taylor,  17  R.  P.  G.  189.  (J)  L.  R.  17  G.  D.  pp.  742,  748;  50 

(t)  Nobel's  Explonvee  y.  Jones,  17  G.  D.      L.  J  Gh.  p.  586. 
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patent,  he  claims  the  right  to  make  and  nse  it,  and  his  experiment 
is  made  to  see  how  his  machine  works.  That  is  the  experiment, 
as  he  calls  it,  putting  his  machine  to  work  from  time  to  time,  and 
then  making  screws  according  to  the  other  patent,  and  making 
the  screws  with  the  view  of  trying  the  screws  themselves.  It  does 
not  appear  to  me,  when  I  consider  the  circumstances  under  which 
the  defendant  made  these  alleged  experiments,  that  I  ought  to 
treat  this  as  coming  within  the  rule  which  prevents  mere  experi- 
ments being  subject  to  the  liability  of  action  being  brought  against 
those  who  make  them,  and  to  the  costs  of  an  injunction  being 
granted  against  them."  (k) 

So,  too,  where  the  experimental  user  is  for  the  advantage  of 
the  person  using  the  machine,  even  when  pecuniary  profit  does 
not  directly  result,  such  user  is  an  infringement. 

In  the  United  Telephone  Company  v.  Sharpies^  (Z)  the  defendant 
alleged  that  his  use  of  certain  pirated  instruments  was  confined 
to  experiment  by  himself,  and  to  the  instruction  of  his  pupils, 
whom  he  permitted  to  take  the  apparatus  to  pieces,  on  account 
of  its  cheapness  In  rejecting  the  contention  that  this  was  not 
a  user  of  the  patented  invention,  and  an  infringement,  Eay,  J., 
said  :  '^  To  say  that  to  buy  a  telephone  which  is  an  infringement 
of  an  English  patent  for  the  purpose  of  instructing  your  pupils 
who  are  learning  the  business,  to  let  them  use  and  experiment 
with  it,  to  let  them,  if  they  please,  pull  it  to  pieces,  for  the  purpose 
of  saving  the  expense  of  using  the  patent  telephone,  and  experi- 
menting with,  or  pulling  that  to  pieces,  to  say  that  that  is  not  a 
user  in  this  country  is  a  thing  which  I  cannot  accede  to.  It  seems 
to  me  plainly  to  be  a  user." 

In  Proctor  v.  Bailey,  (m)  where  the  invention  was  an  apparatus 
for  the  distribution  of  coal  over  a  fire  surface,  the  defendants 
endeavoured  to  escape  liability  on  the  ground  that  their  user  of 
the  invention  had  been  experimental  only.  It  was  proved,  how- 
ever, that  several  of  these  automatic  stokers  had  been  used  in 
the  defendant's  works  during  a  number  of  months,  reducing  the 
necessity  for  hand  firing,  or  the  use  of  other  mechanical  means 
for  keeping  up  the  supply  of  coal  in  their  furnaces,  and  thus 
conducing  to  the  more  economical  management  of  their  business. 
Under  these  circumstances  such  user  was  held  to  be  more  than 

(ft)  9  0.  D.  p.  67.  Fatter,  where   the  quantity   made   was 

(0  29  a  D.  164;  54  L.  J.  Gh.  6S8.  conBideied  by  Tindal,  C.J.,  as  too  ood- 

(m)  6  B.  P.  C.  106 ;  L.  B.  42  C.  D.  siderable  to  be  ooDsistent  with  mere  ex- 

890;  59  L.  J.  Oh.  12;  38  W.  B,  100;  61  periment ;  2  W.  P.  C.  p.  101. 

li.  T.  (N.  S.),  752.    See,  also,  MufUz  ▼. 
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experimental,  and  to  constitnte  an  infringement  of  the  plaintiff's 
patent. 

ITaer  on  Foreign  VesseU  in  British  Waters. — ^By  section  48  of 
the  Patents  Act,  1888,  it  is  enacted  that — 

"  A  patent  shall  not  prerent  the  use  of  an  invention  for  the  purposes 
of  the  navigation  of  a  foreign  vessel  within  the  jurisdiction  of  any  of  her 
Majesty's  Courts  in  the  United  Kingdom  or  Isle  of  Man,  or  the  use 
of  an  invention  in  a  foreign  vessel  within  that  jurisdiction,  provided  it  is 
not  used  therein  for  or  in  connection  with  the  manufacture  or  prepara- 
tion of  anything  intended  to  be  sold  in  or  exported  from  the  United 
Kingdom  or  the  Isle  of  Man. 

"  But  this  section  shall  not  extend  to  vessels  of  any  foreign  State  of 
which  the  laws  authorize  subjects  of  such  foreign  State,  having  patents  or 
like  privileges  for  the  exclusive  use  or  exercise  of  inventions  within  its 
territories,  to  prevent  or  interfere  with  the  use  of  such  inventions  in 
British  vessels  while  in  the  ports  of  such  foreign  State,  or  in  the  waters 
within  the  jurisdiction  of  its  Courts,  where  such  inventions  are  not  so 
used  for  the  manufacture  or  preparation  of  anything  intended  to  be  sold 
in  or  exported  from  the  territories  of  such  foreign  State."  (n) 

Ho  Infringement  unless  used  for  the  same  Purpose  as  the  Patentee. 
— To  establish  infringement  by  user,  however,  it  mnst  be  shewn 
that  the  infringer  is  nsing  the  invention  for  the  same  purpose  as 
that  claimed  by  the  patentee. 

In  Higgs  v.  Goodwin,  (o)  the  patent  was  for  a  method  of  pre- 
cipitating the  animal  and  vegetable  matter  in  sewage  water  so  as  to 
make  the  same  applicable  to  agricnltoral  and  other  usefol  purposes. 
This  result  the  patentee  achieved  by  employing  a  chemical  agent— 
hydrate  of  lime.  The  defendants,  a  Local  Board  of  Health,  having 
first  treated  sewage  by  filtration,  deodorized  the  resultant  liquid 
by  adding  hydrate  of  lime.  This  was  held  to  be  no  infringement, 
the  object  of  the  patent  being  the  production  of  a  useful  manure, 
while  the  defendants  aimed  only  at  purifying  the  sewage,  and 
rejected  all  the  sewage  matter.  (j>) 

In  Fletcher  v.  The  Glasgow  Oas  Commissioners,  (q)  where  the 
patent  related  to  improvements  in  cooking-stoves  and  ranges,  the 
respondents  used  in  their  mechanism  a  latch  similar  to  one  used 
by  the  complainer,  but  for  a  diametrically  opposite  purpose  ;  the 
latch  in  one  case  being  designed  to  keep  a  door  open,  in  the  other 
to  keep  it  closed,  and  this  was  held  to  be  no  infringement. 

(n)  Cf.  15  A  16  Yict.  o.  83,  a.  26,  now  (p)  See,  alao,  LUter  y.  EaUufOod,  9 

repealed;   OMwU  v.  Vanvli$9engen,  21  L.  T.  (N.  S.X  766. 
L.  J.  Ch.  97 ;  9  Hare,  415.  (q)  4  R.  P.  C.  889. 

(o)  27  L.  J.  Q.  B.  421 ;  E.  B.  &  E.  529. 
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Infringement  by  Sale. — The  patent  grant  confers  an  excluBiye 
right  to  vend  the  patented  article,  and  although  the  word  '^  vend  " 
does  not  occur  in  the  Statute  of  James,  letters  patent  for  inven- 
tions have  for  hundreds  of  years  been  drawn  so  as  to  give  the 
patentee  an  exclusive  right  to  vend  his  invention,  and  the  Courts, 
acting  upon  this,  have  always  regarded  a  sale  as  an  infringement,  (r) 

Therefore  the  mere  seller  of  an  infringing  article  who  has  not 
himself  made  the  article  in  question,  and  who  may  even  be 
ignorant  of  the  fact  that  it  is  an  infringement  of  a  patent  monopoly 
at  all,  is  none  the  less  liable  to  the  patentee. 

"  It  is  true,"  said  James,  L.J.,  in  Von  Heyden  v.  Nemtadt,  («) 
^'  that  the  Statute  of  James  only  mentions  '  the  sole  working  or 
making  of  any  manner  of  new  manufacture  within  this  realm.' 
But  it  is  to  be  observed  that  the  Statute  gives  no  right  to  the 
inventor.  The  Statute  is  a  Statute  for  abolishing  and  forbidding 
monopolies,  and  the  sixth  section,  under  which  the  Grown  acts  in 
these  matters,  is  a  mere  proviso  excepting  from  the  operation  of 
that  Act  certain  patents  or  grants  of  privileges  which  are  to  be 
'  of  such  force  as  they  should  be  if  that  Act  had  never  been  made, 
and  of  none  other.'  And  it  is  from  the  ancient  power  and 
prerogative  of  the  Grown,  so  saved  and  preserved,  that  every 
patentee  derives  his  monopoly.  What  the  Crown  could  lawfully 
do,  and  has  lawfully  done,  after  that  Statute  is  shewn  by  the 
uniform  tenor  of  the  letters  patent  which  have  since  been  issued— 
issued  by  the  advice  and  authority  of  every  law  officer  and  every 
holder  of  the  Great  Seal  for  upwards  of  two  centuries  and  a  half. 
Nor  has  there  been  any  straining  of  the  old  Statute  in  what  has 
been  so  done.  All  that  was  required  was  to  assume  that,  when 
the  Crown's  right  to  grant  the  sole  privilege  of  working  or  making 
was  saved,  there  was  saved  with  it  the  power  to  make  such 
privilege  eflfectually  profitable  to  the  true  inventor.  We  see  no 
reason  to  doubt  the  conclusion  arrived  at  in  Elmslie  v.  Boursier,  (t) 
that  the  sole  right  granted  by  the  Grown  '  to  make,  use,  exercise, 
and  vend  the  invention  within  the  United  Kingdom,'  and  the  right 
to  *  have  and  enjoy  the  whole  profit,  benefit,  commodity,  and  advan- 
tage accruing  and  arising  by  reason  of  the  said  invention,'  includes 
a  monopoly  of  the  sale  in  this  country  of  products  made  according 
to  the  patented  process,  whether  made  in  the  realm  or  elsewhere." 

(r)  BadUehe  v.  Datoton,  6  R.  P.  C.  896.  Works,  48  W.  B.  444 ;  see,  also,  Briiith 

The  sale  of  an  article  in  the  maktog  of  Motor  Syndicate  y.  Taylor,  17  R.  P.  G.  189. 

which  a  patented  product  is  an  essential  («)  L.  R.  14  G.  D.  232,  238;  50  L.  J. 

ingredient  is  an  infringement :  Saeoharin  Gh.  p.  130. 

Chrporation  y.  Anglo-Continenial  Ohemieal  (t)  L.  R.  9  Eq.  217 ;  89  L.  J.  Gh.  32a 
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Thus  the  sale  in  England  of  articles  made  in  Franee,  according 
to  an  English  patent,  is  an  infringement  of  that  patent,  (u)  ''  I 
am  clearly  of  opinion,"  said  Kelly,  C.B.,  in  Wright  v.  Hitchcock,  (v) 
*^  that  if  a  man  takes  out  a  patent  by  means  of  which  an  article 
is  made  at  a  considerably  less  cost  than  the  same  article  was 
produced  before  at,  one  who  bays  and  sells  such  articles — ^I  do 
not  say  on  a  single  occasion,  for  each  case  must  be  determined 
on  its  own  circumstances ;  but  when  he  becomes,  in  the  way  of 
trade,  a  buyer  and  seller  of  quantities  of  such  articles — ^knowing 
them  to  be  manufactured  by  a  machine  which  is,  de  facto ^  though 
unknown  to  him,  itself  an  infringement,  such  buying  and  selling 
is  an  infringement  by  him  of  the  patent.  If  the  law  were  other- 
wise, then  when  a  man  has  patented  an  invention,  the  profit  of 
which  consists  in  selling  articles  manufactured  by  means  of  the 
invention,  another  might,  by  merely  crossing  the  Channel,  and 
manufacturing  abroad,  and  selling  in  London  for  far  less  than 
the  original  price,  but  also  at  a  trifle  less  than  the  price  charged 
by  the  patentee,  articles  made  by  the  patented  process,  wholly 
deprive  the  patentee  of  the  benefit  of  his  invention.  It  is  there- 
fore impossible  to  suppose  that  an  exclusive  right  to  vend  is  not 
given,  and  the  defendants  have  therefore  infringed  the  plaintiff's 
right,  and  it  is  immaterial  whether  it  was  or  was  not  known  to 
them  that  Orr's  machine  was  identical  with  the  plaintiff's." 

It  is  equally  an  infringement  of  the  patent  monopoly  to  import 
into  England  articles  bought  abroad  which  are  an  infringement 
of  an  English  patent,  even  when  such  importation  is  immediately 
followed  by  exportation  after  re-sale  to  a  foreign  customer,  (tr) 
Nor  apparently  will  the  circumstance  that  the  goods  so  dealt  in 
are,  in  fact,  never  landed  in  the  United  Kingdom  negative  infringe- 
ment, provided  they  are  brought  for  trans-shipment  into  British 
waters,  {x) 

But  a  foreign  manufacturer  who  sells  and  delivers  an  infringing 
article  outside  the  United  Kingdom  cannot  be  made  liable  as  an 
infringer  in  the  English  Courts,  even  if  he  so  acts  with  knowledge 
that  such  article  is  bought  for  importation  into  England,  iy) 

So,  too,  a  person  who  (without  the  licence  of  the  patentee) 
manufactures  and  offers  for  sale  a  patented   article  is  liable  as 


(tt)  JBbiMZ^T.Botfr«£0r,L.R.9Eq.217.  (x)  N€M»ExpUmive$Co.Y.J<me$,lj.U. 

(»)  L.  R.  5  Ex.  p.  47 ;  39  L.  J.  Ex.  17  C.  D.  721 ;  50  L.  J.  Oh.  682. 

p.  lOa  (y)  BadUohe    Amlin   ▼.   Johnmm,    14 

(w)  United  Telephone  Co.  y.  SharpUi,  R.  P.  G.  405,  919;  [1897]  2  Gh.  822;  66 

2  R.  P.  C.  p.  81.  L.  J.  Ch.  497 ;  76  L.  T.  434 ;  45  W.  R.  481. 
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an  infringer  even  if  no  sale  is  effected.  (^)  Bat  the  sale  of 
materials  which  may  be  used  for  making  a  patented  article,  to 
a  person  other  than  the  patentee,  even  if  the  vendor  knows  they 
are  to  be  used  by  such  person  for  that  purpose,  in  breach  of  the 
patentee's  rights,  is  no  infringement  for  which  an  action  will  lie. 

In  Toymsend  v.  Haworth,  (a)  where  the  patent  was  for  a  process 
of  preserving  cloth  from  mildew,  the  sale  of  the  chemical  com- 
pounds used  by  the  patentees  was  held  to  be  no  infringement 
of  the  patent  right. 

''No  judge,"  said  Jessel,  M.B.,  ''has  ever  said  that  the  vendor 
of  an  ordinary  ingredient  does  a  wrong  if  the  purchaser  coming 
to  him  says, '  I  want  your  compound.  I  wish  to  try  the  question 
with  the  patentee.'  No  one  would  doubt  that  that  sale  would  be* 
perfectly  legal.  You  cannot  make  out  the  proposition  that  any 
person  selling  any  article,  either  organic  or  inorganic,  either 
produced  by  nature  or  produced  by  art,  which  could  in  any  way 
be  used  in  the  making  of  a  patented  article,  can  be  sued  as  an 
infringer  because  he  knows  that  the  purchaser  intends  to  make 
use  of  it  for  that  purpose.  What  is  every  person  prohibited  from 
doing?  He  is  prohibited  from  making,  using,  or  vending  the 
prohibited  articles,  and  that  of  course  includes,  in  the  case  of 
machinery,  the  product,  if  I  may  say  so,  of  the  machinery  which 
is  the  subject  of  the  patent.  It  is  that  which  is  produced  by  the 
patent.  But  has  any  one  ever  dreamt  before  this  case,  that  that 
extends  to  the  component  articles  which  enter  into  the  patent  ?  " 

A  sale  of  parts  adapted  for  fitting  together  would,  however, 
probably  be  held  to  be  an  infringement,  (b)  So,  too,  a  person  who 
contracts  to  put  the  ingredients  together  puts  the  invention  in 
practice,  even  if  he  employs  a  sub-contractor  to  do  part  of  the 
work,  (c) 

In  the  Incandescent  Gas  Light  Company  v.  the  New  Incandescent 
Mantle  Company,  (d)  Tossel,  one  of  the  defendants,  argued  that 
he  had  not  infringed,  as  he  had  only  sold  fittings  for  use  with 
gas  mantles.  It  was  proved,  however,  that  Tossel  was  selling 
gas-fittings  intended  for  use  with  infringing  mantles  made  by 
the  other  defendants,  and  that,  in  this  way,  Tossel  was  carrying 
on  a  trade,  in  conjunction  with  the  other  defendants,  in  adjuncts 

(f)  Oxley  T.  HOden,  8  C.  B.  (N.  8.),  at  53  L.  J.  Oh.  295. 
p.  686.  (c)  Syhes  y.  Hou>arth,l2  C.  D.  826;  48 

(a)  L.  R.  12  C.  D.  831,  n.  L.  J.  Oh.  769. 

(6)  Per    Pearson,   J.,    Uniied    Tefe-  (d)  15  B.  P.  0. 81. 

phone  Co,  t.  Dale,  25  0.  D.  778,  p.  782; 
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indispensable  to  the  use  of  their  infringing  mantles.  On  this 
Mathew,  J.,  held  that  the  defendant  lossel  had  also  infringed. 

In  Innea  v.  Short,  (e)  a  yendor  who  invited  his  customers  to 
use  in  an  infringing  manner  the  articles  he  sold  was  held  to  be 
himself  guilty  of  infringement. 

Whether  Bepaaring  is  Infringement — It  is  no  infringement  of  a 
patent  to  merely  repair  a  patented  article.  But  if  the  process  of 
repairing  is  carried  so  far  as  to  result  in  what  is  really  a  new 
article  made  according  to  the  patented  invention,  the  person 
executing  such  repairs  will  be  liable  as  an  infringer. 

In  the  Dunlop  Pneumatic  Tyre  Company  Y.Neal,(f)  the  defendant 
undertook  to  repair  a  worn-out  cycle  tyre  by  providing  a  new  case 
and  fitting  the  wires  of  the  worn-out  tyre  into  it.  The  result  was, 
in  effect,  a  new  cycle  tyre  made  according  to  the  patented 
invention. 

H  In  holding  this  to  be  an  infringement,  North,  J.,  said :  ^'  In 
my  opinion,  the  authority  or  license  given  by  the  fact  of  sale 
is  to  use  the  tyres  till  worn  out.  Simple  repairs  may  be  done 
by  a  person  without  a  license  from  the  manufacturer ;  but  when 
the  whole  thing  is  taken,  and  practically  a  new  tyre  sold  with  only 
the  old  wires  in  it,  I  think  there  is  no  license  to  use  these  old  wires 
for  the  purpose  of  putting  them  into  and  making  up  precisely  the 
combination  claimed  by  the  patent." 

So,  too,  where  repairing  a  patented  article  necessarily  involves 
the  introduction  anew  of  some  component  part,  itself  the  subject 
of  a  patent  claim,  such  repairing  can  only  be  effected  (without 
infringement)  by  some  person  holding  a  license  from  the  patentee 
of  that  component  part,  (g) 

Infringement  by  Licensee. — Once  a  patented  article  is  lawfully 
made  and  sold,  its  re-sale  and  subsequent  use  in  the  hands  of 
another  purchaser  is  protected.  For,  by  sale,  the  patentee 
licenses  the  use  of  the  article  in  the  hands  of  any  future  buyer, 
and  such  buyer  is  no  infringer.  (A)  A  patentee  may,  however,  by 
notice  to  a  purchaser,  impose  conditions  which  will  have  the  effect 
of  giving  such  purchaser  a  limited  license  only.  "Where  this  is 
done,  the  use  of  the  invention  by  a  licensee  who  exceeds  the  limits 
of  his  license  is  an  infringement. 

Thus,  although  every  sale  of  a  patented  article  by  the  patentee 

(0)  14  T.  L.  B.  492.  (g)  United    Telephone   Co.  y.  NeUon, 

(f  )  [1899]  1  Ch.  807 ;  16  R.  P.  C.  247 ;  W.  N.  [1887],  193. 
47  W.  R.  632 ;  80  L.  T.  746;  68  L.  J.  (h)  Thomas  T.  Hunt,  17  C.  B.  (N.  S.) 

Ch.  378.  188. 
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implies  a  license  to  the  buyer  to  re-sell^  or  otherwise  use  the 
article  as  he  shall  think  fit,  such  implied  license  may  be  excluded 
by  an  express  license  of  more  limited  scope ;  e.g.  by  a  license  that 
the  article  shall  only  be  used  or  sold  in  conjunction  with  another 
article  made  by  the  same  patentees.  In  the  Incandescent  Gas 
Light  Company  y.  Brogden,  (i)  the  plaintiff  company  sold  their 
gas  mantles  subject  to  a  limited  license,  which  was  printed  as 
follows  on  every  box  in  which  their  mantles  were  sold :  "  The 
Incandescent  Gas  Light  Company,  Limited,  in  supplying  the 
mantle  contained  in  this  box,  grant  a  limited  licence  to  the  pur- 
chaser to  use  or  sell  the  same,  on  the  express  condition  that  neither 
the  purchaser,  nor  any  other  person  into  whose  hands  the  same 
may  come,  shall  use  or  sell  the  said  mantle  except  in  connection 
or  for  use  with  burners  sold  or  supplied  by  the  company,  and  any 
other  sale  or  use  will  amount  to  infringement  of  the  company's 
patents.  The  company  supply  mantles  for  the  purpose  of  renewals 
at  the  nominal  price  of  Is.  8d,  subject  to  the  limitations  above 
set  forth." 

This  license  was  held  by  Kennedy,  J.,  to  be  binding  upon  any 
person  buying  with  notice  of  it,  and  a  user  or  sale  in  contravention 
of  its  terms  to  be  an  infringement,  in  respect  of  which  damages 
could  be  recovered. 

Liability  of  Aliens  for  Infringement. — In  CaJdweU  v.  Vanvlis- 
sengen,  (j)  it  was  argued  that,  although  the  patentee's  monopoly 
extended  to  the  whole  of  the  United  Kingdom,  it  did  not  operate 
to  prevent  the  subjects  of  foreign  powers  using  the  invention 
within  that  area.  In  rejecting  this  contention,  Turner,  Y.C,  said  : 
"  Foreigners  coming  into  this  country  are,  as  I  apprehend,  subject 
to  actions  for  injuries  done  by  them  whilst  here  to  the  subjects 
of  the  Grown.  Why,  then,  are  they  not  to  be  subject  to  actions 
for  the  injury  done  by  their  infringing  upon  the  sole  and  exclusive 
right  which  I  have  shewn  to  be  granted  in  conformity  with  the 
laws  and  constitution  of  this  country  ?  And  if  they  are  subject 
to  such  actions,  why  is  not  the  power  of  this  Court,  which  is 
founded  upon  the  insuflSciency  of  the  legal  remedy,  to  be  applied 
against  them  as  well  as  against  the  subjects  of  the  Crown  ?  It 
was  said  that  the  prohibitory  words  of  the  patent  were  addressed 
only  to  the  subjects  of  the  Crown ;  but  these  prohibitory  words 
are  in  aid  of  the  grant,  not  in  derogation  of  it,  and  they  were 
probably  introduced  at  a  time  when  the  prohibition  of  the  Crown 
could  be  enforced  personally  against  parties  who  ventured  to 
(t)  16  B.  P.  C.  179.  (i)  21  L.  J.  Ch.  97;  9  Hare,  426. 
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disobey  it.  The  language  of  this  part  of  the  patent  does  not, 
therefore^  appear  to  me  to  alter  the  case." 

Nor  is  it  any  answer  to  an  action  for  infringement  of  a  patent 
to  prove  that  the  infringer  has  only  acted  under  the  orders 
of  a  foreign  sovereign.  ^'If  parties  in  England/'  said  Cotton^ 
L.J.,  in  Vavasaeur  v.  Krupp,(h)  ''are  doing  that  which  is  an 
infringement  of  a  patent,  they  cannot  justify  it  by  saying  that 
some  one,  who  has  no  power  to  authorize  them  to  use  the  patent, 
has  authorized  them  to  do  so.'* 

ITiiauihoriied  Acts  of  Workmen. — ^An  infringement  is  none  the 
less  an  infringement  because  it  is  committed  by  workmen  in  dis- 
obedience to  express  orders  to  the  contrary.  If  so  committed  in 
the  service  of  an  employer,  such  employer  will  be  liable,  as  an 
infringer,  to  the  patentee. 

In  Betts  V.  De  Vitre,  (0  Lord  Chelmsford,  C,  said :  "  I  will 
assume  that  the  orders  not  to  work  in  a  particular  manner  were 
given,  and  that  the  disobedience  to  those  orders  was  secret, 
although  the  evidence  hardly  warrants  this  conclusion.  But 
granting  all  this  to  be  the  case,  I  should  still  hold  that  the  directors 
were  liable.  A  master  is  responsible  for  all  the  acts  of  his  servant 
which  are  done  in  the  execution  of  his  duty.  If  a  coachman  drives 
his  master's  carriage  where  he  is  ordered  to  go,  and  by  negligent 
driving  does  an  injury,  the  master  is  responsible ;  but  if  he  takes 
a  carriage  without  permission,  and  employs  it  for  his  own  purpose, 
he  alone  is  answerable  for  any  injurious  consequences  which  arise 
during  bis  use  of  it.  The  alleged  infringement  of  the  plaintiff's 
patent  took  place  in  the  company's  works,  and  in  the  course  of 
the  performance  of  the  proper  duties,  in  which  the  workmen  were 
engaged.  Those  who  have  the  control  of  the  working  are  respon- 
sible for  the  act  of  the  subordinates,  and  it  is  not  sufficient  for 
them  to  order  that  the  work  shall  be  so  done  that  no  injury  shall 
be  occasioned  to  any  third  person.  That,  of  course,  must  be 
avoided,  whether  orders  to  that  effect  are  given  or  not ;  but  the 
directors  were  bound  to  take  care  that  their  orders  were  obeyed, 
and  if  there  was  a  violation  of  them,  whether  openly  or  secretly, 
they  are  liable  for  the  consequences." 

In  Montgomerie  v.  Patersmiy  (m)  a  case  decided  in  the  Court  of 
Session,  it  was  argued  that  the  mere  granting  of  licenses  to  third 
parties  to  infringe  a  patent  was  itself  an  infringement.  The  Court, 
however,  refused  to  adopt  this  view.  "  I  am  not  able  to  hold," 
said  Lord  Eyllachy,   ''that  a  patent  is  infringed  by  the  mere 

(h)  L.  R.  9  C.  D.  p.  859.  (I)  L.  R.  3  Ch.  p.  442.  (m)  11  R.  P.  0. 221, p.  287. 
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granting  of  licenses,  authorizing  or  permitting  third  parties  to 
use  the  patented  process  or  some  eqniyalent.  I  asked  at  the 
debate  whether  there  was  any  authority  for  this  proposition,  and 
it  was  admitted  that  none  coold  be  found.  In  the  absence  of 
such  authority,  I  do  not  feel  justified  in  holding  that  a  person 
who  does  no  more  than  give  another  a  license  to  infringe  a  third 
party's  patent  is  himself  an  infringer." 

At  the  same  time,  a  person  found  in  possession  of  infringing 
articles,  although  no  actual  user  can  be  proved  against  him,  will 
be  restrained  by  injunction  from  infringing  the  patent  in  question  ; 
his  possession  of  such  articles  raising  the  presumption  that  he 
intends  to  use  them,  (n) 

Letters  Patent  bind  the  Crown. — A  patent  has  to  all  intents  the 
like  effect  against  her  Majesty  the  Queen,  her  heirs  and  successors, 
as  it  has  against  a  subject,  (o) 

Formerly  letters  patent  were  read  with  an  exception  in  favour 
of  the  Grown,  that  being  the  general  rule  in  the  construction  of 
Crown  grants,  and  this  exception  was  held  to  extend  to  those 
acting  on  behalf  of  and  as  agents  for  the  Grown,  (p)  But  not  to 
contractors  carrying  out  a  contract  entered  into  with  a  public 
department  of  government,  iq) 

Though  the  Grown  is  now  as  much  bound  by  the  prohibition  in 
letters  patent  as  a  subject,  yet  for  the  protection  of  the  public 
service  it  has  been  enacted  that — 

**  The  officers  or  authorities  administering  any  department  of  the  service 
of  the  Crown  may  by  themselves,  their  agents,  contractors,  or  others,  at  any 
time  after  the  application  for  a  patent,  use  the  invention  for  the  services 
of  the  Crown  on  terms  to  be  before  or  after  the  use  thereof  agreed  on, 
with  the  approval  of  the  Treasury,  between  those  officers  or  authorities 
and  the  patentee,  or  in  default  of  such  agreement,  on  such  terms  as  may 
be  settled  by  the  Treasury  after  hearing  all  parties  interested."  (r) 

Intention  not  Material  to  Infringement— Considering  the  prin- 
ciples of  infringement  more  in  detail,  it  may  first  be  observed  that 
intention  or  mens  rea  is  no  necessary  ingredient  of  infringement. 
Whether  the  infringer  knows  or  not  that  he  is  infringing  the 
patentee's  monopoly  is  wholly  immaterial :  even  proof  that  he  did 

(n)  Adcdr  v.  Young,  12  0.  D.  18;  see,  200;  6  B.  ft  S.  257. 
also,  Tke  Untied  Telephone  Co.  y.  London  (q)  Dixon  v.  The  London  BmaU  Arme 

&  Oldbe  Telephone  Co.,  1  R.  P.  C.  117;  26  Co.,  L.  B.  10  Q.  B.  130 ;  1  Q.  B.  D.  884; 

0.  D.  766;  32  W.  B.  870.  L.  B.  1  App.  Oa.  632 ;  44  L.  J.  Q.  B.  63  ; 

(o)  Patenta  Act,  1888,  a.  27  (1).  46  L.  J.  Q.  B.  617. 

(pi)  Feather  y.  The  Queen,  35  L.  J.  Q.  B.  (r)  Patenta  Act,  1888,  a.  27  (2). 
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not  know  of  the  existence  of  the  monopoly  upon  which  he  has 
trespassed  will  not  in  itself  constitute  a  defence  to  an  action  of 
infringement. 

In  Heath  v.  Unwin,  («)  the  judges  in  the  Court  of  Exchequer 
had  at  one  time  expressed  a  contrary  opinion,  but  this  they  after- 
wards withdrew  when  the  case  came  before  the  House  of  Lords. 
''  In  delivering  the  judgment  of  the  Court  of  Exchequer  in  a  former 
stage  of  this  case/'  said  Parke,  B.,  in  giving  his  opinion  to  the 
House,  *'  I  stated  the  opinion  of  the  Court  to  be,  that  there  could 
be  no  indirect  infringement  if  the  defendant  did  not  intend  to 
imitate  at  all.  That  part  of  the  judgment  has  been  since  justly 
objected  to  in  Stevens  v.  Keating,  and  no  doubt  we  were  in  error 
in  that  respect.  There  may  be  an  indirect  infringement  as  well 
as  a  direct  one,  though  the  intention  of  the  party  be  perfectly 
innocent,  and  even  though  he  may  not  know  of  the  existence  of  the 
patent  itself."  {t) 

"We  think  it  clear,"  said  Wilde,  C.J.,  in  Stead  v.  Anderson, 
"that  the  action  (of  infringement)  is  maintainable  in  respect  of 
what  the  defendant  does,  not  what  he  intends."  (u) 

"  I  am  satisfied,"  said  Bramwell,  B.,  in  McCormick  v.  Gray, 
"  that  there  is  no  difference  between  making  a  thing  with  one 
intent  and  another.  If  a  man  may  do  a  thing  he  may  do  it  with 
whatever  intent."  (v) 

So,  too,  in  NobeVs  Explosives  Company  v.  Jones,  Lord  Blackburn 
pointed  out  that  to  support  an  action  of  infringement  it  was  not 
necessary  to  shew  that  what  was  complained  of  was  done  knowingly. 
"I  do  not  think  that  it  would  be  material,  in  order  to  support 
an  action  for  the  infringement  of  their  (the  plaintiffs')  property, 
to  shew  that  it  was  knowingly  infringed.  Whether  it  was  done 
knowingly  or  not,  it  would  equally  be  an  infringement  of  their 
property."  {w) 

"  The  right  of  the  patentee,"  said  Cotton,  L.J.,  in  Proctor  v. 
Bennis,  "does  not  depend  on  the  defendant  having  notice  that 
what  he  is  doing  is  an  infringement.  If  what  the  defendant  is 
doing  is,  in  fact,  an  infringement,  his  having  acted  bona  fde  and 
honestly  will  not  protect  him  from  an  injunction."  (x) 

(«)  13  M.  &  W.  598 ;  14  L.  J.  Ex.  166.  v.  Lavaior,  29  L.  J.  C.  P.  279 ;  PlimfUm 

(0  5  H.  of  L.  Oa.  p.  587 ;  25  L.  J.  C.  P.  v.  SpiUer,  4  C.  D.  288 ;  WiUman  v.  Oppen- 

p.  19.  heim,  27  0.  D.  260;   54  L.  J.  Ch.  56: 

(tt)  2  W.  P.  0.  156 ;  16  L.  J.  C.  P.  251.  Young  v.  BtrnnJOiol,  1  R.  P.  C.  29 ;  Qeary  ?. 

(r)  7  H.  &  N.  p.  39 ;  see,  also,  Newall  v.  NoHon,  1  De  G.  &  S.  9. 

Elliott,  13  W.  B.  p.  18 ;  10  Jur.  (N.  S.),  958.  (x)  L.  B.  36  C.  D.  p.  760 ;  4  R.  P.  C. 

(w)  8  App.  Oa.  p.  12 ;  50  L.  J.  Ch.  582 ;  357 ;  57  L.  J.  Ch.  22 ;  see,  alao,  Proelor  v. 

42  L.  T.  (N.  SO,  754;  eee,  also,  WaUon  Bailey,  6  R.  P.  0. 106. 
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Ambit  of  the  LiventioiL — ^Although  intention  is  no  part  of 
infringement^  and  the  wrongdoer  is  equally  liable  whether  he 
intends  to  invade  the  patentee's  monopoly  or  not,  there  can  be  no 
infringement  unless  that  monopoly  is  actually  invaded.  It  is, 
therefore,  necessary  in  every  case  of  alleged  infringement  to  first 
clearly  ascertain  what  the  limits  of  the  monopoly  claimed  are; 
in  other  words,  what  is  the  preserve  from  which  the  public  are 
fenced  off  by  the  prohibitory  words  of  the  grant,  for  unless  that 
is  trespassed  upon  there  is  no  infringement.  This  is  sometimes 
called  the  area  or  ambit  of  the  invention. 

Once  the  area  of  monopoly  is  defined  it  becomes  possible  to 
ascertain  whether  what  the  infringer  has  done  amounts  to  an 
invasion  of  the  rights  of  the  patentee.  Where  the  identical  thing 
of  which  the  patentee  has  the  monopoly  is  done,  the  infringement 
will  be  clear ;  but  in  most  cases  distinctions  and  differences  will  be 
found  to  exist,  (tf)  and  difficult  questions  will  sometimes  arise  as  to 
whether  what  is  done  amounts  to  independent  invention,  or 
conceals,  under  non-essential  differences,  a  substantial  identity  with 
the  protected  discovery. 

Essence  of  the  Invention  to  be  Ascertained. — In  such  cases  the 
Court,  having  ascertained  in  the  first  instance  the  ambit  of  the 
invention,  will  then  proceed  to  consider  what  is  its  essential  and 
characteristic  feature,  what,  to  quote  the  words  of  Lord  Cairns, 
is  its  "pith  and  marrow,"  for  unless  these  are  found  in  the 
alleged  infringement  there  will  be  no  invasion  of  the  patentee's 
monopoly.  But,  on  the  other  hand,  if  the  infringer  has  availed 
himself  of  these,  no  matter  how  disguised  and  concealed,  he  is 
a  trespasser  on  the  patentee's  monopoly,  and  liable  as  such,  for 
the  wrong  he  has  committed,  (z) 

"I  think,"  said  Bowen,  L.J.,  in  Hocking  y.  Hocking,  "it  will 
be  found  that  the  true  view  is  that  which  was  laid  down  in  the 
House  of  Lords,  and  which  has  been  acted  on  in  many  cases  : 
that  you  must  ask  yourself  whether  the  substance  and  pith  of 
the  invention  is  taken  substantially.  A  mere  addition  to  the 
original  machine  will  not  prevent  the  new  machine  from  being 
an  infringement ;  nor  will  diminishing  or  subtracting  this  or  that 
part  of  the  original  machine  necessarily  prevent  an  infringement 
of  it  from  taking  place.     Tou  must  recall  yourself,  after  making 

(y)  *"  No  infringer  of  patents  is  such  a      BowHand,  10  B.  P.  0.  p.  288. 
blunderer  at  the  work  of  infringing  as  to  (i )  See  Ihidgeon  t.  TftoiiMon,  8  App. 

go  and  make  a  thing  exactly  like  the      Ga.  39  (per  Loid  Onims,  C). 
patent."    Per  Esher,  M.R.,  in  Peekover  v. 

2e 


L. 
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allowance  for  the  subtraction,  to  the  question  whether  in  substance 
the  invention  has  been  borrowed. 

"  I  think  there  is  this  further  common-sense  maxim  to  be  borne 
in  mind,  and  that  is,  that  as  what  you  have  to  consider  is  not 
whether  there  has  been  an  improvement  on  the  old  machine,  bat 
whether  the  old  machine  has  in  fact  been  plundered,  you  must 
not  be  led  away  by  the  mere  terminology  which  the  patentee 
uses  in  describing  his  machine ;  for  example,  supposing  that  the 
addition  made  or  the  subtraction  made  is  one  which,  in  strict 
language,  prevents  the  original  terminology  of  the  patentee  from 
being  applicable  as  accurately  to  the  new  machine  as  it  would 
have  been  to  the  old  machine,  although  that,  I  think,  is  a  fact  to 
be  considered,  yet  it  is  not  the  determining  standard.  Tou  must 
still  go  back  and  ask  yourself,  not  what  the  machine  is  properly 
called  which  is  said  to  infringe,  but  what  it  is  in  substance,  and 
whether  it  has  in  substance  taken  the  invention  which  has  been 
described  in  the  patent.  That  seems  to  me  to  be  a  sensible  canon 
to  bring  to  bear  on  the  question  of  infringement."  (a) 

Identity  of  purpose,  not  of  name,  is  therefore  the  true  test  of 
infringement.  Things  may  be  called  by  the  same  name  and  yet 
perform  totally  different  functions  in  different  inventions.  "  This 
thing,"  said  Lord  Cottenham,  in  Cutler's  Patent,  "  may  be  called 
a  pin,  and  may  be  correctly  called  a  pin,  and  the  other  no  doubt 
may  be  called  a  pin,  but  it  is  not  because  they  go  by  the  same 
name  they  are  to  be  considered  as  identical ;  they  are  not  used  for 
the  same  purpose  in  any  one  respect."  (b) 

The  case  of  Dudgeon  v.  Thomson  (c)  affords  a  good  illustration 
of  the  importance  of  grasping  the  essence  of  the  invention  as  a 
test  of  infringement.  In  that  case  the  patent  was  for  a  new  or 
improved  expander  of  boiler  tubes.  The  apparatus  alleged  to  be 
an  infringement  consisted  of  three  rollers  in  the  form  of  tapering 
cylinders,  placed  together  round  a  central  cylinder,  which  by  its 
rotation  gave  motion  to  these  wedge-formed  tapering  cylinders. 
The  whole  operated  as  a  revolving  wedge  inserted  in  the  tube,  and 
caused  its  expansion  by  rotation.  The  plaintiff's  apparatus,  on 
the  other  hand,  consisted  of  cylindrical  rollers,  into  the  centre 
of  which  a  tapering  plug  was  introduced  as  an  expander,  which 
operated  on  the  tube  by  driving  out  these  cylinders,  and  so 
creating  a  heavy  continuous  pressure  on  the  inside  of  the  tube. 

(a)  Per  Bowen,  L.J.,  in   Hooking  r.  (6)  1  W.  P.  0.  427. 

Hocking,  4  R.  P.  0. 442, 443 ;  approved  by  (o)  L.  R.  8  App.  Ca.  42. 

Lord  WatsoA  in  S.  G.  6  R.  P.  0.  78. 
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The  House  of  Lords  being  of  opinion  that  the  essential  feature 
of  the  plaintiff's  indention  was  the  central  ping  creating  lateral 
pressure,  held  that  the  defendants  had  not  taken  the  essence  of 
the  indention,  and  that  their  apparatus  was  therefore  a  different 
mode  of  attaining  the  same  resolt,  and  no  infringement. 

Wider  Ambit  of  a  Mister  Pafteat — ^In  oonstroing  the  ambit  of 
an  invention  with  the  view  of  ascertaining  whether  what  a  defen- 
dant has  done  is  an  infringement  of  the  patent  rights,  the  Court 
will  deal  more  liberally  with  a  patent  for  a  pioneer  invention 
which  strikes  out  some  new  track  of  discovery  and  may  be 
described  as  a  master  patent,  than  with  an  invention  which  is 
in  the  nature  of  «n  improvement  and  the  subject-matter  of  which 
has  already  been  the  subject  of  prior  patents. 

"Where  the  thing  is  wholly  novel/'  said  Wood,  V.C-,  in  Curtis 
V.  Platt^  (d)  *'  and  one  which  has  never  been  achieved  before,  the 
machine  itself  which  is  invented  necessarily  contains  a  great 
amount  of  novelty  in  all  its  parts,  and  one  looks  very  narrowly 
and  very  jealously  upon  any  other  machines  for  effecting  the  same 
object,  to  see  whether  or  not  they  are  merely  colourable  con- 
trivances for  evading  that  which  has  been  done  before.  When 
the  object  itself  is  one  which  is  not  new,  but  the  means  only  are 
new,  one  is  not  inclined  to  say  that  a  person  who  invents  a 
particular  means  of  doing  something  that  has  been  known  to 
all  the  world  long  before  has  a  right  to  extend  very  largely  the 
interpretation  of  those  means  which  he  has  adopted  for  carrying 
it  iuto  effect.  .  .  .  One  looks  more  jealously  at  the  claims  of 
inventors  seeking  to  limit  the  rights  of  the  public  at  large  for 
effecting  that  which  has  been  commonly  known  to  all  the  world 
long  ago.  Of  course  no  patent  can  be  taken  out  for  effecting  this 
as  a  new  object,  but  only  for  effecting  it  by  a  new  means.  What 
those  means  may  be,  and  what  is  the  extent  of  a  claim  which  the 
patentee  has  a  right  to  insist  upon  as  to  those  means,  is  often  a 
matter  of  much  difficulty." 

So  likewise  in  Proctor  v.  Bennis,  (e)  the  same  distinction  was 
laid  down  by  Pry,  L.J.  "  It  appears  to  me  that  the  cases  and  the 
reason  of  the  case,  draw  a  broad  distinction  between  combinations 
which  are  old  as  regards  their  elements,  and  old  as  regards  the 
object  to  be  attained,  and  combinations  which  though  old  as 
regards  the  elements,  are  new  as  regards  the  mode  of  putting 
them  together,  and  new  as  regards  the  object  to  be  attained.  I 
think  that  a  comparison  of  what  was  said  in  Curtis  v.  Piatt,  where 

(d)  L.  B.  3  C.  D.  136,  n.  (e)  4  B.  P.  0.  p.  861. 
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a  broad  distinction  was  drawn  by  Lord  Hatherley  between  old  and 
new  objects,  with  what  was  said  by  Lord  Cairns  in  the  case  of 
Clark  V.  Adie  (/)  in  indicating  the  second  mode  (g)  in  which  the 
combination  might  be  infringed  in  that  case,  and  with  what  was 
said  by  the  present  Master  of  the  Bolls  in  the  case  of  Nordenfelt 
V.  Gardner,  (h)  goes  to  shew  that  there  is  a  broad  line  of  distinction 
to  be  drawn  between  cases  of  combination  for  an  old  object  and 
cases  of  combination  for  a  new  object,  and,  as  I  have  already  said, 
reason,  as  I  think,  goes  a  long  way  with  those  authorities." 

At  the  same  time,  the  Courts  will  not  constrae  the  ambit  of  a 
master  patent  so  widely  as  to  conflict  with  the  well-established 
rule  that  there  can  be  no  patent  for  a  principle.  .  For  even  where 
an  invention  attains  an  entirely  new  result,  the  Courts  will  not 
prevent  another  inventor  attaining  the  same  result  by  essentially 
different  means. 

Improvements  are  still  Infiringements. — It  affords  no  answer  to 
an  action  of  infringement  to  shew  that  the  article  or  process 
complained  of  is,  in  fact,  an  improvement  upon  the  plaintiff's 
patent,  if  the  original  invention  has  been  taken.  An  infringement 
which  embodies  improvements  is  none  the  less  an  infringement,  (t) 

''Although  the  respondents'  invention,"  said  Lord  Chelmsford 
in  Saxby  v.  Cflunes,  (j)  ''  is  a  decided  improvement  upon  the 
appellant's;  yet,  if  in  carrying  it  out  they  make  use  of  any  part 
of  the  appellant's  invention  to  which  his  patent  extends,  and  which 
is  new  and  material,  they  are  liable  for  an  infringement." 

"  If,"  said  Lord  Esher,  M.B.,  in  Needham  v.  Johnson,  (k)  "  the 
defendants  have  used  the  plaintiffs'  combination,  and  also  some- 
thing added  to  it,  that  combination  remaining  a  necessary  part 
of  their  machine,  but  the  addition  to  it  being  an  improvement, 
and  if  they  have  used  that,  but  without  acknowledgment,  that 
is  to  say,  without  acknowledgment  that  they  are  using  an  im- 
provement, that  would  be  an  infringement,  no  doubt  If  they  had 
invented  such  a  machine  as  I  have  described,  they  would  have 
been  entitled  to  take  out  a  patent,  not  for  that  machine,  as  a  new 
machine,  but  for  an  improvement  upon  the  plaintiffs'  machine. 
If  they  had  claimed  the  improvement  on  the  plaintiffs'  machine, 
they  could  not  use  their  improved  machine  without  paying  the 

(/)  2  App.  Ga.  820:  310 ;  Bu8$ea  v.  Lediom,  14  M.  &  W.  p.  581 : 

{g)  By  taking  the  esBential  oharaoter-  Bateman  v.  Oray,  Maor.  P.  0. 102 ;  Young 

iflticB.    See,  also,  Ineandeteent  Oas  Light  v.  Rosenthal,  1  B.  P.  G.  82,  83. 
Co,  V.  De  Mare,  13  B.  P.  C.  301,  559.  (j)  48  L.  J.  Ex.  241. 

ih)  1  B.  P.  C.  61.  (&)  1  B.  P.  C.  p.  53. 

(t)  See  NeUson  v.  Barford,  1  W.  P.  C. 
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proper  price  to  the  plaintififs  for  having  used  their  machine  althoagh 
improved.    If  they  used  it  without  paying,  they  would  infringe." 

''If  the  pith  and  marrow  of  the  invention  is  taken/'  said 
Bowen,  L.J.,  in  Wenhum  Gas  Company  v.  Champion  Gas  Com- 
pany, (t)  ''  it  is  no  excuse  to  say  that  you  have  added  something  or 
omitted  something,  even  if  the  addition  or  omission  be  useful  and 
valuable.  The  superadding  of  ingenuity  to  a  robbery  does  not 
make  the  operation  justifiable.  The  fact  that  that  new  lamp 
which  is  the  result  of  having  taken  the  invention  of  another  person 
is  an  improvement  upon  that  other  person's  idea,  does  not  excuse 
the  person  who  borrows  what  is  not  his." 

In  the  North  British  Bubher  Company  v.  Macintosh,  {m)  tlie 
patentee's  invention  (which  related  to  improvements  in  tyres  or 
rims  for  cycles)  was  the  combination  of  an  outside  flexible  tyre, 
that  could  easily  be  renewed  (because  it  was  not  in  itself  a  com- 
plete tube),  and  an  inside  complete  tube,  capable  of  inflation,  so 
that  when  the  inside  tube  was  inflated  the  flexible  tyre  was  kept 
on  to  the  grooved,  dove-tailed,  metal  tyre  by  the  pressure  of  the 
sides  of  the  flexible  tyre  against  the  groove.  The  defendants  had 
taken  the  plaintifTs  invention,  subject  to  the  following  alterations. 
They  had  increased  the  size  of  the  outside  flexible  tyre  and  the 
thickening  of  its  edges,  also  the  dove-tailing  of  the  metal-grooved 
tyre,  so  as  to  give  a  greater  grip,  and  to  render  it  more  difficult 
for  the  flexible  tyre  to  be  forced  out  of  the  mouth  of  the  groove. 
With  these  alterations  they  were  able  to  employ  for  their  inflatable 
inside  tubes  a  more  elastic  tube,  viz.  one  made  wholly  of  india- 
rubber,  instead  of  one  composed  of  cloth  and  indiarubber  com- 
bined, as  mentioned  in  the  plaintififs'  specification.  ''Take  it," 
said  Bomer,  J.,  in  holding  this  to  be  an  infringement,  '*  that  so 
far  as  the  patentee  is  concerned,  he  has  indicated,  by  the  reference 
to  the  cotton,  that  he  does  not  contemplate  his  inside  tube  being 
too  elastic,  or  being  made  wholly  without  cotton ;  and  then  suppose 
a  man  subsequently  finds  that  by  much  increasing  the  grip  referred 
to  in  the  patent,  he  can,  without  risk  of  blowing  out  the  outside 
tyre,  make  the  inside  tube  more  elastic  than  the  patentee  thought, 
and  wholly  drop  the  cotton.  Would  this  enable  him  with  impunity, 
and  without  being  considered  an  infringer,  to  take  and  use  the 
whole  of  the  patentee's  invention,  so  long  as  he  employed  the 
increased  grip,  and  the  more  elastic  inside  tube?  I  think  not. 
He  would  still  be  taking  and  using  the  essence  of  the  invention 
(of  that  which  was  patented),  and  would  be  an  infringer,  though 

(0  9  B.  P.  C.  49,  p.  66.  (m)  11  B.  P.  C.  477. 
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his  particular  tyre  might  be  an  improvement  of  that  precisely 
indicated  by  the  patentee  in  the  body  of  his  specification."  (n) 

Where,  therefore,  a  patentable  improvement  upon  an  existing 
patent  is  discovered  by  some  person  other  than  the  patentee,  such 
person,  although  not  precluded  by  the  prior  invention  from  patent- 
ing his  discovery,  cannot,  if  his  use  thereof  is  dependent  on  the 
use  as  well  of  that  prior  invention,  put  his  discovery  into  practice 
during  the  term  of  the  original  patent  without  the  license  of  the 
original  patentee,  (o) 

If  modifications  which  improve  a  patented  invention  do  not 
excuse  its  use  by  an  unauthorized  person,  a  fortiori,  alterations 
which  make  it  worse  will  not  do  so.  (p) 

"  It  is  not,"  said  Mathew,  J.,  in  Cheeiham  v.  NuthaU,  (q) 
''  because  an  inferior  article  is  produced  that  there  has  not  been 
an  infringement  of  the  patent." 

Where  detrimental  variations  are  introduced  for  no  good 
purpose  the  Court  will  conclude  that  they  are  merely  adopted  to 
conceal  the  piracy  and  prevent  its  becoming  apparent,  (r)  A 
clumsy  imitation  is  none  the  less  an  infringement  because  it  is 
an  inferior  copy.  («) 

lofringement  by  Taking  a  Part  of  the  Invention. — It  is  not 
necessary  to  constitute  infringement  of  a  patent,  that  all  that  is 
claimed  by  the  patentee  should  be  taken.  Taking  any  essential 
part  of  the  invention  is  an  infringement  of  the  monopoly. 

''All  that  has  to  be  looked  at  in  questions  of  infringement," 
said  Pollock,  G.6.,  in  Newton  v.  the  Grand  Junction  Railway 
Company,  (t)  "  is  whether  the  defendant  has  pirated  a  part  of  that 
to  which  the  patent  applies."  ''If  part  of  the  property  in  the 
invention  is  taken,"  said  Lord  Blackburn,  in  Dudgeon  v.  Thomson, 
"  there  is  an  infringement,  however  much  that  may  be  disguised 
or  sought  to  be  hidden.  If  that  is  detected  by  the  patentee,  and  if 
what  is  taken  is  really  part  of  his  property  given  to  him  by  the 
letters  patent,  he  has  a  right  to  proceed  against  the  infringer, 
however  ingeniously  the  colours  may  have  been  contrived  to  conceal 
the  fact  that  there  has  been  a  taking  of  part  of  the  property."  (u) 

(n)  11  B.  P.  0.  p.  488.  (q)  10  B.  P.  C.  333. 

(o)  Per  Tindal,  G.  J.,  in  Crane  v.  Price,  (r)  Per  Lords  Halsbary  and  Bramwell, 

1    W.  P.  0.  410 ;   see,  also,  Harmar   v.  in  Moore  v.  Thompeon^  supra. 

Playne,  11  East,  111;  Lewie  y.  Davie,  8  (<)  Crampion y. PaUnt  Inve$lmente Co,, 

C.&P.502;  Ex  parU  Fox,  I  W.  P.  0.4:^1.  6  B.  P.  0.  287. 

As  to  compulsory  licenses,  see  ante,  p.  849.  (<)  5  Ex.  p.  334 ;  see,  also,  Hinde  t. 

(p)  See  Moore  v.  Thompeon,  7  B.  P.  0.  Oebome,  1  B.  P.  0. 64. 

pp.  334,  335.  (tt)  3  App.  Oa.  p.  53. 
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''  Tou  not  only  have  no  right  to  steal  the  whole/'  said  James, 
T,C.,  in  Parkes  v.  Stevens,  (v)  "  but  you  have  no  right  to  steal  any 
part  of  a  man's  invention;  and  the  question  in  every  case  is  a 
question  of  fact — Is  it  really  and  substantially  a  part  of  the  in- 
vention ?  " 

"Ho  lofringemeiLt  to  take  Part  where  a  CombinatioiL  only  is  claimed. 
— ^Where,  however,  the  patent  is  for  a  combination  merely,  and 
none  of  the  component  parts  are  claimed  separately,  it  is  no 
infringement  to  take  one  of  such  parts.  For  parts  which  are  not 
claimed  are  not  protected,  (w)  Thus,  in  Parkes  v.  Stevens,  (x)  the 
plaintiff  claimed  generally  a  special  arrangement  and  combination 
of  parts  in  the  making  of  railway  lamps.  One  of  the  elements  in 
the  plaintiff's  combination  was  a  spherical  sliding  door.  The 
defendant  put  a  similar  door  into  his  own  lamp,  and  was  held 
entitled  to  do  so,  as  this  was  no  infringement  of  the  combination, 
which  alone  was  the  subject  of  the  plaintiffs  claim,  (y) 

In  considering  whether  or  not  a  patent  which  is  alleged  to  have 
been  infringed  is  for  a  combination  only,  it  is  not  material  to  ask 
whether  the  word  combination  occurs  in  the  specification.  Dealing 
with  this  contention  in  Proctor  V.  Bennis,  Cotton,  L.J.,  said:(^)  "  The 
argument  that  a  man  who  claims  the  use  of  certain  mechanical 
means  in  connection  with  certain  other  things  does  not  claim  a 
combination,  to  my  mind  really  requires  no  answer.  A  combina- 
tion is  the  use  of  certain  things  in  connection  with  others  to 
produce  a  machine,  and  that  is  what  is  here  claimed.*' 

Where  taking  Part  of  a  Combination  is  Infringement. — Although 
to  infringe  a  combination  patent  it  must  generally  be  shewn  that 
all  essential  parts  have  been  taken,  there  are  cases  where  the 
taking  of  a  part  only  of  the  combination  may  be  an  infringement 
of  the  patentee's  monopoly.  This  will  be  so  when  the  inventor 
claims,  not  only  the  whole  combination,  but  also  separate  parts  of 
it  as  independent  entities.  Where  this  is  so,  the  taking  of  any 
part  so  claimed  will  constitute  an  infringement  of  the  patent. 
This  form  of  infringement  was  lucidly  explained  as  follows  by 
Lord  Cairns,  C,  in  dealing  with  a  patent  for  a  mechanical 
apparatus  in  Clark  v.  Adie :  (a)  "  But  there  is  a  third  way  in  which 
it  is  possible  to  conceive  an  infringement  of  a  patent  of  the  kind 
to  which  I  have  referred.    Inside  the  whole  invention  there  may 

(v)  L.  R.  8  Eq.  p.  367 ;  38  L.  J.  Ch.  (y)  See,  aUo,  White  v.  Fenn$,  15  W.  B. 

p.  681 .  348 ;  15  L.  T.  (N.  S.),  505. 

(w)  DameB  v.  Townaend,  16  B.  P.  C.  497.  («)  4  B.  P.  0.  p.  352. 

(a?)  L.  B.  8  Eq.  358;  5  App.  Ca.  36;  (o)  L.  B.  2  App.  Oa.  315;  46  L.  J.  Ch. 

38  L.  J.  Ch.  627.  588. 
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be  that  which  is  a  minor  invention,  and  which  does  not  extend  to 
the  whole,  but  forms  only  a  subordinate  part  or  integer  of  the 
whole.  Now  again,  that  subordinate  integer  may  be  a  step  or  a 
number  of  steps  in  the  whole,  which  is,  or  are,  perfectly  new,  or 
the  subordinate  integer  may  not  consist  of  new  steps,  but  may 
consist  of  a  certain  number  of  steps  so  arranged  as  to  form  a  novel 
combination  within  the  meaning  which  is  attached  by  the  patent 
law  to  the  term  combination.  Suppose  that  in  a  patent  you  have 
a  patentee  claiming  protection  for  an  invention  consisting  of  parts 
which  I  will  designate  as  A,  B,  C,  and  D.  He  may  at  the  same 
time  claim  that  as  to  one  of  those  parts,  D,  it  is  itself  a  new  thing, 
and  that  as  to  another  of  those  parts,  G,  it  is  itself  a  combination 
of  things  which  were  possibly  old  in  themselves,  but  which,  put 
together  and  used  as  he  puts  together  and  uses  them,  produce  a 
result  so  new  that  he  is  entitled  to  protection  for  it  as  a  new 
invention.  In  a  patent  of  that  kind  the  monopoly  would  or  might 
be  held  to  be  granted,  not  only  to  the  whole  and  complete  thing 
described,  but  to  those  subordinate  integers  entering  into  the 
whole,  which  I  have  described.  But  then  the  invention  must  be 
described  in  that  way ;  it  must  be  made  plain  to  ordinary  appre- 
hension, upon  the  ordinary  rules  of  construction,  that  the  patentee 
has  had  in  his  mind,  and  has  intended  to  claim  protection  for, 
those  subordinate  integers,  and,  moreover,  he  is,  as  was  said  by 
the  Lords  Justices,  at  the  peril  of  justifying  those  subordinate 
integers  as  themselves  matters  which  ought  properly  to  form  the 
subject  of  a  patent  of  invention." 

All  the  Parts  of  a  Combination  need  not  be  taken  to  constitute 
Infringement — ^Where  the  patentee  claims  only  a  combination,  the 
combination  itself,  and  not  the  parts  composing  it,  constitutes  the 
invention.  The  true  test  of  infringement,  therefore,  in  such  case 
is  not  whether  all  the  component  parts  have  been  taken,  but 
whether  the  essence  of  the  combination  as  a  whole  has  been 
taken. 

Thus,  any  substantial  union  of  the  essential  parts  for  the  same 
object  will  be  an  infringement,  even  where  all  the  parts  have  not 
been  taken  or  where  mechanical  equivalents  have  been  substituted 
for  some  of  them,  (b) 

In  Harrison  v.  Anderston  Foundry  Company y  (c)  Lord  Penzance 
said :  "  The  case  of  Lister  v.  Leather  has  been  cited  and  commented 
upon  as  an  authority  for  the  proposition  that  a  patent  for  a 
combination  covers  and  protects  all  subordinate  combinations  or 

(&)  Omond  ▼.  EirMt,  2  R.  P.  G.  265.  (o)  1  App.  Ga.  593. 
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parts,  or  at  least  snch  of  them  as  are  '  new  and  material.'  It  is 
plain,  however,  that  that  case  did  not  go  this  length.  It  decided 
nothing  more  than  this,  that  though  the  patent  is  for  a  com- 
bination, it  does  not  follow  that  there  can  be  no  infringement  of 
it  unless  every  part  of  that  combination,  without  exception,  is 
pirated.  What  the  Court  said  was  that  the  taking  of  a  subordinate 
part  or  parts  of  the  combination  might  be,  not  that  it  necessarily 
would  be,  an  infringement  of  the  patent;  and  that,  whether  it 
would  be  so  or  not,  depended,  as  the  Court  of  Error  said,  *  Upon 
what  the  parts  taken  were,  how  they  contributed  to  the  object  of 
the  invention,  and  what  relation  they  bore  to  each  other.'  This 
only  amounts  to  saying  that  on  a  question  of  infringement  the 
essential  nature  of  the  invention  will  be  regarded  ;  and  that  there 
may  be  cases  in  which,  though  the  patent  is  for  an  entire  combina- 
tion of  numerous  parts,  a  collusive  imitation  of  that  invention  may 
be  effected  though  some  detail  of  the  combination  is  omitted  or 
changed,  which  is  a  doctrine  familiar  enough  in  patent  law." 

The  argument  that  an  alleged  infringement  of  a  combination 
was  no  infringement  because  it  differed  from  the  plaintiff's  com- 
bination, both  by  additions  and  omissions,  was  discussed  by  the 
Court  of  Appeal  in  Proctor  v.  Bennis,  "  In  my  opinion,"  said 
Cotton,  L.J.,  in  that  case,  {d)  ^'additions  and  omissions  may  be  very 
material  in  considering  whether  in  fact  the  machine  of  the 
defendant  is  a  taking  of  the  machine  of  the  plaintiff,  that  is  to  say, 
an  infringement  of  the  combination  which  the  plaintiff  claims ;  but 
if  that  is  not  so,  then  the  mere  fact  that  there  are  certain  parts 
omitted  or  certain  parts  added,  if  he  really  has  taken  the  substance 
and  essence  of  the  plaintiff's  combination,  cannot  prevent  his 
machine  from  being  an  infringement  of  the  plaintiff's." 

In  Osmond  v.  Hirst,  (e)  a  marking  apparatus,  in  which  the 
colouring  matter  was  communicated  to  the  marking  wheel  by 
contact  with  another  wheel  or  disc  revolving  in  a  tank  charged 
with  colouring  matter,  was  held  to  be  infringed  by  a  similar  com- 
bination in  which  the  function  of  the  rotating  disc  was  performed 
by  a  revolving  brush. 

In  Laine  v.  Herold,  (/)  a  patent  for  a  chemical  compound  for 
killing  beetles  was  held  to  be  infringed  by  the  use  of  a  similar 
compound,  with  immaterial  additions,  for  the  same  purpose. 

In  NordenfeU  v.  Gardner,  {g)  it  was  alleged  that  the  defendants 

(d)  4  B.  P.  0.  p.  354 ;  57  L.  J.  Oh.  (/)  9  R.  P.  0.  447. 

p.  19.  Cg)  1B.P.  C.  61. 

(fl)  2  R.  P.  0.  265. 
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had  infringed  the  plaintiff's  patent  by  taking  two  of  its  subordinate 
combinations.  The  patent  was  for  an  improved  battery  gun,  of 
which  the  defendants  were  said  to  have  taken  the  feeding  apparatus 
and  the  magazine.  The  case  was  tried  before  Huddleston,  B., 
without  a  jury,  who  ordered  an  injunction.  On  appeal  this  decision 
was  reversed,  the  Court  of  Appeal  holding  that  the  patent  had  not 
been  infringed. 

In  his  judgment.  Lord  Esher,  M.B.,  construing  the  specifica- 
tion, said :  (h)  *'  That  seems  to  me  to  claim  the  feeding  apparatus 
as  a  combination,  and  to  claim  the  combination,  and  the  com- 
bination alone.  If  that  be  so,  how  can  such  a  combination  be 
infringed?  The  machine  which  is  challenged  may  have  that 
combination  actually  without  any  variance  at  all.  If  so,  it  is 
obvious  that  the  challenged  machine  is  an  infringement.  Or  it 
may  have  that  combination  with  some  alteration.  The  alteration 
of  a  combination,  as  it  seems  to  me,  may  be  by  addition,  or  sub- 
traction, or  substitution,  of  parts.  Any  one  of  those  alters  the 
combination.  If  the  alteration,  whether  it  be  by  addition,  or  sub- 
traction, or  substitution,  be  merely  colourable,  then  the  two 
machines  are  substantially  the  same ;  and,  in  any  case,  notwith- 
standing such  colourable  alteration,  there  may  be  an  infringement. 
An  alteration  by  addition  may  be  an  improvement,  but  then  that 
will  leave  the  whole  of  the  original  combination,  and  add  some- 
thing to  it.  If  such  an  alteration  of  the  combination  be  made,  it 
seems  to  me  that  no  new  patent  can  be  made  with  regard  to  the 
new  machine,  except  by  claiming  the  invention  as  an  improve- 
ment, and  by  shewing  distinctly  what  the  addition  is,  so  as  to 
shew  what  the  improvement  is.  An  alteration  by  subtraction,  if 
it  were  more  than  a  colourable  subtraction,  would,  as  it  seems  to 
me,  alter  the  combination.  It  would  not  be  a  combination  of  the 
same  things ;  it  would  be  a  combination  of  different  things ;  and 
if  the  combination  were  altered  by  a  material  subtraction,  I  should 
think  that  it  was  a  new  combination.  But  an  alteration  by  sub- 
stitutes, that  is,  by  substitution  of  one  of  the  material  elements  of 
the  original  combination,  must,  to  my  mind,  be  a  new  combina- 
tion. The  second  combination,  then,  is  a  combination  of  different 
things  from  the  first.  There  is  a  taking  away  of  one  of  the 
elements,  and  a  material  element  of  the  old  combination,  and  a 
putting  in  of  a  new  material  element  which  is  different  from  any 
of  the  elements  of  the  former." 

Although  it  is  not  necessary  that  all  the  parts  of  a  combination 

(h)  1  R.  P.  C.  p.  65. 
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should  be  foand  in  an  infringement,  it  is  necessary  that  all 
the  essential  parts  should  be  taken ;  for  the  omission  of  even  one 
essential  factor  constitutes  the  remaining  ingredients,  in  fact,  a 
new  combination ;  and  the  granting  of  a  patent  for  one  combina- 
tion does  not  preclude  another  inventor  attaining  the  same  end,  by 
a  simpler  combination,  with  fewer  ingredients.  Indeed,  some  of 
the  most  meritorious  inventions  have  consisted  in  the  discovery 
that  a  well-known  commercial  result  could  be  attained  with  the 
omission  of  some  ingredient,  or  without  the  necessity  of  some  step, 
previously  believed  to  be  indispensable. 

Applying  this  principle  in  Owynne  v.  Drysdale,{i)  the  Lord 
President  of  the  Court  of  Session  said :  ''  I  am  not  to  be  under- 
stood as  saying  that  an  infringer,  by  merely  omitting  some 
immaterial  part  of  the  mechanism  described  in  the  specification, 
or  substituting  for  such  immaterial  part  some  mechanical  equiva- 
lent, will  escape  conviction  if  his  machine  contains  all  the  essential 
and  characteristic  features  of  the  patented  combination.  But,  if 
in  the  machine  of  an  alleged  infringer  any  material  part  of  the 
patented  combination  is  omitted,  then  the  combination  used  by 
the  alleged  infringer  is  a  different  combination  from  that  of  the 
patentee.  The  omission  of  one  material  part  may  be  an  improve- 
ment, or  the  reverse.  The  possibility  of  dispensing  with  it  may  be 
a  valuable  discovery,  or  the  omission  may  be  made  merely  for  the 
purpose  of  avoiding  an  infringement ;  but,  in  either  case,  the  com- 
bination of  the  patentee,  minus  an  essential  part  of  it,  is  no  longer 
his  combination." 

In  Needham  v.  Johnson,  {j)  the  plaintiff's  patent  was  for  improve- 
ments in  machinery  for  depurating  fluids.  The  object  of  the 
invention  was  described  as  being  the  employment  of  paper  as  a 
filtering  medium  under  high  pressure.  The  patentee's  second 
claim  claimed  "  forming  continuous  supply-and-discharge  conduits 
by  simple  contact  of  the  frames  substantially  as  described  and 
shewn."  The  plaintiff's  conduits  (for  supply  and  discharge)  were 
continuous  pipes  with  holes.  The  defendant's  had  a  continuous 
discharge-pipe  with  holes,  but  they  had  not  a  continuous  supply- 
pipe.  Instead,  they  had  a  series  of  holes,  or  perforations,  placed 
so  that  the  liquid  passed  through  them  in  columns,  as  liquid 
would  pass  through  a  pipe.  In  the  abstract  the  contrivances 
looked  the  same,  but  when  the  purpose  of  the  patentee  was  borne 
in  mind,  the  difference  became  apparent ;  for  the  defendant's  series 
of  holes  could  not  be  used  for  the  purposes  of  a  paper-filter  at  all. 

(t)  8  B.  p.  C.  65.  (j)  1  R.  p.  C.  48,  1884. 
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Lopes,  L.J.,  having  held  at  the  trial  that  the  defendant  had 
infringed,  the  Court  of  Appeal  reversed  this  decision.  Lord 
Esher,  M.R,  said:(t.a.)  ''Can  these  frames  (in  the  defendant's 
apparatus),  which  form  a  passage  of  successive  holes  at  the 
necessary  distance,  which  may  be  a  considerable  distance,  can 
they,  in  any  ordinary  sense  of  the  word,  be  said  to  form  a  physical 
or  mechanical  conduit  or  pipe  through  which  anything  is  to  pass  ? 
They  conduct  the  liquid  so  that  it  forms  a  hydrostatic  column. 
They  do  that ;  but  do  they  do  that  by  making  themselves  into  a 
conduit  or  pipe  ?  I  come  to  the  conclusion  that  they  do  not,  and 
that,  therefore,  in  the  centre  of  the  defendant's  machine  there  is 
not  a  physical,  mechanical  conduit  or  pipe,  or  anything  which  is 
only  colourably  different  from  that.  If  so,  one  of  the  essential 
elements  of  the  plaintiff's  combination  is  not  used  in  the  defendant's 
machine,  and  something  else  is  used  which  is  necessary  for  the 
defendant's  machine,  that  is,  something  which  is  not  a  conduit, 
because  if  it  were  a  conduit  in  the  defendant's  machine,  if  it  were 
a  physical  conduit  caused  by  the  impact  of  the  two  things  together, 
the  defendant's  machine  would  not  work.  ...  It  seems  to  me 
that,  under  those  circumstances,  the  combination  in  the  defendant's 
machine  is  not  the  same  as  the  combination  in  the  plaintiff's 
machine." 

Infringement  by  Colourable  Variations. — The  infringer  of  a 
patented  invention  does  not  usually  take  the  invention  in  all  its 
details,  variations  are  generally  introduced  to  disguise  the 
piracy,  (Jc)  and  it  is  always  a  question  of  degree  as  to  whether 
such  variations  constitute  differences  sufficiently  substantial  to 
negative  infringement.  Mere  trifling  differences,  alterations  in 
non-essential  details,  will  not,  however,  protect  an  infringer. 

The  law  upon  this  was  well  laid  down  to  the  jury  by  Tindal, 
C.J.,  in  Walton  v.  Potter. (I)  "Where  a  party  has  obtained  a 
patent  for  a  new  invention  or  a  discovery  he  has  made  by  his  own 
ingenuity,  it  is  not  in  the  power  of  any  other  person,  simply  by 
varying  in  form  or  in  immaterial  circumstances  the  nature  or 
subject-matter  of  that  discovery,  to  obtain  either  a  patent  for  it 
himself  or  to  use  it  without  the  leave  of  the  patentee,  because  that 
would  be  in  effect,  and  in  substance,  an  invasion  of  the  right. 
And,  therefore,  what  you  have  to  look  at  upon  the  present  occasion 
is,  not  simply  whether  in  form  or  in  circumstances— that  may  be 
more  or  less    immaterial — that  which    has    been  done   by  the 

(k)  See  Lord  Eeher,  M.R.,  in  Peehover  (I)  1  W.  P.  C.  686,  587. 

T.  Boufland,  10  R.  P.  0.  238. 
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defendants  varies  from  the  specification  of  the  plaintiff's  patent, 
but  to  see  whether  in  reality,  in  substance,  and  in  effect  the  defen- 
dants have  availed  themselves  of  the  plaintiff's  invention." 

Where,  to  the  eye,  the  two  things  are  so  similar  that  it  is 
necessary  to  search  carefully  to  discover  differences,  a  strong 
prima  facie  case  of  infringement  is  at  once  made  out.  But  such 
prima  facie  case  may,  on  further  examination  and  comparison,  be 
rebutted  by  the  discovery  of  some  essential  difference,  (m) 

In  Plimpton  v.  Malcolmson,  (n)  the  defendant  took  the  plaintiff's 
invention  bodily,  excepting  one  detail,  which  he  varied  for  the 
worse  by  substituting  a  fixed  steel  spring  for  a  rubber  spring 
or  buffer,  which  could  be  tightened  or  loosened  as  required,  and 
this  was  held  a  clear  infringement.  So,  too,  in  Hinde  v. 
Osborne,  (o)  the  substitution  of  a  flexible  wire  for  a  pin  pivot  was 
held  an  infringement ;  in  Osmond  v.  Hirst,  (j>)  the  substitution  of  a 
revolving  brush  for  a  rotating  disc ;  and  in  Macdonald  v.  Fraser, 
the  adoption  of  an  air-pump  in  place  of  bellows,  (q) 

Infringement  by  Substitution  of  Equivalents. — Where  the  in- 
fringer takes  the  substance  of  the  patented  invention,  but  varies 
the  form  by  omitting  certain  parts  and  introducing  elements 
known  to  be  equivalents  for  the  parts  so  omitted,  he  is  said  to 
infringe  by  the  substitution  of  mechanical  or  chemical  equivalents. 

Discussing  infringement  by  mechanical  equivalents  in  Dudgeon 
V.  Thomson,  (r)  Lord  Cairns,  C,  said :  "  Now,  my  lords,  what  I 
understand  by  that  is  this,  if  there  is  a  patented  invention,  and 
if  you,  the  defendant,  are  found  to  have  taken  that  invention,  it 
will  not  save  you  from  the  punishment  or  from  the  restraint  of  the 
Court  that  you  have  at  the  same  time  that  you  have  taken  the 
invention,  dressed  it  up  colourably,  added  something  to  it,  taken, 
it  may  be,  something  away  from  it,  so  that  of  the  whole  of  it  may 
be  said,  as  is  said  in  this  injunction,  here  is  a  machine  which  is 
either  the  plaintiff's  machine  or  differs  from  it  only  colourably. 
But,  underlying  all  that,  there  must  be  a  taking  of  the  invention 
of  the  plaintiff.  There  used  to  be  a  theory  in  this  country  that 
persons  might  infringe  upon  the  equity  of  a  Statute ;  if  it  could 
not  be  shewn  that  they  had  infringed  the  words  of  a  Statute  it 
was  said  that  they  had  infringed  the  equity  of  the  Statute,  and 
I  know  there  is,  by  some  confusion  of  ideas,  a  notion  sometimes 

(m)  See   Jessel,   M.B.,  in    Thom   v.  (p)  2  B.  P.  G.  265. 

Worthing  Skating  Rink  Co.,  6  C.  D.  417,  n.  (j)  10  B.  P.  0.  386 ;  11  B.  P.  0. 169. 

(n)  3  C.  D.  531 ;  45  L.  J.  Ch.  605.  (r)  3  App.  Ca.  34 ;  Bee  pp.  44,  45. 
(o)  1  B.  P.  C.  221 ;  2  B.  P.  0. 64. 
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entertained  that  there  may  be  something  like  an  infringement  of 
the  equity  of  a  patent.  My  lords,  I  cannot  think  that  there  is  any 
sound  principle  of  that  kind  in  our  law ;  that  which  is  protected  is 
that  which  is  specified,  and  that  which  is  held  to  be  an  infringe- 
ment must  be  an  infringement  of  that  which  is  specified.  But 
I  agree  it  will  not  the  less  be  an  infringement  because  it  has  been 
coloured  or  disguised  by  additions  or  subtractions,  which  additions 
or  subtractions  may  exist  and  yet  the  thing  protected  by  the 
specification  be  taken*  notwithstanding." 

Lutances  of  Mechanical  Equivalents. — The  following  cases  illus- 
trate infringement  by  mechanical  equivalents. 

In  Murray  v.  Clayton^  («)  the  plaintiflfs  machine,  which  was  an 
improved  apparatus  for  the  making  of  bricks,  was  so  contrived  as 
to  cut  by  the  reciprocating  action  of  a  vertical  wire  from  clay 
delivered  on  the  table  of  the  machine  a  strip  long  enough  to  make 
twelve  bricks.  This  strip  of  clay  was  then  pushed  forward  by  the 
action  of  the  machine  against  a  series  of  fixed  wires  which  divided 
it  into  separate  bricks  of  the  proper  dimensions.  The  defendants 
in  their  machine  effected  the  first  operation  by  a  wire  acting  not 
vertically  but  radially,  and  the  second  by  passing  the  wires 
through  the  clay  by  the  action  of  a  movable  frame  in  which  they 
were  set. 

In  holding  this  to  be  an  infringement,  James,  L. J.,  said :  **  It 
appears  to  me  that  the  defendants  have  simply  made  transposi- 
tion, that  is,  that  instead  of  moving  the  clay  against  the  wires 
they  have  made  the  wires  move  against  the  clay.  It  appears  to 
me  that  what  Mr.  Pole  has  said  on  the  subject  in  his  evidence  is 
perfectly  accurate.  He  describes  the  details  of  what  is  done  by 
the  plaintiff's  machine,  and  what  is  done  by  the  defendant's 
machine,  and  he  says  this  amounts  simply  to  inverting  the 
relative  motions  of  the  parts  in  regard  to  each  other,  the  essential 
action  and  the  result  produced  being  identical  in  the  two  cases. 
That  is  exactly  the  case  of  a  colourable  variation.  This  machine, 
which  was  made  by  the  defendants  after  they  had  seen  the 
plaintiff's  machine  in  use,  effects  the  same  object ;  but  according 
to  the  evidence  (which  is  not  contradicted)  it  effects  it  by  an 
enormously  greater  expenditure  of  power,  as  to  which  we  may 
refer  to  the  language  of  Lord  Hatherley  in  Daw  v.  Eley,  {t)  to 
the  effect  that  a  clumsy  imitation  of  a  patented  machine  or  a 
patented  article  may  be  an  infringement  although  it  is  not  such  as 
would  have  been  an  anticipation  defeating  the  plaintiff's  right."  (u) 

(«)  L.  R.  7  Oh.  670.  (t)  L.  B.  3  Eq.  496.  (u)  L.  R.  7  Ch.  p.  585. 
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In  Ehrlich  v.  IhUe,  (v)  the  plaintiff's  invention  (a  form  of  hand 
organ)  consisted  in  the  combination  of  a  stationary  wind  chest 
and  a  circular  rotating  music  sheet,  which,  by  reason  of  perfora- 
tions it  contained,  operated  as  it  revolved,  upon  levers  attached 
to  the  fixed  mechanism,  and  so  produced  the  music.  The  de- 
fendants adopted  the  plaintiff's  idea,  but  inverted  the  functions 
of  the  parts,  by  making  the  music  sheet  a  fixture,  and  causing  the 
wind  chest  and  mechanism  to  rotate  beneath  it.  This  was  held 
a  dear  infringement,  (w) 

In  M088  V.  Malings,  (x)  the  invention  was  a  method  of  securing 
a  firmer  grip  on  the  handles  of  tennis  racquets.  The  patentee 
attained  tiiis  result  by  longitudinal  grooves  on  the  opposite  sides 
of  the  handle,  the  defendants  by  building  up  protuberances  along 
the  handle  at  intervals.  It  was  contended  that  this  was  a  new 
idea,  and  no  infringement.  On  this  North,  J.,  said :  ''  It  is  clear 
to  my  mind  that  if  the  plaintiff's  is  a  good  patent,  this  is  an 
infringement  of  it,  and  for  this  reason.  The  new  idea,  when 
carried  out  in  the  handle,  is  an  extension  of  surface  for  grasping 
by  the  hand,  coupled  with  the  making  of  certain  parts  raised  and 
certain  parts  depressed,  so  as  at  the  same  time  to  give  a  greater 
surface,  and  to  give  greater  holding  power,  or,  in  other  words, 
to  enable  you  to  hold  it  equally  tightly  with  less  pressure  from  the 
hand  at  the  time.  ...  A  suggestion  has  been  made  that  there  is 
a  difference  in  this  way,  that  what  the  plaintiff  has  done  has  been 
simply  to  take  what  you  call  a  solid  handle  and  groove  out  certain 
indentations  in  it,  whereas  the  defendant's  is  totally  different, 
because  he  has  taken  what  I  call  again  a  solid  handle,  and  he  has 
built  up  certain  ribs  or  put  certain  protuberances  upon  it.  The 
result  in  both  is  the  same;  there  are  alternate  elevations  and 
depressions,  and  whether  those  are  produced  by  cutting  out  the 
intervening  bits,  or  building  up  the  ribs  so  as  to  leave  holes  between 
the  two,  seems  to  me  entirely  immaterial."  (y) 

In  the  United  Telephone  Company  v.  Bassano,  {z)  the  plaintiffs 
patent  claimed  the  ^combination  for  telephonic  purposes  of  a  dia- 
phragm or  tympan  with  tension  regulators  operating  in  a  closed 
circuit     The  essence  of  the  invention  was  a  vibrating  plate  or 
substance  to  be  operated  upon  by  the  human  voice,  and  which  in 

(«)  4  B.  P.  0.  115;  5  B.  P.  G.  437.  of  SlMmger  y.  FeUham  this  patent  was 

(%B)  See,  also,  CkampUm  v.  Patent  In-  held  inyalid  by  the  Oonrt  of  Appeal  for 

veitmenU  Co.,  5  B.  P.  0.  382;   6  B.  P.  C.  want  of  snbject-matter :  6  B.  P.  C.  233. 

287 ;  Barren  v.  Vemon,  25  W.  B.  343.  (y)  3  B.  P.  C.  379. 

(x)  3  B.  P.  C.  373.    In  the  later  case  (s)  Ibid.  295,  p.  313. 
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its  turn  operated  upon  the  tension  regulator.  The  defendants 
saggested  that  their  mechanism  was  no  infringement,  because 
they  did  not  use  a  diaphragm ;  but  the  Court  held  that  a  board 
in  the  defendants'  apparatus  in  fact  performed  the  function  of  the 
diaphragm,  and  that  the  infringement  was  made  out.  On  this 
the  defendants  urged  that  the  board  in  question  was  not  an 
essential  part  of  their  apparatus,  which  could  be  worked  without 
it  The  Court  of  Appeal  declined,  however,  to  consider  this  con- 
tention, on  the  ground  that  in  the  infringement  in  fact  complained 
of  the  board  was  present,  and  therefore  whether  the  defendants' 
mechanism  would  or  would  not  work  without  it  was  immaterial  to 
the  issue  in  dispute. 

In  the  later  case  of  the  United  Telephone  Company  v.  St  George,  (a) 
the  defendants'  apparatus  consisted  of  a  disc  of  carbonized  leather 
behind  a  mouthpiece,  and  a  ball  of  carbonized  wood  suspended 
by  means  of  a  flexible  metallic  conductor,  so  as  to  rest  lightly  by 
gravity  against  the  leathern  disc.  They  claimed  that  the  instru- 
ment thus  constituted  contained  neither  of  the  elements  of  the 
plaintiff's  combination,  and  did  not  operate  in  a  closed  circuit. 
Stirling,  J.,  held,  however,  that  the  defendants'  disc  was  in  effect 
a  diaphragm,  that  the  combination  of  disc  and  ball  constituted  a 
tension  regulator  within  the  meaning  of  the  plaintiff's  specification, 
and  that  the  infringing  instrument  in  fact  operated  in  a  closed 
circuit. 

In  Murchland  v.  Nicholson,  (b)  an  apparatus  for  milking  cows 
was  fitted  with  a  valve  to  relieve  vacuum  pressure.  The  patentee's 
valve  was  formed  by  a  tube  connected  at  one  end  with  the  pipes 
in  which  the  vacuum  was  set  up,  and  open  ^t  the  other.  The 
open  end  rested  in  a  vessel  of  water,  and  was  so  adjusted  that 
when  the  vacuum  drew  up  into  the  tube  a  column  of  water  of  a 
certain  height,  air  found  its  way  up  the  tube  and  prevented  the 
vacuum  from  becoming  excessive.  The  respondents  used  an 
apparatus  in  which  they  obtained  the  desired  automatic  regulation 
of  the  vacuum  by  using  an  ordinary  valve  with  a  lever  held  down 
by  a  weight,  the  amount  of  the  vacuum  being  regulated  by  the 
position  of  the  weight  on  the  lever.  This  was  held  by  the  Inner 
House  of  the  Court  of  Session  to  be  the  substitution  of  a  mechanical 
equivalent,  and  an  infringement  of  the  complainer's  patent. 

In  Benno  JaffS  und  Darmstaedter  Lanolin  Fabrik  v.  Richardson 
&    Company,  (c)    the  patent   was    for  an    improved   method    of 

(a)  3  R.  p.  C.  321.  (c)  11  R.  P.  C.  93;  261  (affirmed). 

(6)  10  R.  P.  C.  417. 
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manufacturing  a  product  called  lanolin  from  wool  fat.  The  object 
of  the  inventor  was  to  utilize  for  practical  and  especially  pharma- 
ceutical purposes  the  fatty  matters  known  to  be  contained  in  sheep 
wool.  It  was  known  that  by  washing  sheep  wool  with  alkali,  a  liquor 
containing  cholesterine  fats  mixed  with  soap  and  other  impurities 
could  be  obtained.  The  invention  consisted  in  a  special  mode 
of  treating  this  liquor,  by  which  the  cholesterine  fats  were  freed 
from  fatty  acids  and  other  impurities,  and  a  new  product,  called 
lanolin,  obtained,  which  was  not  liable  to  become  rancid.  The 
ingredients  of  the  liquor  obtained  by  the  alkali  washing  were  of 
different  specific  gravities,  and  the  inventor,  by  separating  them  by 
means  of  the  mechanical  action  of  a  centrifugal  machine,  was  able 
to  extract  the  pure  and  unadulterated  fat. 

The  defendants  produced  a  product  which  they  called  anaspaline. 
This,  putting  aside  an  immaterial  ingredient,  was  merely  lanolin. 
They  produced  it  by  the  same  means,  except  that,  instead  of 
using  the  speedy  action  of  a  centrifugal  machine,  they  relied  on  a 
depositing  process.  In  holding  this  to  be  an  infringement,  Romer, 
J.,  said :  "  They  appear  to  me  to  have  taken  the  essence,  or  what  is 
sometimes  called  the  pith  and  marrow,  of  the  invention.  The  use 
of  the  centrifugal  machine  was  not  of  the  essence  of  the  patented 
invention.  That  machine  was  a  well-known  method  of  separating 
mechanically  materials  of  different  specific  gravity,  and  was,  to 
my  mind,  referred  to  in  the  specification  as  being,  and  because  it 
was  the  most  speedy  and  efficient  known  means  for  effecting  the 
separation.  The  mechanical  separation,  by  allowing  gravity  to 
act  on  such  materials  when  deposited  in  a  vessel  in  the  ordinary 
way,  is  a  well-known  equivalent,  though  not  so  speedy  or 
efficacious,  and  the  defendants  cannot,  by  adopting  this,  when 
they  in  all  essential  matters  take  and  use  the  plaintiff's  invention, 
be  heard  to  say  that  they  are  not  using  that  invention  or  infringing 
the  patent.*' 

In  the  British  Tanning  Company  v.  Oroth,  (d)  the  plaintiff's 
patent  was  for  an  improved  process  and  apparatus  for  tanning  by 
aid  of  electricity.  The  invention  consisted  in  the  application  of 
electricity  to  a  method  of  tanning  by  means  of  a  rotatory  drum. 
This  was  achieved  by  passing  an  electric  current  through  the 
tanning  liquor  in  the  drum.  The  rotatory  drum  method  of  tanning 
was  old  and  well  known.  Under  it  the  liquor  and  the  hides  were 
all  put  inside  a  revolving  cask  or  drum,  which  had  pegs  or  other 
means  by  which,  in  the  interior  of  the  revolving  cask  or  drum,  the 

(d)  8  B.  P.  C.  113. 
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hides  were  from  time  to  time  lifted  up  and  splashed  down,  or 
churned  about  in  the  liquor.  The  plaintiff's  specification  limited 
his  claim  to  the  use  of  electricity  in  connection  with  this  mode  of 
tanning.  The  defendants  also  used  electricity  for  tanning,  but  in 
combination  with  a  different  mechanical  treatment.  In  their 
apparatus  the  hides  were  made  to  revolve  on  an  axis  in  the 
tanning  fluid  electrically  treated.  This  was  held  to  be  a  distinct 
method,  and  no  infringement  of  the  plaintiff's  patent. 

In  MiUer  v.  The  Clyde  Bridge  Steel  Company^  {e)  the  pursuer's 
patent  was  for  a  combination  of  apparatus  for  turning  over  and 
moving  metal  masses  in  machinery  for  rolling  metals.  There  were 
four  claims  each  for  a  combination,  and  in  each  combination  a 
"  lifter "  was  included  as  an  essential  part.  This  lifter  was  the 
apparatus  which  the  patentee  used  for  turning  the  masses  of 
heated  iron  when  lying  on  the  rollers.  It  was  a  species  of  fork. 
One  prong'  lifted  and  tilted  the  metal  over,  which  was  then 
received  in  the  hollow  of  the  fork  and  kept  in  its  place  by  the 
other  prong.  Thus  the  metal  was  placed  and  kept  in  a  suitable 
position  for  entering  into  a  new  set  of  rolls.  The  lifter  was 
attached  to  the  ram  of  an  hydraulic  engine  placed  under  the 
rollers,  and  upon  a  movable  carriage,  so  that  the  lifter  might  be 
brought  to  a  convenient  place  for  the  exercise  of  its  functions. 

The  defenders  used  two  hydraulic  oscillating  engines,  each^ 
placed  on  a  movable  carriage.  The  ram  was  jointed  to  a  lever  arm, 
which  again  was  connected  with  the  carriage  by  a  pin,  round  which 
it  turned.  The  arm  could  thus  be  raised  from  the  horizontal  to 
the  vertical  or  slightly  past  the  vertical,  and  in  its  motion  it  turned 
the  metal.  The  operation  of  turning  was  performed  by  the 
defenders'  apparatus  when  the  metal  rested  on  the  rollers;  the 
metal  being  received  and  held  in  position  by  a  corresponding  arm 
attached  to  the  ram  of  the  other  engine.  While  thus  held  in 
position  the  metal  could  be  pushed  along  the  rollers  so  as  to  enter 
any  set  of  rolls.  This  combination  contained  no  fork,  the  arms 
not  being  connected  in  any  way.  The  Inner  House  of  the  Court 
of  Session  held  tbis  to  be  no  infringement.  Lord  Rutherford 
Clark  said  :  ''The  defenders  use  no  fork  which  turns  and  receives 
the  metal.  With  them  the  turning  is  effected  with  separate  and 
unconnected  arms.  It  is  said  that  the  two  arms  when  brought 
together  form  the  pursuer's  lifter.  I  do  not  think  so,  for,  being 
unconnected,  they  cannot  form  a  fork.  It  seems  to  me  that  I  have 
put  the  case  fairly  when  I  say  that  the  defenders  dispense  with  the 

(e)  8  R.  P.  O.  198. 
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fork,  which  is  the  essence  of  the  parsaer's  invention,  and  use  a 
separate  contrivance  of  their  own  to  effect  the  same  end." 

Where  the  Doctrine  of  Mechanical  Equivalents  does  not  Apply. — 
Where  the  object  attained  is  old  and  the  only  novelty  consists  in 
the  substitution  of  better  equivalents  for  those  already  known  and 
used  to  the  same  end,  the  doctrine  of  mechanical  equivalents  does 
not  apply ;  and  the  patentee  cannot  bring  within  his  specification 
any  equivalent  which  he  has  not  described  and  claimed,  so  as  to 
make  its  use  an  infringement  of  his  patent  right.  (/) 

"  There  are  some  things,"  said  Lord  Halsbury,  C,  in  Tweedcde 
V.  Ashwprth,  (g)  "  wherein  a  principle  properly  so-called  is  invented, 
and  the  infringer  may  take  the  principle  and  may  alter  the  details, 
and  yet  it  is  very  obvious  that  he  has,  in  truth,  t^ken  the  idea 
which  has  been  the  subject-matter  of  the  invention,  and  has  simply 
altered  the  details  so  as  to  avoid  the  possibility  of  its  being 
suggested  that  he  has  taken  the  same  thing.  The  Court  can  in 
such  case  very  often  look  through  the  mere  variation  of  detaiis 
and  see  that  the  substance  and  pith  of  the  invention  has  been 
pirated,  and  consequently  can  protect  the  inventor.  But  there  are 
some  cases  in  which,  although  the  principle  is  common  to  a  great 
variety  of  manufacturers,  there  may  be  a  good  subject-matter  of 
a  patent  in  the  particular  mechanical  mode  by  which  that  principle 
is  carried  into  operation." 

In  GvHis  V.  Piatt,  Qi)  the  plaintiff's  patent  was  for  improvements 
in  mules,  and  the  object  of  the  invention  was  to  effect  certain 
changes  in  the  action  of  the  mule  without  the  intervention  of  an 
eccentric  boss  and  rods  and  levers,  as  described  in  prior  patents. 
"  For  the  efficient  agency  of  this  machine,"  said  Lord  Westbury, 
"  it  has  been  found  necessary  that  there  should  be  a  shaft  with 
cams  upon  it,  and  it  has  also  been  found  necessary  that  there 
should  be  some  means  of  arresting  the  shaft,  staying  the  shaft 
once  or  twice,  or  even  four  times,  during  a  single  rotation,  thereby 
producing  breaks  or  pauses  for  spaces  of  time  in  the  rotatory 
motion  of  the  shaft.  These  pauses  or  breaks  have  been  at  various 
times  attempted  to  be  produced  in  various  ways.  Mr,  Roberts  had 
one  mode,  namely,  by  the  operation  of  a  wheel  with  spaces.  That 
proving  not  adequate  to  the  end,  another  mode  was  discovered  of 
breaking  the  rotatory  motion,  producing  pauses  in  the  rotation  by 
the  operation  of  a  clutch  box.  The  application  of  that  to  the  shaft 
was  made,  as  far  as  I  am  informed,  in  the  first  instance  by  the 

(/)  TvjeedaU  t.  AshwoHh,  9  R.  P.  C.  (y)  Ibid.  p.  126. 

126 ;  per  Lord  Watson,  p.  128.  (h)  11  L.  T.  (N.  S.),  245,  at  p.  247. 
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patent  of  Lahin  and  Rhodes.  Mr.  Wain  (the  patentee)  then  applied 
himself  to  what  be  denominates  '  an  improvement  upon  the  patent 
of  Lahin  and  Rhodes.*  Now,  it  has  been  vigorously  contended 
before  me,  that  I  am  not  to  take  Mr.  WaxvUs  invention  as  he 
himself  describes  it,  and  that  I  ought  not  to  allow  him  to  be 
limited  to  his  own  description  of  its  being  an  improvement ;  that 
I  ought  to  take  his  invention  as  containing  in  itself  a  new  and 
original  principle.  I  cannot  so  take  it.  I  must  take  Mr.  Wain's 
patent  as  being  specific  mechanism,  directed  to  a  certain  end  that 
was  previously  well  known ;  directed  to  facilitate  a  certain  result, 
the  benefit  of  which  had  long  been  discovered ;  directed  to  produce 
in  a  more  simple  and  easy  manner  a  particular  operation  of  the 
clutch-box,  which  was  itself  only  a  means  to  an  end.  I  cannot 
but  think  that  in  patents  of  this  description  the  doctrine  of 
mechanical  equivalents  is  not  by  any  means  applicable.  The 
thing  itself  is  nothing  more  than  a  particular  agent  for  attaining 
a  certain  end,  and  if  Mr.  Wain  was  entitled  to  a  patent  for  the 
particular  agency  by  which  he  effected  in  a  more  convenient 
manner  the  opening  and  shutting  of  the  clutch-box,  any  other 
person  is,  on  the  same  principle,  entitled  also  to  a  patent  for  the 
means  of  effecting  the  same  result,  provided  those  means  are  not 
a  colourable  evasion  of  Mr.  Wains  patent, or  provided  those  means 
do  not  embody  Mr.  Wain's  patent  with  an  improvement." 

In  QosneU  v.  Bishop ^  (t)  Bowen,  L.  J.,  commenting  on  the  above 
case,  said :  *'  What  is  the  law  laid  down  in  Gurtis  v.  Piatt  ? 
Precisely  what  the  Lord  Justice  has  said,  that  where  you  get  a 
specific  mechanism  directed  to  a  certain  end  which  was  previously 
well  known,  directed  to  facilitate  a  previous  result  the  benefit  of 
which  had  been  previously  discovered,  then  in  a  patent  of  that 
description  the  doctrine  of  mechanical  equivalents  is  not  applicable, 
and  that  any  other  person  is  entitled  to  the  use  of  old  and  known 
principles,  provided  he  does  not  take  substantially  the  means  in 
which  the  excellence  of  the  patent  alone  consists." 

In  Garrard  v.  Edge,  (j)  the  invention  related  to  improvements 
in  presses  for  pressing  tiles.  Machines  adapted  to  this  purpose 
were  well  known  and  consisted  of  three  principal  parts :  the  box 
or  lower  die,  the  stamper  or  upper  die,  and  the  lifter.  The 
plaintiff's  mechanism  contained  all  these  common  elements.  The 
essence  of  his  invention,  however,  was  the  reversibility  of  certain 
parts  of  the  mechanism.  The  defendant's  machine  contained  the 
same  common  elements,  but  its  essence  lay  in  the  fact  that  certain 

(0  6  R.  P.  C.  159.  (J)  6  R.  P.  C.  563. 
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parts  were  renewable;  and  the  patentee  being  limited  to  his 
special  mechanism,  this  was  held  to  be  an  independent  mode  of 
attaining  the  desired  result,  and  no  infringement.  ''  The  defen- 
dants," said  Pry,  L.J.,  "proceed  by  an  entirely  different  mode 
of  operation.  They  reject  reversible  plates.  They  say  they  reject 
them  for  a  good  reason,  because  they  say  the  worn  surface  which 
has  been  used  as  the  working  surface  does  not  make  a  good  basis 
or  support  for  the  other  surface  when  turned  against  the  upper 
plate — the  upper  or  lower  as  the  case  may  be.  That  may  be  or 
may  not  be  the  case,  but  they  do  not  proceed  upon  the  use  of  a 
reversible  plate.  They  proceed  upon  the  principle  of  having  re- 
newable plates,  and  of  enabUng  the  person  using  the  machine 
before  that  renewable  plate  has  been  obtained,  or  without  putting 
it  on  to  use  the  upper  or  the  lower  surface,  as  the  case  may  be,  of 
the  stamper  or  the  lifter  as  itself  a  working  surface.  I  think, 
therefore,  that  the  whole  machine — the  combination — has  not 
been  taken,  and  that  no  essential  part  of  it  has  been  taken."  (h) 

In  Bichardsan  v.  Castrayyil)  the  invention  related  to  an 
apparatus  for  manufacturing  wine  glassea  Part  of  the  patentee's 
contrivance  consisted  of  two  boards  connected  by  a  hinge  and 
spring,  so  as  to  be  self-acting.  The  object  aimed  at  being  old,  the 
inventor  was  held  to  be  limited  to  his  special  mechanism,  and  to 
have  no  remedy  against  persons  using  a  mechanism  consisting  of 
two  boards  hinged  and  fitted  with  a  loop  which  acted  as  required 
on  the  pressure  of  a  workman's  hand. 

In  Tweedcde  v.  Ashworth,  (m)  the  invention  related  to  that  part 
of  a  carding  machine  which  is  known  as  a  *'flat.*'  The  "flat" 
consists  of  a  straight  bar  of  solid  metal,  to  the  surface  of  which 
there  is  attached  a  wire  brush ;  what  in  ordinary  language  would 
be  described  as  the  back  of  the  brush,  is  of  elastic  material,  and 
is  technically  called  its  foundation.  For  the  efficiency  of  the 
carding  machine  it  is  necessary  that  the  surface  of  the  brush  shall 
be  perfectly  level,  and  remain  so  in  course  of  working.  The 
attainment  of  this  result  had  been  found  to  depend  on  the  manner 
in  which  the  foundation  of  the  brush  was  fastened  to  the  bar  of 
metal  upon  which  it  rested.  At  the  date  of  the  patent  there  were 
two  known  modes  of  attachment,  rivets,  or  stitching  with  wire 
thread.  Both  methods  were  liable  to  result  in  a  puckering  of  the 
foundation,  and  inequalities  in  the  surface  of  the  brush.  The 
plaintiflTs  invention  consisted  in  effecting  the  necessary  fastening 

(k)  6  R.  P.  C.  p.  569.  (to)  7  R.  P.  C.  426:  8  R.  P.  C.  49 ;  9 
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by  thin  strips  of  metal,  one  on  each  side  of  the  bar,  used  in  the 
following  manner.  One  edge  of  each  slirip  was  moulded  so  as  to 
grip  firmly  the  outer  edge  of  the  foundation,  the  other  edge  of  the 
strip  being  moulded  so  as  to  fit  and  grip  a  ridge  cast  upon  the 
back  of  the  bar.  After  a  strip  had  been  so  attached  to  each  edge 
of  the  foundation,  the  bar  was  inserted,  producing  a  degree  of 
tension  which  made  the  foundation  adhere  to  it  flatly  and  evenly, 
and  then  the  other  edges  of  the  strips  were  made  to  grip  the 
ridges  cast  on  the  other  side  of  the  bar,  the  result  being  that  the 
surface  of  the  brush  was  made  and  kept  uniformly  level,  while  the 
edges  of  the  foundation  were,  by  the  encasing  metal,  protected 
from  fraying  and  from  becoming  a  receptacle  for  waste. 

The  defendants  effected  their  attachment  first  by  the  use  of  a 
metallic  clip  on  one  side  of  the  bar.  They  then  by  means  of  a 
steel  comb  stretched  the  elastic  material  to  the  other  side,  where, 
by  applying  a  similar  clip,  they  held  it  in  position.  This,  having 
regard  to  the  narrow  ambit  of  the  invention,  was  held  in  all  the 
Courts  to  be  no  infringement. 

"  The  plain  object  of  the  invention  as  described  in  the  specifica- 
tion," said  Lord  Watson,  ''is  to  substitute  better  mechanical 
equivalents  for  those  already  known  and  used  as  a  means  to  the 
same  end.  It  follows  that,  in  construing  the  appellant's  specifica- 
tion, the  doctrine  of  mechanical  equivalents  must  be  left  out  of 
view.  He  cannot  bring  within  the  scope  of  his  invention  any 
mechanical  equivalent  which  he  has  not  specifically  described 
and  claimed."  (n) 

In  Nettlefolds  v.  Beynolds,  (o)  the  patentee  had  described  his 
invention  as  comprising  "  a  rotating  cylindrical  die  and  a  stationary 
curved  die  employed  for  progressively  forming  helical  threads  upon 
screw  blanks,  which  are  caused  to  roll  round  the  concave  face  of 
the  stationary  die."  The  specification  referred  throughout  to 
rotary  machines  and  no  others.  That  metal  screws  could  be 
made  by  pressure  was  well  known  at  the  date  of  the  patent,  and 
having  regard  to  the  existing  state  of  knowledge  the  only  patentable 
novelty  in  the  plaintiffs'  invention  was  the  particular  method  of 
making  screws  by  rotating  cylindrical  dies  working  against  circular 
fixed  dies  cut  and  used  as  described  in  the  specification.  The 
defendant's  machine  also  made  screws  by  pressure,  which  re- 
sembled in  all  respects  those  of  the  plaintiffs,  but  the  dies  used 
in  his  machine  were  straight,  not  cylindrical,  and  were  made  to 
pass  backwards  and  forwards  over  one  another,  each  die  moving 

(n)  9  R.  P.  0. 128.  (o)  Ibid.  270. 
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and  aBBisting  to  form  the  thread  upon  the  screw.  This,  in  the 
circamstances,  was  held  to  be  no  infringement,  as  in  such  case 
the  doctrine  of  mechanical  equivalents  did  not  apply.  "  This/' 
said  Bomer,  J.,  ''is  not  in  my  judgment  a  case  where  the  plaintiffs 
can  invoke  in  their  favour  the  principle  with  reference  to  in- 
fringements commonly  called  that  of  mechanical  equivalents.  To 
establish  a  case  of  that  kind,  where  an  improvement  in  detail  in 
a  well-known  class  of  machines  alone  is  patented,  the  Courts 
appear  to  have  thought  that  as  a  rule  the  patentee  ought  to  shew 
one  of  two  things  :  first,  that  a  new  article  has  been  produced  by 
the  patented  invention ;  or  secondly,  if  not,  that  then  some  new 
and  valuable  principle  was  involved  in,  or  was  first  brought  into 
public  use  by  the  invention.  I  find  neither  of  these  grounds 
here."  (p) 

In  the  Ticket  Punch  Register  Company  v.  GoUey,  {q)  the  invention 
related  to  ticket  punching  machines.  The  plaintiffs'  improvement 
was  a  peculiar  mode  of  holding  back,  and  then  releasing  the 
punch  in  the  machine  by  which  the  punching  of  the  ticket  and 
the  registering  of  the  punch  were  effected  at  one  time.  This  they 
achieved  by  a  very  ingenious  locking  device,  by  which  the  punch 
was  held  back  until  released  by  the  rising  of  a  pin  in  it,  this 
rising  being  caused  by  the  insertion  of  the  ticket.  The  funda- 
mental idea,  the  essence,  of  the  invention  was  first  holding  the 
punch  back  and  then  releasing  it.  The  defendants  attained  the 
same  result,  but  in  an  essentially  different  way.  They  did  not 
lock  or  hold  back  their  punch  at  all,  but  started  with  an  unlocked 
machine.  It  was  argued  by  the  plaintiffs  that  the  result  being  the 
same  the  defendants'  device  was  a  mere  equivalent  for  the  plaintiffs', 
and  therefore  an  infringement  Bejecting  this  contention,  Lindley, 
L. J.,  said :  "  Before  any  question  of  mechanical  equivalents  can 
aaise,  the  conclusion  must  be  arrived  at  that  the  substance  of  the 
invention  has  been  taken.  Then,  if  the  differences  are  really 
immaterial,  from  that  point  of  view,  they  ought  to  be  neglected. 
But  if  two  persons  solve  the  same  mechanical  problem  in  two 
substantially  different  ways,  starting  from  different  conceptions, 
and  both  succeed,  neither  method  of  solution  can  be  treated  as 
the  mechanical  equivalent  of  the  other,  although  each  method 
may  involve  the  use  of  well-known  contrivances,  and  much  may 
therefore  be  common  to  both."  (r) 

It    must    always    be    remembered    that    where    the    alleged 

(p)  9  B.  P.  C.  p.  285.  v.Ktng,Mendhamd:Co^lSB.F.OAU,ei5. 

(g)  12  B.  P.  C.  171 ;  see,  also,  Jardine  (r)  12  B.  P,  0. 184. 
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infringement  omits  the  essential  feature  of  the  patented  inven- 
tion there  is  no  invasion  of  the  patentee's  monopoly;  therefore 
in  such  case  the  doctrine  of  mechanical  equivalents  has  no  appli- 
cation. («) 

Hew  Process  Aimed  at  an  Old  Sesnlt — So  likewise  where  the 
invention  is  a  new  process  for  attaining  an  old  result,  the  patentee 
is  entitled  only  to  protection  for  his  process,  and  it  is  no  infringe- 
ment to  attain  the  same  result  by  a  different  process. 

In  Hutchinson  v.  Pattulo,  (t)  the  invention  was  an  improved 
treatment  of  oils  and  fats  for  lubricants,  the  object  being  to  thicken 
the  oil.  The  patentee's  method  was  to  subject  the  oil  or  fat  to  the 
action  of  heat  while  exposed  to  the  air  in  shallow  layers.  The 
defenders  attained  the  same  result  by  heating  the  oil  with  steam, 
and  blowing  air  through  it  when  so  heated,  and  this  was  held  to 
be  no  infringement. 

Hew  Combination  Directed  to  Achieve  a  Hew  Besnlt — Where, 
however,  a  new  combination  of  well-known  appliances  is  directed 
to  the  attainment  of  a  new  result,  the  patentee,  as  above  men- 
tioned, is  not  limited  to  the  precise  combination  which  he  has 
patented,  but  is  allowed  a  wider  ambit  for  his  monopoly. 

In  Proctor  v.  Benni8,(u)  the  plaintiff's  patent  was  for  an 
improved  mechanical  stoker,  which,  by  a  self-acting  mechanism, 
distributed  coal  at  intervals  over  the  fire  surface.  Other 
mechanisms  had  been  invented  before,  for  feeding  coal  into 
furnaces  automatically,  but  the  means  employed  under  the 
plaintiff's  patent  were  altogether  new ;  the  result  being  produced 
by  the  intermittent  radial  action  of  a  flap  or  door.  By  this 
device  the  plaintiff  was  able  to  obtain  not  only  better  but  new 
results.  The  mechanism  consisted  in  the  employment  of  tappets, 
shafts,  and  springs,  in  connection  with  doors.  The  defendant 
did  not  use  the  identical  apparatus  of  the  plaintiff,  but  in  both 
machines  the  automatic  motion  was  radial,  and  in  both  it  was 
intermittent.  In  both  the  radius  was  moved  in  one  direction 
by  tappets,  and  in  the  opposite  direction  by  a  spring.  There  was 
this  difference,  however,  in  the  plaintiff's  machine,  the  shaft  was 
impelled  by  the  tappets  and  by  the  spring,  in  the  defendant's  the 
radius  itself  was  so  impelled.  Hence  the  radius  in  the  plaintiff's 
machine  was  attached  to  the  shaft,  whereas  in  the  defendant's  it 

(»)  See  Pneumaiie  Tyre  Co.  t.  TtMets  Stopper  Co.,  16  R.  P.  C.  383. 
Tyre,  16  R.  P.  0.  286;  16  R.  P.  C.  77;  («)  5  R.  P.  0.  351. 

AlUm  V.  Abraham  PyaU  &  Co.,  15  R.  P.  C.  (u)  L  R.  36  C.  D.  740,  764 ;  4  R.  P.  0. 

723 ;  16  R.  P.  0. 135 ;  Cooper  v.  Baedeker,  333 ;  57  L.  J.  Ch.  11,  24. 
16  R.  P.  C.  363 ;  Griffiihs  y.  Birmingham 
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worked  on  a  pin.  Thus,  all  the  defendant  did  by  way  of  variation 
was  to  substitute  the  pin  for  the  shaft  as  the  centre  on  which 
the  radius  acted,  and  by  impelling  the  radius  itself  instead  of 
impelling  the  shaft  fixed  to  the  radius,  he  produced  in  substance 
precisely  the  same  radial  action  as  was  produced  in  the  plaintiff's 
machine.  The  Court  of  Appeal  held  this  to  be  a  clear  infringe- 
ment, the  variations  being  mere  mechanical  equivalents. 

*'  Now,  in  Curtis  v.  Piatt  (v)  and  other  cases,"  said  Bo  wen,  L.J., 
''it  has  been  said  that  where  the  patentee  has  claimed  a  particular 
mechanical  device  for  effecting  the  object  in  view,  he  must  be 
held  strictly  to  that  device.  But  when  you  are  considering  an 
absolutely  new  invention  with  a  novel  result,  you  cannot  apply 
that  rule  without  recollecting  that  the  result  effected  is  new, 
as  well  as  the  combination,  and  that  when  there  is  really  an 
ingenious  novelty  in  the  idea  that  the  combination  will  produce 
a  new  result,  that  novelty  in  the  idea  is  part  of  the  merit  of  the 
very  combination."  (w) 

A  patent  for  a  combination  of  old  and  well-known  elements 
may  therefore  have  some  novel  principle  underlying  it,  which  will 
entitle  the  patentee,  not  only  to  protection  against  infringement  by 
the  use  of  the  identical  combination,  but  also  against  infringement 
of  the  combination  (so  far  as  it  embodies  that  novel  principle)  by 
mechanical  equivalents. 

This  rule  is  well  illustrated  in  the  series  of  oases  in  which  the 
AtUomatic  Weighing  Machine  Company  sued  for  infringements  of 
EveritVs  patent. 

Everitfs  invention  was  a  combination  of  weighing  mechanism 
with  a  coin  mechanism  for  weighing  and  recording  weights,  (x) 
Weighing  mechanism,  indicating  mechanism,  and  the  use  of  a 
coin  to  actuate  machinery,  were  all  well  known.  But  the  patentee's 
combination  was  so  contrived  that  there  was  a  break  in  the  con- 
nection between  the  weighing  mechanism  and  the  indicating  part 
of  the  machine  which  recorded  the  weight.  Hence,  while  the 
weighing  part  of  the  mechanism  acted  whenever  the  person  to  be 
weighed  stepped  on  to  the  platform  of  the  machine,  the  result 
remained  concealed  from  view  until  the  break  in  the  connection 
with  the  indicator  was  made  good.  Dropping  a  penny  into  a  slot 
in  the  machine  completed  this  connection  by  freeing  a  stop,  and 

(r)  11  L.  T.  (N.  8.),  215.  Case  Co.  v.  Simplex  Co,,  15  R  P.  0.  642. 

(tc)  4  B.  P.  0.  p.  359 ;  see,  also,  Smith,  (»)  See     The     Auiomatie     Weighing 

L.J.,    in   Ticket  Punch  Co.  t.  CoOey,  12  Machine     Co.    v.     Conitrined     Weighing 

B.  P.  0.  171 ;   Aktid)olaget  Separator  v.  Machine  Co.,  6  B.  P.  0.  120,  371. 
Dairy  Cb.,  15  B.  P,  0.  334;  Preeto  Gear 
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80  caused  the  weight  to  be  shewn  on  the  external  face  of  an 
index  diaL  The  Court  held  that  underlying  this  combination  was 
the  novel  principle  of  utilizing  a  break  in  the  connection  between 
the  weighing  and  indicating  mechanism  for  the  purposes  of  auto* 
matic  weighing,  and  that  this  was  the  essence  of  the  invention, 
and  that  so  far  as  that  feature  of  the  invention  was  concerned 
the  patentee  was  entitled  to  protection  against  infringement  by 
mechanical  equivalents,  although  all  the  elements  of  the  machine 
were  old  and  well  known. 

In  the  Automatic  Weighing  Machine  Company  v.  The  Inter- 
national Hygienic  Society,  (jf)  the  defendants'  machine  included  a 
revolving  dial,  upon  which  the  weight  was  marked  when  the 
person  desiring  to  be  weighed  stepped  on  to  the  weighing  platform. 
This  dial  was  concealed  by  two  shutters,  carried  by  a  spindle, 
disconnected  with  the  weighing  mechanism.  The  insertion  of  the 
coin  operated  a  lever  which  moved  the  shutters  away  and  disclosed 
the  marking.  This  was  held  an  infringement  by  mechanical 
equivalents. 

In  the  machine  of  the  Combined  Weighing  Machine  Company,  {z) 
a  coin  and  weighing  mechanism  were  also  combined.  But  the 
mechanism  did  not  ascertain  the  weight  the  moment  the  person 
to  be  weighed  stepped  on  to  the  platform  of  the  machine.  A 
coin  had  first  to  be  placed  in  position,  and  driven  in  by  external 
pressure  on  a  push-piece:  this  operation,  by  liberating  a  catch, 
freed  the  mechanism,  and  set  the  machine  in  motion.  This  also 
was  held  to  be  an  infringement.  '^  The  sole  question,  it  seems  to 
me,"  said  Eekewich,  J.,  'Hhat  I  have  to  decide  is — is  that 
difference,  is  that  necessity  of  applying  the  pressure  by  means 
of  the  external  button,  sufficient  to  distinguish  one  machine  from 
the  other  ?  To  my  mind  it  is  a  trivial  difference,  and  to  say  that 
it  made  a  distinction  between  the  two  machines  would  be  to 
uphold  a  colourable  difference;  and  whatever  ingenuity  may 
attach  to  the  defendants'  machine,  however  honest  it  may  be  as 
an  independent  discovery,  I  think  that,  according  to  law,  it  cannot 
be  allowed  to  be  used  when  the  plaintiffs  have  a  patent  for  what 
I  consider  to  be  substantially,  though  not  precisely,  the  same 
thing."  (a) 

In  the  Automatic  Weighing  Machine  Company  v.  the  National 
Exhibitioms  Association,  Limited,  (b)  the  weighing  and  recording 

(y)  6  B.  P.  0.  476.  Cb.,  6  B.  P.  0.  120,  871. 

(2)  The  Autamatie  Weighing  Machine  (a)  Ibid.  p.  125. 

Co,  ▼.  The   Ckmbined  Weighing  Machine  (b)  8  B.  P.  0.  345;  9  B.  P.  C.  41. 
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parts  of  the  mechanism  were  also  separated  in  the  defendants' 
machines.  Here,  too,  a  coin  was  used,  which,  entering  the  slot,  fell 
down  a  shoot,  and  pressed  a  spring  contact  against  a  fixed  contact 
piece,  and  thus  permitted  a  current  of  electricity  to  flow,  which 
energized  a  magnet.  This  magnet  so  energized  attracted  the 
armature  of  a  lever,  and  by  releasing  an  arm  brought  the  indi- 
cating mechanism  into  operation,  which,  on  being  set  in  motion, 
followed  the  weighing  mechanism,  and  so  recorded  the  weight. 
This  likewise  was  held  to  be  an  infringement, 
j  In  the  Automatic  Weighing  Company  v.  Fearby,  (c)  the  defendant's 
weighing  and  indicating  mechanisms  were  likewise  disconnected. 
The  insertion  of  a  penny  formed  a  coupling  between  an  exterior 
handle  and  a  lever.  This  handle,  if  then  turned  by  the  person 
being  weighed,  moved  the  lever,  and  drew  down  an  arm ;  by  this 
operation  the  indicating  mechanism  was  set  free,  and  falling  down 
by  its  own  weight  followed  the  weighing  mechanism,  and  shewed 
the  result.  This,  following  the  last  case,  Bomer,  J.,  also  held  to 
be  an  infringement  as  containing  the  three  ingredients  of  the 
plaintiffs'  combination,  viz.  a  break  in  the  weighing  and  indicating 
mechanism,  the  use  of  a  penny  to  allow  the  indicating  by  gravity  to 
follow  the  weighing  part,  and  an  arrest  of  the  indicating  mechanism 
at  the  same  point  as  that  reached  by  the  weighing  part. 

With  these  cases  may  be  compared  the  case  of  the  Automatic 
Weighing  Machine  Company  v.  Knight,  (d)  The  defendant's  machine 
in  that  case  had  no  break  between  the  weighing  and  indicating 
mechanisms ;  but  was  so  contrived  that  a  stop  was  put  on  the  whole 
machinery — weighing  and  indicating  alike.  Hence  the  mechanism 
would  not  act  until  a  lever  was  raised  which  the  stop  held  in  position. 
The  dropping  of  a  penny  into  the  machine  removed  this  stop,  and 
BO  released  the  lever.  The  machine,  formerly  locked,  thus  became 
free,  and  all  the  mechanism  acted  at  once.  This  was  held  an 
independent  contrivance,  and  no  infringement  of  the  company's 
patent.  "  It  appears  to  me  not  to  be  an  infringement  or  anything 
near  it,"  said  Lindley,  L.J.  (e)  **  It  is  not  a  mere  variety  of  indi- 
cating apparatus.  It  is  not  using  the  penny  actuating  apparatus 
which  the  plaintiff  has  adapted  to  the  indicating  part  of  the  weigh- 
ing machine  at  all,  but  it  is  seizing  the  general  idea  of  dispensing 
with  an  attendant — seizing  the  general  idea  of  applying  to  weighing 
machines  the  use  of  a  penny,  an  idea  which,  ad  applied  to  various 
forms  of  mechanism,  is  extremely  old,  and  applying  the  thing  in 
a  totally  different  way.     There  is  no  colourable  imitation  of  it. 

(c)  10  R.  P.  G.  442.  (d)  6  R.  P.  G.  118 ;  297.  (e)  6  R.  P.  G.  809. 
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It  is  a  different  mechanism  applied  not  to  the  indicating  apparatus 
at  all,  bnt  to  something  totally  different." 

Equivalents  mnst  be  Known  as  such  at  Date  of  the  Patent. — The 
doctrine  of  infringement  by  equivalents  is  subject,  however,  to  this 
limitation,  which  will  be  found  principally  to  apply  in  the  case 
of  chemical  patents,  that  the  equivalents  used  must  be  such  as 
were  known  to  be  equivalents  at  the  date  of  the  patent ;  otherwise 
they  constitute  new  discoveries,  and  as  such  may  themselves  be 
made  the  subject-matter  of  a  patent  grant. 

In  Heath  v.  Unwin,  (/)  Parke,  B.,  said :  "  The  specification 
must  be  read  as  persons  acquainted  with  the  subject  would  read 
it  at  the  time  it  was  made ;  and  if  it  could  be  construed  as  con- 
taining any  chemical  equivalents,  it  murt  be  such  as  are  known 
to  such  persons  at  that  time;  but  those  which  are  not  known 
at  the  time  as  equivalents,  and  afterwards  are  found  to  answer 
the  same  purpose,  are  not  included  in  the  specification ;  they  are 
new  inventions."  In  the  same  case,  Williams,  J.,  said :  '*  There 
is  ample  evidence  that  to  melt  together  oxide  of  manganese  and 
carbonaceous  matter  with  steel  and  iron,  will  serve  as  an  equivalent 
for  the  melting  together  of  carburet  of  manganese  with  steel  or 
iron  in  producing  the  desired  result.  But  there  is  no  evidence 
that  at  the  time  of  the  patent  and  specification  this  was  known 
to  persons  of  ordinary  skill  in  chemistry.  And  I  fully  agree  with 
the  doctrine  which  has  been  repeatedly  laid  down  in  the  course 
of  the  discussion  of  this  cause,  that  though  the  use  of  a  chemical 
or  mechanical  substitute  which  is  a  known  equivalent  to  the  thing 
pointed  out  by  the  specification,  and  claimed  as  the  invention, 
amounts  to  an  infringement  of  the  patent ;  yet,  if  the  equivalent 
were  not  known  at  the  time  of  the  patent  and  specification,  the 
use  of  it  is  no  infringement."  (g) 

In  NobeVs  Explosives  Company  v.  Anderson,  (Jk)  the  plaintiffs' 
patent  was  for  improvements  in  the  manufacture  of  explosives. 
The  invention  consisted  in  combining  nitro-glycerine  and  nitro- 
cellulose (soluble  in  ether-alcohol),  in  a  horny  substance  capable 
of  being  reduced  to  grains  suitable  for  use  as  a  propeller  of  pro- 
jectiles. These  two  highly  explosive  substances  so  combined 
tamed  each  other,  and  resulted  in  a  product  called  '*  ballistite." 
The  defendant  made  a  powder  called  "  cordite,"  which  was  formed 

(/)  6  H.  of  L.  Oa.  506,  at  p.  538;  25  bIbo,  8teven»  y.  Keating,  2  W.  P.  0. 189; 

L.  J.  C.  P.  8 ;  13  M.  &  W.  588.  Fabriques  de  Prodwis  OhimiqueB  de  Thann 

(g)  2  W.  P.  C.  302.    See  these  princi-  v.  Oaspera,  15  R.  P.  C.  94. 
pies  applied  by  Penrsnn,  J.,  in  Badiscihe  (h)  11  B.  P.  0.  115,519. 

Anilin  y.  Lemruiein,  24  Q.  B.  D.  170.    See,  ^ 
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by  combining  nitro-glycerine  with  insoluble  nitro-cellnlose.  It  was 
contended  by  the  plaintiffs  that  this  was  the  mere  use  of  a 
chemical  equivalent,  and  an  infringement  of  their  patent.  Bomer,  J., 
and  the  Court  of  Appeal  held,  however,  that  insoluble  nitro-cellulose 
was  not  known  to  be  an  equivalent  of  soluble  nitro-cellulose  at  the 
date  of  the  plaintiffs'  patent,  that  the  fact  that  it  could  be  safely 
combined  with  nitro-glycerine  was  a  new  discovery,  and  that  the 
defendant  had  not  infringed.  In  the  House  of  Lords  this  decision 
was  affirmed.  Lord  Herschel,  C,  said :  "  No  doubt  there  may 
well  be  cases  where  a  chemical  compound  patented  would  protect 
against  the  manufacture  of  the  compound  in  which  one  of  the 
ingredients  differed,  where  there  had  been  a  substitution  for  one 
chemical  ingredient  of  that  which  was  known  to  all  chemists  to 
be  a  mere  chemical  substitute  for  the  other,  producing  the  same 
reactions,  it  might  be,  or  in  some  other  way  recognized  as  the 
equivalent  of  the  other,  so  that  any  chemist  would  know  that 
merely  to  change  this  particular  ingredient,  and  substitute  the 
other  for  it  would  make  no  real  difference  in  the  compound.  .  .  . 
But  what  is  the  evidence  that  in  1888  any  chemist  would  have 
known  that  wherever  soluble  was  mentioned  in  this  patent  in- 
soluble might  be  understood  as  a  substitute  in  its  action  in  all 
respects  equivalent  to  the  other?  The  evidence  seems  to  me  to 
be  the  other  way."  (i) 

A  patentee  is  under  no  obligation  to  inform  persons  infringing 
his  patent  that  they  are  invading  his  rights.  If  he  does  not  do 
so,  he  does  not  thereby  preclude  himself  from  subsequently  suing 
such  infringers.  (/)  It  is  otherwise,  however,  where  by  his  own 
conduct  he  induces  the  commission  of  an  infringement,  as  by 
sending  ai^  agent  to  purchase  the  article  on  the  sale  of  which 
he  intends  to  sue."  (h)  Whether  or  not  an  infringement  has  been 
committed  is  usually  a  mixed  question  of  law  and  fact.  Though 
cases  may  arise  in  which  the  absence  of  any  evidence  of  infringe- 
ment is  so  clear  that  the  Court  would  properly  hold  that  there 
was  no  case  for  the  defendant  to  answer.  (I) 

"The  question  of  infringement,"  said  Lord  Wensleydale,  in 
Seed  V.  Higgins,  (m)  *'  is  one  of  mixed  law  and  fact.  The  construc- 
tion of  the  specification  is  for  the  Court,  with  the  aid  of  such  facts  as 

(0  12  B.  P.  G.  167, 168.  but  see  DufHop  PneunuUio  Tyre  Oo.  y. 

U)  Per    Cotton,  L.J.,  in   Proetor  T.  Need,  47  W.  B.  632;  80  L.  T.746. 
Bennii,  4  B.  P.  0.  833;  36  0.  D.  740,  at  (2)  &ee  De  La  Rue  t.  JHekemon,  7  E. 

760 ;  57  L.  J.  Cli.  11.  &  B.  738. 

(k)  KeUy  ▼.  BaUihdar,  10  B.  P.  0. 289 ;  (m)  8  H.  of  L.  Ca,  p.  666 ;  30  L.  J.  Q. 

United  TtUphane  v.  Henrys  2  B.  P.  G.  11 ;  B.  p.  317. 


446         INFRINGEMENT  OP  LETTERS  PATENT. 

are  admissible,  to  explain  written  documents.  In  deciding  whether 
there  has  been  an  infringement,  there  is  a  question  of  fact  wholly 
for  the  jury,  viz.  what  the  defendants  have  done ;  and  if  scientific 
evidence  is  necessary  fully  to  elucidate  the  case  on  either  side,  it 
is,  no  doubt,  admissible;  and,  in  determining  the  question  of 
infringement,  the  judge  must  apply  what  the  jurymen  find  to  be 
true.  The  opinion  of  scientific  witnesses  is  only  admissible  as 
proof  of  facts.  Their  opinion  as  to  whether  there  has  been  an 
infringement  or  not,  though  sometimes  received  in  order  to  save 
time  and  trouble,  is,  strictly  speaking,  inadmissible;  and  if 
objected  to,  ought  to  be  rejected.  The  Court  alone  is  to  decide 
questions  of  law." 

''Where  infringement,"  said  Lord  Campbell,  C,  in  the  same 
case,  (n)  "  depends  merely  on  the  construction  of  the  specification, 
it  is  a  pure  question  of  law  for  the  judge ;  but  where  the  considera- 
tion arises,  how  far  one  machine,  or  a  material  part  of  one 
machine,  imitates  or  resembles  another  in  that  which  is  the  alleged 
invention,  it  generally  becomes  a  mixed  question  of  law  and  fact, 
which  must  be  left  to  the  jury." 

In  deciding  whether  or  not  there  has  been  an  infringement,  the 
Court  will  consider  aU  the  circumstances  of  the  case.  Thus,  the 
fact  that  the  infringer  was  at  one  time  a  workman  in  the  employ- 
ment of  the  plaintiff,  and  familiar  with  the  plaintiff's  invention,  is 
a  most  material  circumstance. 

In  Crampton  v.  Patents  Investment  Company,  (o)  Lord  Esher, 
M.B.,  said:  ''When  you  come  to  talk  of  an  infringement,  you 
must  look  at  all  the  circumstances  of  the  case.  Here  you  find 
that  the  plaintiff  was  a  workman  in  a  manufactory  where  this 
patent  of  the  defendant  was  being  carried  out.  Tou  find  that 
this  workman  suddenly  leaves  that  employment,  suddenly  goes 
into  business  to  sell  electric  bells,  without  informing  his  employer ; 
you  find  that  he  not  only  goes  into  business  to  sell  electric  bells, 
but  that  he  takes  out  a  patent  himself.  When  you  look  at  that 
patent  of  his,  about  which  he  never  said  anything  to  anybody, 
you  find  that  it  is  as  nearly  as  possible  the  same  as  the  defendant's, 
or  you  find  that  it  is  so  like  it  that  it  requires  all  the  skill  of  the 
learned  counsel  who  has  argued  before  us  to  discover  any  difference 
in  it." 

(n)  H.  of  L.  0».  p.  661.  (o)  6  R.  P.  0.  294. 
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CHAPTER  XXII. 

SBMEDT  OF  THE  PATENTEE. 
ACTION  FOB  INFBINaEMENT  OF  THE  PATENT  BIOHT. 

Introductory. 
Foimer  Bemedies. — The  general  principles  of  the  law  of  infringe- 
ment have  already  been  discussed.     The  remedies  open  to  a 
patentee  for  the  protection  of  his  monopoly  when  invaded  will  now 
be  considered. 

These  remedies,  to  be  effectual,  must  be  twofold:  they  must 
ensure  alike  compensation  for  the  wrong  sustained,  and  protection 
against  the  recurrence  of  the  injury. 

Prior  to  the  Statute  of  Monopolies,  a  jurisdiction  in  protection 
of  patent  rights  was  exercised  by  the  Court  of  Star  Chamber, 
which  treated  persons  invading  such  monopolies  as  being  guilty 
of  a  contempt  of  the  royal  prerogative,  (a) 

By  the  Statute  of  Monopolies,  however,  it  was  enacted  that  all 
questions  affecting  the  force  and  validity  of  letters  patent  should 
be  heard,  tried,  and  determined  in  the  Courts  of  Common  Law, 
according  to  the  common  laws  of  the  realm,  and  not  otherwise.  (6) 
Thus  the  jurisdiction  of  the  Star  Chamber,  which  had  often  been 
used  oppressively,  was  taken  away,  and  the  patentee  was  left  to 
vindicate  his  patent  rights  only  in  Courts  where  their  validity 
could  be  tested  by  the  rules  of  the  common  law. 

But  just  as  the  Court  of  Star  Chamber  had  proved  an  unsatis- 
factory tribunal  to  the  public  as  against  the  patentee,  so  the 
Courts  of  Common  Law  proved  unsatisfactory  to  the  holder  of  the 
patent  right;  for  while  they  gave  him  damages  against  an 
infringer,  they  had  no  jurisdiction  to  order  an  account  of  the 
profits  of  the  wrong-doer  (if  the  plaintiff  preferred  that  relief),  or 
an'injunction  to  restrain  the  recurrence  of  the  injury.    Where  the 

(a)  Bee  Webster's  LeUwt  Patent,  p.  42,  (b)  21  Jao.  I.  c.  3,  s.  2. 

n. ;  alto  Goryton's  TreaUBe,  p.  262. 
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law  thus  failed  the  patentee,  equity  came  to  his  aid  by  granting 
him  discovery,  an  account,  and  an  injunction,  (c) 

But  equity  followed  the  law ;  therefore,  inasmuch  as  a  patent 
was  a  legal  privilege  granted  upon  the  ex  parte  representation  of 
the  grantee,  and  never  guaranteed  to  be  valid  by  the  Crown,  it 
was  necessary,  where  an  infringer  challenged  the  validity  of  the 
patent,  to  afford  him  an  opportunity  of  testing  the  patentee's  title 
in  a  Court  of  law  before  equity  granted  him  final  relief.  This 
meant  putting  the  plaintiff  on  terms  to  bring  an  action  in  one  of 
the  Common  Law  Courts.  But  time  was  required  to  prosecute 
an  action  at  law,  and  during  the  period  of  delay  involved,  the 
continued  infringements  of  the  defendant  might  be  doing  the 
patentee  most  serious  injury.  Hence  it  became  the  practice  of 
the  Court  of  Chancery  to  grant  the  further  remedy  of  interlocutory 
relief  for  the  purpose  of  protecting  the  patentee's  property  till  the 
legal  right  could  be  ascertained,  (d)  To  do  this,  the  Court  assumed, 
for  the  time  being,  the  validity  of  the  plaintiff's  patent,  and,  on 
that  basis,  granted  an  injunction  to  protect  it.  But  in  order  that 
this  assumption  might  be  tested,  it  put  the  plaintiff  on  terms  to 
bring  an  early  action  at  law,  so  that  the  defendant  might  be  able 
to  test  the  validity  of  the  patent  right.  The  inconvenience  of  this 
system  of  relief,  under  which  the  patentee  was  sent  first  to  one 
Court  and  then  to  another  before  he  could  get  satisfaction,  led  to 
enactments  which  gave  jurisdiction  to  the  Courts  of  Common  Law, 
on  the  one  hand,  to  grant  injunctions,  (e)  and  to  Courts  of  Equity 
on  the  other,  to  determine  every  question  of  law  and  fact  incident 
to  the  relief  claimed.  (/) 

The  effect  of  this  legislation  was  to  withdraw  the  trial  of 
patent  actions  almost  entirely  from  the  Common  Law  Courts. 
Referring  to  the  first  of  these  enactments,  the  Patent  Law 
Amendment  Act,  1852,  (g)  Lord  Westbury,  C,  in  Young  v.  Femie, 
said :  ''I  construe  the  Statute  as  laying  down  the  rule  for  the 
future,  that  these  things  shall  be  heard  and  determined  in  this 
Court.  ...  I  do  not  think  that  anything  more  inconvenient  can 
be  suggested  than  that  where  there  are  mixed  questions  of  law 
and  fact,  the  one  bound  up  with  the  other  and  scarcely  capable 
of  being  separated,  an  attempt  should  be  made  to  cut  the  cause 

(c)  Bee   Cotton,   L.J.,   in    Prodor  v.  Oiitiru  y.  %R6t,  15  G.  B.  862 ;  24  L.  J. 

BaiUy,  6  R.  P.  C.  641,  642 ;  59  L.  J.  Ch.  C.  P.  48. 
12, 13.  (/)  15  &  16  Vict.  0.  86,  88.  61,  62;  21 

(f?)  Barman  v.  JoneB,  1  Gr.  &  Ph.  299.  &  22  Vict.  c.  27 ;  25  k  26  Vict.  c.  42,  8. 2. 

(e)  See  15  &  16  Vict.   o.  83,  8.  42;  {g)  15  &  16  Vict.  o.  83. 
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in  halves,  and  to  send  one-half  of  it  to  be  tried  by  a  jury  in  a 
Court  of  Common  Law,  reserving  the  other  half  for  determination 
in  this  Court."  (h) 

Present  Semedies — The  Tribunal. — By  Section  SO  of  the  Patents 
Act  of  1888,  (i)  it  is  now  enacted  that,  "  In  an  action  for  infringe- 
ment of  a  patent,  the  Court  or  a  judge  may,  on  the  application  of  either 
party,  make  such  order  for  an  injunction,  inspection,  and  account,  and 
impose  such  terms  and  give  such  directions  respecting  the  same  and  the 
proceedings  thereon  as  the  Court  or  a  judge  may  see  fit.''  (j)  The 
words  in  this  Act,  "Court  or  a  judge,"  are  sufficiently  wide  to 
include  all  the  judges  of  the  High  Court,  whether  sitting  in  the 
Queen's  Bench  or  Chancery  Division,  but  owing  to  the  additional 
facilities  afforded  by  the  practice  on  the  Chancery  side,  for  the 
trial  of  the  questions  usually  involved  in  patent  disputes,  actions 
concerning  the  infringement  of  patent  rights  are  now  generally 
tried  in  that  Division. 

By  the  same  Statute  actions  for  infringement  of  letters  patent 
are  now  tried  without  a  jury,  unless  the  Court  directs  otherwise,  (ft) 
Such  actions  nearly  always  involve  mixed  questions  of  law  and 
fact,  and  often  depend  largely  on  the  construction  of  written  docu- 
ments, which  it  is  the  province  of  the  Court  to  determine.  More- 
over, any  questions  of  fact  involved  are  generally  of  a  scientific 
nature,  requiring  for  their  solution  the  close  application  of  a  trained 
mind  to  the  evidence,  and  are  therefore  matters  as  to  which  a  jury 
would  probably  in  any  case  follow  the  direction  of  the  judge.  (Z) 
Hence  now,  unless  some  issue  of  fraud  arises,  there  would  seem 
to  be  little  reason  for  having  recourse  to  a  jury  in  the  trial  of 
patent  actions. 

The  Court,  if  it  thinks  fit,  may  have  the  assistance  at  the  trial 
of  a  specially  qualified  assessor,  and  either  party  has  the  right  to 
require  that  an  assessor  shall  be  called  in.  The  remuneration 
to  be  paid  to  such  assessor  is  determined  by  the  Court,  (m)  Hitherto 
the  assistance  of  an  assessor  has  been  little  sought. 

Although  patent  actions  are  now  usually  entered  in  the  Chancery 

(fc)  1  De  G.  J.  &  S.  354 ;  1  H.  of  L.  63.  (l)  As  to  the  unenitablUty  of  a  jnry 

(0  The  foimer  equitable  and  common  for   the   trial  of  these  cases  see  Lord 

law  jurisdictions  are  now  vested  in  the  Selborne  in  Patent  Marine  Jnventums  Co. 

jndges  of  the  High  Court,  and  where  the  y.  Chadbum,  L.  R.  16  Eq.  448.    A  jury 

rules  of  law  and  equity  conflict  those  of  was  onlered in  the  foUowing  cases:  Young 

equity  are  to  prevail  (see  Judicature  Act,  y.  BoietUhal,  1  R.  P.  G.  29;  We$tinghou9e 

1873,  s.  25  (11)).  y.  Lanea$hire  Railtoay,  1  B.  P.  0.  229 ; 

(/)  See,  also,  the  Judicature  Act,  1878,  Edge  y.  Harrieon,  8  R.  P.  G.  74. 

s.  25  (8).  (m)  Patents  Act,  1883,  s.  28  (1)  &  (3). 

(k)  Patents  Act,  1883,  s.  28  (1). 

2g 
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Division  of  the  High  Goort^  they  may  be  sent  down  for  trial  to  the 
AseizeSy  if^  by  reason  of  the  residence  of  the  parties  or  from  some 
other  canse^  it  is  more  convenient  to  have  a  local  venue,  (n) 

In  addition  to  the  judges  of  the  High  Court,  the  Yice-Ohancellor 
of  the  County  Palatine  of  Lancaster  has  jurisdiction  to  try  patent 
actions,  (o)  But  County  Courts  have  not  the  machinery  suitable 
for  trying  such  cases,  and  their  jurisdiction  would  seem  by  impli- 
cation to  be  excluded  by  Section  9  of  the  Patents  Act,  1888.  More- 
over, as  a  patent  is  in  the  nature  of  a  franchise,  a  County  Court 
judge  could  not  try  any  action  in  which  the  validity  of  a  patent 
was  put  in  issue,  (p) 

The  Parties  to  the  Action. 

Plaintiflii. — In  an  infringement  action  the  general  rule  is  that 
all  persons  having  any  interest,  whether  legal  or  equitable,  in  the 
letters  patent  ought  to  be  before  the  Court,  and  where  not  willing 
to  be  plaintiffs  should  be  joined  as  defendants.  The  reason  is 
that  where  an  account  may  be  ordered  or  damages  given,  it  is 
expedient  that  the  account  should  be  taken  or  the  damages  assessed 
once  for  all  in  the  presence  of  all  parties  interested,  (q)  Hence, 
where  an  injunction  and  delivery  up  or  destruction  of  the  in- 
fringing articles  only  are  claimed,  one  of  several  owners  may  sue 
alone,  without  joining  his  co-owners,  for  such  a  course  in  no  way 
prejudices  a  defendant,  (r)  against  whom  neither  an  account  nor 
an  enquiry  as  to  damages  is  sought. 

Again,  where  a  patent  has  been  mortgaged,  the  mortgagor 
may  sue  alone  without  joining  his  mortgagee.  For  in  equity  the 
mortgagor  is  still  regarded  as  the  owner,  and  the  fact  that  his 
rights  are  to  a  certain  extent  vested  in  another  person  does  not 
prevent  him  from  suing  to  stop  an  infringement  of  them,  {s) 

So  likewise,  if  an  invention  can  be  severed  into  distinct  portions, 
the  owner  of  one  portion  may  sue  alone  for  infringements  of  that 

(n)  Fairbaim  y.  Houtehold,  2  B.  P.  0.  (q)  Bergmann  y.  MaemiUan,  17  G.  D. 

195 ;  Edmond's  Patent,  6  E.  P.  0.  855 ;  423 ;  Dmt  v.  Turpin,  2  J.  &  H.  p.  143 ;  30 

Leadbeater  v.  Kitchen,  7  R.  P.  0.  285;  L.  J.  Ch.  495;  DavenpoH  y.  Bidharde,  3 

Varey  y.  Wcdker,  16  E.  P.  O.  596.  L.  T.  (N.  8.),  503;  Wetthead  y.  Keens,  1 

(o)  53  &  54  Vict.  c.  23.    This  juriadic-  Beay.  295 ;  8  L.  J.  Ch.  89. 

Hon  (claimed  before)  was  expreaely  con-  (r)  Dent  y.  Turpin,  2  J.  &  H.  p.  143. 

ferrod  upon  the  Lancaster  Oonrt  by  the  See,  also,  Sheehan  y.  Cheat  Bastem  Bait- 

aboye  Statute.    Xo  similar  enactment  has  way  Cb.,16  G.  D.  59;  50  L.  J.  Gh.  68.    It 

been  passed  giying  a  like  jurisdiction  to  seems  doubtful  how  far  this  case  is  now 

the  Palatine  Gourt  of  Durham.  an  authority. 

( ji)  See  R  V.  County  Court  Judge  of  («)  Van  Odder  v.  Sovoerhy,  7  B.  P.  0. 

flbfoyoa;  [1891],  2  Q.B.  263;  60L.J.Q.B.  208;   44  G.  D.  374;   59  L.  J.  Gh.  583; 

550 ;  8  E.  P.  G.  338.  Fairclough,  y.  Marthall,  L.  E.  4  Ex.  D.  37. 
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party  for  all  damages  recoverable  in  respect  of  such  infringement 
wonid  in  any  case  belong  to  him^  and  not  to  the  owners  of  the 
other  portions  of  the  patent,  (t) 

A  mere  licensee  of  a  patent  is  not  a  person  having  an  interest 
in  the  patent,  he  is  only  a  person  permitted  to  use  the  invention, 
and  thus  able  to  do  lawfully  that  which  but  for  his  license  would 
be  an  unlawful  act.  He  cannot  therefore  sue  an  infringer,  and  the 
circumstance  that  his  license  is  exclusive  will  not  entitle  him  to  do 
so.  "The  license,  pure  and  simple  and  by  itself,"  said  Fry,  L.J., 
in  Heap  v.  Hartley,  (u)  "  never  conveys  an  interest  in  property ; 
it  only  enables  a  person  to  do  lawfully  what  he  could  not  otherwise 
do,  except  unlawfully.  I  think  therefore  that  an  exclusive  licensee 
has  no  title  whatever  to  sue." 

Although  a  licensee  cannot  sue  third,  persons  for  infringements 
of  the  patent  right,  he  can,  if  his  licence  is  irrevocable  and  ex- 
clusive, maintain  an  action  against  his  licensor  where  such  person 
acts  in  breach  of  the  licence  so  exclusively  given,  (v) 

Nor  is  a  mere  agent  for  the  sale  of  the  patented  article  entitled 
to  bring  an  action  against  an  infringer,  (w) 

A  legal  assignee  of  the  patent  may  sue  for  its  infringement ;  (x) 
but  before  doing  so  he  should  be  careful  to  complete  his  title  by 
registration,  though,  once  the  assignment  is  registered,  he  may 
recover  damages  as  from  the  actual  date  of  assignment,  (y) 

The  action  may  also  be  brought  by  the  assignee  or  trustee  of  a 
bankrupt  patentee,  (;?)  and  by  any  person  in  whom  the  letters 
patent  are  vested  as  trustee  for  beneficiaries;  (a)  also  by  an 
equitable  assignee.  (5) 

Where  a  patent  is  vested  in  several  persons  as  tenants  in 
common,  and  one  dies,  the  right  of  action  in  respect  of  infringe- 
ments already  committed  survives  to  the  others,  who  may  recover 
the  whole  of  the  damages,  (c) 

(0  See  Erie,  O.J.,  in  Dunnidiffe  t.  (to)  Adavu  y.  North  BriUih  Baiheay 

MaUeU,  7  0.  B.  (N.  Q.\  209 ;   29  L.  J.  Co.,  29  L.  T.  (N.  S.),  867. 

G.  P.  70;  Van  OMer  y.  Saaerby,  7  R.  P.  (x)  EleeMe  TeUgraph  Co.  y.  Brett,  20 

O.  208;  44  0.  D.  874;  59  L.  J.  Oh.  583.  L.  J.  0.  P.  128;  10  0.  B.  888. 

(«)  42  0.  D.  461 ;  5  B.  P.  0.  608;  6  (y)  ChdUt  y.  Hoffman,  26  L.  J.  Q.  B. 

B.  P.  C.  495 ;  68  L.  J.  Oh.  790 ;  see,  also,  249. 

Dero$M  Y.  Fairie,  1  W.  P.  0.  155 ;  Neuiby  (s)  Bloxam  y.  EUm,  6  B.  &  0. 169 ;  1 

r.Barrwm,  1J.&  H.  398;  cited  2  H.&M.  0.  &  P.  558. 

p.  638 ;  bat  see  contra,  Banard  y.  Levin-  (a)  B.  8.  0.  Order  16,  rule  8. 

$Uin,  2  H.  &  M.  628;  Thorn  y.  Worthingy  (6)  Action  OeeetUehaft  y.   Tender,  16 

6  0.  D.  415,  n.  B.  P.  C.  447. 

(o)  Guyoi  Y.  Thomeon,  11  B.  P.  0.  541 ;  (e)  8mUh  y.  London  A  North  WeUem 

[1894]  3  Ob.  888;  64  L.  J.  Ob.  32;  71,  RaOway  Co,,  2  E.  &  B.  69;   Maor.  P.  a 

L.  T.  (N.  8.),  416.  203. 
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Where  a  patent  is  granted  to  two  personB  jointly  and  one  dies 
the  grant  passes  by  survivorship  to  the  other,  in  whom  the  whole 
interest  becomes  vested,  and  who  alone  thereafter  can  give  effect 
to  any  prior  agreement  entered  into  by  both  owners  for  its  assign- 
ment, (d) 

In  this  respect  a  patent  does  not  differ  from  other  property. 
"  It  was  scarcely  dispated/'  said  Cozens- Hardy,  J.,  in  the  National 
Company  v.  CUbbB,  **  that  a  grant,  whether  by  the  Grown  or  by  a 
private  individual,  of  any  ordinary  species  of  property  to  A.  B,  and 
C.  X>.,  their  executors,  administrators,  and  assigns,  would  create  a 
joint  tenancy  or  joint  interest,  and  not  an  interest  in  common. 
This  is  not  a  rule  of  tenure  or  of  real  property  law.  It  applies  to 
an  assignment  of  a  policy  of  assurance  as  much  as  to  an  assign- 
ment of  a  term  of  years.  But  it  was  urged  that  letters  patent  are 
of  such  a  peculiar  quality  and  nature  that  different  principles  of 
interpretation  ought  to  be  applied.  I  am  unable  to  follow  this 
argument.  The  right  or  privilege  granted  by  the  Grown  by  the 
letters  patent  is  an  exception  from  the  general  prohibition  con- 
tained in  the  Statute  of  Monopolies.  It  is  for  all  purposes  to  be 
regarded  as  property.  It  passes  in  bankruptcy  as  part  of  the 
assets  of  a  bankrupt.  On  the  death  of  a  patentee  duty  is  payable 
on  it  as  part  of  the  assets  of  the  deceased,  and  I  can  see  no  justifi- 
cation in  principle,  nor  has  any  authority  been  produced,  for  hold- 
ing that  a  grant  for  letters  patent  to  two  persons,  their  executors, 
administrators,  and  assigns,  creates  anything  more  than  a  joint 
interest,  which  will  survive  on  the  death  of  one  of  them,  unless 
there  has  been  severance  of  the  joint  interest."  (e) 

Defendants. — The  actual  infringer  is  the  proper  defendant. 
Thus,  where  the  infringement  occurs  in  the  course  of  work  done 
under  a  contract,  the  contractor  who  carries  out  the  work,  and 
not  the  architect  who  indicates  what  is  to  be  done,  is  the  person 
who  ought  to  be  sued.  (/)  Gustom  House  agents,  who  arrange  for 
the  storing  and  transhipment  in  an  English  port  of  an  article 
which  infringes  an  English  patent,  do  not  thereby  make  them- 
selves liable  as  infringers,  and  ought  not  to  be  joined  as  defen- 
dants, (g)  But  carriers  who  bring  infringing  articles  into  England 
are  liable,  and  may  be  restrained  by  injunction,  (h) 

(d)^a«ww^a).v.G«*•,16B.P.a839:  (g)  N6M$  ExploHve§  Co.  T.  J(me$,  8 

bat  Bee  this  case  in  C.  A.  16  T.  L.  R.  Si8.  App.  Oa.  5;  50  L.  J.  Gh.  582. 

(e)  Jhid.  p.  343.  (h)  Wa$hbwm   Manufaetwring   Co.  r. 

(/ )  DefUey  ▼.  Blore,  38  London  Journal,  Ounard  Co.,  6  B.  P.  0.  403. 
224. 
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A  person  who  merely  prepares  the  materials  from  which  the 
infringing  article  is  made  is  not  liable  as  an  infringer,  and  should 
not  be  joined  as  a  defendant,  (t) 

Thus,  where  a  machine  had  been  altered  so  as,  in  fact,  to 
become  an  infringement  of  letters  patent,  it  was  held  that  an 
action  would  not  lie  against  a  smith  who  did  nothing  more  than 
find  the  materials  required  for  the  alteration,  (j) 

The  directors  of  a  public  company  may  be  liable  for  acts  of 
infringement  committed  by  workmen  employed  in  their  service, 
even  where  such  workmen  have  acted  in  disobedience  to  express 
orders.  Although  the  master  in  whose  employment  the  infringe- 
ment is  committed  is  the  proper  defendant,  his  servants  by  whom 
he  has  committed  the  breach  of  patent  right  are  equally  liable, 
and  may  themselves  be  joined  as  defendants.  If  so  joined,  it  is 
no  answer  for  them  to  shew  that  in  what  they  did  they  only  con- 
formed to  the  orders  of  their  employer,  (k) 

In  Sykea  v.  Howarth,  (I)  where  the  patent  consisted  in  the 
application  of  cards  or  strips  of  leather  covered  with  wire  to  rollers 
at  wide  distances,  a  person  who  contracted  to  clothe  rollers  and 
supplied  to  a  "nailer''  cards  of  such  width  that  when  applied  to 
the  rollers  they  must  of  necessity  leave  wide  spaces,  and  who 
himself  paid  the  nailer  and  so  made  him  his  agent  for  putting 
them  on,  was  held  to  have  infringed  the  patent,  though  he  alleged 
that  his  business  was  that  of  a  card-maker  only  and  did  not  include 
the  nailer's  work. 

Where  an  infringing  manufacturer  sells  the  patented  article, 
both  the  manufacturer  who  makes  and  the  purchaser  who  uses 
the  infringement  are  liable  to  the  patentee  and  may  be  joined  as 
co-defendants  in  one  action,  (m)  the  patentee  being  entitled  to  an 
account  against  the  manufacturers  and  damages  against  the 
person  using  the  article  wherever  it  be  found,  (n)  For  a  judgment 
obtained  against  the  manufacturer  does  not  operate  to  license  the 
use  of  the  illicit  articles  sold  by  him  in  the  hands  of  purchasers. 
So  long  as  the  articles  are  used  there  is  continuing  damage, 
and  the  patentee  is  entitled  to  follow  them  into  every  man's 
hand,  (o)  ' 

But  where  a  plaintiff  company  sued  the  makers  of  piratical 

(0  Tawnmnd  ▼.  Hatcorth,  12   0.  D.  (t)  L.  B.  12  0.  D.  826. 

88],B.  Cm)  Frootor  y.  BennU,  86  0.  D.  740;  4 

0)  Savage  ▼.  Bnndle,  13  R.  P.  0.  266.  R.  P.  0.  333 ;  57  L.  J.  Ch.  11. 

(k)  BeiU  v.  NeOton,  6  N.  R.  221 ;  BeU$  (n)  Petm  v.  BMy,  L.  B.  3  £q.  308 :  " 

▼.  De  VUre,  L.  R.  3  Cli.  429 ;  87  L.  J.  Oh.  L.  J.  Oh.  277. 
825 ;  Adair  ▼.  Young,  12  0.  D.  18.  (o)  Ibid. 
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articles^  and  on  motion  for  an  interlocutory  injunction  accepted 
an  order  under  which  the  defendants  paid  certain  sums  into  court 
to  represent  royalties,  and  undertook  to  keep  an  account  till 
the  trial,  it  was  held  that  no  interlocutory  injunction  could  be 
obtained  by  the  plaintiff  company  against  customers  who  had 
purchased  the  infringing  articles  from  the  first  defendants^  to 
restrain  them  from  using  such  articles,  (p) 

Although  foreign  subjects  committing  acts  of  infringement  in 
the  United  Kingdom  are  liable  to  be  sued  therefor,  (q)  the  Court 
has  refused  to  allow  property  of  a  foreign  Sovereign  which  was  an 
infringement  of  an  English  patent  to  be  detained  in  this  country 
against  the  will  of  that  Sovereign  (r). 

It  frequently  happens  that  a  patentee  finds  that  his  rights  are 
being  infringed  by  several  persons  at  the  same  time.  In  such 
case  he  is  in  the  difficult  position  of  having  to  either  commence  a 
number  of  actions  at  once,  or  incur  the  risk  if  he  only  proceeds 
against  one  infringer  in  the  first  instance,  of  being  refused  inter- 
locutory relief  in  the  other  cases  on  the  ground  of  delay.  The 
most  prudent  course  for  a  patentee  to  adopt  under  such  circum- 
stances was  indicated  as  follows  by  Wood,  V.O.,  in  BavUl  v. 
Crate. {s)  ''After  getting  information  of  case  after  case  of  in- 
fringement, he  might  select  that  which  he  thought  the  best  in 
order  to  try  the  question  fairly,  and  proceed  in  that  case  to 
obtain  his  interlocutory  injunction.  He  might  write  at  the  same 
time  to  all  the  others  who  were  in  simili  casu,  and  say  to  them : 
*  Are  you  willing  to  take  this  as  a  notice  to  you  that  the  present 
case  is  to  determine  yours  ?  Otherwise  I  shall  proceed  against 
you  by  way  of  interlocutory  injunction ;  and  if  you  will  not  object 
on  the  ground  of  delay,  I  do  not  mean  to  file  bills  against  all  of 
you  at  once.  Am  I  to  understand  that  you  make  no  objection 
of  that  kind  ?  If  you  do  not  object,  I  shall  file  a  bill  against  only 
one  of  you/  I  do  not  think  any  Court  could  complain  of  a  patentee 
for  taking  the  course  I  am  suggesting.  That  is  one  way  in  which 
the  difficulty  might  be  avoided." 

In  the  North  British  Bvhber  Go.  v.  The  OormtMy^  etc,  Company,  (t) 
it  was  argued  that  a  patentee  acting  as  above  suggested  might 
find  himself  in  great  difficulties,  as  the  infringers  might  ignore 
his  communications  altogether,  or  meet  them  with  a  fiat  refusal. 

(j>)  PnefmaticTifreCo.y,Qoodfnan,  18  (r)  Vavaa»ewr  ▼.  Krupp^  L.  B.  9  Ch. 

E.  P.  0.  723.  851. 

(g)  OaldweU  ▼.  Vanvlit$engmf  9  Hare,  (•)  L.  B.  1  Eq.  888,  p.  891. 

415;  21  L.  J.  Ch.  97,  (0  12  B.  P.  0. 17. 
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be 


fi   Wiisfc^^^^^^      -wx^^®  ®^^^*  ^*y®  ^^  which  to  enter  an  appearance 

^   vT  \^^  *'*^'^  ^  ^*M^'  the  writ    Prior  to  the  appearance  of  the 

IforVftey  ^^  ^^^t^u^;^      "^"^er  step  can  be  taken  in  the   action  by  the 

''*^^^jjiaefiio\ttA'^^j^^^%e  leave  of  the  Court.     The  plaintiff   may, 

«    it)tA6n%^^^^^^^  parte  for  an  interim  injunction,  (g)     Such  an 

V    laantiff  ^^  \tet^^^  ^^*  ^^  made  except  in  cases  of  the  greatest 

^  „  ^  ^*^^    i[^  1^4  j^jl  jj  should  be  made  at  once,  otherwise  it 

"Tp Jn  BeU  Plwwwgratk         ®^-  ('^^    ^^®  application  may  even  be  made  before 

\^^  been  hamito^  ^*  ^  ^"*  ^^^  ^^*^®  obtained  to  serve  notice  of  motion 

^      t       wtimfift  Ju^^  ^  ^*^  *^®  ^*>  SO  as  to  save  the  time  which  would 

•^T   d  to  toaj'     *  ^^""S  ^""^  *^^  defendant  to  appear,  (i) 

to  trial,  an     .    ^  ^^^t^.ofendant  has  appeared  the  plaintiff  may  apply  to  the 

'^^^'tTlS^^^^   interlocutory  injunction.     In  the  Queen's  Bench 

^    •      P  ^^^  ]y  application  is  made  on   summons  to  a  judge  at 

^? .     d  Vuti      ^^^^  *^®  Chancery  Division,  on  motion  in  open  court,  {j) 

.  tOa'  tiff     "^^^^'^^  *^    interlocutory  injunction    is    to    restrain    the 

jom        P>«       ot  i^j^jatil  the  trial  of  the  action,  or  further  order,  from  con- 

^^•"'Ll      d       f   ^^  ^   infringement   complained   of.     An    application  for 

ihflim '  (  )   \s\^  ^J^'On  before  the  hearing  of  the  action  is  a  matter  of  practice 

11  A  oend    tv/^^^  '^^^^  within  Section  1  sub-section  4  of  the  Judicature 

.,    -jITv^        Sjee  aJid  an  appeal  against  its  refusal  lies  direct  to  the  Court 

nLsaryrt  ^^*  ^- (*) 

ftdudicate      ^^^  principles  upon  which  the  Court  proceeds  in  granting  or 
ahonld  be  '       ^^  '^^^  relief  will  now  be  considered  in  detail. 
TOt,  sold  log  ^^*  ^f) 

eompuij  sa  f^^J^  Interlocutory  Belief. 

\iv  &       A       i^nciples  upon  which  the  Court  acts. — Where  a  patentee  applies 

MsififtaT^^  0^  Court  for  relief  by  way  of  an  interlocutory  injunction,  the 

defend   V  ^^^'*  ^^  adjudicating  upon  the  application,  seeks  as  far  as  possible 

^     ^>  \h5^tain  the  statvs  qm  and  avoid  interfering  with  the  respective 

»,  ^^tenjiaons  of  the  parties  who  are  subsequently  to  decide  the  questions 

^^^  ^lotji*  isue  at  the  hearing.  (J)    The  Court  considers  what  it  can  most 

i^v^^  ^e^sfactoiily  do  provisionally,  and  especially  looks  to  the  degree 

^^^Vt8o>oonvenience  and  inconvenience  to  the  parties  concerned. 

In  Mot-  In  Thomson  v.  Hughes^  (m)  where  the  plaintiff's  patent  was  due  to 
l?ea\bg  jipire  in  six  weeks  from  the  date  of  the  motion.  North,  J.,  in 

(i)  12F    {g)  Mtmr  ▼.  Jom$,  10  B.  P.  C.  868.  (fe)  MoHarg  v.    Universal   Stock  E^ 

(r)  11 :     (Jk)  Greer  v.  The  Brietol  Tanning  Co.,  change,  [1895]  2  Q.  B.  81 ;  64  L.  J.  Q.  B. 

(f)F7B.  P.C.I.  498. 
a  D.  381,     (<)  B.  S.  0.  Order  52,  rule  9.  (0  Per  Lord  Langdale,  M.B.,  in  Bridr 

11-  (i)  A  Master  has  no  power  to  grant  wn  ▼.  McAlpine,  8  Beav.  230. 

(i)  B.in  injunction :  see  Order  54,  rule  12.  (m)  7  B.  P.  C.  71,  p.  76. 
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refasing  an  injunction  on  the  balance  of  convenience,  said :  **  If 
the  defendant  goes  on  making  this  card,  and  the  plaintiff  succeeds, 
the  plaintiff  will  get  full  relief  by  way  of  damages,  or  by  an  account 
of  profits  in  respect  of  all  cards  of  this  pattern  made  by  the 
defendant  between  the  present  time  and  the  expiration  of  the 
patent,  which  is  some  six  weeks  or  so  hence.  On  the  other  hand, 
if  an  injunction  is  granted,  and  the  defendant  should  turn  out  to  be 
successful,  upon  the  ground  that  what  he  is  doing  is  not  an 
infringement  of  the  patent,  which  is  not  a  point  that  has  been 
actually  decided  in  any  suit  commenced  for  that  purpose,  he  would 
be  entitled  to  damages  under  the  undertaking  of  the  plaintiff  as  to 
damages,  but  I  do  not  see  how  the  Court  could  arrive  at  a  fair 
solution  of  the  question  what  damages  really  had  arisen ;  how 
much  worse  he  really  was  by  reason  of  the  injunction  having  been 
granted,  and  his  having  been  thereby  prevented  from  undertaking 
work  which  he  otherwise  might  have  had.  Of  course  the  profit  he 
might  have  got  by  such  work  as  could  be  ascertained  could  be  given, 
but  it  would  be  impossible  to  say  what  orders  he  might  have  got  if 
he  could  have  executed  them,  but  which  he  has  not  got  because  he 
could  not,  and  further,  what  other  things  might  have  been  done  by 
him,  in  respect  of  which  the  power  of  executing  these  orders 
deprived  him  of  the  opportunity  of  earning  money.  It  seems  to  me 
that  the  plaintiff  can  lose  little,  if  anything,  if  I  do  not  grant  an 
injunction,  and  he  is  successful.  The  defendant  may  lose  a  great 
deal  if  I  grant  an  injunction  and  he  should  turn  out  to  be 
successful." 

The  Court  will  not  grant  an  injunction  lightly,  but  will  carefully 
consider  the  validity  of  the  patent  and  whether  or  not  the  acts 
complained  of  are  infringements,  (n)  For  the  Court  proceeds  upon 
the  assumed  validity  of  the  patent,  (o) 'and  if  .that  should  sub- 
sequently be  defeated  at  the  trial  great  hardship  might  be  imposed 
on  the  defendant  by  an  interlocutory  injunction. 

In  Holophane  v.  Berend,  (p)  it  was  urged  by  the  plaintiffs  that 
the  defendants'  trade  being  still  of  slender  dimensions,  no  great 
harm  could  result  from  the  granting  of  an  injunction  against  them, 
whereas  the  plaintiffs'  trade,  which  was  large,  would  be  seriously 
prejudiced  by  the  refusal  of  an  injunction,  owing  to  the  inferiority 
of  the  goods  with  which  the  defendants  were  flooding  the  market,  (q) 
Kekewich,  J.,  however,  refused  the  injunction,  being  satisfied  that 

(n)  Bridion  ▼.  BPAlpine,  sapra.  (p)  15  B.  P.  0. 18. 

(o)  Per  Lord  Gottenham  in  Baeon  v.  (g)  Of.  Tomer,  L.J.,  in  Davenport  y. 

/(Dfwi,  4  Myl.  &  Or.  p.  436.  Jep^on,  4  De  G.  F.  &  J.  p.  448. 
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there  was  a  serions  issue  to  be  tried  as  to  the  validity  of  the 
patent. 

In  the  Electric  Telegraph  Company  v.  Nott,  (r)  the  plaintiflfs  were 
the  owners  of  three  patents  of  eight,  five,  and  three  years'  standing 
respectively.  The  Court  refused  to  grant  them  an  interlocutory 
injunction,  as  there  appeared  to  bo  great  doubt  on  the  question 
of  the  alleged  infringement.  Lord  Cottenham,  C,  said:  "Where 
the  application  to  the  Court  is  to  protect  and  assist  a  legal  right, 
if  there  be  a  doubt  as  to  the  validity  of  the  legal  right,  or  as  to 
the  acts  complained  of  being  a  violation  of  such  legal  right,  it 
becomes  the  Court  to  be  extremely  cautious  in  administering  its 
equitable  jurisdiction  by  way  of  injunction,  and  such  caution  is 
requisite  for  two  reasons ;  first,  because  if  the  legal  right  ultimately 
fail,  or  if  the  acts  complained  of  turn  out  to  be  no  violation  of  the 
legal  right,  the  Court  has  then  interfered  without  any  authority 
whatever,  the  authority  being  merely  derivation  from  the  legal 
right,  and  in  aid  and  protection  of  it.  Secondly  and  principally, 
because  in  this  Court  there  is  no  comparison  between  the  evil 
of  an  error  in  refusing  an  injunction,  and  the  evil  of  an  error  in 
granting  an  injunction.  That  in  ordinary  cases  an  injunction, 
if  improperly  granted,  causes  infinitely  more  mischief  to  the 
defendant  than  the  delay  of  granting  the  injunction  can  possibly 
cause  to  the  plaintiff.  The  Court  ought  to  be  extremely  cautious, 
and  not,  as  a  general  rule,  to  give  its  aid  to  the  legal  right  by 
injunction  unless  satisfied — the  legal  right  being  disputed — ^that 
in  the  result  such  legal  right  would  be  established,  or — the  legal 
right  not  being  disputed — ^that  the  acts  complained  of  were  a 
violation  of  it." 

In  ShiUito  v.  LarmotUh  fk  Company ^  {s)  the  plaintiffs  moved  for  an 
interlocutory  injunction  upon  a  patent  of  ten  years'  standing.  The 
defendants  denied  the  novelty  of  the  invention  and  the  infringe- 
ment Bristowe,  V.C,  considered  the  infringement  sufl&ciently 
made  out,  and  granted  the  injunction.  On  the  question  of  infringe- 
ment, he  said  that  it  was  not  necessary  to  satisfy  the  Court 
beyond  all  doubt  on  the  point  "  The  fair  rule  to  go  by  is  this  : 
Is  the  Court  satisfied,  for  the  purposes  of  the  interlocutory  appli- 
cation, that  the  alleged  infringement  is  sufficient  to  satisfy  the 
Court  that  there  is  a,primdfacie  case  of  actual  infringement  which 
will  be  proved  at  the  trial  when  the  case  is  tried  out  ?  .  .  ." 

Even  where  infringement  has  not  yet  taken  place,  the  plaintiff 
may  be  entitled  to  an  injunction  if  he  can  satisfy  the  Court  that 

(r)  2  Coop.  41.  (0  2R.  P.  C.  1. 
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iofringement  is  threatened.  For  the  Court  will  interfere  to  restrain 
a  threatened  injnry. 

" On  principle/'  said  Jessel, M,R.,  in  Frearsony.  Loe,  (t)  "there 
is  no  reason  why  a  patentee  should  not  succeed  in  obtaining  an 
injunction  without  proving  actual  infringement.  I  think  so  for 
this  reason.  Where  the  defendant  alleges  an  intention  to  infringe, 
and  claims  the  right  to  infringe,  the  mischief  done  by  the  threatened 
infringement  of  the  patent  is  very  great,  and  I  see  no  reason  why 
a  patentee  should  not  be  entitled  to  the  same  protection  as  every 
other  person  is  entitled  to  claim  from  the  Court  from  threatened 
injury,  where  that  threatened  injury  will  be  very  serious.  No  part 
of  the  jurisdiction  of  the  old  Court  of  Chancery  was  considered 
more  valuable  than  that  exercise  of  jurisdiction  which  prevented 
material  injury  being  inflicted,  and  no  subject  was  more  frequently 
the  cause  of  bills  for  injunction  than  the  class  of  cases  whidi  were 
brought  to  restrain  threatened  injury  as  distinguished  from  injury 
which  was  already  accomplished." 

In  Bowling  v.  BiUington,  (u)  the  only  infringements  proved  were 
infringements  either  between  the  filing  and  acceptance  of  the 
specification,  or  after  action  brought;  yet,  as  this  shewed  an 
intention  to  infringe  on  the  part  of  the  defendant,  an  injunction 
was  granted,  although  under  the  circumstances  no  damages  could 
be  recovered. 

No  injunction  will  be  granted,  however,  if  the  Court  is  satisfied 
that  the  defendant  does  not  intend  to  continue  his  infringements,  (v) 
Still,  actual  infringement  is  presumptive  evidence  of  an  intention 
to  continue  that  course  of  conduct,  and  the  Court  will  not  refuse 
an  interlocutory  injunction  in  such  case  merely  because  the  defen- 
dant at  the  hearing  promises  to  discontinue  his  infringements,  (w) 

"Undoubtedly,"  said  Cotton,  L.J.,  in  Proctor  v.  Bailey, (x) 
"  wherever  a  person  has  done  a  wrongful  act  in  infringing  a  patent, 
prima  facie  that  is  ground  for  granting  an  injunction,  because 
when  a  man  has  done  a  wrongful  act  the  probability  (unless  there 
is  anything  which  prevents  that  probability  arising)  is  that  he 
will  continue  it;  and  the  patentee  who  is  injured  by  that  act 
is  entitled,  in  a  Court  of  Equity,  to  prevent  a  repetition  of  that 
wrongful  act." 

(0  L.  R.  9  0.  D.  65 ;  26  W.  B.  188 ;  27  W.  B  100 ;  61  L.  J.  (N.S.),  752 ;  Duniop 

W.  B.  183.  Pneumatic  Tyre  Oo.  y.  8Ume,  14  B.  P.  0. 263. 

(tt)  7  B.  P.  0. 191.  (w)  Losh  ▼.  Hague,  1  W.  P.  0.  200. 

(v)  Proctor  ▼.  Bailey,  6  R.  P.  C.  542 ;  (x)  6  B.  P.  0.  p.  542. 

L.  B.  42  0.  D.  390;  59  L.  J.  Oh.  12;  38 
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In  Lyon  v.  the  Mayor  of  Newcastle,  (y)  however,  where  the 
defendants,  though  in  possession  of  infringing  articles,  had,  when 
written  to,  denied  actual  user,  and  offered  an  undertaking  not  to 
use  the  infringing  machines  pending  the  trial  of  the  action, 
Eekewich,  J.,  held  a  motion  for  an  interlocutory  injunction  un- 
necessary, and  dismissed  it  with  costs,  although  the  validity  of 
the  patent  had  been  established  in  a  prior  action. 

Where  the  patent  in  protection  of  which  an  interlocutory 
injunction  is  sought  is  about  to  expire  the  relief  will  usually  be 
refused.  (0)  But  where  numbers  of  infringing  articles  have  been 
fraudulently  manufactured,  at  the  close  of  a  patent  term,  prior 
to  its  expiration,  with  the  object  of  flooding  the  market  the 
moment  the  term  has  run  out,  the  Court  will  grant  an  injunction 
restraining  the  sale  of  such  articles;  and  this  even  after  the 
patent  has  expired,  (a) 

In  Croaaley  v.  Derby  Gas  Company,  Lord  Brougham,  C,  said  :  (b) 
^*  The  point  has  never  yet  been  decided ;  but  I  am  of  opinion  that 
the  Court  would  interfere,  even  after  the  patent  has  expired, 
to  restrain  the  sale  of  articles  manufactured  previous  to  its 
expiration  in  infringement  of  a  patent  right;  and  that  a  party 
would  not  be  allowed  to  prepare  for  the  expiration  of  a  patent  by 
illegally  manufacturing  articles,  and  immediately  after  its  expira- 
tion to  deluge  the  market  with  the  produce  of  his  piracy;  and 
thus  reaping  the  reward  of  his  improbus  labour  in  making  it. 
The  Court  would,  I  say,  in  such  case  restrain  him  from  selling 
them  even  after  the  expiration  of  the  patent." 

When  the  Court  will  Grant  Belief. — It  will  now  be  convenient 
to  consider  the  cases  in  which  the  Court,  if  infringement  is  made 
out,  will  generally  grant  an  interlocutory  injunction.  These  may 
be  grouped  under  the  following  heads :  (1)  When  the  validity  of 
the  patent  has  already  been  established  in  a  previous  action.  (2) 
When  the  patent  is  of  old  standing  and  the  enjoyment  under  it  has 
been  uninterrupted.  (3)  When  the  validity  of  the  patent  is  not  in 
issue. 

1.  When  the  validity  of  a  patent  h^is  been  established  in  a  previous 
action. 

In  this  case,  once  the  Court  is  satisfied  that  infringement  has 
taken  place,  the  plaintiff  is  entitled  to  an  interlocutory  injunction. 

(y)  11  R.  p.  0.  218.  (b)  Ibid.    Cf.  Turner,  L.J.,  in  8mUh 

(f)  BetU  V.  QaXUiU^  L.  R.  10  Eq.  «92.  ▼.  London  &  SorOh  Western  BaOway  Co., 

(o)  CroUUsy  ▼.  Derby  Qat  Co,,  4  L.  J.  Kay,  416;  23  L.  J.  Ch.  562. 
Ch.  26. 
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A  prior  decision  of  the  Scottish  Courts,  (c)  and  even  the  award  of 
an  arbitrator,  (c2)  in  favour  of  the  patentee  have  been  held 
sufficient  proof  of  the  validity  of  the  patent  to  justify  the  applica- 
tion of  this  rule. 

The  reason  of  this  rule  was  thus  explained  by  Lord  Bomilly, 
M.B.,  in  BoviU  v.  Ooodier :  (e)  "  The  law  attaches  superior  rights 
to  a  patentee  who  has  established  the  validity  of  his  patent,  to 
those  which  belong  to  a  patentee  who  has  not  done  so.  The 
former  stands  on  a  different  footing,  and  though  the  patent  may 
be  contested  by  fresh  persons,  he  will  receive  protection  until  the 
invalidity  of  it  is  shewn.  The  distinction  hitherto  made  by  Courts 
of  Equity  has  been  that  where  the  validity  of  the  patent  has  not 
been  the  subject  of  any  legal  proceedings,  the  patentee  must  prove 
its  validity  at  law  before  the  Court  of  Equity  will  protect  him; 
but  having  once  established  its  validity,  then  the  Court  of  Equity 
will  protect  him  against  another  person  until  that  person  proves 
its  invalidity." 

'*  In  what  position  would  a  patentee  be  placed,"  said  Wood, 
V.C,  in  Davenport  v.  Ooldberg,  (/)  *'  if  he  is  to  try  his  right  db 
initio  against  every  separate  infringer  in  infinitum  f  That  certainly 
is  a  view  of  his  rights  which  has  never  been  adopted  by  this 
Court."  (g) 

The  patentee's  right  to  relief  by  way  of  interlocutory  injunction 
is  all  the  stronger  if  he  can  shew  that  the  defendant  has  in  fact 
been  indemnifying  a  defendant  in  the  former  action ;  (h)  or  that 
the  defendant  is  a  mere  cover  for  a  former  infringer,  who  is  thus 
seeking  to  deprive  the  patentee  of  the  benefits  which  have  accrued 
to  him  under  an  earlier  action,  (t)  In  such  case  an  interlocutory 
injunction  has  been  upheld,  notwithstanding  the  circumstance  that 
an  appeal  in  the  first  action  had  been  taken  to  the  House  of  Lords, 
and  the  second  defendants  offered  to  pay  royalties  pending  such 
appeal.  (J) 

Where  the  prior  action  relied  upon  has  been  won  by  the 
patentee  through  the  defendant  failing  to  appear  at  the  trial,  the 
same  inference  of  validity  will  not  be  drawn  in  the  patentee's 
favour.     But  where  this   happened   in    two   successive  actions 

(o)  Dudgeon  v.  Th<mptony  80  L.  T.  (N.  Phonograph  Co.,  11  E.  P.  0.  193;  Moter 

8.),  244.  ▼.  MarBden,  10  B.  P.  0.  868. 

(d)  LUter  y.  EailuH)od,  26  L.  T.  4.  (h)  FarhenfabHken  ▼.  Dawton,  8  B.  P. 

(«)  36  L.  J.  Ch.  p.  435 ;  L.  Jl.  2  Eq.  0.  897. 
200.  (0  Mour  V.  SeweO,  10  E.  P.  0.  366. 

(/)  2  H.  &  M.  286.  (i)  Ibid. 

(^)  See,  also,  Editon-Bell  v.  London 
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brought  by  the  same  plaintiff,  Ghitty,  J.,  held  that  the  patent 
was  sufficiently  established  to  justify  the  granting  of  an  inter- 
locutory injunction  against  a  new  infringer,  {k) 

In  the  Pneumatic  Tyre  Company  y.  Marwood,  (l)  it  was  suggested 
that  the  value  of  a  previous  decision  in  favour  of  the  patentees 
must  be  discounted,  because  the  former  defendants  had  not  been 
in  a  position  to  call  the  best  expert  evidence.  But  the  Court 
declined  to  allow  any  such  suggestion  to  minimize  the  weight 
attaching  to  the  judgment  already  obtained,  and  granted  an 
injunction. 

The  circumstance  that  a  patentee  has  compromised  actions 
previously  brought  by  him  in  respect  of  the  same  patent,  is  not 
in  his  favour,  but  will  not  necessarily  disentitle  him  to  inter- 
locutory relief  The  Court  in  such  case  may  still  grant  an 
injunction  if  satisfied  that  the  patentee  may  fail  to  obtain  com- 
pensation should  he  be  left  to  his  remedy  in  damages,  (m) 


2.  When  the  patent  ie  of  old  standing,  and  the  enjoyment  under  it 
has  been  uninterrupted. 

The  rule  that  prolonged  possession  under  colour  of  title  is 
sufficient  primA  fade  evidence  on  which  to  base  an  interlocutory 
injunction  has  long  been  recognized  by  Courts  of  Equity,  (n) 

In  HiU  v.  Thompson,  (p)  the  leading  case  as  to  this.  Lord  Eldoh, 
while  dissolving  an  injunction  granted  on  a  patent  of  three  years' 
standing  and  one  year's  user,  laid  down  the  rule  as  follows: 
''The  principle  upon  which  the  Court  acts  in  cases  of  this 
description  is  the  following;  where  a  patent  has  been  granted, 
and  there  has  been  an  exclusive  possession  of  some  duration  under 
it,  the  Court  will  interpose  its  jurisdiction,  without  putting  the 
party  previously  to  establish  the  validity  of  his  patent  by  an  action 
at  law.  But  where  the  patent  is  but  of  yesterday,  and,  upon  an 
application  being  made  for  an  injunction,  it  is  endeavoured  to  be 
shewn  in  opposition  to  it  that  there  is  no  good  specification,  or 
otherwise  that  the  patent  ought  not  to  have  been  granted,  the 
Court  will  not,  from  its  own  notions  respecting  the  matter  in 

(h)  Editon-BiiU  Phonograph  v.  Bern-  been  able  to  pay  damages  giveii  against 

stein,  14  R.  P.  0.  158.  them. 

(0  13  B.  P.  0. 347.  (n)  As  to  this  doctrine  of  equity,  see 

(m)  Braehers,  Brother,!  E.  P.  C.  421.  Lord  Eldon  in  the  Univernties  of  Oxford 

In  this  case  the  defendants  were  a  com-  and  Cambridge  t.  Richardson,  6  Ves.  689. 

pany  of  small  means  who  might  not  have  (o)  3  Mar.  622 ;  1  W.  P.  0.  p.  231. 
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dispute,  act  upon  the  presumed  validity  or  invalidity  of  the  patent, 
without  the  right  having  been  ascertained  in  a  previous  trial." 

So  too  in  Harmer  v.  Plane ,  (p)  where  an  injunction  had  been 
granted  on  a  patent  of  thirteen  years'  standing,  Lord  Eldon,  C, 
upheld  the  injunction  on  appeal,  although  there  was  strong  ground 
for  contending  that  the  patent  was  bad  on  the  face  of  the  speci- 
fication. ''Where  the  public  have  permitted  a  reasonably  long 
and  undisputed  possession  under  colour  of  the  patent,'*  said  the 
learned  Chancellor,  "  the  Court  has  thought,  upon  the  fact  of  that 
possession  proved  against  the  public,  that  there  is  less  incon- 
venience in  granting  the  injunction,  until  the  legal  question  can 
be  tried,  than  in  dissolving  it  at  the  hazard  that  the  grant  of 
the  Grown  may  in  the  result  prove  to  have  been  valid.  The 
question  is  not  really  between  the  parties  upon  the  record;  for, 
unless  the  injunction  is  granted,  any  person  might  violate  the 
patent;  and  the  consequence  would  be  that  the  patentee  must 
be  ruined  by  litigation.  In  the  case  of  Boulton  v.  Bull,  (q)  there- 
fore, though  a  case  of  great  doubt,  upon  which  some  of  the  ablest 
judges  in  Westminster  Hall  disagreed,  yet,  upon  the  ground  of  the 
possession  by  the  patentees  against  all  mankind,  the  injunction 
was  granted  until  the  question  could  be  tried." 

In  Beeston  v.  Ford^  (r)  Lord  Lyndhurst,  C,  said  :  "  There  may 
be  considerable  doubt  as  to  the  validity  of  a  patent,  still,  if  there 
has  been  a  long  exclusive  enjoyment,  the  doctrine  of  the  Court  is 
that  an  injunction  shall  go  to  protect  the  patent  until  the  question 
of  its  validity  is  duly  determined  at  law." 

In  Bickford  v.  Skewes,  Shadwell,  V.C,  acted  on  this  rule  and 
protected  by  injunction  a  patent  of  six  years'  standing,  holding 
that  the  Court  was  bound  to  look  to  the  fact  of  such  enjoyment 
under  the  patent  as  a  sort  of  practical  answer  to  theoretical 
objections  taken  to  the  specification,  (s) 

In  Stevens  v.  Keating,  (t)  the  plaintiffs  were  the  assignees  of 
two  patents  of  twelve  and  six  years'  standing  respectively.  The 
defendants  denied  the  infringement  and  said  that  the  plaintiffs' 
specification  was  bad.  But  Shadwell,  Y.C,  granted  the  injunc- 
tion, and  on  appeal  Lord  Cottenham,  C,  confirmed  the  order. 
His  lordship  said  :  ''  In  the  case  of  patents  the  rule  steps  in  and 
says  long  and  uninterrupted  possession  shall  be  prima  facie 
evidence  of  title,  which   ought  to  be  respected,  and  it  comes, 

(p)  14  Ves.  132.  («)  1  W.  P.  C.  213;  see,  also,  8.  0.  8 

(9)  2  H.  Blackstone,  453 ;  8  Ves.  140.       L.  J.  Gh.  188. 

(r)  2  Coop.  Ch.  Oa.  68.  (<)  2  W.  P.  C.  176 ;  2  PhiU.  333. 
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therefore,  to  the  case  I  have  so  frequently  had  occasion  to  advert 
to.  Primd  facie  in  that  state  of  the  case  the  Court  is  not  at 
liberty  to  exercise  a  discretion  as  to  whether  the  patent  is  good 
or  not.  .  .  .  Here  I  have  a  patent  of  1834,  very  extensively  acted 
on  from  the  year  1884  to  1846,  under  which  the  plaintiff  has  not 
only  claimed,  but,  as  far  as  it  appears,  exclusively  exercised  the 
right  of  manufacturing  and  selling  the  composition  of  those  three 
substances;  and  it  comes  therefore  within  the  rule  of  the  cases 
referred  to,  that  under  such  circumstances,  though  the  Court 
will  give  every  facility  to  the  defendant  that  he  may  not  be 
unnecessarily  restrained  for  a  longer  period  of  time  than  may 
be  absolutely  essential  to  ascertain  the  right  by  trial  at  law,  yet 
that  it  is  a  case  in  which  there  is  that  long  and  undisturbed 
possession  under  a  patent  right  which  precludes  the  Court, 
according  to  the  practice  laid  down,  from  refusing  to  interfere 
by  injunction  till  the  right  shall  be  ascertained  by  trial  at  law."  (u) 

In  Muntz  v.  Foster,  (v)  the  patent  was  disputed,  and  there  was 
conflicting  evidence  as  to  its  novelty,  but  it  was  a  patent  of  eleven 
years'  standing,  and  Knight-Bruce,  V.C,  granted  an  injunction. 
On  appeal,  Lord  Lyndhurst,  C,  in  affirming  the  order,  said :  "  The 
patentee  has  been  in  possession  of  his  exclusive  privilege  for 
several  years,  and  the  Court  will  not,  on  any  suggested  defect  of 
the  specification,  allow  that  privilege  to  be  disturbed,  until  the  title 
has  been  decided  in  a  court  of  law." 

In  Caldwell  v.  Vanvlissengen,  (w)  objections  were  taken  to  the 
specification,  but  the  Court  granted  an  injunction,  on  the  ground 
of  possession  for  eleven  years.  Turner,  V.C.,  said :  "  The  question, 
whether  the  Court  will  interfere  to  protect  a  patentee  before  he 
has  established  his  right  at  law,  or  will  suspend  its  interference 
until  the  right  at  law  has  been  established,  appears  to  me  to 
depend  on  very  simple  principles.  It  is  part  of  the  duty  of  this 
Court  to  protect  property  pending  litigation ;  but  when  it  is  called 
upon  to  exercise  that  duty,  the  Court  requires  some  proof  of  title 
in  the  party  who  calls  for  its  interference.  In  the  case  of  a  new 
patent  this  proof  is  wanting:  the  public,  whose  interests  are 
affected  by  the  patent,  have  had  no  opportunity  of  contesting  the 
validity  of  the  patentee's  title,  and  the  Court  therefore  refuses  to 
interfere  until  his  right  has  been  established  at  law.  But  in  a 
case  where  there  has  been  long  enjoyment  under  the  patent  (the 

(«)  See  alfo  the  same  learned  judge  (v)  2  W.  P.  0.  95. 

in  the  Eleetrie  Telegraph  Co,  y.  NoU,  11  (w)  9  Hare,  415;  21  L.  J.  Gli.  97. 

Jut.  278;  16  L.  J.  0.  P.  174;  2  CJoop.  41. 

2h 
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enjoyment,  of  coarse,  including  use),  the  pablic  have  bad  the 
opportunity  of  contesting  the  patent;  and  the  fact  of  their  not 
haying  done  so  successfully  affords  at  least  primi  facie  evidence 
that  the  title  of  the  patentee  is  good ;  and  the  Court  therefore 
interferes  before  the  right  is  established  at  law.  In  the  present 
case,  I  think  the  plaintiffs  have  proved  such  a  case  of  enjoyment 
under  the  patent,  and  of  their  title  having  been  maintained  at  law 
against  the  several  attempts  which  have  been  made  to  impeach  it, 
that  the  Court  is  bound  at  once  to  interfere  for. their  protection, 
unless  there  are  sufi&cient  grounds  for  withholding  its  inter- 
ference." 

In  NewM  v.  WiUan,  (x)  the  defendants  relied  on  an  alleged 
publication  of  the  invention  three  years  before  the  date  of  the 
patent.  The  patentee  had  already  on  four  occasions  successfully 
vindicated  his  patent  rights  against  infringers;  but  on  none  of 
those  occasions  had  the  evidence  now  relied  on  been  given.  The 
patent,  however,  was  nearly  twelve  years  old,  and  the  Lords 
Justices  (reversing  the  Master  of  the  Bolls)  granted  an  inter- 
locutory injunction  on  the  ground  of  long  enjoyment,  notwith- 
standing the  possibility  of  the  fresh  evidence  upsetting  the 
patent,  (y) 

In  Davenport  v.  Jepaon,  (z)  Turner,  L.J.,  dealing  with  a  patent 
of  eleven  years*  standing,  said :  ''  The  rule  is  well  settled  that  this 
Court  assumes  the  validity  of  a  patent  and  grants  an  injunction 
where  there  has  been  long  and  quiet  enjoyment  under  it."  (a) 

In  Heugh  v.  MagiU,  {b)  an  injunction  was  sought  to  restrain  the 
infringement  of  a  patent  which  was  for  improvements  in  a  machine 
the  subject  of  a  prior  substratum  patent,  and  which  could  not  be 
used  without  the  license  of  the  original  patentees.  The  patent  in 
protection  of  which  an  injunction  was  sought  had  been  taken  out 
ten  years  before  this  application,  but  the  original  patent  had  only 
expired  the  year  before.  In  these  circumstances,  Jessel,  M.B., 
held  that  the  undisturbed  possession  of  the  new  patent  did  not 
commence  imtil  the  substratum  patent  had  expired,  and  that  there 
had  not  been  a  sufficiently  long  enjoyment  to  entitle  the  plaintiff 
to  an  injunction. 

In  Briggs  v.  Lardeur,  (c)  the  patent  was  of  ten  years'  standing, 

(»)  2  De  G.  M.  &  G.  282 ;  19  L.  T.  161.  (N.  S.),  357,  and  Davenport  y.  Btohards,  S 

(y)  See  the  judgment  of  Lord  Gnm-  L.  T.  (N.  8.),  503»  in  both  of  which  oaaei 

worth.  injunctions  were  granted  by  Wood,  Y.C., 

(e)  1  N.  B.  173,  307 :  4  De  G.  F.  &  J.  on  patents  of  nine  years'  standing. 
440,  at  447.  (6)  W.  N.  1877,  p.  62. 

(a)  fSee,  also,  BetU  7.  Metuies,  3  Jnr.  (e)  1  B.  P.  0. 126. 
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and  its  validity  during  that  period  had  not  been  called  in  question. 
In  granting  an  injunction,  Pearson,  J.,  said:  "Whether  this 
patent  is  a  good  patent  or  not,  I  think  I  ought  not  to  consider  at 
all  on  the  present  motion,  unless  I  can  see  on  the  face  of  this 
patent  that  it  is  so  irretrievably  and  hopelessly  bad  that  it  is 
absolutely  impossible  that  it  could  be  supported.  In  a  case  so 
plain  as  that,  I  doubt  not  that  I  might  consider  it  on  interlocutory 
motion  ;  but  when  the  patent  has  been  in  existence  for  ten  years, 
and  has  not  been  challenged  at  the  end  of  ten  years,  I  think  this 
Court  ought  to  give  credit  to  the  patent  and  ought  to  assume,  at 
all  events  upon  the  interlocutory  motion,  that  for  the  purpose  of 
the  interlocutory  motion  the  patent  is  a  good  patent;  of  course 
leaving  it  entirely  open  until  the  case  comes  on  for  trial  to  deter- 
mine that  the  patent  is  as  bad  a  patent  as  ever  was  taken  out."  (d) 

Long  Possession  means  Vndistorbed  Possession. — To  entitle  the 
patentee  to  the  protection  of  an  interlocutory  injunction,  he  must 
shew  not  only  long  enjoyment  but  likewise  undisturbed  enjoyment. 
If  the  defendant  can  prove  to  the  Court  that  the  invention  of 
which  the  plaintiff  claims  the  exclusive  enjoyment  has  been  openly 
used  by  other  persons  during  the  term  of  the  letters  patent,  this 
will  rebut  the  inference  which  the  Court  usually  makes  in  the 
patentee's  favour  from  the  fact  of  the  long  enjoyment.  Thus,  in 
CoUard  v.  AUison,  (e)  although  the  patent  was  one  of  twelve  years' 
standing,  and  the  infringement  admitted,  the  Court  refused  an 
injunction  when  it  was  shewn  that  the  patentee's  possession  under 
the  patent  had  not  been  exclusive.  Lord  Cottenham  laying  it 
down  that  the  absence  of  exclusive  enjoyment  neutralized  the 
length  of  time  for  which  a  patent  had  been  enjoyed,  and  created 
an  exception  from  the  rule  stated  by  Lord  Eldon  in  Hill  v. 
Thompion. 

In  CwrtU  V.  CutU,  (/)  where  the  patent  was  more  than  thirteen 
years  old,  and  its  validity  was  the  only  question  in  issue.  Lord 
Cottenham,  after  observing  that  if  the  enjoyment  had  been  exclu- 
sive the  patentee  would  have  been  entitled  to  an  injunction,  said  : 
"  But  the  rule  upon  which  the  Court  acts  in  granting  an  injunction, 
where  the  validity  of  the  patent  alone  is  disputed,  requires,  not 
merely  that  there  shall  have  been  possession  and  enjoyment  under 
the  patent,  but  such  possession  and  enjoyment  must  have  been 
undisturbed  and  exclusive.    Now,  the  answer  negatives  an  exclusive 

id)  See,   also,    Roihwea    y.    King,  3  (e)  4  Myl.  &  Or.  i87. 

B.  P.  C.  379,  where  the  patent  was  one  (/)  8  L.  J.  Cb.  184;  2  Coop.  Gh.  Oa. 

of  six  years'  standing.  60. 
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poBsession  of  the  privilege  to  make  the  machineB.  It  states  that 
since  the  patent  was  granted,  persons,  not  claiming  under  the 
patent,  have  manufactured  machines  upon  the  principle  sought  to 
be  protected  by  it.  There  is  an  end,  therefore,  of  the  case  of 
exclusive  possession  and  enjojonent.  The  injunction  granted  by 
the  Vice-Chancellor  must  be  dissolved." 

Disturbance  of  the  patentee's  enjoyment  will  not,  however, 
defeat  his  right  to  an  injunction  where  the  patentee  has  taken 
proceedings  successfully  against  the  prior  infringers.  For  although 
the  establishment  of  a  patent's  validity  at  law  is  not  conclusive 
against  any  other  subsequent  infringer,  and  will  not  preclude  such 
infringer  from  disputing  the  patent,  still,  the  Court  considers  the 
success  of  a  patentee  in  vindicating  his  patent  right  as  a  strong 
circumstance  in  his  favour  when  he  seeks  relief  by  interlocutory 
injunction,  (g) 

It  is  not  necessary  that  a  patentee  should  actually  have  gone 
to  trial  in  vindication  of  his  patent  right  against  infringers.  If 
they  have  submitted  and  recognized  his  title,  that  will  be  sufficient 

In  Bothwell  v.  King,  (h)  it  was  proved  that  the  patent  had 
been  infringed  on  four  prior  occasions,  and  that  on  each  of  those 
occasions  the  infringers  had  desisted,  so  that  the  patentee  had  not 
in  any  case  proceeded  to  the  trial  of  an  action.  On  this  Bristowe, 
y.G.,  said :  "  It  is  quite  true  that  in  those  cases  there  may  not 
have  been  actions,  but  if  a  party  is  doing  a  thing,  and  it  is  brought 
to  their  knowledge  that  they  are  disturbing  another  man's  patent, 
and  they  acquiesce  in  the  view  that  they  are  doing  so,  then  an 
action  is  not  necessary.  It  would  be  a  very  hard  thing  to  hold 
that  no  compromise,  or  arrangement,  or  giving  up,  or  acquiescence, 
would  do  unless  there  was  an  action." 

Enjoyment  means  Vser. — Enjoyment  of  a  patent  right  must 
include  user.  If  the  patent  for  which  protection  is  sought  is  of 
old  standing,  but  has  only  recently  been  put  in  use  by  the  patentee, 
the  rule  as  to  the  Court  favouring  long  enjoyment  does  not  apply. 

In  CaldweU  v.  Vanvli88engen,{i)  Turner,  V.C.,  said  long  en- 
joyment, of  course,  included  use.  In  The  Electric  Telegraph  Com- 
pany V.  Nott,  (j)  Lord  Cottenham,  C,  said  :  "  Where  a  patent  has 
existed  for  some  time  and  there  has,  during  this  time,  been  a  user 
under  the  patent,  it  is  an  assertion  of  a  title  against  all  the  world." 

(g)  Davenport  v.  Jepwn,  4  De  G.  F.  &  (t)  9  Hare,  415;   21  L.  J.  Ch.  97;  of. 

J.   440;   Hayward   v.   Pavement   Co^   1  Shadwell,  Y.G.,  in  8ieven$  v.  Keaiing^  2 

B.  P.  0.  207;  United  Telephone  Co.  v.  8t,  W.  P.  0.  176;  2  Phill.  333. 
Oeorge,  8  R.  P.  0.  33.  (i)  2  Coop.  Ch.  Ca.  47. 

(A)  8  B.  P.  C.  379. 
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In  Plimpton  y.  Malcolmson,  (k)  the  plaintifif's  patent  was  one  of 
ten  years'  standing,  bat  no  evidence  of  nser  nnder  the  patent  was 
given,  except  nser  of  recent  date.  Jessel,  M.B.,  in  refusing  an 
interlocutory  injunction,  said  :  "  Where  a  patentee  comes  to  this 
Court  for  interim  protection  on  the  ground  of  previous  enjoyment, 
he  must  shew  that  there  has  been  an  actual  public  user  of  his 
patent.  In  this  case  there  is  no  evidence  of  actual  user  for  any 
number  of  years." 

Vo  Iiqtmction  where  the  Patent  is  Becent  and  its  Validity  in 
Dispute. — The  general  rule  as  to  long  enjoyment  implies  of  necessity 
the  converse  proposition,  that  where  the  patent  is  new,  is  **  but  of 
yesterday,  and  it  is  endeavoured  to  be  shewn  in  opposition  to 
it  that  there  is  no  good  specification,  or  otherwise  that  the  patent 
ought  not  to  have  been  granted,"  (Z)  the  Court  will  not  interfere 
in  its  defence. 

Coles  V.  Baylis  (m)  is  the  only  case  in  which  this  rule  appears  to 
have  been  departed  from.  There  the  plaintiff's  patent  was  only  of 
eighteen  months'  standing.  The  defendant  disputed  its  validity, 
and  objected  that  the  specification  incompletely  disclosed  the 
knowledge  in  the  possession  of  the  plaintiff  at  the  time  when  the 
patent  was  taken  out.  Bacon,  V.C,  however,  held  that  the  defen- 
dant had  by  his  own  conduct  proved  the  novelty  of  the  invention, 
and  granted  an  injunction,  although  there  was  an  intricate 
question  of  law  to  be  tried  at  the  hearing. 

With  Coles  v.  Baylis  may  be  compared  the  cases  of  Lister  v. 
Norton  (n)  and  Jackson  v.  Needle,  (o)  In  the  former  case,  Chitty,  J., 
discussing  the  meaning  of  the  word  "recent"  as  applied  to  a 
patent,  said :  "  As  to  what  is  exactly  a  recent  patent,  and  what  is 
a  patent  of  sufBicient  account  to  support  an  injunction,  that  is 
a  matter,  no  doubt,  more  or  less  of  discretion.  But  the  discretion 
is  limited  by  the  practice ;  and,  according  to  my  recollection  of 
the  practice,  a  patent  three  years  old  would  not  be  suf&cient  where 
it  is  disputed." 

In  Jackson  v.  Needle,  (o)  Bacon,  V.C,  made  an  order  for  an 
interlocutory  injunction  on  a  patent  of  eight  months'  standing  of 
which  the  validity  was  disputed,  but  the  Court  of  Appeal  dis- 
charged the  order.  '*  The  Court,"  said  Baggallay,  L. J.,  "  abstains 
from  interfering  by  injunction  in  the  case  of  a  recently  dated 
patent  where  there  is  really  a  substantial  question  to  be  tried." 

(k)  L.  R.  20  Eq.  87.  (m)  3  R.  P.  0.  178. 

(I)  See  Lord  Eldon  in  HiU  v.  Thomp-  (n)  1  R.  P.  G.  114. 

aon,  3  Mer.  624.  (o)  Ibid.  174. 
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**  Where  the  proprietor  of  recently  granted  letters  patent," 
said  Eekewich,  J.,  in  Holaphane  v.  Berend,  ( p)  "  the  validity  of 
which  has  not  been  established  by  legal  process,  seeks  an  injunc- 
tion against  an  alleged  infringer,  the  Court  declines  to  interfere  by 
interlocutory  injunction,  and  leaves  the  patentee  to  establish  the 
validity  by  formal  proceedings.  ...  Of  course  there  are  excep- 
tions. It  will  not  do  for  a  defendant  coming  here  as  against  the 
proprietors  of  letters  patent  simply  to  say,  'I  challenge  the 
validity.'  There  must  be  something  more  than  that.  The  Court 
must  be  satisfied  that  there  is  an  honest  intention  of  trying  the 
question,  and  not  only  an  honest  intention  of  trying  the  question, 
but  that  there  is  something  to  be  tried." 

8.  When  the  Validity  of  the  Patent  is  not  in  Isme. 

Where  the  validity  of  the  patent  is  not  in  dispute  different 
considerations  arise.  Here,  as  between  the  parties  to  the  action, 
it  must  be  assumed  that  the  plaintifiTs  patent  right  is  good,  and 
consequently,  in  such  case,  where  the  infringement  is  clearly 
established,  the  Court  will  protect  even  a  recent  patent  by  inter- 
locutory injunction. 

The  issue  of  validity  may  be  excluded,  either  through  the 
defendant  not  electing  to  raise  it,  or  through  the  relations  of  the 
parties  being  such  that,  as  against  the  defendant,  the  Court  must 
assume  it  in  the  plaintifiTs  favour. 

In  Clarke  v.  Ferguson,  (q)  the  plaintiff's  patent  was  not  disputed 
by  the  defendants,  who  were  the  manufacturers  employed  by  the 
plaintiff  to  make  his  patented  articles,  but  the  defendants  alleged 
that  they  had  invented  an  improvement,  and  were  applying  for  a 
patent,  and  asked  that  the  two  patents  might  be  vested  in  trustees 
for  the  benefit  of  both  parties.  Though  the  patent  was  only  three 
months  old,  Stuart,  Y.C.,  granted  an  injunction. 

The  defendant,  as  in  the  case  last  mentioned,  may,  by  reason 
of  some  special  relation  towards  the  plaintiff,  be  precluded  from 
disputing  the  validity  of  the  patent.  Thus,  he  may  be  a  licensee 
working  under  a  license  granted  by  the  patentee,  and  as  such 
estopped  during  the  continuance  of  his  license  from  denying  the 
title  of  his  licensor,  (r)     Or  he  may  be  the  original  patentee 

(p)  15  R.  P.  0.  p.  19.  Laming,2S  Jj.  J.  Ex.  60;  NotonT.  Brooke, 

(q)  1  Giff.  184.  7  H.  4  N.  499;    8  Jar.  (N.  8.)  155; 

(r)  .Botmany.  Taylor, 2  Ad.  ft  E.  278;  Crauiey  y.  Dixon,  10  H.  of  L.  Oa.  293; 

1  W.  P.  G.  292 ;  Smith  T.  8eoU,  28  L.  J.  Lawe$  r.  Pw$er,  26  L.  J.  Q.  B.  25 ;  6  E. 

0.  P.  325;  5  Jur.  (N.  8.),  1356 ;    HiJU  t.  &  B.  930. 
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himself,  who  has  assigned  his  patent,  and  is  acting  in  breach 
of  that  assignment;  when,  also,  he  will  be  precluded  from 
alleging  as  against  his  assignee  that  the  patent  he  has  assigned 
is  invalid,  (a) 

Again,  he  may  have  been  in  partnership  with  the  plaintiff,  and 
working  the  patent  with  him  daring  a  series  of  years ;  (t)  or  he 
may  have  submitted  to  judgment  in  a  previous  action  for  prior 
infringements  of  the  same  patent,  (u)  In  both  of  these  cases  he 
will  be  precluded  from  disputing  the  validity  of  the  patent. 


Practice  on  Interlocutory  Injunctions. 

Where  the  Defendant  is  Willing  to  Keep  an  Acooimt. — Usually 
the  Court  will  not  order  an  injunction  if  the  defendant  is  willing 
to  keep  an  account  pending  the  trial  of  the  action,  (v)  But  if  he 
refuses  to  do  so,  or  does  not  appear,  and  so  an  undertaking  to 
keep  an  account  cannot  be  obtained  from  him,  the  Court  will 
protect  the  patentee  by  granting  the  injunction,  (w) 

In  one  case  where  the  defendants  had  offered  in  a  letter  to 
keep  an  account,  the  Court,  while  refusing  an  injunction,  still 
required  a  formal  undertaking  as  to  the  account  to  be  given,  (x) 

Where  an  undertaking  is  given,  a  defendant  is  as  much  bound 
thereby  as  he  would  be  by  an  injunction,  and  must  comply  strictly 
therewith,  (tf) 

Delay  is  Fatal  to  Belief. — A  plaintiff  who  seeks  an  interlocutory 
injunction  must  apply  to  the  Court  without  delay.  Any  delay 
amounting  to  laches  on  his  part  will  disentitle  him  to  this  form 
of  relief. 

In  Bridson  v.  Benecke,  (z)  the  plaintiffs  ascertained  in  January, 
1848,  that  their  patent  was  being  infringed.  In  the  April  following 
they  warned  the  defendants,  but  did  not  file  their  bill  for  relief 
till  the  end  of  December.    On  the  16th  of  January,  1849,  they 

(t)  Ohamben  r.    CHehiey,  88    BeaT.  18 ;  Pneumatic  Tfn  Co.  t.  FritwOl,  18 

874;  Oldham  t.  Larngmmd,  8  T.  B.  488.  B.P.0. 15;  Adim  OeeeUtchaft  t.  Tender, 

Bnt  in  the  oaae  of  bankruptcy  a  patentee  16  B.  P.  0.  447. 

is  not  estopped  from  disputing  the  yaliditj  (to)  Clarke  ▼.  NichoU,  12  B.  P.  0. 810. 

of  hi*  letters  patent  as  against  a  pnrohaser  Bnt  see  BriHth  Tanning  Co,  y.  Chrolh^  7 

from  his  tmstee :   Cropper  ▼.  Bmitk,  10  B.  P.  0. 1,  where  in  the  special  cironm- 

App.  Oa.  249 ;  2  B.  P.  0. 17.  stances  an  injunction  was  refused  even 

(<)  MuntM  Y.  QrenfeUj  2  W.  P.  0.  88;  7  when  the  defendant  refused  to  keep  an 

Jur.  121 ;  2  Ooop.  61,  n.  account. 

(«)  Oureher  t.  Cloytm,  11  Jur.  (N.  8.),  (»)  Thammm  ▼.  Hngkee,  7  B.  P.  0.  71. 

107.  (y)  Ibid. 

(v)  Hohphane  t.  Berend,  15  B.  P.  C.  (s)  12  BeaT.  1. 
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gave  notice  of  motion  for  an  injunction.  A.part  from  the  circam- 
stance  of  this  delay  the  plaintiffs  had  a  strong  case,  for  their  patent 
was  thirteen  years  old,  and  had  been  established  in  prior  litigation. 
Lord  Lonsdale,  M.B.,  in  refusing  an  injunction,  said :  "  I  think 
that  a  party  coming  for  the  assistance  of  this  Court  to  protect  a 
legal  right,  not  absolutely  established  against  the  party  who  is 
alleged  to  have  infringed  it,  ought  to  come  at  an  early  period. 
I  do  not  say  at  the  earliest  possible  period,  because  that  would  be 
putting  an  application  for  an  injunction  on  notice,  where  all  parties 
have  an  opportunity  of  being  heard,  in  the  same  condition  as  an 
injunction  ex  parte,  which  it  would  not  be  expedient  to  do." 

In  Bovill  y.  Crate,  (a)  the  plaintiff  knew  of  the  infringement  in 
A.ugust,  1864.  LoL  the  November  following  he  communicated  with 
the  defendant,  and  was  told  in  reply  exactly  what  the  defendant 
was  doing.  In  January,  1865,  the  plaintiff  wrote  again  to  the 
defendant,  and,  receiving  no  reply,  threatened  legal  proceedings 
in  April,  but  did  not  file  his  bill  in  Chancery  till  July.  This  delay 
was  held  by  Wood,  V.C.,  to  disentitle  him  to  relief  by  injunction. 

In  Greer  v.  Bristol  Tanning  Company,  (b)  a  delay  of  three  weeks 
was  held  sufficient  to  defeat  the  plaintiff's  right  to  interlocutory 
relief. 

In  the  North  British  Rubber  Company  v.  the  OormuUy,  dc. 
Company,  (c)  the  plaintiffs,  who  had  already  established  their 
patent  in  an  action  against  prior  infringers,  came  for  an  inter- 
locutory injunction  after  a  delay  of  twenty-two  months.  During 
this  period  the  defendants  had  been  establishing  and  pushing  a 
growing  trade.    The  Court  held  this  delay  fatal  to  the  application. 

"  I  am  not  aware,"  said  Chitty,  J.,  ''having  regard  to  patents, 
that  there  is  any  substantial  ground  of  distinction  between  an 
interlocutory  injunction  upon  a  patent  right  and  upon  any  other. 
The  principles  appear  to  me  to  be  substantially  the  same,  and  the 
general  rule  of  the  Court  is  that  a  person  who  comes  to  ask  for 
that  remedy,  which  is  granted  with  despatch,  and  for  the  purpose 
of  protecting  rights  until  the  trial,  should  come  promptly."  {d) 

In  Edison-Bell  v.  Hough,  (e)  a  delay  of  six  months  was  held  to 
militate  against  granting  an  injunction.    In  Leonhardty,  Kalie,  (/) 

(a)  L.  B.  1  Eq.  888;  see,  also,  The  1  B.  P.  0. 116. 
Patent  Type  Founding  Co.  ▼.  WaUer,  29  (o)  12  B.  P.  0.  17. 

L.  J.  Ex.  207;  Johns.  727;  Johnaon  t.  ((f)  Ibid.  p.  20.    In  this  oase  the  de- 

Trya^^2  DeG.  J.&8.  25;  see,  al8o,Wood,  fendanis  undertook  to  keep  an  aooonnt 

V.G.,  in  Smith  y.  London  &  South  Western  and  paid  £500  into  court 
BaUway  Co.,  Kay,  408;  23  L.  J.  Gh.  562.  (a)  11  B.  P.  0.  594. 

(6)  2  B.  P.  0.  268;   tee,  nlao,  ThoTMon  (/)  Ibid.  634. 

V.  BaUy,  4  T.  L.  B.  36 ;  Lister  v.  Norton, 
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and  in  Aluminium  Company  y.  Domeiere^  (g)  a  delay  of  a  year  was 
held  to  bar  the  plaintiffs*  right;  while  Stirling,  J.,  in  Dunhp 
Pneumatic  lyre  Company  v.  Stone,  (h)  held  a  delay  of  three  months 
sufficient  to  disentitle  the  plaintiffs  to  interlocatory  relief. 

Persons  who  assert  legal  rights  are  boand  to  come  promptly ; 
and,  a  fortiori,  persons  who  assert  only  equitable  rights,  (t) 

In  Actien  GeaeUschaft,  dtc.  v.  Temler,  {j)  the  plaintiffs  had  an  agree- 
ment for  the  assignment  of  the  patent,  bat  the  assignment  had 
not  been  carried  oat.  After  acquiring  their  equitable  title,  they 
delayed  for  nine  months  before  moving  for  an  injunction.  On 
account  of  this  delay  the  injunction  was  refused,  but  the  defendant 
was  put  on  an  undertaking  to  keep  an  account. 

The  delay  which  is  fatal,  is  delay  after  knowledge  of  the  infringe- 
ment. If  the  plaintiff  is  in  ignorance,  or  lulled  into  security  by 
circumstances  entitling  him  to  believe  that  no  infringement  is 
going  on,  he  will  be  excused  from  the  consequences  of  his  delay,  (k) 

Delay,  when  Exctued. — In  the  following  cases  the  delay  was 
held  not  to  have  disentitled  the  plaintiff  to  relief.  (0 

In  Losk  V.  Hagv£,  (m)  Shadwell,  V.G.,  granted  relief  although 
there  had  been  a  delay  of  three  months^  during  a  portion  of  which 
the  plaintiffs  had  been  making  enquiries  as  to  what  the  infringers 
were  doing. 

In  the  United  Telephone  Company  y.  the  Equitable  Telephone 
Company,  (n)  the  facts  were  peculiar.  The  defendants,  in  February, 
1887}  wrote  to  the  plaintiffs  stating  that  they  intended  to  manu- 
facture and  sell  the  Smnton  telephone,  and  inviting  the  plaintiffs 
to  inspect  it,  and  take  proceedings  if  they  thought  fit.  The 
plaintiffs,  who  took  no  notice  of  this  letter,  eleven  months  later 
commenced  their  action  for  infringement,  and  moved  for  an  inter- 
locutory injunction.  To  explain  their  delay  the  plaintiffs  filed 
evidence  shewing  that,  on  the  advice  of  their  solicitor,  they  had 
purposely  abstained  from  embarking  in  expensive  litigation  with 
what  they  believed  to  be  a  bubble  company,  until  the  infringing 
instruments  had  actually  been  manufactured  and  sold  by  the 
defendants. 

The  Court  accepted  this  explanation,  and  granted  the  injunc- 
tion.    Ghitty,  J.,  said :  ''  It  is  often  stated  that,  on  applications 

(g)  15  R.  P.  C.  32.  C.  120 ;  4  L.  J.  Oh.  26. 
(h)  14  B.  P.  C.  268.  (I)  See,  also,  CkUdweU  v.  VanvHitengen, 

(0  Aotten  OetdUeKaft,  dto.  v.  Temler,  21  L.  J.  Gh.  97;   9  Hare,  415;  16  Jar. 

16  R.  P.  C.  (p.  449).  115 ;  Otmond  v.  HirU,  2  R.  P.  0.  265. 
(J)  Ibid.  (m)  1  W.  P.  0.  201. 

(k)  Crmtley  ▼.  Derby  Oat  Co.,  1  W.  P.  (n)  5  R.  P.  C.  233. 
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for  interlocutory  injonotionB,  delay  is  fatal;  and  that  may  be 
taken  to  be  a  very  fair  ordinary  working  proposition;  bat  in 
each  case  the  circumstances  must  be  examined.  I  can  put  a  case 
at  once  where  there  might,  in  one  sense,  be  an  apparent  delay, 
but  in  which  the  delay  would  afford  no  defence  to  the  motion.  I 
take  the  case  of  a  man  writing  a  letter  to  an  owner  of  land  in 
possession,  saying,  '  I  intend  to  cut  your  trees,  and  I  give  you 
notice  that  I  shall  come  in  and  cut  down  your  trees.'  The  plaintiff 
considers  this  to  be  an  idle  threat,  and  a  year  or  two  may  elapse, 
and  nothing  is  done.  Then,  when  afterwards  the  plaintiff  finds 
that  the  defendant  is  going  to  act  upon  that  threat,  the  plaintiff 
institutes  his  action  and  asks  for  an  injunction.  In  such  a  case  as 
that,  the  mere  threat,  which  would  have  been  sufficient  to  found 
an  injunction,  would  not  be  sufficient  to  afford  a  defence  to  the 
motion  for  an  injunction ;  because  the  plaintiff  would  be  entitled 
to  say,  '  I  treat  it  as  an  idle  threat,  and  until  something  is  really 
being  done  upon  it,  I  shall  not  proceed.'  A  wrong-doer  cannot 
force  his  adversary  prematurely  into  litigation ;  and,  although,  on 
the  facts  I  have  stated,  in  such  a  case  the  plaintiff  would  be 
entitled  to  his  injunction,  I  do  not  consider  he  would  lose  his  right 
by  delaying  to  move  till  some  act  was  done  in  the  way  of  execution 
of  the  threat.  Is  a  plaintiff  bound,  on  a  mere  threat  of  this  kind, 
to  begin  an  action  against  a  company  of  this  class — a  company 
whose  means  are  extremely  feeble,  and  who  will  not,  in  all  proba- 
bility be  able  to  answer  the  expense  of  such  a  litigation  as  that  of 
which  this  is  an  example  ?  I  think  not.  I  think  he  is  entitled  to 
wait,  after  the  threat  is  made,  for  a  reasonable  time,  to  see  what 
has  been  done  in  execution  of  the  threat,  and  that,  it  appears  to 
me,  is  what  the  plaintiffs  did." 

The  circumstance  that  a  plaintiff  who  seeks  an  interlocutory 
injunction  has  so  held  his  hand  in  regard  to  some  other  infringer 
as  to  have  barred  his  right  to  interlocutory  relief  against  that 
person,  is  no  ground  for  refusing  him  such  relief  against  a 
defendant  in  regard  to  whom  he  has  shewn  no  such  laches,  (o) 

Where  the  Defendant  has  Extemdye  Works  which  the  IigimctioiL 
will  Stop. — The  object  of  the  Court  in  granting  an  interlocutory 
injunction  is  to  prevent  mischief,  (|?)  therefore,  where  a  direction  to 
the  defendant  to  keep  an  account  wUl  do  the  plaintiff  ample 
justice,  an  injunction  will  rarely  be  granted,  (q)    Still,  the  plaintiff's 

(o)  Pneumatie  Tyre  Co.  T.  WcurrUow,      Thompton,  1  W.  P.  0.  278. 
13  R.  P.  0.  284.  Cq)  Jone$  y.  Pearoe,  1  W.  F.  0. 122. 

ip)  Per  Lord   EldoD,  in  NeUton  ▼. 
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strict  right  is  to  have  the  injunction— an  account  being  dis- 
cretionary, (r) 

Where  the  injunction  will  have  the  effect  of  stopping  extensive 
works,  and  will  therefore  be  likely  to  do  the  defendant  irreparable 
mischief  should  the  plaintiff  eventually  fail,  Lord  Gottenham,  C, 
said  that  the  Court  would  not  be  justified  in  granting  the  injunc- 
tion unless  the  plaintiff's  title  was  established  beyond  all  possibility 
of  doubt,  (s) 

In  Muntz  v.  Foster,  (t)  however,  Lord  Lyndhurst  affirmed  an 
injunction  granted  in  defence  of  a  patent  of  eleven  years'  standing, 
but  of  which  the  novelty  was  disputed,  although  the  defendants 
alleged  that  the  injunction  would  stop  their  works,  and  throw  from 
forty  to  fifty  people  out  of  employment,  (u) 

But  where  the  plaintiff  stood  by  and  allowed  the  defendants 
to  erect  blast  furnaces  and  practise  the  invention,  in  the  expecta- 
tion that  the  defendants  on  making  proof  of  its  utility  would  pay 
a  royalty  as  others  had  done,  and  the  defendants  refosed  to  pay 
such  royalty  and  disputed  the  validity  of  the  patent.  Lord 
Gottenham,  G.,  dissolved  the  injunction,  despite  the  fact  that  the 
patent  was  of  more  than  twelve  years*  standing,  saying  that 
although  the  plaintiff  might  be  fully  entitled  to  his  royalty,  in 
expectation  of  which  he  had  allowed  the  defendants  to  go  on 
using  his  invention,  it  would,  on  the  other  hand,  be  extremely 
hard  to  tell  the  defendants  that  they  shall  not  use  the  works  which, 
with  the  plaintiffs*  knowledge,  they  have  prepared  at  a  very  con- 
siderable expense.  To  stop  the  works  by  injunction  under  such 
circumstances,  said  the  Lord  Ghancellor,  would  be  to  invert  the 
purpose  for  which  an  injunction  is  used,  and  to  create  mischief 
rather  than  prevent  it.  (v) 

In  Plimpton  v.  SpiUer,  Brett,  J.A.,  dealing  with  the  stoppage 
of  trade  arising  from  an  injunction,  said  :  '*  There  will  be  a  hard- 
ship on  the  one  side  or  on  the  other,  and  the  question  is.  On  which 
side  does  the  balance  appear  to  lie?  Now,  if  the  trade  of  a 
defendant  be  an  old  and  an  established  trade,  I  should  say  that 
the  hardship  upon  him  would  be  too  great  if  an  injunction  were 
granted.  But  when,  as  here,  the  trade  of  the  defendant  is  a  new 
trade,  and  he  is  the  seller  of  goods  to  a  vast  number  of  people,  it 

(r)  Benardr,L&vintieiny2R,AM,e31  (u)  See, Hn, Davenport  r.Jep$(m,  A  De 

(per  Wood.  V.O.).  G.  P.  ft  J.  445b 

(t)  NeiUtm  T.  Forman,  2  Coop.  Oh.  Oa.  (v)  NeiUm  y.  Thompten,  1  W.  P.  0. 

61,  n.  285;  2  Coop.  Oh.  Oa.  61  n. 

(0  2  W.  P.  a  92. 
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seems  to  me  to  be  less  inconvenient,  and  less  likely  to  produce 
irreparable  damage,  to  stop  him  from  selling,  than  it  woold  be 
to  allow  him  to  sell  and  merely  keep  an  account,  thus  forcing  the 
plaintiff  to  commence  a  moltitnde  of  actions  against  the  purchasers. 
Therefore,  as  a  rule  of  conduct,  I  think  that  in  such  a  case  as  this 
it  is  better,  where  the  trade  of  the  defendant  is  a  new  one — and 
not  an  old  established  trade — and  where  there  are  likely  to  be 
many  customers  of  the  new  trade,  to  say  that  you  will  act  against 
the  new  trade  by  injunction,  whereas  if  he  were  carrying  on  an  old 
trade  you  would  act  in  the  other  way."  {w) 

In  the  United  Telephone  Compcmy  v.  Tosher,  {x)  the  Court,  to 
prevent  the  injunction  ruining  the  defendant's  business,  required 
the  plaintiffs  to  undertake  to  supply  the  defendants,  who  had 
been  using  pirated  machines,  with  lawful  instruments  until  the 
hearing  of  the  action. 

In  the  North  British  Rubber  Compcmy  v.  the  Oormtdly  Com- 
pany^(y)  Ghitty,  J.,  gave  weight  to  the  circumstance  that  the 
defendants  had  established  a  growing  trade,  and,  on  the  defendants' 
suggestion,  directed  them  to  pay  a  sum  into  court  to  represent 
royalties,  and  keep  an  account  pending  the  trial,  as  a  more 
convenient  course  than  granting  an  interlocutory  injunction.  In 
this  case  the  plaintiffs,  however,  had  been  guilty  of  delay. 

Where  the  Court  refuses  an  interlocutory  injunction  it  may 
dismiss  the  motion  with  costs ;  or  order  the  motion  to  stand  over 
till  the  trial,  (z)  leaving  the  question  of  costs  to  be  decided  at  the 
hearing ;  or  it  may,  while  refusing  the  injunction,  put  the  defen- 
dant on  terms  to  keep  an  account  pending  the  trial  of  the 
action,  (a) 

Undertaking  as  to  Damages. — When  an  interlocutory  injunction 
is  granted  it  is  the  practice  of  the  Court  to  require  the  plaintiff*  on 
whose  behalf  the  injunction  is  ordered  to  give  an  undertaking  to 
abide  by  any  order  the  Court  may  make  in  the  defendant's  favour 
for  damages,  should  it  subsequently  appear  that  the  plaintiff's  patent 
is  invaUd  or  that  from  some  other  reason  the  plaintiff  was  not  en- 
titled to  an  injunction.    Even  where  the  case  for  an  interlocutory 

(w)  L.  B.  4  0.  D.  292,  293.  M.  ft  G.  208 ;  12  L.  J.  0.  P.  179 ;  jEUtton- 

(«)  5  B.  P.  0.  ess.  BeU  v.  Hough,  11  R.  P.  0.  694 ;  Dunlop 

(y)  12  B.  P.  0. 17.  Pneumatie  Tyre  Co,  t.  Pneumatie  Tyre  Co., 

(»)  CroukiU  v.  Evory,  10  L.  T.  459;  14  B.  P.  0.  263;  EiAophane  ▼.  Berend,  15 

BrUieh    Tanning    Co.  y.  Qroih,  7  B.  P.  B.P.G.18;  leon^rd^  ▼.  iCoU^,  11  B.  P.  0. 

0. 1.  534 ;  Pneumatie  Tyre  Co.  T.  FritweO,  13 

(a)  Cockrane  Y.  Bmethurit,  D.  P.  0.  B.  P.  0. 15;  OtomMU  y.  Tuxford,  5  L.  T. 

85611. ;  Joneu  y.  Pearee,  1  W.  P.  0.  544;  5  342 ;  NeiUon  y.  FothergtO,  1  W.  P.  0.  287. 
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injunction  is  clearly  mnde  out  this  rale  will  be  applied,  (b) 
This  rule  aids  the  Court  in  that  which  is  its  great  object  on  these 
applications,  viz. — to  abstain  from  expressing  any  opinion  upon 
the  merits  of  the  case  until  the  hearing,  (c)  The  rule  applies 
as  well  to  injunctions  obtained  on  notice  of  motion  as  on  ex  parte 
applications. 

"  If  any  damage  has  been  occasioned  by  an  interlocutory 
injunction/'  said  James,  L.J.,  in  Oraham  v.  Campbell,  (d)  "  which, 
on  the  hearing,  is  found  to  have  been  wrongly  asked  for,  justice 
requires  that  such  damage  should  fall  on  the  voluntary  litigant 
who  fails,  not  on  the  litigant  who  has  been  without  just  cause 
made  so."  (e) 

Evidence  on  Applications  for  Interlocutory  Iq'nnctions. — ^Where 
relief  is  sought  by  means  of  an  interlocutory  injunction,  the  Court 
will  act  on  the  evidence  in  the  affidavits  before  it.  (/) 

The  legal  title  of  the  plaintiff,  as  well  as  the  particulars  of  the 
infringement  of  which  he  complains,  should  be  clearly  set  out. 
He  ought  to  state  that  he  is  the  first  and  true  inventor,  or  if  he  is 
an  assignee,  that  the  patentee  is  the  first  and  true  inventor,  and 
shew  how  his  title  is  derived  from  the  patentee.  Also  that  at 
the  time  of  the  application  he  believes  the  patent  to  be  valid. 

"  When  a  party  comes  for  an  injunction  against  the  infringement 
of  a  patent,"  said  Lord  Lyndhurst  in  Sturtz  v.  De  La  Rue,  (g)  "  he 
ought  to  state  that  he  believes,  at  the  time  when  he  makes  the 
application,  that  the  invention  was  neM^,  or  had  never  been 
practised  in  this  kingdom  at  the  date  of  the  patent.  It  is  not 
enough  that  it  was  believed  to  be  new  at  the  time  when  the  patent 
was  taken  out." 

So,  likewise,  it  will  not  be  sufficient  to  allege  the  infringement 
complained  of  generally  with  a  mere,  "  1  am  informed  and  believe." 
For  it  is  a  rule  which  the  Courts  will  strictly  enforce,  that  where 
a  suitor  states  his  belief  of  a  fact  on  an  interlocutory  motion  he 
must  also  state  the  grounds  of  such  belief.  The  Court  will  not 
grant  an  injunction  on  mere  suspicion,  and  if  the  particulars  of 
infringement  are  not  set  out,  the  plaintiff's  evidence  will  have 
little  weight,  (h) 

(6)  Newby  y.  Harriton,  3  De  G.  F.  &  J.  Edison-Bell  v.  BemOeiny  14  R.  P.  G.  p. 

287 :  Renard  y.  Levinstein,  2  H.  &  M.  628 ;  159 ;  Plimpton  y.  Spilier,  4  0.  D.  286. 
11  L.  T.  (N.  S.),  766 ;  13  W.  R.  382.  (/)  Per  Lord  Eldon  iu  HiU  y.  Thomp- 

(o)  Per  Kinderriey,  V.O.,  in  Wakefield  son,  1  W.  P.  C.  230 ;  Mayer  y.  Spenee, 

T.  Bwitdetkih,  11  Jur.  (N.  8.),  524.  IJ.  &  H.  87. 

(d)  L.  R.  7  C.  D.  494.  (g)  5  Rubb.  829. 

(e)  See,al8o,3r(M^v./cm«s,  lOR.P.  G.  (h)  Oerm  Milling  Co.  y.  Bobinson,  1 
368;  Fenner  y.  WiUony  10  R.  P.  G.  287;  R.  P.  G.  217. 
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*'  The  rale  of  the  Court  is/'  said  Bigby,  L. J.,  in  the  Saccharin 
Corporation  y.  the  Chemical  and  Drugs  Company,  (t)  *'  that  on  inter- 
loentory  applications  only  is  information  and  belief  to  be  received 
at  all,  and  that  in  that  case,  which  is  the  only  case  where  infor- 
mation and  belief  is  admitted  as  evidence,  you  mast  shew  the 
natare  of  that  information.  I  will  only  refer  to  what  the  late 
Master  of  the  Bolls,  Sir  George  Jessel,  said  in  the  case  of  the 
Quartz  Hill  Oold  Company  v.  Beal.  (j)  In  a  case  of  an  inter- 
locutory application,  *  and  where  an  affidavit  is  made  upon  infor- 
mation and  belief,  the  rules  of  the  Court  require  that  the  deponent 
should  state  what  are  the  grounds  of  his  information  and  belief — 
of  course  he  is  talking  of  the  case  before  him,  of  an  interlocutory 
application — '  and  that  he  does  not  do,  he  only  says  they ' — those 
are  the  assertions — 'are  untrue  to  the  best  of  his  biowledge, 
information,  and  belief,  not  saying  what  the  best  of  his  knowledge 
is,  and  it  may  be  nothing  at  all.  There  is,  therefore,  no  evidence 
as  to  the  truth  of  the  allegations  in  the  circular.'  I  think  that  is 
true  and  sound  law,  and  to  say  simply,  'I  am  informed  and 
believe,'  is  not  evidence,  and  does  not  constitute  an  affidavit 
evidence  at  alL" 

Although  the  Court  has  power  to  require  the  attendance  of 
persons  who  have  sworn  affidavits  for  the  purpose  of  cross- 
examination  at  the  hearing  of  the  motion,  this  power  is  but  rarely 
exercised ;  and  where  witnesses  are  sunmioned  to  attend  for  this 
purpose,  their  cross-examination  will  not  be  allowed  to  develop 
into  a  general  trial  of  the  matters  in  issue,  as  if  it  were  the 
hearing  of  the  action,  (k) 

So,  likewise,  where  a  defendant  files  affidavits  in  opposition  to 
an  interlocutory  injunction,  it  is  not  sufficient  for  him  to  allege 
generally  his  information  and  belief  that  the  plaintiff's  patent  is 
invalid ;  he  must  point  out  in  what  respect  the  patent  is  bad  and 
set  out  the  grounds  of  his  belief.  (Z) 

In  Whitton  v.  Jennings,  (m)  a  bill  was  filed  for  an  injunction  to 
restrain  the  infringement  of  a  patent  or  for  leave  to  bring  an 
action  at  law.  The  defendant  stated  by  his  answer  that  the 
invention  was  not  novel  and  that  the  patent  was  therefore  invalid. 
The  plaintiff,  without  filing  an  affidavit  as  to  the  novelty  of  the 

(0  15  B.  P.  0.  p.  55.  examination  aUowed  was  before  the  Goort 

ij)  L.  R.  20  0.  D.  p.  508.  of  Appeal. 

(fc)  Braeher  ▼.  Bracher,  7  R.  P.  C.  421 ;  (t)  Read  v.  Andrew,  2  R.  P.  C.  119. 

Saeeharin  Corparatum  v.  the  Chemical  &  (m)  1  Dr.  &  S.  1 10. 

Drugi  Co.,  15  R.  P.  0. 56.    Here  the  cross- 
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invention  and  the  validity  of  the  patent,  moved  for  an  interlocutory 
injunction.  Kindersley,  Y.G.,  refused  the  injunction  and  the  leave 
to  bring  an  action  unless  the  plaintiff  produced  a  clear  and  distinct 
affidavit  that  the  invention  was  new  and  the  patent  valid;  but 
allowed  the  motion  to  stand  over. 

In  Read  v.  Andre^o,  the  patent  was  fourteen  years  old,  and  the 
evidence  filed  in  support  of  the  motion  was  clear,  distinct,  and 
explicit.  The  defendants  having  insufficient  evidence  to  resist  the 
motion,  applied  for  an  adjournment  and  offered  to  keep  an  account. 
But  Bacon,  Y.C.,  refused  to  grant  an  adjournment,  saying  that  he 
did  not  credit  the  defendants'  statement  that  they  had  not  had 
time  to  meet  the  case.  ''It  is  not  a  complicated  case ;  it  relates 
to  plain,  patent  facts  which,  as  far  as  they  imply  knowledge  of  the 
practice  to  the  defendants,  are  within  their  plain  knowledge ;  they 
can  read  the  patent ;  they  know  the  practice ;  they  can  say,  and 
could  have  said  within  eight  and  forty  hours  as  well  as  within  any 
other  period,  what  they  have  to  say  about  the  validity  of  the 
patent."  (n) 

Uberrima  Fides  ITecessary. — ^Where  the  application  is  made  ex 
parte,  the  plaintiff  must  shew  uberrima  fides,  and  disclose  for  the 
information  of  the  Court  all  the  facts  in  his  knowledge,  so  that  the 
Court  may  be  able  to  judge  fairly  on  the  whole  case.  Otherwise 
any  injunction  obtained  will  be  liable  to  be  dissolved  by  the  Court 
when  the  concealed  facts  are  discovered,  (o) 

In  Gardner  v.  Broadbent,(p)  where  the  plaintiff,  who  was  the 
assignee  of  the  inventor,  simply  stated  his  belief  that  as  purchaser 
he  had  a  valid  patent,  the  Court  held  the  statement  insufficient. 
Stuart,  V.C,  said :  "  When  the  plaintiff  applied  for  an  ex  parte 
injunction,  his  affidavit  ought  to  have  stated  clearly  and  distinctly 
that  he  believed  the  patentee  from  whom  he  purchased  the  patent 
was  the  original  and  true  inventor,  and  that  he  believed  that  the 
invention  had  not  been  practised  at  the  time  when  the  patent  was 
granted." 

Diiobeying  the  IiqtmctioiL — ^Defendants  who  disobey  an  injunc- 
tion granted  against  them  are  guilty  of  contempt,  and  liable  to 
imprisonment,  and  it  is  no  answer  for  them  to  shew  that  the  order 
had  not  been  served,  if  in  fact  they  were  aware  that  an  injunction 
had  been  granted  against  them,  (q) 

(n)  2  B.  p.  0.  p.  122.  0.  D.  778 ;  Avoryr.  Andreum,  51  L.  J.  Gh. 

(o)  DalglUh  y.  Jarvie,  2  MoN.  &  G.  414;  46  L.  T.279:  80W.B.564.    Seethe 

231.  Soottish  case  of  Rarvie  ▼.  Bo8$,  4  R.  P.  0. 

(p)  4  W.  B.  767 ;  2  Jur.  (N.  S.),  1041.  2S4,  where  a  fine  and  coats  were  imposed 

(g)  United  Telephone  v.  DdUy  L.  B.  25  instead. 
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Where  the  disobedient  defendants  are  a  company,  the  directors 
are  liable  to  be  committed,  (r) 

A.  defendant  who  has  submitted  to  an  injunction  will  not  be 
allowed  on  a  motion  for  attachment  for  breach  of  that  injunction 
to  allege  the  invalidity  of  the  plaintiffs  patent,  or  that  his  own 
prior  acts  were  not  infringements,  (a) 

An  undertaking  to  keep  an  account  is  as  binding  on  the  defen- 
dants as  an  injunction  would  be,  and  must  be  faithfully  observed,  (t) 

On  a  motion  to  commit  for  contempt,  costs  may  be  given  as 
between  solicitor  and  client  to  the  party  moving,  (u)  but  not  to  the 
respondent  if  the  motion  is  dismissed ;  for  such  costs  are  in  the 
nature  of  an  indemnity  to  the  plaintiff  where  the  respondent  is  not 
in  fact  committed,  (v) 

A  motion  to  commit  should  not  be  made  unless  there  is  a  clear 
case  of  contempt.  Its  use  will  not  be  encouraged  as  a  machinery 
merely  for  getting  an  apology  and  costs,  (w) 

Expediting  the  Trial  of  the  Action. — Sometimes  when  a  motion 
for  an  interlocutory  injunction  is  unsuccessful  the  plaintiff  seeks 
to  obtain  an  order  expediting  the  trial  of  the  action.  This 
necessarily  involves,  however,  postponing  other  litigants,  and 
usually  such  an  application  wiU  not  be  granted;  the  rule  upon 
which  the  Court  acts  being  that  where  an  injunction  is  not  given, 
the  damages  awarded  at  the  trial  are  a  full  and  adequate  com- 
pensation for  any  loss  meanwhile  sustained  by  the  plaintiff. 

In  Farbenfabriken  v.  Bowker,  (x)  the  plaintiffs  not  being  in  a 
position  to  press  their  motion  for  an  interlocutory  injunction, 
asked  that  the  trial  of  the  action  might  be  expedited,  on  the  ground 
that  the  trade  to  which  their  patent  related  (dyeing)  was  subject 
to  constant  innovations,  and  the  commercial  value  of  their  patent 
might  at  any  time  be  destroyed  by  the  introduction  of  some  new 
dye ;  they  also  relied  on  the  circumstance  that  the  defendant,  by 
underselling  them  with  infringing  articles,  was  destroying  their 
trade. 

In  refusing  the  application,  Stirling,  J.,  said :  "  The  patent  is 
for  the  usual  term,  and  I  confess  I  do  not  think  that  the  mere  fact 
that  the  patentee  is  apprehensive  that  his  monopoly  may  prac- 
tically not  be  found  to  extend  over  the  whole  term,  ought  to  give 

(r)  Spencer  y.  AnooaU  Vale  Co.,  6  B.  P.  (t*)  l^peneer  v.  AneoaU  Co.,  6  B.  P.  0. 68. 

0.  68.  («)  rioting  Co.  v.  Farquharton,  L.  B. 

(»)  Moore  y.  Thomson,  6  B.  P.  0.  626;  17  0.  D.  p.  67  ;  Griff.  P.  0.  187. 

7  B.  P.  C.  325.  (w)  Ibid.  p.  56. 

(0  Thomsoti  ▼.  Uughea,  7  B.  P.  0.  71.  (x)  8  B.  P.  0.  136. 
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him  a  right  to  have  his  cause  tried  before  those  of  other  suitors, 
who  have  used  the  ordinary  diligence  in  coming  to  the  Court.  It 
is  said  that  the  defendajit  is  offering  infringing  articles  at  greatly 
reduced  prices  to  the  public,  and  that  the  plaintiff's  sales  are 
falling  off,  and  that  such  falling  off  is  attributable  to  the  offers 
made  by  the  defendant  of  his  spurious  articles.  As  regards 
that,  I  think  that  it  simply  comes  to  this.  The  plaintiff  is, 
unfortunately,  by  the  practice  of  the  Court,  unable  to  obtain  an 
interlocutory  injunction.  He  consequently  is  suffering  injury  in 
the  meantime,  if  his  case  be  well  founded.  In  the  view  of  the 
Court,  that  loss  which  he  suffers  will  be  made  good  by  the  damages 
which  he  will  obtain  at  the  trial,  or  by  the  account  of  profits  which 
may  be  given  him.  Under  these  circumstances,  I  see  no  special 
ground  which  should  have  sufficient  weight  given  to  it  to  induce  me 
to  advance  the  case  so  as  to  give  it  priority  over  other  actions.*' 

Where  the  plaintiffs  had  been  harassed  by  numerous  infringe- 
ments by  persons  of  small  means,  who  contested  the  patent  right 
up  to  trial,  and  then  failed  to  appear,  Stirling,  J.,  being  of  opinion 
that  they  were  not  entitled  to  an  interlocutory  injunction,  expedited 
the  trial  of  the  action,  on  grounds  of  the  special  hardship  of  their 
position,  (y) 

The  Pleadings, 

Statement  of  Claim. — The  pleadings  in  a  patent  action  are 
governed  by  the  ordinary  rules  which  apply  to  actions  in  the 
High  Court,  (z)  and  are  only  peculiar  in  this  respect,  that  there 
must  be  delivered  with  the  statement  of  claim  particulars  of 
breaches,  setting  out  the  instances  of  infringement  in  respect  of 
which  the  plaintiff  claims  relief ;  (a)  and  with  the  defence  particulars 
of  objection,  stating  the  objections,  if  any,  upon  which  the  defendant 
relies  to  establish  the  invalidity  of  the  plaintiff's  patent,  (b) 

It  is  not  necessary  for  the  plaintiff  to  allege  the  novelty  of  the 
invention  in  the  statement  of  claim,  as  the  allegation  of  the  grant 
throws  upon  the  defendant  the  onus  of  disputing  it ;  (c)  nor  that 
the  fees  requisite  to  keep  the  patent  in  life  have  been  paid,  (d) 

The  plaintiff  must  shew  his  right  to  sue  by  pleading  the  grant 
of  the  letters  patent  under  which  be  claims  his  monopoly,  and  his 

(y)  Bdi9(m^B€U  Phonograph  y.  Hough,  (5)  Ibid.  a.  29  (2). 

11  B.  P.  0. 594.  (o)  Amory  y.  Broum,  L.  R.  8  Eq.  C64 ; 

(s)  B.  S.  G.  Orders  19, 21.  38  L.  J.  Gb.  598. 
(a)  Pfttents  Aot,  1888,  b.  29  (1).  (d)  Sarasin  r.  Bamd,  32  Beav.  145. 

2l 
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title  thereto,  either  as  original  grantee  or  by  assignmeni  Bat 
it  has  long  been  decided  that  he  need  not  set  out  the  contents  or 
effect  of  the  specification,  (e) 

In  the  statement  of  claim  the  infringement  complained  of  need 
only  be  alleged  generally,  as  the  details  are  set  out  in  the  necessary 
particulars  of  breaches. 

The  statement  of  claim  will  conclude  with  a  claim  for  an 
injunction,  an  enquiry  as  to  damages,  or  an  account  and  delivery 
up  to  the  plaintiff  or  destruction  of  all  infringing  articles  in  the 
possession  or  control  of  the  defendant  Costs  need  not  be  claimed^ 
unless  the  plaintiff  has  obtained  in  a  prior  action  a  certificate  that 
the  yalidity  of  his  patent  has  been  in  issue ;  in  which  case  the 
certificate  and  a  claim  for  costs  as  between  solicitor  and  client 
should  be  added.  (/) 

If  the  defendant  makes  default,  and  does  not  deliver  a  defence 
within  the  time  prescribed  by  the  rules,  the  plaintiff  may  set  down 
a  motion  for  judgment,  (g)  But  where  there  were  several  defen- 
dants, and  some  put  in  a  defence  and  some  did  not,  Ghitty,  J., 
refused  leave  to  set  down  the  action  on  motion  for  judgment  against 
the  defendants  in  default,  on  the  ground  that  the  other  defendants 
might  at  the  trial  upset  the  patent,  (h) 

Defence.— In  his  defence  a  defendant  may  deny  the  infringe- 
ment and  impeach  the  patent,  or  he  may  rely  upon  either  of  those 
defences. 

In  Hocking  v.  Hocking,  (i)  the  defendant  denied  the  infringement, 
and  pleaded  farther  that  if  the  plaintiff's  patent  was  construed  so 
widely  as  to  include  his  apparatus,  it  was  bad  for  want  of  novelty, 
and  named  certain  prior  specifications.  The  Court  of  Appeal 
held  this  alternative  plea  redundant,  as  disclosing  no  defence  which 
was  not  covered  by  the  first  plea,  but  refused  to  strike  it  out  as 
calculated  rather  to  assist  than  embarrass  the  plaintiffs,  by  giving 
them  and  the  Court  information  which  might  be  useful  at  the 
trial. 

If  the  defendant  decides  to  dispute  the  plaintiff's  right  to  his 
monopoly,  under  the  letters  patent,  various  other  defences  are 
open  to  him. 

He  may  plead  that  the  grantee  of  the  letters  patent  sued  upon 

(e)  Kay  t.  MarBhaU,  2  W.  P.  G.  89 ;  (^)  B.  S.  0.  Older  27,  rule  11 ;  UnUed 

Westhead  y.  Keene,  8   L.  J.  Gh.  89 ;    1  TOephone  v.  8mUh,  61  L.  T.  617. 

Beay.  289.  (h)  Aolien   QmOUchaft  t.  Bemm^  12 

(/)  Pneumaiie  Tyre  Co.  ▼.  Chiskolm,  13  B.  P.  G.  94.    This  notwithstanding  Order 

B.  P.  G.  488.    For  forms  of  statements  27,  rule  3. 

of  claim  and  defences,  see  Appendix  IV.  (t)  8  R.  P.  G.  292. 
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was  not  the  true  and  first  inventor  of  the  invention  patented,  (j) 
This  plea  goes  further  than  a  plea  of  want  of  novelty,  and  it 
would  seem  that  particulars  of  objection  delivered  under  it  must 
state  who  the  first  inventor  was.  (A)  It  is  the  proper  plea  where 
the  patentee  is  a  first  importer  and  it  is  intended  to  contest  that 
claim.  It  should  not  be  pleaded  if  all  that  the  defence  intend  to 
suggest  by  it  is  that  the  invention  is  not  new.  (Q 

By  the  plea  that  the  alleged  invention  is  not  new,  the  defendant 
alleges  that  the  letters  patent  are  void  because  the  plaintiff's  inven- 
tion was  in  use  by  or  otherwise  known  to  the  public  prior  to  the 
date  of  the  grant.  That  is  all ;  he  does  not  thereby  contest  the 
sufficiency  of  the  subject-matter  of  the  grant  or  of  the  specifica- 
tion, (m) 

The  particulars  under  this  plea  must  state  the  time  and  place 
of  the  previous  publication  or  user  alleged,  (n) 

It  is  also  open  to  the  defendant  to  plead  that  the  alleged  inven- 
tion is  not  useful.  This  plea,  which  is  a  compendious  mode  of 
alleging  that  the  letters  patent  are  void  because  the  monopoly  they 
purport  to  legalize  is  prohibited  by  the  Statute  of  Monopolies  as 
being  contrary  to  the  law,  mischievous  to  the  State,  to  the  hurt  of 
trade,  and  generally  inconvenient,  (o)  has,  after  some  doubt  as  to 
the  correctness  of  its  form,  {p)  now  been  authorized  by  the  form  of 
defence  to  a  patent  action  contained  in  the  Appendix  to  the  Bules 
of  the  Supreme  Court.  (9) 

A  plea  that  the  alleged  invention  is  not  subject-matter  for  a 
patent  grant  is  a  proper  defence  where  the  defendant  proposes  to 
contend  at  the  trial  that  the  plaintiff's  invention  is  not  a  "  manu- 
facture "  within  the  meaning  of  the  Statute  of  Monopolies,  e.g.  that 
it  is  a  mere  abstract  principle,  and  not  capable  of  being  made  the 
subject  of  a  patent  grant,  (r) 

A  defendant  may  also  rely  by  way  of  defence  upon  any  ground 
which  at  the  commencement  of  the  Patents  Act,  1883,  would  have 
been  available  as  a  ground  of  repealing  letters  patent  by  scire 

(i)  21  Jfto.  I.  0.  8,  s.  6.  Gray,  22  L.  J.  Ex.  290 ;  Macr.  P.  C.  115. 

(jk)  BiddM  T.  Ffdbert,  5  R.  P.  0.  85 :  («)  Patents  Act,  1888,  s.  29  (8). 

but  Me  Eu»9ea  t.  Led»cm,  11 M.  ft  W.  647 ;  (o)  21  Jao.  I.  c.  8,  b.  6.    Per  Parke,  B., 

12  L.  J.  Ex.  489.  in  Morgan  v.  Beaward,  1  W.  P.  0.  p.  197 ; 

(Z)  Tkomwn  t.  Maodmkold,  8  B.  P.  0.  2  M.  ft  W.  p.  5. 
9;  Morgan  t.  Windowr,  7  R.  P.  0.  449 ;  (p)  Bee  JiiiM  r.  Pratt,  1  W.  P.  0. 151, 

•ee  also  KwrU  t.  Spends  5  B.  P.  C.  161 ;  and  Morgan  v.  Seaward,  snpra. 
4  B.  P.  G.  427.  (g)  See  Annuai  Praetioe,  1900,  Tol.  ii. 

(w)  See  Walton  ▼.  Potter,  1  W.  P.  C.  App.  D,  s.  vi.  p.  72. 
598,  n.;   11  L.  J.  C.  P.  138;  Walton  v.  (r)  See   Walton  v.  Potter,  1  W.  P.O. 

Bateman,  1  W.  P.  C.  p.  628 ,  Bateman  v.  598,  n. 
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facias,  (s)  Thas^  he  may  plead  that  there  is  disconformity  between 
the  specifioationsy  that  the  complete  specification  is  ambiguous  and 
calculated  to  mislead,  that  it  does  not  distinguish  the  old  from  the 
new,  that  it  does  not  sufficiently  describe  the  manner  of  performing 
the  invention,  and  that  it  does  not  disclose  the  best  mode  of  perform- 
ing the  invention  known  to  the  patentee  at  the  time  it  was  filed ;  or 
that  the  letters  patent  are  void  as  being  in  derogation  of  a  prior 
grant  by  the  Crown,  or  as  made  upon  a  false  suggestion  by  the 
grantee. 

The  defendant  may  further  plead  that  the  letters  patent  have 
lapsed  through  non-payment  of  the  patent  fees ;  (t)  or  that  the 
infringement  complained  of  was  committed  prior  to  the  publication 
of  the  complete  specification,  (u)  or  prior  to  an  amendment  of  the 
specification,  (v) 

A  defence  is  embarrassing  if  the  Court  cannot  find  out  without  a 
minute  criticism  of  each  paragraph  what  the  defendant  means,  (w) 

In  an  action  on  a  contract  between  two  parties  for  the  working 
and  development  of  a  patented  invention,  the  defendant  may  raise 
any  issue  open  to  him  on  the  contract,  such  as  fraud  or  want  of 
consideration,  but  he  cannot  set  up  defences  as  if  the  action 
were  one  of  infringement,  and  in  that  form  dispute  the  validity  of 
the  patent,  (x) 

The  Particulars. 

Particulars  of  Breaches. — ^By  Section  29  of  the  Patents  Act, 
1888,  (y)  it  is  provided  that  the  plaintiff  in  an  action  for  infringe- 
ment of  a  patent  must  deliver  with  his  statement  of  claim,  or  by 
order  of  the  Court  or  judge,  at  any  subsequent  time,  particulars 
of  the  breaches  complained  of;  and  that  at  the  hearing  no 
evidence  shall,  except  by  leave  of  the  Court  or  a  judge,  be  admitted 
in  proof  of  any  alleged  infringement  of  which  particulars  are  not 
so  delivered,  (z) 

(0  Patents  Act,  1883, 8.  26  (3).  that  the  defendant  may  not  be  taken  by 

(0  Ibid.  8. 17.  surprise  at  the  trial  (Ptcfooii  v.  MeKetusie, 

(n)  Ibid.  B.  18.  1  W.  P.  0.  260;  4  N.  0.  127;  5  Soott, 

(v)  Ibid.  s.  20.  419;  6  Dowl.  P.  G.  21 ;  Perry  y.  MUehM, 

(to)  MeDaugaU  t.  PaHington,  7  B.  P.  1  W.  P.  G.  269 ;  EleaMo  Tdegrapk  Co.  t. 

0.  216.  Noti,  4  G.  B.  468;  16  L.  J.  G.  P.  174). 

(»)  Ibid.  The  Patent  Law  Amendment  Act,  1852 

(y)  46  A  47  Viot.  c.  57.  (15  &  16  Viot.  o.  83,  s.  41),  reqaired  the 

(«)  Apart  from  Statute,  the  Gourt  has  plaintiff  Id  any  action  for  the  infringe- 

Jurisdiotion  to  order  particulars  of  breaches  meut  of  letters   patent  in  any  of  her 

to  be  delivered  to  the  defeudaut,  in  order  Majesty's  Superior  Gourts  of  Beoord  at 


PABTI0ULAB8  OF  BREACHES.  485 

The  statute  does  not  prescribe  any  special  form  in  which 
these  particulars  mast  be  stated,  bat  in  preparing  them  it  is 
important  to  remember  that  the  object  of  requiring  them  to  be 
given  is  to  prevent  the  defendant  being  taken  by  surprise  at  the 
trial,  (a)  They  ought,  therefore,  to  be  so  drawn  as  to  give  the 
defendant  full  and  fair  notice  of  the  case  he  will  have  to  meet,  (b) 
If  they  do  this  they  are  sufiScient.  The  plaintiff  must  also  re- 
member that  his  evidence  will  at  the  trial  be  restricted  to  such 
breaches  as  are  alleged  in  his  particulars,  (c) 

"  The  object  of  having  these  particulars,"  said  Wood,  V.C.,  in 
Needham  v.  Oxley,(d)  "is  to  give  the  defendant  fair  notice  of 
what  the  complaint  against  him  is,  not  to  tie  the  plaintiffs  down 
to  the  precise  terms  of  any  verbal  definition,  or  to  make  the  trial 
of  the  issue  turn  upon  a  point  of  form.  Full  and  fair  notice  the 
defendant  is  entitled  to." 

In  that  case  the  particulars  specified  certain  machines  made 
by  the  defendants  for  certain  named  persons,  and  this  was  held 
sufiScient,  an  attempt  to  get  particulars  of  the  respects  in  which 
each  machine  infringed  being  defeated. 

The  Court  will  distinguish  between  the  particulars  required 
of  a  plaintiff  alleging  infringement  and  of  a  defendant  alleging 
that  the  plaintifiTs  patent  is  bad,  inasmuch  as  the  facts  of  his 
own  infringement  must  be  well  known  to  the  defendant,  whereas 
in  particulars  of  objections  the  plaintiff  may  be  wholly  without 
knowledge  of  the  matters  relied  on  to  establish  the  invalidity  of  his 
patent,  (e) 

In  Bailey  v.  Kynoch,  where  the  case  was  plain  and  simple,  it 
was  held  sufiScient  to  produce  the  article  complained  of  (a  cart- 
ridge) and  make  it  an  exhibit ;  and  the  Court  declined  to  order 
the  plaintiff  to  specify  what  particular  parts  of  his  specification  he 
alleged  were  infringed.  (/) 

The    plaintiff   must    give    the    defendant    notice  of   all    the 


Westminster,  or  in  Dnblin,  to  deliyer  with  see,  also,  Petman  v.  BuU,  8  B.  P.  G.  890 ; 

his  declaration  particulars  of  the  breaches  reported  as  Ledqard  t.  ^uQ,  11  App.  Ga. 

complained  of,  and  confined  the  evidence  648.    Forms  of  Particulars  are  giyen  in 

at  the  trial  to  those  cases  of  infringements  Appendix  lY.  post, 

of  which  partionlars  had  been  given.    The  (6)  Ibid, 

practice  thus  introduced  as  to  Courts  of  (o)  Patents  Act,  1888,  s.  29. 

Common  Law  was  adopted  by  the  Courts  (d)  1  H.  &  M.  248. 

of  Equity  (see  OuHu  v.  PlaiU  85  L.  J.  (s)  TaXboi  v.  La  Boehe,  15  C.  B.  310; 

(N.  8.)>   Cb.   853 ;    Finnegan    v.   Jame$,  Ledgard  v.  Btdl,  L.  B.  11  App.  Ca.  648. 

L.  B.  19  Eq.  72 ;  44  L.  J.  Oli.  185.  (/)  L.  B.  19  Eq.  229 ;  of.  EgMon  v. 

(a)  Bathy  v.  Kynoeh,  L.  B.  19  Eq.  229;  NMoIb,  7  B.  P.  C.  423. 
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infringements  upon  which  he  intends  to  rely  at  the  trial.  It  will 
not  do  for  him  to  set  out  instances  by-way  of  illustration  only, 
and  so  reserve  to  himself  the  right  to  give  evidence  at  the  trial 
of  other  infringements  of  a  like  nature. 

Thus,  in  the  Patent  Type  Founding  Company  v.  RichardSy  (g) 
where  the  plaintiffs,  in  reply  to  an  order  for  further  particulars 
of  breaches,  enumerated  certain  instances,  and  added,  **  The 
plaintiffs  state  these  particular  instances  by  way  of  example  only, 
and  not  so  as  to  preclude  them  from  proving  any  of  the  infringe- 
ments mentioned  in  the  former  particulars  of  breaches ; "  these 
words  were  ordered  to  be  struck  out.  Again,  in  Church  v. 
Wilson,  (h)  where  the  plaintiffs'  particulars  of  breaches  alleged 
that  they  complained  "in  particular,  by  way  of  illustration,  of  the 
following  instances."  The  words  "  in  particular,  by  way  of  illus- 
tration," were  ordered  to  be  struck  out. 

In  Haslam  v.  Hall,  (i)  the  plaintiffs  stated  in  their  particulars 
that,  *'  by  way  of  example  and  not  of  limitation,"  they  complained 
of  machines  fitted  by  the  defendants  on  board  the  ship  Selenibria. 
The  defendants  objecting  to  such  particulars,  the  Court  made  an 
order  confining  the  plaintiffs  to  the  infringements  on  the  Selembria 
unless  they  gave  further  names,  (j) 

Where,  however,  the  plaintiffs  complained  generally  of  the 
defendant  making  and  selling  pictures  made  by  a  special  process, 
and  added,  '*  One  of  such  pictures  was  made  and  sold  by  the  defen- 
dant to  one  C.  on  the  27th  April,  1864 ;  but  plaintiff  states  this 
by  way  of  example  only,  and  not  so  as  to  preclude  him  at  the 
trial  from  insisting  on  other  infringements,*'  the  Court  of  Common 
Pleas  refused  to  order  further  particulars,  apparently  on  the 
ground  that  the  instance  given  being  representative  of  all  tbe 
others,  there  was  no  likelihood  of  surprise.  (A;) 

In  Elsey  v.  Butler,  (I)  the  patent  was  for  ''  improvements  in  the 
manufacture  of  lace,  in  twist-lace  machinery,  and  in  apparatus 
employed  therein."  The  plaintiff  delivered  particulars  of  breaches, 
alleging  that  the  defendant  had  infringed  *'  by  the  production  in  a 
twist-lace  machine,  or  in  twist-lace  machines,  of  lace  fabrics  in  the 
manner  described  in  the  specification  of  the  said  patent,  p.  3,  1.  22 
to  p.  9,  1.  39,  or  in  a  manner  only  colourably  differing  therefrom ; 
and  by  the  use  of  the  improved  combinations  of  apparatus  therein 

(y)  2  L.  T.  (N.  8.),  859.  C.  80. 

(h)  8  B.  P.  G.  123.  (h)  Talbot  t.  La  Bodie,  15  0.  B.  810. 

(0  4  R.  P.  0.  203.  (0  Griff.  96 ;  1  B.  P.  0. 189. 

(j)  See,  also,  Ekrlu^  t.  Ihlee,  5  B.  P. 
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described,  and  also  in  particular  by  the  prodaction  in  a  twist-lace 
machine,  or  in  twist-lace  machines,  of  fabric  known  as  '  double-tie 
Swiss  net '  in  the  manner  described  in  the  specification  of  the  said 
patent,  p.  6,  L  67  to  p.  7, 1.  88,  or  in  a  manner  only  colourably 
differing  therefrom,  and  by  the  use  of  the  improved  combinations 
of  apparatus  therein  described."  These  particulars  were  held 
sufficient  by  Pearson,  J. 

Again,  where  the  defendant  was  not  the  manufacturer  of  the 
articles  complained  of,  the  Court  has  been  less  exacting  in  limiting 
the  plaintiff  to  the  cases  actually  specified  in  his  particulars. 

Thus  in  Tilghman  v.  Wright,  (m)  the  particulars  of  breaches  were 
as  follows  :  "  The  defendants  have  infringed  the  plaintiff's  patents 
in  the  statement  of  claim  mentioned,  by  importing  into  this  country, 
selling,  exposing  for  sale,  using,  and  otherwise  dealing  with  glass 
globes,  shades,  or  moons,  having  their  surfaces  wholly  or  in  part 
ground,  roughened,  or  obscured  by  the  projection  against  such 
surfaces  of  a  stream  of  sand,  or  other  suitable  similar  material." 
The  defendants  having  applied  for  better  particulars,  Pearson,  J., 
while  requiring  the  plaintiffs  to  specify  particular  instances,  allowed, 
as  in  Talbot  v.  La  Boche,  (n)  general  words  to  be  added,  so  as  not 
to  confine  the  plaintiffs  solely  to  those  instances. 

Where  the  plaintiff  has  not  sufficient  information  to  deliver  full 
particulars  of  all  the  infringements  he  believes  to  have  been  com- 
mitted, his  proper  course  is  to  interrogate  the  defendant,  and,  if 
necessary,  amend  his  particulars  thereafter. 

In  Russell  v.  Hatfield^  {o)  where  the  defendant  also  was  a 
manufacturer,  the  plaintiff  alleged  in  his  particulars  of  breaches 
sales  to  a  specified  railway  company  and  other  persons.  On  this 
the  defendant  applied  for  better  particulars,  but  the  plaintiff 
alleging  that  he  did  not  at  the  time  know  the  names  of  the  other 
persons  with  whom  the  sales  had  been  effected,  but  was  going  to 
interrogate,  his  particulars  were  held  sufficient,  pending  the 
defendant's  answers  to  interrogatories. 

The  object  of  the  particulars  of  breaches  being  to  tell  the 
defendant  what  the  plaintiff  says  he  has  done  in  infringement  of 
the  patent,  it  is  not  their  office  to  answer  an  interrogatory  as  to  the 
construction  of  the  specification.  Therefore,  the  defendant  cannot 
compel  the  plaintiff  to  construe  his  patent  in  his  particulars  of 
breaches,  {p) 

It  is  not  generally  necessary  that  the  particulars  of  breaches 

(m)  1  B.  P.  C.  108 ;  Griff.  216.  (o)  2  B.  P.  C.  144;  Griff.  204. 

(n)  See  supra.  (  p)  Weiiham  ▼.  Oftampiofi,  8  B.  P.  0. 22. 
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Bhonld  specify  the  parts  of  the  plaintiffs  patent  alleged  to  be 
infringed  by  referring  to  the  lines  and  pages  of  the  specifica- 
tion, (q)  But  where  the  specification  includes  seyeral  claims,  and 
the  plaintiff  only  complains  of  infringement  of  some  of  these,  the 
particulars  of  breaches  ought  to  indicate  which,  (r) 

Where  the  infringer  is  a  seller  only,  and  not  a  manufacturer 
of  the  articles  complained  of,  the  plaintiff,  although  less  strictly 
tied  down  to  the  actual  instances  specified  by  him  in  his  particulars, 
will  usually  be  required  to  give  more  detailed  information  as  to 
the  manner  in  which  he  alleges  his  patent  to  be  in  fact  infringed 
by  the  defendant's  sales ;  for  the  mere  seller  of  an  article  has  not 
the  knowledge  possessed  by  a  manufacturer  as  to  the  processes  by 
which  it  is  made.  («) 

Particulars  delivered  may  from  time  to  time  be  amended  by 
leave  of  the  Court  or  a  judge,  (t) 

Infringements  of  which  no  notice  has  been  given  in  the 
particulars  of  breaches  cannot  (except  by  leave)  be  given  in 
evidence  at  the  trial,  (u) 

Particulars  of  Objections. — In  an  action  of  infringement  the  de- 
fendant must  deliver  with  his  statement  of  defence,  or  by  order 
of  a  Court  or  a  judge,  at  any  subsequent  time,  particulars  of  any 
objections  on  which  he  relies  in  support  thereof.  If  the  defendant 
disputes  the  validity  of  the  patent,  the  particulars  delivered  by  him 
must  state  on  what  grounds  he  disputes  it,  and  if  one  of  those 
grounds  is  want  of  novelty,  the  time  and  place  of  the  alleged 
previous  publication  or  user  must  be  given.  At  the  hearing 
no  evidence  shall,  except  by  leave  of  the  Court  or  a  judge,  be 
admitted  in  proof  of  any  objection  of  which  particulars  are  not 
so  delivered,  (v) 

Notice  of  the  objections  upon  which  the  defendant  intended  to 
rely  were  formerly  required  to  be  given  to  the  plaintiff  under 
6  4  6  Will.  IV.  c.  83,  s.,5,  and  under  Section  41  of  the  Patent 
Law  Amendment  Act,  1852.  Discussing  the  notice  of  objections 
required  by  the  first  of  these  Statutes,  Tindal,  C.J.,  in  Fisher  v. 
Bewick,  (w)  said  the  object  of  requiring  notice  to  be  given  to  the 

(g)  Chatham  t.  Oldham,  5  R.  P.  0. 624.  Ab  to  partionlara  in  an  action  for  infringe- 

(r)  Ibid. ;  see,  also,  HatXam  v.  ETaU,  4  ment  of  a  cliemical  patent,  aee  CasieUa  r. 

R.  P.  0.  203;  Lamb  v.  NaUingham,  Seton  Lemnttein,  8  R.  P.  G.  475. 

on  Decreet,  vol.  i.  p.  557 ;  Wrenn  v.  Wieid,  («)  Patents  Act,  1888,  s.  29  (2)  (3)  (4)  ; 

L.  B.  4  Q.  B.  213.  Perry  y.  Sooi€Ude$  Lnnetiers,  13  R.  P.  C. 

(•)  Mandelberg  r.  JHorley,  10  R.  P.  G.  670 ;  see  Forms,  Appendix  IV.  poet. 

256.  («,)  1  W.  P.  G.  267;   4  Ring.  (N.  G.), 

(0  Patents  Act,  1883,  s.  29  (5).  706 ;  7  L.  J.  G.  P.  279 ;  see,  also,  Jones  v. 

(u)  Heneer  t.  Hardie,  11  R.  P.  G.  421.  Bergtr,  1  W.  P.  G.  544;  12  L.  J.  0.  P.  179. 
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plaintiff  ''  was  not  to  limit  the  defence,  but  to  limit  the  expense  to 
the  parties,  and  more  particularly  to  prevent  the  patentee  from 
being  upset  by  some  unexpected  turn  of  the  evidence."  In  another 
case  under  the  same  Act,  Lord  Abinger,  G.B.,  said  that  the  legisla- 
ture never  intended  that  the  defendant  should  argue  his  case  in 
particulars  of  objection,  (x)  The  object,  therefore,  of  the  earlier 
Acts  in  requiring  the  defendant  to  give  notice  of  his  objections  was 
to  provide  the  plaintiff  with  fair  notice  of  the  case  to  be  made 
against  him,  and  to  prevent  his  being  taken  by  surprise  at  the 
trial. 

Dealing  with  the  provisions  of  the  present  Act,  Bristowe, 
V.G.,  in  Boyd  v.  Horrochs,  (y)  said :  ''  I  take  it  that  the  real  meaning 
of  this  Act,  as  it  was  of  the  former  Act,  is  not  to  bear  oppressively 
upon  either  party,  but  to  require  each  party  tp  give  so  much 
information  as  shall  enable  an  action  to  be  tried  with  the  least 
expense,  and  as  few  materials  as  are  consistent  with  a  due  trial, 
so  that  the  case  shall  not  be  encumbered  with  a  mass  of  proof 
which,  when  the  action  comes  on  for  trial,  may  be  absolutely 
nugatory  and  useless."  *'  The  object  of  particulars,"  said 
Lindley,  L.  J.,  in  EoUiday  v.  HeppenstaU,  "  is  simply  to  prevent 
surprise."  (») 

The  defendant  should  state  his  particulars  as  concisely  as  pos- 
sible, and  avoid  alleging  instances  of  objection  upon  which  he  does 
not  intend  to  rely  at  the  trial,  (a)  In  AUen  v.  Oates,  (b)  Eekewich,  J., 
in  commenting  on  the  frequency  with  which  long  lists  of  objections 
were  given,  when  only  one  or  two  were  really  relied  on  by  the 
defendant,  suggested  that  it  might  be  desirable  to  have  the 
particulars  reviewed  by  some  officer  of  the  Court,  so  as  to  settle 
the  real  issues  before  trial. 

Where  the  defendant  intends  to  allege  that  the  plaintiff's 
patent  is  bad,  because  some  person  other  than  the  patentee  is 
the  actual  inventor  of  the  invention,  the  objection  that  the  patentee 
is  not  the  true  and  first  inventor  is  a  proper  one  to  take. 
Formerly  when  this  objection  was  taken  it  was  held  that  the 
defendant  in  making  it  need  not  state  who  the  true  and  first 
inventor  was ;  (c)  but  now  it  would  seem  that  such  information 
ought  to  be  given,  (d) 

(z)  Heath  v.  Unwin,  10  M.  &  W.  687.  (e)  Euifell   v.    Led  tarn,  11  M.  &  W. 

(y)  8  B.  P.  0.  p.  287.  647 ;  Heaih  T.  Unwin,  10  M.  &  W.  684 ; 

(s)  6  B.  P.  G.  p.  828.  Btdnms  v.  MoKenzie,  4  Bing.  N.  G.  127 ; 

(o)  Thomson  ▼.  BaUy,  6  B.  P.  0.  84,  6  Dowl.  215. 
p.  d7.  id)  See  Kekewich,  J.,  in  Morgan  t. 

(6)  15  B.  P.  G.  803.  Windowsr,  7  B.  P.  C.  449. 
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If,  however,  the  defendant  only  intends  to  allege  that  the 
plaintifTB  patent  is  not  new,  or  that  it  contains  no  invention, 
he  ought  not  to  raise  as  a  particular  of  objection  that  the  patentee 
was  not  the  true  and  first  inyentor.  For  in  such  case  this  objec- 
tion is  devoid  of  meaning,  (e) 

Where  a  defendant  alleges  that  the  plaintifiTs  patent  is  bad  for 
want  of  novelty,  he  may  mean  either  (1)  that  its  novelty  is 
defeated  by  the  state  of  general  public  knowledge  at  the  date  of 
the  grant ;  or  (2)  by  actual  prior  user ;  or  (3)  by  a  prior  publication 
of  the  invention. 

It  will  be  convenient  to  consider  these  grounds  of  objection 
separately. 

1.  Anticipation  by  Public  Knowledge, 

Where  a  defendant  relies  upon  this  objection  it  is  not  necessary 
to  specify  the  particular  works  by  which  he  proposes  to  prove  the 
state  of  general  knowledge. 

''I  do  not  know,"  said  Cotton,  L  J.,  in  HolMday  v.  HeppenstaU,  (f) 
"  how  far  you  are  to  go  back  as  regards  general  public  knowledge, 
if  you  are  to  refer  to  the  books  which  give  that,  or  upon  which 
the  general  public  knowledge  was  acquired.  Are  you  to  go  back 
to  spelling  books  or  anything  of  that  sort  ?  Ton  must  prove  by 
witnesses  in  a  general  way,  and,  if  necessary,  by  reference  to  well- 
known  works,  that  that  was  the  state  of  general  public  knowledge 
at  the  time  when  the  specification  was  filed.*' 

In  the  same  case,  Lindley,  L.J.,  in  answering  the  question. 
What  has  the  defendant  to  do  if  his  defence  is  common  know- 
ledge ?  said :  **  All  he  has  to  do  is  to  say  so,  and  that  the  state  of 
knowledge  was  such  that  there  is  no  novelty  in  the  patent. 
Having  said  that  he  need  not  go  on  in  support  of  that  to  give  all 
the  evidence  he  intends  to  adduce  to  prove  it.  He  need  not  put 
down  every  chemical  book  in  which  dyeing  by  aniline  has  been 
discussed  and  explained  to  shew  what  is  common  knowledge."  (g) 

Thus,  as  will  be  shortly  indicated  more  at  length,  anticipation 
by  public  knowledge  differs  from  anticipation  by  prior  publication, 
for  in  the  latter  case  the  particulars  of  the  publications  relied 
on  must  be  given.  Where,  however,  the  defendant  relies  to 
prove    his    objection    of    common    knowledge    upon    a    single 

(e)  See   Kekewich,  J.,  in  Thomson  v.  (g)  Ibid.  p.  82S:  see,  also,  The  EngUA 

Macdonald,  8  B.  P.  G.  p.  9;  Pnetmatie  and  Amoriean  Maehinery  On,  y.   Union 

Tyre  Co,  v.  QutweU,  13  B.  P.  G.  187.  Boot  and  Shoe  Co.  11  B.  P.  0.  p.  874  ; 

(/)  6  B.  P.  G.  p.  826 ;   L.  B.  41  G.  D.  Siemens  v.  Karo,  8  B.  P.  C.  p.  377. 
114;  58  L.  J.  Gh.  330. 
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specification,  he  mast  give  the  plaintiff  notice  of  that  specifica- 
tion ;  (h)  the  reason  being  apparently  that  such  an  objection  is  not 
really  one  of  common  knowledge,  but  of  anticipation  by  prior 
publication,  (t) 

2.  Anticipation  by  Prior  User. 

Where  the  objection  to  the  patent  is  founded  on  prior  user,(  j)  the 
defendant  must  specify  particularly  the  instances  of  alleged  user 
on  which  he  relies,  giving  the  plaintiff  express  notice  of  the  time 
and  place  of  use,  and  of  the  address  of  the  user,  (k)  The  object 
of  this  is  to  enable  the  plaintiff  to  investigate  the  circumstances 
of  the  cases  alleged  against  him,  and  prepare  his  evidence  for  the 
trial.  In  such  particulars  the  defendant,  where  he  relies  on  prior 
machines,  ought  to  indicate  what  particular  machines  he  relies  on, 
and  not  allege  generally — machines  at  the  works  of  such  and  such 
a  firm.  (Z)  But  he  need  not  state  what  particular  part  of  the 
plaintiff's  invention  the  machine  anticipates,  for  that  the  plain- 
tiff can  ascertain  for  himself  on  inspection,  (rn) 

In  Smith  v.  Lang,  (n)  the  defendant  alleged  by  way  of  objection 
the  prior  use,  sale,  or  public  exhibition  of  wire  ropes  made  accord- 
ing to  the  alleged  invention  by  one  W.  from  the  year  1882  to  1862. 
This  was  held  insufficient,  and  further  particulars  were  required. 

Where  the  defendant,  as  in  the  case  last  mentioned,  alleges 
prior  user  generally  over  a  number  of  years,  the  plaintiff,  instead 
of  applying  for  better  particulars,  may  interrogate  him  as  to  the 
names  and  addresses  of  the  alleged  prior  users,  and,  if  so  inter- 
rogated, the  defendant  will  be  compelled  to  answer,  (o)  The 
object  of  particulars  being  to  prevent  surprise,  the  defendant  must 
give  such  particulars  as  will  enable  the  plaintiff  to  identify  the 
anticipations  relied  upon ;  and  not  such  as  will  leave  it  open  to 
the  defendant  to  say  at  the  trial,  **  I  meant  something  different 
from  what  you  have  inferred."  (p) 

In  Scott  V.  EuU  Steam  Fishing  Company,  (q)  the  particulars 

(h)  Engluh  and  American  Machinery  45  L.  J.  Ch.  746. 
Co.  y.  Union  Boot  and  Shoe  Co.,  supra,  (Z)  Boyd  t.  Farrar,  5  B.  P.  C.  33. 

(0  Solve  Laundry  Co.  y.  Mackie,  10  R.  (m)  Ibid. 

P.  C.  p.  70.    Aa  to  prior  publication,  see  (n)  7  R.  P.  C.  148. 

ante,  p.  71,  Chap.  YL  (o)  Alliance  Syndicate  y.  Maclwr,  8 

( J)  Ae  to  prior  user,  see  ante,  p.  93,  B.  P.  C.  321 ;  39  W.  B.  487 ;  see,  also, 

Chap.  Vn.  Birch  v.  Jfa</.er,  L.  B.  22  C.  D.  629. 

(h)  Birch  y.  Mather,  L.  B.  22  C.  D.  (p)  Scott  y.  Htdl  Steam  FishipgCo,,  13 

629 ;  25  L.  J.  Ch.  292 ;  Patents  Act,  1883,  B.  P.  C.  206. 

s.  29  (3);  Flower  y.  Uoyd,  20  Sol.  J.  860 ;  ^  (q)  Ibid. 
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delivered  alleged  anticipation  by  a  number  of  prior  makers,  but 
did  not  indicate  which  particular  make  of  each  respective  maker 
the  defendants  relied  on.  This,  inasmuch  as  each,  maker  might 
have  several  ways  of  making  the  same  thing,  was  held  to  be 
insufficient. 

8.  Anticipation  by  Prior  Publication. 

Where  the  novelty  of  the  patent  is  contested  on  the  ground  of 
prior  publication  of  the  invention,  the  particulars  must  specify  in 
detail  the  specifications  or  books  relied  upon  by  the  defendant  to 
prove  his  case,  the  object  being  to  enable  the  plaintiff  to  identify 
the  alleged  anticipations. 

Sometimes  the  Court  will  order  a  defendant  to  specify  by  pages 
and  lines  the  precise  parts  of  the  prior  specifications  upon  which 
he  relies,  (r)  Though  this  is  not  the  general  rule,  («)  it  will  be 
done  where  the  prior  specifications  relied  on  are  intricate  and 
complicated.  But  not  where  the  specifications  are  simple,  or 
where  the  defendant  bond  fide  relies  upon  the  whole,  (t) 

In  Boyd  v.  Farrar,  (u)  the  defendant  relied  on  anticipation  by 
a  number  of  prior  specifications,  to  which  he  gave  references  by 
pages  and  lines.  The  plaintiff,  whose  patent  was  of  a  complicated 
character,  asked  for  particulars  as  to  what  portions  of  his  patent 
the  prior  specifications  were  alleged  to  anticipate.  Eay,  J.,  re- 
quired these  further  particulars  to  be  given.  '*  The  objection  of 
the  defendant,  as  I  gather,  is  that  his  hands  will  be  tied  if  he 
gives  these  particulars ;  but  that  is  the  very  object  of  giving  and 
requiring  particulars — that  his  hands  may  be  tied,  (t?)  and  that 
the  plaintiff  may,  before  the  matter  comes  into  Court  to  be  deter- 
mined on  evidence,  have  stated  exactly  that  upon  which  the 
defendant  intends  to  rely,  and  certainly  to  say  that  the  particulars 
would  tie  the  hands  of  the  man  who  gives  them,  and  that  that  is 
an  objection  to  them,  is  practically  to  say,  '  No,  I  will  not  give  you 
any  particulars,  I  will  give  you  general  statements,'  which  is  not 
the  law." 

In  Harris  v.  Rothwell,  where  the  matters  involved  were  also 
intricate  and  the  plaintiff's  specification  had  six  claims,  Chitty,  J., 
required  the  defendant  to  amend  his  particulars  of  objection  in 

(r)  Heaih field  v.  QremvMy,  11  R.  P.  C.  266 ;  NetOefoidi  v.  Beffnoldt,  8  R.  P.  C. 

19 ;  NMefolds  v.  Reynold$,  8  R.  P.  C.  410.  410. 

(«)  HoUiday  v.  Heppenttail,  6  R.  P.  C.  (u)  6  R.  P.  0.  36. 

320 ;  Siemens  v.  Kara,  8  R.  P.  C\  p.  378.  (v)  But  see  NeUle/old$  ▼.  BeffnMt,  8 

it)  StdeboUffn  ▼.  Fv'lden,  8  R.  P.  C.  R.P.C.p.417:  per  Lindley  and  Fry,  L.  J  J. 
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such  a  way  as  to  shew  to  which  of  the  plamtifTs  claims  each 
objection  was  directed,  (w) 

In  Fowler  t.  Gaul,  {x)  the  defendants  delivered  particulars  of 
objection  referring  to  certain  patents  and  specifications  as  antici- 
pations of  the  plaintiff's  patent,  and  alleging  that  the  plaintiff's 
specification  claimed  some  of  the  matters  specified  and  patented 
in  such  prior  patents.  The  plaintiff  objecting  to  such  particulars, 
it  was  held  by  a  divisional  Court  that  the  defendants  must  deliver 
further  particulars  shewing  what  parts  of  the  specifications  and 
patents  relied  on  were  anticipations  of  the  plaintiff's  patent,  and 
what  parts  were  alleged  to  be  claimed  by  the  plaintiff's  specifi- 
cation. 

Where  the  defendant  alleges  anticipation  by  books,  he  must 
in  his  particulars  give  the  plaintiff  such  information  as  will 
enable  the  plaintiff  to  find  the  part  of  the  particular  book  relied 
upon. 

In  Harris  v.  Rothwell,  (w)  the  defendants  referred  to  a  wHole 
book  and  also  to  certain  parts  of  it.  But  the  Court  ordered  the 
reference  to  the  whole  book  to  be  struck  out. 

InBoiBcienoy  and  Variance  of  SpeciflcationB. — Where  the  defen- 
dant objects  that  the  specification  of  the  patentee  is  insufficient, 
he  must  particularise  his  objection  by  stating  in  what  respects 
the  specification  is  so  insufficient,  (z)  Thus,  it  is  not  enough  for 
the  defendant  to  allege  merely  that  the  specification  is  not  such 
as  a  competent  workman  could  construct  a  machine  from.  He 
must  point  out  wherein  the  defect  lies ;  but  he  cannot  be  required 
to  tell  the  plaintiff  how  to  cure  the  defect,  (a)  So,  likewise,  it  will 
not  suffice  to  allege  generally  disconformity  between  the  specifica- 
tions ;  particulars  must  be  given  of  how  the  invention  claimed  by 
the  complete  specification  differs  from  that  outlined  in  the 
provisional,  (b) 

Particulars  of  objection  delivered  and  proved  by  one  defendant 
may  be  relied  upon  by  another  in  the  same  interest,  even  when 
that  other  defendant  has  not  attacked  the  validity  of  the 
patent,  (c) 

Where  a  defendant  suspects  that  a  ground  of  opposition  exists 
as  to  which  he  is  without  proper  information,  his  proper  course  is 
not  to  insert  in  his  particulars  what  he  only  imperfectly  knows, 

(to)  3  R.  P.  C.  245 ;  1  Griff.  109.  288 ;  56  L.  J.  Ch.  802. 
(«)  8  R.  P.  C.  247.  (6)  Anglo-Amerioan  Snuh  Corporation 

(s)  Heaihfieldi.GreenvfayM  R.P.C.20.  T.  Orompton,  34  C.  D.  152;  4  R.  P.  C.  27; 

(a)  Orompton  ▼.  Angh-Ameriean  Cor-  56  L.  J.  Cb.  167. 
poration.  Limited,  4  R.  P.  C.  197;  35  C.  D.  (c)  Smith  t.  Cropper,  10  App.  Ca.  249. 
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bat  to  wait  till  he  has  obtained  fall  information  and  then  apply 
for  leave  to  amend,  (d) 

Amending  Partienlan. — Particalars  of  breaches  and  particalars 
of  objection  may  be  from  time  to  time  amended  by  leave  of  the 
Court  or  a  judge,  (e)  The  application  should  be  made  by  summons 
at  chambers ;  but  it  may  be  made  at  the  trial  of  the  action.  (/) 

Leave  to  amend  may  be  given  after  the  trial  on  appeal  by  the 
Court  of  Appeal,  (g)  But  the  Court  of  Appeal  does  not  encourage 
such  amendments,  and  will  exercise  this  jurisdiction  with  great 
care ;  as  the  necessary  effect  of  allowing  substantial  amendment 
at  that  stage  is  to  re-try  the  case  on  appeal,  as  if  the  Court  of 
Appeal  were  a  Court  of  first  instance.  Thus,  in  the  Shoe  Machinery 
Company  v.  Otiilan^QC)  the  Court  of  Appeal  refused  to  allow  a 
defendant  who  had  fought  his  case  before  Bomer,  J.,  on  twelve 
alleged  instances  of  anticipation  to  amend  by  adding  seven  new 
anticipations ;  the  remedy  of  presenting  a  petition  for  revocation 
still  being  open  to  him  if  his  new  anticipations  were  objections 
which  ought  to  prevail. 

Under  the  Patent  Law  Amendment  Act  of  1852,  it  was  decided 
that  where  particulars  of  a  vague  natiure  were  delivered,  it  was 
for  the  party  objecting  to  them  to  apply  for  further  particulars,  as 
otherwise  any  matters  falling  within  the  general  statement  would 
be  admissible  at  the  trial,  (t)  Thus,  in  Hull  v.  Bollard,  (j)  Pollock, 
C.B.,  held  that  an  objection  of  public  user  ''in  corn-mills  for 
many  years  previously,"  was  sufficient  to  admit  evidence  of  user 
at  certain  mills  in  Cheshire,  notwithstanding  that  the  Statute 
required  the  particulars  to  specify  the  place  or  places  of  prior 
user. 

The  words  of  the  Patents  Act,  1888,  are,  however,  more 
stringent  than  those  in  the  earlier  enactment;  for,  after  pro- 
viding that  where  a  defendant  disputes  the  validity  of  a  patent  for 
want  of  novelty,  he  must  state  the  time  and  place  of  the  previous 
publication  or  user  alleged  by  him,  (k)  it  expressly  enacts  that  no 


(d)  AkUAolaget  Separator  t.  Dairy  Co^  G.  D.  700 ;  Shoe  Machinery  Co,  t.  CuOan, 
13  B.  P.  0.  726.  12  B.  P.  0.  580;  44  W.  B.  92;  65  L.  J. 

(e)  Patents  Act,  1883,  s.  29  (5).  Gh.  44 ;  see,  also,  the  Irish  case  of  Pirrie 
(/)  OUo  V.  Sterne,  2  R.  P.  C.  139;  v.  York  Co.,  11  B.  P.  0.429. 

Blakey  ▼.  Latham,  6  B.  P.  0.  29;  Allen  y.  (*)  [1896]  1  Oh.  108 ;  12  R.  P.  C.  530 ; 

Horton,  10  B.  P.  0. 412 ;  WteOey  ▼.  Perkes,  65  L.  J.  Oh.  4  k 
10  B.  P.  C.  186 ;  Badieehe  Anilin  Fabrik  y.  (0  8u^  y.  Silber,  2  Q.  B.  D.  493. 

S'tdO^  Chimique,  14  B.  P.  C.  881.  0)  1  H.  &  N.  134 ;  25  L.  J.  Ex.  304. 

(y)  B.  8.  0.  Order  58,  rule  4 ;  Cropper  (k)  Sect.  29  (8). 

y.  SmUh,  1  B.  P.  C.  81 ;  2  B.  P.  C.  17;  26 
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evidence  shall  be  admitted  (except  by  leave)  in  proof  of  any 
objection  of  which  particulars  are  not  so  delivered.  (I) 

The  Goort  has  a  full  discretion  to  grant  or  refuse  the  amend- 
ment. Where  an  applicant  seeks  by  amendment  to  introduce  new 
matter,  the  onus  is  upon  him  to  satisfy  the  Court  that  the  omission 
from  the  original  particulars  of  the  breach  or  objection  sought  to 
be  added  was  not  due  to  any  want  of  diligence  or  proper  care  on 
his  part. 

Thus,  in  Moss  v.  Malings,  (m)  where  the  defendant  applied  for 
leave  to  add  new  objections  at  the  trial,  but  did  not  produce  an 
affidavit  shewing  that  the  new  matter  could  not  have  been  dis- 
covered earlier,  leave  was  refused.  Leave  will  usually  be  given 
where  the  Court  is  satisfied  that  the  information  upon  which  the 
amendment  is  sought  only  came  to  the  applicant's  knowledge 
recently,  (n) 

Generally,  leave  to  amend  particulars  will  only  be  granted  on 
terms.  The  party  seeking  leave  to  amend  will  be  required  to  pay 
the  extra  costs  thereby  occasioned  to  the  other  side ;  (o)  and  in 
the  case  of  particulars  of  objection,  the  amendment  will  sometimes 
only  be  allowed  upon  the  condition  that  the  plaintiff  shall  have 
the  option  to  discontinue  the  action  within  a  specified  time,  all 
costs  incurred  subsequent  to  the  delivery  of  the  original  particulars 
of  objection  being  paid  to  him  by  the  defendant,  (p) 

Following  the  above  rule  in  Ehrlick  v.  Ihlee,  Chitty,  J.,  said :  '*  It 
seems  to  me  that  that  order  is  a  fair  order,  adapted  to  ordinary 
circumstances,  and  one  which,  speaking  for  myself,  I  should  adopt 
by  way  of  general  rule,  and  for  these  reasons  :  the  plaintiff  is  told, 
in  the  first  instance,  as  he  must  be  told,  what  are  the  objections 
to  the  validity  of  his  patent,  and,  seeing  these  objections,  he  deter- 
mines to  proceed  with  his  action.  Afterwards  some  further 
objection  is  put  in,  and  that  changes  the  aspect  of  the  case  so  far 
as  he  is  concerned ;  and  the  order  provides  that,  although  on  dis- 
continuing subsequently  to  the  delivery  of  the  new  particulars  of 
objections,  he  shall  pay  the  general  costs  of  the  action,  yet  he  is 
to  get  the  costs  intermediate  between  the  delivery  of  the  two  sets 

(0  Sect.  29  (4).  also,  Penn  t.  Bibby,  L.  B.  1  £q.  548. 

(m)  8  B.  P.  G.  878;  83  C.  D.  608;  lee,  (p)  See  B<Urd  y.  Moule,  17  C.  D.  p. 

alBO,  Shrewibury  Tyre  Co.  y.  Morgan,  18  189,  n.;  EdUon  Telephone  y,  India  Rubber 

B.P.  C.  76.  Co.,  17   C.  D.  137;    FhHidi   v.   IWee,  4 

(ii)  ParJcer  r.  Maignen,  5  B.  P.  C.  207 ;  B.  P.  G.  1 15 ;  8olw  Laundry  t.  Mackie,  10 

Pirris  V.  York,  11  B.  P.  0.  481.  B.  P.  C.  89;    Badigrhe  AnOtn  Fahrih  y. 

(o)  OUo   y.   atedy  2    B.  P.  G.   139;  /Soet^M' CAtWgtie,  14  B.  P.  G.  881. 
ParhBT  y.  Maigntm,  5  B.  P.  C.  208;  see. 
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of  particulars,  because  there  has  never  been  any  issue  with  regard 
to  the  new  particulars  of  objection.  The  plaintiff  says,  '  There  are 
certain  objections  to  my  patent.  Well,  I  meet  these.'  Then  there 
comes  a  new  objection,  which  he  may  not  have  been  aware  of  at 
the  time,  and  he  says,  *  In  these  circumstances  I  now  find,  knowing 
what  the  intricacies  of  the  patent  law  are,  that  there  is  a  valid 
objection  to  my  patent  which  I  was  not  aware  of  before,  and  I  will 
discontinue  my  action.*  That  is  the  common  case,  and,  I  think, 
therefore,  that  this  form  of  order  is  the  proper  order  in  an 
ordinary  case."  (q) 

The  above  practice  does  not,  however,  amount  to  a  binding 
rule  in  all  cases.  For  the  Patents  Act,  1888,  gives  a  discretion  to 
the  judge,  which  no  practice,  however  inveterate,  can  take  away.(r) 

Inspection. 

JuriBdiction  and  Object  of  Order. — In  an  action  for  infringement 
of  a  patent,  the  Court  or  a  judge  may,  on  the  application  of  either 
party,  make  such  order  for  inspection,  and  impose  such  terms  and 
give  such  directions  respecting  the  same  and  the  proceedings 
thereon,  as  the  Court  or  a  judge  may  see  fit  («) 

Order  60,  rule  8,  of  the  Rules  of  the  Supreme  Court  also 
provides  that  it  shall  be  lawful  for  the  Court  or  a  judge,  upon  the 
application  of  any  party  to  a  cause  or  matter,  and  upon  such 
terms  as  may  be  just,  to  make  any  order  for  the  detention,  pre- 
servation, or  inspection  of  any  property  or  thing,  being  the  subject 
of  such  cause  or  matter,  as  to  which  any  question  may  arise 
therein,  and  for  all  or  any  of  the  purposes  aforesaid,  to  authorize 
any  persons  to  enter  upon  or  into  any  land  or  building  in  the 
possession  of  any  party  to  such  cause  or  matter,  and  for  all  or  any 
of  the  purposes  aforesaid,  to  authorize  any  samples  to  be  taken, 
or  any  observation  to  be  made,  or  experiment  to  be  tried,  which 
may  be  necessary  or  expedient  for  the  purpose  of  obtaining  full 
information  or  evidence. 

The  jurisdiction  to  order  inspection  in  patent  suits  was 
originally  an  equitable  jurisdiction  exercised  only  by  the  Court  of 
Chancery.  By  the  Patent  Law  Amendment  Act,  1852,  jurisdiction 
to  order  inspection  in  patent  actions  was  conferred  on  the  Courts 

iq)  4  B.  P.  0. 117.  B.  P.   0.    129.     In    WtUon    t.    WiUon, 

(r)  Per   Eflher,  M.B.,  in    WooOey  v.  16  B.  P.  C.   315,  an  order  was   made 

Broad,  [1892]  2  Q.  B.  318 ;  61  L.  J.  Q.  B.  following  WooOey  v.  Broad. 

808.    The  above  form  of  order  was  re-  (<)   Patents    Act,    1883,    s.    30;    see 

fused  by  Kny,  J.,  in  Patcall  v.  Toope,  7  Forms,  Appendix  IV.  poet. 


iNStfiCTlON.  497 

of  Common  Law.  (0  But  this  jurisdiction  was  held  to  extend 
only  to  the  inspection  of  machines  or  instruments  in  use,  and  not 
to  apply  to  books,  (u) 

The  principles  upon  which  the  Court  will  act  in  ordering  or 
refusing  inspection  are  the  principles  upon  which  the  Court  of 
Chancery  has  always  acted,  (v) 

The  object  of  the  Court  in  ordering  inspection  is  to  enable 
the  issues  before  it  to  be  properly  tried,  and  not  determined  on 
evidence  which  may  be  mere  conjecture,  (w)  But  the  Court  has  a 
wide  discretion  in  the  matter,  and  must  be  satisfied  (1)  that  the 
party  seeking  inspection  has  a  case  to  be  tried,  and  (2)  that 
inspection  is  required  to  place  that  case  properly  before  the 
Court,  (x) 

Where  the  plaintiff  can  shew  that  inspection  is  material  and 
really  wanted  for  the  purposes  of  the  cause,  he  may  obtain  an 
order  on  notice  to  the  defendant  at  any  time  after  the  issue  of 
the  writ  of  summons,  even  before  the  statement  of  claim  is 
delivered,  (y)  A  defendant  may  apply,  on  notice  to  the  plaintiff, 
at  any  time  after  entry  of  appearance  in  the  action,  (z) 

The  affidavits  in  support  of  an  application  for  inspection  must 
shew  the  grounds  upon  which  the  order  is  alleged  to  be  necessary 
to  the  party  applying.  Where  the  applicant  did  not  allege  in  his 
affidavits  that  inspection  was  necessary  to  his  case,  and  the  other 
side  deposed  that  it  was  not,  inspection  was  refused,  (a)  The 
applicant  should  set  out  in  his  affidavit  not  only  that  he  believes 
inspection  to  be  necessary,  but  also  the  grounds  of  that  belief; 
for  if  the  Court  thinks  that  belief  to  be  founded  on  nothing  more 
than  suspicion,  inspection  will  not  be  ordered. 

In  the  Oerm  MiUing  Company  v.  Bobinson,  (6)  where  the  patent 
was  for  an  elaborate  process  of  manufacturing  meal  and  flour  so 
as  to  separate  the  germ  part  of  the  grain  from  the  meal  and  flour 
product,  the  plaintiff  in  the  fifth  paragraph  of  his  affidavit  in 
support  of  an  order  for  inspection  said:  ''The  defendants  are 
extensive  corn  millers  at  Deptford  Bridge  Mill,  Greenwich,  and 

(i)  15  ft  16  Viot.  0.  83,  B.  42.  (0)  Piggoa   y.    Anglo-American  Tele- 

(«)  Vidi  T.  Bmidi,  3  E.  ft  B.  969;  23  grapk  Co.,  19  L.  T.  (N.  S.X  46;  Bee,  alio, 

L.  J.  Q.  B.  342.  Amie9  y.  KiiUey,  22  L.  J.  Q.  B.  84. 

(v)  HoOand  y.  Fox,  23  L.  J.  Q.  B.  360 ;  (y)  Amie$  y.  Kdwy,  22  L.  J.  Q.  B.  84 ; 

Meadoum  y.  Kirhman,  29  L.  J.  (N.  8.)*  ^x-  ^^rake  y.  MunU  Metal  Co.,  3  B.  P.  0.  43 ; 

205;    per   Pollock,    C.B.,    Patent    Type  Griff.  78 ;  B.  S.  G.  Order  50,  rule  6. 
Founding  Co,  y.  Uoyd,  5  H.  ft  N.  192;  (t)  Order  50,  rule  6. 

Shaw  y.  Bank  of  England,  29  L.  J.  Ex.  26.  (o)  Bailey  y.  Kynoek,  L.  B.  19  Eq.  90. 

(t0)  Per  Lord  Eldon,  in  BovUl  y.  Moore  (6)  1  B.  P.  0.  217. 

(1815),  2  Coop.  56. 

2k 
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they  have  recently  introduced  therein  machinery  for  reducing 
wheat  into  meal  and  flour  by  means  of  rolling  and  sifting,  and 
I  verily  believe  that  the  defendants  are  now  manufacturing  wheat 
into  flour  by  means  of  my  said  invention,  and  by  the  process  or 
means  described  in  my  said  specification,  or  only  colourably 
differing  therefrom."  Eay,  J.,  in  refusing  to  order  inspection,  said  : 
*'  The  first  thing  I  have  to  consider  is,  What  sort  of  evidence  is 
that  ?  There  is  a  rule  in  this  Court  that  where  a  person  states, 
as  he  may  in  an  affidavit  upon  an  interlocutory  motion,  his  belief 
of  a  fact,  he  must  state  the  grounds  of  that  belief.  What  are  the 
grounds  of  that  belief  ?  There  are  absolutely  none ;  I  mean  there 
are  none  stated.  That  means  this,  then :  I  suspect ;  ^  I  suspect ' 
(because  *  I  believe '  without  any  grounds  is  only  *  I  suspect  *)  *  that 
the  defendants  are  manufacturing  according  to  my  process.' 
Thereupon,  without  any  particular,-  without  any  evidence  which 
the  Court  ought  to  look  at  as  being  evidence  of  infringement,  the 
plaintiff  comes  to  the  Court  and  says,  *  Grant  me  inspection.' 
The  defendants'  answer  in  effect,  because  I  am  not  giving  the 
words,  is  '  I  have  a  great  many  processes  in  my  mill  which  are 
trade  secrets,  which  I  do  not  want  people  to  inspect.'  That  is  a 
very  good  answer  until  the  plaintiff  makes  out  a  strong  ground  for 
inspection ;  but  in  point  of  fact,  the  whole  of  this  pleading  and 
evidence  before  me  now  only  amounts  to  this:  for  this  reason, 
which  is  not  expressed,  I,  the  plaintiff,  say,  '  I  suspect  the  defen- 
dants are  infringing  this  elaborate  process  of  mine.'  If  he  had 
said,  '  The  nature  of  the  flour  they  produce  is  such  that  it  could 
not  have  been  done  by  any  other  process,'  and  satisfied  the  Court 
of  that,  that  would  be  one  thing,  and  it  would  come  very  nearly  to 
the  well-known  case  before  Lord  Eldon  in  which  inspection  was 
granted,  (c)  But  he  says  nothing  of  the  kind ;  and  this  is  really 
no  more  than  this,  taking  the  pleadings  and  affidavits  and  every- 
thing which  is  before  me,  '  I  suapect,  and  I  will  not  tell  you  the 
grounds  for  suspecting,  that  the  defendant  is  infringing  this  elaborate 
process  of  mine,  and  I  ask  for  leave  to  go  and  look  into  his  works 
to  see  whether  I  can  make  a  case  against  him  or  not.'  This  is 
not  the  way  in  which  the  Court  can  grant  inspection ;  and,  there- 
fore, at  present  I  decline  to  make  any  order  on  the  motion." 

So,  likewise,  the  Court  will  not  order  a  roving  inspection ;  (d) 
or  one  merely  to  satisfy  the  applicant's  curiosity,  (e)    It  must  be 

(o)  Bovill  V.  Moore,  2  Coop.  56.  (e)  PiggoU    y.    Anglo-American    TeU' 

(d)  Cheetham  v.   Oldham,  6  R.  P.  0.      graph  Co.,  19  L.  T.  (N.  8.),  46. 
621,  622. 
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satisfied  that  inspection  is  essential  to  the  case  of  the  party 
applying ;  and  even  then  it  will  carefolly  exercise  its  discretion  in 
the  matter^  having  due  regard  to  the -interests  of  the  parties;  for 
inspection  is  never  a  matter  of  absolute  right.  (/)  **  The  Court  is 
always  reluctant/'  said  Lord  Halsbury,  C,  in  McDougali  v. 
Partington,  (g)  '*  to  grant  inspection  where  it  may  be  injurious  to 
one  side,  and  where  the  right  depends  on  a  question  which  has 
yet  to  be  determined  in  the  cause." 

Trade  Secrets. — Sometimes  the  party  resisting  an  order  for 
inspection  objects  that  the  order  ought  not  to  be  made,  as  it  will 
place  his  opponent  in  possession  of  valuable  trade  secrets,  (h)  This 
objection  will  not,  however,  prevent  the  Court  making  the  order 
in  a  proper  case,  (i)  But  the  Court  will  sometimes  give  weight  to 
this  objection,  so  far  as  to  appoint  some  independent  person  to 
make  the  inspection,  and  to  report  to  the  Court.  Thus,  in  the 
Plating  Company  v.  Farquharsony  (f)  where  the  infringement  com- 
plained of  was  the  use  of  a  process  of  nickel  plating,  Jessel,  M.B., 
made  an  order  that  Professor  Dewar,  as  analyst,  should  be  allowed 
access  to  the  defendant's  works  at  all  reasonable  times  (on  giving 
two  days'  previous  notice)  to  see  the  defendant's  method  of  making 
his  solutions  and  the  materials  used,  and  the  method  of  the  defen- 
dant in  using  those  solutions  in  the  process  of  nickel  plating,  and 
to  take  samples  of  the  solutions  and  report  to  the  Court  the 
facts,  and  his  opinions  founded  thereon ;  no  disclosure  of  the 
report,  or  of  facts,  or  opinions  obtained  or  arrived  at,  to  be  made 
by  Professor  Dewar  without  the  leave  of  the  Court.  At  the  trial 
this  report  was  perused  by  the  judge,  and  the  leading  counsel  on 
'  both  sides,  but  not  otherwise  disclosed,  and  no  cross-examination 
of  Professor  Dewar  was  allowed. 

In  Badische  v.  Levinstein,  {k)  the  defendants,  who  relied  upon 
a  secret  process,  were  given  the  option  of  disclosing  it  or  not, 
at  the  trial.  They  elected  to  do  so,  and  the  evidence  was  taken 
ttt  camera,  reporters  and  public  being  excluded. 

In  an  action  for  infringement  of  a  chemical  patent  the  Court 
will  not  order  the  production  of  books  containing  such  trade 
secrets  of  the  defendants  as  the  analysis  of  the  products  which 
they  employ  in  the  process  they  are  carrying  on,  until  the  plaintiff 

U)  PiggoU  T.  Anglo-Ameriean   Tde-  grrap^  Ob.,  19  L.  T.  (N.  S.).  46. 
^aph  Co.,  19  L.  T.  (N.  S.),  46;  MoDougaU  (0  BoffiU  y.  Moon,  2  Coop.  56. 

V.  TarUngUmy  7  R.  P.  C.  472.  O)  ^"ff-  P-  C.  187;  Bee,  alBO,  Fiower 

ig)  7  R.  P.  0.  p.  473.  ▼.  Lloyd,  W.  N.  1876,  169  ft  280. 

ih)  Figgoti    v.   Anglo- AmfHoan    Tde-  (h)  24  C.  D.  156. 
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has  established  the  validity  of  his  patent.  When,  however,  the 
plaintiff  has  done  this  an  application  for  production  of  sach  books 
may  properly  be  made  to  the  judge  at  the  trial.  (2) 

''  It  appears  to  me  to  be  evident/'  said  Bowen,  L.J.,  in 
Bawes  v.  Chancey  (m)  "  that  one  litigant  is  not  entitled  to  see  the 
books  containing  the  processes  of  the  other  litigant  unless  he 
wants  it  for  the  purposes  of  justice ;  and  it  seems  to  me  to  be 
a  corollary  only  from  that  broad  proposition  to  say  that  he  is 
not  entitled  to  see  the  books  and  papers  of  his  antagonist  until 
the  time  comes  in  the  litigation  when  he  wants  it  for  such 
purposes.  .  .  .  What  would  be  the  opposite  result?  Why,  that 
any  patentee  who  is  not  working  himself,  might,  by  bringing  an 
action  for  infringement  against  a  working  competitor,  see  laboratory 
processes  in  the  books  under  the  plea  that  he  wanted  it  to  prove 
infringement,  and  that  he  ought  to  succeed  in  getting  it  for  that 
purpose,  unless  it  could  be  shewn  that  he  could  not  possibly  want 
it  for  the  purpose  of  infringement.  The  answer  is,  the  hands 
of  justice  are  not  so  tied ;  you  can  wait  until  the  necessary 
moment  comes  before  you  give  that  which  may  turn  out  at  that 
particular  moment  to  be  wanted." 

Taking  Samples. — The  Court,  in  addition  to  ordering  inspection, 
will  also,  if  necessary,  order  samples  to  be  taken,  (n)  Apart 
from  the  provisions  of  Order  50,  rule  8,  the  Court  has  inherent 
jurisdiction  to  do  this. 

Thus,  in  the  Patent  Type  Founding  Company  v.  Walter y  (o)  Wood, 
V.C.,  said :  **  The  jurisdiction  of  this  Court  to  order  inspection, 
and,  if  necessary,  the  taking  of  samples  for  the  purpose  of  a  suit 
here  has  scarcely  been  contested.  If  a  precedent  is  wanted,  the 
case  of  Rtissell  v.  Cowley  is  in  point.  There  specimens  were 
allowed  to  be  taken  away,  though  the  necessity  for  so  doing  was 
scarcely  so  great  as  in  the  present  case ;  and  that  the  Court  when 
it  orders  inspection  will  not  stop  short  of  what  is  necessary  to 
make  the  jurisdiction  of  the  Court  effectual  was  laid  down  in  the 
case  of  the  East  India  Company  v.  Kynaston.'*  (p) 

In  the  Patent  Type  Founding  Company  v.  Walter,  the  following 
order  was  made :  "  Liberty  to  the  secretary  of  the  company  and 
Dr.  FrarJdand  (an  analytical  chemist)  to  inspect  the  type  used  for 

(0  Bawe*  T.  Chanoe,  7  R.  P.  C.  280;  (m)  7  R.  P.  C.  p.  281. 

R.  S.  C.  iOrder  81,  rule  20.    It  would  be  (n)  RuueU  t.  Cowley,  1  W.  P.  C.  457 : 

otherwise,  however,  if  it  could  be  shewn  R.  S.  G.  Order  50,  rule  3. 
that  such  books  were  relevant  to  the  issue  (o)  Johnson,  727,  p.  729. 

of  the  validity  of  the  plaiutifTs  patent.  (  p)  3  Bligh,  153. 
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printing  the  Times.  The  defendant  to  deliver  to  the  plaintiffs 
a  competent  part,  not  exceeding  four  ounces  of  type  so  used: 
liberty  to  apply.    Costs  to  be  costs  in  the  cause."  (q) 

Foreign  Manufaotnren  and  Licensees. — Inspection  of  a  process 
in  a  foreign  manufactory  cannot  be  granted  by  English  Courts. 
But  in  such  case  the  onus  (where  there  is  doubt)  is  upon  the 
defendants  to  clearly  shew  that  their  process  differs  from  that  of 
the  plaintiffs,  (r) 

Nor  will  the  Court  order  inspection  of  the  process  used  by  the 
licensees  of  one  of  the  parties  to  an  infringement  action,  the  Court 
having  no  control  over  licensees.  ($) 

The  Court,  in  fact,  will  not  make  an  order  for  inspection 
unless  the  articles  it  is  desired  to  inspect  are  the  property, 
or  under  the  control,  of  the  person  against  whom  the  order  is 
made,  (t) 

In  Bylands  v.  Ashley's  Patent  Bottle  Company ^  {u)  the  defendants 
having  applied  for  inspection,  the  plaintiff  deposed  that  the 
machines  of  which  inspection  was  sought  belonged  to  a  limited 
company,  of  which  the  plaintiff  was  director,  the  company  not 
being  parties  to  the  action,  and  also  that  he  was  engaged  in 
making  improvements  of  the  machines  referred  to,  for  which 
he  was  applying  for  letters  patent,  and  it  would  be  injurious 
to  give  inspection  to  a  rival  The  defendant's  solicitor  deposed 
that  he  believed  the  machines  were  in  the  power  of  the  plaintiff. 
The  Court  held  that  it  was  not  necessary  that  the  machines 
should  be  the  property  of  the  plaintiff;  and  that,  although  under 
the  circumstances  the  plaintiff  ought  not  to  be  obliged  to  give 
inspection  of  any  modifications,  it  would  aid  the  Court  to  have 
inspection  of  the  machines;  that  the  plaintiff  must  make  a 
further  affidavit  saying  whether  any  of  the  machines  were  still  in 
existence  without  modifications  :  that  there  was  a  prima  facie  case 
for  saying  he  could  procure  inspection,  and  that  he  must  make 
a  bona  fde  application  to  the  limited  company  to  give  inspection 
to  the  defendants,  and  make  a  further  affidavit  as  to  the  result  of 
such  application. 

Where  an  order  is  made  for  inspection  of  machinery,  the  Court 
will  not  generally  require  the  party  against  whom  such  order  is 

(9)  Johnson,  p.  7Sl2 ;  see  also  C^erm  MO-  B.  P.  0. 18. 
ling  Co.  V.  BMnton,  8  B.  P.  0.  11,  where  (0  Garrard  v.  Edge,  6  B.  P.  C.  872 ; 

98  samples  were  taken  hy  the  plaintifb.  58  L.  J.  Ch.  397 ;  Sidebottom  ▼.  FiMen, 

(r)  BetU  V.  NdUon,  L.  B.  5  H.  of  L.  8  B.  P.  C.  266,  270. 
11 :  per  Lord  Westbnry.  (u)  7  B.  P.  C.  175. 

(•)  Qerm  Milling   Co.  v.   Bubin»on,  3 
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made  to  work  the  machinery  in  the  presence  of  the  other  side,  (v) 
But  in  a  special  case  it  may  be  desirable  that  the  machinery  should 
be  so  worked,  (w) 

In  the  Singer  Sewing  Machine  Company  v.  Wilson,  (x)  where  it 
was  alleged  that  the  defendant  had  a  stock  of  infringing  machines, 
no  order  to  inspect  the  stock  as  a  whole  was  made,  but  the 
defendant  was  required  to  verify  on  affidavit  the  various  kinds  of 
machines  sold  by  him,  and  to  produce  one  of  each  class  for 
inspection.  (^) 

Where  the  Court  is  of  opinion  that  inspection  on  one  side  only 
will  be  inconvenient,  and  tend  to  make  the  proper  determination 
of  the  matters  in  issue  more  difficult  on  the  trial  of  the  action,  it 
will  require  inspection  to  be  given  by  both  sides,  (z) 

In  the  Germ  Milling  Company  v.  Robinson,  the  plaintiflfs  having 
obtained  an  order  to  inspect  the  defendant's  process  and  taken 
samples  of  the  products,  the  defendants  applied  for  a  similar 
order  against  the  plaintiffs.  Eay,  J.,  made  the  order,  saying 
that  in  doing  so  he  looked  rather  to  the  convenience  of  the 
Court  than  the  parties,  as  he  thought  that  the  Court  at  the  trial 
might  be  in  difficulties  if  the  inspection  had  only  been  on  one 
side,  (a) 

An  application  for  an  order  for  inspection  should  only  be 
made  after  notice  to  the  other  side.  But  in  exceptional  circum- 
stances it  has  been  heard  and  the  order  made  ex  parte,  (b) 

The  right  to  inspection  does  not  depend  on  the  promptness 
with  which  the  application  is  made,  therefore  laches  which  would 
be  fatal  to  an  interlocutory  injunction  is  no  ground  for  refusing 
inspection,  (c) 

In  the  Chancery  Division  the  application  for  an  order 
for  inspection  is  made  by  motion  in  Court  or  on  summons 
at  chambers ;  in  the  Queen's  Bench  Division,  by  summons  at 
chambers,  (d) 

(v)  Drake  v.  MwUz  MeUd  Co,,  Griff.  (s)  B^ttM  ▼.  Gbioley,  1  W.  P.  C.  457; 

78:  8  B.  P.  G.  48 ;  SidehotUm  v.  Fidda^  Davenport  y.  Jepton,  1  N.  B.  807.    (See 

8  B.  P.  C.  269.  this  case  for  fonn  of  order.) 

(w)  See  North,  J.,  in  Rylandi  y.  AthUifi  (a)  8  B.  P.  C.  11.    See  also  Cheeiham 

Patent  BoUle  Co.,  7  B.  P.  C.  175;  alao  v.  Oldham,  5  B.  P.  C.  622. 

Busuia  y.  CovoUy,  1  W.  P.  C.  457 ;  Davet^  (6)  Henneasy  y.  Bohmann,  W.  N.  1877, 

port  y.  Jepton,  1  N.  B.  807.  p.  14. 

Caj)  5  N.  B.  505 ;  18  W.  B.  660.  (o)  Patent    Type    Founding     Co.    y. 

(y)  But  Bee  Drake  y.  MwUz  Metal  Co.,  Walter ;  Johneon,  727. 

where  Bacon,  V.-C.  said  he  had  no  power  (d)  Bee  B.  S.  C.  Order  54,  mle  12  *> 

to  require  an  affidavit  to  be  made  by  the  Order  55,  rule  15. 
defendant:  Qriff.  78 ;  3  B.  P.  0.  43. 
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Interrogatories  and  Discovery. 

Interrogatories. — In  an  action  of  infringement,  interrogatories 
may  be  delivered  by  either  side  for  the  examination  of  the  opposite 
party,  but  only  on  leave  obtained  from  the  Court  or  a  judge,  (e) 
The  interrogatories  must  be  strictly  limited  to  matters  in  issue  in 
the  action,  and  questions  in  the  nature  of  cross-examination  are 
not  allowed.  (/) 

The  statutory  provision  as  to  the  delivery  of  particulars  of 
breaches  and  of  objections  in  patent  actions  do  not  affect  the  right 
of  parties  to  also  interrogate  as  in  other  actions,  (g) 

When  leave  to  interrogate  is  applied  for  the  party  seeking  leave 
must  produce  to  the  Court  or  judge  the  interrogatories  which  he 
proposes  to  administer  to  his  opponent,  (h)  And  where  such 
opponent  is  willing  to  concede  the  object  to  which  an  interrogatory 
is  directed,  either  by  delivering  particulars  or  making  admissions, 
or  disclosing  documents,  leave  to  interrogate  in  regard  to  that 
matter  will  be  refused,  (i)  While  thus  the  approval  of  the  Court 
must  be  obtained  to  all  proposed  interrogatories,  they  are  not  to 
be  regarded  as  settled  by  the  Court,  (j)  and  the  mere  fact  that  any 
given  interrogatory  has  been  allowed  does  not  preclude  the  party 
interrogated  from  objecting  to  answer  it  on  any  good  ground,  (k) 
Although  an  appeal  lies  against  the  decision  of  a  judge  allowing 
interrogatories,  the  Court  of  Appeal  is  unwilling  to  interfere  with 
the  judge's  discretion,  and  no  such  appeal  will  succeed  unless  gross 
injustice  has  been  done.  (Q 

The  party  seeking  to  interrogate  must  pay  into  court  a  sum 
of  at  least  five  pounds  (m)  as  security  for  costs,  before  delivering 
his  interrogatories.  If  this  payment  is  not  made,  the  party  inter- 
rogated is  under  no  obligation  to  answer,  (n) 

The  object  of  interrogatories  and  discovery  is  to  enable  parties 
who  believe  they  have  a  case  to  prove  that  case,  and  not  to  fish 
out  a  case,  where  they  are  in  doubt  whether  one  exists,  (p)  In  the 
Chancery  Division  leave  to  interrogate  will  not  usually  be  given 

(«)  B.  8.  0.  Older  81,  rule  1.  (f)  Ibid. :  per  Lindley,  L.J. 

(/)  Ibid.  (m)  A  further  sum  of  ten  BhilllngB  for 

(g)  Bireh  ▼.  Mather^  22  0.  D.  629;  any  additional  folio  above  five:  Order  31, 

OroMZey  ▼.  Tomey,  2  0.  D.  533.  rale  26. 

(h)  Order  31,  rule  2.  (n)  Eder  y.  AUenborough,  23  Q.  B.  D. 

(0  IMd.  135. 

U)  Tye  V.  WWaughby,  38  Sol.  J.  338.  Co)  Daw  v.  .Elay,  2  H.  &  M.  725. 

(ft)  Peaft  y.  Ray,  [1891],  3  Ch.  282. 
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to  a  plaintiff  before  be  has  delivered  his  statement  of  claim,  or  to 
a  defendant  before  the  delivery  of  his  defence.  In  the  Queen's 
Bench  Division  discovery  on  either  side  is  not  generally  allowed 
until  after  the  delivery  of  the  defence,  as  only  then  are  the  issues 
defined.  (|>) 

Where  the  party  to  be  interrogated  is  a  body  corporate,  or  a 
joint  stock  company,  or  any  other  body  of  persons,  empowered  by 
law  to  sue  or  be  sued,  whether  in  its  own  name  or  in  the  name  of 
any  officer  or  other  person,  the  opposite  party  may  apply  for  an 
order  allowing  him  to  deliver  interrogatories  to  any  member  or 
officer  of  such  corporation,  company,  or  body,  (q) 

Interrogatories  must  be  answered  by  affidavit  filed  within  ten 
days  or  such  other  time  as  a  judge  may  allow,  (r)  If  the  answer 
is  insufficient,  an  application  should  be  made  to  the  Court  or  a 
judge  for  an  order  for  a  further  answer.  The  judge  may  order 
such  answer- to  be  given  either  by  affidavit  or  tnva  voce,  (s) 

Interrogatories  are  intended  to  assist  the  party  administering 
them  to  prove  his  own  case,  not  to  search  out  the  evidence  of  his 
opponent  and  ascertain  the  names  of  the  opposite  witnesses,  (t) 

A  defendant  in  an  infringement  action  may  interrogate  the 
plaintiff  as  to  what  portions  of  the  plaintiff's  patent  he  is  charged 
with  having  infringed.  But  he  cannot  interrogate  the  plaintiff  as 
to  the  construction  of  the  specification,  for.  that  is  a  matter  to  be 
subsequently  determined  by  the  Court  (u)  Therefore  interrogatories, 
the  relevancy  of  which  depends  on  the  construction  of  the  patent, 
are  inadmissible,  for  at  that  stage  it  is  too  early  to  construe  the 
patent,  (v) 

Although  a  party  cannot  require  his  opponent  to  put  a  con- 
struction upon  his  patent  in  an  answer  to  an  interrogatory,  he  is 
not  precluded  from  asking  questions  which  involve  references  to 
specifications.     Thus,  a  defendant  may  ask  whether  some  part  of 

(p)  Meroi0r  v.  Cotton,  1  Q.  B.  D.  424;  and  sale  generally  for  fifty  years  prior  to 

64  L.  J.  Q.  B.  184;  MeOor  ▼.  Thomp§on,  the  patent  in  London,  Nortii,  J.,  allowed 

49  L.  T.  422;  Earhord  y.  Motik,  9  G.  D.  the  plaintiffs  to  interrogate  the  defendants 

616.  as  to  the  names,  places  and  dates  of  snch 

(q)  Order  31,  mle  5 ;  see  Bemto  Ja^i  prior  nsers  and  use.    See  AXU/oMOt  WhUe 

y.  Biehardaon,  10  B.  P.  G.  187.  Lead  SyndieaU  ▼.  Melwr,  8  R.  P.  G.  321 ; 

(r)  Ibid.  Order  31,  role  8.  Birch  y.  Mather,  22  G.  D.  629. 

(•)  Ibid.  Order  30,  rule  11.  (u)  MoBdey  y.   Viotoria  Bvbber  Co^  3 

(I)  Daw  y.  Eley,  2  H.   ft   M.  729;  B.  P.  G.  852;  IMta  Metal  Co,  y.  Ifaxtm, 

Bovm  y.  Smith,  L.  R.  2  Eq.  459;  DtUa  8  R.  P.  G.  172. 

Metal  Co.  y.  Maxim,  8  B.  P.  G.  169.    But  (v)  DeHa  Metal  Co,  y.  Maxim,  8  B.  P. 

where  defendants  alleged  by  their  par-  G.  171. 
ticulars  of  objection  prior  manufacture 


INTEBBOGATOKIES.  505 

the  plaintiff's  invention  is  not  a  mere  mechanical  equivalent  for 
a  contrivance  described  in  some  other  named  specification,  or 
whether  that  other  specification  does  not  contain  some  device 
claimed  by  the  plaintiff ;  for  these  are  questions  of  fact,  (w) 

**  The  defendant,"  said  Giffard,  L.J.,  in  Hoffman  v.  PostiU,  (x) 
^*  has  a  right  to  ask  all  questions  which  are  fairly  calculated  to 
shew  that  the  patent  is  not  a  good  patent,  or  that  what  the 
plaintiffs  allege  to  be  an  infringement  is  not  an  infringement.  It 
is  almost  impossible,  where  you  have  antecedent  publications  in 
a  book  or  antecedent  patents  which  are  alleged  to  destroy  the 
novelty  of  the  succeeding  patent,  whether  it  be  in  examining  the 
parties  by  interrogatories,  or  in  examining  witnesses,  to  avoid 
the  necessity  of  referring  to  those  documents,  and  asking  a  variety 
of  questions  respecting  them,  some  of  which  are  more  proper  for 
the  Court,  but  many  of  which  are  absolutely  essential  in  order  to 
enable  the  Court  to  come  to  a  proper  conclusion  as  to  the  legal 
effect  of  the  different  specifications." 

Where  interrogatories  are  answered,  they  should  be  answered 
fully,  (y)  Everything  shewing,  or  tending  to  shew,  the  fact  of 
infringement  must  be  set  out  in  the  answer  to  the  full  extent  of 
the  interrogatory.  {%) 

A  defendant  is  entitled  to  discovery  as  to  all  matters  of  fact 
which  are  or  may  be  material  to  his  case ;  and  where  he  relies  on 
the  invalidity  of  the  plaintiff's  patent,  everything  that  is  material 
to  shew  that,  is  part  of  his  case,  (a) 

Discovery  of  the  names  and  addresses  of  the  defendant's  cus- 
tomers, which  is  inadmissible  before  infringement  is  proved,  maybe 
had  after  the  trial  of  that  issue ;  (6)  and  the  circumstance  that  such 
discovery  may  expose  other  persons  to  actions  is  no  ground  for 
refusing  to  give  the  fullest  information,  (c)  On  an  enquiry  as  to 
damages  the  plaintiff  is  entitled  to  know  not  only  the  names  of 
the  defendant's  customers,  but  also  the  prices  of  his  sales,  {d) 

In  an  action  against  a  licensee  for  an  account,  the  defendant 
must  answer  interrogatories  as  to  the  names  and  addresses  of 
customers  with  whom  he  has  effected  sales,  {e) 

(t0)  Hoffmann  y.  Pottm,  L.  B.  4  Ch.  (a)  Hoffman  t. FobUO.'L.  B.  4  Ch.  678. 

673.  (6)  Murray  v.  Ctoyton,  L.  B.  15  Eq. 

(2)  n>id.  p.  681.  115. 

(y)  SwMbome  y.  Netwoy  16  Beay.  416 ;  (e)  Tdley  y.  Easto>»,  18  C.  B.  643. 

22  L.  J.  Ch.  p.  835 ;   Elmer  y.  Orea*y,  Id)  American    Braided    Wire    Co.    y. 

L.  B.  9  Ch.  69 ;  43  L.  J.  Ch.  166.  Thornton,  5  B.  P.  C.  375. 

(t)  De  La  Bve  y.  Dieken§on,  3  K.  ft  J.  (a)  Aehvoorth  y.  BoberU,  7  B.P.C.451 ; 

891.  L.  B.  45  C.  D.  623;  60  L.  J.  Gli.  27. 
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Interrogatories  tending  to  incriminate  the  person  answering 
them  or  to  expose  him  to  penal  consequences,  need  not  be 
answered.  (/) 

Difloovery. — ^Any  party  to  an  action  of  infringement  may,  with- 
out filing  an  affidavit,  apply  to  the  Court  or  a  judge  for  an  order 
directing  any  other  party  to  the  action  to  make  discovery  on  oath 
of  any  documents  which  are,  or  have  been  in  his  possession  or 
power,  relating  to  any  matter  in  question  in  the  action.  The 
judge  has  a  discretion  to  make  or  refuse  the  order,  or  to  adjourn 
the  application.  Discovery  will  not  be  ordered  unless  it  is  necessary 
for  disposing  of  the  action,  or  for  saving  costs,  (g) 

Where  a  party  has  made  an  affidavit  of  the  documents  in  his 
possession,  the  Court  will  not  generally  allow  the  other  side  to 
interrogate  him  as  to  documents,  for  that  amounts  to  a  cross- 
examination  upon  his  affidavit,  which  is  inadmissible.  But  if  the 
Court  is  satisfied  that  some  particular  relevant  document,  undis- 
closed by  the  affidavit,  may  be  in  his  possession,  it  may,  on 
special  application,  allow  an  interrogatory  as  to  that ;  but  only  on 
a  prima  facie  case  being  shewn,  (h) 

Where  the  documents  disclosed  by  an  affidavit  of  documents 
shewed  that  the  party  making  the  affidavit  probably  had  other 
relevant  documents  in  his  possession,  the  Court  of  Appeal  held 
that  the  proper  remedy  was  for  the  other  side  to  apply  for  an  order 
that  a  further  affidavit  should  be  made,  such  order  to  be  in  general 
terms,  but  specially  referring  to  the  particular  documents  known 
not  to  have  been  disclosed,  (i)  In  this  case  it  was  laid  down  that 
the  order  ought  to  be  made  in  a  general  form,  because  the  Court 
assumes  that  where  particular  documents  have  been  withheld 
there  may  be  others  which  the  deponent,  under  an  equally 
erroneous  opinion  as  to  relevancy,  has  also  failed  to  disclose.  ( j) 

At  what  Time  DiBcovery  will  be  Ordered. — It  is  often  material  to 
consider  the  time  at  which  the  discovery  is  asked ;  if  premature, 
it  may  be  refused  on  that  ground,  (k)  Thus,  interrogatories 
directed  to  matters  not  necessary  for  the  trial  of  the  action  are 
inadmissible,  even  if  these  matters  may  subsequently  need  to  be 
enquired  into,  (l)     Where,  for  instance,  infringement  is  admitted, 

(/)  Ab  to  this  and  the  other  grounds  B.  P.  C.  217. 

generaUy   on    which    answers    may   be  (0  Bown  ▼.  Samom,  5  B.  P.  0.  510. 

refused,  see  the  Annual  Praetioe;  B.  8.  C.  (J)  Ibid,  per  Bowen,  L.J. 

Order  SI,  rule  1,  and  notes.  (Jk)  B.  S.  C.  Order  31,  role  20. 

(g)  B.  8.  C.  Order  31,  rule  12.  (2)  De  La  Bue  y.  Diekenmn,  3  K.  ft  J. 

ih)  Hall  V.   Truman,  29   C.  D.  307;  338;  20  L.  T.  194. 
Ediion  ▼.  Holland,  W.  N.  [1888],  p.  31 ;  5 
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and  the  only  issue  the  validity  of  the  patent^  questions  regarding 
the  names  of  the  defendant's  customers  will  not  be  allowed  till 
after  the  trial,  as  they  are  not  relevant  until  the  plaintiff  has 
established  the  validity  of  his  patent  (m) 

In  Benno  Jaffe  v.  Richardson,  (n)  interrogatories  were  delivered 
by  the  plaintiffs  asking  the  defendant,  seriatim  (following  the  plain- 
tiffs' specification),  whether  he  had  used  the  processes  claimed  by 
the  plaintiffs.  The  defendants,  who  impeached  the  validity  of  the 
patent,  declined  to  answer  some  of  the  interrogatories,  on  the  ground 
that  at  that  stage  of  the  proceedings,  before  the  validity  of  the 
patent  had  been  established,  they  were  not  relevant;  it  being 
possible  that  the  issue  of  infringement  might  never  have  to  be 
tried.  North,  J.,  in  ordering  further  answers,  said :  "  A  very 
salutary  alteration  has  been  made  by  giving  the  Court  a  discretion 
now  which  it  used  not  to  have,  both  as  to  saying  whether  dis- 
covery shall  be  given  at  a  particular  stage  or  postponed  to  a  later 
stage,  as  well  as  that  of  refusing  it  altogether.  But  if  that  means 
what  it  is  contended  it  does  mean,  that  in  every  patent  action  in 
which  invalidity  is  set  up — that  is  to  say,  in  every  patent  action  ever 
launched — there  is  first  to  be  a  deliberate  trial  before  the  judge  and 
jury,  if  necessary,  of  the  validity  of  the  patent,  and  that  it  is  only 
after  that  has  been  settled  there  are  issues  to  be  raised,  and 
discovery  obtained  by  interrogatories  and  otherwise,  with  regard 
to  the  question  of  infringement,  the  benefit  gained  by  getting  rid 
of  the  waste  of  time  and  money  in  answering  interrogatories  will 
be  far  more  than  made  up  for  by  the  increased  waste  of  time  and 
money  involved  in  having  two  trials  of  every  patent  action  in 
\yhicb  the  plaintiff  succeeds  in  establishing  his  patent  instead  of 
one.  In  my  opinion,  that  is  not  the  meaning  of  the  rules,  and  it 
would  have  a  very  bad  effect  if  that  was  so.  It  is  intended  to 
give  the  Oourt  the  opportunity  of  saying  that  discovery  should  not 
be  given  before  the  trial  of  the  action,  unless  it  is  wanted  for  the 
purposes  of  the  trial,  that  is  to  say,  if  a  mortgagor  wants  to 
redeem  an  estate,  and  it  is  denied  that  he  has  a  right  to  redeem 
at  all,  it  is  quite  useless  going  into  any  questions  of  accounts  until 
it  is  known  whether  there  is  such  n  right  or  not,  and  then  if  that 
right  is  established  at  the  trial,  the  taking  the  accounts  afterwards 
is  a  matter  of  course.  .  .  .  But  in  the  case  of  a  patent  it  is  dif- 
ferent. No  doubt  validity  is  one  thing,  and  infringement  another ; 
but  they  both  have  to  come  on  to  be  tried  at  the  same  time,  and 

(ill)  lAder  t.  Nwim,  2  B.  P.  C.  68 ;  (n)  10  E.  P.  C.  p.  189;  62  L.  J.  Oh. 

Ooiiby  T.  Tomay,  2  C.  D.  538.  p.  712. 
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the  parties  must  come  before  the  Court  ready  to  deal  with  both 
cases  at  the  one  trial.  If  the  present  contention  was  right,  that 
discovery  was  to  be  postponed  until  the  validity  of  the  patent  was 
tried,  discovery  by  interrogatories  would  be  refused  altogether, 
because  it  could  not  practically  be  given  then." 

Privilege. — Certain  matters  are  privileged  from  discovery  either 
by  interrogatories  or  disclosure  of  documents. 

Thus,  no  party  is  bound  to  answer  interrogatories  as  to  what 
advice  has  been  given  him  by  his  solicitor ;  and  documents  which 
have  come  into  existence  merely  to  be  communicated  to  a  party's 
solicitor  for  the  purpose  of  litigation,  actual  or  intended,  either  as 
materials  for  briefs  or  for  his  advice  or  consideration  are  privileged 
from  production,  (o) 

**  The  true  principle,"  said  Lord  Cottenham,  in  Niaa  v.  North 
Eastern  Railway  Company^  (p)  ''  is,  that  parties  are  to  be  at  liberty 
to  communicate  with  their  professional  advisers  with  respect  to 
matters  which  become  the  subject  of  litigation,  without  restriction, 
and  without  the  liability  of  being  afterwards  called  upon  to 
produce  or  discover  what  they  shall  so  have  communicated ; 
whether  a  bill  is  or  is  not  actually  filed  at  the  time  is,  to  my  mind, 
a  matter  of  perfect  indifference."  (q) 

This  privilege  is,  however,  limited  to  communications  with 
legal  advisers,  and  does  not  extend  to  patent  agents.  Thus,  where 
the  solicitor  was  also  a  patent  agent,  the  Court  held  that  the 
privilege  only  attached  to  the  communications  made  to  him  in  his 
capacity  as  solicitor,  (r) 

In  Westinghome  v.  Midland  Railway  Company,  (s)  reports  and 
letters  sent  to  the  company  by  its  officers  after  the  company  had 
been  warned  that  it  was  infringing  a  patent,  were  held  not  to  be 
privileged. 

Affidavits  and  notes  of  evidence  in  a  former  infringement  action 
have  been  required  to  be  produced,  (t) 

Sometimes  when  a  defendant  is  interrogated  as  to  the  process 
by  which  he  arrives  at  the  product  alleged  to  be  an  infringe- 
ment, he  seeks  to  shelter  himself  from  answering  on  the  ground 
that  his  process  is  a  trade  secret,  which  he  ought  not  to  be  called 
upon  to  divulge.     In  such  case  the  Court,  if  satisfied  that  the 

(0)  Ba$lam  v.  Hall,  5  R.  P.  C.  9.  R.  P.  C.  351 ;  65  L.  T.  (N.  S.),  482. 
(  p)  8  My.  ft  Cr.  357.  (»)  48  L.  T.  (N.  S.),  98,  462. 

Iq)  See,  also,  Lord  Selbome,  C,  in  (t)  Bourn  t.  Sanwm,  5  R.  P.  G.  510 ; 

Minet  y.  Morgan,  L.  R.  8  C  h.  367.  Thonuon  y.  Hughe$,  7  R.  P.  G.  18?. 
(r)  MoteUy  v.   Victoria  Rubber  Co.,  3 
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objection  is  taken  bond  fde,  will  as  far  as  possible  protect  the 
defendant,  (u) 

But  the  mere  plea  of  a  secret  process  is  no  ground  for  refusing 
discovery  where  the  nature  of  that  process  is  material  to  the  issues 
in  the  action,  (v) 

*'  I  quite  agree,"  said  Eekewich,  J.,  in  Ashworth  v.  Boberts,  (w) 
'^that  a  mere  plea  of  secret  process  is  not  sufficient  to  defeat 
discovery;  but,  on  the  other  hand,  interrogatories  must  not  be 
made  the  means  of  unfair  treatment  of  a  man  who  is  fighting 
fairly,  and  I  think  the  Court  is,  and  will  be,  strong  enough  to 
prevent  his  being  obliged  to  disclose  that  which  need  not  be  dis- 
closed for  the  purposes  of  the  trial  of  the  action." 

In  Renard  v.  Levinstein,  (x)  Wood,  V.C,  while  requiring  the 
defendant  to  answer  whether  he  used  the  materials  mentioned  in 
the  plaintiff's  specification,  and  whether  other  additional  materials, 
excused  the  defendant  from  stating  what  preparations  he  employed 
and  from  naming  the  other  materials  he  used,  when  the  defendant 
alleged  that  full  answers  would  disclose  secrets  on  which  his  trade 
depended. 

In  another  case  where  this  objection  was  taken  to  answering 
questions  in  Court  on  the  trial,  Pearson,  J.,  appointed  a  neutral 
expert  to  inspect  the  defendant's  process  and  report,  (y) 

Tried  of  the  Action. 

Procedure  on  Trial — The  Court  or  a  judge  may  at  any  time 
order  different  questions  of  fact  arising  in  the  same  action  to  be 
tried  by  different  modes  of  trial,  or  that  one  or  more  questions 
of  fact  be  tried  before  others,  {z)  The  Court  has  refused,  in  an 
infringement  action,  to  try  the  question  of  infringement  separately 
from  that  of  the  validity  of  the  patent  where  both  were  in 
issue,  (a) 

Where  it  has  seemed  probable  that  the  trial  of  one  issue  would 
decide  the  whole  action,  that  issue  has  been  taken  first,  (b) 

Under  the  Arbitration  Act,  1889,  the  Court  has  power  to 
compulsorily  refer  actions  involving  any  prolonged  examination 
of  documents,  or  any  scientific  investigation  which  cannot  be 

(tt)  Betmo  Jaff^y.  Richardaan,  10  E.  P.  156 ;  2  R.  P.  C.  78 
C.  189;  62  L.  J.  Oh.  712,  («)  R.  8.  0.  Order  36,  rule  8. 

(f^)  Aihworih  y.  BoberUJ  R.  P.  0.  451.  (a)  United  Telephone  Co,  v.  MoUiihead, 

(w)  Ibid.  p.  455.  8  B.  P.  C.  218. 

(a)  3  N.  B.  665.  (6)  Richardeon  v.  Cattray,  4  R.  P.  C. 

(y)  Bofliiche  v.   Levinttein,  24  C.  D.  265 ;  Badham  v.  Bird,  5  R.  P.  C.  238. 
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conveniently  condacted  by  the  Court  through  its  ordinary  officers, 
to  a  referee  or  arbitrator  for  trial,  (c)  This  jurisdiction  has  not 
been  exercised  hitherto  in  patent  cases,  (d) 

Sridence.— On  the  trial  of  the  action  the  plaintiff  begins,  and 
where  (as  will  usually  be  the  case)  the  validity  of  the  patent  as 
well  as  the  infringement  is  disputed,  he  must  first  prove  his  title 
to  the  monopoly.  This  should  be  done  by  producing  the  letters 
patent  sealed  with  the  seal  of  the  Patent  Office,  (e)  Where  the 
plaintiff  is  not  the  original  patentee,  but  an  assignee,  the  devolution 
of  the  patent  and  the  registration  of  the  assignment  in  the  Register 
of  Patents  must  be  duly  proved. 

The  registration  may  be  proved  by  the  production  of  a  certified 
copy  of  the  entry  in  the  register.  (/)  Specifications,  disclaimers, 
and  other  documents  in  the  Patent  Office,  or  extracts  from  them, 
may  be  proved  by  printed  or  written  copies  purporting  to  be 
certified  by  the  comptroller  and  sealed  with  the  seal  of  the  Patent 
Office,  (g) 

Where  the  patent  is  attacked  on  the  ground  of  want  of  subject- 
matter,  evidence  may  be  called  in  chief  to  shew  that  the  invention 
was  only  found  out  after  experiments  and  labour.  (A) 

The  specification  must  be  left  to  speak  for  itself,  as  its  con- 
struction, like  that  of  any  other  written  document,  is  for  the  Court 
alone  to  decide.  The  patentee,  therefore,  may  not  be  called  to 
state  what  he  meant  by  it ;  though,  like  any  other  expert,  he  may 
be  called  to  assist  the  Court  by  explaining  the  state  of  knowledge 
at  the  date  when  it  was  filed,  (i) 

Apart  from  the  rule  excluding  oral  evidence  in  explanation  of 
written  documents,  a  specification  which  required  to  be  supple- 
mented by  statements  of  the  patentee  to  enable  the  public  to 
perform  the  invention  would  be  bad.  Technical  expressions  and 
terms  of  art  may,  however,  be  explained  by  witnesses  conversant 
with  the  subjects  to  which  they  relate. 

Where  the  sufficiency  of  the  specification  is  challenged,  evidence 
must  also  be  given  to  prove  that  a  person  following  the  instruc- 
tions contained  therein  can  successfully  perform  the  invention. 
For  this  purpose  a  workman  of  average  skill  and  knowledge  in  the 

(o)  Sect.  14.  (/)  Ibid.  88. 23  A  89. 

(d)  Ab  to  a  similar  jurisdiction  under  (g)  Ibid.  8.  89. 

the  Judicature  Act,  1878,  s.  57,  see  Saasby  (h)  Thierry  y.  Biekmann,  12  B.  P.  C. 

V.  Oloucuter  Waggon  Co.,  W.  N.  1880,  p.  417. 

28.    But  tliis  case  was  prior  to  tbo  Pateuts  (t)  Per  Lord  Herscbel],  in  BatJUrhe  T- 

Act,  1883.  Lewntiein,  12  App.  Ga.  pp.  717,  718. 

(e)  Patents  Act,  1883,  ss.  12  (2)  &  81. 
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Bubject-matter  of  the  patent  is  preferable  to  a  highly  trained  person 
or  scientific  expert,  whose  skill  might  lead  him  to  perform  the 
invention  even  when  the  specification  was  defective,  by  correcting 
rather  than  following  its  directions,  (j) 

It  may  happen,  however  (as  in  the  case  of  a  chemical  patent), 
that  the  invention  is  some  extremely  subtle  process,  which  can 
only  be  described  in  novel  terms  of  abstruse  science  which  have 
not  yet  passed  into  the  vocabulary  of  the  practical  chemist ;  in 
such  case  it  is  not  only  permissible,  but  necessary,  to  call  a 
theoretical  witness  of  the  most  advanced  knowledge  to  prove  the 
suj£ciency  of  the  specification,  for  he  alone  is  the  class  of  person 
to  whom  such  a  specification  is  addressed.  (2;) 

Evidence  of  Experts. — Experts  in  giving  their  evidence  have  a 
tendency  to  become  advocates  rather  than  witnesses;  when  this 
happens  their  evidence  is  not  viewed  with  much  favour  by  the 
Courts.  (0  The  subject-matter  of  patent  actions  is,  however,  so 
technical  and  complicated  as  to  make  it  generally  impossible  to 
dispense  with  this  class  of  evidence. 

Experts  are  usually  called  to  explain  the  working  of  the 
invention  and  indicate  its  characteristic  features.  Such  witnesses 
are  also  required  to  prove  the  existing  state  of  knowledge  at  the 
time  of  the  patent  grant,  and  to  shew  what  step  in  advance  the 
patentee  has  made.  But  when  expert  witnesses  pass  from  state- 
ments of  fact  to  expressions  of  opinion,  it  is  necessary  to  elicit  the 
grounds  of  their  opinions,  for  such  opinions  are,  in  themselves,  no 
evidence,  and,  apart  from  the  grounds  on  which  they  are  based, 
ought  to  have  no  weight  with  the  Court,  (m) 

Thus,  in  proving  the  infringement  complained  of,  it  is  not 
permissible  to  ask  an  expert  witness  whether,  in  his  opinion,  what 
the  defendant«has  done  amounts  to  infringement  of  the  plaintiff's 
patent ;  for  that  is  the  question  the  Court,  and  not  the  witness, 
has  to  determine,  (n)  But  such  a  witness  may  be  asked  to 
indicate  in  what  respects,  if  any,  the  defendant's  method  or  process 
differs  from  that  of  the  plaintiff,  and  whether  any  such  differences 
or  variations  are  or  are  not  mechanical  or  chemical  equivalents.(o) 

In  this  way  the  grounds  upon  which  a  witness  arrives  at  his 


(0  See  Jessel,  M.B.,  in  Plimpton  y.  LeadbeaUr  t.  Kitchen,  7  B.  P.  G.  p.  247; 

Maleolnwm,  H  C.  D.  569.  Brook$  y.  Steely  14  B.  P.  0.  p.  73. 

(fc)  Per  Fry,  L.J.,  in  BadiMohe  y.  U-  (n)  Farkinaan  y.  Sknon,  11   B.  P.  C. 

vimtein,  29  C.  D.  406;  Griff.  P.  0.  37.  p.  506  (per  Esher,  M.B.). 

(0  Thorn  y.  Worthing,  6  C.  D.  416,  n.  (o)  Ticktt  Punching  Co.  y.  Coiley,  12 

(»)  Seed  y.  Higytua,  8  H.  of  L.  (;a.  550 ;  B.  P.  C.  186  (per  Smith,  L.J.)- 
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conclasion   are  evidence,  ihoagh  the  conclasion  itself   is  inad- 
missible. 

"It  is  necessary,"  said  Lindley,  L.J.,  in  Brooks  v.  Steele, (p) 
"  to  examine  each  patent  separately,  and  to  ascertain  first  what 
the  patented  invention  really  is;  and,  secondly,  whether  the 
defendants  have  used  that  invention.  In  this,  as  in  all  cases,  the 
nature  of  the  invention  mast  be  ascertained  from  the  specification, 
the  interpretation  of  which  is  for  the  judge,  and  not  for  any 
expert.  The  jndge  may,  and  indeed  generally  mast,  be  assisted 
by  expert  evidence  to  explain  technical  terms,  to  shew  the  practical 
working  of  machinery  described  or  drawn,  and  to  point  out  what 
is  old  and  what  is  new  in  the  specification.  Expert  evidence  is 
also  admissible,  and  is  often  required  to  shew  the  particulars  in 
which  an  alleged  invention  has  been  used  by  an  alleged  infringer, 
and  the  real  importance  of  whatever  differences  there  may  be 
between  the  plaintiff's  invention  and  whatever  is  done  by  the 
defendant.  But,  after  all,  the  nature  of  the  invention  for  which  a 
patent  is  granted  must  be  ascertained  from  the  specification,  and 
has  to  be  determined  by  the  judge,  and  not  by  a  jury,  nor  by  any 
expert  nor  other  witness.  This  is  familiar  law,  although  apparently 
often  disregarded  when  witnesses  are  being  examined." 

Proof  of  Infringement — The  plaintiff  must  prove  that  the 
defendant  has  put  the  invention  in  practice  without  his  authority. 
Making,  using,  or  selling,  are  all  equally  infringement,  (q)  If  the 
defendant  is  charged  merely  with  selling  or  using,  the  plaintiff 
will  also  have  to  prove  that  the  articles  sold  or  used  were 
not  made  by  himself  or  his  agents ;  (r)  for  an  article  made  and 
sold  by  the  patentee,  unless  sold  with  a  restricted  licence,  is 
licensed  for  re-sale  or  subsequent  use  in  the  hands  of  any  other 
person. 

The  owner  of  an  English  patent  manufactured  the  patented 
article  in  France  as  well  as  in  England.  In  a  suit  to  restrain  the 
sale  of  the  article  in  England,  the  plaintiff  proved  that  it  was  not 
made  at  his  manufactory  in  England,  but  (SonlA  not  prove  that  it 
was  not  made  at  his  manufactory  in  France.  The  bill  was  dismissed 
with  costs  by  James,  Y.G. ;  and,  on  appeal,  the  decision  below  was 
aflBrmed.  Lord  Hatherley,  C,  said  :  '*  I  apprehend  that,  the  onus 
being  upon  the  plaintiff  to  shew,  not  merely  that  the  thing  made  is 
his  own  patented  article,  but  that  it  has  been  unlawfully  sold,  he 
must  be  prepared  to  swear  distinctly  that  it  is  not  manufactured 

(  p)  14  R.  P.  C.  p.  73.  (r)  BetU  v.  Willmott,  L.  B.  6  Ch.  239. 

iq)  See  aute,  p.  403,  Chap.  XXI. 
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by  him  or  his  agent.  Suppose  that  he  had  three  houses  of  manu- 
facture— one  in  the  north  of  England,  one  in  the  west  of  England, 
and  one  in  London — I  cannot  doubt  that  it  would  be  his  duty,  in 
making  out  his  case  before  a  jury,  to  prove  not  only  that  the 
article  was  of  the  same  description  as  the  patented  articles,  but 
that  it  was  not  made  by  himself ;  and,  for  that  purpose,  he  would 
have  to  call  as  witnesses  persons  who  had  control  of  his  houses  in 
the  north  and  west,  as  well  as  in  London,  to  shew  that  the  article 
was  not  made  by  them."  («) 

Where  the  patentee  shews  that  from  the  construction  of  the 
article  complained  of  it  is  almost  certain  that  it  must  have  been 
made  according  to  his  method,  this  is  primd  facie  evidence  of 
infringement,  and  if  not  rebutted  by  the  defendant  proving  that 
in  ffkct  the  article  was  not  so  made — is  sufficient  to  support  a 
verdict  for  the  plaintiff,  (t)  Thus  in  Hvddart  v.  Grim8haw,(u) 
Lord  EUenborough,  C.J.,  reviewing  the  evidence,  said:  "Mr. 
Bennie  says,  I  know  of  no  other  mode  than  Mr.  Hvddarfs  for  pro- 
ducing this  effect,  and  in  proportion  as  that  is  deviated  from  the 
strands  will  be  worse  ;  this  piece  of  rope  (v)  exhibits  to  the  eye  that 
gradation  of  length  in  the  different  shells  which  he  should  expect 
to  find  in  Mr.  Huddart*8  invention.  I  should  state  that  this  is 
certainly  what  is  called  primi  facie  evidence  of  its  having  been 
made  by  that  method ;  when  one  sees  it  agree  in  all  its  qualities 
when  it  is  produced  with  a  rope  actually  made  upon  Mr.  Huddarfs 
plan,  it  is  primd  facie  evidence,  till  the  contrary  is  shewn,  that  it 
was  made  upon  his  method,  and  therefore,  as  against  him  it  should 
seem,  supposing  this  patent  in  full  force  and  a  valid  one,  it  is 
reasonable,  fair  evidence,  in  the  absence  of  contrary  evidence,  to 
presume  that  it  was  made  that  way.'* 

In  HaU  V.  Jarvis,  (w)  the  plaintiff's  invention  consisted  in  a 
method  of  burning  off  the  superfluous  fibres  from  lace  or  net 
without  injuring  the  fibre.  This  he  accomplished  by  applying  a 
gas  flame  to  the  surface  of  the  fabric.  It  was  proved  that  lace 
delivered  by  the  defendants  had  the  exact  appearance  it  would 
have  presented  if  dressed  according  to  the  patented  process.  It 
was  also  proved  that  one  of  the  defendants  had  a  gassing  machine 
on  his  premises;  that  his  gas  fittings  had  been  tampered  with, 

(«)  BetU    ▼.    WiUmoU,  L.    B.  6   Ch.      M.B.). 
p.  243.  (tt)  1  W.  P.  C.  91. 

(0  See  Neihon   v.  BeUs,  5   H.  of  L.  (v)  The  infriDgement  complained  of. 

p.  II   (per    Lord  Weatbury) ;    Thorn  v.  (w)  I  W.  P.  0.  100. 

Worthing,  6  0.  D.  416  n.  (per  Jessel, 

2  L 
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and  that  the  gas  consamed  by  him  had  been  largely  in  excess  of 
the  amount  required  for  mere  lighting  purposes.  On  this  evidence, 
Abbott,  G.  J.,  directed  the  jury  to  find  a  verdict  for  the  plaintiff. 

The  principle  that  where  the  article  complained  of  closely 
resembles  the  patented  invention,  the  Court  will  assume  that  it 
has  been  made  by  an  infringing  process  until  the  contrary  is 
shewn,  is  specially  applicable  in  the  case  of  a  foreign  made  article, 
as  the  patentee  in  that  case  cannot  have  inspection  of  the  defen- 
dant's process  or  manufactory,  and  has  therefore  no  means  of 
more  direct  proof,  (x) 

If,  however,  the  Court  is  satisfied  that  the  article  might  have 
been  made  by  another  process,  this  principle  has  no  application. 

In  the  CarUbum  Sugar  Com/pany  v.  Sharp,  (y)  the  complainers 
sought  protection  against  the  acts  of  the  respondents,  who,  they 
alleged,  were  selling  in  Scotland  cubes  of  sugar  made  in  America 
by  an  apparatus  for  which  the  complainers  held  a  patent  by 
assignment. 

''It  is  said  that  as  the  manufacture  complained  of  had  taken 
place  in  America,*'  said  Lord  Einnear,  ''it  was  incumbent  on  the 
respondents,  upon  the  principle  which  received  effect  in  the  case 
of  NeiUon  v.  Betts,  to  prove  by  negative  evidence  that  it  was  not 
manufactured  according  to  the  process.  I  think  no  such  onus  lies 
upon  the  respondents  in  the  present  case,  because  there  can  be  no 
question  on  the  evidence  thai  such  articles  as  were  sold  by  the 
respondents  may  have  been  produced  by  machinery  which  involved 
no  infringement  of  the  complainers'  patent.  That  being  so,  it  lay 
upon  the  complainers  to  prove  their  case,  and  as  they  took  a 
commission  to  America  for  the  purpose  of  proving  it,  there  could 
have  been  no  difficulty  in  their  obtaining  a  sufficient  description 
of  the  machine  to  which  it  is  alleged  they  have  traced  the  cubes 
of  sugar  sold  by  the  respondents,  to  enable  them  to  establish  the 
infringement,  if  infringement  there  was."  (z) 

In  the  Welsbach  Incandescent  Oas  Light  Company  v.  New 
Incandescent  Company,  (a)  the  plaintiffs  relied  for  proof  of  the  in- 
fringement complained  of,  upon  admissions  in  defendants'  answers 
to  interrogatories,  and  Buckley,  J.,  held  these  to  afford  sufficient 
proof. 

Amending  the  Parttculars. — As  already  noticed,  both  sides  at 
the    trial .  are    tied    down   by   their   particulars,  (5)  and    unless 

(aj)  NeOton  v.  BetU,  5  H.  of  L.  1 1.  (o)  17  B.  P.  C.  237 ;  16  T.  L.  B.  205. 

(y)  1  B.  P.  0.  179.  (6)  Suprs,  pp.  484,  488,  494. 

(t)  Ibid.  p.  186. 
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leave  is  given  to  amend,  are  not  entitled  to  call  evidence  outside 
the  particulars  delivered.  The  Court  has,  however,  a  discretion 
under  Section  29  (4)  of  the  Patents  Act,  1883,  independently  of  the 
provisions  dealing  with  amendment,  to  admit  fresh  evidence  at 
the  trial,  the  object  of  giving  such  discretion  being  to  enable  the 
Court  to  get  at  the  real  facts  and  do  justice  between  the  parties,  (c) 

The  Court  does  not  encourage  applications  at  the  trial  for  leave 
to  amend  the  particulars,  as  such  applications  where  granted 
must  generally  involve  an  adjournment  to  give  the  other  side  the 
opportunity  of  meeting  the  fresh  evidence  thus  admitted.  In 
Moss  V.  Malings,  (d)  North,  J.,  said  he  would  only  grant  leave  to 
amend  at  the  trial  if  satisfied  that  the  matter  of  the  amendment 
was  recently  discovered  and  could  not  with  reasonable  diligence 
have  been  discovered  before.  In  Shrewsbury  v.  Morgan,  (e)  an 
infringer  applied  at  the  trial  for  leave  to  amend  by  raising  the 
new  objection  that  the  patent  was  bad  by  reason  of  variance 
between  the  title  and  the  claims ;  .but  Bomer,  J.,  refused  the 
application  as  being  made  too  late. 

Amending  the  Speoification. — In  an  action  for  infringement  of 
a  patent,  the  Court  or  a  judge  may  at  any  time  order  that  the 
patentee  shall,  subject  to  such  terms  as  to  costs  and  otherwise 
as  the  Court  or  a  judge  may  impose,  be  at  liberty  to  apply  to 
the  Patent  Office  for  leave  to  amend  his  specification  by  way  of 
disclaimer,  and  the  Court  may  further  direct  that  in  the  mean- 
time the  trial  or  hearing  of  the  action  shall  be  postponed.  (/) 

It  will  be  noticed  that  the  amendment  here  provided  for  is  only  by 
way  of  disclaimer  (g).  It  sometimes  happens  that  during  the  trial 
of  an  action  the  patentee  discovers  that  the  drag-net  of  his  claim 
has  been  thrown  too  wide,  and  that  a  patent  otherwise  good  is 
avoided  by  the  inclusion  in  the  claim  of  something  which  is  not 
new.     Such  a  patent  can  be  saved  by  disclaimer. 

If  the  judge  is  satisfied  at  the  trial  that  the  proposed  disclaimer 
will  not  make  the  patent  good,  he  ought  to  refuse  leave,  {h)  If  he 
does  so  the  Court  of  Appeal  will  not  interfere  with  the  exercise  of 
his  discretion  unless  clearly  satisfied  that  injustice  has  been 
done,  (i) 

(o)  Britain  ▼.  Birteh,  5  B.  P.  0.  281.  (g)  Otoen's  PaietU,  [1899]  1  Oh.  157 ;  68 

(<l)  3  B.  P.  C.  878;    38  C.  D.  604;  L.  J.  Oh.  68;  79  L.  T.  458;  47  W.  B.  180. 
Griffin,  167.  (A)  ArmOrang'i  Paient,  14  B.  P.  C.  747 ; 

(0)  13  B.  P.  C.  75  see,  also,  Dellwich^B  Patent,  [1896]  2  Ch. 

(/)  Patents   Act,  1883,  a.   19.     See  705;  13  B.  P.  C.  591. 
Amendment  of  the  Specification,  pp.  274-  (t)  Ibid.    As  to  amendment  ponding 

279,  Bupra.  action  bnt  prior  to  trial,  see  ante,  p.  278. 


516  ACTION  FOB  INFRINGEMENT. 

Leave  in  any  case  will  only  be  given  on  terms.  The  words 
"costs  and  otherwise"  are  of  the  widest  description,  and  give 
the  judge  an  ample  discretion  to  impose  any  terms  he  may  think 
the  justice  of  the  case  requirea  (/) 

The  conditions  that  no  damages  shall  be  asked  or  injunction 
claimed  in  respect  of  anything  done  prior  to  the  amendment  have 
been  held  to  be  proper  terms,  (k)  And  generally  the  plaintiflF  will 
be  required  to  pay  all  the  costs  of  the  action  up  to  the  time 
of  the  amendment.  But  each  case  depends  on  its  own  circum- 
stances. 

In  Meyer  v.  Sherwood,  (I)  Smith,  L.  J.,  gave  leave  to  apply  to 
amend  the  specification  at  the  close  of  the  trial ;  the  comptroller 
allowed  the  amendment,  and  the  defect  in  the  specification  was 
apparently  cured;  notwithstanding  which,  Smith,  L.J.,  gave 
judgment  for  the  defendants  with  costs,  and  the  Court  of  Appeal 
held  that  this  was  right  (the  application  to  amend  having  been 
made  so  late),  but  suggested  that  liberty  might  properly  have  been 
reserved  to  the  plaintiffs  to  bring  another  action  for  an  injunction 
if  so  advised. 

In  ChatwoocCs  Patent  Company  v.  Mercantile  Bank  of  Lanca- 
shire, (m)  liberty  to  apply  for  leave  to  amend  the  specification  was 
given  twice  in  the  same  action  by  North,  J. 

Models,  if  produced  at  the  trial,  ought  to  be  properly  proved 
and  put  in  evidence.  But  the  Court  has  looked  at  a  model, 
not  in  evidence,  to  aid  it  in  understanding  the  descriptions 
of  counsel,  (n) 

Once  a  model  has  been  produced  and  put  in  evidence  at  the 
trial,  the  party  producing  it  must,  if  the  case  is  appealed,  produce 
it  in  the  Court  of  Appeal  in  the  same  state  in  which  it  was  when 
used  below.  He  must  not  tamper  with  it  even  for  purposes  of 
cleaning  and  renovation,  (o) 

Hatters  Res  Judicata. — Where  a  Court  has  construed  the  specifi- 
cation of  a  patent,  an  inferior  Court  or  a  Court  of  co-ordinate 
jurisdiction  will  follow  that  construction  in  a  subsequent  action 
on  the  same  patent,  for  the  construction  is  a  question  of  law.(  j?) 

(J)  Lang   v.    WhiteoroBS,  7  B.  P.  C.  (o)  Winhy  v.  Mawshetter  Steam  Tram- 

p.  892.  tDay$  Co,,  8  B.  P.  0.  63. 

ik)  Ibid. ;  LttdxngUm  Cigarette  Machine  (  p)  Edieon  ▼.  Holland,  6  B.  P.  C.  243  ; 

Co,  y.  Baron  Cigarette  MaeJnne  Co.,  17  see,  also,  Slatenger  y.  FeUhamy  6  B.  P.  G. 

B.  P.  0.  25.  p.  234  (per  Cotton,  L.J.)-    In  this  case  the 

(I)  7  B.  P.  C.  287.  Court  of  Appeal  held  that  Kekewich,  J., 

(m)  17  B.  P.  C.  23.  was  rigtit  in  following  a  prior  decision  of 

(n)  Boyd  y.  Horrocla,  6  B.  P.  C.  125.  North,  J.,  on  the  same  patent,  that  it  had 
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But  the  findings  of  one  Court  on  questions  of  fact  will  not  debar 
another  Goort  from  trying  the  same  questions  of  fact  over  again 
upon  other  evidence  in  an  action  against  another  infringer,  (q) 
Where,  ho\»eyer,  the  second  action  is  against  the  same  defendant 
he  will  not  be  allowed  to  dispute  the  validity  of  the  patent  (even 
on  new  evidence)  if  that  issue  has  been  found  against  him  in  the 
first  action,  as  it  is  then  res  judicata  between  the  parties,  (r) 

On  this  principle  a  defendant  who  has  submitted  to  an  injunc- 
tion cannot  in  a  subsequent  action  for  infringement  dispute  the 
validity  of  the  patent  which  he  has  already  admitted  by  his 
submission,  (a) 

Surprise. — If  a  party  to  an  action  is  taken  by  surprise  at  the 
trial,  his  proper  course  is  to  apply  for  an  adjournment.  If  he 
does  not  do  so,  but  elects  to  take  his  chance  of  a  verdict,  the  Court 
of  Appeal  will  not  afterwards,  when  that  verdict  has  gone  against 
him,  allow  him  to  adduce  fresh  evidence  on  appeal,  (t) 

Secret  Process. — ^Where  defendants  alleged  that  the  process 
they  followed  was  a  trade  secret,  the  Court  allowed  their  evidence 
at  the  trial  to  be  heard  in  camera,  (u) 

Lrrelevant  Issues. — In  action  of  infringement  when  the  plaintiff 
does  not  allege  that  the  defendant  threatens  or  intends  to  continue 
infringing,  evidence  of  acts  of  infringement  subsequent  to  the 
issuing  of  the  writ  is  inadmissible,  and  if  no  infringement  prior 
to  the  writ  is  proved,  the  defendant  is  entitled  to  judgment,  (v) 

The  Court  will  not  generally  go  into  issues,  the  trial  of  which 
is  not  necessary  to  its  decision.  Thus,  where  the  patent  is 
found  invalid  the  question  of  infringement  will  generally  become 
immaterial,  (w) 

Costs  where  Defendant  Submits. — Sometimes  a  defendant  on 
being  sued  by  the  patentee  submits,  and  a  question  arises  as  to 
whether  the  plaintiff  is  entitled  to  proceed  only  to  recover  his 
costs. 

In   Upmann  v.  Elkan,  (x)  (a  trade  mark  case).  Lord  Romilly 

sufficient  utility  and  invention  to  be  good  (u)  Badi$ehe  ▼.  Lwnttein,  2  B.  P.  C. 

Bubject-matter.  See  also  Dunlop  PfMumo^to  73;  24  C.  D.  156;  52  L.  J.  Gh.  704. 
Ttfre  Co.  v.  New  Ixion  Co.,  16  B.  P.  C.  16;  (»)  Shoe  MaMwry  Co.  v.  Cutlan,  12 

TweedaJe  v.  Aihworth,  16  B.  P.  C.  142.  B.  P.  C.  357 ;  [1896]  1  Ch.  667 ;  Weidnch 

(q)  Shaw  Y.  Day,  11  B.  P.  0.  189;  Inoande9oent  Ga$  Light  Co.  y.  DowU,  16 

see,  also,  Slasenger  ▼.  FeUham,  6  B.  P.  C.  B.  P.  C.  395. 
180.    Anticipation  is  a  question  of  fact.  (tr)  T^ibeUsB  Pneumatic  Tyre  ▼.  Trenelt 

(O  Shoe  Machinery  Co.  ▼.  CuOan,  13  Tyre  Co.,  16  B.  P.  C.  291. 
B.  P.  C.  395.  (x)  L.  B.  12  Eq.  140 ;  L.  B.  7  Ch.  130 ; 

(•)  Moore  v.  Thotnton,  7  B.  P.  C.  325.  41  L.  J.  Ch.  246. 

(0  Barero/t  v.  Smith,  14  B.  P.  C  172 
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(affirmed  on  appeal  by  Lord  Hatberley,  C.)  held  that  defendants 
guilty  of  a  mere  technical  infringement,  who  on  having  it  brought 
to  their  notice,  offered  before  bill  filed  to  give  the  plaintiffs  all 
reasonable  assistance  for  the  enforcement  of  their  rights  against 
the  real  infringers,  ought  not  to  be  made  to  pay  cost& 

So,  too,  in  Betts  v.  WiU7nott,(ff)  James,  Y.C.,  held  that  an 
innocent  vendor  of  an  infringing  article,  who  was  willing  to  stop 
seUing,  and  who  before  sait  gave  fall  information  to  the  patentee, 
ought  not  to  have  costs  given  against  him,  or,  in  fact,  to  be 
sued  at  all. 

In  the  American  Tobacco  Company  v.  Ouest,  («)  (also  a  trade 
mark  case),  where  the  infringement  was  trifling,  the  plaintiff, 
though  held  to  be  entitled  to  his  injunction,  was  refused  costs,  (a) 

Where,  however,  the  infringement,  though  innocently  com- 
mitted, is  substantial,  the  fact  that  the  infringer  on  receiving  the 
writ  and  notice  of  motion  acquiesces  in  all  that  the  plaintiff  wants, 
has  been  held  to  be  no  reason  for  not  giving  the  plaintiff  the  costs 
of  the  writ  and  motion  for  an  injunction,  (b) 

A  patentee  is  not  V)und  to  give  notice  to  an  infringer  before 
commencing  an  action  against  him;  but  if  he  does  so,  and  is 
offered  complete  satisfaction,  his  wiser  course  is  generally  to 
accept  satisfaction  and  not  commence  legal  proceedings. 

Thus,  in  Lyon  v.  the  Mayor  of  Newcastle-on-Tyne,  (c)  where 
the  plaintiff  before  action  was  informed  that  the  defendants  did 
not  dispute  his  patent  right,  and  had  not  used,  and  were  prepared 
to  undertake  not  to  use  the  machine  complained  of,  Eekewich,  J., 
held  that  a  motion  for  an  injunction  was  unnecessary,  and  on  the 
defendants  giving  the  undertaking  originally  offered,  allowed  them 
their  costs  of  the  motion. 

Each  case  must,  however,  depend  on  its  own  particular  cir- 
cumstances, and  if  from  the  conduct  of  the  defendant  the  patentee 
is  justified  in  suspecting  a  want  of  good  faith,  and  fearing  a 
recurrence  of  the  injury,  he  is  entitled  to  protect  himself  by 
obtaining  an  injunction. 

A  party  to  an  action  who  advertises  an  unfair  report  of  the 
proceedings  on  an  interlocutory  motion  therein,  for  the  purpose  of 
putting  before  the  trade  and  his  own  customers  a  version  of  facts 

Xy)  18  W.  R.  947 :  see,  abo,  Nunn  v.  (b)  Upmann  v.  Forester,  24  C.  D.  281 

ly  AUmquerque,  34  Beav.  595.  (per  Chitty,  J.);  WiUmann  v.  Ofpenheim, 

(z)  9  R.  P.  C.  218 ;  L.  R.  [1892]  1  CJi.  27  C.  D.  260;  54  L.  J.  Ch.  56  (per  Pear- 

630;  61  L.  J.  Ch.  242.  son,  J.). 

(a)  See,  also,  Jenhin$  v.  Hope,  13  R.  P.  (o)  11  R.  P.  C.  218. 

C.  57. 
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which  will  lead  to  his  own  profit,  is  liable  to  be  committed  for 
contempt,  and  even  where  he  gives  an  undertaking  not  to  continue 
the  advertisement,  may  be  made  to  pay  the  costs  of  the  motion,  (d) 

Injunction. 

Three  remedies  are  open  to  the  patentee  who  has  snccessfully 
prosecuted  an  action  against  an  infringer — an  injunction,  deliver- 
ing up  or  destruction  of  the  infringing  articles,  and  damages,  or  an 
account  of  profits.     These  will  now  be  considered. 

Where  an  Injunction  is  the  Proper  Remedy. — Where  the  Court  is 
satisfied  that  infringement  has  been  committed,  and  that  there  is 
a  probability  that  it  will  be  repeated,  an  injunction  will  usually  be 
granted.  In  such  a  case  the  plaintiff  has  primA  facie  established 
his  right  to  an  injunction,  and  the  Court  will  require  exceptional 
circumstances  to  be  shewn  to  induce  it  to  refuse  this  relief,  (e) 

There  must,  however,  be  a  probability  that  the  infringement  is 
going  to  be  repeated.  An  injunction  is  a  remedy  against  future 
injury,  and  the  Court  will  not  make  the  order  if  satisfied  that  no 
such  injury  is  likely  to  occur. 

*'  It  is  not  because  a  man  has  done  a  wrong,"  said  Cotton,  L.J., 
in  Proctor  v.  Bailey,  (/)  '*  that  an  injunction  will  be  granted  against 
him.  If  a  man  has  done  a  wrong  which  will  not  be  continued,  at 
common  law  damages  may  be  obtained  for  the  wrong  done,  which 
the  common  law  says  is  sufficient  indemnity  for  that  wrong ;  but 
then  the  Court  of  Chancery  says  this  in  the  exercise  of  its  extra- 
ordinary jurisdiction  :  '  We  will  not  be  satisfied  with  that ;  we  will 
grant  an  injunction  because  a  wrongful  act  has  been  done,  in  order 
to  prevent  that  wrongful  act ; '  and  they  grant  an  injunction  where 
a  wrongful  act  has  been  done,  and  the  Court  is  satisfied  of  the 
probability  of  the  continuance  of  the  wrongful  act." 

"  An  injunction,  be  it  borne  in  mind,"  said  Fry,  L. J.,  in  the 
same  case,  '*  is  granted  under  a  preventative  jurisdiction  of  this 
Court,  is  addressed  to  the  prevention  of  an  injury  which  is  about 
to  be  done,  or  which  the  Court  sees  the  probability  of  being  done, 
and  is  not  rightly  described  as  a  protective  jurisdiction.  .  .  .  What 
has  been  pressed  upon  us,  and  what  is  really  the  only  ground, 

(d)  Edlin  ▼.  Pneimatie  Tyre  Agency,  (e)  Shelfer  v.  OUy  of  London  Electrio 

10  R.P.  C.8I7;  cf.Feniief  V.  IFf/iOfi,  in  Lighting    Co.,   [1895]    1    Ch.    817    (per 

which  the  ftdvertiBement  issned  was  held  Lindley,  Ir.J.). 

by  the  Court  of  Appeal  not  to  amount  to  (/)  6  B.  P.  C.  pp.  541,  542 ;  59  L.  J. 

a  contempt    But  an  undertaking  not  to  Gh.  13;  38  W.  B.  101;  61  L.  T.  754;  42 

repeat  it  wns  required :  10  R.  P.  C.  118.  0.  D.  39d. 
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on  the  pari  of  the  plaintiff,  is  that  the  defendants  have,  whilst 
admitting  that  they  did  what  they  did,  said,  '  We  had  a  right  to 
do  it '--as  I  think  a  very  foolish  and  idle  statement  on  the  part  of 
the  defendants,  but  regarded  in  the  light  of  the  existing  circum- 
stances, a  statement  which  seems  to  me  not  to  raise  the  probability 
of  a  repetition  of  the  wrongful  acts  of  the  defendants."  (g) 

Where  an  Injnnetion  will  be  Refined. — The  exceptional  circum- 
stances which  will  justify  the  Court  in  refusing  an  injunction  when 
an  infringement  is  proved,  and  future  infringements  probable,  were 
discussed  by  the  Court  of  Appeal  in  Shelfer  v.  Oiiy  of  London 
Electric  Lighting  Company,  (h)  After  laying  down  the  rule  that  in 
such  cases  an  injunction  will  usually  be  granted.  Smith,  L.  J.,  said : 
*'  There  are,  however,  cases  in  which  this  rule  may  be  relaxed,  and 
in  which  damages  may  be  awarded  in  substitution  for  an  injunc- 
tion. In  any  instance  in  which  a  case  for  an  injunction  has  been 
made  out,  if  the  plaintiff  by  his  acts  or  laches  has '  disentitled 
himself  to  an  injunction,  the  Court  may  award  damages  in  its 
place.  ...  In  my  opinion,  it  may  be  stated  as  a  good  working 
rule  that — (1)  If  the  injury  to  the  plaintiff's  rights  is  small,  (2) 
and  is  one  which  is  capable  of  being  estimated  in  money,  (3)  and 
is  one  which  can  be  adequately  compensated  by  a  small  money 
payment,  (4)  and  the  case  is  one  in  which  it  would  be  oppressive 
to  the  defendant  to  grant  an  injunction :  then  damages  in  sub- 
stitution for  an  injunction  may  be  given.  There  may  also  ba 
cases  in  which,  though  the  four  above-mentioned  requirements 
exist,  the  defendant  by  his  conduct  .  •  .  has  disentitled  himself 
from  asking  that  damages  may  be  assessed  in  substitution  for  an 
injunction.  It  is  impossible  to  lay  down  any  general  rule  as  to 
what,  under  the  differing  circumstances  of  each  case,  constitutes 
either  a  small  injury,  or  one  that  can  be  estimated  in  money,  or 
what  is  a  small  money  payment,  or  an  adequate  compensation,  or 
what  would  be  oppressive  to  the  defendant.  This  must  be  left 
to  the  good  sense  of  the  tribunal,  which  deals  with  each  case  as  it 
comes  up  for  adjudication." 

In  Jenkins  v.  Hope,  (i)  where  the  value  of  the  infringing  goods 
sold  by  certain  defendants  amounted  to  about  nine  guineas  only, 
and  those  defendants  were  willing  to  give  a  perpetual  undertaking 
not  to  infringe.  North,  J.,  being  satisfied  that  they  had  acted  in 
ignorance  of  the  plaintiff's  patent  right,  refused  an  injunction 
against  them,  as  he  did  not  consider  that  under  the  circumstances 

(g)  6  B.  P.  C.  pp.  545,  546.  (t)  IS  B.  P.  C.  57. 

(h)  L.B.[1895]lCh.p.821. 
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he  oaght  to  give  the  plaintiff  the  opportunity  of  advertising  these 
defendants'  names  as  persons  who  had  infringed  his  patent. 

In  Marshall  v.  Marshall,  (j)  where  the  defendant  was  outside 
the  jurisdiction,  an  injunction  was  sought  against  him  and  his 
agents.  The  Court  refused  the  order,  because,  as  it  was  only 
enforceable  by  attachment,  it  could  not  be  made  effective  against 
the  principal  offender,  but  only  against  the  minor  wrong-doers — 
his  agents  within  the  jurisdiction. 

Here,  however,  the  principal  infringer  was  resident  in  Scotland, 
and  the  patentee  had  therefore  his  remedy  by  an  action  in  the 
Scottish  Courts;  a  circumstance  which  influenced  the  Court  in 
refusing  the  relief. 

Where  the  principal  defendants  were  a  company  with  their 
registered  office  in  Scotland,  but  holding  property  in  England,  the 
Court  granted  an  injimction;  as  an  injunction  can  be  enforced 
against  a  company  by  sequestration  of  its  property,  (h) 

In  Elmslie  v.  Bowrsier,  (I)  an  injunction  was  granted  against  a 
French  manufacturer  who  was  importing  into  England  goods  made 
in  infringement  of  an  English  patent. 

To  induce  the  Court  to  grant  an  injunction  a  probability  of 
future  injury  must,  as  above  stated,  be  shewn.  Thus,  where  the 
only  infringement  proved  had  been  discontinued  five  years  before 
action,  an  injunction  was  refused,  (m) 

But  past  infringement  of  recent  date  is  prima  facie  evidence 
of  an  intention  to  continue  the  wrong  done ;  (n)  and  if  just  before 
action  a  defendant  has  committed  infringement  for  profit,  he  will 
not  escape  an  injunction  by  saying  he  will  not  do  it  again ;  for  the 
proper  inference  from  a  very  recent  act  of  misfeasance  is  a  proba- 
bility that  it  will  be  repeated,  (o) 

Where,  however,  the  infringer  has  acted  in  ignorance  of  the 
patent  right,  the  same  inference  does  not  arise  from  past  infringe- 
ment; and  the  Court  in  such  case  has  refused  an  injimction  (j)) 
or  accepted  an  undertaking  instead,  (q) 

Proof  of  Past  Infringement  not  Required. — Nor  is  it  necessary  to 
entitle  a  patentee  to  an  injunction  that  actual  past  infringement 
should  be  proved.     The  Court  looks  to  the  future  rather  than  the 

(j)  38  C.  D.  330.  (o)  Ibid. :  per  Cotton,  L.  J. ;  6  B.  P.  C. 

(ft)  In  re  BwrlanSs  Trade  Mark,  41       pp.  544,  545 ;  see,  also,  Geary  v.  Norton, 

C.  D.  pp.  544,  545.  1  De  Q.  &  S.  9. 

({)  L.  B.  9  Eq.  217.  (p)  Hudeon  v.  ChaUerU  Engineering 

(to)  Proctor  y,  BaHey,  6  B.  P.  C.  538 ;      Co.,  15  B  P.  C.  438. 

42  C.  D.  390 ;  59  L.  J.  Ch.  12.  (g)  Jenkim  v.  Hope,  13  B.  P.  0.  57. 

(fi)  Ibid. 
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past,  and  althongb  an  inference  as  to  the  fatnre  may  be  drawn 
from  past  conduct,  yet  mere  threats  or  other  evidence  of  an 
intention  to  infringe  in  fatnre  are  sufficient  to  induce  the  Court 
to  grant  an  injunction  without  aiiy  proof  of  effect  having  yet  been 
given  to  such  threats,  (r) 

In  Frearson  v.  Loe,  (s)  Jessel,  M.B.,  said : ''  I  am  not  aware  of 
any  suit  or  action  in  the  Court  of  Chancery  which  has  been 
successful  on  the  part  of  a  patentee  without  infringement  having 
been  proved ;  but,  in  my  opinion,  on  principle,  there  is  no  reason 
why  a  patentee  should  not  succeed  in  obtaining  an  injunction 
without  proving  actual  infringement.  I  think  so  for  this  reason. 
Where  the  defendant  alleges  an  intention  to  infringe,  and  claims 
the  right  to  infringe,  the  mischief  done  by  the  threatened  infringe- 
ment of  the  patent  is  very  great,  and  I  see  no  reason  why  a 
patentee  should  not  be  entitled  to  the  same  protection  as  every 
other  person  is  entitled  to  claim  from  the  Court  from  threatened 
injury  where  that  threatened  injaicv  will  be  very  serious.  No  part 
of  the  jurisdiction  of  the  old  Court  of  Chancery  was  considered 
more  valuable  than  that  exercise  of  jurisdiction  which  prevented 
material  injury  being  inflicted,  and  no  subject  was  more  frequently 
the  cause  of  bills  for  injunction  than  the  class  of  cases  which  were 
brought  to  restrain  threatened  injury  as  distinguished  from  injury 
which  was  already  accomplished.  It  seems  to  me,  when  you  con- 
sider the  nature  of  a  patent  right,  that  where  there  is  a  deliberate 
intention  expressed,  and  about  to  be  carried  into  execution,  to 
infringe  certain  letters  patent  under  the  claim  of  a  right  to  use 
the  invention  patented,  the  plaintiff  is  entitled  to  come  to  this 
Court  to  restrain  that  threatened  injury." 

In  Adair  v.  Young,  (t)  the  Court  granted  an  injunction  against 
a  defendant,  the  master  of  a  ship  into  which  pumps  made  in 
infringement  of  the  plaintiff's  patent  had  been  fitted,  although  no 
user  of  the  pumps  in  British  waters  was  proved  against  the 
defendant — the  Court  being  satisfied  that  if  not  restrained  by 
injunction  he  would,  in  fact,  use  the  pumps  in  breach  of  the  patent 
right. 

In  Dowling  v.  BiUington,  (u)  no  actionable  infringement  was 
proved,  but  the  defendants  had  infringed  between  the  filing 
and    acceptance    of   the   complete    specification,   and  after    the 

(r)  See  Proeior  ▼.  Bailey,  6  B.  P.  C.  p.  («)  12  C.  D.  13. 

542  (per  Cotton,  L.J.) ;  Frearmm  ▼.  £00,  9  («)  7  B.  P.  G.  191 ;  of.  Shoe  Machinery 

0.  D.  65  (per  Jeasel,  M.B.).  Co.  ▼.  Ouilan,  12  B.  P.  C.  357. 

(»)  Supra. 
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oommencement  of  the  action,  and  the  Court  of  Appeal  in  Ireland 
held  this  evidence  of  an  intention  to  infringe  and  granted  an 
injunction  accordingly. 

Term  and  Scope  of  Injunction. — Usually  an  injunction  will  only 
be  granted  for  the  period  covered  by  the  life  of  the  patent ;  when 
the  patent  term  has  run  out  the  injunction  falls  with  the 
monopoly,  (v)  Thus,  also,  where  the  patent  is  upset  on  some 
ground  of  invalidity  in  a  subsequent  action,  any  injunction  granted 
in  respect  of  it  ceases  to  operate,  (w) 

An  injunction  granted  on  proof  of  one  form  of  infritfgeinent 
binds  the  defendant  as  to  that  and  all  other  possible  forms  of 
infringing  the  same  letters  patent.  If,  therefore,  the  same  defen- 
dant repeats  his  infringement  in  some  new  form  after  an  injunc- 
tion has  been  granted,  the  proper  remedy  of  the  patentee  is  not 
to  commence  a  new  action,  but  to  move  to  attach  the  defendant 
for  contempt  in  acting  in  breach  of  the  injunction  already 
granted,  (x)  ..> 

As  an  injunction  will  generally  be  granted  for  the  duration  of 
the  patent  term  only,  the  Court  will  usually  refuse  this  relief 
where  the  letters  patent  in  aid  of  which  it  is  sought  have  expired 
before  the  hearing,  or  are  then  about  to  expire ;  (y)  for,  in  the 
first  case,  there  will  be  nothing  upon  which  the  injunction  can 
operate,  whil^in  the  second,  damages  will  as  a  rule  be  a  sufficient 
remedy. 

Where,  however,  it  appeared  that  a  quantity  of  infringing 
goods  had  been  manufactured  just  before  the  expiration  of  the 
patent,  with  the  object  of  having  such  goods  ready  to  throw  upon 
the  market  as  soon  as  the  monopoly  was  at  an  end,  Lord  Lynd- 
hurst,  C,  granted  a  perpetual  injunction  to  restrain  the  sale  of 
such  goods  both  before  and  after  the  term  limited  by  the  patent 
grant,  (z) 

Third  parties  are  not  defendants,  and  an  injunction  will  not 
be  granted  against  them;  although  they  may  be  ordered  to  pay 
costs  (a).  If  a  plaintiff  in  an  infringement  action  finds,  while  the 
action  is  pending,  that  he  has  a  direct  claim  against  a  third  party 

(v)  Daw  V.  Eley,  L.  B.  8  Eq.  496.  16  T.  L.  B.  205 ;  17  B.  P.  0.  237. 

(w)  Ibid.  (f)  Croisfey  v.  Beverley,  1   B.  &  M. 

(»)  Thanton  v.  Moore,  6  B.  P.  0.  445.  166,  n. ;  1  W.  P.  0. 119 ;  flee,  also,  Orouleif 

(y)  Davenport  v.  Bylandt,  L.  B.  1  Eq.  v.  Derby,   4    L.    J.    Ch.  26   (per   Lord 

p.  306;  BeUa  ▼.  GaUaU,  L.  B.  10  Eq.  392;  Brongham,  0.). 

Britf$h  Molar  Byndieatev.Univereal  Motor  (a)  Edieon   (fr    8w(inn   v.  Holland,  6 

Cb.,  16  B.  P.  C.  113 :  WeUbaeh  IneandeeoerU  B.  P.  0.  p.  286. 
Oiu  Light  Co.  Y.  New  Ineandeeoent  Co. 


524  ACTION  FOR  INFRINGEMENT. 

he  ought  to  apply  to  amend,  and  add  him  as  a  co-defendant  (b) 
Where  such  an  application  had  not  been  made  to  the  Court  below, 
the  Court  of  Appeal  refused  to  join  third  parties  as  co-defendants 
in  the  appeal  (c) 

A  defendant  who  has  in  error  consented  to  a  perpetual  injunc- 
tion going  against  him,  has  been  allowed  to  withdraw  such 
consent,  (d) 

In  the  WeUhach  Incandescent  Gas  Company  y.  Daylight  Mantle 
Company,  (e)  the  secretary  of  the  defendant  company  had  been 
made  a  co-defendant.  He  had  taken  no  part  in  the  acts  of 
infringement,  but  appeared  and  put  the  fact  of  infringement  in 
issue.    An  injunction  was  granted  against  him,  but  no  damages. 

Enforcing  Obedience  to  the  Injunction.— When  a  defendant  dis- 
obeys an  injunction  which  has  been  granted  against  him,  the 
patentee's  remedy  is  a  motion  to  commit.  (/)  It  is  not  necessary 
that  the  order  for  the  injunction  should  have  been  served,  but 
knowledge  that  the  injunction  has  been  granted  must  be  brought 
home  to  the  offender. 

''  If  there  is  a  breach  of  an  injunction  immediately  after  it 
has  been  ordered,  and  before  there  has  been  time  to  pass  and 
enter  the  order  and  to  serve  it  on  the  defendant,  the  Court  will 
enquire  whether  the  defendant  knew  of  the  making  of  the  order, 
and  the  defendant  will  not  be  allowed  to  escape  by  any  subterfuge. 
If  he  was  in  court  when  the  order  was  made,  he  will  not  be 
allowed  to  say  he  did  not  hear  it ;  if  he  was  just  outside  the  court, 
having  left  it  in  order  that  he  might  not  hear  the  order  actually 
pronounced,  he  will  not  be  allowed  to  say  he  did  not  know 
of  it."  (5^) 

If,  however,  the  plaintiff,  by  his  long  delay  in  having  the 
order  drawn  up,  or  otherwise  by  his  conduct  gives  the  defendant 
reason  to  think  that  he  does  not  intend  to  enforce  the  injunction, 
that  is  an  answer  to  a  motion  to  commit,  (h)  Committal  will  not 
be  ordered  lightly.  The  case  must  be  strictly  made  out  on  the 
affidavits,  (t)  The  Court  will  not  encourage  motions  to  commit 
where  no  real  case  for  committal  can  be  made  out,  and  all  the 
mover  wants  is  an  apology  and  costs,  (j) 

(6)  Edi9<my.Hoaand,Q  R.T.C.p.2S5.  (g)  Per  Pearaon,  J.,  in  United  Tde- 

(o)  Ibid.  p.  286.  phone  Co.  v.  Dale,  25  C.  D.  pp.  784,  785. 

(d)  EUas  Y.  WiUianu,  1  T.  L.  R.  145.  {h)  Ibid.  p.  786. 

(e)  16  R.  P.  C.  344,  p.  356.  (t)  Diek  v.  HaUam,  8  R.  P.  C.  196. 
(/)  PlimpUm  V.  SpiOer,  4  C.  D.  287 ;  U)  Plating    Co.    v.   Farquhanoti,    17 

Thomson  v.  Moore,  6  R.  P.  C.  445.  C.  D.  49. 
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Defendants  who  disobey  an  injunction  render  themselves 
liable  to  a  motion  to  commit,  even  where  they  act  in  the  bond  fide 
belief  that  they  are  not  guilty  of  any  infringement.  (A:)  But  where 
the  intention  of  the  offenders  has  been  clearly  innocent,  the  Court 
has  refused  to  construe  their  conduct  as  a  contempt,  or  order  their 
committal,  though  it  has  made  them  pay  the  costs  of  the  motion. 
Such  costs  may  properly  be  given  on  the  higher  scale,  but  not 
(where  the  respondent  is  innocent)  as  between  solicitor  and 
client.  (Z) 

In  Lyon  v.  Ooddard,  where  the  defendants  swore  that  they  had 
acted  in  ignorance  and  with  no  intention  of  breaking  the.  injunc- 
tion, the  Court  directed  that  attachment  should  issue,  but  not  be 
enforced,  if  within  a  fortnight  the  defendants  delivered  up  their 
machines  and  paid  the  costs  of  the  motion  as  between  solicitor 
and  client,  (m) 

On  a  motion  to  commit,  the  Court,  it  would  seem,  cannot  order 
the  offender  to  account  for  the  profits  made  by  his  breach  of  the 
injunction ;  but,  indirectly,  it  can  compel  him  to  do  so,  by  making 
non-committal  conditional  on  his  submitting  to  an  account,  (n) 
If  satisfied  that  the  respondent  has  wilfully  disobeyed  the  injunc- 
tion, the  Court,  where  it  does  not  commit,  will  order  him  to  pay 
the  costs  of  the  motion  as  between  solicitor  and  client,  as  the 
price  of  non-committal  and  an  indemnity  to  the  mover,  (o) 

In  Steele  v.  Hutchings,  where  the  plaintiff  did  not  press  for 
committal,  this  course  was  followed  by  Jessel,  M.R.  {p) 

In  Lyon  v.  Goddard,  where  an  order  was  made  for  committal, 
these  costs  were  given,  (q)  But  such  costs  are  never  given  to  the 
respondent  where  the  motion  fails,  not  even  where  the  motion  has 
been  a  mere  waste  of  the  time  of  the  Court,  (r) 

In  the  case  of  a  company,  an  injunction  can  be  enforced  by 
moving  to  sequestrate  its  property,  and  commit  the  directors  under 
whose  orders  the  acts  complained  of  have  been  committed. 

In  Spencer  v.  Ancoats  Rubber  Company,  («)  where  no  order  was 
made  on  the  motion,  the  respondents  were  put  to  their  election, 
the  alternatives  being  an  account  of  profits  and  delivery  up  of 
infringing   articles,   or  sequestration  against  the  company  and 

(k)  Spencer  v.  AneoaU  Bvhber  Co.,  6  17  C.  B.  49;  Speneer  y.  AneoaU  RiMer 

R.  P.  C.  46;  see,  also,  IncandeeeetU  Qae  Co.,  6  R.  P.  C.  pp.  66,  67. 
Light  Co.  V.  flfZttOfl,  17  R.  P.  C.  173.  (p)  W.  N.  1879,  p.  18. 

(0  Ibid.  p.  68.  iq)  11  R.  P.  C.  115. 

(m)  11  R.  P.  C.  115.  (r)  Plating  Co,  v.  Fa/rq^thanon,  supra. 

(fi)  Ibid.  (8)  6  R.  P.  C.  68. 

(o)  Ibid. ;  Plating  Co.  v.  Farqukanon, 
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committal  against  the  directors ;  costs  also  were  given,  both  against 
the  company  and  the  directors,  the  directors  only  to  be  liable 
personally  in  the  event  of  the  company  failing  to  pay. 

In  the  Lancashire  Explosives  Company  v.  the  Boburite  Com- 
pany,  (t)  the  plaintiffs  moved  to  commit  the  manager  and  chairman 
of  the  respondent  company,  and,  besides  costs,  asked  the  Court  to 
direct  an  enquiry  as  to  damages.  Kekewich,  J.,  commented  on  the 
unusual  form  of  the  motion,  but  both  parties  being  willing  that 
the  substantial  question  as  to  whether  the  respondent  company 
had  infringed  should  be  decided  by  the  Court,  and  it  being 
admitted  by  the  plaintiffs  that  they  did  not  seek  for  committal, 
the  motion  was  heard,  both  before  the  learned  judge  and  in  the 
Court  of  Appeal,  very  much  as  if  it  were  an  action  for  infringe- 
ment. As  it  was  dismissed  with  costs,  the  question  of  ordering  an 
enquiry  as  to  damages  did  not  arise.  But  Kekewich,  J.,  intimated 
that,  in  his  opinion,  a  motion  for  sequestration,  and  not  for  com- 
mittal, would,  in  this  case,  have  been  the  better  form  of  bringing 
the  matter  before  the  Court. 

An  appeal  lies  to  the  Court  of  Appeal  and  to  the  House  of 
Lords,  from  a  refusal  to  commit  (u) 

Delivery  Up,  or  Destruction  of  Infringing  Articles. 

An  Old  Bemedy  in  a  Hew  Form. — ^Where  infringement  is  proved 
against  a  defendant,  the  Court  will  now  order  the  infringing 
articles  in  his  possession  to  be  delivered  up  to  the  plaintiff,  or 
destroyed,  or  marked  so  as  to  prevent  their  being  sold  or  again 
put  in  use.  The  order  will  only  be  made  in  respect  of  articles  in 
the  possession  and  control  of  the  defendant,  (v) 

This  jurisdiction  is  not  based  upon  any  provision  in  the  letters 
patent  themselves,  and  is  comparatively  new. 

At  one  time  letters  patent  usually  contained  provisions  forfeiting 
articles  made  in  contravention  of  the  patentee's  monopoly,  and 
authorizing  him  to  search  for  such  articles.  Thus,  in  the  letters 
patent  granted  by  James  I.  to  John  Gilbert,  in  1618,  for  a  water- 
plough,  or  dredger,  there  are  clauses  forfeiting  all  engines,  instru- 
ments, or  devices,  made,  erected,  framed,  used,  or  employed,  in 
resemblance  to,  or  in  imitation  of,  the  patentee's  invention ;  and, 
providing  that  goods  forfeited  under  the   patent  may  be  sold,  a 

(0  13  B.  P.  C.  4S5,  436.  terUm,  20  Q.  B.  D.  493. 

(u)  Ibid.    In  the  Hoase  of  Lords,  14  (v)  Chadbum  v.  Meehan,  12  B.  P.  G. 

B.  P.  C.  803;  see,  also,  Jar  main  v.  Chai-      135. 
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moiety  of  the  proceeds  going  to  the  Grown,  and  a  moiety  to  the 
patentee,  (w) 

Although  these  conditions  are  found  in  ancient  grants,  the 
common  law  denied  their  validity,  and  laid  down  the  principle 
that  no  forfeiture  can  arise  by  royal  patent,  (a;)  No  forfeiture 
clause,  therefore,  is  now  found  in  letters  patent  for  inventions. 
Nevertheless,  the  Court  has  recently  assumed  a  jurisdiction  in 
infringement  actions  over  infringing  articles  under  the  control,  or 
in  the  possession,  of  the  defendant. 

BetU  V.  De  Vitre  (y)  appears  to  have  been  the  first  reported 
case  in  which  this  jurisdiction  was  exercised.  There  Wood,  V.C, 
made  an  order  for  an  enquiry  as  to  what  infringing  articles  the 
defendants  had  in  their  possession,  all  articles  so  certified,  to  be 
destroyed  in  the  presence  of  the  managers  and  solicitors  of  the 
plaintiffs. 

Next,  in  Tcmgye  v.  Stott,  (z)  the  plaintiffs  prayed  a  decree  that 
all  pulleys  in  the  custody  of  the  defendants  and  made  in  infringe- 
ment of  the  plaintiffs'  patent  might  be  delivered  up ;  and  the  same 
learned  Vice-Ghancellor  made  an  order  requiring  the  defendants 
to  make  an  affidavit  specifying  such  articles,  and  to  deliver  them 
up  to  the  plaintiffSs  within  seven  days  of  the  filing  of  the  affidavit. 

In  Plimpton  v.  Malcolmson,  Jessel,  M.B.,  made  a  similar  order 
in  the  following  terms:  ''And  let  the  defendant  forthwith  upon 
oath  deliver  up  to  the  plaintiff,  or  break  up,  or  otherwise  render 
unfit  for  use,  all  roller  skates,  or  parts  of  roller  skates,  so  manu- 
factured or  let  for  hire  by,  or  by  the  order,  or  for  the  use,  of  the 
defendant  in  infringement  of  the  said  letters  patent  as  aforesaid, 
which  are  in  the  possession,  custody,  or  power  of  the  defendant 
or  his  servants  or  agents."  (a) 

Again,  in  Frearson  v.  Loe,  {b)  the  same  learned  judge  ordered 
the  defendant  either  to  deliver  up  to  the  plaintiff  or  destroy  in  his 
presence  any  infringing  machinery  in  the  defendant's  possession 
or  power. 

So,  likewise,  in  Badische  Anilin  v.  Levinstein^  (c)  Pearson,  J., 
ordered  all  infringing  dye  stuffs  in  the  possession  of  the  defendants 

(to)  RymerB  FmderOy  toL  xyii.  fo.  12  (y)  2  Giff.  628;  8  De  G.  F.  &  J.  217, 

(Pat.  16  Jac.  I.  p.  5);  aee,  alao,  Bdkef'B  809;  84  L.  J.  Ch.  289(1865). 
BmdU  PaUtU,  1  W.  P.  C.  12,  n.;  Lard  (0  14  W.  R.  886;  Seton  an  Deones, 

J)udley*8  PaUfU,  1  W.  P.  C.  15.  5th  edit.  (1891),  Yol.  i.  p.  565. 

(«)  See  Coke,  2   Inst.  47;  Hatting*8  (a)  8eion  on  Deereeg,  5th  edit.  vol.  1. 

PcUmU,  Noy,  183;  City  of  London's  Case,  pp.  565,  566. 
8  Coke,  Sep.  125  (a).  127  (b) ;  Home  v.  (6)  L.  R.  9  C.  D.  67. 

J«y,  1  Siderfin,  441.  (e)  24  C.  D.  176. 
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to  be  verified  by  affidavit,  and  at  their  option  either  delivered  np 
to  the  plainti£f8  or  destroyed.  A  similar  order  for  verification  was 
made  in  Westinghome  v.  Lancashire  Railway  Company .  (d)  But  in 
that  case  the  plainti£f  was  to  be  at  liberty  to  inspect  and  mark 
the  articles  (a  brake  apparatus)  so  verified,  and  no  order  for 
delivery  up  was  made. 

In  Siddell  v.  Vickers,  (e)  where  the  patent  related  to  mechanical 
appliances  for  operating  on  large  forgings  in  iron  and  steel, 
Eekewich,  J.,  in  view  of  the  nature  of  the  invention,  declined  to 
order  delivery  up  or  destruction  of  the  infringing  apparatus.  The 
Court  of  Appeal  took  a  like  course  in  Lancashire  Explosives  Com- 
pany  v.  Roburite  Company.  (/) 

Where  the  infringement  is  limited  to  parts  of  a  machine,  the 
order  will  also  be  limited  to  those  parts,  {g) 

In  Moser  v.  Marsden,  (h)  where  the  infringement  consisted  in 
parts  of  a  machine,  the  Court  of  Appeal  made  an  order  that  the 
infringing  articles  should  be  delivered  up  to  the  plaintiff,  or 
destroyed,  or  rendered  unfit  for  use. 

In  the  Welsbach  Incandescent  Gas  Company  v.  Daylight  Mantle 
Company f  (t)  an  order  for  delivery  up  of  infringing  articles  was 
made;  the  plaintiffs  undertaking  that  if  notice  of  appeal  was 
given  by  the  defendants  within  a  month,  the  articles  so  delivered 
up  would  be  retained  in  the  plaintiffs'  possession  pending  the 
appeal. 

The  object  of  the  Court  in  making  an  order  for  delivery  up  or 
destruction  of  infringing  articles  is  not  to  punish  the  defendant, 
but  to  protect  the  plaintiff ;  therefore,  where  such  an  order  is  not 
required  in  the  plaintiff's  interest,  it  will  not  be  made,  for  its  effect 
would  be  merely  mischievous.  ( j) 

For  the  protection  of  the  plaintiff  the  Court  wiU  require  the 
defendant  by  its  order  to  file  an  affidavit  verifying  on  oath  the 
articles  in  his  possession  which  infringe  the  plaintiffs  patent,  (k) 

Property  still  in  Defendant. — Although  the  Courts  will  thus 
order  the  infringing  articles  in  the  possession  of  the  defendant  to 
be  delivered  up  or  destroyed,  they  have  never  claimed  to  effect  a 

(d)  1  B.  P.  C.  258.  (h)  10  B.  p.  C.  364 ;  aee,  also,  Olio  v. 

(«)  5  B.  P.  C.  101.  8Ud,  8  B.  P.  0.  120. 

(/)  12  B.  P.  C.  488.  (0  16  B.  P.  C.  855. 

(gi)  Automatie  Weighing  Machine  Co.v.  (j)  United  Telephone  Co,  v.  London  A 

Fearby,  10  B.  P.  C.  442;  Edi$on-BeU  v.  Globe  Telephone  Co.,  26  C.  D.  776. 

^ith,  11  B.  P.  C.  389 ;  Hotoes  v.  WMer,  (k)  Waehbum  Co,  v.  Pattenon,  1  B.  P. 

12  B.  P.  C.  470:  Shoe  Machinery  Co.  v.  C.  191 ;  Edieon-Bdl  ▼.  Smith,!!  B.  P.  C. 

Cutlan,  12  B.  P.  C.  357.  406. 
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forfeiture  and  divest  the  defendant  of  his  property  in  such 
articles. 

"  The  property,"  said  Cotton,  L. J.,  in  Vavassem  v.  Krupp,  (I) 
"in  articles  which  are  made  in  violation  of  a  patent  is,  notwith- 
standing the  privilege  of  the  patentee,  in  the  infringer,  if  he  would 
otherwise  have  the  property  in  them.  The  Court  in  a  suit  to 
restrain  the  infringement  of  a  patent  does  not  proceed  on  the 
footing  that  the  defendant  proved  to  have  infringed  has  no 
property  in  the  articles,  but,  assuming  the  property  to  be  in 
him,  it  prevents  the  use  of  those  articles,  either  by  removing  that 
which  constitutes  the  infringement,  or  by  ordering,  if  necessary, 
a  destruction  of  the  articles,  so  as  to  prevent  them  from  being 
used  in  derogation  of  the  plaintiff's  rights,  and  does  this  as  the 
most  effectual  mode  of  protecting  the  plaintiff's  rights,  not  on  the 
footing  that  there  is  no  property  in  the  defendant." 

A  plaintiff,  therefore,  where  articles  are  delivered  up,  cannot 
sell  such  for  his  own  profit ;  he  is  only  entitled  to  their  custody,  so 
that  the  defendant  shall  not  use  them. 

In  the  United  Telephone  Company  v.  Walker,  (m)  the  defendants 
sought  to  set  off  against  the  damages  payable  by  them. the  value 
of  the  instruments  delivered  up  under  the  judgment.  Commenting 
on  this  Chitty,  J.,  said:  "It  was  said  by  the  defendants  there 
ought  to  be  a  set-off  as  against  these  damages  of  the  value  of  the 
instruments  which  had  been  given  up  under  the  judgment.  That 
appears  to  me  to  be  absolutely  untenable.  The  judgment  is  that 
those  instruments  should  be  delivered  up,  and  the  plaintiffs  have 
not  to  pay  for  them  in  any  form.  That  is  one  of  the  penalties 
which  the  patent  law  imposes  on  the  infringer." 

Marking  Infringements. — When  the  Court  does  not  order  delivery 
up  of  infringing  articles  it  will  sometimes  order  them  to  be 
marked  to  prevent  their  being  put  into  circulation  to  the  patentee's 
injury,  (n) 

Damages  or  an  Account. 

These  Bemedies  Alternative  only. — In  addition  to  an  injunction 
and  delivery  up  or  destruction  of  infringing  articles,  the  patentee 
may  claim  damages  or  an  account  of  profits. 

Formerly  in  Courts  of    Equity    an    account  was  a  remedy 

(0  L.  R.  9  C.  B.  pp.  358,  359.  Weflinghotue  v.  London  &  Torh$hire  Rail- 

(m)  4  R.  P.  C.  67.  way  Co,,  1  R.  P.  C.  229;  Baduohe  AniUn 

(n)  Needham  v.  Oxley,  8  L.  T.  (N.  8.),      v.  Leviwtein,  L.  R.  24  0.  D.  156. 
604 ;  Plimpton  v.  Maleolnuon,  Seton,  565 ; 

2  H 
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ancillary  only  to  an  injunction.  Therefore  where  an  injunction 
was  refused,  no  account  could  be  obtained,  and  the  patentee  was 
left  to  obtain  redress  for  the  wrong  he  had  suffered  by  way  of 
damages  in  an  action  at  law.  (o)  But  now  every  judge  of  the 
High  Court  has  jurisdiction  in  an  infringement  action  to  order 
an  account  or  an  enquiry  as  to  damages  whether  an  injunction  is 
granted  or  not.  (p)  A  successful  plaintiff  cannot,  however,  have 
both  damages  and  an  account  against  the  same  infringer.  He 
must  elect  which  remedy  he  will  take ;  for  in  asking  for  damages 
he  treats  the  defendant  as  a  wrong-doer,  an  infringer  of  the  patent 
right ;  whereas  in  taking  an  account  he  condones  the  infringement 
and  treats  the  defendant  as  an  agent  or  trustee  called  upon  to 
account  for  the  profits  made  by  him  in  the  unauthorized  use  of  the 
invention.  These  two  forms  of  relief  are  therefore  inconsistent, 
and  the  patentee  cannot  at  one  and  the  same  time  reprobate  and 
approbate,  (q) 

"  The  account  and  the  enquiry  as  to  damages,"  said  Lord 
Chelmsford  in  BetU  v.  Neilson,  (r)  '*  have  each  of  them  a  different 
object :  one  is  to  ascertain  what  loss  the  plaintiff  has  sustained, 
the  other,  what  profit  the  defendant  has  acquired  by  the  infringe- 
ment of  the  patent.  It  might  be  that  the  party  infringing  had 
sold  the  patented  article  at  an  under-price,  so  that  the  amount  of 
his  profit  would  be  no  measure  of  the  plaintiff's  loss.  And  even 
in  cases  where  there  has  been  no  such  underselling,  the  plaintiff 
may  have  sustained  damage  far  beyond  what  the  gains  of  the 
defendant  would  compensate." 

Da/niages. 

Measure  of  Damage  where  the  Patentee  does  not  himself  Manu&e- 
ture. — Where  the  patentee  did  not  himself  manufacture,  but  granted 
licenses  for  that  purpose  to  others  at  a  fixed  royalty.  Wood,  V.C, 
held  that  he  could  not  recover  as  a  part  of  his  damages  a  manu- 
facturer's profit,  much  less  the  profit  he  would  have  made  if  every 
unlicensed  machine  had  been  sent  to  him  to  be  fitted  with  his 

(o)  Hindmaroh,  p.  361 ;  Smith  v.  Lon-  1 :  40  L.  J.  Ch.  317;  BOIb  v.  De  Vitn, 

don  d:  South  Western  Railway  Co,,  Kay,  L.  R.  6  H.  of  L.  319;  Untied  Hone  Shoe 

408;   Price  v.  Bauwen,  4  K.  &  J.  727;  Nail  Co.  ▼.   Stewart,  3  R.  P.  C.   143; 

Hooking  v.  Fraser,  3  R.  P.  C.  7;  Proctor  13  App.  Ca.  p.  412;    5  R.  P.  C.  260 ; 

v.  Bailey,  6  R.  P.  C.  538;  Betts  v.  GdUais,  American  Hraided  Wire  Co.  y.  ThompeoR, 

L.  R.  10  Eq.  392.  7  R.  P.  C.  158 ;  44  C.  B.  274. 

ip)  Patents  Act,  1883,  s.  30 ;  Sayers  (r)  L.  R.  3  Ch.  p.  440.    Reveraed  in 

▼.  CoUyery  L.  R.  28  C-  D.  p.  108.  bo  far  as  it  gave  both  damages  and  an 

(q)  Bettt  v.  Neilfoii,  L.  R.  5  H.  of  L.  Ca.  aocount  against  same  defendant.  8eesnpra. 
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invention ;  but  thai  he  was  limited  to  the  sum  represented  by  the 
royalties  which  would  have  been  paid  him  had  the  defendants 
manufactured  under  his  license,  (a) 

"Here  is  a  case,"  said  the  learned  Vice-Chancellor,  *' where 
the  patentee  is  not  in  the  habit  of  manufacturing  the  articles  to 
which  the  patent  applies,  or,  at  all  events,  very  seldom  does  so ; 
but  he  has  been  in  the  habit  of  granting,  not  general  shipbuilders' 
licenses,  but  a  particular  license  of  2$.  6d.  per  horse-power  for 
each  ship  which  is  about  to  be  built  with  his  invention.  The 
defendants  accordingly,  if  they  had  applied,  as  they  ought  to  have 
applied,  to  the  plaintiff,  would  have  had  to  pay  2«.  6d.  per  horse- 
power for  every  ship  which  they  built  with  his  invention.  That  is 
the  amount  which  the  plaintiff  got  from  everybody  else;  and  it 
does  not  appear  to  me  that  he  is  entitled  to  anything  more  from 
the  defendants."  (t) 

In  this  case  it  appeared  that  some  of  the  persons  who  had 
purchased  the  invention  from  the  defendants  had  already  paid  the 
royalty  direct  to  the  patentee ;  in  respect  of  such  infringements, 
Wood,  V.C,  held  that  nothing  further  could  be  recovered  by  the 
patentee,  as  his  loss  had  already  been  made  good. 

In  the  English  and  American  Machinery  Company  v.  Union  Boot 
and  Shoe  Company ^  (u)  the  plaintiffs  only  granted  licenses  to  use 
their  machines,  and  did  not  offer  them  for  sale  in  England.  The 
defendants  had  sold  nine  for  exportation.  Stirling,  J.,  varying  the 
Chief  Clerk's  certificate,  held  that  the  sum  to  which  the  plaintiffs 
were  entitled  by  way  of  damages  was  the  amount  represented 
by  the  profits  from  licenses  of  which  they  had  been  deprived. 

Where  the  Patentee  Manufaotnres.  —  Where,  however,  the 
patentees  are  themselves  the  manufacturers  of  the  patented  article 
which  they  sell,  they  can  recover  a  manufacturer's  profit ;  and  in 
such  case  the  true  measure  of  their  damage  is  the  amount  of  profit 
which  they  would  have  made  if  they  had  themselves  effected  the 
defendants'  sales,  deducting  a  fair  percentage  in  respect  of  any  sales 
which  may  be  found  to  have  been  due  to  the  particular  exertions 
of  the  defendants,  (v) 

Different  considerations  arise,  however,  where  the  infringement 
is  committed  in  connection  with  an  article  in  which  the  patentee 
does  not  himself  deal. 

Thus,  in  the  Pneumatic  Tyre  Company  v.  the  Puncture  Proof 

(0  Penn  ▼.  Jaek,  L.  R.  5  Eq.  81 ;  87  (i»)  13  R.  P.  C.  67. 

L.  J.  Ch.  186.  (v)  Untied   Eor$6   Shoe  NaU    Co.  t. 

(/)  Ibid.  p.  85.  Stewart,  5  R.  P.  C.  260 ;  13  App.  Ca.  401. 
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Tyre  Company,  (w)  the  defendants  had  infringed  by  applying  bicycle 
tyres  which  were  an  infringement  of  the  plaintiffs'  patent  to 
machines  of  a  lower  grade  than  the  bicycles  in  connection  with 
which  the  plaintiffs  ased  their  invention.  An  enquiry  as  to 
damages  having  been  directed,  the  plaintiffs  contended  that  their 
damage  was  to  be  measured  on  the  footing  that  but  for  the 
infringement,  they  would  have  themselves  made  the  number  of 
sales  effected  by  the  defendants.  The  Master  having  acceded  to 
this  proposition,  the  defendants  moved  to  vary  the  certificate  and 
reduce  the  damages,  on  the  ground  that  it  was  wrong  to  assume 
that  the  plaintiffs  would  have  effected  with  their  high  grade 
machines  the  sales  made  by  the  defendants,  seeing  that  the 
plaintiffs  did  not  cater  for  the  lower  class  of  buyer  by  making 
the  cheaper  article.  The  defendants  further  contended  that  the 
proper  measure  of  damage  was  what  the  plaintiffs  would  have 
earned  in  royalties  on  the  machines  sold  had  the  defendants  been 
licensees.  Wills,  J.,  having  reduced  the  damages,  the  plaintiffs 
appealed  against  the  reduction.  The  Court  of  Appeal  held,  how- 
ever, that  the  sum  assessed  by  Wills,  J.,  was,  in  fact,  the  correct 
amount.  But  that,  as  the  action  was  one  to  compensate  the 
plaintiffs,  they  were  only  entitled  to  such  a  sum  as  represented 
the  actual  loss  occasioned  to  their  trade  by  the  sales  of  the 
defendants ;  and,  therefore,  that  the  mode  suggested  of  arriving  at 
that  loss  by  treating  the  defendants  as  licensees  was  inadmissiblo, 
and  (seeing  that  the  plaintiffs  did  not  grant  licenses)  impossible 
of  application,  for  there  was  no  means  of  ascertaining  what  royalty 
they  would  have  accepted  for  the  use  of  their  invention. 

Where  the  InMnger  takes  Part  only  of  the  Invention. — The 
circumstance  that  an  infringer  only  uses  a  small  part  of  the 
patented  invention  may  be  very  material,  where  the  claim  against 
him  is  for  an  account  of  profits,  but  it  is  quite  irrelevant  where 
the  claim  is  for  damages. 

In  the  United  Horse  Shoe  Nail  Company  v.  Stewart,  («)  the  Court 
of  Session  having  on  such  ground  given  nominal  damages  only, 
the  House  of  Lords  reversed  their  decision. 

"When  a  patentee,'*  said  Lord  Watson,  '^ elects  to  claim  the 
profits  made  by  the  unauthorized  use  of  his  machinery  it  becomes 
material  to  ascertain  how  much  of  his  invention  was  actually 
appropriated,  in  order  to  determine  what  proportion  of  the  net 

(tff)  15  R.  P.  C.  405;  16  R.  P.  0.  209.  patentee's  machine  waa  held  to  negatiye 

See  Oavioli  v.  Shepherd,  17  R.  P.  G.  157,  damage  altogether, 
where  the  defendant's  evidenoe  that  he  (z)  13  App.  Ca.  412 ;  5  B.  P.  0.  266. 

oonld   not    have    afforded   to   bny    the 
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profits  realized  by  the  infringer  was  attributable  to  its  use.  It 
would  be  unreasonable  to  give  the  patentee  profits  which  were  not 
earned  by  the  use  of  his  invention.  But  the  case  is  altogether 
different  when  the  patentee  of  machinery,  who  does  not  grant 
licenses,  claims  damages  from  an  infringing  manufacturer,  who 
competes  with  him  by  selling  the  same  class  of  goods  in  the 
same  market.  In  that  case  the  profit  made  by  the  infringer  is  a 
matter  of  no  consequence.  However  large  his  gains,  he  is  only 
liable  in  nominal  damages,  so  long  as  his  illegal  sales  do  not 
injure  the  trade  of  the  patentee ;  and  however  great  his  loss,  he 
cannot  escape  from  liability  to  make  full  compensation  for  the 
injury  which  his  competition  may  have  occasioned.  Every  sale 
of  goods  manufactured,  without  license,  by  patent  machinery  is, 
and  must  be,  treated  as  an  illegal  transaction  in  a  question  with 
the  patentee ;  and  its  inherent  illegality  is  not  affected  by  the 
circumstance  that  the  infringement  consisted  in  using  a  small,  and, 
it  may  be,  the  least  useful  part  of  the  invention." 

If  the  defendants  have,  in  fact,  infringed  they  will  not  be  heard 
to  say  that  they  could  have  done  the  same  amount  of  business 
without  using  the  plaintiff's  invention,  and  that  therefore  the 
plaintiffs  have  suffered  no  damage.  In  view  of  their  actual 
infringement  such  a  contention  is  entirely  beside  the  mark,  (y) 

Such  Loss  only  as  is  the  Hatnral  Consequence  of  the  Infringement 
is  Becoverable. — The  loss  which  a  patentee  can  recover  in  damages 
is  such  loss  as  is  the  natural  consequence  of  the  acts  of  infringe- 
ment complained  of ;  other  damage  is  too  remote,  (z)  This  is  the 
universal  rule  of  law  in  actions  founded  on  tort  and  equally 
applicable  in  patent  cases. 

What  is  the  amount  of  loss  in  any  particular  case  can  rarely 
be  determined  by  exact  arithmetical  calculations.  It  is  hardly 
ever  possible  to  arrive  precisely  at  what  the  amount  of  the 
patentee's  sales  and  profits  would  have  been  but  for  the  infringe- 
ment. As  a  rule  a  general  estimate  must  be  made,  assessing  the 
damage  as  a  jury  would  assess  it ;  (a)  not  by  mere  guessing.  *^  As 
if,"  said  Lord  Esher,  M.R.,  in  UngarY.  Sugg,  "  you  were  tossing  up 
for  the  thing,  but  it  must  come  to  a  mere  question  of  what,  in  the 
mind  of  the  person  who  has  to  estimate  them,  was  a  fair  sum."  (b) 

(y)  5  R.  P.  G.  p.  268;  Bee,  also,  Boyd  (a)  Bee  Lord  Halsbary,  C,  ibid.  p. 

V.  TootoZ.  11  R.  P.  C.  175.  264;    Loid  Watson,  p.  267.     See,  also, 

(s)  United  Horte  Shoe  A  Nail  Co.  y.  American  Braided  Wire  Co.  v.  ThotMon,  5 

StewaH,  5  R.  P.  C.  268 ;  13  App.  Oa.  401 ;  R.  P.  C.  541. 
BHtieh  Inndated  Wire  Co.  v.  Dublin  Tram-  (6)  9  R.  P.  C.  117. 

vfay  Co.,  17  R.  P.  C.  14. 
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LoM  by  ReduotioxL  of  Prioei. — Sometimes  the  competition  of 
infringers  who  undersell  the  market  so  affects  the  patentee's  trade 
that  to  save  his  business  he  reduces  his  prices  to  meet  this  unlawful 
competition.  A  question  then  arises  whether  he  is  entitled  to 
recover  from  the  offender  as  damages  the  diminution  of  profit  so 
occasioned. 

This  question  was  much  discussed  in  the  United  Horse  Shoe  A 
Nail  Company  v.  Stewart  (c)  and  the  American  Braided  Wire 
Company  v.  Thomson,  (d)  In  the  first  of  those  cases  the  patent 
was  for  a  waste  saving  machine  which  resulted  in  the  more 
economical  production  of  nails.  Here  the  pursuers  had  in  self- 
defence  reduced  their  prices  on  various  occasions.  Such  reduc- 
tions had,  however,  always  been  made  in  anticipation  of  those 
of  the  defenders,  and  to  a  figure  a  little  below  their  price,  (e)  The 
pursuers  alleged  they  were  compelled  to  this  course  by  the  defenders' 
unlawful  competition,  and  claimed  damages  in  respect  of  such 
reductions.  The  Court,  however,  was  of  opinion  that  the  action 
of  the  pursuers  in  reducing  their  prices  was  not  occasioned  solely 
by  the  trade  of  the  defenders,  but  to  a  large  extent  by  the  lawful 
competition  of  other  makers,  and  gave  no  damages  in  respect  of 
these  reductions. 

'' I  think,"  said  Lord  Macnaghten,  "the  claim  for  loss  of  profit 
by  reason  of  the  reduction  of  price  must  be  rejected.  I  do  not 
think  that  was  the  natural  or  direct  result  of  the  respondents'  acts. 
The  appellants  seem  to  have  had  no  difficulty  in  ascertaining  where 
the  competing  nails  were  made,  and  in  coming  to  the  conclusion 
that  they  were  produced  by  machinery  which  infringed  their 
patent  rights.  The  appellants  must  be  taken  to  have  believed 
in  their  case.  If  they  believed  that  the  respondents  were  infringing 
their  rights,  and  relied  on  obtaining  redress  in  due  course  of  law, 
it  appears  to  me  that  it  was  not  a  reasonable  course  on  their 
part  to  reduce  the  price  so  as  to  injure  their  own  trade.  On 
establishing  their  rights  they  would  be  entitled  either  to  the 
profits  which  the  respondents  might  have  made,  or  to  the  damages 
which  they  could  prove  they  had  sustained.  In  lowering  their 
prices  they  seem  to  me  to  have  been  prompted  by  a  desire  to 
provide  for  the  contingency  of  their  failing  in  their  action,  and  by 
an  anxiety  to  drive  their  rivals  from  the  field,  whether  they  were 
right  or  wroog."  (/) 

(c)  5  R.  P.  C.  260 ;  13  App.  Ca.  401.  this  case  in  Ameriean  Braids  Wire  Co,  v. 

id)  7  R.  P.  C.  152.  Thomson,  7  R.  P.  C.  p.  160. 

(«)  See    Cotton,    L.J.,  distinguishing  (/)  5  R.  P.  C.  269;  13  App.  Ca.  416. 
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In  the  American  Braided  Wire  Company  v.  Thomson,  (g)  the 
same  point  was  discnssed,  and  the  plaintiffs  were  allowed  to  recover 
the  loss,  but  not  as  damages  for  reduction  of  price.  Here  the 
facts  were  somewhat  different.  The  plaintiffs  had  not  reduced 
prices  until  after  the  defendants  had  first  done  so,  and  on  each 
occasion  of  a  reduction  they  had  only  come  down  to  the  price  at 
which  the  defendants  were  then  selling.  Moreover,  the  article 
sold  was  not  one  in  which  there  was  already  a  general  trade,  but 
one  which  no  person  but  the  plaintiffs  could  lawfully  make.  The 
Official  Referee,  to  whom  the  enquiry  to  assess  the  damages  had 
been  referred,  found  as  a  fact  that  but  for  the  unlawful  competition 
of  the  defendants  the  plaintiffs  would  have  effected,  at  the  original 
price,  not  only  their  own  sales  but  also  those  made  by  the  defend- 
ants ;  and  the  Court  being  unable  to  disturb  this  finding  on  the 
evidence,  held  that  the  plaintiffs  were  entitled  to  recover  damages 
on  this  footing,  i.e.  not  as  arising  from  a  reduction  of  price, 
but  as  directly  occasioned  by  the  wrongful  conduct  of  the 
defendants. 

"It  appears  to  me,"  said  Lindley,  L.J.,  "to  be  an  entire 
fallacy  to  say  in  this  case  that  the  plaintiffs  are  seeking  damages 
for  selling  at  reduced  prices.  They  are  not  doing  anything  of  the 
sort.  In  the  Scotch  case  they  were,  and  it  was  precisely  that 
controversy  and  that  contention  of  theirs  which  was  negatived  by 
Lord  Macnaghten.  In  the  Scotch  case  there  was  competition  of 
the  most  formidable  kind  of  other  nails  besides  those  made  by  the 
patentees'  process,  and  entirely  exclusive  of  the  competition  by  the 
infringers  of  the  patent.  .  .  .  The  patentees  there  were  claiming, 
or  seeking  to  claim,  and  endeavouring  to  substantiate,  not  the 
damages  properly  referable  to,  and  occasioned  by,  the  wrongful 
act  of  the  defendants,  but  they  were  claiming  that  which  the 
plaintiffs  here  do  not  claim  at  all — they  were  claiming  damages  in 
respect  of  the  reduction  of  price."  (h) 

Commenting  on  the  above  cases  in  Alexander  v.  Henry,  (i) 
Eekewich,  J.,  stated  the  law  as  laid  down  by  them  as  follows: 
"  Because  a  trader  has  reduced  the  prices  of  the  article  which  he 
is  offering  to  the  public,  you  must  not  therefore  assume,  notwith- 
standing that  there  is  an  infringer  in  the  market,  that  he  is  really 
injured  by  the  reduction  of  prices.  He  may  have  done  it  merely 
as  a  matter  of  policy;  he  may  have  been  influenced  by  many 
reasons ;  and  to  jump  to  the  conclusion  that  because  a  manu- 
facturer has  thought  fit  to  reduce  his  prices,  therefore  the  reduction 
(g)  7  B.  P.  C.  152.         (fc)  Ibid.  161 .         «)  12  R.  P.  C.  p.  867  (a  trade  mark  caae). 
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— ^that  is  to  say,  the  difference  between  the  original  price  and  the 
reduced  price  is  an  injury  caused  to  him  by  the  infringer,  to  be 
measured  by  that  difference  in  money,  is  really  coming  to  a  con- 
clusion without  premises,  ignoring  possible  and  even  probable 
facts  which  might  influence  the  result.  Again,  if  you  find  facts 
from  which  a  reasonable  man  might  conclude  that  the  reduction 
in  price  was  the  result  of  the  infringement,  then  you  at  once  get 
on  entirely  different  lines,  and  you  then  come  to  the  conclusion 
that  the  loss  is  the  natural  consequence  of  the  infringement,  and 
is  caused  to  the  manufacturer  directly  by  what  the  infringer  does. 
Then  you  have  no  difficulty  in  measuring  the  damage  by  the  loss 
in  money,  and  visiting  that  on  the  head  of  the  infringer." 

In  Boyd  v.  Tootal^  a  claim  for  damages,  on  the  ground  that  the 
conduct  of  the  infringers  had  increased  the  cost  at  which  the 
plaintiffs  produced  their  machines,  and  had  prevented  their  keeping 
up  the  price,  was  held  too  remote,  {j) 

In  the  Pneumatic  Tyre  Company  v.  the  Puncture  Proof  Tyre 
Company^  (h)  Lord  Bussell,  G.  J.,  said  that  in  assessing  the  damages 
the  injury  done  to  the  patentee  by  his  articles  being  shouldered 
out  of  the  market,  and  the  injury  to  his  trade  reputation  by  inferior 
articles  being  put  before  the  public  were  both  to  be  considered. 

Damages  obtained  against  the  Seller  will  not  IdcenBe  an  Infringing 
Article  in  the  Hands  of  Buyers. — ^The  circumstance  that  a  patentee 
has  recovered  damages  or  an  account  against  a  manufacturer  of 
infringing  articles  does  not  preclude  him  from  thereafter  suing  the 
persons  who  are  using  pirated  articles  bought  from  such  manu- 
facturer. 

"  It  has  never  been  held  in  this  Court,"  said  Wood,  V.C,  in 
Penn  v.  Bihhyy  (!)  ''  that  an  account  directed  against  a  manu- 
facturer of  a  patented  article,,  licenses  the  use  of  that  article  in 
the  hands  of  all  the  purchasers.  The  patent  is  a  continuing 
patent,  and  I  do  not  see  why  the  article  should  not  be  followed  in 
every  man's  hand,  until  the  infringement  is  got  rid  of.  So  long  as 
the  article  is  used  there  is  continuing  damage."  (m) 

Nor  are  the  damages  which  may  be  recovered  from  such  users 
merely  nominal;  substantial  damages  may  be  given.  ''The 
Courts  would  never,''  said  Robinson,  V.C,  in  Boyd  v.  Tootal, 
''have  directed  accounts  and  enquiries  the  way  that  they  have 
done,  if  they  considered  that  the  damages  that  the  plaintiff  had 

(i)  11  B.  P.  C.  p.  184.  L.  R.  5  Eq.  81 ;  37  L.  J.  Ch.  136 ;  Boyd 

(k)  16  R.  P.  C.  209.  V.  Tootal,  11  R.  P.  C.  184. 

(Z)  L.  R.  3  Eq.  308;   Penn  v.  Jaek,  (m)  L.  R.  3  Eq.  311. 
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sustained  by  a  person  who  had  used  an  infringing  machine  were 
merely  nominal."  (n) 

In  the  United  Telephone  Company  v.  Walker,  (o)  the  defendants 
were  sued  for  using  articles  in  respect  of  which  the  plaintiffs  had 
already  obtained  judgment  for  £50  (agreed  damages)  against  Orme, 
the  manufacturer.  They  contended  that  no  second  action  would 
lie  in  regard  to  these  articles,  which  had  been  freed  from  objection 
by  the  damages  paid  by  Orme.  Rejecting  this  contention,  Ghitty,  J., 
said :  "  That  contention,  it  appears  to  me,  cannot  be  for  one  moment 
maintained.  Orme  was  a  manufacturer,  and  he  had  parted  with 
a  certain  number  of  instruments,  in  respect  of  which  the  present 
defendants  are  sued.  A  large  number,  I  understand,  out  of  the 
140  were  supplied  by  Orm^  to  the  defendants.  The  damages  that 
were  taken  by  the  plaintiffs  in  their  action  against  Orme  were  only 
in  respect  of  his  infringement,  and  nothing  more,  and  the  patentees 
(the  plaintiffs)  are  entitled  to  pursue  the  instruments  into  other 
hands,  and  to  recover  from  them  damages  in  respect  of  that  other  in- 
fringement If  a  royalty  had  been  paid  by  Orm^,  equal  to  the  total 
royalty  payable  in  respect  of  each  instrument,  any  such  instrument, 
though  disposed  of  by  Orme,  would,  as  I  am  at  present  advised,  have 
been  what  I  have  termed  a  free  instrument  in  the  market,  and  the 
plaintiffs  would  have  suffered  no  loss  in  respect  of  that ;  in  other 
words,  they  would  have  taken  from  Orme  that  which  would  have 
amounted  to  a  complete  license  to  deal  with  those  instruments,  and 
so  the  purchasers  of  those  instruments  would  have  been  freed  from 
any  liability  in  respect  of  them.  But  that  is  not  what  was  done. 
The  £50  was  only  the  agreed  amount  of  damage  against  Orme,  and 
it  was  part  of  the  order  that  Orme  should  give  the  names  of  his 
purchasers,  and  the  instruments  which  he  had  supplied  to  them, 
in  order  that  the  plaintiffs  might  pursue  those  instruments  into 
the  hands  of  the  purchasers  or  their  assigns." 

Settlement  with  one  Defendant  does  not  Bar  Bight  to  Damages  from 
Others. — The  circumstance  that  the  plaintiff  has  accepted  damages 
on  a  reduced  scale  from  infringers  who  have  settled  with  him 
before  action,  is  no  bar  to  his  right  to  recover  his  full  damages 
from  others  who  have  not  availed  themselves  of  that  offer. 

In  Boyd  v.  Tootal,  the  plaintiffs  had  issued  a  circular  offering 
to  take  damages  at  4s.  per  spindle  on  all  infringing  machines 
from  such  infringers  as  paid  without  litigation.  This  offer  they 
said  they  made  at  a  rate  considerably  less  than  their  actual  damage 
to  induce  a  friendly  settlement.      It  was  argued  that  this  offer 

(»)  11  R.  P.  C.  179.  (o)  4  R.  p.  C.  63 ;  56  L.  T.  508. 
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precluded  them  from  afterwards  recovering  their  fall  damage, 
which  was  Is.  per  spindle,  from  users  who  had  declined  to  settle. 
Robinson,  V,C.,  following  Penn  Y.Bibby,  (p)  rejected  this  contention. 
''That  seems  to  me  to  be  entirely  covered  by  the  case  before 
Wood,  V.C.,  in  which  he  says  that  litigants  may  be  sued  for  a 
larger  sum,  that  is,  for  the  true  amount  of  damages,  and  the  fact 
that  the  plaintiffs  have  settled  with  certain  people  on  a  lower  basis 
is  not  to  be  taken  finally  as  the  complete  measure  of  damage  that 
the  plaintiffs  have  sustained.  In  fact,  it  would  be  most  unreason- 
able, for  it  is  always  worth  a  litigant's  while  to  take  off  something 
from  his  claim  for  the  sake  of  peace,  especially  in  a  case  like  the 
present,  where  he  is  endeavouring  to  keep  the  good-will  of  the 
persons  who  have  been  using  his  patent."  (9) 

Innocence  of  Infiringer  no  Answer  to  Claim  for  Dami^ges. — As 
innocence  of  an  intention  to  infringe  is  no  answer  to  an  action  of 
infringement,  a  defendant  is  not  relieved  from  his  liability  to  pay 
full  damages  by  shewing  that  he  acted  in  ignorance  of  the  patent 
right. 

In  Boyd  v.  Tootal,  (r)  one  set  of  defendants  had  taken  over  the 
machines  complained  of  with  the  purchase  of  a  mill,  knowing  little 
or  nothing  about  them.  The  House  of  Lords  having  ultimately 
determined,  in  the  action  of  Boyd  v.  HorrockSy  (a)  that  those 
machines  were  an  infringement  of  the  plaintiff's  patent,  the  patentee 
instituted  proceedings  against  these  defendants,  and  recovered 
damages  for  the  full  amount  of  his  loss,  through  their  unauthorized 
use  of  his  invention. 

Where  the  plaintiffs  inadvertently  omitted  to  ask  for  damages 
at  the  trial,  Eay,  J.,  varied  the  minutes  of  decree  on  a  subsequent 
motion  by  adding  an  enquiry  as  to  damages,  (t) 

Damages  will  not  be  given  against  third  parties,  though  they 
may  be  made  liable  in  costs,  (u) 

Where  a  patent  belongs  to  tenants  in  common  and  one  dies, 
damages  recoverable  for  infringement  of  the  patent  right  accrue  to 
the  survivor,  (v) 

(|))  L.  R.  3  Bq.  p.  312  (per  Wood,  R,  P.  C.  p.  286.    It  would  be  otherwise  if 

V.C.)-  ^^^7  vere  made  defendants  by  amend- 

(g)  11  R.  P.  C.  p.  184.  raent :  ibid.    See  Lindley,  L.J. 

(r)  Ibid.  175,  see  p.  185;  of.  Daven-  {v)  Smith  v.  London  &  North  Western 

port  Y.  Rylands,  L.  R.  1  Eq.  3^8.  Railway  Co.,  2  £.  &  B.  69;  see,  also, 

(«)  9  R.  P.  C.  77.  National  Society  for  the  Distribution  of 

(0  Editon  V.  IloUund,  5  R.  P.  C.  483;  Eleetricity  v.  Gibbt,  68  L.  J.  Cii.  503;  80 

of.  Fnit  V.  Hohton,  14  0.  D.  561.  L.  T.  524  ;  15  T.  L.  R.  386;  [Ift>9]  2  Ch. 

(tt)  Editon   &   Swan    v.    Holland,    6  289. 
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Assignees  of  a  patent  may  recover  damages  in  respect  of 
infringements  committed  before  the  date  of  their  assignment,  for 
they  succeed  to  all  the  rights  and  property  of  their  predecessors  in 
title,  (w) 

Mode  of  Assessment. — Where  damages  are  awarded  to  a  success- 
ful plaintiff  the  Court  will  not  usually  itself  try  the  question  of  the 
amount.  That  will  be  referred  to  be  the  subject  of  a  separate 
enquiry.  But  if  the  damage  is  manifestly  of  a  trivial  character  the 
Court  will  assess  it.  {x) 

In  Cole  V.  Saqviy  (y)  where  the  damages  were  nominal,  Keke- 
wich,  J.y  refused  an  enquiry,  and  himself  assessed  the  amount 
at  40«.  In  Ungar  v.  Sugg,  (0)  the  damages  were  problematical, 
and  the  Court  of  Appeal  said  the  judge  should  not  have  referred 
them  to  the  chief  clerk,  but  assessed  them  himself. 

In  the  Incandescent  Oas  Light  Oompany  v.  Brogden,  (a)  the 
plaintiffs  were  given  an  enquiry  as  to  damages  at  their  own  risk  as 
to  costs,  which  were  reserved,  the  judge  doubting  whether  the 
quantum  of  damage  was  more  than  nominal. 

Where  the  infringement  has  been  substantial  an  enquiry  as  to 
damages  will  generally  be  more  advantageous  to  the  plaintiff  than 
an  account  of  profits,  (b) 

When  damages  are  claimed  the  profits  made  by  the  infringer 
are  wholly  immaterial,  the  sole  object  of  the  enquiry  being  to 
ascertain  what  direct  loss  the  plaintiff  has  suffered  by  reason  of  the 
defendant's  wrongful  acts,  (c) 

Enquiry  when  Directed. — Whenever  the  assessment  of  the 
damage  involves  an  examination  into  matters  which  cannot  be 
conveniently  dealt  with  by  the  judge  at  the  trial,  such  as  accounts 
and  details  of  business  transactions,  an  enquiry  will  be  directed. 
But  there  appears  to  be  no  power,  once  the  case  has  been  tried 
by  a  judge  alone,  to  direct  the  assessment  of  the  damages  by 
a  jury. 

Discussing  this  in  the  American  Braided  Wire  Company  v. 
Thomson,  Kekewich,  J.,  said :  "  The  old  practice  of  the  Court  of 
Chancery  was  to  refer  everything  in  the   way  of  damages   or 

(to)  United  Harte  Shoe  &  Nail  Co.  v.  (h)  See,  however,  Englieh  &  American 

Stewart,  13  B.  P.  G.  417.  Machinery  Co.  ▼.  Union  Boot  &  Shoe  Co., 

(x)  Dieke  ▼.  Brooke,  15  C.  D.  p.  40 ;  49      where  the  reverse  was  the  case :  13  B.  P.  0. 

L.   J.    Ch.    819;     UniUd    Telephone  v.      67. 

Sharplee,  2  B.  P.  0.  32.  (0)  United  Horte  Shoe  d:  NaU  Co.  v. 

(y)  5  B.  P.  C.  496,  497.  Steioart,  5  B.  P.  0.  260 ;   18  App.  Ca.  401, 

(0  9  B.  P.  C.  117.      -  p.  413. 

(a)  16  B.  P.  C.  179. 
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compensation  or  anything  of  that  kind  to  the  chief  clerk,  or,  before 
the  days  of  the  chief  clerks,  to  the  master ;  or,  in  modem  times, 
there  was  a  power  to  call  in  an  expert  to  gnide  the  Court  That 
power  remains  under  the  Judicature  Acts,  and  we  have  besides  that 
a  large  power  of  referring  questions  of  difficulty  to  gentlemen  who 
are  appointed  for  the  purpose,  and  who  are  called  official  referees,  (d) 
Beyond  that,  with  the  consent  of  the  parties,  the  Court  is  enabled 
to  refer  questions  to  a  special  referee  ;  (e)  but  I  know  of  no  means 
by  which  the  Court  can  get  over  a  difficulty  of  this  kind  other  than 
those  ijidicated  in  the  way  I  have  mentioned.  The  Court  must 
try  itself,  with  the  assistance  of  an  expert,  referring  matters  of 
detail  to  the  chief  clerk,  or  it  must  send  it  to  a  referee.  What 
I  am  asked  to  do  is  to  go  beyond  that  and  to  adopt  entirely  a 
different  course,  and  direct  a  trial  by  jury.  Now,  it  has  not  been 
suggested  that  the  words  of  any  order  directly  enable  me  to  do 
that.  The  second  part  of  Order  XXXVI.,  which  deals  with  the 
mode  of  trial,  is  all  pointed  to  the  trial  of  the  action  being 
one  trial,  which  takes  place  either  with  or  without  a  jury, 
with  or  without  assessors,  and  so  forth,  but  to  one  trial  of  the 
action ;  or  there  may  be,  no  doubt,  independently  of  the  trial, 
but  for  the  purposes  of  the  trial,  an  issue  of  fact,  or  an  issue  of 
law,  directed  in  order  that  the  result  of  that  may  come  before 
the  Court  at  the  trial.  That  part  of  that  order  has  nothing 
whatsoever  to  do  with  an  assessment  of  damages  directed  by 
the  judgment  to  be  assessed,  and  one  would  not  expect  to  find 
anything  of  the  kind  there.  As  a  matter  of  fact,  there  is  nothing 
there.  Cases  have  arisen,  no  doubt,  in  which  questions  of  fact  and 
questions  of  damages  have  been  ordered  to  be  tried  by  the  Chancery 
Division,  at  the  Assizes,  or  in  the  Queen's  Bench  Division  in  Lon- 
don ;  and  in  the  case  of  Fenneasy  v.  Rabbits,  (/)  which  has  been 
mentioned,  the  Court  did  that  very  thing  where,  by  the  submis- 
sion of  the  defendants  to  the  rest  of  the  relief  asked,  the  plain- 
tiffs' claim  was  reduced  merely  to  one  of  damages,  which  was  the 
only  issue  at  the  trial  That  was  very  properly  and  naturally  sent 
to  the  Queen's  Bench  Division,  in  order  that  it  might  be  tried  by 
a  jury.  It  seems  to  me  that  I  have  no  power  to  divest  myself  of 
this  difficult  task  of  ascertaining  these  damages.  Th^y  must  be 
ascertained  by  the  officer  of  the  Court  in  the  ordinary  way,  with 
the  power  of  coming  back  to  the  Court  to  vary  the  certificate,  and 
so  forth."  (g) 

(d)  See  R.  S.  C.  Order  36,  rules  57  &  57a.  (/)  56  I..  J.  (N.  S.),  138. 

(«)  See  AibitraUoD  Act,  1889,  bs.  18, 14.  (g)  5  B.  P.  G.  pp.  541,  542. 
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Disoovery  in  Aid  of  the  Enquiry. — The  plainti£f  is  entitled  to 
disoovery  in  aid  of  his  enquiry  as  to  damages.  And  the  defendant 
may  be  ordered  to  file  an  affidavit  stating  what  infringing  articles 
he  has  made  or  sold,  and  giving  the  names  and  addresses  of  the 
persons  to  whom  he  has  sold  them. 

In  Mwrray  v.  Clayton,  the  defendants  sought  to  withhold  these 
names  unless  the  plaintiff  would  give  an  undertaking  not  to 
proceed  against  such  purchasers.  The  Court,  however,  insisted 
on  full  information  being  given. 

"  As  a  matter  of  course,"  said  Bacon,  V.C,  "  in  prosecuting 
that  enquiry,  (h)  the  plaintiff  is  entitled  to  have  from  the  defen- 
dants the  fidlest  possible  discovery.  That  is  so  well  settled  that 
no  case  can  be  referred  to  in  which  the  practice  is  called  in 
question.  Among  other  things,  the  plaintiff  is  entitled  to  that 
which  the  order  gives  him,  the  names  and  addresses  of  the  persons 
to  whom  machines  were  sold.  •  •  .  The  defendants  apprehend 
'  that  if  they  were  to  furnish  the  plaintiff  with  the  names  and 
addresses  of  the  persons  to  whom  they  have  sold  machines,  the 
plaintiff  might  feel  inclined  to  attack  them,  and  issue  process 
against  them ;  and  that,  as  a  consequence,  the  business  of  the 
defendants  would  be  injured.'  That  is  a  consideration  to  which  I 
can  in  no  degree  attend.  If  the  inconvenience  which  they  appre- 
hend should  ever  happen,  it  will  be  in  consequence  of  that  which, 
as  the  law  now  stands,  has  been  decided  to  be  a  wrong  done  by 
the  defendants.  They  cannot  excuse  themselves  or  avoid  the 
discovery  which  is  asked,  because  of  any  consequences  which  may 
ensue  from  their  wrong-doing.  ...  I  cannot  interfere  so  as  to 
prevent  the  plaintiff  taking  any  proceedings  he  may  be  advised  to 
take."  (t) 

In  the  American  Braided  Wire  Company  v.  Thomson,  Eeke- 
wich,  J.,  made  an  order  that  the  defendants  should  disclose  the 
names  of  their  customers  and  the  prices  at  which  they  had 
sold,  notwithstanding  an  appeal  was  pending  to  the  House  of 
Lords,  ij) 

Form  of  Enquiry. — In  directing  an  enquiry  as  to  damages  the 
proper  form  is  to  enquire  ''what  damage  the  plaintiff  has 
sustained,"  not  ''what  damage,  if  any,"  as  it  would  be  in  a 
trade  mark  case. 

The  reason  of  this  is  explained  by  Wood,  V.C,  in  Davenport  v. 

(h)  Ab  to  damages.  nUngkam    Vinegar   Brewery    Oo.,  14   B. 

(0  L.  B.  15  Eq.  pp.  118,  119, 120;  42      P.  C.  1  (a  trade  mark  oase). 
L.  J.  Ch.  192.    8ee,  also,  PoweU  ▼.  Bir-  (j)  5  R.  P.  C.  378. 


542  ACTION  FOR  INFRINGEMENT. 

Rylands  as  follows :  "  There  is  this  diflference  between  the  case  of 
a  trade  mark  and  that  of  a  patent :  in  the  former  case  the  article 
sold  is  open  to  the  whole  world  to  manufacture,  and  the  only  right 
the  plaintiff  seeks  is  that  of  being  able  to  say,  '  Don't  sell  any 
goods  under  my  mark.'  He  may  find  his  customers  fall  off  in 
consequence  of  the  defendant's  manufacture;  but  it  does  not 
necessarily  follow  that  the  plaintiff  can  claim  damages  for  every 
article  manufactured  by  the  defendant,  even  though  it  be  under 
that  mark.  On  the  other  hand,  every  sale  without  Ucense  of  a 
patented  article  must  be  a  damage  to  the  patentee."  (&) 

The  order  for  an  enquiry  as  to  damages  will  generally  contain 
a  direction  that  the  defendant  pay  to  the  plaintiff  the  amount 
found  against  him. 

In  Cunningham  v.  Colling,  (J)  the  order  was  to  pay  within  twenty- 
one  days  after  the  filing  of  the  chief  clerk's  (now  the  master's) 
certificate  of  the  result  of  the  enquiry. 

Where  a  defendant  admits  infringement  by  his  defence,  and 
the  plaintiff  elects  to  move  for  judgment  on  the  admissions,  under 
Order  XXXII.,  rule  6,  he  accepts  the  negative  as  well  as  the 
affirmative  allegations  of  the  defence,  and  is  only  entitled  to  an 
enquiry  as  to  damages  in  respect  of  the  admitted  instances  of 
infringement.  All  evidence  of  other  infringements  will  therefore 
be  excluded  at  the  enquiry,  (m) 

The  plaintiff  is  entitled  to  have  the  damages  assessed  down  to 
the  date  of  the  enquiry ;  or,  if  the  patent  has  expired  during 
action,  down  to  the  date  of  its  expiration,  (n) 

No  damages  are  recoverable  in  respect  of  infringements  prior 
to  the  publication  of  the  complete  specification ;  (o)  nor  (where  the 
specification  has  been  amended)  prior  to  that  amendment,  unless 
the  patentee  establishes,  to  the  satisfaction  of  the  Court,  that  his 
original  claim  was  framed  in  good  faith,  and  with  reasonable  skill 
and  knowledge  ;(p)  nor  where  the  infringement  occurred  after  a 
failure  by  the  patentee  to  pay  his  patent  fees  within  the  prescribed 
time  and  before  the  enlargement  thereof,  under  Section  17  of  the 

Qi)  L.  B.  1  Eq.  p.  808 ;  35  L.  J.  Gh.  £q.  302 ;  Fox  y.  DdUitahU,  15  W.  B.  191: 

p.  206.  FriU  y,  Hobtonj  14  G.  D.  557;   Briikk 

(I)  8eUm  an  Deorees^  5th  edit.  vol.  i.  p«  Imulated   Wire  Co.  y.  DtMin  Tramtuny 

567.    See,  also,  Plimpton  y.  Maloohnton,  Co.,  17  B.  P.  G.  14 ;  also  B.  S.  G.  Order  86, 

ibid.  565 ;  and   Wenham  ▼.  Carpenter^  5  mle  58. 

B.  P.  G.  70.    Both  of  theae  last  were  caaee  (o)  Patents  Act,  1883,  s.  18. 

of  an  enquiry  as  to  profits.  (p)  Ibid.  s.  20 ;  Wenham  y.  Carpentor, 

(m)  UniUd  Ttlephone  y.  Donohoe,  81  5  B.  P.  G.  68;  Bopkinaon  y.  8t,  Jam^ie 

C.  D.  401.  Cb.,  10  B.  P.  G.  62. 
(n)  See  Davenport  y.  Rylands,  L.  B.  1 
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Patents  Act,  1883,  if  the  Court  which  tries  the  action  refuses  to 
give  any  damages  in  respect  of  such  infringement,  (q) 

Where  an  enquiry  as  to  damages  is  directed,  the  costs  are 
generally  reserved  for  consideration  after  the  enquiry  has  been 
held,  (r) 

Beviewing  the  Einding  at  the  Enquiry. — Where  an  enquiry  as  to 
damages  is  ordered,  either  party,  if  dissatisfied  with  the  result, 
may  move  to  have  the  certificate  varied.  On  the  hearing  of  the 
motion,  the  judge,  if  the  evidence  below  appears  to  him  to  have 
been  unsatisfactory,  will  hear  further  evidence,  (a)  But  this  is 
not  usual,  and  will  only  be  done  in  exceptional  circumstances. 

In  any  case,  however,  the  judge  is  not  bound  by  the  certificate 
as  he  would  be  by  the  finding  of  a  jury,  and  may  vary  it  if  he 
thinks  proper,  (0  whether  it  be  the  certificate  of  the  Master  or 
the  finding  of  an  official  referee,  (t^) 

At  the  same  time,  the  Court  will  remember  that  the  official 
referee,  or  the  master  (as  the  case  may  be),  has  had  the  witnesses 
before  him  and  seen  how  they  gave  their  evidence,  and  will  not 
therefore  differ  from  his  decision  willingly. 

"  Where  the  evidence,"  said  Kekewich,  J.,  in  Alexander  v.  Henry, 
"  is  all  in  writing,  then,  of  course,  the  Court  is  in  a  very  different 
position ;  but  when  the  evidence  is  oral,  it  would  be  presumptuous, 
dangerous,  mischievous,  in  my  opinion,  for  the  judge,  with  only 
the  transcript  of  the  shorthand  notes,  or  the  referee's  own  notes 
before  him,  to  say  that  this,  that,  or  the  other  conclusion  must 
follow,  because  it  is  the  necessary  consequence  of  the  grammatical 
meaning  of  certain  language  used  by  persons  who  may  have  been 
lying,  or  stating  facts  in  language  which  they  did  not  themselves 
understand,  or  did  not  mean  to  be  understood  in  the  sense  which 
it  grammatically  bears."  (v) 

In  the  Pneumatic  Tyre  Company  v.  the  Puncture-Proof  Tyre 
Company,  (w)  the  Court  of  Appeal,  on  an  appeal  from  Wills,  J., 
who  had  varied  the  master's  certificate  as  to  damages,  expressed 
the  opinion  that  such  an  appeal  ought  to  be  heard  as  the  Court 
would  hear  a  motion  for  a  new  trial  after  a  verdict  given  by  a  jury, 

(g)  PatentB  Act,  1888,  b.  17  (4)  (b).  v.  Union  Boot  &  Shoe  Co.,  13  R.  P.  C.  66. 

(r)  UniUd  TeUphone  Co.  y.  Fleming,  (0  Ibid. 

3  B.  P.  G.  282 ;  United  Tdepf,one  Co.  ▼.  («}  Aleaandf^  v.  Henry,  12  B.  P.  C. 

Patterttm,  6  B.  P.  C.  142 ;  Jenkins  v.  Hope,  366. 
13  B.  P.  G.  60 :  Aktieboiaget  Separator  y.  (v)  Ibid. 

Dairy  Co,,  15  B.  P.  G.  838 ;  Ineandeittent  (to)  16  B.  P.  G.  209;  per  Lord  BuBseU, 

Oae  Co.  V.  Brogden,  16  B.  P.  G.  179.  C.J.,  p.  216. 

(f )  Englieh  d:  Amtriean  Machinery  Co, 
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and  that  the  test  was  not  whether  the  finding  was  one  the  Court 
would  have  given,  but  one  at  which  a  jury  could  reasonably  have 
arrived,  on  the  evidence. 

Where,  however,  the  enquiry  is  referred,  by  consent,  to  a 
special  referee,  his  finding  is  as  binding  on  the  parties  and  the 
Court,  as  that  of  an  arbitrator  would  be. 


Account  of  Profits, 

Disadvantages  of  an  Account — Instead  of  an  enquiry  as  to 
damages,  a  patentee  may  claim  an  account  of  profits ;  where  he 
does  so,  he  elects  to  take,  by  way  of  compensation,  what  the 
defendant  has  made  out  of  the  infringement  of  the  patent.  If  the 
wrong-doer  has  been  underselling  the  patentee  in  the  market,  this 
will  probably  be  less  than  he  might  have  recovered  in  damages. 
In  any  case,  an  account  of  profits  is  a  doubtful  remedy,  because  of 
the  difficulty  of  working  it  out. 

''  I  do  not  know  any  form  of  account  which  is  more  difficult  to 
work  out,  or  may  be  more  difficult  to  work  out  than  an  account  of 
profits,"  said  Lindley,  L.  J.,  in  SiddeU  v.  Vickers.  "  One  sees  it, 
and  I,  personally,  have  seen  a  good  deal  of  it,  in  partnership 
cases,  where  the  capital  of  a  deceased  or  outgoing  partner  has 
been  left  in  the  trade  ;  an  account  has  been  directed  of  the  profits 
made  in  respect  of  his  capital,  which  is  something  like  the  profits 
made  in  respect  of  an  invention,  and  the  difficulty  of  finding  out 
how  much  profit  is  attributable  to  any  one  source  is  extremely 
great — so  great  that  accounts  in  that  form  very  rarely  result  in 
anything  satisfactory  to  anybody.  The  litigation  is  enormous,  the 
expense  is  great,  and  the  time  consumed  is  out  of  all  proportion 
to  the  advantage  ultimately  attained ;  so  much  so,  that  in  partner- 
ship cases,  I  confess  I  never  knew  an  account  in  that  form  worked 
out  with  satisfaction  to  anybody.  I  believe,  in  almost  every  case 
people  get  tired  of  it,  and  get  disgusted.  Therefore,  although  the 
law  is  that  a  patentee  has  a  right  to  elect  which  course  he  will 
take,  as  a  matter  of  business  he  would  generally  be  inclined  to 
take  an  enquiry  as  to  damages  rather  than  launch  upon  an 
enquiry  as  to  profits."  (y) 

In  the  Automatic  Retort  Company  v.  Mayor,  cfcc,  of  Salford, 
Bomer,  J.,  stated  that  an  account  of  profits  would  mean  great 
expense,  delay,  and  difficulty  in  Chambers,  and  the  parties  agreed 
instead  to  an  account  of  what,  in  lieu  of  damages,  would  be  a 

(y)  9  B.  P.  C.  pp.  162, 163. 
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proper  sum  to  pay  by  way  of  royalties  for  the  use  of  the  infringing 
apparatus,  (z) 

Sum  to  be  arrived  at  on  taking  an  Aooonnt. — The  sum  to  be 
ascertained  in  taking  an  account  of  profits  is  the  sum  which 
represents  the  money  value  of  the  advantage  which  the  infringer 
has  derived  from  the  use  of  the  patent  over  and  above  what  he 
would  have  got  from  the  use  of  means  or  processes  open  to  the 
public,  (a)  It  is  therefore  material,  on  the  taking  of  the  account, 
to  enquire  what  profits  the  defendants  were  making  before  they 
used  the  patentee's  invention,  as  these,  contrasted  with  the  profits 
made  subsequently,  afford  a  clue  to  the  proportion  of  their  profits 
attributable  to  the  infringement.  It  is  not  conclusive,  as  other 
factors,  such  as  economy  in  production,  and  so  forth,  may  enter  in ; 
but  it  is  a  most  important  factor  in  the  problem,  and  will  throw 
upon  the  defendants  the  onus  of  shewing  whether  such  other 
factors  exist,  and  to  what  extent  they  vitiate  the  inference  which 
would  otherwise  be  drawn,  (b) 

In  SiddeU  v.  Vickers,  where  the  defendants  contested  the  right 
of  the  plaintiff  to  enquire  into  their  transactions  prior  to  the 
infringements  complained  of,  Eekewich,  J.,  ordered  them  to  file 
a  further  and  better  affidavit,  disclosing  the  cost  to  them  of 
manufacture,  before  and  after  they  used  the  plaintiff's  invention, 
adding,  ''  I  do  not  mean  from  time  immemorial,  but  from  such 
time  as  will  enable  a  comparison  to  be  made."  (c) 

The  patentee  is  entitled  to  discovery  in  aid  of  the  account,  and 
the  defendant  will  be  compelled  to  produce  his  books  and  disclose 
his  business  transactions,  so  far  as  they  relate  to  the  infringements 
in  question :  {d)  and  this,  too,  even  when  the  decision  is  under 
appeal,  unless  the  account  has  been  stayed,  (e) 

Where  no  profits  have  been  made  by  the  infringer  an  account 
will  be  refused.  (/)  Where  the  admitted  profits  were  very  small 
the  plaintiff  was  given  an  account,  but  warned  that  if  he  did  not 
prove  more  profit  than  the  defendants  admitted,  he  should  have 
to  bear  the  costs  of  the  enquiry,  (g) 

The  order  for  an  account  will  generally  contain  a  direction  that 
the  defendant  pay  to  the  patentee  within  a  specified  time  the  sums 

(«)  14  R.  P.  C.  471,  472.  («)  Ibid. 

(a)  8eeLordKiQiiear,in  United  Hort&-  (/)  Bergmann  v.  MaemiUan,  17  C.  D. 
$ko6  and  Naa  Co.  y.  Stewart,  8  R.  P.  0. 148.      427. 

(b)  SiddeU  y,  Vieker^,  6  R.  P.  C.  467.  (g)  Jenkin$  v.  Hope,  18  R.  P.  C.  60 
(o)  IWd.  (per  North,  J.).  See,  also,  United  Tde- 
(cO  Saiby  v.  Eautethrooky  L.  R.  7  Ex.      plume  Co.  ▼.  PaUermm,  6  R.  P.  C.  142. 


209. 


2   N 


546  ACTION  FOB  INPBINOBBIBNT. 

found  to  have  been  made  by  the  defendant  through  his  unlawful 
use  of  the  invention,  (fc) 

As  in  the  case  of  an  enquiry  into  damages,  the  taking  of  an 
account  will  in  the  Chancery  Division  be  referred  to  the  master 
or  to  a  referee,  whose  certificate  or  report  is  subject  to  review 
by  the  Court, 

Where  the  judge  has  directed  an  account  to  be  taken  before 
the  master,  and  that  officer  has  held  his  enquiry,  the  judge 
ought  not,  if  he  finds  it  necessary  to  discharge  the  certificate,  to 
remit  the  account  to  be  taken  afresh  before  an  official  referee. 
In  such  case  the  proper  course  is  to  send  the  account  back  to  the 
master  with  directions;  and  this  is  so  even  where  it  becomes 
clear  that  the  account  ought  in  the  first  instance  to  have  been 
sent  to  an  official  referee,  (i) 

As  in  the  case  of  an  injunction,  a  plaintiff  may  forfeit  his  right 
to  an  account  by  laches,  (j) 


CosU. 

General  Costs  of  the  Action. — The  general  rule  is,  that  the 
costs  are  given  to  the  successful  party.  The  judge,  however,  has 
a  discretion,  subject  to  this,  that  if  the  case  is  tried  with  a  jury 
the  costs  must,  except  where  good  cause  exists  for  a  contrary 
order,  follow  the  event,  (k) 

Generally  speaking,  the  successful  litigant  is  entitled  to  costs. 
''As  I  understand  the  law  as  to  costs,''  said  Jessel,  M.B.,  (Q  "it 
is  this,  that  where  a  plaintiff  comes  to  enforce  a  legal  right,  and 
there  has  been  no  misconduct  on  his  part — ^no  omission  or  neglect 
which  would  induce  the  Court  to  deprive  him  of  his  costs — the 
Court  has  no  discretion,  and  cannot  take  away  the  plaintiff's  right 
to  costs.  There  may  be  misconduct  of  many  sorts  :  for  instance, 
there  may  be  misconduct  in  commencing  the  proceedings,  or  some 
miscarriage  in  the  procedure,  or  an  oppressive  or  vexatious  mode 
of  conducting  the  proceedings,  or  other  misconduct  which  will 
induce  the  Court  to  refuse  costs ;  but  where  there  is  nothing  of 
the  kind,  the  rule  is  plain  and  well  settled,  and  is  as  I  have  stated 
it.    It  is,  for  instance,  no  answer,  where  a  plaintiff  asserts  a  legal 

(h)  HoUand  y.  Fox,  8  E.  &  B.  p.  986 ;  (j)  Crotdey  v.  DeHjy,  1  MyLft  Cr.  428. 

PUmpUm  T.  ilfolooZmwrn,  Seton  on  Deoreei,  (k)  R.  8.  C.  Order  65,  rule  1. 

vol.    i.    567;    Wenham    v.    CarpetUery   5  (0  Cooper T.WhiUingham,  15 CD.  502; 

B.  P.  C.  70.  49  L.  J.  Ch.  754  (copyright  case). 

(0  Sidddl  y.  Vieken,  11  B.  P.  C.  163. 
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rights  for  a  defendant  to  allege  his  ignorance  of  such  right  and 
to  say,  'If  I  had  known  of  your  right  I  should  not  have 
infringed  it/  " 

Coimsel  and  Expert  Witneflsea.— The  costs  of  more  than  two 
counsel  will  not  usually  be  allowed;  but  in  exceptional  circum- 
stances three  have  sometimes  been  allowed  on  taxation,  (m) 
Luxuries  must  be  paid  for  by  the  party  indulging  in  them. 
Thus,  the  costs  of  drawings  on  the  borders  of  counsel's  brief,  to 
assist  him  in  understanding  his  case,  will  not  be  allowed,  nor 
the  cost  of  the  attendance  at  the  trial  of  a  solicitor's  clerk  as 
well  as  the  solicitor,  (n)  Special  costs,  to  a  moderate  extent,  are 
allowed  for  scientific  witnesses,  (o)  and  sometimes  a  fee  for  the 
time  devoted  by  them  out  of  court  to  preparing  for  the  evidence 
they  are  to  give,  (p)  But  no  sums  approaching  the  fees  actually 
paid  by  litigants  to  experts  of  eminence  are  ever  allowed  on 
taxation.  For  the  costs  chargeable  under  a  taxation  between 
party  and  party  are  merely  such  costs  as  are  necessary  to  enable 
the  adverse  party  to  conduct  the  litigation,  and  no  more,  (q) 

Shorthand  Hotes. — The  costs  of  shorthand  notes  of  the  evidence 
are  not  generally  allowed,  though  it  is  usual  in  the  case  of  an 
appeal  to  allow  the  costs  of  a  shorthand  note  of  the  judgment,  (r) 

It  is  therefore  desirable  where  shorthand  notes  are  taken  that 
the  respective  parties  should  arrange  before  the  trial  how  the 
expense  of  these  shall  be  met.  The  proper  arrangement,  would 
seem  to  be  to  agree  to  make  such  costs,  costs  in  the  action.  («) 

In  Unga/r  v.  Sugg,  (t)  where  shorthand  notes  had  been  taken 
of  the  proceedings  before  the  chief  clerk  in  the  enquiry  as  to 
damages,  the  Court  of  Appeal  expressed  the  strongest  opinion 
that  this  was  a  horrible  waste  of  money. 

(«)  BetU  V.  aUTord,  1   J.  &  H,  74;  Tftonwcm,  7  B.  P.  C.  163.    Where,  how- 

Com9mi$  Y.  Ommim,  L.  B.  7  Ch.  48;  BetU  ever,  the  judge  and  both  parties  had  uaed 

▼.  Cleaver,  L.  B.  7  Ch.  516 ;   8miih  v.  the  notes  day  by  day  in  the  trial  below, 

BvUer,  L.  B.  19  Eq.  473;  45  L.  J.  Oh.  the  Gonrt  of  Appeal  aUowed  the  oosts; 

880 ;  Automaiio  Weighing  Mcuihine  Co.  v.  see   Caetner  EeUner  AUcaU  Co.  v.  Com- 

Hygienie  BocUty,  6  B.  P.  C.  475 ;  Leonr  mereial  Corporaiion,  Umited,  16  B.  P.  C. 

kardt  A  Co.  v.  KaXU  A  Co.,  12  B.  P.  C.  251 ;  [1899]  1  Ch.  803.    The  shorthand 

306;  Palmer  Tyre,  Limited,  v.  Pneumaiic  notes  were  also  allowed  by  Wills,  J.,  in 

Tyre  Co,,  16  B.  P.  C.  496.  Palmer  Tyre,  Limited,  v.  Pneumaiie  Tyre 

in)  SmUh  T.  BuOer,  snpra.  Gb.,  16  B.  P.  C.  496. 

(o)  BaOey  ▼.  KynoOi,  L.  B  20  Bq.  632 ;  (»)  Moeeley  T.  Victoria  Bubber  Co.,  57 

83  L.  T.  (N.  8.)  45.  L.  T.  148 ;  4  B.  P.  C.  255.    As  to  right  of 

ip)  Smith  y.  Buller,  snpra.     Fifteen  soliodtortoreoovercostsof  shorthand  notes 

guineas  for  two  days'  work  were  aUowed  from  his  client,  see   Omumd  v.  Mtdudl 

in  this  case.  Cyi^e  Co.  48  W.  B.  125;  [1899]  2  Q.  B. 

(g)  Rid.  488. 

(r)  Ameriean   Braided    Wire    Co.    v.  CO  9  B.  P.  C.  113. 
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Costs  of  necessary  models  will  be  allowed  to  a  moderate 
extent,  (u) 

Cottt  on  Certificate  of  Validity. — In  an  action  for  infringement 
of  a  patent  the  Goart  or  a  judge  may  certify  that  the  validity  of 
the  patent  came  in  question,  and  if  the  Court  or  a  judge  so 
certifies,  then  in  any  subsequent  action  for  infringement,  the  plain- 
tiff in  that  action,  on  obtaining  a  final  order  or  judgment  in  his 
favour,  shall  have  his  full  costs,  charges,  and  expenses,  as  between 
solicitor  and  client,  unless  the  Court  or  judge  trying  the  action 
certifies  that  he  ought  not  to  have  the  same,  (v) 

To  get  the  benefit  of  such  a  certificate  in  a  subsequent  action, 
the  plaintiff  must  plead  it.  (w) 

Sometimes  a  defendant,  who  by  his  defence  has  contested  the 
validity  of  the  patent,  does  not  appear  at  the  trial,  when  judgment 
is  obtained  in  his  absence ;  or  appears,  and  allows  judgment  to 
go  by  consent.  Whether  a  certificate  of  validity  ought  in  such 
cases  to  be  given  by  the  judge  seems  doubtful,  conflicting 
decisions  as  to  this  being  found  in  the  reports. 

In  Stocker  v.  Rodgera,  {x)  a  case  tried  before  Erskine,  J.,  at  the 
Gloucester  Assizes  in  1848,  where  a  verdict  by  consent  was  taken 
for  the  plaintiff  for  40«.,  that  learned  judge  refused  to  certify  that 
the  validity  of  the  patent  had  come  in  issue,  saying,  ''  My  certificate 
would  affect  third  parties ;  and  it  would  be  possible  in  a  case  like 
the  present  for  two  parties  by  collusion  to  consent  to  a  verdict  in 
favour  of  a  patent,  and  if  they  could  obtain  a  certificate  under  the 
third  section  of  the  Statute,  to  use  it  afterwards  to  the  injury  of 
another  party  who  was  really  contesting  the  validity  of  the 
patent."  (y) 

Inasmuch  as  the  judge  has  a  discretion  to  give  or  refuse  the 
certificate,  it  would  seem  that  the  above  is  the  sound  principle 
for  him  to  act  upon,  and  in  Peroni  v.  Hudson,  (z)  where  the  defen- 
dant did  not  appear,  Kay,  J.,  refused  to  certify.  But  in  recent 
cases  certificates  have  been  given,  both  where  defendants  did  not 
appear  (a)  and  where  actions  were  compromised  at  the  trial. 

In  Tweedale  v.  Aahworth,  where  the  question  of  the  validity  of 
the  patent  though  put  in  issue  was  not  seriously  contested,  as  the 
plaintiff  failed  to  prove  infringement,  a  certificate  was  given.  (6) 

(«)  BaOey  v.  Kfnoeh,  L.  R.  20  Eq.  682.  c.  83,  b.  3. 
(r)  Patents  Act,  1883,  b.  81.  («)  1  B.  P.  C.  261. 

(w)  Pnewnaiie  Tyre  Co.  ▼.  CfUthalm,  la)  Haydodk  v.  Bradbury,  4  R.  P.  C. 

18  B.  P.  C.  488.  74;  Editon  v.  Editon,  11   R.  P.  C,  33; 

(ar)  1  C.  &  K.  99.  Delta  Metal  Co.  v.  Maxim,  8  R.  P.  C.  248. 
(y)  This  was  under  5  &  d  Wm.  IV.  (b)  7  R.  P.   C.  436.    See,  also,  Auto- 
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In  Birch  v.  Harrap,  (c)  where  the  Court  of  Appeal  (reversing 
the  judge  below)  held  the  patent  good  sabjeot-matter,  but  found 
no  infringement,  they  granted  the  plaintiff  a  certificate  of  validity. 

In  Haslam  v.  Hall,  (d)  Stephen,  J.,  granted  a  certificate  to  the 
plaintiff,  although  the  patent  was  found  invalid.  It  is  difficult 
to  see  how  such  a  certificate  could  be  of  the  slightest  use,  for  even 
if  the  patentee  cured  the  patent  by  amendment,  no  judge  would 
be  likely  to  allow  an  action  in  which  the  patentee  had  been  proved 
to  have  no  good  patent  to  entitle  him  to  costs  as  between  solicitor 
and  client  in  a  subsequent  action. 

A  certificate  of  validity  can  only  be  granted  to  a  patentee,  and 
therefore  cannot  be  obtained  by  a  defendant  who  defeats  a 
patent,  (e) 

Whether  a  certificate  that  the  validity  of  a  patent  has  been  in 
issue  can  be  given  in  an  action  against  a  patentee  for  threats  is 
doubtful  (/) 

In  Badische  v.  La  Societe  Ohimique,  (g)  where  one  claim  in  the 
patent  was  held  bad,  Wills,  J.,  granted  a  certificate  as  to  the 
rest. 

The  application  for  a  certificate  that  the  validity  of  the  patent 
has  been  in  issue  should  be  made  to  the  judge  who  tried  the  case, 
and  in  court  at  the  close  of  the  trial,  but  it  may  be  made  in 
chambers,  (fc)  Where  the  Court  of  Appeal  reverses  the  decision 
of  the  judge  below  the  Court  of  Appeal  may  grant  a  certificate,  (t) 

It  was  at  one  time  held  that  the  Vice-chancellor  of  Lancaster 
had  no  jurisdiction  to  give  such  a  certificate,  (j)  but  this  is  no 
longer  the  case,  (h) 

A  certificate  is  not  a  "judgment"  or  "order**  within  Section  19 
of  the  Judicature  Act,  1878,  and  no  appeal  lies  in  respect  of  the 
granting  or  refusal  of  it.  (J) 

Where  a  certificate  that  the  validity  of  a  patent  has  been  in 

matie  Ma4)him  Co.  y.  Knight,  6  B.  P.  C.  5  B.  P.  C.  404.    In  KwrU  v.  ^pence  (5 

120.    In  Morris  ▼.  Young  (12  R.  P.  C.  464,  B.  P.  0. 184X  Kekewioh,  J.,  held  it  oonld 

465),  the  House  of  Lozds  seem  to  have  not. 

doubted  the  propriety  of  doing  this.    Cf.  (g)  14  B.  P.  0.  892.   See,  also,  Haslam 

Garrard  y.  Edge,  6  B.  P.  C.  875,  where,  v.  HaU,  5  B.  P.  G.  1. 
infringement   being    proved,    the   judge  (h)  Judicature  Act,  1878,  s.  89. 

deoUned  to  go  into  the  issue  of  validity  («)  Cole  v.  Saqui,  6  B.  P.  G.  45  (a 

merely  to  enable  a  oertifloate  to  be  given,  certificate  as  to  particulars):    B.  S.  G. 

and  reftised  the  certificate.  Order  58,  rule  4. 
*  (o)  13  B.  P.  0.  615.  (J)  Prodtor  v.  SuUon,  5  B.  P.  0.  185. 

(d)  5  B.  P.  C.  27.  (fc)  53  &  54  Vict.  c.  23. 

(s)  BadiKihe  v.  LeftiffUin,  29  C.  D.  419.  Q)  Hadam  v.  Hall,  20  Q.  B.  D.  491 ; 

(/)  Crampton  v.  Pat  nt$  InoettmerU  Co.,  5  B.  P.  C.  144. 
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issue  has  once  been  granted,  the  Court  will  not  grant  another 
certificate  in  respect  of  the  same  patent  in  a  second  action,  (m) 

Where  a  certificate  has  been  given,  the  circumstance  that  the 
second  defendant  does  not  dispute  the  validity  of  the  patent  has 
been  held  to  be  no  reason  for  refusing  to  give  the  plaintiff  the 
benefit  of  his  certificate  and  costs  as  between  solicitor  and  client 
in  the  second  action,  (n) 

The  second  action  must  have  been  begun  subsequent  to  the 
giving  of  the  certificate,  otherwise  the  section  does  not  apply,  (o) 

The  judge,  however,  may  certify  in  the  second  action  that  the 
plaintiff  ought  not  to  have  solicitor  and  client  costs. 

In  Otto  V.  Steel,  where  the  patent  was  impeached  in  the  second 
action  on  grounds  different  from  those  taken  in  the  first,  Pearson,  J., 
refused  the  plaintiff  solicitor  and  client  costs,  although  he  held  a 
certificate  of  validity,  (p) 

In  the  Automatic  Weighing  Machines  Company  v.  the  National 
Exhibitions  Association,  {q)  Yaughan- Williams,  J.,  considered  that 
the  lax  manner  in  which  the  plaintiffs'  specification  was  drawn 
had  given  rise  to  the  litigation,  and  on  that  ground  refused  solicitor 
and  client  costs,  despite  the  plaintiffs'  success  in  a  previous  action. 

The  circumstance  that  the  defendant  in  the  subsequent 
action  has  acted  innocently,  and  with  no  knowledge  of  the  patent 
right,  is  also  a  good  ground  for  certifying  that  he  shall  not  pay 
solicitor  and  client  costs,  (r) 

Where  the  Court  thinks  that  the  action  is  vexatious,  and  that 
the  plaintiff,  though  technically  in  the  right,  ought  not  to  have 
persisted  in  his  action,  the  plaintiff  may  properly  be  deprived 
of  the  costs  to  which  the  certificate  would  otherwise  entitle 
him.  (a) 

But  here,  as  in  all  other  cases  where  a  discretion  is  given,  no 
hard  and  fast  rule  can  be  laid  down  to  fetter  its  exercise.  Usually 
in  the  absence  of  special  circumstances  the  Court  will  not  certify 
against  solicitor  and  client  costs  being  given  to  the  holder  of  a 

(m)  Edittm   ▼.  HcXLand,  6  B.  P.  0.  175. 

p.  2S7;  but  lee  Otto  y.  SUA.  8  B.  P.  G.  (o)  AfOamaUe  Weighing  MackineOo.  t. 

p.  120.  Hygimie  SoeiHy,  6  R.  P.  G.  p.  480;  L.  B. 

(n)  United  Telephone  J.  Townehend,  8  8  Eq.  308 ;  Automatte  Weighing  Machine 

B.  P.  0.  10 :  United  Telephone  y.  8t.  ▼.  Combined  Weighing  Machine,  6  B.  P.  G. 
George,  8  B.  P.  G.  339 ;   United  Telephone  126. 

y.  Pattenon,  6  B.  P.  C.  140  (in  thiB  case  (p)  OUo  y.  Steel,  8  B.  P.  C.  120. 

the  defendant  had  paid  £75  into  ooort)  (q)  8  B.  P.  C.  852. 

but  see  Gharles,  J.,  in  AuUmatie  Weighing  (r)  Boyd  y.  TootaJ,  11  B.  P.  G.  185. 

Machine  Co.  v.  Hygienic  SooiHy^  6  B.  P.  («)  Proelor  v.  SttUon,  5  B.  P.  G.  184. 

C.  480,  and  Boyd  v.  Tootal,  11  B.  P.  C. 
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certificate  of  validity ;  (t)  for,  in  the  absence  of  good  reason  to  the 
contrary,  he  is  entitled  to  such  costs,  (u) 

Coits  of  Particalars. — The  costs  of  particulars  of  breaches  and 
particulars  of  objection  are  specially  provided  for,  apart  from  the 
general  costs  of  the  infringement  action,  by  the  Patents  Act,  1883.  (v) 
Section  29  sub-sect.  6  enacts  that  on  taxation  of  costs,  regard 
shall  be  had  to  the  particulars  delivered  by  the  plaintiff  and  by 
the  defendant;  and  they  respectively  shall  not  be  allowed  any 
costs  in  respect  of  any  particular  delivered  by  them,  unless  the 
same  is  certified  by  the  Court  or  a  judge  to  have  been  proven,  or 
to  have  been  reasonable  and  proper,  without  regard  to  the  general 
costs  of  the  oase.  A  certificate  may  be  obtained  either  in  respect 
of  particulars  of  objection  or  particulars  of  breaches,  (w) 

The  application  should  be  made  at  the  trial,  to  the  judge  who 
tried  the  case.  It  may,  however,  be  made  within  a  reasonable 
time  after  ;(x)  but  if  so  made  the  costs  of  the  application  will 
not  be  allowed.  Although  the  Court  is  not  restricted  to  giving 
the  certificate  at  the  trial  only,  it  must,  before  deciding,  have 
materials  upon  which  to  do  so.  Therefore,  where  a  plaintiff 
discontinued  his  action  after  the  defence  had  been  delivered, 
Bomer,  J.,  declined  to  certify  that  the  defendant's  particulars  of 
objection  were  reasonable  and  proper,  as,  without  a  trial,  he  had 
no  means  of  judging  of  them,  (y) 

''  I  cannot  certify,''  said  the  learned  judge,  "  unless  I  have 
the  materials  before  me  which  enable  me  to  make  a  certificate ; 
that  is  to  say,  unless  I  know  sufficient  of  the  case,  and  what  is  to 
be  said  on  one  side  or  the  other,  to  enable  me  to  certify  that  these 
particulars  of  objection  are  reasonable.  Now,  as  a  fact,  I  have  no 
materials  before  me,  and  I  cannot  have,  unless  I  were  to  enter  into 
a  sort  of  half-trial  of  the  action,  and  that  I  cannot  do." 

At  the  same  time,  it  is  not  always  necessary  that  there  should 
have  been  a  trial  of  the  action  to  enable  particulars  to  be  certified. 
They  may  be  certified  without  being  proved,  if  the  judge  is  satisfied 

(0  Fahriquei  de  FroduiU  Chimique$  y.  (s)  Boufdife  ▼.  Morri$,  8  B.  P.  C.  145. 

Lafitte,  16  B.  P.  C.  p.  68.  In  this  case  judgment  was  given  on  Not. 

(«)  WeUbaeh  Ineandeicenl  €hu  Co.  v.  12,  and  a  Of  rtiflcate  granted  on  Maioh  29 

Daylight  Mantle  Co.,  16  B.  P.  0.  854.  foUowing.    VuekeU  v.  Satikey,  16  R.  P.  C. 

(«)  As  to  the  former  practioe,  see  15  &  857. 

16  Vict.  o.  83,  8.  43;  EonibaU  v.  Blumer,  (y)  Wilrox  A   Oihb§  t.  /omef,  14  B. 

10  Ex.  58a;  24  L.  J.  Ex.  11 ;  Batiey  v.  P.  C.  528 ;  [1897]  2  Ch.  71 ;  66  L.  J.  Ch. 

Kynooh,  L.  B.  20  Eq.  635.  525  ;  45  W.  B.  474  ;  see,  also,  BoihveU  ▼. 

(to)  Kane  y.  Quett,  16  B.  P.  C.  443;  King,  4  B.  P.  C.  899. 
Hanlam  y.  Ball,  5  B.  P.  C.  23. 
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that  they  are  reasonable  and  proper,  (z)  Some  interlocutory 
proceeding  may  have  been  taken  in  the  action,  and  evidence 
adduced,  from  which  the  Court  can  form  an  opinion  as  to  the 
propriety  or  reasonableness  of  the  particulars,  (a) 

Where  the  Court  has  felt  that  it  had  not  sufficient  materials  in 
which  to  judge  of  the  particulars,  it  has  sometimes,  as  a  term  of 
giving  leave  to  discontinue  the  action,  required  the  plaintiff  to  pay 
to  the  defendant  the  costs  of  his  particulars  of  objections,  as  if 
they  had  been  certified  to  be  reasonable  and  proper,  (b) 

Where  the  decision  of  the  judge  below  is  reversed  on  appeal,  a 
difficulty  may  arise  as  to  certifying  the  particulars. 

In  Morgan  v.  Windover,  the  Court  of  Appeal  affirmed  the 
decision  of  Kekewich,  J.,  in  the  plaintiff's  favour,  but  was  reversed 
by  the  House  of  Lords.  The  Lords  having  only  determined  the 
question  that  the  patent  was  invalid  for  want  of  subject-matter, 
the  defendants  applied  to  the  judge  below  for  a  certificate  that  they 
had  proved  their  particulars  of  objection.  Commenting  upon  the 
difficulty  in  which  he  was  placed  in  having  to  decide  the  point 
three  years  after  the  hearing,  Kekewich,  J.,  said  he  could  not 
re-hear  the  case  for  this  purpose,  but  must  do  the  best  he  could  in 
the  circumstances,  (c) 

IxL  the  later  case  of  Morris  v.  Young,  the  House  of  Lords 
themselves  granted  the  certificate  (d)  as  to  certain  particulars  of 
objection  considered  before  them. 

Where  the  Court  of  Appeal  reverses  the  decision  of  the  judge 
below,  it  can  certify  as  to  the  particulars  in  the  action,  just  as  the 
judge  who  tried  the  case  could  have  done,  (e) 

But,  if  it  dismisses  the  appeal,  it  would  seem  that  the  Court  of 
Appeal  cannot  vary  the  certificate  given  by  the  judge  below  as  to 
particulars ;  for,  the  certificate  being  neither  a  judgment  nor  an 
order,  apparently  no  appeal  will  lie  as  to  it  alone.  (/)  This  point 
has  not,  however,  been  expressly  decided  in  regard  to  particulars,  (g) 

In  every  case  the  question  must  arise  as  to  whether  the  Court 
to  which  the  application  is  made  has  sufficient  materials  upon 

(s)  PhilUp*  ▼.  Iva  OyeU  Co,,  7  R.  P.  in  Oerm  MtUing  Co.  ▼.  fio&tiuon,  8  R.  P.  C. 

0. 77.  260. 

(a)  See  the  case  last  cited ;  and  Stir-  (d)  12  R.  P.  C.  p.  465. 

ling,  J.,  in  MiddUton  v.  Bradley,  12  R.  P.  C.  (e)  CoU  v.  8aqui,  6  R.  P.  C.  41 ;  40  C. 

890.  D.  132 ;  R.  8.  C.  Order  58,  rule  4. 

(h)  Boake  v.   Stevetwm,  12  R.  P.   C.  (/)  Cf.  Badam  v.  HaU,  5  B.V.C,li^; 

228 ;  Bethd  v.  Gagey  14  R.  P.  C.  700,  £0  Q.  B.  D.  491  (certificate  of  validity). 

(o)  7  R.  P.  C.  446;  see  also  the  obser-  (g)  See  Lindley,  L.J.,  in  Oatsd  Co.  ▼. 

vations  of  the  Court  of  Appeal  in  Cole  ▼.  Cyanide  Co.,  12  R.  P.  C.  p.  805. 
Saqui,  40  0.  D.  p.  134 ;  and  of  Stirling,  J., 
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which  to  certify.  Where  the  Court  of  Appeal  has  decided  a  case 
on  one  issue,  it  has  refused  to  go  into  other  evidence  outside  that 
issue,  merely  in  order  to  inform  itself  as  to  whether  a  certificate 
for  particulars  ought  to  be  given,  (h) 

"  You  are  inviting  us,"  said  Lindley,  L.J.,  in  Longbottom  v. 
Shaw,(i)  "to  hear  a  great  number  of  objections  in  order  to  give 
you  costs.  If  we  had  heard  them,  we  should  know  all  about  the 
costs,  but  I  do  not  feel  disposed  to  investigate  those  points  for  the 
purpose  of  giving  costs." 

In  the  same  way,  the  judge  at  the  trial  has  frequently  refused 
a  certificate  in  regard  to  particulars  not  gone  into  before 
him,  through  the  action  being  disposed  of  on  some  other 
issue,  (j) 

In  MandeUberg  v.  Morley,  (k)  the  plaintiffs  submitted,  when  the 
case  was  called  on,  to  have  their  action  dismissed  with  costs. 
Stirling,  J.,  refused  to  give  the  defendants  a  certificate  for  their 
particulars  of  objection. 

In  Badham  v.  Bird,  (!)  the  defendants  were  allowed  a  certificate 
for  such  particulars  as  had  been  used  by  them  on  cross- 
examination. 

Where  the  Court  has  been  satisfied,  however,  that  it  was  just 
and  reasonable,  under  the  circumstances  of  the  litigation,  that  the 
particulars  should  have  been  given,  it  has  allowed  such  par- 
ticulars, notwithstanding  their  not  having  been  gone  into  at 
the  trial. 

Where  a  certificate  is  not  given  as  to  particulars,  the  parties, 
in  the  absence  of  any  special  direction  to  the  contrary,  bear 
their  own  costs ;  for,  being  outside  the  general  costs  of  the  action, 
the  taxing  master  has  no  power  to  enquire  into  the  particulars. 
Where,  therefore,  one  party  thinks  that  he  has  been  put  to  costs 
by  improper  and  vexatious  particulars  delivered  by  the  other,  he 
ought  to  apply  to  the  Court  to  direct  the  taxing  master  to  see 
whether  any  proceedings  have  been  taken  improperly  by  the  other 
side,  and  to  direct  that  he  shall  get  the  costs  occasioned  by  such 
improper  proceedings,  (wi) 

It  is  not  necessary  that  the  party  applying  for  a  certificate 
should  be  entitled  to  the  general  costs  of  the  action.  A  certifi- 
cate may  be,  and  often  is,  given  to  the  losing  party  where  the 

(h)  LongboUcm  ▼.  Shaw,  6  R.  P.  C.  143 ;  (k)  12  R.  P.  C.  35 ;  64  L.  J.  Ch.  245. 

Boyd  T.  Horrockt,  6  R.  P.  C.  162.  (I)  5  R.  P.  C.  288. 

(0  Page  H7.  (m)  Qarrard  v.  Edge,  7  R.  P.  C.  139. 
0)  Newium  v.  afonn,  7  R.  P.  C.  307. 
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SQccessfal  litigant  has  contested  matters  in  respect  of  which  he 
has  proved  to  be  in  the  wrong,  (n) 

In  granting  certificates  under  Section  29  of  the  Patents  Act, 
1888,  the  Court  aims  at  securing  to  the  party  delivering  the 
particulars  the  costs  of  everything  reasonably  and  properly 
inserted  in  them,  although  such  party  may  fail  to  prove  the 
specific  objection  under  which  the  detailed  particulars  may  be 
ranged,  (o) 

Costs  of  Separate  Issues. — Where,  as  will  usually  be  the  case  in 
patent  actions,  separate  issues  in  law  or  fact  are  involved,  the 
costs,  unless  otherwise  ordered,  follow  the  event  on  each  particular 
issue.  ( J)) 

In  Badische  AniUn  v.  Levinstein,  (q)  the  infringement,  though 
denied  by  the  defendants,  was  proved  at  the  trial,  but  the  patent 
was  found  invalid  on  appeal  The  Court  of  Appeal,  whilst  giving 
the  defendants  the  general  costs  of  the  action,  upheld  the  certificate 
of  Pearson,  J.,  that  the  plaintiffs  had  proved  their  particulars  of 
breaches. 

"It  seems  to  me,"  said  Bowen,  L.J.,  ''that  without  laying 
down  any  hard  and  fast  line,  or  trying  to  fetter  our  discretion  at 
a  future  period  in  any  other  case,  we  are  acting  on  a  sensible  and 
sound  principle,  namely,  the  principle  that  parties  ought  not,  even 
if  right  in  the  action,  to  add  to  the  expenses  of  an  action  by 
fighting  issues  in  which  they  are  in  the  wrong.  It  may  be  very 
reasonable  as  regards  their  own  interests,  and  may  help  them  in 
the  conduct  of  the  action,  that  they  should  raise  issues  in  which 
in  the  end  they  are  defeated ;  but  the  defendant  who  does  so  does 
it  in  his  own  interest,  and  I  think  he  ought  to  do  it  at  his  own 
expense."  (r) 

Costs  on  Higher  Scale. — Under  Order  LXY.,  rule  9  of  the  Rules 
of  the  Supreme  Court,  costs  on  the  higher  scale  may  be  allowed 
either  generally  or  as  to  any  particular  application  made  or 
business  done  in  any  cause  or  matter,  if  on  special  grounds  arising 
out  of  the  nature  and  importance  or  difiGiculty  or  urgency  of  the 


(n)  L.  B.  29  C.  D.  419;  2  R.  P.  C.  118.  Court  of  Appeal  and  with  the  Taxing 

See,  also,  as  to  apportioning  coets,  Weg-  Masters ;  see  Ca^tner-Kdlner  AUtaU  Co, 

fnann   y.    Coror>ran,  27    W.  B.  357;    of.  v.   Commereial  Corporatioti^  Limited,  16 

Nordenfelt  v.    Gardner,   1   B.  P.  C.  75;  B.  P.  C.  p.  276;  [1899]  1  Ch.  803;  68  L.  J. 

FooUsy  V.  Voint<m,  2  B.  P.  C.  173 ;  Kane  v.  Ch.  402 ;  80  L.  T.  476 ;  47  W.  B.  534. 
Que9t  &  Co.,  16  B.  P.  0.  448.  (p)  B.  S.  C.  Order  65,  nile  2. 

(o)  This  was  t«t«te<l  to  be  the  oorrect  (g)  L.  B.  29  C.  D.  866;  2  B.  P.O.  118. 

working  rule  by  Lindhj,  M.B.,  after  con-  ^r)  29  C.  D.  p.  419. 

snltation  with  the  other  menibcm  of  the 
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case,  the  Court  or  a  judge  shall  so  order  or  direct  the  taxing 
master. 

No  appeal  usually  lies  on  a  mere  question  of  costs ;  but  where 
costs  depend  on  conditions  an  appeal  lies  as  to  whether  such 
conditions  exist.  Hence,  an  appeal  lies  under  this  order  as  to 
whether  special  grounds  exist  enabling  the  judge  to  order  costs 
on  the  higher  scale.  Where,  however,  the  Court  of  Appeal  finds 
that  such  grounds  exist  they  will  not  interfere  with  the  exercise  of 
the  judge's  discretion,  (s) 

Special  reason,  then,  must  be  shewn  before  costs  on  the  higher 
scale  can  be  given,  (t) 

The  circumstance  that  an  action  involves  a  quantity  of 
scientific  evidence,  or  necessitates  special  knowledge  on  the 
part  of  those  concerned  in  it,  is  such  special  reason,  (v)  But 
where  the  enquiry  is  one  of  fact  only,  and  not  scientific,  costs 
should  not  be  given  on  the  higher  scale,  (w) 

It  may  happen,  however,  that  although  the  case  could  have 
been  tried  without  scientific  witnesses,  the  conduct  of  one  side  in 
bringing  such  witnesses  has  compelled  their  opponents  to  do 
likewise ;  in  such  case  the  opponents  if  successful  may  properly  be 
awarded  costs  on  the  higher  scale,  (x) 

On  the  other  hand,  where  the  necessity  for  the  scientific 
evidence  arose  from  the  unfortunate  wording  of  the  specification, 
Vaughan- Williams,  J.,  refused  to  give  the  plaintiff  costs  on  the 
higher  scale,  (y) 

In  Fraser  v.  Brescia  Steam  Tramways  Company,  (z)  Kekewich, 
J.,  said  that  the  difficulty  of  a  case  meant  difficulty  from  a 
professional  point  of  view,  that  is,  whether  the  case  was  one 
requiring  greater  industry,  greater  learning,  and  more  time  and 
expense  than  the  majority  of  cases.  Thus,  a  case  involving  a  long 
examination,  preparation  of  models,  and  expert  evidence,  is  a 
proper  case  for  costs  on  the  higher  scale,  (a) 

Similarly,  in  Farbenfabriken  v.  Bowker,  Homer,  J.,  gave  costs 
on  the  higher  scale,  on  the  ground  that  the  case  was  one  of  great 

(0  Paine  v.  ChiMhi^lm,  [1891]  1  Q.  B.  R.  P.  C.  64. 

531.  (w)  American    Braided    Wire    Co,  v. 

(0  Oraflon  v.  Wat9on,5l  L.  T.  (N.  S.),  Thornton,  44  C.  D.  296 ;  7  B.  P.  C.  163. 

145  (per  Lindley,  L.J.).  (»)  EUingtan  v.  Garh,  5  R.  P.  C.  328 ; 

(v)  Moedey  ▼.  Victoria  BuWer  Cb.,  4  58  L.  T.  (N.  S.),  822. 

B.  P.  C.  p.  255;  57  L.  T.  (N.  S.X  148;  (y)  TTcnAam  r    Champion,  8  R.  P.  C. 

Edieon  v.  BoOand,  A  R.  P.  (\  483 ;  flop-  320. 

kin9on  v.  St,  Jamee  Lighting  Co.,  10  B.  P.  C.  («)  56  L.  T.  (N.  S.),  p.  772. 

62  ;  Mairhead  ▼.  0»mmerieal  Cable  Co.,  12  («)  Wenham  v.  May,  4  R.  P.  C.  810. 
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difficulty,  involving  much  trouble  to  the  solicitors  and  other  persons 
engaged  in  it.  (b) 

The  simplicity  of  a  case  when  it  comes  into  court  may  be  due 
to  the  expenditure  o^  unusual  time  and  trouble  out  of  court  in 
overcoming  difficulties  and  clearing  the  issues.  In  such  case  costs 
on  the  higher  scale  may  properly  be  given,  (c) 

Where  successful  appellants  did  not  at  the  hearing  of  the 
appeal  ask  for  costs  on  the  higher  scale,  but  moved  for  such  costs 
subsequently,  the  Court  of  Appeal,  although  allowing  higher  costs, 
gave  no  costs  of  the  motion,  as  the  application  should  have  been 
made  when  the  appeal  was  heard,  (d) 

Stay  of  Execution  pending  Appeal. 

Stay  of  iDJimotioit — Sometimes  the  defendant  applies  for  a  stay 
of  execution  pending  appeal.  An  appeal  does  noi  in  itself  operate 
as  a  stay,  (e)  and  the  general  rule  is  that  in  the  case  of  an  injunc- 
tion a  stay  will  not  be  granted.  (/)  But  each  case  depends  largely 
upon  its  own  special  circumstances.  If  a  stay  is  granted  as  to 
the  injunction,  the  defendant  will  generally  be  put  on  terms  to  keep 
an  account,  (g)  Sometimes  the  injunction  is  suspended  by  consent, 
the  defendants  undertaking  to  keep  an  account. 

If  the  defendant  is  engaged  in  executing  orders  for  the  article 
complained  of,  and  the  question  of  infringement  is  one  of  difficulty 
and  doubt,  the  Court  is  more  disposed  to  stay  the  injunction 
pending  appeal,  (h) 

In  Proctor  v.  Bennis,  Cotton,  L.J.,  said :  "This  is  an  applica- 
tion to  stay  the  execution  of  a  judgment  pending  an  appeal  to  the 
House  of  Lords.  I  say  stay  the  execution,  because  restraining  the 
plaintiffs  from  putting  in  force  the  injunction,  or  saying  that  it  is 
not  to  be  put  in  force  pending  that  appeal  to  the  House  of  Lords, 
is  staying  execution.  In  my  opinion,  on  the  facts  before  us,  there 
is  no  case  for  that  at  all.  If  it  appeared  that  the  defendant  Bennia 
was  now  making  machines  which  we  have  decided  to  be  an  infringe- 
ment of  the   plaintiff's  patent,  then,  in   order  not  to  stop  his 

(6)  8  R.  P.  C.  S97.  (g)  Hooking  v.  Fraaer,  3  R.  P.  C.  7 ; 

(c)  Fra$er  v.  Brescia  Steam  Tramways  Kaye  v.  Chuhb,  4  R.  P.  C.  27 ;  Lffon  v. 
Co.,  56  L.  T.  (N.  B.)  771.  See,  also,  Dames  Goffdard,  10  R.  P.  C.  136 ;  North  British 
V.  Daffies,  56  L.  J.  Ch.  486.  Rubber  Co.  v.  Mackintosh,  11  R.  P.  C.  489 ; 

(d)  Automatic  Weighing  Machine  Go,  Ducketts  v.  Whitehead,  12  R.  P.  C.  191 ; 
V.  Combined  Weighing  Machine  Co.,  6  National  Opalite  Syndicate  v.  CeraUte 
R.  P.  C.  372.  Syndicate,  18  R.  P.  C.  658. 

(c)  R.  S.  C.  Order  58,  rule  16.  (h)  DuoketU  v.  Whitehead,  12  R.  P.  C. 

(J)  Otto  V.  SteeU,  3  R.  P.  C.  121.  191 ;  Boyd  v.  Horrocks,  5  R.  P.  C.  580. 
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manufacture  of  those  machines  while  the  question  is  still  before 
the  House  of  Lords,  I  think  it  might  be  right,  subject  to  terms,  to 
stop  the  injunction  being  enforced ;  but  it  appears  to  me  that  the 
object  is  to  prevent  the  effect  of  our  judgment  deterring  those  who 
would  otherwise  buy  machines,  he  saying  he  is  not  now  making 
any  of  the  machines.  In  my  opinion,  therefore,  there  is  no  reason 
for  granting  this  stay."  (i) 

But  where  defendants,  after  warning  that  they  were  infringing 
a  patent,  accepted  orders,  and  proceeded  to  execute  them  deliber- 
ately, with  their  eyes  open,  the  Court  refused  a  stay  (the  plaintiffs 
standing  on  their  strict  rights),  although  the  orders  under  execution 
were  for  public  authorities,  and  it  would  have  been  a  convenience 
to  the  public  to  grant  it.  (j) 

In  Nordenfelt  v.  Gardner,  (k)  the  injunction  was  stayed  so  far 
as  related  to  the  defendants  supplying  arms  to  the  Government. 

In  Hopkinson  v.  St.  James's  Company,  (J)  the  injunction,  in  con- 
sequence of  the  inconvenience  the  public  would  suffer  if  it  were 
immediately  enforced,  was  suspended  for  six  months,  an  account 
of  profits  being  kept  meanwhile. 

Enquiry  as  to  Damages. — Sometimes  the  Court,  while  refusing 
to  stay  the  injunction,  will  grant  a  stay  as  to  the  enquiry  into 
damages  or  the  account,  (m)  on  condition  that  notice  of  appeal  is 
given  within  a  fortnight,  or  some  other  specified  time,  (n) 

In  the  Automatic  Retort  Company  v.  Mayor,  etc.,  of  Salford,  the 
enquiry  as  to  damages  was  allowed  to  proceed,  but  the  judge 
directed  the  amount  found  to  be  paid  into  Court  if  the  appeal  was 
still  pending,  (o) 

Costs. — A  stay  is  not  generally  granted  as  to  costs,  the  usual 
practice  being  for  the  defeated  party  to  pay  over  the  costs  awarded 
against  him  if  taxation  is  completed  before  the  appeal  is  heard — 
the  solicitor  of  the  other  party  undertaking  to  return  them  if  the 
appeal  is  allowed,  {p) 

Stay  by  the  Court  of  Appeal. — An  application  for  a  stay  pending 

(0  4  B.  P.  C.  863.  Tyre  Oo,  T.  Leicetier  Co.,  16  B.  P.  C.  50. 

CO  Lyon  T.  Qoddard,  10  B.  P.  C.  348.  (o)  14  B.  P.  0.  472. 

(Jc)  1  B.  P.  G.  63.  (p)  Ticket   Punch   Oo.  T.  OoOoy,  12 

(I)  10  B.  P.  C.  62.  B.  P.  C.  p.  10 ;  Deelej/'i  Patent,  12  B.  P.  0. 

(m)  Bumphenon  t.  8yer,  4  B.  P.  C.  189 ;  75 ;  Muirhead  t.  Cammereidl  CdNe  Co.,  12 

aiddsll  y.  Vieken,  5  B.  P.  G.  101 ;  Brooke  B.  P.  C.  64 ;    Chadbum  t.  Meohan,  12 

T.  Lamplugh,  14  B.  P.  G.  620.  B.  P.  G.  135;    AuUmatie  Retort  Co.  t. 

(fi)  Hooking  y.  Frater,  8  B.  P.  G.  7;  Salford,  14  B.  P.  G.  472;  Cattner-KeUner 

Pneumalie  Tyre  Co.  y.  Leieeeter  Tyre  Co.,  Co.    y.     The     Commercial     Corporation^ 

15  B.  P.  G.  p.  168;  Preeto  Gear  Caee  Co.  y.  Limited,l5  B.  P.  G.  662;  Diek  r.  EOam, 

Simplex  Co.,  15  B.  P.  G.  644 ;  Pneumatie  16  B.  P.  G.  424. 
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an  appeal  to  the  Court  of  Appeal  will  not  be  entertained  by  that 
Court,  unless  it  has  first  been  made  to  the  Court  below,  (q) 

The  Court  of  Appeal  will  not  grant  a  stay  of  execution  pending 
an  appeal  to  the  House  of  Lords,  unless  the  circumstances  of  the 
case  are  exceptional,  (r) 

In  the  North  British  Bubber  Oompany  v.  OormuUtf,  («)  a  stay 
was  granted  for  three  weeks,  £500  being  paid  into  Court  by  the 
appellants ;  but  the  Court  intimated  that  whatever  the  result  of 
an  application  to  the  House  of  Lords  might  be  the  Court  of  Appeal 
would  not  itself  extend  the  stay  lightly. 

Where  a  stay  is  desired  pending  an  appeal  to  the  House  of 
Lords,  the  intending  appellant  should  not  apply  at  the  conclusion 
of  the  hearing,  but  move  for  a  stay  on  some  subsequent  day.  (t) 

Appeal. 

When  an  Appeal  Liei. — An  appeal  lies  to  the  Court  of  Appeal 
under  Section  19  of  the  Judicature  Act,  1873,  from  any  judgment 
or  order — and  by  the  interpretation  clause,  '' judgment"  includes 
"decree,"  and  "order"  includes  "rule;"  but  no  appeal  lies  in 
respect  of  a  certificate.  "  At  the  time  the  Act  of  1878  was 
passed,"  said  Fry,  L. J.,  in  Haslam  v.  Hall,  "  there  was  another 
well-known  method  of  expressing  judicial  determinations,  namely, 
by  certificate.  For  instance,  certificates  under  the  Patent  Act  had 
been  enforced  by  the  various  Statutes  for  many  years — certainly 
since  the  Statutes  of  William  lY. ;  there  were  certificates  as  to 
special  juries,  there  were  certificates  if  an  action  was  brought  to 
try  a  right  under  3  <b  4  Vict.,  and  there  were  certificates  on 
summonses — properly  attended  by  counsel.  In  all  these,  and 
I  dare  say  many  other  instances,  certificates  were  known,  and  if 
the  legislature  had  been  minded  to  give  a  right  of  appeal  in  respect 
of  those  certificates  it  clearly  would  have  been  expressed  in  the 
Statute.  The  Statute  is  silent  as  to  them,  and,  in  my  judgment, 
there  is  no  right  of  appeal."  (u) 

So  likewise  there  is  no  right  of  appeal  as  to  a  question  of  costs 

(9)  B.  S.  G.  58,  rale  17;    Yoting  t.  y.BoburUe  Oo,,l2U.F.C.i!83.  See,alao, 

Kenhaw,  Ttmet,  Aug.  9, 1899.  Penn  v.  Bibby,  L.  B.  3  Bq.  308. 

(r)  Cattner-KeUner  Alkali  Co.  ▼.  Oom^  (•)  Sapra  ;    of.  Luca$  y.   MiUer^  17 

mereidl  Corporation,  Limited,  16  B.  P.  C.  B.  P.  0.  165. 

251 ;  Ly<m  v.  Ooddard,  10  B.  P.  C.  350  (0  ProtAor  y.  BmnU,  4  B.  P.  C.  368; 

(per  Esher,  M.B.):  Proeior  y.  Bmni*,  4  Lyon  y.  Goddard,  10  B.  P.  C.  848;  Lan- 

B.  P.  C.  368 ;  Edge  v.  Johnson,  9  B.  P.  C.  eathire    Explonves    Co.    y.    Roburite,    12 

142;   JohMon  r.  Edge,  9  B.  P.  C.  IftO;  B.  P.  C.  483. 
North  BriHik  Rubber  Co.  y.  OormuUy,  14  (u)  5  R.  P.  C.  145. 

B.  P.  C.  302,  303;  Lancashire  h'xploeivee 
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merely,  (i;)  But  wbare  costs  depend  on  some  special. grounds,  as, 
e.g.  where  costs  on  the  higher  scale  are  awarded,  the  Court  of 
Appeal  wQl  reyiew  the  judge's  decision,  so  far  as  to  determine 
whether  or  not  such  special  grounds  in  fact  exist,  but  not  so 
as  to  question  the  discretion  of  the  judge  in  acting  upon  them,  if 
found,  {w) 

To  give  an  unrestricted  right  of  appeal  the  judgment  or  order 
must  be  final — ^if  it  is  merely  interlocutory  no  appeal  lies  without 
leave ;  {x)  for  which  application  must  first  be  made  to  the  Court 
below ;  if  refused  there,  the  application  may  be  renewed  in  the 
Court  of  Appeal,  (y)  But  the  Court  of  Appeal  will  not  grant  leave 
if  it  has  not  first  been  sought  from  the  judge  below.  (2;) 

Although,  as  above  stated,  the  general  rule  is  that  no  appeal 
lies  from  an  interlocutory  order  without  leave,  yet,  if  the  application 
is  for  an  injunction  or  a  receiver,  leave  is  not  necessary,  (a) 

Practice  on  Appeals. — All  appeals  to  the  Court  of  Appeal  are 
by  way  of  re-hearing.  But  this  does  not  mean  that  the  Court 
will  re-hear  the  case,  and  judge  of  the  witnesses  and  evidence 
as  a  Court  of  first  instance  would  do.  (6)  Appeals  are  brought 
by  notice  of  motion  in  a  summary  way.  (c) 

Notice  of  appeal,  in  the  case  of  a  final  order,  must  be  given 
before  the  expiration  of  three  months  from  the  decision  appealed 
from;(d)  if  the  order  is  interlocutory,  before  the  expiration  of 
fourteen  days,  (e)  But  the  Court  of  Appeal  may  by  special  leave 
extend  the  time.  The  time  for  appealing  is  calculated  in  the  case 
of  an  order  in  chambers  from  the  time  when  it  was  pronounced, 
or  when  the  appellant  first  had.  notice  of  it ;  in  other  cases,  from 
the  time  when  the  judgment  or  order  is  signed,  entered,  or  other- 
wise perfected;  in  the  case  of  applications,  from  the  date  of 
refusal.  (/) 

The  notice  is  in  the  case  of  any  judgment,  or  of  a  final  order, 
a  fourteen  days'  notice.  In  the  case  of  appeal  from  an  interlo- 
cutory order  it  is  a  four  days'  notice,  (jf) 

(«)  Jndicatme  Act,  1873,  ■.  49.  (<l)  B.  S.  G.  Order  58,  rale  15. 

(to)  Paine  t.  OhUkoHm,  [1891]  1  Q.  B.  (a)  Ibid. 

581.  (/)  Ibid.     Where  part  of  the  relief 

(z)  Judioatore  Act,  1894,  b.  1  (b).  suught  is  granted  and  part  refused  the 

(y)  Ibid.  appellant  is  entitled  to  see  the  exact  form 

(s)  B.  S.  C.  Order  58,  role  17 ;   Young  of  order  before  deciding  whether  he  will 

T.  K^Tthaw^  TimeSy  Aug.  9,  1899.  appeal  or  not,  unless  the  eimplioitj  of  the 

(a)  Judicature  Act,  1894,  s.  1  (b,  iL).  order  renders  this  nnnccessiiry ;  see  Shel/er 

(b)  Hagifentnacher  v.  Waiton,  14  B.  P.  t.  CUy  of  Ijondm  Cr>.,  [1895]  1  Ch.  287. 
C.  p.  684.  (sf)  B.  S.  C.  Onler  58,  rale  8. 

(0)  B.  S.  C.  Order  58,  rule  1. 
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If  a  respondent  gives  notice  of  a  cross  appeal  the  periods  of 
notice  are  respectively  eight  and  two  days,  (h) 

The  appellant  may  appeal  from  all  or  part  only  of  the  judg- 
ment or  order.  If  from  part  he  must  specify  what  the  part  is 
of  which  he  complains,  (t) 

The  grounds  of  appeal  need  not  be  specified  in  the  notice, 
unless  a  new  trial  is  asked  for,  in  which  case  it  will  apparently 
be  safer  to  set  out  the  grounds.  ( j) 

Evidence  and  Amendment — If  on  appeal  it  is  desired  to  refer 
to  the  oral  evidence  given  below,  the  appellant  should  apply  to 
one  of  the  judges  of  the  Court  of  Appeal  through  his  clerk,  to  ask 
the  judge  who  tried  the  case  to  send  to  the  Court  of  Appeal  a 
copy  of  his  notes.  If  this  has  not  been  done  the  appeal  will  be 
ordered  to  stand  over  at  the  appellant's  cost,  (k) 

The  Court  of  Appeal  will  not  look  at  a  shorthand  note  of  the 
evidence  taken  by  a  clerk  of  one  of  the  solicitors  in  the  action. 
A  shorthand  note  to  be  referred  to  must  have  been  taken  by  a 
professional  shorthand  writer.  (2) 

The  Court  of  Appeal  has  all  the  powers  of  amendment  that 
a  judge  of  the  High  Court  would  have  had,  and  has  a  full  discre- 
tion to  admit  on  the  hearing  of  the  appeal  further  evidence  as  to 
questions  of  fact.  It  may  make  any  order  that  the  judge  below 
might  have  made,  and  any  further  order  that  the  nature  of  the 
case  may  require,  (m) 

Its  jurisdiction  in  the  case  of  a  patent  action  is  just  the  same 
as  in  the  case  of  any  other  appeal,  (n) 

The  Court  of  Appeal  will,  however,  only  admit  fresh  evidence 
on    appeal   reluctantly ;  (o)    and    special    grounds  for  doing    so 

{h)  B.  S.  G.  Order  58,  rule  7.    He  need  agreement  that  they  shaU  be  ooets  in  the 

not  do  so,  however,  if  he  does  not  piopoee  action :  Mo9eUy  y.  Vidoria  BM)er  Co^  4 

to  contend  that  the  order  below  ahonld  be  B.  P.  G.  255. 

varied.  (m)  Order  58,  rule  4 ;  Shoe  Maehimrff 

(0  B.  8.  0.  Order  58,  rule  1.  Co.y.  OuUan,  [1896]  1  Oh.  111.    It  may 

(J)  B.  S.  G.  Order  89,  rule  8.    This  grant  a  certificate  aa  to  particulars ;  see 

rule  was  made  when  these  appeals  were  Cole  v.  Saqvi,  6  B.  P.  G.  45;  L.  B.  40 

heard  by  a  Divisional  Gourt ;  now  they  go  G.  D.  182. 

direct  to  the  Oonrt  of  Appeal :  Judicature  (n)  Shoe   Maehinery    Co,    v    OuUan^ 

Act,  1890,  B.  1.  supra.    Per  Smith,  L.J.,  pp.  Ill,  112.    As 

(k)  EUingUm  v.  Clark,  88  G.  D.  882.  to  an  appeal   against  an  injunction  by 

(I)  As  the  Gourt  of  Appeal  will  not  defendants  who  have  become  bankrupt, 

allow  the  costs  of  a  shorthand  note  of  see  United  Tdepftone  Co.  v.  Baetano^  31 

more   than    the   Judgment,    the    parties  G.  D.  680. 

should  agree  before  trial  as  to  how  the  (o)  WcUker  y.  Hydro-Carbon  Syndicate, 

costs  of  the  note  of  the  evidence  shall  be  8  B.  P.  G.  254. 

met.    The  l)est  mode  would  seem  to  be  an 
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must  always  be  shewn,  (p)  Discassing  what  circumstances  would 
amount  to  special  grounds,  Lindley,  L.J.,  in  Hinde  V.  Osborne, 
said:  '^I  cannot  understand  that  as  meaning  that  the  Court  of 
Appeal  ought  to  grant  leave  to  adduce  fresh  evidence  simply 
because  a  man  has  failed  at  the  trial  and  he  thinks  he  can  get 
more  evidence,  which,  if  he  had  got  it  before,  would  have  enabled 
him  to  succeed  on  the  trial.  That  cannot  be.  There  must  be  some 
ground  shewn  to  satisfy  the  Court  that  there  is  some  evidence 
now  forthcoming  which,  with  due  diligence,  he  could  not  have 
got,  and  it  must,  moreover,  in  accordance  with  the  usual  practice, 
be  evidence — not  merely  the  swearing  by  affidavits  or  anjrthing 
of  that  kind — but  something  in  the  nature  of  the  production  of 
a  lost  document,  or  something  of  that  sort,  which  will  not  expose 
the  parties  to  a  mere  flood  of  affidavits  made  up  to  meet  the  blots 
and  the  defects  which  have  been  disclosed  upon  the  first  trial."  (q) 

When  the  evidence  proposed  to  be  admitted  on  appeal  had 
been  used  in  the  Court  below  for  cross-examination  purposes, 
leave  was  refused,  (r)  Where  the  defendant  had  deUberately 
elected  below  to  raise  only  the  question  of  infringement,  the 
Court  of  Appeal  refused  to  admit  evidence  to  prove  the  invalidity 
of  the  patent.  («) 

Allegations  of  counsel  that  witnesses  below  were  acting  in  con- 
spiracy, unsupported  by  anything  appearing  on  the  evidence,  afford 
no  ground  for  admitting  further  evidence  on  the  appeal,  (t) 

In  Spencer  v.  Ancoata  Company,  (u)  on  a  motion  for  sequestra- 
tion and  committal,  leave  was  given  to  file  further  evidence,  the 
other  side  to  have  an  opportunity  of  replying  to  it ;  and  both  sides 
to  be  entitled  to  cross-examine  on  the  new  affidavits  before  an 
examiner,  if  they  so  desired. 

Security  for  Costs. — Where  a  respondent  desires  to  get  security 
for  the  costs  of  the  appeal,  he  ought  to  apply  to  the  appellant 
before  moving  for  security,  (v)  An  uncontradicted  affidavit  that 
the  appellant  has  given  a  bill  of  sale  on  all  his  visible  property 
is  sufficient  evidence  to  induce  the  Court  to  order  security  to  be 
given,  {w)  In  Garrard  v.  Edge,  on  this  evidence  j£20  was  ordered  to 
be  paid  into  court  as  security  for  the  costs.  But  no  costs  of  the 
motion  were  given,  (x) 

ip)  B.  8.  G.  Order  58,  rule  4.  0.  p.  634  (per  Lord  Eaher). 
(q)  2  R.  P.  C.  p.  47.  («)  6  R.  P.  C.  54,  55. 

(r)  Walker  t.  Hydr<hCarb<m  SyndieaU,  (v)  Garrard  t.  Edge,  7  B.  P.  G.  144. 

8  B.  P.  G.  253  (10)  Ibid, 

(f)  Binde  v.  Oabome,  2  B.  P.  G.  47.  (a;)  Ibid. 

It)  Haggenmaeher  y.  WaUan,  14  B.  P. 

2o 
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An  intending  appellant  may  advertise  for  trade  subscriptions 
in  support  of  his  appeal,  and  also  for  evidence  to  prove  anticipa- 
tion, and  offer  a  reward  therefor  without  committing  a  contempt 
of  court,  (y) 

Appeal  to  the  Honie  of  Lordi. — From  any  order  or  judgment 
of  the  Court  of  Appeal  an  appeal  lies  to  the  House  of  Lords.  («) 
Such  appeal  must  be  brought  within  a  year,  (a) 

In  the  American  Braided  Wire  Company  v.  Thomson,  the  Court 
of  Appeal  declined  to  allow  the  appellants  to  pay  the  damages, 
pending  an  appeal  to  the  House  of  Lords,  into  court  instead  of  to 
the  plaintiffs.  Such  an  order  will  not  be  made  unless  the  Court 
of  Appeal  is  satisfied  that  the  appeUant  will  probably  not  be 
able  to  get  the  money  repaid  in  the  event  of  the  appeal  being 
successful."  (b) 

Where  an  application  for  this  purpose  is  made,  it  ought  to  be 
by  separate  motion  (c) 

The  Court  of  Appeal  will  not,  unless  the  circumstances  are 
exceptional,  grant  a  stay  of  execution  pending  an  appeal  to  the 
House  of  Lords,  (d)  The  fact  that  the  plaintiff's  patent  is  about 
to  expire  is  not  by  itself  a  ground  for  granting  such  stay  of 
execution,  (e) 

(y)  Plating  Oo.  t.  Farquhanon,  17  G.  (&)  7  B.  P.  0. 168. 

D.  49.  (o)  IMd. 

(i)  Appellate  JuriBdiotion  Act,  1876,  (<Z)  Bee    caaee    cited    ante,    p.    558, 

■.  1.    See  FormB  of  Notice  and  Petition  note  (r). 

of  Appeal  to  the  Honse  of  Lords,  Ap-  (0)  Taylor  r.  Annamd,  16  T.  L.  B.  84, 

pendix  lY.  post.  p.  86.    In  Limmm  y.  iftOar,  17  B.  P.  G.  165, 

(a)  Standing     Orders,     Not.,     1867,  a  stay  was  granted. 
Order  1. 


ACTION   FOB  THRBAXa  563 


CHAPTER  XXni. 

REMEDIES  OF  THE   PUBLIC. 

1.  Actum  against  the  Patentee  for  Threats, 

Eemedy  under  the  Statute  of  Monopolies. — Inasmuch  as  grants  to 
inventors  are  not  guaranteed  by  the  Crown,  but  always  liable 
to  be  defeated  if  shewn  to  be  contrary  to  law,  it  is  manifest  that 
threats  issued  by  a  patentee  against  persons  whom  he  believes  to 
be  infringing  his  monopoly  are  issued  at  the  peril  of  the  patentee, 
and  may  be  totally  unjustifiable.  Hence,  a  legal  remedy  is 
obviously  required  for  the  protection  of  the  public,  in  cases  where 
the  person  issuing  such  threats  proves,  when  challenged,  to  have 
no  valid  patent  right  to  support  his  pretensions. 

Section  4  of  the  Statute  of  Monopolies  (a)  might  have  been 
supposed  to  provide  such  a  remedy.  For  by  that  section  it  is 
enacted  that  any  person  hindered,  grieved,  disturbed,  or  disquieted 
by  pretext  of  any  monopoly  or  letters  patent,  may  have  his  remedy 
by  action  at  the  common  law  upon  that  Statute  for  treble  damages 
and  double  costs.  No  advantage,  however,  seems  to  have  been 
taken  of  this  remedy  by  the  public,  as  the  early  reports  do  not 
contain  any  reference  to  a  decision  under  this  section,  (6)  and 
although  it  is  still  unrepealed,  the  legislature  has  recently  pro- 
vided another  remedy  by  Section  82  of  the  Patents  Act,  1888. 
Prior  to  that  Act  the  Courts  had  held  that  an  action  for  damages 
and  an  injunction  would  lie  (independently  of  any  express  enact- 
ment) against  a  patentee  who  malajide  issued  threatening  circulars 
containing  untrue  statements,  (c)    In  such  action,  however,  it  was 

(a)  21  Jao.  L  a  S.  See  Peek  ▼.  HindMy  14  T.  L.  B.  164 ;  15 

(b)  A  recent  attempt  to  enforce  the      B.  P.  C.  113. 

proTuions  of  s.  4  of  2L  Jaa  I.  c.  8  was  not  (o)  Wren  ▼.  Wield^  L.  B.  4  Q.  B.  730 ; 

viewed  with  favour  by  the  Court;  Mathew,  38  L.  J.  Q.  B.  327;  BumeU  y.  Tak,  45 

J.,  holding  that  no  proceedings  conld  be  L.  T.  (N.  S.)«  748;  Anderton  v.  Liehig'M 

tiiken  nnder  this  aeotion  agaiuat  a  person  Co.,  45  L.  T.  (N.  8.)«  757 ;  Sugg  t.  Bray, 

sning  on  a  patent  which   was   invalid,  Griff.  P.  C.  210;  1  B.  P.  C.  45;  2  B.  P.C. 

bat  capable  of  being  cured  by  dittdaimer.  223. 
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held  that  the  circumstance  that  a  patentee  did  not  follow  up  his 
threats  by  legal  proceedings  was  not  by  itself  evidence  of  mala 
fides,  (d) 

Acrtion  under  the  Patents  Act,  1888. — The  remedy  provided  by 
Section  82  of  the  Patents  Act,  1888,  is  not  so  ample  as  that 
originally  given  under  the  Statute  of  Monopolies.  Any  person 
aggrieved  through  circulars,  advertisements,  or  otherwise,  with 
threats  of  legal  proceedings  or  liability,  by  a  person  claiming  to 
be  the  patentee  of  an  invention,  may  under  this  section  bring  an 
action  for  an  injunction  and  damages,  if  the  alleged  manufacture, 
use,  sale,  or  purchase  to  which  the  threats  relate  was  not  or 
would  not  have  been  in  fact  an  infringement  of  any  legal  rights 
of  the  person  making  such  threats. 

But  no  action  lies  under  this  section,  however  unfounded  the 
threats  may  be,  where  the  person  making  them,  with  due  diligence 
commences  and  prosecutes  an  action  for  infringement,  (e)  ''  The 
meaning  of  this,"  said  Bowen,  LJ.,  ''is  that  the  sword  of 
Damocles  should  either  not  be  suspended  at  all,  or  should  fall 
at  once."  (/)  The  bona  fides  of  the  person  threatening  is  therefore 
now  immaterial ;  his  only  defences  are :  (1)  That  the  matters  in 
respect  of  which  he  issued  his  threat  are  infringements  of  his 
patent  right;  or  (2)  that  he  has  commenced  and  prosecuted  an 
action  for  infringement  with  due  diligence. 

Discussing  the  section  in  Skinner  v.  Perry^ig)  Smith,  L.J.,  said : 
"This  is  an  absolute  prohibition  against  a  person  threatening, 
unless  the  threatener  brought  himself  within  either  of  the  two 
saving  clauses  at  the  end  of  the  section.  My  reading  of  the 
section  is  that  you  shall  not  threaten  legal  proceedings,  unless 
the  manufacture  to  which  the  threat  applies  infringes  the  legal 
right  of  the  threatener,  or  unless  the  threatener  is  about  to  forth- 
with bring  an  action  to  shew  the  validity  of  his  threats.  If  he 
cannot  bring  himself  within  these  two  what  I  call  saving  clauses 
at  the  end  of  the  section,  then  the  section  absolutely  forbids  a 
man  threatening  legal  proceedings  with  regard  to  a  patent  at 
ail,  and  in  my  opinion  it  is  nihil  ad  rem  to  say  that  what  he 

(d)  Hahty  y.  Bratherhoody  15   C.  D.  granted,  this  being  in  ooutreventioa  of  the 

514;  19  C.  D.  386;  49  L.  J.  Ch.  786;  51  license:  21  W.  R.  456,  761. 
L.  J.  Ch.    233.    OvemOing    BoaiM    ▼.  (e;  Cbil«y  v.  flart,  L.  R.  44  C.  D.  179 ; 

Hinks,  L.  R.  13  Eq.  355,  and  A^mann  ▼.  6  R.  P.  C  17;  7  R.  P.  C.  101 ;  62  L.  T. 

Lund,  18    Eq.  380.    In    Clark  v.   Mie,  (N.  S.),  424 ;  38  W.  R.  501. 
threatening  ciroulars  were  sent  by   the  (/)  See  Skinner  v.  Perry,  10  R.  P.  C.  8. 

patentee  to  the  customers  of  a  lioensee  (^)  Supra.       See,    also,   Douglaee   v. 

under    the    |iatent:    an    iigunction    was  Ptntec^,  13  R.  P.  C.  681. 
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did  was  on  a  privileged  occasion,  because  the  section  says  you 
shall  not  threaten,  unless  you  come  within  those  two  provisions 
at  the  end." 

This  action  may  be  tried  at  Assizes,  (h)  and  either  party  may 
claim  a  jury.  Usually,  recourse  has  not  been  had  to  a  jury ;  but 
in  Appleby's  Twin  Roller  Chain  Company  v.  JSodt^,  (t)  where  a 
trade  libel  was  also  pleaded,  the  plaintiffs  obtained  an  order  for 
trial  before  a  special  jury. 

What  is  a  Threat  within  the  Meaning  of  the  Act — It  will  be  con- 
venient now  to  consider  what  constitutes  an  actionable  threat 
within  the  meaning  of  the  section.  A  threat  may  be  a  statement 
having  reference  to  future  as  well  as  past  acts. 

It  was  at  one  time  supposed  that  the  language  of  the  section 
only  contemplated  threats  having  reference  to  completed  acts. 
This  view  received  countenance  from  the  language  used  by  Bowen, 
L.J.,  in  ChaUender  v.  Royle.  {j)  The  learned  Lord  Justice  in  that 
case  said :  *'  I  think  the  threat  which  is  the  subject-matter  of 
the  action  must  not  be  merely  a  warning  about  something  that  is 
going  to  be  done,  but  must  be  a  threat  about  an  act  done,  a  threat 
of  legal  proceedings  or  liability  in  respect  of  an  alleged  manu- 
facture, use,  sale,  or  purchase  of  an  invention,  not  in  respect  of  a 
proposed  manufacture,  use,  sale,  or  purchase.  It  seems  to  me 
that  that  interpretation  is  confirmed  by  the  subsequent  language 
in  the  section,  where  the  words  employed  are  that  an  injunction 
and  damages  may  be  obtained  if  the  alleged  manufacture,  use, 
sale,  or  purchase,  was  not  in  fact  an  infringement,  the  condition 
imposed  under  the  word  '  if '  pointing,  it  seems  to  me,  to  an  act 
done  which  is  alleged  by  the  patentee  to  be  an  infringement,  but 
which  may  not  really  be  an  infringement.  Again,  when  you  come 
to  the  proviso,  you  find  that  an  action  for  infringement  of  the 
patent  is  to  be  the  means  by  which  the  section  may  be  avoided, 
implying,  I  think,  that  there  has  been  something  done  which  is 
asserted  to  be  an  infringement  of  the  patent.  I  think,  then,  that 
threats  would  not  fall  within  the  section  if  they  were  mere  threats 
or  warnings  as  to  something  which  might  be  done  in  the  future." 

In  the  later  case  of  Johnson  v.  Edge,  (k)  the  Court  of  Appeal, 
however,  dissented  from  the  above  dicta  of  Bowen,  L.J.  **The 
Lord  Justice  went  on  to  say,  as  I  understand  him,"  said  Lindley, 
L.J.,  "that  he  doubted  whether  this  section  would  apply  unless 

(h)  Affplehy'M    Twin  BcUer  Chain  y.      p.  441. 
Badis,  16  R.  P.  C.  880.  (h)  [1892]  2  Ch.  1 ;  9  R.  P.  C.  142 ;  61 

(0  Snpra.  L.  J.  Ch.  262. 

(J)  56  L.  J.  Ch.  p.  1005;   36  C.  D. 
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there  had  been  an  actual  infringement.  I  should  like  to  qualify 
that  by  saying  that  I  think,  upon  the  true  construction  of  this 
section,  the  section  might  apply  to  an  intended  infringement, 
provided  that  you  could  shew  that  the  intended  infringement,  if 
carried  out,  would  be  an  actual  infringement.  I  can  understand  a 
man  issuing  a  prospectus,  and  issuing  circulars  and  notices,  to  the 
effect  that  he  was  going  to  make  something  which  would  be  an 
infringement  of  the  patentee's  right.  I  am  not  prepared  to  say 
that  the  patentee  could  not  threaten  to  sijpp  him,  and  bring 
himself  within  the  section.  I  should  not  like  to  say  that  the  section 
would  not  apply  to  such  a  case  simply  because  the  threat  preceded 
the  actual  damage.  I  doubt  whether  it  would  not.  I  also  doubt 
whether  Bowen,  L.  J.,  in  Ohallender  v.  Royle  meant  to  address  his 
mind  to  such  a  case  as  that.  He  had  not  got  it  before 
him.'' 

''  I  can  conceive  one  case  of  future  infringement,"  said  Eay,  L.  J., 
in  the  same  case,  **  which  would  come  entirely  within  the  mischief 
which  this  section  was  intended  to  provide  against.  Suppose  a 
man  issued  a  circular,  saying,  '  I  have  a  patent  for  such  and  such 
an  article.  I  understand  that  Messrs.  A.  and  Go.  have  recently 
erected  a  large  manufactory  for  the  purpose  of  manufacturing 
articles  which,  if  made,  will  be  an  infringement  of  my  patent.' 
Can  it  be  said  that  a  case  like  that  would  not  come  within  the 
mischief  intended  to  be  provided  against  by  this  section  ?  CJould 
not  Messrs.  A.  and  Co.  bring  an  action  against  the  person  who 
issued  that  circular  for  an  injunction  ?  I  should  wish  at  least  to 
suspend  my  opinion  on  that  subject  until  that  point  comes  before 
the  Court  of  Appeal  to  be  tried."  (Z) 

That  the  view  of  Lindley  and  Eay,  L.JJ.,  as  above  expressed 
is  the  sounder  construction  of  the  section  would  seem  to  admit 
of  little  doubt;  especially  considering  that  the  whole  object  of 
issuing  threatening  circulars  must  be  the  prevention  of  future 
intended  acts  of  infringement  either  by  frightening  the  makers 
of  pirated  articles  from  making  and  selling  them  or  their 
customers  from  purchasing  and  using  them.  Nor  does  the 
proviso  that  due  diligence  in  bringing  and  prosecuting  an 
infringement  action  shall  be  a  good  defence,  appear  to  raise  any 
serious  difficulty  to  this  interpretation,  seeing  that  an  action  will 

(Z)  [1892]    2    Ch.  p.   12.     See,   also,  plant   and   maohinery  for   making   the 

Kekewich,  J.,  in  Kurtz  y.  Spence,  5  B.  P.  C.  articles  in  respect  of  which  tl.ey  wtre 

171 ;  57  L.  J.  Ch.  240.  In  this  last  case  threatened ;  but  an  injunction  was  granted, 
the  plaintiffs  had  not  yet  erected  their 
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lie  for  an  injanotion  to  restrain  an  intended  infringement  even 
where  no  acts  of  infringement  have  already  been  committed. 

The  words  "or  otherwise"  in  the  section,  after  "by  circulars, 
advertisements,"  are  not  ejusdem  generis  with  circulars  and  adver- 
tisements ;  they  extend  the  meaning  of  those  words,  and  are  not 
limited  by  them,  for  the  section  is  an  absolute  prohibition,  (m) 

"I  agree,"  said  Bowen,  L.J.,  in  Skinner  v.  Perry,  (n)  "that 
you  should  not  find  out  the  mischief  in  order  to  extend  the  remedy  ; 
yet  if  the  mischief  is  obvious,  and  apt  words  are  to  be  found  in  the 
section,  nothing  is  plainer  than  that  you  ought  to  expound  an  Act 
of  Parliament  so  as  to  deal  with  the  whole  mischief  that  is  dis- 
closed. What  is  the  explanation  of  the  addition  of  the  words 
*  circulars  or  advertisements  '  ?  I  think  it  is  rather  to  enlarge  the 
words  *  or  otherwise '  than  to  cut  them  down.  It  might  well  be 
doubted  whether  a  threat  which  was  not  addressed  to  a  particular 
person,  or  was  not  addressed  to  a  particular  customer,  could  be 
said  to  be  a  threat  if  it  was  couched  in  the  general  form  of  an 
advertisement  issued  to  the  world  or  a  circular  issued  to  the  trade. 
It  might  be  said  it  is  not  a  threat  at  aU ;  '  I  am  only  informing 
you  of  the  way  in  which  I  intend  to  do  my  business.'  The  Statute 
says  circulars  and  advertisements  nevertheless  may  cojoitain  threats, 
and  using  those  words  so  as  to  sweep  into  its  net  every  kind  of 
threat,  the  result  will  be  that  a  man  is  not  paralysed  in  his  trade 
by  having  an  action  on  a  patent  suspended  before  his  eyes  without 
the  opportunity  given  to  him  to  determine  the  suspense  at  once, 
and  to  bring  the  question  which  is  raised  by  his  antagonists  to  a 
speedy  and  immediate  issue." 

Threats  by  Letters. — The  section  includes  threats  by  letters,  (o) 
The  letter  need  not  be  written  direct  to  the  person  aggrieved ;  it 
is  sufficient  if  it  is  written  to  one  of  his  customers,  or  to  a  person 
using  his  invention,  (p)  Nor  need  it  necessarily  contain  any  state- 
ment as  to  the  threatener  being  himself  a  patentee.  If  the  Court 
is  satisfied  at  the  trial  that  the  defendant  had  his  own  patents  in 
his  mind  when  he  wrote,  and  that  the  letter  was  intended  to 

(m)  DriffiM  t.  Waterloo  Co.,  81  CD.  46:  Griff.  P.  C.  80;  Bart^  t.  Day,  7 
688;  3  B.  P.  C.  46;  55  L.  J.  Ch.  891;  R.  P.  C.  54;  WHloughhy  v.  Taylor,  11 
Combined  Weighing  Maokine  Co,  v.  Aido-      B.  P.  C.  45;  flb/nimg  <fe  Co.  v.  SaUbury, 


maiie  Co.,  42  C.  D.  665;  6  R,  P.  C.  502 


V.  Day,  43  C.  D.  435;   7  B.  P.  C.  54 


16  B.  P.  C.  376. 


58  L.  J.  Ch.  709 ;  38  W.  B.  233 ;  BarreU  (p)  Johnson  v.  Edge,  [1892]  2i  Ch.  1 ; 


Burt  y.  Morgan,  4  R.  P.  C.  278 ;  CoUey  ?. 


Skinner  v.  Perry,  10  B.  P.  C.  1 ;  [1893]  Bart,  44  C.  D.  186;  7  B.  P.  C.  101 ;  Ken- 

1  Ch.  413.  -  9ington  Lighting  Co,  v.  Lane  Fox,  [1891] 

(n)  10  B.  P.  C.  8.  2  Ch.  577 ;  Skinner  v.  Perry,  9  B.  P.  C. 

(o)  Driffield  v.  Waterloo  Co.,  3  B.  P.  C.  142. 
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hamper  or  interfere  with  the  plaintiff's  sales,  that  is  an  actionable 
threat.  (;)  Thus,  in  Douglass  v.  Pintsch,(r)  Bomer,  J.,  held  the 
following  letter  to  a  railway  company,  one  of  the  plaintiff's 
customers,  to  be  within  the  section :  '^  I  am  in  receipt  of  your 
letter  of  yesterday's  date,  and  understand  that  you  have  given 
Mr.  Douglass  the  order  for  the  gas  buoy  lanterns,  no  price  having 
been  asked  from  my  company.  As  we  have  supplied  hundreds  of 
lanterns,  and  Mr.  Douglass  has,  so  far  as  I  know,  not  made  one, 
I  am  much  surprised  at  this.  I  am  afraid  this  matter  will 
lead  to  a  great  deal  of  difficulty  and  unpleasantness,  and  you 
must  not  be  surprised  if  my  company  applies  for  an  injunction 
against  Mr.  Douglass  to  restrain  him  from  selling  his  gas  buoy 
lanterns." 

In  KurU  V.  Spence,  (s)  Eekewich,  J.,  held  threats  to  be  within 
the  section  which  were  contained  in  a  correspondence  expressed 
to  be  "  without  prejudice,"  and  entered  into  with  a  view  to  a 
settlement  without  litigation. 

A  threat  contained  in  a  letter  which  is  not  withdrawn  is  a 
continuing  threat,  and  the  defendants  will  not  escape  an  injunction 
by  striking  out  of  their  defence  the  plea  of  infringement,  (t) 

A  threat  is  none  the  less  a  threat  from  being  conveyed  in  a 
private  letter,  (u) 

There  is  nothing  in  the  Act  to  limit  the  cause  of  action  to 
threats  in  writing  only,  therefore  a  verbal  threat  made  at  an  inter- 
view will  be  within  the  section,  (t;)  but  in  such  case  the  plaintiff 
would  have  more  difficulty  in  proving  his  case,  as  an  action  brought 
upon  threats  conveyed  in  conversation  only  would  probably  pro- 
duce a  considerable  conflict  of  testimony. 

A  complaint  that  the  plaintiff's  machine,  though  not  in  itself 
an  infringement,  is  being  used  by  third  parties  in  an  infringing 
manner  would  seem  not  to  be  within  the  section.  But  the  Court 
will  grant  an  injunction  if  the  form  of  the  complaint  is  such  as 
to  cause  people  to  believe  that  the  invention  itself  is  com- 
plained of.  (w) 

When  a  General  Warning  may  be  a  Threat— Nor  is  a  mere 
general  warning  that  a  patentee  intends  to  stand  upon  his  rights 

Cg)  DougUus  v.  FinUeh,  13  R.  P.  0.  («)  Dowmm  t.  Drowphore,  12  R.  P.  C. 

e73;  [1897]  1  Ch.  176;  65  L.  J.  Oh.  919  ;  100. 
75  L.  T.  332 ;  45  W.  R  108.  (»)  See  Kurtz  v.  Spenee,  57  L.  J.  Ch. 

(r)  Supra.  241 ;  5  R.  P.  C.  161 ;  Doic9on  v.  Droto- 

(f)  5  R.  P.  C.  161 ;  57  L.  J.  Ch.  238.  phore,  11  R.  P.  C.  536. 

(e)  DHfflM  V.  Waterloo  Co.,  31  C.  D.  (tr)  BvH  v.  Morgan,  4  R.  P.  C.  280. 

638 ;  Griff.  P.  0.  80 ;  3  R.  P.  C.  46. 


THK  PLEADINGS.  569 

an  actionable  threat ;  it  must  be  directed  against  some  person,  (x) 
**  I  cannot  suppose/'  saidLindley,  L.J.,  "that  the  section  prevents 
a  patentee  from  saying  that  which  the  patent  itself  implies, 
namely,  that  anybody  infringing  must  expect  legal  proceedings 
to  be  taken  against  him.  I  do  not  think  it  can  mean  that.  It 
is  merely  saying  what  everybody  knows  already.  That  is  not  a 
threat  against  anybody  in  particular." 

But  a  circular,  though  framed  in  general  terms,  may,  when  sent 
to  dealers  in  the  articles  concerned,  amount  to  a  direct  threat  to 
such  persons.  In  one  case  a  circular  had  been  issued  by  the 
patentee  in  the  following  terms:  *' Notice  to  grocers  and  others. 
Information  of  extensive  violations  of  Mr.  William  Edge's  patent 
rights  has  been  received.  All  parties  are  warned  not  to  infringe 
these  rights."  This  was  issued  by  the  patentee  as  a  wrapper  round 
goods  of  his  own  manufacture,  and  several  such  circulars  were 
received  by  the  customers  of  the  plaintiffs.  This  was  held  to  be  a 
threat  within  the  meaning  of  the  section.  "  That  circular,"  said 
Mathew,  J.,  "  was  sent  out  with  the  goods  of  the  defendant,  and 
warned  everybody  who  took  those  goods  that  the  person  taking 
them  might  find  himself  envolved  in  liability  for  an  infringement 
of  the  patent  right  alleged  here,  if  he  bought  other  goods  of  a 
similar  nature.  It  seems  to  me  that  that  is  what  this  section 
aims  at."(y) 

Pleadings  and  Particulars. — In  an  action  for  threats,  the 
plaintiff  may  plead  that  the  defendant's  patent  upon  which  the 
threats  have  been  issued  is  invalid.  {%)  If  he  has  not  done  so  in 
the  statement  of  claim,  he  may  raise  this  issue  in  his  reply,  (a) 
By  proving  this  he  negatives  the  defence  that  the  threats  were 
justifiable  because  he  was  an  infringer,  for  there  can  be  no  in- 
fringement where  there  is  no  valid  patent  right.  (6)  But  where 
the  plaintiff  raises  this  issue,  he  must  deliver  to  the  defendant 
particulars  of  the  objections  on  which  he  relies,  and,  on  the 
question  of  validity,  the  defendant  will  be  entitled  to  begin  and  to 
have  a  reply,  (c) 

Where  the  defendants  in  an  action  for  threats  owned  several 
patents,  and  did  not  specify  in  the  advertisement  containing  the 
threats  complained  of,  which  of  their  patents  those  threats  referred 

(x)  Challender  v.  Royley  86  0.  D.  425 ;  6  B.  P.  C.  194  ;  Dotraon  v.  Dro9ophore  Co,, 

Johfuon  y.  Edge,  [1892]  2  Ch.  1.  12  B.  P.  C.  100. 

(if)  Johfuon  V.  Edge,  snpra.  (a)  Dowmm  y.  Drotophone  Co,,  supni. 

(«)  KurU  y.  8pmoe,  86  C.  D.  770 ;  4  (6)  ChaUender  y.  BoyU,  Bupra. 

B.  P.  C.  427 ;  Challender  y.  BoyU,  86  C.  D.  (c)  Kurtz  r.  Spence,  36  C.  D.  770,  per 

443 :  Herrburger  v.  Squire,  5  B.  P.  0.  581 ;  Cotton,  L.J.,  p.  774. 
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to,  North,  J.,  on  an  application  by  them  for  particolars  of  objection, 
made  an  order  that  the  plaintiffs  should  deliver  particulars  of  objec- 
tion within  three  weeks  after  the  defendants  gave  to  them  a  list 
of  the  letters  patent  upon  which  they  intended  to  rely  to  justify 
their  threats. 

The  Court  of  Appeal,  while  approving  this  order,  added  thai 
the  defendants  ought  not  only  to  state  what  the  patents  were  on 
which  they  relied,  but  also  that  they  relied  on  no  others,  (d) 

The  defendant  is  also  entitled  to  particulars  of  the  threats 
complained  of,  but  not  to  the  names  of  the  customers  of  the 
plaintiff  whom  the  plaintiff  has  promised  to  indemnify  against 
such  threats,  {e) 

Where  the  threats  complained  of  were  verbal  statements 
alleged  to  have  been  made  by  agents  of  the  defendants,  the  defen- 
dants were  held  entitled  to  particulars  as  to  the  names  of  such 
agents. 

Although  mala  fides  is  not  necessary  to  support  an  action  on 
threats  under  Section  82,  it  will  generally  be  well  to  plead  it ;  (/) 
to  support  the  alternative  right  of  action  at  common  law  to 
which  the  defence  that  an  action  of  infringement  has  been  begun 
with  due  diligence  is  no  answer. 

Defences  to  the  ActioiL — It'  is  not  the  object  of  the  section  to 
prevent  a  patentee  from  warning  persons  who,  in  fact,  are 
infringing  his  rights,  that  he  intends  to  take  proceedings.  Persons 
who  are  infringers  deserve  to  be  threatened,  and,  therefore, 
whether  the  patentee  follows  up  his  threats  by  legal  proceedings 
or  not,  the  Court  will  not  come  to  their  assistance.  Hence  it  is 
provided  that  infringement  proved  against  the  plaintiff  is  a  good 
answer  to  an  action  for  threats. 

It  is  likewise  a  good  defence  to  prove  that  the  person  making 
the  threats  has  with  due  diligence  commenced  and  prosecuted  an 
action  for  infringement  of  his  patent  rights,  (g)  This  in  substance 
is  a  defence  of  bona  fides  in  making  the  threats  and  affords  proof 
that  the  person  threatening  in  fact  believes  in  the  validity  of  his 
letters  patent,  (h) 

The  words  ''due  diligence"  have  been  the  subject  of  judicial 

(d)  Union  EUotrieal  Poioer  A  light  (g)  Patents  Act,  1883,  b.  82;  Dunhp 
Co.  V.  EUdrieaL  Storage  Co,,  38  C.  D.  325 ;  Pneumatic  Tyre  Co  v.  New  Seddon  Pnett- 
5  R.  P.  C.  329,  see  p.  333.  matie  Tyre  Co.,  76  L.  T.  405. 

(e)  Law  V.  Aahtoorthy  7  B.  P.  C.  86 ;  (fc)  Of.  Axmann  ▼.  Lundy  L.  B.  18  Eq. 
JJowaon  V.  Ih-oaophore  Co.,  11  B  P.O.  536;  330;  43  L.  J.  Ch.  655;  aud  see  Lutton, 
12  B.  P.  C.  95.  L.J.,  in  ChaUender  v.  BoyU,  36  0.  D.  pp. 

(/)  CoUey  V.  Hart,  44  C.  D.  p.  192.  439,  440. 
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interpretation  in  varioas  cases.  An  action  began  before  the 
threats  sued  upon  were  made,  has  been  commenced  with  due 
diligence,  (i) 

In  deciding  the  question  of  due  diligence  the  time  to  be  con- 
sidered is  not  the  time  when  the  defendant  first  knew  of  the  alleged 
infringement,  but  the  time  of  issuing  the  threats  ;(j)  and  from 
that  time,  three  months  is  a  reasonable  period  within  which  to 
commence  an  action.  (A;) 

In  Herrburger  v.  Squire^  a  delay  of  fourteen  months  after 
issuing  the  threats  was  held  to  negative  due  diligence.  (Z) 

In  Johnson  y.  Edge,  (m)  a  manufacturer  issuing  threats  brought 
an  action  against  certain  rivals  for  fraudulently  passing  off  as 
his,  goods  manufactured  by  themselves.  Subsequently,  when  sued 
by  these  rivals  in  respect  of  threats  to  their  customers,  he  amended 
by  adding  a  claim  for  infringement.  This  claim  was  held  not  to 
be  an  action  brought  with  due  diligence,  and  to  afford  no  defence 
to  the  proceedings  in  respect  of  the  threats. 

In  OoUey  v.  Hart,  (n)  the  threats  were  made  in  a  circular  issued 
on  the  15th  of  September ;  on  the  22nd  of  the  same  month  the 
plaintiff  commenced  an  action  on  that  circular.  On  the  6th  of 
December  following  the  defendant  followed  up  his  threats  by  an 
action  against  the  plaintiff  for  infringement.  North,  J.,  held  that 
there  was  no  want  of  due  diligence  in  commencing  the  action; 
but  pointed  out  that  every  case  must  depend  on  its  own  circum- 
stances, and  that  it  was  not  possible  to  lay  down  a  general  rule. 

Where  a  threats  action  has  been  promptly  commenced  against 
a  patentee  he  is  not  guilty  of  undue  delay  if  he  waits  before  com- 
mencing proceedings  for  infringement  against  the  plaintiff,  to 
see  whether  he  cannot  raise  his  action  by  way  of  counter-claim ; 
and  for  this  purpose  he  is  entitled  to  wait  for,  and  have  reasonable 
time  to  consider,  the  statement  of  claim,  (o) 

No  patentee  is  bound  to  raise  his  action  by  a  counter-claim  ; 
but  it  is  inexpedient  to  fight  the  same  issue  in  two  actions  and 
incur  double  costs.  To  avoid  this,  the  proper  course  is  for  the 
parties  to  arrange  a  stay  in  the  threats  action,  so  that  unnecessary 
costs  may  not  be  incurred,  (p) 

(0  Berliner  t.  Edieon-BeU  Co,,  16  B.  (o)  Ibid.  p.  188. 

P.  G.  838 ;  Day  r.  FotUr,  7  R.  P.  G.  54.  (p)  CofMned  Weighing  Machine  Co.  v. 

0')  ChaUender  v.  Boyle,  36  G.  D.  425.  Automatic  Co.,  6  B.  P.  G.  509.    See,  also, 

{h)  Ibid.  p.  437.  Lord  Ualsbury  in  Automatie  Co.  ▼.  Com- 

(I)  6  B.  P.  G.  594.  Wii«i,  6  R.  P.  C.  370,  371 ;  Edlin  v.  the 

(m)  9  B.  P.  G.  142 ;  [1892]  2  Gh.  1.  Pfteumatio  Tyre  Agency,  10  B.  P.  G.  816. 
(fi)  44  G.  D.  179. 
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In  Edlin  v.  the  Pneumatic:  Tyre  Agency,  (q)  the  threats  had 
gone  on  o^er  a  period  of  three  years,  but  during  that  time  the 
parties  had  been  in  negotiation,  and  no  application  had  been  made 
to  the  Gonrt  to  restrain  the  threats.  An  action  in  respect  of  these 
threats  haying  at  last  been  brought,  the  defendants  applied  for 
inspection  of  the  plaintiff's  machines  to  satisfy  themselves  that 
they  were  in  fact  infringements ;  after  inspection  they  issued  a 
writ  for  infringement,  and  Chitty,  J.,  refused,  in  the  particular 
circumstances,  to  hold  that  this  action  had  not  been  commenced 
with  due  diligence. 

If,  however,  it  is  apparent  that  the  action  for  infringement 
would  never  have  been  brought  had  not  the  action  been  commenced 
for  the  threats,  the  proper  inference  will  be  that  there  has  not  been 
due  diligence,  (r) 

The  circumstance  that  an  action  in  respect  of  threats  may 
be  defeated  by  the  defendant  subsequently  starting  an  action 
for  infringement,  although  at  the  time  the  writ  was  issued  there 
was  no  defence,  has  been  judicially  noticed  as  somewhat  of  an 
anomaly,  {s)  Nevertheless  it  is  clear,  upon  the  authorities,  that 
an  infringement  action  commenced  after  service  of  proceedings  in 
an  action  for  threats  may  still  be  an  action  brought  with  due 
diligence  within  the  meaning  of  the  proviso  to  Section  82.  (t) 

It  must,  however,  be  a  bond  fide  action,  and  not  commenced 
coUusively,  merely  with  a  view  to  setting  up  a  defence  under  the 
proviso.  **  It  is  my  opinion,  and  I  ought  to  express  it,"  said  Cotton, 
L.J.,  in  ClmUender  v.  RoyUy  *'that,  in  order  to  bring  the  case 
within  this  proviso,  the  action  mudt  be  an  honest  action,  an  action 
honestly  brought  in  order  to  test  the  validity  of  the  patent  or  the 
fact  of  infringement,  whichever  may  be  in  question."  (ti)  Moreover, 
the  action  must  be  brought  in  respect  of  the  same  class  of  infringe- 
ment as  that  to  which  the  threats  relate.  An  action  in  respect  of 
infringements  of  a  different  character  does  not  meet  the  exigency 
of  the  proviso,  and  is  no  defence,  (v) 

The  infringement  action  must  not  only  have  been  begun,  it 
must  also  have  been  prosecuted  with  due  diligence,  {w)    But  the  Act 

(y)  Supra.    ^ee,9\90,Engluk&AmBri'  101;  44  0.  D.  179;  Mackie  y.  Sdvo  Co^ 

oanMaehineCo.  y,  OareMaehinery  Co.,  II  9  R.  P.  G.  466;    English    &   American 

R.  P.  C.  627.  Ma4ikine  Co.  v.  Gore,  11  R.  P.  C.  627. 

(r)  AppUby't    Twin    BoUer  Chain    v.  («)  36  C.  D.  p.  438. 

Eadie,  16  R.  P.  0.  380.  (v)  Combined  Weighing  Machine  Co.  v. 

(0  Combined  Weighing  Machine  Co  v.  Automatic  Oh,  6  R.  P.  G.  507. 
Automatic  Co.,  6  R.  P.  G.  p.  508 ;  42  G.  D.  («,)  See  Houeehold  y.  Fairimm,  2  R.  P. 

665 ;  58  L.  J.  Ch.  709.  G.  140 ;  Griff.  P.  G.  131. 

(0  Ibid.;  CoUey  v.  Hart,  7  R.  P.  G. 
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does  not  say,  and  the  section  does  not  mean,  that  it  mast  have  been 
carried  to  a  successful  issue,  {x)  nor  necessarily  that  it  must  have 
been  prosecuted  to  trial.  If  the  patentee,  having  duly  commenced 
his  action,  carries  it  on  until  he  is  satisfied  by  the  objections  delivered 
that  his  patent  is  invalid,  he  not  only  may  but  ought  to  discontinue, 
and  will  not  lose  the  protection  of  the  section  by  so  doing,  (y) 

The  action  contemplated  by  the  proviso  is  not  necessarily  an 
action  against  the  plaintiff  in  the  threats  action ;  where  a  patentee 
has  threatened  various  persons  it  is  sufficient  if  he  has  brought  an 
action  for  infringement  with  due  diligence  against  any  one  of  them. 
Thus,  an  action  brought  against  a  customer  of  the  aggrieved 
person  was  held  a  sufficient  defence  in  ChaUender  v.  Royle.  "  In 
my  opinion,"  said  Cotton,  L.J.,  in  that  case,  ''the  proviso  is 
satisfied  if  an  action  to  test  the  validity  of  the  patent  or  the 
fact  of  infringement  is  honestly  brought  with  reasonable  diligence 
against  the  person,  or  any  of  the  persons,  to  whom  the  threats 
have  been  made.  ...  It  is  not  required  that  the  action  should 
be  brought  against  the  aggrieved  person."  (z) 

But  the  action  must  be  an  action  brought  by  the  person  issuing 
the  threats,  and  such  person  must  be  the  owner  of  the  patent  in 
support  of  which  the  threats  are  issued.  Thus,  in  Kensington 
Electric  Lighting  Company  v.  Lane  FoXy{a)  the  defendants  had 
issued  threats  in  support  of  a  patent  in  respect  of  which  they  had 
an  agreement  with  the  owner  for  its  assignment  to  themselves ;  the 
assignment,  however,  had  not  in  fact  taken  place.  It  was  held 
that  the  defendants  could  not  rely  by  way  of  defence  upon  an 
action  for  infringement  then  pending  by  the  owner  of  the  patent 
against  the  plaintiffs  in  the  threats  action. 

It  has  been  held,  however,  that  exclusive  licensees  with  an 
option  to  purchase,  may,  if  sued  for  threats,  rely  by  way  of  defence 
upon  an  action  brought  by  their  licensor  against  an  infringer; 
and  that  such  action,  though  not  brought  by  themselves,  is  a  good 
defence.  (&) 

A  patentee  who  has  applied  for  leave  to  disclaim  will  be 
restrained  by  injunction  if,  pending  disclaimer,  he  issues  circulars 
threatening  persons  he  alleges  to  be  infringing  his  patent,  (c) 

Isjunction  and  Damages. — The  plaintiff  in  a  threats  action  will, 

(«)  CoOey  ▼.  Hart,  44  0.  D.  191  (per  872. 
North,  J.).  (o)  [1891]  2  Oh.  p.  577. 

(y)  Ibid.    See,  also,  English  &  Ameri-  (b)  IwMndiMoeid  Oas  Light  Co.  ▼.  New 

can  Machinery  Co.  ▼.  Gare  Co.,  11  R.  P.  C.  Incandescent  Co,,  76  L.  T.  47. 
630  (per  Ghittj,  J.).  (o)  Fusee  Vesta  Co.  ▼.  Bryamt  &  May, 

(f)  86  C.  D.  pp.  439,  440;  4  R.  P.  0.  4  R.  P.  C.  191 ;  56  L.  T.  136. 
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if  Buccesafal,  be  entitled  to  an  injunction^  and  if  he  has  snfifered 
damages,  to  damages  also. 

In  addition  to  the  remedy  of  a  perpetual  injunction  at  the 
trial  he  may  move  for  an  interim  injunction  till  the  hearing,  (d) 
Such  motion  should  not  be  made  ex  parte,  but  on  notice,  (e)  The 
Court  will  not,  however,  grant  an  interim  injunction,  unless  the 
plaintiff  shews  a  strong  prima  facie  case:  such  a  case  as  in  the 
absence  of  a  change  of  evidence  will  entitle  him  to  a  verdict  at 
the  trial.  For  this  injunction  will  not  be  conceded  on  a  mere 
balance  of  convenience,  (/)  nor  on  the  ground  that  a  foreign 
tribunal  may  take  a  different  view  of  the  parties'  rights,  (g) 

In  Barney  v.  United  Telephone  Company,  Qi)  Chitty,  J.,  held 
that  the  plaintiff  in  a  threats  action  is  not  entitled  to  an  inter- 
locutory injunction,  unless  he  satisfies  the  Court  that  he  has  not 
infringed  the  defendant's  patent.  But  Eay,  J.,  took  a  different 
view  in  Walker  v.  Clarke,  (i)  The  Court  refused  an  injunction  where 
the  defendant  gave  an  undertaking ;  (j)  so,  likewise,  where  an 
infringement  action  was  pending,  (k) 

The  plaintiff  may  also  be  entitled  to  damages.  But  the  Court 
will  not  direct  an  enquiry  to  be  held,  unless  the  damage  is 
substantial.  (Q  If  the  injury  inflicted  on  the  plaintiff's  trade 
has  been  considerable,  heavy  damages  may  be  awarded. 

In  Ungar  v.  Sugg,  (m)  the  Court  of  Appeal  themselves  assessed 
the  damage  at  £500. 

In  Willoughby  v.  Taylor,  (n)  the  damages,  being  little  more  than 
nominal,  were  assessed  by  the  judge  at  ten  guineas. 

The  circumstance  that  the  plaintiffs,  since  the  threats  were 
made,  have  incurred  expense  in  looking  into  their  patents  and 
taking  advice,  or  even  that  they  have  in  consequence  of  the 
threats  stopped  the  progress  of  new  works  intended  for  an  exten- 
sion of  their  business,  is  not  sufficient  to  support  a  claim  to 
damages.     Damages  so  accruing  are  too  remote. 

"When  the   plaintiffs,"    said    Bacon,    V.C,   in    Driffield    v. 

id)  ChaXUmderv,Bo^le,Se CD. p. iS6.  (t)  4  R.  P.  0.  Ill ;  56  L.  J.  Ch.  879. 

(e)  Wihon  y.  Chwreh  Engineering  Co,^  (J)  Mackie  v.  Mvo  Ok,  9  R.  P.  a  407. 

2  R.  P.  0. 175.  ^  (k)  BeHiner  t.  Edietm,  16  R.  P.  G.  838. 

(/)  ChaUender  ▼.  Boyle,  Bupnt ;  8ooi4U  (0  Dnffield  v.  Waterloo,  31  C.  D.  688 ; 

Anonyme    v.    Tilghmann,    25    0.    D.    1 ;  8  R.  P.  C.  46 ;  Griff.  P.  C.  81 ;  DougUue  t. 

Houfard  v.  8yke$,  L.  T.   1897,  p.   418.  Pinteeh,  18  R.  P.  C.  681. 
But  see  WcUker  ▼.  Clarke,  4  R.  P.  G.  1 15.  (m)  9  R.  P.  G.  113.    The  like  mm  was 

(g)  SoeiiU  Anonyme  r.  TUgkniann,  25  recoyered  for  damages  in  AppUb^t  Twin 

0.  D.,  p.  7  BoOer  Chain  v.  Eadie,  16  R.  P.  C.  330. 

(A)  2  R.  P.  O.  178 ;  88  0.  D.  p.  897 ;  (n)  11  R.  P.  0.  45. 

Griff.  P.  0.  48 ;  52  L.  T.  573. 
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Waterloo^  (o)  "  received  that  notice  they  set  themselves  to  look 
into  their  patent — their  title-deed — and  to  look  over  their  machinery 
all  of  which  they  ought  to  know  very  well.  They  ought  to  know 
their  patent  and  the  terms  of  it,  and  they  ought  to  know  their 
machinery^  and  what  it  is  capable  of  doing,  without  requiring  the 
assistance  of  engineers  or  solicitors  or  anybody  else  to  enable  them 
to  know  whether  what  they  are  doing  is  within  their  rights  or  not. 
I  think  there  is  no  case  whatever  for  an  enquiry  as  to  damages. 
It  has  not  been  alleged  in  any  way  that  I  can  notice  that  any 
damage  has  been  sustained.  The  business  has  not  been  suspended. 
Certain  works  contemplated  have  not  been  carried  out  with  the 
vigour  which  it  was  conceived  at  first  would  be  necessary,  but  the 
business  has  not  been  stopped ;  and  that  is  the  whole  case  for 
damages." 

Damages  are  recoverable  in  respect  of  a  contract  lost  by  the 
threats  of  the  defendant,  (p) 

In  Hoffnung  <fe  Company  v.  SaUbury,  (q)  one  of  the  plaintiflfs' 
customers,  who  had  entered  into  a  large  contract  with  the  plaintiffs, . 
refused,  in  consequence  of  the  defendant's  threats,  to  carry  it  out. 
The  defendant  contended  that  no  damage  could  be  recovered  by 
the  plaintiffs  in  respect  of  loss  so  accruing,  because  the  plaintiffs 
ought  to  have  enforced  their  legal  rights  under  the  contract 
against  their  customer.  Byrne,  J.,  however,  held  that  an  enquiry 
as  to  damages  should  go,  for  the  conduct  of  the  defendant  having 
placed  the  plaintiffs  in  the  position  of  having  to  cancel  their 
contract  or  start  litigation  against  an  old  customer,  was 
necessarily  injurious  to  the  plaintiffs,  and  there  was  sufficient 
evidence  of  damage  to  support  an  enquiry. 

Where  an  enquiry  as  to  damages  is  directed  the  costs  will 
generally  be  reserved,  (r) 

Enforcing  the  Iiyunction. — If,  after  injunction  granted,  the 
defendant  repeats  the  threats,  the  proper  remedy  is  to  move  to 
commit  the  offender.  But  while  the  Court  will  not  for  a  moment 
tolerate  a  breach  of  the  injunction,  nor  allow  itself  to  be  trifled 
with  or  tricked,  it  is  a  serious  matter  to  imprison  the  defendant,  and 
therefore  the  Court  will  not  strain  the  language  of  the  injunction  to 
meet  a  case  which  would  have  been  prohibited  if  foreseen. 

In  EUam  v.  Mariyn  <b  Company,  (s)  the  injunction  had  been 

(o)  Supra.  (r)  Johnton  ▼.  Edge,  9  R,  P.  C.  142. 

(p)  Skinner  v.  Perry,  11  R.  P.  0.  406 ;  (•)  16  B.  P.  0.  80;   68  L.  J.  Ch.  128 ; 

[1894]  2  Ch.  581 ;  64  L.  J.  Oh.  826.  79  L.  T.  610 ;  47  W.  B.  212. 
iq)  16  B.  P.  0.  875. 
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granted  in  the  following  terms:  ''The  Court  doth  order  and 
adjudge  that  the  defendants,  Martyn  &  Company,  their  servants, 
and  agents,  be  perpetually  restrained  from  publishing,  either 
verbally  or  by  circular  letter,  notice,  or  otherwise  howsoever,  any 
statements  to  the  effect  that  an  injunction  has  been  granted 
against  the  plaintiffs,  restraining  them  from  infringing  certain 
letters  patent  or  any  other  letters  patent,  and  also  from  threatening 
the  plaintiffs,  or  any  of  the  plaintiffs'  customers,  with  any  legal 
proceedings  or  liability  in  respect  of  the  manufacture,  sale,  or 
purchase  of  the  duplicating  machine  known  or  described  by  the 
defendants  as  the  '*  Genuine  Edison  Mimeograph." 

The  defendant  firm  subsequently  circulated  among  customers 
of  the  plaintiffs  and  other  persons,  a  pamphlet  headed,  '*  The 
Genuine  Edison  Mimeograph,"  issued  by  D.  d  Co.,  the  exclusive 
makers  under  Edison's  authority.  On  the  front  of  this  pamphlet 
appeared  the  name,  as  special  agents  for  D.  dt  Co.,  of  the  defen- 
dant firm ;  on  the  back  a  public  notice,  dated  from  the  office  oi 
D.  dt  Co.f  Chicago,  stating  D.  dt  Co.'a  intention  to  proceed  against 
any  other  makers  of  Edison  mimeographs,  and  alleging  that  the 
goods  of  such  makers  were  fraudulent 

On  a  motion  to  commit  for  breach  of  the  above  injunction,  the 
Court  of  Appeal,  reversing  Bomer,  J.,  held  that  no  breach  had 
been  committed,  the  threats  being  the  threats  of  D.  dt  Co.,  and 
not  of  the  defendant,  who  traded  as  Martyn  dt  Company,  ''  I  can- 
not bring  myself,"  said  Lindley,  M.B.,  **  to  say  that  the  injunction 
is  so  clearly  worded  as  to  extend  to  circulating  the  threats  con- 
tained in  the  pamphlet.  The  D.  Company  are  no  myths;  they 
are  real  traders;  the  defendant  is  their  agent;  the  threats 
circulated  are  their  threats,  not  his.  He  does  not  threaten  them. 
They  threaten,  and  make  their  threats  known  by  him.  That  he 
may  be  restrained  from  circulating  their  threats  is  very  likely, 
and  I  will  assume  that  he  could.  I  have,  moreover,  no  doubt  that 
those  threats  which  are  sent  to  the  plaintiffs'  customers  are  a 
serious  injury  to  the  plaintiffs.  But  for  all  that,  in  my  opinion, 
the  injunction  as  worded  does  not  so  plainly  prohibit  what  the 
defendant  has  done  as  to  justify  me  in  holding  judicially  that  the 
defendant  has  been  guilty  of  a  breach  of  the  injunction."  (t) 

(0  16  B.  P.  0.  p.  81. 
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CHAPTER  XXIV. 

REMEDIES  OF  THE  PUBLIO. 

2.  Revocation  of  the  Patent. 

Prerogative  of  fhe  Crown  to  avoid  Grants  by  Letters  Patent. — A 
grant  of  letters  patent  from  the  Crown  has  always  been  liable  to 
be  avoided  on  proof  that  the  assumed  consideration  for  the  grant 
did  not  in  fact  exist.  In  such  case  the  grant  has  been  made  upon 
a  false  suggestion,  and  the  Crown  has  been  misled  by  the  patentee. 
This  high  prerogative  of  the  Grown  to  avoid  its  own  grants  has 
been  said  to  have  obtained  recognition  from  the  common  law  as 
a  means  of  protecting  the  public  interest.  Thus,  in  the  report 
of  Legates  Case,  Sir  Ed.  Coke  says :  ''  It  was  likewise  resolved 
that  there  was  a  difference  between  the  king's  case  and  the  case 
of  a  subject,  for  a  subject  who  may  mind  his  own  private  affairs 
shall  not  avoid  his  grant  in  these  or  the  like  cases  being  made 
upon  a  false  insinuation  or  suggestion ;  but  the  king,  who  takes 
care  of  the  commonwealth,  shall  avoid  his  grant  in  these  cases, 
jure  regio,  as  it  is  said  in  21  Ed.  III.  47  A.b.  in  the  Earl  of  Kent's 
case,  and  it  is  a  high  and  great  prerogative  which  the  king  has, 
that  when  he  makes  any  grant  upon  such  false  suggestions  as 
aforesaid,  they  are  void  in  law ;  so,  when  upon  false  insinuations  or 
pretences  he  makes  any  grant,  as  of  any  monopoly,  etc.,  which  in 
truth  is  to  the  prejudice  of  the  king  and  commonwealth,  the  king, 
jure  regiOf  shall  avoid  such  grants,  and  such  letters  patent  by 
judgment  of  law  shall  be  cancelled."  (a) 

Repeal  formerly  by  Writ  of  Scire  Facias. — Formerly  such  royal 
grants  were  repealed  by  scire  facias,  (b)  and  every  ground  upon 
which  such  grants  could  formerly  have  been  repealed  is  now 
available  as  a  ground  of  revocation,  under  the  Patents  Act, 
1888.  (c) 

In  his  fourth   Institute,  Sir   Ed.  Coke  says  that  scire  facias 

(a)  10  Coke,  Rep.  118b.  (5)  B.  ▼.  Butttr,  3  Lev.  220.  (o)  Bee  8.  26  (3). 
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lies  to  repeal  letters  patent  in  three  cases.  First,  when  the  king 
by  his  letters  patent  doth  grant  by  several  letters  patent  one  and 
the  self  same  thing  to  several  persons,  the  former  patentee  shall 
have  a  scire  fdcias  to  repeal  the  second  patent.  Secondly,  when 
the  king  granteth  anything  that  is  grantable,  upon  a  false 
suggestion,  the  king  by  his  prerogative,  fwre  regio,  may  have  a 
scire  facias  to  repeal  his  own  grant.  Thirdly,  when  the  king  doth 
grant  anything  which  by  law  he  cannot  grant,  he,  jure  regio  (for 
advancement  of  justice  and  right)  may  have  a  scire  facias  to  repeal 
his  own  letters  patent."  (d) 

Every  applicant  for  letters  patent  represents  to  the  Crown  that 
he  is  the  true  and  first  inventor  of  the  invention  which  he  seeks 
to  patent.  He  also  represents  that  that  for  which  he  claims 
protection  is  new  and  useful,  and  if  any  of  these  representations 
are  false  his  patent  cannot  stand. 

''  That  a  false  suggestion  of  the  grantee,"  said  Parke,  B.,  in 
Morgan  v.  Seaward^  (e)  *' avoids  an  ordinary  grant  of  lands  or 
tenements  from  the  Grown,  is  a  maxim  of  the  common  law,  and 
such  a  grant  is  void,  not  against  the  Crown  merely,  but  in  a  suit 
against  a  third  person." 

Bevocation  now  to  be  by  Petition. — The  remedy  by  an  action  of 
scire  facias  which  existed  down  to  the  passing  of  the  Patents  Act, 
1888,  is  now  abolished,  and  petition  to  the  High  Court  substituted 
therefor,  in  England  and  Ireland.  (/)  In  Scotland  the  remedy 
remains  as  formerly,  an  action  of  reduction  at  the  instance  of  the 
Lord  Advocate,  or  at  the  instance  of  a  party  having  interest,  (g) 
with  the  concurreuce  of  the  Lord  Advocate. 

In  England  a  petition  for  revocation  will  be  dealt  with  according 
to  the  usual  practice  prevailing  on  petitions  in  the  High  Court  of 
Justice,  (h)  except  in  so  far  as  the  Statute  may  otherwise  provide,  (t) 

Under  the  former  procedure  by  scire  facias  it  was  not  open 
to  any  and  every  member  of  the  public  to  take  proceedings  for  the 
repeal  of  letters  patent.  That  remedy  was  an  action  instituted 
in  the  name  of  the  Crown,  and  therefore  the  fiat  of  the  Attorney- 
General  had  always  to  be  obtained  before  a  writ  could  be  issued,  (j) 
The  fiat  was  never  granted  as  a  matter  of  course,  but  only  at  the 

(d)  4  Ind,  88.    See,  also,  B,  ▼.  Mtw-  (k)  Haddan*$  PofoiO,  Qriff.  P.  0. 109. 

9ary,  1  W.  P.  G.  41 ;  Ball,  N.  P.  76a.  (0  See  PatentB  Act,  1888,  s.  26  (5)  (6) 

(«)  1  W.  P.  0. 196 ;  2  M.  &  W.  544.  (7). 

if)  Patents  Act,  1888,  b.  26  (1)  (2).  (/)  1  W.  P.  C.  671,  n.    Ab  to  former 

(^)  Patents  Act,  1883,  b.  109  (1).    See  praotioe  on  Scire  Facias,  see  Hindmaroh, 

Worthington  Pumping  Engine  Co.  y.  Weir,  p.  876 ;  Agnew,  p.  840. 
11  B.  P.  C.  657. 
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discretion  of  the  Attorney-Greneral.  (h)  And  after  the  proceedings 
were  instituted  the  Attorney-General  still  retained  a  certain 
control  over  them,  exercised  chiefly  as  to  security  for  costs,  (l) 

Under  the  Patents  Act,  1888,  the  right  of  taking  proceedings 
to  revoke  a  patent  is  still  a  limited  right,  confined  to  certain  specified 
classes  of  persons,  (m)  but  the  fiat  of  the  Attorney-General  is  not 
now  always  necessary ;  though  in  Scotland  the  concurrence  of  the 
Lord  Advocate  is  in  every  case  required,  (n) 

Who  may  Petition. — A  petition  for  revocation  may  be  pre- 
sented by  any  one  of  the  following  persons : — 

(1)  The  Attorney -Oeneral  in  England  or  Ireland^  or  the  Lord 
Advocate  in  Scotland,  (o) 

(2)  Any  person  authorized  by  the  Attomey-Oeneral  in  England 
or  Ireland,  or  the  Lord  Advocate  in  Scotland,  (p) 

Any  person  intending  to  apply  to  the  Attorney-General  for  his 
authority  must  first  transmit  the  following  papers  to  the  Patent 
Clerk  at  the  Boyal  Courts  of  Justice,  London :  (q)  (1)  A  memorial 
to  the  Attorney-General  stating  all  the  circumstances,  and  asking 
for  his  authority ;  (2)  a  statutory  declaration  verifying  the  state- 
ments in  the  memorial ;  (8)  two  copies  of  the  proposed  petition, 
and  of  the  particulars  intended  to  be  delivered  with  it;  (4)  the 
certificate  of  a  barrister  that  the  petition  is  a  petition  proper  to  be 
authorized  by  the  Attorney-General ;  (5)  a  certificate  by  a  solicitor 
that  the  intending  petitioner  is  a  proper  person  to  petition,  and 
that  he  is  competent  to  answer  the  costs  of  all  proceedings  in 
connection  with  the  petition  if  unsuccessful,  (r) 

The  Attorney-General  will  sometimes  hear  the  application  for 
his  authority  ex  parte.  But  if  he  thinks  it  undesirable  to  do  so, 
he  will  direct  notice  to  be  given  to  the  patentee,  in  order  that  both 
parties  may  appear  before  him. 

The  Attorney-General  has  no  power  to  give  costs  on  these 
applications.  («)  But  where  notice  had  been  sent  to  the  patentee, 
lengthy  declarations  filed  on  both  sides,  and  the  application  was 
eventually  directed  to  stand  over,  on  the  patentee  undertaking  to 
bring  an  action  for  infringement  against  the  intending  petitioners 

(V)  Ywm4%    PaJtnAy    PracOcai    Me-  (a)  (6). 

ckafiM  J<mmal^  2nd  eerieB,  toL  vi.  98;  {p)  Ibid. 

LawBon,  p.  105,  n.  (9)  Ab  to  tluB  procedure,  see  Griff.  P.  G. 

(I)  Beg.  V.  NewaU^  1  W.  P.  0.  671,  n.  pp.  819,  820,  n. 

(m)  Affer^t  PaUrU^^B,.  P.  0. 161  (per  (r)  Oriff.  supra.    ForroB  of  MemorUl, 

Btirlmg,  J.).  Declaration,  and  Certificate  will  be  found 

(n)  PatentB  Act,  1883,  s.  109  (1).  in  Appendix  IV.  pogt. 

(o)  PatentB  Act,  1883,  b.  26,  anb-B.  4  (s)  WeUh*e  AppUeaiton,  ibid. 


t80  BBVOOATION  OP  LETTERS  PATENT. 

within  one  month,  the  costs  of  the  application  were  by  consent 
made  costs  in  the  action,  (t) 

In  Ferranti*8  Application,  (u)  where  no  other  proceedings  were 
pending  between  the  applicant  and  the  patentees,  the  authority 
was  given  em  parte.  So  likewise  in  the  application  of  King's 
trustees,  where  the  patentee  had  commenced  an  action  against 
King,  but  had  abandoned  it  after  the  delivery  of  the  defence,  and 
applied  at  the  Patent  Office  for  leave  to  amend,  Webster,  A.G., 
gave  his  authority  ex  parte  for  presenting  a  petition,  (t^) 

In  the  Haslam  Foundry  Company's  Application,  notice  was 
directed  to  be  given  to  the  owners  of  the  patent  {Messrs.  BeU  dt 
Coleman),  who  had  commenced  an  action  of  infringement  against 
the  applicants  in  Scotland.  On  the  hearing,  BeU  db  Coleman 
objected  that,  as  they  were  resident  in  Scotland,  the  application 
should  have  been  made  to  the  Lord  Advocate,  and  James,  A.G., 
refused  to  give  authority  pending  the  result  of  the  Scottish  action, 
but  gave  leave  to  renew  the  application  if  necessary,  (w) 

In  Bayley's  Application,  the  circumstances  were  peculiar.  The 
applicant  was  one  of  the  defendants  in  an  action  for  infringement, 
in  which  judgment  had  been  given  for  the  patentee ;  but  an  appeal 
was  pending.  Notice  was  directed  to  be  sent  to  the  patentee ;  but 
the  patentee  did  not  appear  at  the  hearing,  and  Bussell,  AG., 
granted  his  authority,  (x) 

The  fiat  of  the  Attorney-General  may  even  be  applied  for  after 
the  petition  has  been  presented.  In  Dege's  Patent,  the  Court 
ordered  the  petition  to  stand  over  until  the  fiat  had  been 
obtained,  (y) 

8.  Any  person  alleging  that  the  patent  was  obtained  in  fraud  of 
his  rights,  or  of  the  rights  of  any  person  under  or  through  whom  he 
claims. 

Fraud  here  means  more  than  innocent  mistake:  conduct 
morally  culpable  must  be  proved. 

In  Avery's  Patent,  (z)  a  petition  was  presented  for  the  revocation 
of  a  patent  granted  to  Thom^as  Steven  Lindsay,  and  alleged  to  have 
been  obtained  by  him  in  fraud  of  the  rights  of  the  petitioner.  The 
facts  were  shortly  as  follows:  In  1885  Avery,  a  citizen  of  the 
United  States,  authorized  one  Weehs,  under  a  power  of  attorney,  to 

(0  Vicker'8  Applioatian,  Griff.  P.  G.            (x)  Vieker*§  AppHeaUan,  anpra. 

p.  820.  (y)  12  R.  P.  C.  448.    Forme  for  Pro- 

(«)  Qriff.  P.  0.  820.  oeedings  for  Berooaiion  of  Letters  Patent 

(v)  Ibid.  will  be  found  in  Appendix  lY.  post, 

(w)  Ibid.  (f)  4  B.  P.  C.  162. 
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apply  for  letters  patent  in  England  and  elsewhere  for  all  his 
mventions  in  processes  or  appliances  or  apparatus  for  heating, 
lighting,  and  metallurgical  purposes.  Lindsay  undertook  to  test 
in  England  the  invention  it  was  intended  to  patent.  While  so 
engaged,  Lindsay  met  with  difficulties  which  necessitated  experi- 
ments. Owing  to  the  imminence  of  the  publication  of  Avery's 
invention  in  the  United  States,  it  became  necessary  to  obtain 
protection  in  England  before  the  experiments  were  completed.  To 
do  this,  Lindsay,  who  was  advised  by  a  patent  agent  that  he  was 
an  inventor  within  the  meaning  of  English  patent  law,  api)lied 
(through  Weeks)  for  a  patent  in  his  own  name,  and  filed  a  pro- 
visional specification.  Before  it  was  necessary  to  file  a  complete 
specification  the  experiments  had  resulted  in  the  discovery  of  an 
improvement  upon  Avery's  invention,  and  this  improvement  was 
incorporated  in  the  complete  specification.  Weeks  appointed 
Lindsay  his  substitute  as  the  attorney  of  Avery,  under  a  power  for 
the  purpose  contained  in  the  original  power  of  attorney,  and 
Lindsay  made  a  statutory  declaration,  stating  that  he  was  the  true 
and  first  inventor,  but  not  disclosing  the  fact  that  part  of  the 
invention  had  been  communicated  from  abroad. 

On  these  facts  it  was  contended  that  the  patent  had  been 
granted  in  fraud  of  the  petitioner's  rights,  and  that  the  statement 
that  Lindsay  was  the  inventor  was  not  only  untrue,  but,  having 
regard  to  the  rules  and  well-established  practice  upon  applications 
for  a  patent,  so  recklessly  untrue  as  to  be  evidence  of  fraud. 
Further,  that  it  was  sufficient  under  the  Act  to  shew  that  the 
petitioner  had  been  defrauded  of  his  rights,  and  the  Crown  deceived, 
without  proving  actual  fraud  by  the  patentee.  But  Stirling,  J., 
held  that  fraud,  such  as  would  entitle  the  petitioner  to  succeed, 
was  not  made  out. 

Discussing  the  meaning  of  the  word  ''  fraud  **  in  the  Act,  his 
lordship  said :  ^*  Here  we  have  not  to  deal  with  a  Statute  nearly 
three  hundred  years  old,  like  the  Statute  of  Monopolies,  nor  is  there 
any  current  of  decision  to  fix  the  sense  in  which  the  word  therein 
is  used ;  and  in  my  judgment,  it  would  be  wrong  to  construe  the 
word,  occurring  as  it  does  in  an  Act  passed  little  more  than 
three  years  ago,  and  in  the  absence  of  any  context  imperatively 
demanding  such  a  construction  otherwise  than  in  accordance  with 
the  usual  construction  of  the  English  language,  and,  conse- 
quently, as  envolving  a  grave  moral  culpability  in  the  person 
obtaining  the  patent.  "  (a) 

(a)  4  B.  P.  0.  p.  166. 
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On  appeal,  the  judgment  below  was  affirmed.  Cotton,  L.J., 
said :  '*  If  Lindsay,  having  obtained  the  patent  in  his  own  name, 
had  sought,  by  means  of  that,  to  deprive  Avery  of  any  rights 
which  he  would  have  had  if  the  patent  had  been  in  his  own  name, 
then  the  case  would  have  stood  very  differently;  but,  in  my 
opinion,  if  he  made  a  mistake — I  do  not  say  that  he  did — if  he 
made  a  mistake  honestly,  that,  in  my  opinion,  although  it  might 
make  the  patent  bad,  would  not  enable  the  petitioner  to  establish 
this,  that  the  patent  was  obtained  in  fraud  of  his  rights.  In  my 
opinion,  that  means  obtained  in  violation  of  the  rights  of  Avery^ 
who  was  entitled,  I  will  assume,  to  have  a  patent  for  this  as  the 
true  inventor,  and  obtained  so  as,  directly  or  indirectly,  to  deprive 
him  of  his  rights,  and  to  gain  some  advantage  to  himself.  The 
mere  fact  that  an  agent  makes  an  honest  mistake,  even  though 
that  may  cause  loss  to  the  principal,  is  not,  in  my  opinion,  an 
act  done  in  fraud  of  the  rights  of  the  principal.  It  is  an  act  done 
which  injures  the  rights  of  the  principal,  but  an  act  done  in  fraud 
of  his  rights  is,  to  my  mind,  an  entirely  different  thing.  To  be 
in  fraud  of  his  rights,  it  must  be  either  done  with  the  intention  of 
depriving  the  principal  of  his  rights,  or  must  be  insisted  upon  so 
as  to  deprive  the  principal  of  his  rights.  There  was  an  argument 
addressed  to  us  with  great  zeal,  that  anything  which  deprives  a 
person  of  his  rights,  if  done  by  one  in  a  confidential  position,  such 
as  an  agent  is,  is  done  in  fraud  of  the  rights  of  the  principal. 
That,  in  my  opinion,  is  a  misuse  of  the  term  '  fraud.'  It  may  be 
a  mistake  for  which  the  agent  must  be  answerable  for  not  having 
performed  his  duty.  It  may  be  a  mistake  for  which  he  may  not 
be  answerable,  but  which  still  may  cause  great  loss  to  his  prin- 
cipal; but  an  act  to  be  *  in  fraud  of  his  rights,'  to  my  mind,  must 
involve  an  attempt  by  the  agent  to  deprive  the  principal  of  some- 
thing, or  to  gain  for  himself  something  at  the  expense  of  his 
principal;  and,  in  my  opinion,  on  the  evidence  here — I  will  not 
go  through  it  in  detail — there  is  nothing  which  can  justify  us  in 
coming  to  any  other  conclusion  than  this  :  that  if,  in  fact,  Lindsay 
did  act  under  a  mistake,  or  was  wrongly  advised,  he  did  so  by  an 
innocent  mistake,  and  not  as  acting  in  fraud  of  the  rights  of  his 
principal.  In  my  opinion,  therefore,  the  case  which  is  raised  by 
the  petition  fails,  and  Mr.  Justice  Stirling  was  right  in  dismissing 
the  appeal  with  costs."  (6) 

In  Gale's  Patent^  (c)  the  Court  held  that  the  petitioner  was  entitled 
to  succeed  on  the  ground  of  fraud.   There,  however,  the  respondent, 

(6)  4  B.  P.  C.  pp.  326,  327.  (c)  8  B.  P.  C.  438. 
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having  agreed  to  assist  the  petitioner  in  patenting  his  invention  in 
their  joint  names,  and  to  supply  the  money  to  work  it,  in  breaoh 
of  that  agreement  took  out  a  patent  for  the  invention  in  his  own 
name,  (d) 

Where  revocation  is  sought  on  the  ground  of  fraud,  the  evidence 
on  the  hearing  of  the  petition  should  be  oral  evidence,  as  in  such 
case  there  is  usually  a  direct  conflict  of  testimony,  which  it  is  almost 
impossible  to  test  satisfactorily  on  affidavits,  (e) 

Where  a  patent  has  been  revoked  on  the  ground  of  fraud  the 
comptroller  may,  on  the  application  of  the  true  inventor,  made  in 
accordance  with  the  provisions  of  the  Patents  Act,  1883,  grant  to 
him  a  patent  in  lieu  of,  and  bearing  the  same  date  as  the  date 
of  revocation  of,  the  patent  so  revoked.  The  comptroller  has  a 
discretion  in  the  matter,  and  a  patent  so  granted  ceases  on  the 
expiration  of  the  term  for  which  the  revoked  patent  was  granted.  (/) 


(4)  Any  person  alleging  that  he,  or  any  person  tmder  or  through 
whom  he  claims,  was  the  true  inventor  of  any  invention  included  in 
the  claim  of  the  patentee. 

In  Walker  v.  The  Hydro-carbon  Syndicate,  Limited,  (g)  the  peti- 
tioner, Walker,  presented  a  petition  alleging  that  he  was  the  true 
and  first  inventor  of  the  inventions  comprised  in  two  patents  granted 
to  Haddan  and  BouLt  respectively,  of  which  patents  the  Hydro- 
Oarhon  Syndicate  were  the  assignees. 

In  1875  a  patent  had  been  granted  to  the  petitioner  for  an  im- 
proved method  of  applying  petroleum  and  other  hydro-carbons  in 
furnaces  for  generating  steam,  or  in  ovens  for  heating  purposes, 
including  the  smelting  of  metals.  In  1880  Haddan  obtained  a 
patent  for  improvements  in  apparatus  for  generating  heat,  light, 
and  power  from  hydro-carbon  oil,  as  a  communication  from  abroad. 
In  1881  a  patent  was  granted  to  Boult  for  an  improved  method  of 
burning  hydro-carbon  oils,  together  with  steam  or  water,  for  the 
purpose  of  generating  heat  for  calorific  and  dynamic  effect.  This 
patent  was  also  a  communication  from  abroad. 

At  the  hearing  of  the  petition  the  respondents  relied  generally 
upon  the  state  of  public  knowledge  prior  to  the  petitioner's  patent, 
and  in  particular  on  the  description  in  the  specification  of  an 

id)  See,  aUo,  Nonoood^rPaUnU,  12  B.  (/)  Patents  Act,  1883,  a.  26  (8).     See. 

P.  C.  214 ;  15  R.  P.  C.  98.  also,  NorufoocCa  PaUnt,  12  B.  P.  C.  214. 

(e)  GM§  Patent,  supra,  per  Chitty,  J.,  (g)  2  B.  P.  C.  3 ;  Griff.  P.  C.  238. 

p.  440. 
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earlier  patent  granted  to  one  Wise.  Having  heard  witnesses  on 
either  side.  Bacon,  Y.G.,  held  that  the  petitioner's  patent  must  be 
oonstraed  as  a  patent  for  the  particular  method  therein  described 
only,  and  that  the  patents  of  the  respondents  were  for  different 
methods.    He  accordingly  dismissed  the  petition  with  costs. 

His  Honour  said :  ''  There  was  a  common  universal  knowledge 
that  petroleum,  dangerous  in  itself,  inapplicable  in  itself,  could,  by 
means  which  had  been  resorted  to  long  ago  in  Wise*8  Patent,  and 
long  before  that,  namely,  by  being  reduced  into  the  form  of  spray, 
be  usefully  applied  for  the  purposes  for  which  alone  petroleum  is 
valuable,  and  avoiding  all  the  danger  which  would  attend  the 
application  of  it  in  any  other  way.  The  three  patents,  the  patent 
of  Walker,  the  patent  of  Haddan,  and  the  patent  of  BouU,  are  not 
for  totally  different  purposes,  but  are  totally  different  in  their  mode 
of  application,  and  now  I  am  to  be  told,  after  a  mechanical  inven- 
tion has  been  produced  for  a  common  object,  that  any  person 
who  makes  a  better  combination  of  machinery  (not  by  the  mere 
introduction  of  mechanical  equivalents,  but  by  the  exercise  of 
mechanical  genius  or  talent,  or  whatever  it  may  be  called)  could 
not  obtain  a  patent  for  it ;  that  he  has  no  right  to  say  to  Walker: 
*  Admitting  yours  was  a  good  patent,  and  your  contrivances  are  very 
ingenious  and  clever,  I  see  a  much  better  way  of  dealing  with  the 
basis  of  common  knowledge,  and  by  retorts  and  by  other  means 
which  I  describe  fully  in  my  specification  and  drawings,  I  do  it 
better  and  differently  from  the  way  in  which  you  do  it/  That  is 
the  whole  case." 


(5)  Any  person  alleging  that  he,  or  any  person  under  or  through 
whom  he  claims  an  interest  in  any  trade,  business,  or  manufactwre, 
had  publicly  manufactured,  used,  or  sold,  within  this  realm,  before  the 
date  of  the  patent,  anything  claimed  by  the  patentee  as  his  invention. 

In  Haddan's  Patent,  (h)  the  petitioner  aUeged  that  the  patent 
had  been  obtained  in  fraud  of  his  rights,  inasmuch  as  he  was  the 
true  inventor  and  had  publicly  manufactured  and  sold  within  the 
realm  prior  to  the  date  of  the  patent  the  invention  claimed  by 
the  patentee.  The  petition  was  tried  before  Kay,  J.,  with  vivd  voce 
evidence.  His  Lordship  found  that  the  patentee  had  been  antici- 
pated, and  directed  that  the  patent  should  be  revoked. 

Referring  to  the  ground  of  the  petition,  the  learned  judge  said  : 
*'  Now,  the  justice  and  common-sense  of  that  is  too  apparent  to  need 

ih)  2  B.  P.  C.  219. 
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much  comment.  A  man  has  been  carrying  on  a  particular  manu- 
facture for  some  time,  and  that  another  person  should  come  and 
take  out  a  patent  for  that  manufacture  as  for  a  new  invention  by 
that  other  person,  and  stop  the  manufacture  that  has  been  going 
on  for  years,  would  be  an  intolerable  wrong,  carried  out  under  the 
apparent  sanction  of  the  Patent  Law ;  and  therefore,  when  any- 
thing of  the  kind  happens,  the  legislature  provides  this  simple 
remedy,  that  the  person  who  has  been  carrying  on  this  manufacture 
may  come  to  the  Court  and  have  the  patent  revoked."  (i) 

In  Edmond's  Patent,  (j)  letters  patent  had  been  granted  for  im- 
provement in  tools  and  tool  holders  used  in  machines  for  making 
umbrella  and  parasol  ribs  and  stretchers.  The  petitioners  were 
the  defendants  in  an  action  for  infringement  which  had  been 
commenced  against  them  by  the  patentee  and  the  English  Umbrella 
Manufacturing  Syndicate,  Limited,  who  claimed  to  be  his  assignees. 
The  patentee  had  formerly  been  in  the  service  of  the  petitioners, 
and  they  prayed  revocation  of  the  grant  on  the  ground  that  it  had 
been  obtained  in  fraud  of  their  rights,  that  one  of  them  was  the 
true  inventor  or  joint  inventor  with  Edwards,  and  that  they  had 
publicly  used  the  invention  prior  to  the  date  of  the  patent.  The 
specification  contained  seven  claims.  At  the  hearing  before 
Pollock,  B.,  the  petitioners  confined  their  evidence  to  the  second 
claim,  which  was  for  the  application  of  the  machine  described  for 
making  double-ended  solid  ribs. 

Evidence  of  prior  user  by  one  of  the  petitioners  having  been 
given,  it  was  contended  that  this  was  no  anticipation,  because  the 
user  proved  extended  only  to  solid  and  not  to  ''  Paragon  "  ribs. 

On  this  Pollock,  B.,  said  :  '*  You  take  tools  which  have  been  used 
for  making  solid-ended  ribs,  and  you  apply  that  to  the  *  Paragon.' 
That  will  not  do.  Tou  might  as  well  say  that  these  things  have 
been  made  in  brass,  and  you  will  make  them  in  another  metal,  and 
take  out  a  patent  for  that.  It  is  merely  an  adaptation  and  not  an 
invention."  (fc) 

Oronndf  of  Bevocation. — The  petitioner  must  deliver  with  his 
petition  particulars  of  the  objections  on  which  he  means  to  rely, 
and  no  evidence,  except  on  special  leave,  will  be  admitted  in  proof 
of  any  objection  of  which  particulars  are  not  so  delivered.  (2) 

Particulars  delivered  may  be  from  time  to  time  amended  by 

(0  See,  also,  Morgan**  Patent,  5  B.  P.  B.  P.  G.  576 ;  L.  B.  43  G.  D.  80. 
G.  187.              *  (0  Ooulard  A  Oibb^  Paieni,  5  B.  P.  G. 

(J)  6  B.  P.  G.  355.  532 ;  Patents  Act,  1883,  a.  26  (5). 
(k)  See,  alao^  Drummond^*  Patenif  6 
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leave  of  the  Court  or  a  judge,  (m)  A  petitioner  who  has  the  required 
locuB  standi,  may  impeach  the  patent  for  the  revoeation  of  which 
he  petitions  on  any  legal  grounds  which  would  be  open  to  a  defen- 
dant resisting  an  action  for  infringement  or  which  would  formerly 
have  supported  proceedings  for  scire  faci(u. 

In  Morgan's  Patent,  (n)  the  petitioner  alleged  that  he  had 
publicly  made  and  sold  carriages  according  to  the  alleged  invention 
before  the  date  of  the  patent. 

The  particulars  of  objection  raised  the  following  grounds  of 
revocation :  That  the  patentee  was  not  the  inventor  of  the  alleged 
invention,  that  the  alleged  invention  was  not  new,  that  there  was 
a  variance  betwixt  the  original  and  the  complete  specifications,  that 
the  alleged  invention  was  not  fit  subject-matter  for  a  patent,  and 
that  there  had  been  three  prior  publications  of  it,  as  well  as 
instances  of  prior  user  besides  the  user  by  the  petitioner.  These 
objections  were  held  to  be  open  to  any  petitioner  qualified  to  petition 
under  the  Patents  Act,  1888. 

In  Oaviard  dt  Oibbs'  Patent,  (o)  where  the  petition  was  pre- 
sented with  the  authority  of  the  Attorney-General,  the  particulars 
of  objections  included  the  following :  (1  and  2)  that  the  alleged  inven- 
tion was  not  novel ;  (8)  that  it  was  a  suggestion  to  use  on  a  large 
scale  a  well-known  mode  of  deriving  electrical  action  by  induction ; 

(4)  that  claims  1  and  2  of  the  specification  were  for  principle  only ; 

(5)  want  of  utility ;  (6)  absence  of  a  proper  specification ;  (7)  that 
the  specification  did  not  describe  or  ascertain  the  nature  of  the 
alleged  invention,  or  the  manner  in  which  the  same  was  to  be 
performed,  and  did  not  distinguish  the  old  from  the  new,  and  was 
vague  and  calculated  to  mislead  the  public ;  (7a)  that  the  complete 
specification  described  and  claimed  an  invention  different  from  the 
provisional ;  (8)  prior  publication  in  a  number  of  earlier  specifica- 
tions ;  (9)  prior  user. 

Service  of  the  FetitioiL — There  are  no  special  provisions  as 
to  service.  Where  the  respondent  is  resident  abroad,  personal 
service  will  not  be  required.  In  such  case  the  Court  has  directed 
notice  to  be  given  to  the  respondent  by  a  registered  letter  contain- 
ing a  copy  of  the  petition  and  of  the  particulars  of  objection,  {p) 

In  Drummond*8  Patent,  (q)  a  petition  was  presented  by  two 
petitioners,  who  alleged  that  tbey  had  publicly  manufactured  and 

(m)  Patents  Act,  1883,  b.  26  (5).  Kay's  Patent,  11  R.  P.  G.  S79;  OarMTg 

(n)  5  R.  P.  C.  186.  Patent,  15  R.  P.  G.  500;  Ooen  A  EoegVe 

(o)  Ibid.  529.  Patent,  12  R.  P.  C.  370.     . 
(  p)  Dmrnmofuf  s  Patent,  6  R.  P.  G.  576 ;  {q)  Supra. 

Hinehfiddi^s    Patent,   11    R.  P.  G.  514; 
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sold  within  the  realm,  and  prior  to  the  date  of  the  respondentia 
patent,  articles  embodying  the  respondent's  invention.  The  respon- 
dent resided  in  Scotland,  at  Dandee,  and  in  reply  to  a  letter  firom 
the  petitioner's  solicitor,  stated  that  he  did  not  intend  to  appear 
on  the  petition,  as  he  was  not  under  the  jurisdiction  of  the  English 
Courts.  The  respondent  had  commenced  an  action  for  infringe- 
ment against  the  petitioners  in  the  Scottish  Courts.  The  petitioners 
applied  to  have  the  petition  treated  as  an  action,  and  placed  in  the 
witness  list.  The  respondent  did  not  appear  on  the  hearing  of 
this  application,  but  there  was  evidence  that  the  particulars  of 
objection  and  a  copy  of  the  petition  had  been  delivered  to  him 
personally  at  Dundee.  North,  J.,  made  the  order,  postponing  its 
operation  to  a  specified  date,  in  order  that  the  respondent  might 
have  the  opportunity  of  shewing  cause  against  it,  if  so  advised. 

Practice  on  the  Hearing. — It  would  seem  that  the  judge  who  tries 
the  petition  has  no  power  to  certify  that  the  objections  are 
proper,  for  there  is  no  provision  in  Section  26  of  the  Patents 
Act,  1888,  similar  to  that  in  sub-section  6  of  Section  29,  dealing 
with  infringement  actions,  (r)  But  as  the  judge,  where  the 
contrary  is  not  provided,  has  a  complete  discretion  as  to  costs,  the 
silence  of  the  section  will  not  affect  the  right  of  the  petitioner  to  all 
such  costs  as  he  may  be  justly  entitled  to. 

Where,  on  a  petition  for  revocation  the  petitioner  and  respondent 
have  been  defendant  and  plaintiff  respectively  in  a  prior  infringe- 
ment action  in  respect  of  the  same  patent,  no  estoppel  arises  from 
the  judgment  in  that  action  to  preclude  the  validity  of  the  patent 
being  fully  enquired  into  on  the  hearing  of  the  petition.  («) 

In  Deeley's  Patent,  (t)  the  Court,  in  an  infringement  action,  had 
found  the  first  claims  anticipated,  and  the  patent  invalid. 
Whereupon  the  defendant  presented  a  petition  for  revocation,  and 
contended  that  the  respondent  was  estopped  from  shewing  that  the 
first  claim  was,  in  fact,  good.  On  this  the  Court  of  Appeal  said : 
'*  A  petition  to  revoke  a  patent,  by  whomsoever  presented,  is  a 
petition  on  behalf  of  the  public,  and  it  is  not  personal  to  the 
petitioner,  and,  in  a  legal  point  of  view,  it  is  a  mere  accident  that  in 
this  case  the  petitioner  was  a  party  to  a  former  litigation.  Under 
the  old  procedure  by  scire  facicu,  it  is  plain  that  there  would  be 
no  e8toppe^  and  although  the  procedure  is  altered,  the  prin- 
ciple underlying  it  and  the  effect  of  it  are  the  same;   and,  as 

(r)  See  Qoulard  A  OiMn^  Patent,  5  B.      12  B.  P.  C.  192 ;  64  L.  J.  Gh.  480. 
P.  C.  587.  (0  Ibid. 

(i)  DeeUff'B  Patent,  [1895]  1  Ch.  689; 
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in  the  case  of  a  scire  facias,  so  in  this  petition,  there  is  no 
estoppel.*'  (tt) 

Again,  in  the  Shoe  Machinery  Co.  v.  Cutlan,  Smith,  L.  J., 
said  :  '*  We  held  in  the  case  of  Deeley*s  Patent,  that  in  a  petition  for 
revocation  of  a  patent,  there  was  no  estoppel,  because  the  person 
petitioning  and  having  obtained  the  fiat  of  the  Attorney-General 
for  revocation  of  the  patent,  stands  as  one  of  the  public  and  not  as 
an  individual."  (v) 

The  petition  must  be  presented  in  the  name  of  the  person 
actually  qualified  under  the  Act  to  present  it.  An  attorney,  acting 
under  a  power  received  from  a  person  qualified,  cannot  petition  on 
behalf  of  such  person,  (w) 

All  persons  having  an  interest  under  the  patent  of  which 
revocation  is  sought  must  be  before  the  Court,  and  should  there- 
fore be  made  respondents,  (x) 

In  Avery's  Patent,  a  petition  was  presented  by  an  attorney 
named  Kimber,  in  his  own  name,  under  a  power  from  Avery,  who 
was  a  citizen  of  the  United  States  of  America.  Several  persons 
were  interested  under  an  agreement  in  the  invention  which  was 
the  subject  of  the  disputed  grant  Objection  being  taken  that 
these  persons  had  not  been  made  respondents,  Stirling,  J.,  held 
the  objection  good.  The  revocation  of  a  patent,  his  Lordship  said, 
would  destroy  the  rights  of  all  persons  beneficially  interested,  and 
that  he  could  not  do  in  their  absence.  The  petitioners  must  amend 
by  making  Avery  sole  petitioner,  and  making  all  persons  interested 
in  the  patent  parties.  And  for  this  purpose  the  petition  was  ordered 
to  stand  over  generally,  with  liberty  to  any  party  to  apply,  (y) 

In  Haddan's  Patent,  the  respondent  Haddan,  after  the  presen- 
tation of  the  petition  for  revocation,  had  assigned  his  interest  in 
the  petition  to  one  Horlick.  An  order  was  made  that  Horlick^s 
name  should  be  substituted  as  respondent  for  that  of  Haddan  upon 
each  paying  £25  into  court  as  security  for  costs,  (z) 

Amendment  of  the  Speoifloation  pending  the  Petition. — Section 
19  of  the  Patents  Act,  1883,  provides  that  in  a  proceeding  for 
revocation  of  a  patent  the  Court  or  a  judge  may,  at  any  time,  order 

(a)  Per  Smith,  L.J.,  12  B.  P.  C.  p.  199.  (y)  4  B.  P.  C.  p.  159. 

See,  also,  Lewis  d:  Stirekler's  Paieni,  14  (s)  2  B.  P.  G.  218;  of.  Beg.  v.  BetU 

B.  P.  C.  36.  (16  Q.  B.  640;  19  L.  T.  Q.  B.  631),  where 

(v)  12  B.  P.  C.  p.  683;  [1896]  1  Gh.  it  wae  held   that  a  patentee  who  ha*! 

118;  36L.  J.  Ch.44.  assigned  all  his  interest  in  the  patent 

(to)  Avery's  PcOent,  4  B.  P.  G.  162 ;  36  ought  still  to  remain  as  a  defendant  in  an 

G.  D.  810,  311 ;  56  L.  J.  Gh.  1007 ;  Had-  action  of  scire  facias  for  revocation  of  the 

darCs  Patent,  2  B  P.  G.  218.  patent 

(»)  AwT^s  Potent,  supra. 
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that  the  patentee  shall,  subject  to  such  terms  as  to  costs  and 
otherwise  as  the  Court  or  a  judge  may  impose,  be  at  liberty  to 
apply  at  the  Patent  Office  for  leave  to  amend  his  specification  by 
way  of  disclaimer,  and  may  direct  that,  in  the  meantime,  the  trial 
or  hearing  shall  be  postponed. 

Whether  on  such  application  being  made  liberty  shall  be  given 
is  a  matter  of  discretion,  and  once  the  judge  has  exercised  his 
discretion  the  Court  of  Appeal  will  not  interfere  with  his  order 
unless  satisfied  that  it  is  clearly  erroneous,  (a) 

In  Ooulard  dt  Qihhs  Patent,  Q>)  the  respondents  applied  under 
this  section  for  liberty  to  apply  at  the  Patent  Office  for  leave  to 
amend  their  specification  by  striking  out  their  third  claim,  and 
for  a  postponement  of  the  hearing  of  the  petition.  For  the 
petition  it  was  contended  that  as  the  patentee  had  delayed  his 
motion  till  a  few  days  before  the  day  on  which,  in  the  ordinary 
course,  the  petitioner  would  have  been  heard,  the  motion  was  a 
mere  pretext  for  delay,  and  ought  to  be  refused.  Eekewich,  J., 
made  the  order  on  terms  that  the  patentees  should  pay  all  the 
costs  occasioned  up  to  and  including  the  day  of  petition,  and 
proceed  forthwith  to  apply  to  the  Patent  Office,  and  prosecute  the 
application  with  diligence:  the  petitioner,  on  his  part,  to  have 
fourteen  days  after  the  date  of  amendment  to  amend  the  petition 
and  particulars  of  objection,  or  to  give  notice  that  the  petition  was 
discontinued. 

In  Chatwood's  Patent,  (c)  the  respondents  also  moved  for  liberty 
to  apply  for  leave  to  amend  after  the  petition  had  been  presented. 
The  motion  was  opposed  on  the  ground  that  the  proposed  amend- 
ments were  not  disclaimers.  Bryne,  J.,  not  being  satisfied  that 
the  amendments  amounted  to  more  than  disclaimers,  gave  leave 
on  the  following  terms :  the  applicants  to  pay  in  any  event  the 
costs  of  the  application  and  of  the  petition  up  to  and  occasioned  by 
the  disclaimer,  except  only  so  far  as  the  proceedings  in  the  matter 
might  thereafter  be  utilized  for  the  purpose  of  the  hearing  of  the 
petition,  should  the  same  be  heard ;  if  petitioners  elected  not  to  pro- 
ceed, then  the  respondents  to  pay  all  the  costs  of  the  proceedings. 

The  power  to  amend  given  by  Section  19  is  by  way  of  disclaimer 
only,  and  does  not  include  corrections  or  explanations,  except  such 
as  may  be  required  to  define  the  disclaimer,  (d) 

In  DeeUy  v.  Perke8,(e)  the  question  arose   as  to  whether  a 

(a)  Armdnmg* Paimt,  13 B.  P. G.  508 ;  (o)  16  B.  P.  G.  871. 

14  B.  P.  G.  747;  77  L.  T.  (N.  8.),  267.  (d)  OuxstCi  PatetU,  16  B.  P.  0.  755. 

(b)  5  B.  P.  G.  190.  (0)  13  B.  P.  G.  581 ;  [1896]  A.  G.  496. 
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respondent  who  appealed  against  an  order  revoking  bis  patent 
could  disclaim,  pending  the  hearing  in  the  House  of  Lords.  An 
adjournment  having  been  granted  for  that  purpose,  the  comptroller 
refused  to  register  the  disclaimer,  on  the  ground  that  the  patent 
no  longer  existed,  it  being  the  practice  at  the  Patent  Office  to 
remove  a  patent  from  the  register  whenever  the  result  of  the 
petition  was  recorded. 

This  having  been  brought  to  the  notice  of  the  House  of  Lords, 
Lord  Herschell  in  delivering  the  judgment  of  the  House  said :  '*  All 
your  Lordships  are,  I  believe,  of  opinion  that  it  would  be  very 
unfortunate  if,  on  a  petition  for  revocation  of  a  patent,  the  patentee 
was  in  this  position,  that  if  the  judge  of  first  instance  on  any 
ground  declared  the  patent  invalid,  the  result  should  necessarily 
be  an  order  of  revocation,  precluding  the  patentee  from  disclaiming, 
however  meritorious  the  invention,  and  however  unimportant  the 
error  which  rendered  it  inevitable  to  hold  the  patent  in  its  then 
form  to  be  invalid.  The  19th  section  of  the  Patents  Act,  1883, 
enables  the  Court  or  a  judge  to  order,  in  a  proceeding  for  revoca- 
tion, that  the  patentee  may  be  at  liberty  to  apply  for  leave  to 
amend,  and  to  direct  that,  in  the  meantime,  the  trial  or  hearing 
shall  be  postponed.  This  provision  is,  however,  inapplicable  when 
the  judge  holds,  as  in  the  present  instance,  that  the  claims  made 
by  the  patentee  are  bad ;  and  even  when  one  claim  only  is  held 
bad,  it  would  be  unjust  that  the  patentee  should  be  bound,  either 
to  forego  his  right  of  appeal,  or  to  lose  all  opportunity  of  amending, 
in  case  the  Court  of  Appeal  should  adopt  the  same  view  as  the 
Court  below.  The  26th  section  of  the  Act,  which  relates  to  the 
revocation  of  a  patent,  contains  no  provision  touching  the  form  of 
the  judgment.  It  only  abolishes  the  proceeding  by  scire  facias, 
and  enables  revocation  to  be  obtained  '  on  petition  to  the  Court,' 
prescribing  certain  procedure  in  relation  to  such  a  petition.  I  do 
not  see  any  difficulty,  therefore,  in  so  framing  the  order  on  a 
petition  for  revocation  as  to  avoid  the  possible  injustice  and  hard- 
ship to  which  I  have  referred.  ...  I  think  that  ...  it  ought 
to  be  ordered  that  the  patent  be  revoked,  unless  within  three 
months,  or  such  further  time  as  the  Court  may  allow,  the  patentee 
obtain  leave  to  amend  his  specification  by  disclaiming  the  first 
claim."  (ee) 

A  petition  for  the  revocation  of  a  patent  is  "  a  cause  or  matter  " 
within  the  meaning  of  Order  XXXL  of  the  Rules  of  the  Supreme 
Court,   and  interrogatories  may  therefore  be  delivered  where  the 

(00)  80  ordered  in  Haggmmaeher^s  Patent^  15  R.  P.  0.  487. 
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leave  of  the  Court  has  heen  obtained.  In  Haddan's  Patent,  Kay, 
J.,  gave  leave  to  the  petitioner  to  interrogate  the  respondent.  (/) 

Trial — The  Patents  Act,  1888,  provides  that  at  the  hearing 
the  mode  of  trial  shall  be  the  same  as  that  of  an  infringement 
action,  (g)  Under  the  old  practice  actions  of  scire  facias  were  tried 
before  a  judge  sitting  with  a  jury.  Petitions  for  revocation  are  now 
heard  by  a  judge  sitting  alone.  They  are  consequently  generally 
heard  by  a  judge  of  the  Chancery  Division.  But  it  is  not  necessary 
that  they  should  be  tried  in  London,  and  where  the  residence  of 
the  parties  interested  made  it  more  convenient  that  a  petition 
should  be  heard  elsewhere.  North,  J.,  on  a  motion  by  the 
petitioners,  made  an  order  for  the  trial  of  the  issues  of  fact  by 
a  judge  without  a  jury  at  the  next  Birmingham  Assizes,  (h) 

On  the  hearing  the  respondent  is  entitled  to  begin,  and  lead 
evidence  in  support  of  the  patent,  (t)  and  the  respondent  also  has 
the  right  of  reply  if  the  petitioner  gives  evidence  impeaching  the 
validity  of  the  grant.  This  is  because  the  onus  of  proof  is  upon 
the  petitioner,  and  therefore  it  is  right  that  the  patentee  should 
have  the  last  word.  ( j) 

Evidence  on  the  Hearing. — Evidence  at  the  hearing  may  be  given 
either  on  affidavit  or  viva  voce.(k)  But  where  the  respondent 
contests  the  petition,  the  hearing  will  usually  be  treated  as  a 
witness  action.  "The  petition,"  said  North,  J.,  in  Oavlard  dt 
Gibbs'  Patent,  ''  involves  precisely  the  same  issues  as  an  action  to 
try  the  validity  of  the  patent,  and  it  is  clear  that  it  ought  to  be 
tried  on  evidence  taken  in  court.  ...  It  is  in  every  sense  of  the 
word  an  action ;  and  I  think  it  ought  to  be  tried  in  the  way  in 
which  actions  usually  are  tried,  and  set  down  accordingly."  (Q 

Sevooation  Order. — ^When  an  order  is  made  for  the  revocation 
of  a  patent,  the  person  in  whose  favour  it  is  made  shall  forth- 
with leave  at  the  Patent  Office  an  office  copy  of  such  order. 
The  Register  shall  thereupon  be  rectified,  or  the  purport  of  such 
order  shall  otherwise  be  duly  entered  in  the  Register,  as  the  case 
may  be.  (m) 

Where  a  patent  has  been  revoked  on  the  ground  of  fraud,  (n) 
the  comptroller  may,  on  the  application  of  the  true  inventor  made 
in  accordance  with  the  provisions  of  the  Patents  Act,  1888,  grant 

(/)  Griit  P.  0.  109.  857;  Walker  ▼.  Hydro-Oarhon  Syndioaie^ 

(jg)  Seot  28  (1).  2  B.  P.  0.  7;  Vai$ef^$  Patent,  11  B.  P.  0. 

{k)  Edmomd^B  Potatf,  6  B.  P.  a  855.  591  (where  the  leepondent  did  not  appear). 

(i)  Patentv  Aot»  1888,  s.  26  (7).  (I)  L.  B.  34  C.  D.  396 ;  5  B.  P.  G.  525. 

Ij)  Cf.  Patent  Act,  1852,  a.  41.  (m)  P.  B.  role  74. 

(h)  See  Edmond^B  PatetU,  6  B.  P.  G.  (n)  Bee  ante,  p.  580. 
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to  snch  person  a  patent  in  lieu  of  and  bearing  the  same  date  as  the 
date  of  revocation  of  the  patent  so  revoked,  but  the  patent  so 
granted  shall  cease  on  the  expiration  of  the  term  for  which  the 
revoked  patent  was  granted,  (q) 

Staying  Sevooation  Pending  Appeal. — Where  a  patent  has 
been  revoked  and  an  appeal  is  intended,  the  Court  will  stay 
execution  as  to  revocation,  for  once  the  patent  is  revoked  diffi- 
culties may  arise  as  to  its  being  restored  in  the  event  of  the  appeal 
succeeding. 

In  Armstrong's  Patent,  (r)  Eekewich,  J.,  said  that  the  proper 
course  was  to  have  the  order  drawn  up  but  not  delivered  out  if 
notice  of  appeal  was  given  within  a  week.  In  the  same  case  the 
Court  of  Appeal  also  granted  a  stay  pending  appeal  to  the  House 
of  Lords,  (s) 

Coflts  of  the  Petition. — A  successful  petitioner  is  entitled  to  costs ; 
and  this  is  so  even  where  the  respondent  has  intimated  that  he  will 
not  oppose  the  petition,  for  except  by  petition  no  means  of  revoking 
a  patent  exists.  (0  In  awarding  costs  the  Court  will  exercise  its 
discretion,  according  to  the  circumstances  of  the  case,  as  to  the 
particulars  of  objection  in  respect  of  which  costs  should  be 
allowed,  (u) 

A  foreign  respondent  who  contests  the  petition  will  not  be 
ordered  to  give  security  for  costs.  In  Miller's  Patent,  {v)  the 
respondent,  a  foreigner  resident  abroad,  on  being  served  with 
notice  of  the  petition,  intervened  and  issued  a  summons  for  further 
particulars  of  the  objections  to  the  patent,  whereupon  the  petitioner 
applied  that  he  should  be  required  to  give  security  for  costs. 
Eekewich,  J.,  in  refusing  the  application,  said :  "  The  principle  upon 
which  the  Court  has  acted  in  ordering  security  for  costs  is  perfectly 
clear  and  perfectly  simple.  It  is  this :  that  no  person  out  of  the 
jurisdiction  is  allowed  under  ordinary  circumstances  to  institute 
proceedings  in  the  High  Court  here  without  reasonably  satisfying 
the  respondent  to  his  application — be  he  defendant  or  be  he  in  any 
other  way  respondent — that,  supposing  the  application  fails,  there 
will  be  tangible  opportunity  of  recovering  the  costs  of  failure. 
That  is  what  is  laid  down  by  Cotton,  L.J.,  in  the  case  of  the 
ApoUinaris  Company  v.  Wilson,  (w)  and  also  by  the  interlocutory 
observation  of  Bowen,  L.J.,  in  the  same  case,  and  it  is  clearly  to 

(9)  Patents  Aot,  1888,  b.  26,  sobHi.  8.  (0  WoUom'b  PatetU,  12  R.  P.  G.  444. 

(r)  13  R.  P.  O.  508.  (u)  Bimmon'$  Patmii,  12  R.  P.  0.  446. 

(i)  14  R,  P.  C.  766 ;  11  L.  T.  (N.  B.),  (r)  11  R.  P.  0.  65;  63  L.  J.  Oh.  824. 

267.  (vf)  L.  R.  81  0.  D.  682. 
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be  gathered  from  the  report  of  what  was  done  by  the  late  Master 
of  the  BoUb  m  Vavassewr  v.  Krupp.(x)  It  is  said  that  here  the 
patentee  whose  patent  is  attacked  comes  within  that  principle. 
I  cannot  see  it.  No  doubt  it  might  be  possible  for  the  petitioner 
to  proceed  without  the  respondent  being  here.  He  is  entitled  to 
the  opportunity  of  coming,  and  he  need  not  come  unless  he  desires 
to  do  BO,  but  he  is  brought  here  by  the  petitioner.  He  is  brought 
here  to  defend  his  rights.  He  makes  no  application  to  the  Court 
whatever.  He  is  in  no  sense  an  actor  within  the  meaning  of  that 
word  as  used  by  the  Court  of  Appeal,  therefore  it  does  not  seem  to 
me  that  there  is  any  reason  why  he  should  give  security  for 
costs." 

Appeal — From  the  decision  of  the  judge  at  the  hearing  an 
appeal  lies  to  the  Court  of  Appeal  and  to  the  House  of  Lords,  (y) 

Fresh  evidence  will  not  be  admitted  on  appeal,  except  with 
reluctance,  and  on  good  cause  shewn. 

In  Walker  v.  the  Hydro-Carlon  Syndicate,  (z)  it  was  alleged 
that  the  introduction  of  a  prior  specification  at  the  trial  had  taken 
the  petitioner  by  surprise,  and  leave  was  sought  to  admit  fresh 
evidence  on  appeal.  But  it  being  shewn  that  the  petitioner  had 
been  cross-examined  upon  this  very  specification  in  a  proceeding 
prior  to  the  trial  leave  was  refused. 

Cotton,  L.J.,  said :  *'  We  are  always  very  reluctant  indeed  to 
allow  further  parol  evidence  to  be  given  on  an  appeal  which  was 
not  given  before  the  Court  below;  and  here  it  appears  that  the 
plaintiff  had  this  matter  of  Wise's  Patent  put  before  him,  and  said, 
I  suppose,  whatever  he  knew  then  with  reference  to  Wise's  Patent. 
I  can  see  no  reason  why  he  should  be  allowed  to  give  further 
evidence." 

In  the  same  case  the  petitioner  applied  for  a  postponement  of 
the  hearing  of  the  appeal,  on  the  ground  of  his  absence  in  America, 
and  that,  being  an  engineer,  it  was  of  importance  that  he  should  be 
present  at  the  hearing  to  instruct  his  counsel.  The  Court  refused 
the  application. 

Patent  assigned  to  Secretary  of  State  for  War. — To  the  general 
rule  that  all  letters  patent  granted  by  the  Crown  to  inventors  are 
liable  to  be  revoked  on  due  cause  shewn,  the  following  exception 
has  recently  been  created  by  Statute.  Where  an  invention  of  an 
improvement  in  instruments  or  munitions  of  war  has  been  assigned 

(«)  L.  B.  9  0.  D.  851.  6  B.  P.  C.  216;  7  E.  P.  0.  367. 

(y)  Deeley  v.  Perhet,  13  R.  P.  0.  681 ;  (i)  8  B.  P.  0.  254. 

Oouiard  &  Oil>b$'  Patent,  5  R.  P.  0.  525; 

2Q 
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to  the  Secretary  of  State  for  the  War  Department,  and  such 
Secretary  of  State  has  certified  to  the  comptroller  his  opinion  that 
in  the  interest  of  the  public  service  the  particulars  of  the  invention 
and  of  the  manner  in  which  it  is  to  be  performed  should  be  kept 
secret,  no  proceeding  by  petition  or  otherwise  will  lie  for  the 
revocation  of  letters  patent  granted  in  respect  thereof,  (a) 

(a)  Patents  Act,  1883,  b.  44  (9). 
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CHAPTER  XXV. 

OFFENCES  UNDEB  THE  PATENTS   ACTS. 

Bepresentiiig  as  Patented  an  Article  for  whicli  no  Patent  has  been 
Granted.— Section  105  of  the  Patents  Act,  1888,  provides  as 
follows : — 

"(1)  Any  person  who  represents  that  any  article  sold  by  him  is  a 
patented  article,  when  no  patent  has  been  granted  for  the  same,  .  .  .  shall 
be  liable  for  every  offence,  on  sunmiary  conviction,  to  a  fine  not  exceeding 
five  pounds,  (a) 

"  (2)  A  person  shall  be  deemed,  for  the  purpose  of  this  enactment,  to 
represent  that  an  article  is  patented  ...  if  he  sells  the  article  with  the 
word  *  patent,'  *  patented,'  or  any  word  or  words  expressing  or  implying 
that  a  patent  .  .  .  has  been  obtained  for  the  article  stamped,  engravedi 
or  impressed  on,  or  otherwise  applied  to,  the  article." 

.  Seeing  that  to  justify  the  use  of  the  word  "patent"  or 
''  patented "  a  patent  must  have  been  granted  in  respect  of  the 
article  to  which  the  word  is  applied,  it  is  an  offence  to  sell  an 
article  so  marked  when  provisional  protection  only  has  been 
obtained  by  the  inventor,  (b) 

It  would  also  seem,  from  the  language  of  the  section,  that  it  is 
an  offence  to  use  the  word  ''  patent "  or  "  patented  "  in  connection 
with  an  article  for  sale  even  after  the  complete  specification  has 
been  accepted,  so  long  as  the  patent  is  still  unsealed.  But 
Section  15  of  the  Patents  Act,  1888,  gives  an  applicant  whose 
complete  specification  has  been  accepted  all  the  privileges  of 
a  patentee,  except  as  to  proceedings  against  infringers;  and  in 
view  of  this  section,  the  magistrate  in  Reg.  v.  Townsend  (o)  refused 

(a)  Section  1 12  (8)  proTides  as  to  the  the  manner  in  which  offences  pmushable 

Isle  of  Man :  "  Any  offence  nnder  this  Act  on  snmmary  oonviction  may  for  the  time 

committed  in  the  Isle  of  Man  which  would  being  be  proeecnted.** 

in  England  be  punishable  on  summary  (&}  Bsg.  y.  WaUU,  3  B.  P.  G.  1 ;  Beg.  t. 

conviction   may  be  prosecuted,  and  any  Orampton,  3  B.  P.  C.  867. 

fine  in  respect  thereof  may  be  recovered  (o)  13  B.  P.  G.  265. 
at  the  instance  of  any  person  aggrieved  in 
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to  convict  an  inventor  who,  after  the  acceptance  of  his  complete 
specification,  marked  with  the  word  '^patent"  goods  made  in 
accordance  therewith. 

What  the  position  is,  under  this  section,  of  a  patentee  whose 
patent  has  expired,  is  not  very  dear.  It  would  seem  that  he 
commits  no  offence  in  continuing  to  use  the  word  ''  patent ; ''  and 
if  he  uses  in  conjunction  with  that  word  the  date  and  number 
of  his  letters  patent,  his  action  would  hardly  be  likely  to  deceive 
the  public.  (£{)  Under  the  Merchandise  Marks  Act,  where  the 
words  are,  ''  existing  patent,"  it  has  been  held  not  to  be  an  offence 
to  continue  to  use  the  word  patent  after  the  expiration  of  the 
patent  term.  (e). 

In  Trade  Mark  cases  the  use  of  the  word  '*  registered  "  when 
the  only  registration  of  the  mark  was  a  foreign  registration,  has 
been  held  to  be  an  offence  under  Section  105  of  the  Patents 
Act,  1888,  as  amounting  to  a  representation  that  the  mark  was 
registered  in  the  United  Kingdom.  (/) 

Falsifying  the  Begister  of  Patents. — By  Section  98  of  the  Patents 
Act,  1883,  it  is  enacted  as  follows : — 

<<If  any  person  makes  or  causes  to  be  made  a  false  entry  in  any 
register  kept  under  this  Act,  or  a  writing  falsely  purporting  to  be  a 
copy  of  an  entry  in  any  such  register,  or  produces  or  tenders,  or  causes 
to  be  produced  or  tendered,  in  evidence  any  such  writing,  knowing  the 
entry  or  writing  to  be  false,  he  shall  be  guilty  of  a  misdemeanour."  (g) 

Assumption  and  Vse  of  the  Beyal  Arms.— So,  likewise,  the  assump- 
tion or  use,  by  any  person  without  authority,  in  connection  with 
any  trade,  business,  calling,  or  profession,  of  the  Boyal  Arms,  or 
Arms  so  nearly  resembling  the  same  as  to  be  calculated  to  deceive, 
in  such  a  manner  as  to  be  calculated  to  lead  other  persons  to 
believe  that  he  is  carrying  on  his  trade,  business,  calling,  or 
profession,  by  or  under  the  authority  of  the  Queen,  or  of  any 
of  the  Boyal  family,  or  of  any  Government  Department,  is  also 
an  offence  under  the  Patents  Act,  1888.  (h) 

(d)  See  JBaiifoiiM  ▼.  Graham,  51  L.  J.  d:  Co.,  15  B.  P.  G.  21 ;  Mc8ymon$  ▼.  Shuttle- 
Gh.  p.  908.  tooHh,  15  B.  P.  G.  748. 

(e)  Qridley  ▼.  Swinbome,  52  J.  P.  791 ;  (g)  PnniBhment  for  a  misdemeanour 
5  T.  L.  B.  71.  Ab  to  the  use  of  the  words  under  the  Patents  Act,  1883,  shall  in  the 
**  Manufactured  by  Boyal  Letters  Patent "  Isle  of  Man  be  imprisonment  fur  any  term 
in  connection  with  a  product  which  is  not  not  exceeding  two  years,  with  or  without 
made  by  any  patented  process,  but  in  the  hard  labour,  and  with  or  without  a  fine 
making  of  which  patented  machinery  is  not  exceeding  £100,  at  the  discretion  of 
employed,  see  Cothrane  ▼.  MacfUth,  [1896]  the  Gourt    See  Sect.  112  (2). 

A.  G.  225.  Qi)  Patents  Act,  1883,  s.  106. 

(/)  WrighU  Cro$$Uy  d-  Co,  v.  D<Mnn 
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Any  person  guilty  of  this  offence  is  liable,  on  summary  con- 
viction, to  a  fine  not  exceeding  twenty  pounds,  (i) 

Vnregifltered  Patent  Agents.— The  Patents  Act,  1888,  provides 
for  the  registration  of  patent  agents,  and  under  that  Act  no  person 
is  entitled  to  describe  himself  as  a  patent  agent,  whether  by 
advertisement,  by  description  on  his  place  of  business,  by  any 
document  issued  by  him,  or  otherwise,  unless  he  is  registered  in 
pursuance  of  the  Act,  ( j). 

Any  person  who  knowingly  describes  himself  as  a  patent 
agent,  without  being  registered,  is  liable,  on  summary  conviction, 
to  a  fine  not  exceeding  twenty  pounds,  (k) 

To  convict  of  this  offence  it  must  be  shewn  that  the  person 
charged  has  expressly  described  himself  as  a  patent  agent.  -The 
use  of  the  term  ''  patent  expert "  by  an  unregistered  person  has 
been  held  not  to  amount  to  this  offence,  (t) 

The  circumstance  that  a  patent  agent  has  bond  fide  practised 
as  such  prior  to  the  coming  into  operation  of  this  section,  does 
not  exempt  such  agent  from  the  necessity  of  registration.  If  he 
continues  to  describe  himself  as  a  patent  agent,  without  having 
registered,  he  is  guilty  of  an  offence,  (m) 

But  an  agent  practising  bond  fide  prior  to  the  passing  of  the 
Act  is  entitled  to  be  registered,  (n) 

Under  the  Patent  Agents'  Rules,  1889,  certain  entrance  and 
annual  fees  are  payable  by  patent  agents  on  registration,  (o)  These 
rules  have  statutory  force,  and  any  person  who  has  not  paid  his 
annual  registration  fee  ceases  to  be  registered,  and  if  he  continues 
practising,  is  liable  to  be  prosecuted  under  the  above  section,  (p) 

In  Scotland,  offences  punishable  summarily  under  the  Patents 
Act,  1888,  may  be  prosecuted  in  the  Sheriff  Court,  (q) 

(0  Patents  Act,  1883, 8. 106.  47  W.  B.  892. 

(i)  Patents  Act,  1888,  B.  1  (1).    The  (n)  Patents  Act,  1888,  s.  1  (8). 

Roles  as  to  Patent  Agents  wiU  be  found  (o)  Bee  these  Boles,  in  Appendix  II. 

in  Appendix  H  post  post 

(k)  Patents  Act,  1888,  s.  1  (4).  (p)  IndUuU  of  PaieiU  AgmU  t.  Loeh- 

(I)  Graham  ▼.  Eli,  15  B.  P.  0.  259.  wood,  [1894]  A.  0.  347 ;  11  B.  P.  0.  874 ; 

(m)  Starry  t.  Graham,  [1899]  1  Q.  B.  71  L.  T.  205 ;  63  L.  J.  P.  0.  74. 
406;  68  L.  J.  Q.  B.  257;  80  L.  T.  185;  (9)  Patents  Act,  1888,  s.  108. 
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CHAPTER  XXVI. 

INTBBNATIONIL  PBOTBOTION  OF  INVENTIONS. 

International  Convention. — Section  108  of  the  Patents  Act,  1888 
(amended  by  Section  6  of  the  Patents  Act,  1886),  empowers  her 
Majesty  to  enter  into  arrangements  with  the  governments  of 
foreign  states  for  the  mutual  protection  of  inventions.  Where  this 
is  done  any  person  who  has  applied  for  protection  in  the  foreign 
state  obtains,  if  he  applies  for  a  patent  in  England  within  seven 
months  from  the  date  of  such  foreign  protection,  a  priority  over 
other  applicants,  so  that  his  English  patent  is  ante-dated  to  the 
date  of  the  application  in  the  foreign  state.  A  foreign  patentee 
who  obtains  the  advantage  of  this  priority  is  not,  however,  per- 
mitted to  recover  damages  in  respect  of  any  infringement  of  his 
patent  committed  in  this  country,  prior  to  the  actual  date  of  the 
acceptance  of  his  complete  specification. 

The  provisions  of  Section  108,  however,  are  only  operative  in 
respect  of  those  foreign  states  to  which  the  Queen  by  Order  in 
Council  makes  them  applicable,  and  only  so  long  as  such  order 
continues  in  force. 

This  section  was  enacted  with  the  object  of  enabling  the  English 
government  to  take  advantage  of  the  International  agreement  for 
the  protection  of  industrial  property  signed  at  Paris  on  the  20th  of 
March,  1888.  (a) 

Her  Majesty's  Government  acceded  to  this  convention  on  behalf 
of  the  United  Kingdom  on  the  17th  of  March,  1884,  (b)  and  such 
accession  was  duly  accepted  on  the  2nd  of  April,  1884. 

By  Order  in  Council  dated  the  7th  of  July,  1884,  the  provisions 
of  Section  108  of  the  Patents  Act,  1888,  were  made  applicable  to 

(a)  See  Carter  Medicine  Co*8  Trade  (b)  The  right  of  her  Majesty  to  aooede 

Mark^  9  B.  P.  0.  p.  403.    The  original  snbseqaently  on  notice  given,  on  behalf 

parties  to  this  agreement  were  Belgiam,  of  the  Isle  of  Man,  Channel  Islands,  and 

Brazil,  Spain,  Franoe,  Guatemala,  Italy,  any  other  of  her  Majesty's  possessions 

Holland,  Portugal,  Salvador,  Servia,  and  being  reserved.    See  Appendix  HI.  post 
Switzerland. 
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the  countries  at  that  time  parties  to  the  Indastrial  Union  estab- 
lished by  the  Convention,  (c) 

Under  the  Convention  the  subjects  of  the  respective  states 
which  are  parties  thereto  (which  states  form  collectively  an  Inter- 
national Union  for  the  Protection  of  Industrial  Property)  enjoy 
in  each  state  the  same  advantages  as  regards  patents  for  inven- 
tions as  the  subjects  of  that  state  themselves  enjoy  under  its 
laws,  (d) 

Any  person  who  has  applied  for  a  patent  in  any  one  of  the 
states  of  the  Union  becomes  entitled  to  a  right  of  priority  in 
respect  of  the  same  invention  in  the  other  continental  states  of  the 
Union  during  a  period  of  six  months  and  in  states  of  the  Union 
beyond  sea  during  seven  months,  (e) 

The  protection  thus  afforded  enables  the  patentee  to  introduce 
and  work  his  patented  invention  in  any  one  of  the  states  of  the 
Union  during  the  prescribed  period  without  depriving  himself 
thereby  of  the  right  to  subsequently  take  out  a  patent  in  such 
state  for  that  invention.  (/)  But  the  foreign  inventor  who  so 
introduces  his  invention  is  bound  to  work  it  in  accordance  with  the 
laws  of  the  country  into  which  it  is  introduced,  (g) 

The  Convention  also  provides  for  the  temporary  protection  of 
patentable  inventions  shewn  at  International  Exhibitions,  {h) 

In  the  Convention  the  word  ''patents"  comprises  the  various 
kinds  of  industrial  patents  recognized  by  the  legislature  of  each 
of  the  contracting  states,  (t) 

Protection  of  Colonial  Inventions. — Letters  Patent  for  the  United 
Kingdom  do  not  give  protection  beyond  the  limits  of  the  United 
Kingdom ;  her  Majesty's  Colonial  possessions  are  therefore,  so  far 
as  regards  English  patent  law,  virtually  in  the  position  of  foreign 
countries.  Hence,  provision  has  been  made  under  the  Patents  Act, 
1888,  for  the  establishment  between  them  and  the  United  Kingdom 
of  the  same  system  of  mutual  protection  in  respect  of  inventions 

(e)  These  inolnded  Ecuador  and  Tanis  monthe  of  protection  allowed  by  that  aec- 

In  addition  to  those  above  mentioned  as  tion  shall  not  invalidate  the  subsequent 

original  parties.    Other  Orders  in  Council  letters  patent  granted  thereunder. 

have  since  extended  the  application  of  (g)  Article  V. 

the  section  to  other  states.     See   post,  (h)  Article  XI. 

Appendix  III.  (t)  See  Final  Protocol,  Appendix  III. 

(J)  Article  II.  poet.    The  Convention  also  provides  for 

(a)  Article  lY.  periodical  conferences  to  revise  and  per- 

(/}  Hence  s.  103  of  the  Patents  Act,  feet  the  Union  system ;  and  for  the  estab- 

1883,  provides  that  the  publication  or  use  lishment  of  au  International  oi&ce  and 

of  the  invention  in  the  United  Kingdom  staff  in  Switzerland. 

or  the  Isle  of  Man  daring   the   seven 
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as  may  exist  under  the  International  Convention  between  the 
mother  country  and  foreign  states. 

By  Section  104  it  is  enacted  that  where  it  is  made  to  appear 
to  her  Majesty  that  the  legislature  of  any  British  possession  has 
made  satisfactory  provision  for  the  protection  of  inventions 
patented  in  the  United  Kingdom,  it  shall  be  lawful  for  her  Majesty 
from  time  to  time,  by  Order  in  Council,  to  apply  the  provisions 
of  Section  108  of  the  Patents  Act,  1888,  with  such  variations  or 
additions  as  to  her  Majesty  in  Council  may  seem  fit,  to  such 
British  possession.  Such  order  when  made  takes  effect  as  if 
it  were  a  part  of  the  Act,  but  may  be  revoked  by  the  Queen  in 
Council. 

Thus,  the  procedure  described  hereafter  as  applicable  to  the 
case  of  a  foreign  inventor  who  is  entitled  to  apply  for  an  English 
patent  under  Section  108  applies  equally  to  a  Colonial  inventor 
who  resides  in  any  British  possession  to  which  the  Queen  by  Order 
in  Council  has  extended  the  application  of  that  section. 

Foreign  Applications — How  Made. — A  foreign  inventor  who  has 
applied  for  protection  of  his  invention  in  one  of  the  states  of  the 
International  Union  created  under  the  Convention,  must,  if  he 
desires  to  enjoy  in  the  United  Kingdom  the  special  protection 
and  priority  afforded  by  the  provisions  of  Section  108,  apply 
for  his  English  letters  patent  under  that  section,  otherwise  he 
will  lose  the  benefit  of  that  seven  months'  protection  which  the 
section  affords,  and  will  not  be  entitled  to  have  his  grant  ante- 
dated to  the  date  of  his  foreign  application,  {j) 

Applications  under  this  section  are  governed  by  special  pro- 
visions contained  in  the  Patents  Rules,  1890,  under  the  heading, 
''  International  and  Colonial  Arrangements."  These,  so  far  as 
they  vary  the  practice  on  ordinary  applications,  {k)  will  now  be 
detailed. 

Every  application  for  letters  patent  under  Section  108  must 
contain  a  declaration  as  to  the  making  of  the  foreign  application, 
and  specify  the  foreign  states  or  British  possessions  in  which 
foreign  applications  have  been  made,  and  the  official  date  or  dates 
thereof  respectively.  (J) 

The  application  must  be  made  within  seven  months  from  the 
date  of  the  first  foreign  application,  (m)  and  must  be  signed  by 

(j)  See  BritUk  Training  Co.  y.  Qroth^  abandoned  his  original  applioation  in  the 

8  R.  P.  G.  122.  foreign  oountry,  and  enbeequently  obtained 

(h)  See  ante,  p.  280,  chap.  xiy.  protection  there  on  a  renewed  application, 

(0  p.  B.  rale  25.  Webster,  A.G.,  held  that  the  period  of 

(m)  Where   a  foreign  applicant  had  seveu  months  ran  from  the  date  of  ench 
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the  person  or  persons  by  whom  such  foreign  application  was 
made,  (n) 

If  such  person,  or  any  of  such  persons,  be  dead,  it  must  be 
signed  by  the  legal  personal  representative  of  snch  dead  person, 
as  well  as  by  the  other  applicants,  if  any.  (o) 

A  foreign  corporation  may  apply  under  Section  108.  Indeed, 
if  the  foreign  patent  has  been  taken  out  by  a  corporation,  such 
corporation  is  the  only  possible  applicant,  for  the  application  must 
be  made  by  the  foreign  patentee,  and  cannot  be  made  by  an 
agent,  (p) 

The  application  must  be  made  on  Form  A'  in  the  second 
schedule  to  the  Patents  Rules,  1890.  (q) 

In  addition  to  the  specification,  provisional  or  complete,  the 
applicant  must  also  leave  at  the  Patent  Office:  (1)  a  copy  or 
copies  of  the  specification  and  drawings,  or  documents  correspond- 
ing thereto,  filed  or  deposited  by  the  applicant  in  the  Patent  Office 
of  the  foreign  state  or  British  possession  in  respect  of  the  first 
foreign  application,  duly  certified  by  the  official  chief  or  head 
of  the  Patent  Office  of  such  foreign  state  or  British  possession, 
or  otherwise  verified  to  the  satisfaction  of  the  Comptroller ;  (2)  a 
statutory  declaration  as  to  the  identity  of  the  invention  in  respect 
of  which  the  first  foreign  application  was  made,  and  if  the  specifi- 
cation or  document  corresponding  thereto  be  in  a  foreign  language, 
a  translation  thereof  must  be  annexed  to  and  verified  by  such 
declaration,  (r) 

The  comptroller,  on  receipt  of  the  application  and  the  prescribed 
documents,  is  required  to  make  an  entry  of  the  applications  in  both 
countries,  and  of  their  respective  official  dates,  (s)  Thereafter,  all 
further  proceedings  in  connection  with  the  application  must  be 
taken  within  the  times  and  in  the  manner  prescribed  by  the  Acts 
or  Bules  for  ordinary  applications,  (t) 

The  patent  is  entered  in  the  Begister  of  Patents  as  dated  of 
the  date  on  which  the  first  foreign  application  was  made,  and  the 
payment  of  renewal  fees  and  the  expiration  of  the  patent  are 
reckoned  as  from  the  date  of  the  first  foreign  application,  (u) 

renewed  appUoation,  on  its  being  shewn  550. 
that  the  prior  appUoation  had  been  en-  (q)  P.  B.  role  26. 

tiiely  abortiTe :    Van  de  PoM$  PaietU,  (r)  P.  B.  rule  26. 

7  B.  P.  0.  69.  (i)  P.  B.  rule  27. 

(n)  Ibid.  (t)  P.  B.  role  28;   Patento  Act,  1888, 

(o)  IMd.  B.  108  (8). 

(p)  Caru's  AppUeaiion,  6  B.  P.  C.  (ti)  P.  B.  role  29. 

552 ;  ShaUehberffer^i  Applieation,  6  B.  B  0. 
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Privileges  oonferred  by  Seetion  103  those  of  Priority  only. — While 
enabling  the  Grown  to  accede  to  the  International  Convention, 
Section  103  of  the  Patents  Act,  1888,  gives  the  foreign  inventor 
a  right  of  priority  only  in  the  date  of  his  letters  patent :  it  does 
not  enable  a  foreigner  to  patent  any  invention  in  the  United 
Kingdom  which  is  not  good  subject-matter  according  to  English 
law.  (v) 

Nor  does  the  circumstance  that  the  patent  granted  to  the 
foreigner  under  the  section  has  been  ante-dated  entitle  such 
foreigner  to  oppose  an  English  applicant  on  the  ground  that  the 
invention  has  been  patented  by  the  opponent  on  an  application 
of  prior  date,  when  an  ordinary  applicant  would  not  have  such 
loctia  standi.  For  the  right  to  oppose  in  such  case  depends  on  the 
priority  of  the  application,  not  of  the  grant,  and  the  ante-dating 
of  the  grant  under  the  section  does  not  also  ante-date  the  applica- 
tion of  the  foreign  patentee. 

Thus,  in  Everitfs  Patent,  (w)  foreign  patentees  who  applied  on 
the  8th  of  October,  1886,  and  obtained  a  grant  ante-dated  to  the 
18th  of  August,  1886,  were  held  to  have  no  locm  standi  in  the  case 
of  an  application  dated  the  20th  of  August,  1886,  to  oppose  on 
the  ground  that  the  invention  had  been  patented  on  an  application 
of  prior  date. 

The  mere  circumstance  that  the  state  of  which  the  foreign 
applicant  is  a  citizen  only  acceded  to  the  Convention  at  a  date 
later  than  the  date  of  the  applicant's  foreign  patent,  will  not 
deprive  such  applicant  of  his  right  to  have  bis  English  patent 
ante -dated,  provided  an  Order  in  Council  has  applied  Section  103 
to  that  state  prior  to  his  application  in  England,  (x)  This  of 
course,  assumes  that  the  English  application  is  made  within  the 
prescribed  seven  months. 

Vo  Jurisdiction  to  Impose  Terms. — The  Comptroller-General 
and  the  Law  Officer  have  no  jurisdiction  to  impose  terms 
upon  an  applicant  under  Section  103.  Provided  he  is  qualified 
to  apply  under  the  section,  he  is  entitled  to  have  his  letters 
patent  ante-dated,  no  matter  how  third  parties  may  be  affected 
thereby,  (y) 

As  a  patent  under  Section  103  can  only  be  granted  to  the 

(v)  Carter  Medioim  Oo.'i  Trade  Mark,  (y)  UOiaeau  A  Pianrard, Griff.  A.  P.  G. 

9B.  P.O.  401.  86;  Main*9    Patent,  7  B.  P.  0.  p.  15 

(to)  Griff.  A.  P.  C.   28.     See,  also,  Qusere,  whether  terms  might  be  imposed 

VOiMcau  A  Pierrar^B  Applieation,  Griff.  where   the  foreign  applicant  had    been 

A.  P.  G.  36.  guilty  of  bad  faith  (per  Webster,  A.G.). 

(x)  Main*i  Patent,  7  R.  P.  G.  13. 
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person  who  has  obtained  protection  abroad,  the  priority  given  by 
this  section  has  no  application  to  an  applicant  who  seeks  letters 
patent  for  an  invention  communicated  from  abroad,  the  object 
of  the  section  being  to  encourage  foreign  inventors  to  themselves 
apply  for  protection^  and  work  their  inventions^  in  the  United 
Kingdom,  (js) 

(f)  8haXMtm9w>9  AppUoaHon,  6  B.  P.  0.  550. 
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APPENDIX  I. 

STATUTES  RELATING    TO   LETTERS 
PATENT  FOR  INVENTIONS. 


THE  STATUTE  OF  MONOPOLIES,   1623. 

(21  Jac.  I.  c.  8.) 

An  Act  concerning  Monopolies  and  Dispensations  tvith  Penal 
Laws  and  the  Forfeitures  thereof,  (a) 

"  FoBABMucH  as  your  most  excellent  Majesty,  in  your  toyal  The  king's 
judgment,  and  of  your  blessed  disposition  to  the  weal  and  quiet  a^^!^^^^'^ 
of  your  subjects,  did,  in  the  year  of  our  Lord  God  one  thousand  moaopoUes 
six  hundred  and  ten,  publish  in  print  to  the  whole  realm,  and  ^pe^tiee 
to  all  posterity,  that  all  grants  of  monopolies  and  of  the  benefit  ™  digpensa- 
of  any  penal  laws  or  of  power  to  dispense  with  the  law  or  to 
compound  for  the  forfeiture  are  contrary  to  your  Majesty's  laws, 
which  your  Majesty's  declaration  is  truly  consonant  and  agree- 
able to  the  ancient  and  fundamental  laws  of  this  your  realm :  And 
whereas  your  Majesty  was  further  graciously  pleased  expressly 
to  command  that  no  suitor  should  presume  to  move  your 
Majesty  for  matters  of  that  nature ;  yet  nevertheless  upon  mis- 
informations and  untrue  pretences  of  public  good,  many  such 
grants    have    been   unduly  obtained,   and  unlawfully  put  in 
execution,  to  the  great  grievance  and  inconvenience  of  your 
Majesty's  subjects,  contrary  to  the  laws  of  this  your  realm,  and 
contrary  to  your  Majesty's  most  royal  and  blessed  intention  so 

(a)  The  side  notee  for  tbia  Statote  mand  of  George  III.  in  1819.  The 
are  those  given  in  the  edition  of  the  epeUing  in  the  text  has  been  modernized. 
Statutes  of  the  Bealm,  printed  by  oom- 
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8eot  1.     published  as  aforesaid.'*    For  avoiding  whereof,  and  preventing 
of  the  like  in  time  to  come,  may  it  please  your  most  excellent 
AU  monopo-   Majesty,  at  the  humble  suit  of  the  Lords  spiritual  and  temporal, 
i^^,  etow,    ^^^  ib^  Commons,  in  this  present  Parliament  assembled,  that  it 
^hereof,  wof  may  be  declared  and  enacted,  and  be  it  declared  and  enacted,  by 
and^naltiM  authority  of  this  present  Parliament,  that  all  monopolies  and 
dedwedvoid.  j^jj  commissions,  grants,  licenses,  charters,  and  letters  patent 
heretofore  made  or  granted,  or  hereafter  to  be  made  or  granted, 
to  any  person  or  persons,  bodies  politic  or  corporate  whatsoever, 
of  or  for  the  sole  buying,  selling,  making,  working,  or  using 
of  anything  within  this  realm  or  the  dominion  of  Wales,  or  of 
any  other  monopolies,  or  of  power,  liberty,  or  faculty  to  dispense 
with  any  others,  or  to  give  license  or  toleration  to  do,,  use,  or 
exercise,  any  thing  against  the  tenor  or  purport  of  any  law  or 
Statute,  or  to  give  or  make  any  warrant  for  any  such  dispensa- 
tion, license,  or  toleration  to  be  had  or  made ;  or  to  agree  or 
compound  with  any  others  for  any  penalty  or  forfeiture  limited 
by  any  Statute ;   or  of  any  grant  or  promise  of  the  benefit, 
profit,  or  commodity  of  any  forfeiture,  penalty,  or  sum  of  money, 
that  is  or  shall  be  due  by  any  Statute,  before  judgment  thereupon 
had;   and  all  proclamations,  inhibitions,  restraints,  warrants 
of  assistance,  and  all  other  matters  and  things  whatsoever  any 
way  tending  to  the  instituting,  erecting,  strengthening,  further- 
ing, or  countenancing  of  the  same,  or  any  of  them,  are  altogether 
contrary  to  the  laws  of  this  realm,  and  so  are  and  shall  be 
utterly  void  and  of  none  effect,  and  in  nowise  to  be  put  in  use 
or  execution. 
VAliditj  of  8>  And  be  it  further  declared  and  enacted  by  the  authority 

lieg^^oTall  ^^oresaid,  that  all  monopolies,  and  all  such  commissions,  grants, 
such  grants,    licenses,  charters,  letters    patent,  proclamations,  inhibitions, 
tried  by  the    restraints,  warrants  of  assistance,  and  all  other  matters  and 
common  law.  things  tending  as  aforesaid,  and  the  force  and  validity  of  them 
and  of  every  of  them,  ought  to  be  and  shall  be  for  ever  hereafter 
examined,  heard,  tried,  and  determined,  by  and  according  to  the 
common  laws  of  this  realm,  and  not  otherwise. 
All  persons  S.  And  be  it  further  enacted  by  the  authority  aforesaid,  that 

iis^Buoh*^     all  person  and  persons,  bodies  politic  and  corporate  whatsoever, 
grants,  which  now  are  or  hereafter  shall  be,  shall  stand  and  be  disabled 

etc.  '    and    uncapable  to  have,   use,  exercise,   or   put    in    use  any 

monopoly,  or  any  such  commission,  grant,  license,  charter, 
letters  patent,  proclamation,  inhibition,  restraint,  warrant  of 
assistance,  or  other  matter  or  thing  tending  as  aforesaid,  or  any 
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liberty,  power  or  faculty,  grounded  or  pretended  to  be  grounded     Sect  S. 
upon  them  or  any  "of  them. 

4.  And  be  it  further  enacted  by  the  authority  aforesaid,  that  Party 
if  any  person  or  persons,  at  any  time  after  the  end  of  forty  days  bf^V^^ 
next  after  the  end  of  this  present  session  of  Parliament,  shall  be  monopoly  or 
hindered,  grieved,  disturbed,  or  disquieted,  or  his  or  their  goods  SisU  r«soyer 
or  chattels  any  way  seized,  attached,  distrained,  taken,  carried  ^^^^ 
away,  or  detained,  by  occasion  or  pretext  of  any  monopoly,  or  by  action  in 
of  any  such  commission,  grant,  license,  power,  liberty,  faculty,  ^^^!^' 
letters  patent,  proclamation,  inhibition,  restraint,  warrant  of  double  ooBts. 
assistance  or  other  matter  or  thing  tending  as  aforesaid,  and 
will  sue  to  be  relieved  in  or  for  any  of  the  premises ;  that  then, 
and  in  every  such  case,  the  same  person  and  persons  shall  and 
may  have  his  and  their  remedy  for  the  same  at  the  common 
law,  by  any  action  or  actions,  to  be  grounded  upon  this  Statute ; 
the  same  action  and  actions  to  be  heard  and  determined  in  the 
Courts  of  King's  Bench,  Common  Pleas,  and  Exchequer,  or  in 
any  of  them,  against  him  or  them,  by  whom  he  or  they  shall  be 
80  hindered,  grieved,  disturbed,  or  disquieted,  or  against  him  or 
them  by  whom  his  or  their   goods  or  chattels   shall  be  so 
seized,  attached,  distrained,  taken,  carried  away,  or  detained ; 
wherein  all  and  every  such  person  and  persons,  which  shall  be 
80  hindered,  grieved,  disturbed,  or  disquieted,  or  whose  goods  or 
chattels  shaU  be  so  seized,  attached,  distrained,  taken,  carried 
awayr  or  detained,  shall  recover  three  times  so  much  as  the 
damages  which  he  or  they  sustained  by  means  or  occasion  of 
being  so  hindered,  grieved,  disturbed,  or  disquieted,  or  by  means 
of  having  his  or  their  goods  or  chattels  seized,  attached,  dis- 
trained, taken,  carried  away,  or  detained,  and  double  costs ;  and 
in  such  suits,  or  for  the  staying  or  delaying  thereof,  no  essoin, 
protection,  wager  of  law,  aid-prayer,  privilege,  injunction,  or 
order  of  restraint,  shall  be  in  any  wise  prayed,  granted,  admitted, 
or  allowed,  nor  any  more  than  one  imparlance:   And  if  any  Penalty  on 
person  or  persons  shall,  after  notice  given,  that  the  action  ™g^^  ®*^" 
depending  is  grounded  upon  this  Statute,  cause  or  procure  any  *^<^^  action, 
action  at  the  common  law,  grounded  upon  this  Statute,  to  benirennder 
stayed  or  delayed  before  judgment,  by  colour  or  means  of  any  ^^^^  ^^'  ^^• 
order,  warrant,  power  or  authority,  save  only  of  the  Court 
wherein  such  actions  as  aforesaid  shall  be  brought  and  depend- 
ing, or  after  judgment  had  upon  such  action,  shall  cause  or 
procure  the  execution  of  or  upon  any  such  judgment  to  be  stayed 
or  delayed  by  colour  or  means  of  any  order,  warrant,  power, 
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Sect  4.     or  authority,  save  only  by  writ  of  error  or  attaint ;  that  then 

the  said  person  and  persons  so  offending  shall  incur  and  sustain 

the  pains,  penalties,  and  forfeitures  ordained  and  provided  by 

the  Statute  of  provision  and  praemunire  made  in  the  sixteenth 

year  of  the  reign  of  King  Richard  the  Second. 

Proyuo  for  f^'  Provided  nevertheless,  and  be  it  declared  and  enacted,  that 

letters^  tent  *^^  declaration  before  mentioned  shall  not  extend  to  any  letters 

for  twenty-     patent  and  grants  of  privilege  for  the  term  of  one  and  twenty  years 

lew fwnew    ^  tL7ider,  heretofore  made,  of  the  sole  working  or  maldng  of  any 

inventione.      manner  of  new  manufacture  tvithin  this  realm,  to  the  first  and  true 

inventor  or  inventors  of  such  manufactures,  which  others  at  the 

time  of  the  making  of  such  letters  patent  and  grants  did  not  use,  so 

they  be  not  contrary  to  the  law  nor  ndschievotis  to  the  State,  by 

raising  of  the  prices  of  commodities  at  home,  or  hurt  of  trade,  or 

generally  inconvenient,  but  that  the  same  shall  be  of  such  force  as 

they  were  or  should  be  if  this  Act  had  not  been  made,  and  of  none 

other :  and  if  the  same  were  made  for  more  than  one  and  twenty 

years,  that  then  the  same,  for  the  term  of  one  and  twenty  years  only, 

to  be  accounted  from  the  date  of  the  first  letters  patent  and  grants 

thereof  made,  shall  be  of  such  force  as  they  were  or  should  have  been 

if  the  same  had  been  made  but  for  the  term  of  one  and  twenty  years 

only,  and  as  if  this  Act  had  never  been  had  or  made,  and  of  none 

other,  (b) 

PxoYiflo  for  6*  Provided  also,  and  be  it  declared  and  enacted,  that  any 

J^jJ^P^^*"  declaration  before  mentioned  shall  not  extend  to  any  letters 

years  or  lees,  patent  and  grants  of  privilege  for  the  term  of  fourteen  years 

inventioDfl.      ^^  under,  hereafter  to  be  made,  of  the  sole  working  or  making 

of  any  manner  of  new  manufactures  within  this  realm  to  the 

true  and  first  inventor  and  inventors  of  such  manufactures, 

which  others  at  the  time  of  making  such  letters  patent  and 

grants  shall  not  use,  so  as  also  they  be  not  contrary  to  the  law 

nor  mischievous  to  the  State  by  raising  prices  of  commodities 

at  home,  or  hurt  of  trade,  or  generally  inconvenient :  The  said 

fourteen  years  to  be  accomplished  from  the  date  of  the  first 

letters  patent  or  grants  of  such  privilege  hereafter  to  be  made, 

but  that  the  same  shall  be  of  such  force  as  they  should  be  if  this 

Act  had  never  been  made,  and  of  none  other. 

Proviflo  for  7.  Provided  also,  and  it  is  hereby  further  intended,  declared, 

^^^ly       and  enacted  by  authority  aforesaid,  that  this  Act,  or  any  thing 

Act  of  therein  contained,  shall  not  in  any  wise  extend  or  be  prejudicial 

to  any  grant,   or  privilege,   power,  or  authority  whatsoever, 

(6)  Bepealed  by  8.  L.  R.  Act,  1863  (26  &  27  Vict.  c.  125). 
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heretofore  made,  granted,  allowed  or  confirmed  by  any  Act  of     g^ct.  7. 

Parliament  now  in  force,  so  long  as  the  same  shall  so  continue 

in  force. 

8.  Provided  also,  that  this  Act  shall  not  extend  to  any  ProyiBo  for 
warrant  or  privy  seal,  made  or  directed  or  to  be  made  or  directed  j^SoJelo** 
by  his  Majesty,  his  heirs  or  successors,  to  the  justices  of  the  oompound 
Courts  of  the  King's  Bench  or  Common  Pleas,  and  barons  of  ^^^^  ^' 
the  Exchequer,  justices  of  assize,  justices  of  oyer  and  terminer 

and  gaol-delivery,  justices  of  the  peace,  and  other  justices  for 
the  time  being,  having  power  to  hear  and  determine  offences 
done  against  any  pend  statute  to  compound  for  the  forfeitures 
of  any  penal  statute  depending  in  suit  and  question  before 
them,  or  any  of  them  respectively,  after  plea  pleaded  by  the 
party  defendant. 

9.  Provided  also,  and  it  is  hereby  further  intended,  declared,  Proyieo  for 
and  enacted,  that  this  Act,  or  any  thing  therein  contained,  shall  LoDdo"and 
not  in  any  wise  extend  or  be  prejudicial  unto  the  city  of  London,  ^^^^    . 
or  to  any  city,  borough,  or  town  corporate  within  this  realm, 

for  or  concerning  any  grants,  charters,  or  letters  patent,  to 
them  or  any  of  them,  made  or  granted  or  for  or  concerning 
any  custom  or  customs  used  by  or  within  them  or  any  of 
them;  or  unto  any  corporation,  companies,  or  fellowships 
of  any  art,  trade,  occupation,  or  mystery,  or  to  any  companies 
or  societies  of  merchants  within  this  realm,  erected  for  the 
maintenance,  enlargement,  or  ordering  of  any  trade  of  mer^ 
chandise;  but  that  the  same  charters,  customs,  corporations, 
companies,  fellowships,  and  societies,  and  their  li]t)erties, 
privileges,  powers,  and  immunities,  shall  be  and  continue  of 
such  force  and  effect  as  they  were  before  the  making  of  this  Act, 
and  of  none  other ;  any  thing  before  in  this  Act  contained  to 
the  contrary  in  any  wise  notwithstanding. 

10.  Provided  cdso,  and  be  it  enacted,  that  this  Act,  or  any  de-  Proyiso  for 
claraiion,  provision,  disablement,  penalty,  forfeiiwre,  or  other  thing  ^^llij^g 
before  mentioned,  shaU  not  extend  to  any  letters  patent  or  grants  q/*  printing,  salt- 
privilege  heretofore  made,  or  hereafter  to  be  made,  of,  for  or  con-  ^^J^' 
ceming  printing,  nor  to  any  commission,  grant,  or  letters  patent  ordnanTO, 
heretofore  made  or  hereafter  to  be  made  of,  for,  or  concerning  grants  of 
the  digging,  making,  or  compounding  of  saltpetre,  or  gunpowder,  ^<^- 

or  the  casting  or  making  of  ordnance,  or  shot  for  ordnance,  nor  to 
any  grant  or  letters  patent  heretofore  made,  or  hereafter  to  be  made, 
of  any  office  or  offices  heretofore  erected,  made,  or  ordained  and 
now  in  being,  and  put  in  execution,  other  than  such  offices  as  have 

2b 
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Beet.  10.    ^^^^  decried  by  any  his  Majesty's  proclamation  or  proclamati4ms : 

but  that  aU  and  every  the  same  grants,  commissions,  and  letters 

patent,  and  aJl  other  matters  and  things  tending  to  the  maintaining, 
strengthening,  and  furtherance  of  the  same,  or  any  of  them,  shall 
be  and  remain  of  the  like  force  and  effect,  and  no  other,  and  as  free 
from  the  declarations,  provisions,  penalties,  and  forfeitures  con-- 
tained  in  this  Act,  as  if  this  Act  had  never  been  had  nor  made,  and 
not  otherwise,  (c) 
PioYiBo  for  IL  Provided  also,  and  be  it  enacted,  that  this  Act,  or  any  de- 

oMjoOTttiog  claration,  provision,  disablement,  penalty,  forfdtwre,  or  other  thing 
alom-miaet.  hefore  mentioned,  shall  not  extend  to  any  commission,  grant,  letters 
patent,  or  privilege  heretofore  made,  or  hereafter  to  be  made,  of, 
for,  or  concerning  the  digging,  compounding,  or  making  of  alum, 
or  alum'^nes :  but  that  all  and  every  the  same  commissions,  grants, 
letters  patents,  and  privileges,  shall  be  and  remain  of  ike  Uke  force 
and  effect,  and  no  other,  and  as  free  from  the  declarations,  pro- 
visions, penalties,  and  forfeitures  contained  in  this  Act,  as  if  the 
Act  had  never  been  had  nor  made,  and  not  otherwise,  (d) 
Proviaofor  12.  Provided  also,  and  be  it  enacted,  that  this  Act,  or  any 

of  hoast-men'  declaration,  provision,  penalty,  forfeiture,  or  other  thing  before 
all  kTc^***  menriow«5,  shall  not  extend  or  be  prejudicial  to  any  use,  custom, 
prescription,  franchise,  freedom,  jurisdiction,  immunity,  liberty,  or 
privilege,  heretofore  claimed,  used,  or  enjoyed  by  the  governors  and 
stewards  and  brethren  of  the  fellowship  of  the  hoast-^m^en  of  the 
town  of  Newcastle-upon-Tyne,  or  by  the  ancient  fellowship,  gwld,  or 
fraternity,  commonly  called  hoast-men,  for  or  concerning  the  selling, 
carrying,  lading,  disposing,  shipping,  venting,  or  trading  of  or  for 
any  sea  coals,  stone  coeds,  or  pit  coals,  forth  or  out  of  the  haven  or 
river  of  Tyne,  or  to  any  grant  made  by  the  said  governor  and 
stetoards  and  brethren  of  the  fellowship  of  the  said  hoast-m^n  to  the 
late  Queen  Elizabeth,  of  any  duty  or  sum  of  money  to  be  paid  for, 
Licenses  for  or  in  respect  of,  any  such  coals  as  aforesaid :  nor  to  any  grants, 
verng,  c  ^^^^^  patent,  or  commission,  heretofore  granted,  or  hereafter  to 
be  granted,  of,  for,  or  concerning  the  lix^ensing  of  the  keeping  of  any 
tavern  or  taverns ;  or  selling,  uttering,  or  retailing  of  wines  to  be 
drunk  or  spent  in  the  mansion-house,  or  houses,  or  other  place  in 
the  tenure  or  occupation  of  the  party  or  parties  so  selling  or  uttering 
the  same;  or  for  or  concerning  the  making  of  any  compositions  for 
such  licenses,  so  as  the  benefit  of  such  compositions  be  reserved  and 
applied  to  amdfor  the  use  of  his  Majesty,  his  heirs  or  successors,  and 
not  to  the  private  use  of  any  person  or  persons,  {e) 

(c)  Repealed  Patents  Act,  1883  (46  &  47  Vict  c.  57)»  s.  1 13.      (d)  Ibid.       (e)  Ibid. 
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IS.  Provided  also,  and  be  it  enacted,  that  this  Act,  or  any    Sect.  IS. 

declaration,  provision,  penalty,  forfeiture,  or  other  thing,  before 

mentioned,  shall  not  extend  or  be  prejudicial  to  a  grant  or  Proviso  for 

privilege  for  or  concerning  the  making  of  glass,  by  his  Majesty*s  glass  making. 

letters  patent  under  the  Great  Seal  of  England,  bearing  date 

the  two-and-twentieth  day  of  May,  in  the  one-and-twentieth 

year  of  his  Majesty's  reign  of  England,  made  and  granted  to 

Sir  Robert  Mansell,  Knight,  Vice-Admiral  of  England :  nor  to  ^f^'*^^^" 

a  grant  or  letters  patent,  bearing  date  the  twelfth  of  June,  in  skins. 

the  thirteenth  year  of  his  Majesty's  reign  of  England,  made 

to  James  Maxewell,  Esquire,  concerning  the  transportation  of 

calves'  skins:   but  that  the  said  several  letters  patent  last 

mentioned,  shall  be  and  remain  of  the  like  force  and  effect, 

and  as  free  from  the  declarations,  provisions,  penalties,  and 

forfeitures  before  mentioned,  as  if  this  Act  had  never  been  had 

nor  made,  and  not  otherwise. 

14.  Provided  also,  and  be  it  declared  and  enacted,  that  this  Proviso  for 
Act,  or  any  declaration,  provision,  penalty,  forfeiture,  or  other  making  smalt, 
thing  before  mentioned,  shall  not  extend  or  be  prejudicial  to  a 
grant  or  privilege  for  or  concerning  the  making  of  smalt,  by  his 
Majesty's  letters  patent  under  the  Great  Seal  of  England, 
bearing  date  the  sixteenth  day  of  February,  in  the  sixteenth 
year  of  his  Majesty's  reign  of  England,  made  or  granted  to 
Abraham  Baker ;  nor  to  a  grant  or  privilege  for  or  concerning  Melting 
the  melting  of  iron  ewer,  and  of  making  the  same  into  cast- 
works  or  bars  with  sea  coals  or  pit  coals,  by  his  Majesty's  letters 
patent,  under  the  Great  Seal  of  England,  bearing  date  the 
twentieth  day  of  February,  in  the  nineteenth  year  of  his 
Majesty's  reign  of  England,  made  or  granted  to  Edward  Lord 
Dudley;  but  that  the  same  several  letters  patent  and  grants 
shall  be  and  remain  of  the  like  force  and  effect,  and  as  free 
from  the  declarations,  provisions,  penalties,  and  forfeitures 
before  mentioned,  as  if  this  Act  had  never  been  had  nor  made, 
and  not  otherwise. 
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THE  PATENTS,  DESIGNS,  AND  TRADE  MARKS 

ACT,    1883. 

46  AND  47  Vict.  c.  57. 

An  Act  to  amend  and  consolidate  the  Law  relating  to  Patents 
for  Inventions,  Registration  of  Designs  and  of  Trade  Marks. 

[25th  Angust,  1883.] 

Be  it  enacted,  by  the  Queen's  most  excellent  Majesty,  by  and 
with  the  advice  and  consent  of  the  Lords  spiritual  and 
temporal,  and  Commons,  in  this  present  Parliament  assembled, 
and  by  the  authority  of  the  same,  as  follows :  (a) 


PART  L 

Pbeliminart. 

Short  title.  1.  This  Act  may  be  cited  as  the  Patents,  Designs,  and  Trade 

Marks  Act,  1888. 
Division  of  2.  This  Act  is  divided  into  parts,  as  follows : — 

Act  into 

^    *  Part  I. — Pebliminary. 

II. — Patents. 
III. — Designs. 
IV. — Trade  Mares. 
v.— General. 

Gomroenoe-  S.  This  Act,  except  where  it  is  otherwise  expressed,  shall 

mentof  Act.   commence  from  and  immediately  after  the  thirty-first  day  of 
December,  one  thousand  eight  hundred  and  eighty-three. 

(a)  The  proviBions  of  the  Amending  are  here  incorporated  with  thii,  the 
Patents  Acts  (1885-1888),  80  far  as  they  principal  Act;  and  distingaished  by 
relate  to  letters  patent  for  inventionB,      the  nse  of  heavier  type. 
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PART  11.  Sect  4. 

PATENTa 

Application  for  and  Grant  of  Patent. 

4.  (1)  Any  person,  whether  a  British  subject  or  not,  may  Perdong  en- 
make  an  application  for  a  patent.  Jot  patentf ^  ^ 

(2)  Two  or  more  persons  may  make  a  joint  application  for  a  Power  to 
patent,  and  a  patent  may  be  granted  to  them  jointly.  toBevSaf °** 

Whereas  doubts  have  arisen  whether  imder  the  principal  Act  a  persons 
patent  may  lawfully  be  granted  to  several  persons  jointly,  some  or  ^^  °  ^' 
one  of  whom  only  are  or  is  the  tme  and  first  inventors  or  inventor ; 
be  it  therefore  enacted  and  declared  that  it  has  been  and  is  lawftil 
nnder  the  principal  Act  to  grant  such  a  patent  (b) 

6.  (1)  An  application  for  a  patent  must  be  made  in  the  form  Application 
set  forth  in  the  First  Schedule  to  this  Act,  or  in  such  other  form  uon.*^^ 
as  may  be  from  time  to  time  prescribed ;  and  must  be  left  at,  or 
sent  by  post  to,  the  Patent  OfSce  in  the  prescribed  manner. 

(2)  An  application  must  contain  a  declaration  to  the  effect 
that  the  applicant  is  in  possession  of  an  invention,  whereof  he, 
or  in  the  case  of  a  joint  application,  one  or  more  of  the  appli- 
cants, claims  or  claim  to  be  the  true  and  first  inventor  or 
inventors,  and  for  which  he  or  they  desires  or  desire  to  obtain  a 
patent ;  and  must  be  accompanied  by  either  a  provisional  or 
complete  specification. 

The  declaration  may  be  either  a  statutory  declaration  under  the 
Statutory  Declarations  Act,  1835,  or  not,  as  may  be  from  time  to 
time  prescribed,  (c) 

(8)  A  provisional  specification  must  describe  the  nature  of 
the  invention,  and  be  accompanied  by  drawings,  if  required. 

(4)  A  complete  specification,  whether  left  on  application  or 
subsequently,  must  particularly  describe  and  ascertain  the 
nature  of  the  invention,  and  in  what  manner  it  is  to  be 
performed,  and  must  be  accompanied  by  drawings,  if  required. 

The  requirement  of  this  sub-section  as  to  drawings  shall  not  be  J^o  same 

drawings  may 

deemed  to  be  insufficiently  complied  with  by  reason  only  that  instead  accompany 
of  being  accompanied  by  drawings  the  complete  specification  refers  ^^^f^^^^' 
to  the  drawings  which  accompanied  the  provisional  specification. 
And  no  patent  heretofore  sealed  shall  be  invalid  by  reason  only 

(6)  This  further  proYisionwaa  enacted  (e)  Added  by  the  Patent  Act,  1886, 

by  the  Patent  Act,  1885,  e.  5,  which      t.  2. 
see,  post 
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cation  or 

require 

amendment. 


Sect  6.  that  the  complete  specification  was  not  accompanied  by  drawings, 
bat  referred  to  those  which  accompanied  the  provisional  speoifi- 
oation.  (d) 

(5)  A  speoification,  whether  provisional  or  complete,  must 
commence  with  the  title,  and  in  the  case  of  a  complete  specifi- 
cation most  end  with  a  distinct  statement  of  the  invention 
claimed. 

Beferenoeof  6.  The  comptroller  shall  refer  every  application  to  an 
examiner^  examiner,  who  ^all  ascertain  and  report  to  the  comptroller 
whether  the  nature  of  the  invention  has  been  fairly  described, 
and  the  application,  specification,  and  drawings  (if  any)  have 
been  prepared  in  the  prescribed  manner,  and  the  title  sufficiently 
indicates  the  subject-matter  of  the  invention. 
Power  for  [7.  (1)  If  the  examiner  reports  that  the  nature  of  the  invention 

n^'appli-  ^  ^^^  foiTly  described^  or  that  the  application^  specificaiionf  or 
drawings  has  not  or  have  not  been  prepared  in  the  prescribed 
manner,  or  that  the  title  does  not  sufficiently  indicate  the  subject^ 
matter  of  the  invention,  the  comptroller  may  require  that  the  appU- 
cation,  specification,  or  drawings  be  amended  before  he  proceeds 
with  the  application. 

(2)  Where  the  comptroller  requires  an  amendment,  the  applicant 
may  appeal  from  his  decision  to  the  law  officer. 

(8)  The  law  officer  shaU,  if  required,  hear  the  applicant  and 

the  comptroller,  and  may  make  an  order  determining  whether  and 

subject  to  what  conditions,  if  any,  the  application  shaU  be  accepted, 

(4)  The  comptroller  shaU,  when  an  application  has  been  ac' 

cepted,  give  notice  thereof  to  the  applicant. 

(6)  If  after  an  application  has  been  made,  but  before  a  patent 
has  been  sealed,  an  application  is  made  accompanied  by  a  specificor 
tion  bearing  the  same  or  a  similar  title,  it  shaU  be  the  duty  of  the 
examiner  to  report  to  the  comptroller  whether  the  specification 
appears  to  him  to  comprise  the  same  invention ;  and,  if  he  reports 
in  the  affirmative,  the  comptroller  shall  give  notice  to  the  applicants 
that  he  has  so  reported. 

(6)  Where  the  examiner  reports  in  the  affirmative,  the  comp- 
troller  may  determine,  subject  to  an  appeal  to  the  law  officer, 
whether  the  invention  comprised  in  both  applications  is  the  same, 
and  if  so  he  may  refuse  to  seal  a  patent  on  the  application  of  the 
second  applicant]  (e) 

*'  7.  (1)  If  the  examiner  reports  that  the  nature  of  the  invention 


Power  of 
comptroUer 
to  refute 
applioatioD 
or  require 
amendment* 


8.  6. 


(d)  Added  by  the  Patents  Act,  18S6, 


27. 


(0)  Repealed  Patents  Act,  1888,  ss.  2, 
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is  not  fidrly  described,  or  that  the  application^  specification,  or  Sect.  7. 
drawings  has  not  or  have  not  been  prepared  ia  the  prescribed 
manner,  or  that  the  title  does  not  sufficiently  indicate  the  subject- 
matter  of  the  iavention,  the  comptroller  may  refuse  to  accept  the 
application,  or  require  that  the  application,  specification,  or  draw- 
ings be  amended  before  he  proceeds  with  the  application ;  and  jjel 
the  latter  case  the  application  shall,  if  the  comptroller  so  directs, 
bear  date  as  from  the  time  when  the  requirement  is  complied  with. 

"  (2)  Where  the  comptroller  refuses  to  accept  an  application  or  Appeal  to  law 
requires  an  amendment,  the  applicant  may  appeal  from  his  decision  ^  ^^' 
to  the  law  officer. 

**  (S)  The  law  officer  shall,  if  required,  hear  the  applicant  and  Hearing  by 
the  comptroller,  and  may  make  an  order  determining  whether,  and  ^^^  o™<^'- 
subject  to  what  conditions,  if  any,  the  application  shall  be  accepted. 

**  (4)  The  comptroller  shall,  when  an  application  has  been  ac-  Notioe  of 
ceptedy  give  notice  thereof  to  the  applicant.  ^^^^  *^^' 

*'  (5)  I^  after  an  application^  for  a  patent  has  been  made,  but 
before  the  patent  thereon  has  been  sealed,  another  application  for 
a  patent  is  made,  accompanied  by  a  specification  bearing  the  same 
or  a  similar  title,  the  comptroller,  if  he  thinks  fit,  on  the  request  of 
the  second  applicant,  or  of  his  legal  representatiTe,  may,  within  two 
months  of  the  grant  of  a  -patent  on  the  first  application,  either 
decline  to  proceed  with  the  second  application  or  allow  the  sur- 
render of  the  patent,  if  any,  granted  thereon.**  (/) 

8.  (1)  If  the  applicant  does  not  leave  a  complete  specification  Time  for 
with  his  application,  he  may  leave  it  at  any  subsequent  time  p^te"  pwifi- 
within  nine  months  from  the  date  of  application,  (g)  cation. 

(2)  Unless  a  complete  specification  is  left  within  that  time 
the  application  shall  be  deemed  to  be  abandoned. 

9.  (1)  Where  a  complete  specification  is  left  after  a  pro- GompariBon 
visional  specification,  the  comptroller  shall  refer  both  speci- ^Qj^^mplete 
fications  to  an  examiner  for  the  purpose  of  ascertaining  whether  Bpeoification. 
the  complete  specification  has  been  prepared  in  the  prescribed 
manner,  and  whether  the  invention  particularly  described  in 

the  complete  specification  is  substantially  the  same  as  that 
which  is  described  in  the  provisional  specification. 

(2)  If  the  examiner  reports  that  the  conditions  hereinbefore 
contained  have  not  been  complied  with,  the  comptroller  may 

(/)  This  flection  was  flubetitoted  for  the  comptroller  for  a  period  not  exoeed- 

the  above  original  section  7,  by  the  ing  one  month:  see  Patent  Act,  1885, 

Patents  Act,  1888,  8.  2.  s.  3,  and  a.  12,  infra. 

(g)  ThJB  time  may  bo  extended  by 
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Sect  9.  refase  to  accept  the  complete  specification  unless  and  until 
the  same  shall  have  been  amended  to  his  satisfaction; 
but  any  such  refusal  shall  be  subject  to  appeal  to  the  law 
officer. 

(8)  The  law  officer  shall,  if  required,  hear  the  applicant  and 
the  comptroller,  and  may  make  an  order  determining  whether 
and  subject  to  what  conditions,  if  any,  the  complete  specification 
shall  be  accepted. 

(4)  Unless  a  complete  specification  is  accepted  within  twelve 
months  from  the  date  of  application,  then  (save  in  the  case  of 
an  appeal  having  been  lodged  against  the  refusal  to  accept)  the 
application  shall,  at  the  expiration  of  those  twelve  months, 
become  void,  (h) 

(5)  Beports  of  examiners  shall  not  in  any  case  be  published 
or  be  open  to  public  inspection,  and  shall  not  be  liable  to  pro- 
duction or  inspection  in  any  legal  proceeding  [other  than  an 
appeal  to  the  law  officer  wader  this  Jet],  unless  the  Court  or 
officer  having  power  to  order  discovery  in  such  legal  proceeding 
shall  certify  that  such  production  or  inspection  is  desirable  in 
the  interests  of  justice,  and  ought  to  be  allowed.  Qih) 

AdTertiae-  10.  On   the  acceptance   of  the  complete  specification  the 

Moep^oe  of  comptroller  shall  advertise  the  acceptance ;  and  the  application 
complete        and  specification  or  specifications,  with  the  drawings  (if  any), 

shall  be  open  to  pubuc  mspection. 
Opposition  IL  (1)  ^y  person  may  at  any  time  within  two  months 

paten?^^  ^^^  ^^®  ^^^  ^'  ^^  advertisement  of  the  acceptance  of  a 
complete  specification  give  notice  at  the  Patent  Office  of 
opposition  to  the  grant  of  the  patent  on  the  ground  of  the 
applicant  having  obtained  the  invention  from  him,  or  from  a 
person  of  whom  he  is  the  legal  representative,  or  on  the  ground 
that  the  invention  has  been  patented  in  this  country  on  an 
application  of  prior  date  [or  on  the  grou/nd  of  an  examiner  having 
reported  to  the  comptroller  that  the  specification  appears  to  him  to 
comprise  the  same  invention  as  is  comprised  in  a  speciJicatioH 
bearing  the  same  or  a  similar  title,  and  accompanying  a  previous 
application'],  or  on  the  ground  that  the  complete  specifioation 
describes  or  claims  an  iaventioiL  other  than  that  described  in  the 
provisional  specification,  and  that  such  other  invention  forms  the 
subject  of  an  application  made  by  the  opponent  in  the  interval 

(ft)  The  time  for  aocepting  a  com-      see  Patent  Act,  1885,  ss.  3  and  12. 
plete  Bpeoifioation  may  be  extended  for  Qih)  Words  in  italios  repealed,  the 

a  period  not  exceeding  three  months:      Patents  Act,  1888,  s.  3. 
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between  fhe  leaving  of  fhe  proviiional  speeiflcation  and  fhe  leaving    Seet  U. 
of  the  eomplete  specifleation,  but  on  no  other  ground,  (t) 

(2)  Where  such  notice  is  given  the  comptroller  shall  give 
notice  of  the  opposition  to  the  applicant,  and  shall  on  the 
expiration  of  those  two  months,  after  hearing  the  applicant  and 
the  person  so  giving  notice,  if  desirous  of  being  heard,  decide 
on  the  case,  but  subject  to  appeal  to  the  law  officer. 

(8)  The  law  officer  shall,  if  required,  hear  the  applicant  and 
any  person  so  giving  notice  and  being,  in  the  opinion  of  the 
law  officer,  entitled  to  be  heard  in  opposition  to  the  grant,  and 
shall  determine  whether  the  grant  ought  or  ought  not  to 
be  made. 

(4)  The  law  officer  may,  if  he  thinks  fit,  obtain  the  assistance 
of  an  expert,  who  shall  be  paid  such  remuneration  as  the  law 
officer,  with  the  consent  of  the  Treasury,  shall  appoint. 

12.  (1)  If  there  is  no  opposition,  or,  in  case  of  opposition,  if  8eaUng  of 
the  determination  is  in  favour  of  the  grant  of  a  patent,  the^ 
comptroUer  shall  cause  a  patent  to  be  sealed  with  the  seal  of 
the  Patent  Office. 

(2)  A  patent  so  sealed  shall  have  the  same  effect  as  if  it 
were  sealed  with  the  Great  Seal  of  the  United  Kingdom. 

(8)  A  patent  shall  be  sealed  as  soon  as  may  be,  and  not 
after  the  expiration  of  fifteen  months  from  the  date  of  appli- 
cation except  in  the  cases  hereinafter  mentioned,  that  is  to 
say— 

(a)  Where  the  sealing  is  delayed  by  an  appeal  to  the  law 

officer,  or  by  opposition  to  the  grant  of  the  patent,  the 
patent  may  be  sealed  at  such  time  as  the  law  officer 
may  direct 

(b)  If  the  person  making  the  application  dies  before  the 

expiration  of  the  fifteen  months  aforesaid,  the  patent 
may  be  granted  to  his  legal  representative  and  sealed 
at  any  time  within  twelve  months  after  the  death  of 
the  applicant. 
A  complete  speeiflcation  may  be  left  and  accepted  within  such  ExtenBion  of 
extended  times,  not  exceeding  one  month  and  three  months  respectively  ^^?and 
after  the  said  nine  and  twelve  months  respectively,  as  the  comptroller  aooeptmg 
may  on  payment  of  the  prescribed  fee  allow,  and  where  such  extension  ^^fiLtion 
of  time  has  been  allowed,  a  fturther  extension  of  four  months  after  ^^  Beaiing. 
the  said  fifteen  months  shall  be  allowed  for  the  sealing  of  the  patent; 

(t)  The  irords  in  italics  were  re-      type,  enaoted  in  lieu  of  them,  hy  the 
peaM,  and  the  words  in  the  heavier      Patents  Aot,  1888,  s.  4. 
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Date  of 
patent 


Sect  12.    and  the  prineipal  Aotshall  have  effeetas  if  any  time  so  allowed  were 
~  added  to  the  said  periods  specified  in  the  principal  Act  (f) 

18.  Every  patent  shall  be  dated  and  sealed  as  of  the  day  of 

the  application :  Provided  that  no  proceedings  shall  be  taken  in 

respect  of  an  infringement  committed  before  the  publication  of 

the  complete  specification :  Provided  also,  that  in  case  of  more 

than  one  application  for  a  patent  for  the  same  invention,  the 

sealing  of  a  patent  on  one  of  those  applications  shall  not  prevent 

the  sealing  of  a  patent  on  an  earlier  application. 

etTlio^to^be*       ^^^^^  ^  application  for  a  patent  has  been  abandoned,  or  become 

pnbiiafaed       void,  the  specification  or  specifications  and  drawings  (if  any)  aooom- 

ttition^^^^^    panying  or  left  in  connection  with  snch  application,  shall  not 

ft<^ptod.        at  any  time  be  open  to  public  inspection  or  be  published  by  the 

comptroller,  (k) 


ProTidonal 
protection. 


Provisional  Protection. 

14.  Where  an  application  for  a  patent  in  respect  of  an 
invention  has  been  accepted,  the  invention  may,  daring  the 
period  between  the  date  of  the  application  and  the  date  of  sealing 
sach  patent,  be  ased  and  published  without  prejudice  to  the 
patent  to  be  granted  for  the  same ;  and  such  protection  from 
the  consequences  of  use  and  publication  is  in  this  Act  referred 
to  as  provisional  protection. 


Effect  of 
acceptance 
of  complete 
Bpecification. 


Extent  of 
patent 

Tennof 
patent 


Protection  by  Complete  Specification. 

16.  After  the  acceptance  of  a  complete  specification,  and  until 
the  date  of  sealing  a  patent  in  respect  thereof,  or  the  expiration 
of  the  time  for  sealing,  the  applicant  shall  have  the  like  privileges 
and  rights  as  if  a  patent  for  the  invention  had  been  sealed  on 
the  date  of  the  acceptance  of  the  complete  specification :  Provided 
that  an  applicant  shall  not  be  entitled  to  institute  any  proceeding 
for  infringement  unless  and  until  a  patent  for  the  invention  has 
been  granted  to  him. 

Patent. 

16.  Every  patent  when  sealed  shall  have  effect  throughout 
the  United  Kingdom  and  the  Isle  of  Man. 

17.  (1)  The  term  limited  in  every  patent  for  the  duration 
thereof  shall  be  fourteen  years  from  its  date. 

(2)  But  every  patent  shall,  notwithstanding  anything  therein 


8.3. 


(i)  Enacted  by  the  Patent  Act,  ISSfi, 


B.  4. 


(k)  Enacted  by  the  Patent  Act,  1885, 
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or  in  this  Act,  cease  if  the  patentee  fails  to  make  the  prescribed    Beet  17. 
payments  mthin  the  prescribed  times. 

(8)  If,  nevertheless,  in  any  case,  by  accident,  mistake,  or  inad- 
vertence, a  patentee  fails  to  make  any  prescribed  payment 
within  the  prescribed  time,  he  may  apply  to  the  comptroller  for 
an  enlargement  of  the  time  for  making  that  payment. 

(4)  Thereupon  the  comptroller  shall,  if  satisfied  that  the 
failure  has  arisen  from  any  of  the  above-mentioned  causes,  on 
receipt  of  the  prescribed  fee  for  enlargement,  not  exceeding  ten 
pounds,  enlarge  the  time  accordingly,  subject  to  the  following 
conditions : 

(a)  The  time  for  making  any  payment  shall  not  in  any  case 

be  enlarged  for  more  than  three  months. 

(b)  If  any  proceeding  shall  be  taken  in  respect  of  an  infringe- 

ment of  the  patent  committed  after  a  failure  to  make 
any  payment  within  the  prescribed  time,  and  before 
the  enlargement  thereof,  the  Court  before  which  the 
proceeding  is  proposed  to  be  taken  may,  if  it  shall 
think  fit,  refuse  to  award  or  give  any  damages  in 
respect  of  such  infringement. 

Amendment  of  Specification. 

18.  (1)  An  applicant  or  a  patentee  may  from  time  to  time.  Amendment 
by  request  in  writing  left  at  the  Patent  Office,  seek  leave  to  tio^  ^' 
amend    his    specification,    including    drawings    forming    part 
thereof,    by    way    of    disclaimer,   correction,    or    explanation, 
stating  the  nature  of  such  amendment  and  his  reasons  for  the 
same. 

(2)  The  request  and  the  nature  of  such  proposed  amend- 
ment shall  be  advertised  in  the  prescribed  manner,  and  at  any 
time  within  one  month  from  its  first  advertisement  any  person 
may  give  notice  at  the  Patent  Office  of  opposition  to  the 
amendment. 

(8)  Where  such  notice  is  given  the  comptroller  shall  give 
notice  of  th^  opposition  to  the  person  making  the  request,  and 
shall  hear  and  decide  the  case,  subject  to  an  appeal  to  the  law 
officer. 

(4)  The  law  officer  shall,  if  required,  hear  the  person 
making  the  request  and  the  person  so  giving  notice,  and  being 
in  the  opinion  of  the  law  officer  entitled  to  be  heard  in 
opposition  to  the  request,  and  shall  determine  whether  and 
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Sect  18.    snbjeot  to  what  conditions,  if  any,  the  amendment  ought  to  be 


allowed. 

(6)  Where  no  notice  of  opposition  is  given,  or  the  person  so 
giving  notice  does  not  appear,  the  comptroller  shall  determine 
whether  and  snbject  to  what  conditions,  if  any,  the  amendment 
onght  to  be  allowed. 

(6)  When  leave  to  amend  is  refiised  by  the  comptroller,  the 
person  making  the  request  may  appeal  from  his  decision  to  the 
law  officer. 

(7)  The  law  officer  shall,  if  required,  hear  the  person  making 
the  request  and  the  comptroller,  and  may  make  an  order  deter- 
mining whether,  and  subject  to  what  conditions,  if  any,  the 
amendment  ought  to  be  allowed. 

(8)  No  amendment  shall  be  allowed  that  would  make  the 
specification,  as  amended,  claim  an  invention  substantially  larger 
than  or  substantially  different  from  the  invention  claimed  by  the 
specification  as  it  stood  before  amendment. 

(9)  Leave  to  amend  shall  be  conclusive  as  to  the  right  of  the 
party  to  make  the  amendment  allowed,  except  in  case  of  fraud  ; 
and  the  amendment  shall  in  all  courts  and  for  all  purposes  be 
deemed  to  form  part  of  the  specification. 

(10)  \^The  foregoing  provisions  of  this  section  do  not  apply 
when,  and  so  long  as  a/ny  action  for  infringement  or  other  legal  pro- 
ceeding in  relation  to  a  patent  is  pending.^ 

(10)  The  foregoing  provisiong  of  fhii  seotioii  do  not  apply  when, 
and  so  long  as  any  action  for  infringement  or  proceeding  for  revoca- 
tion of  a  patent  is  pending.  (I) 
Power  to  18.  In  an  action  for  infringement  of  a  patent,  and  in  a  pro- 

of^^twn*  ceeding  for  revocation  of  a  patent,  the  Court  or  a  judge  may  at 
daring  action,  any  time  order  that  the  patentee  shall,  subject  to  such  terms  as 
to  costs  and  otherwise  as  the  Court  or  a  judge  may  impose,  be 
at  liberty  to  apply  at  the  Patent  Office  for  leave  to  amend  his 
specification  by  way  of  disclaimer,  and  may  direct  that  in  the 
meantime  the  trial  or  hearing  of  the  action  shall  be  post- 
poned. 
Bestrictionon       SO-  Where  an  amendment  by  way  of  disclaimer,  correction, 
dSmaTTs.**^     or  explanation,  has  been  allowed  under  this  Act,  no  damages 
shall  be  given  in  any  action  in  respect  of  the  use  of  the  invention 
before  the  disclaimer,  correction,  or  explanation,  unless  the 
patentee  establishes  to  the  satisfaction  of  the  Court  that  his 

(0  The  words  in  heavier  type  were      Patents  Aot,  1888,  a.  5. 
Bubstitnted  for  those  in  italics,  by  the 
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original  claim  was  framed  in  good  faith  and  with  reasonable    Scot  SO. 
skill  and  knowledge. 

21,  Every  amendment  of  a  specification  shall  be  advertised  AdTertiw- 

•     xu  -v  J  mentof 

in  tne  prescnbed  manner.  amendment 

Compulsory  Licenses. 

22.  If  on  the  petition  of  any  person  interested  it  is  proved  to  Power  for 
the  Board  of  Trade  that  by  reason  of  the  default  of  a  patentee  ^^^t 
to  grant  licenses  on  reasonable  terms—  of  licenses. 

(a)  The  patent  is  not  being  worked  in  the  United  Kingdom, 

or 
(6)  The  reasonable  requirements  of  the  public  with  respect 

to  the  invention  cannot  be  supplied,  or 
(c)  Any  person  is  prevented  from  working  or  using  to  the 
best  advantage  an  invention  of  which  he  is  possessed, 
the  Board  may  order  the  patentee  to  grant  licenses  on  such 
terms  as  to  the  amount  of  royalties,  security  for  payment  or 
otherwise,  as  the  Board,  having  regard  to  the  nature  of  the 
invention  and  the  circumstances  of  the  case,  may  deem  just,  and 
any  such  order  may  be  enforced  by  mandamus. 

Register  of  Patents. 

28.  (1)  There  shall  be  kept  at  the  Patent  Office  a  book  called  Bolster  of 
the  Begister  of  Patents,  wherein  shall  be  entered  the  names  and 
addresses  of  grantees  of  patents,  notifications  of  assignments 
and  of  transmissions  of  patents,  of  licenses  under  patents,  and 
of  amendments,  extensions,  and  revocations  of  patents,  and  such 
other  matters  affecting  the  validity  or  proprietorship  of  patents 
as  may  from  time  to  time  be  prescribed. 

(2)  The  Begister  of  Patents  shall  be  primA  facie  evidence  of 
any  matters  by  this  Act  directed  or  authorized  to  be  inserted 
therein. 

(8)  Copies  of  deeds,  licenses,  and  any  other  documents 
affecting  the  proprietorship  in  any  letters  patent  or  in  any 
license  thereunder,  must  be  supplied  to  the  comptroller  in  the 
prescribed  manner  for  filing  in  the  Patent  Office. 

Fees. 

24.  (1)  There  shall  be  paid  in  respect  of  the  several  instru-  Fees  in 
ments  described  in  the  Second  Schedule  to  this  Act,  the  fees  in  "®^®^'^®- 
that  schedule  mentioned,  and  there  shall  likewise  be  paid,  in 
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Sect  84.  respect  of  other  matters  nnder  this  part  of  the  Act,  such  fees  as 
may  be  from  time  to  time,  with  the  sanction  of  the  Treasniy, 
prescribed  by  the  Board  of  Trade ;  and  such  fees  shall  be  levied 
and  paid  to  the  account  of  her  Majesty's  Exchequer  in  sach 
manner  as  the  Treasury  may  from  time  to  time  direct. 

(2)  The  Board  of  Trade  may  from  time  to  time,  if  they 
think  fit,  mth  the  consent  of  the  Treasury,  reduce  any  of  those 
fees. 

Extension  of  Term  of  Patent. 

Extension  of        26.  (1)  A  patentee  may,  after  advertising  in  manner  directed 

on'peti^nto*  ^y  ^^^  ixdeB  made  under  this  section  his  intention  to  do  so, 

Qneen  in        present  a  petition  to  her  Majesty  in  Council,  praying  that  his 

patent  may  be  extended  for  a  further  term ;  but  such  petition 

must  be  presented  at  least  six  months  before  the  time  limited 

for  the  expiration  of  the  patent. 

(2)  Any  person  may  enter  a  caveat,  addressed  to  the  registrar 
of  the  Council  at  the  Council  Office,  against  the  extension. 

(8)  If  her  Majesty  shall  be  pleased  to  refer  any  such  petition 
to  the  Judicial  Committee  of  the  Privy  Council,  the  said  Com- 
mittee shall  proceed  to  consider  the  same,  and  the  petitioner 
and  any  person  who  has  entered  a  caveat  shall  be  entitled  to  be 
heard  by  himself  or  by  counsel  on  the  petition. 

(4)  The  Judicial  Committee  shall,  in  considering  their 
decision,  have  regard  to  the  nature  and  merits  of  the  invention 
in  relation  to  the  public,  to  the  profits  made  by  the  patentee  as 
such,  and  to  all  the  circumstances  of  the  case. 

(5)  If  the  Judicial  Committee  report  that  the  patentee  has 
'  been  inadequately  remunerated  by  his  patent,  it  shall  be  lawful 

for  her  Majesty  in  Council  to  extend  the  term  of  the  patent  for 
a  further  term  not  exceeding  seven,  or  in  exceptional  cases 
fourteen,  years ;  or  to  order  the  grant  of  a  new  patent  for  the 
term  therein  mentioned,  and  containing  any  restrictions,  con- 
ditions, and  provisions  that  the  Judicial  Committee  may 
think  fit 

(6)  It  shall  be  lawful  for  her  Majesty  in  Council  to  make, 
from  time  to  time,  rules  of  procedure  and  practice  for  regulating 
proceedings  on  such  petitions,  and  subject  thereto  such  proceed- 
ings shall  be  regulated  according  to  the  existing  procedure  and 
practice  in  patent  matters  of  the  Judicial  Committee. 

(7)  The  costs  of  all  parties  of  and  incident  to  such  proceed- 
ings shall  be  in  the  discretion  of  the  Judicial  Committee ;  and 
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the  orders  of  the  Committee  respecting  costs  shall  be  enforce-    Sect.  26. 
able  as  if  they  were  orders  of  a  division  of  the  High  Court  of 
Justice. 

Revocation. 

86.  (1)  The  proceeding  by  scire  facias  to  repeal  a  patent  Beyocation 
is  hereby  abolished.  **^  p**^"*' 

(2)  Bevocation  of  a  patent  may  be  obtained  on  petition  to 
the  Court. 

(8)  Every  ground  on  which  a  patent  might,  at  the  com- 
mencement of  this  Act,  be  repealed  by  scire  facias,  shall  be 
available  by  way  of  defence  to  an  action  of  infringement  and 
shall  also  be  a  ground  of  revocation. 

(4)  A  petition  for  revocation  of  a  patent  may  be  presented 
by- 

(a)  The  Attorney-General  in  England  or  Ireland,  or  the 

Lord  Advocate  in  Scotland  : 

(b)  Any  person  authorized  by  the  Attorney  -  Oeneral  in 
England  or  Ireland,  or  the  Lord  Advocate  in  Scotland  : 

(c)  Any  person  alleging  that  the  patent  was  obtained  in 

fraud  of  his  rights,  or  of  the  rights  of  any  person 
under  or  through  whom  he  claims : 

(d)  Any  person  alleging  that  he,  or  any  person  under  or 

through  whom  he  claims,  was  the  true  inventor  of 
any  invention  included  in  the  claim  of  the  patentee : 

(e)  Any  person  alleging  that  he,  or  any  person  under  or 

through  whom  he  claims  an  interest  in  any  trade, 
business,  or  manufacture,  had  publicly  manufactured, 
used,  or  sold,  within  this  realm,  before  the  date  of 
the  patent,  anything  claimed  by  the  patentee  as  his 
invention. 

(5)  The  plaintiff  must  deliver  with  his  petition  particulars  of 
the  objections  on  which  he  means  to  rely,  and  no  evidence  shall, 
except  by  leave  of  the  Court  or  a  judge,  be  admitted  in  proof  of 
any  objection  of  which  particulars  are  not  so  delivered. 

(6)  Particulars  delivered  may  be  from  time  to  time  amended 
by  leave  of  the  Court  or  a  judge. 

(7)  The  defendant  shall  be  entitled  to  begin,  and  give 
evidence  in  support  of  the  patent,  and  if  the  plaintiff  gives 
evidence  impeaching  the  validity  of  the  patent  the  defendant 
shall  be  entitled  to  reply. 

(8)  Where  a  patent  has  been  revoked  on  the  ground  of  fraud, 
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Sect  26.  the  comptroller  may,  on  the  application  of  the  true  inventor, 
made  in  accordance  with  the  provisions  of  this  Act,  grant  to 
him  a  patent  in  lieu  of  and  bearing  the  same  date  as  the  date  of 
revocation  of  the  patent  so  revoked,  but  the  patent  so  granted 
shall  cease  on  the  expiration  of  the  term  for  which  the  revoked 
patent  was  granted. 

Crown. 

Patent  to  bind       27.  (1)  A  patent  shall  have  to  all  intents  the  like  effect  as 
^^^  against  her  Majesty  the  Queen,  her  heirs  and  successors,  as  it 

has  against  a  subject. 

(2)  But  the  officers  or  authorities  administering  any  depart- 
ment of  the  service  of  the  Crown  may,  by  themselves,  their 
agents,  contractors,  or  others,  at  any  time  after  the  application, 
use  the  invention  for  the  services  of  the  Crown  on  terms  to  be 
before  or  after  the  use  thereof  agreed  on,  with  the  approval  of 
the  Treasury,  between  those  officers  or  authorities  and  the 
patentee,  or,  in  default  of  such  agreement,  on  such  terms  as 
may  be  settled  by  the  Treasury  after  hearing  all  parties 
interested. 

Legal  Proceedings. 

Hearing  with  28.  (1)  In  an  action  or  proceeding  for  infringement  or  revoca- 
aBsessor.  |.j^j^  ^£  ^  patent,  the  Court  may,  if  it  thinks  fit,  and  shall,  on  the 
request  of  either  of  the  parties  to  the  proceeding,  call  in  the  aid 
of  an  assessor  specially  qualified,  and  try  and  hear  the  case 
wholly  or  partially  with  his  assistance  ;  the  action  shall  be  tried 
without  a  jury  unless  the  Court  shall  otherwise  direct. 

(2)  The  Court  of  Appeal  or  the  Judicial  Committee  of  the 
Privy  Council  may,  if  they  see  fit,  in  any  proceeding  before  them 
respectively,  call  in  the  aid  of  an  assessor  as  aforesaid. 

(8)  The  remuneration,  if  any,  to  be  paid  to  an  assessor  under 
this  section  shall  be  determined  by  the  Court  or  the  Court  of 
Appeal  or  Judicial  Committee,  as  the  case  may  be,  and  be  paid 
in  the  same  manner  as  the  other  expenses  of  the  execution  of 
this  Act. 
Delivery  of  28.   (1)    In  an  action  for  infrhigement  of  a  patent  the 

particulars,  plaintiff  must  deliver  with  his  statement  of  claim,  or  by  order 
of  the  Court  or  the  judge,  at  any  subsequent  time,  particulars 
of  the  breaches  complained  of. 

(2)  The  defendant  must  deliver  with  his  statement  of 
defence,  or,  by  order  of  the  Court  or  a  judge,  at  any  subsequent 
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time,  particulars  of  any  objections  on  which  he  relies  in  support    Sect.  20. 
thereof, 

(8)  If  the  defendant  disputes  the  validity  of  the  patent,  the 
particulars  delivered  by  him  must  state  on  what  grounds  he 
disputes  it,  and  if  one  of  those  grounds  is  want  of  novelty,  must 
state  the  time  and  place  of  the  previous  publication  or  user 
alleged  by  him. 

(4)  At  the  hearing  no  evidence  shall,  except  by  leave  of 
the  Court  or  a  judge,  be  admitted  in  proof  of  any  alleged 
infringement  or  objection  of  which  particulars  are  not  so 
delivered. 

(5)  Particulars  delivered  may  be  from  time  to  time  amended, 
by  leave  of  the  Court  or  a  judge. 

(6)  On  taxation  of  costs,  regard  shall  be  had  to  the 
particulars  delivered  by  the  plaintiff  and  by  the  defendant ;  and 
they  respectively  shall  not  be  allowed  any  costs  in  respect  of 
any  particular  delivered  by  them  unless  the  same  is  certified  by 
the  Court  or  a  judge  to  have  been  proven  or  to  have  been 
reasonable  and  proper,  without  regard  to  the  general  costs  of 
the  case. 

30.  In  an  action  for  infringement  of  a  patent,  the  Court  Ordtr  for 
or  a   judge  may  on  the  application   of    either  party  make  ^^l^**^^^^^^ 
such    order   for  an    injunction,    inspection,   or   account,   and 

impose  such  terms  and  give  such  directions  respecting  the 
same  and  the  proceedings  thereon  as  the  Court  or  a  judge 
may  see  fit. 

31.  In  an  action  for  infringement  of  a  patent,  the  Court  Certificate  of 
or  a  judge  may  certify  that  the  validity  of  the  patent  came  in  t^^ed  and^' 
question ;  and  if  the  Court  or  sir  judge  so  certifies,  then  in  any  costs  thereon, 
subsequent  action  for  infringement,  the  plaintiff  in  that  action 

on  obtaining  a  final  order  or  judgment  in  his  favour  shall  have 
his  full  costs,  charges,  and  expenses,  as  between  solicitor  and 
client,  unless  the  Court  or  judge  trying  the  action  certifies  that 
he  ought  not  to  have  the  same. 

32.  Where  any  person  claiming  to  be  the  patentee  of  an  Remedy  iu 
invention,    by    circulars,    and    advertisements,    or    otherwise  ^un^iesa 
threatens  any  other  person  with   any  legal    proceedings    or  threats  of 
liability  in  respect  of  any  alleged  manufacture,  use,  sale,  or^j^^^^' 
purchase  of  the  invention,  any  person  or  persons   aggrieved 
thereby  may  bring  an  action  against  him,  and  may  obtain 

an  injunction  against  the  continuance  of  such  threats,  and  may 
recover  such   damage  (if  any)  as  may  have  been  sustained 

2s 
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Sect  32.  thereby,  if  the  alleged  manafacture,  use,  sale,  or  purchase, 
to  which  the  threats  related,  was  not  in  fact  an  infringement 
of  any  legal  rights  of  the  person  making  such  threats  :  Provided 
that  this  section  shall  not  apply  if  the  person  making  such 
threats  with  due  diligence  commences  and  prosecutes  an  action 
for  infringement  of  his  patent. 


Miscellaneous. 

SV^tion  **°*       33.  Every  patent  may  be  in  the  form  in  the  First  Schedule 

only.  to  this  Act,  and  shall  be  granted  for  one  invention  only,  but 

may  contain  more  than  one  claim  ;  but  it  shall  not  be  competent 

for  any  person  in  an  action  or  other  proceeding  to  take  any 

objection  to  a  patent  on  the  ground  that  it  comprises  more  than 

one  invention. 

Patent  on  84.  (1)  If  a  person  possessed  of  an  invention  dies  without 

representatiye  making  application  for  a  patent  for  the  invention,  application 

iaventOT*^^^     may  be  made  by,  and  a  patent  for  the  invention  granted  to,  his 

legal  representative. 

(2)  Every  such  application  must  be  made  within  six  months 

of  the  decease  of  such  person,  and  must  contain  a  declaration  by 

the  legal  representative  that  he  believes  such  person  to  be  the 

true  and  first  inventor  of  the  invention. 

Patent  to  first       35^  ^  patent  granted  to  the  true  and  first  inventor  shall  not 

inventor  not 

inyaiidatedby  be  invalidated  by  an  application  in  fraud  of  him^  or  by  provi- 
frand^f^hSn  °  sional  protection  obtained  thereon,  or  by  any  use  or  publication 
of  the  invention  subsequent  to  that  fraudulent  application  during 
the  period  of  provisional  protection. 
Aaiignment  38,  ^  patentee  may  assign'  his  patent  for  ajiy  place  in  or 

places.  part  of  the  United  Kingdom,  or  Isle  of  Man,  as  effectually  as 

if  the  patent  were  originally  granted  to  extend  to  that  place  or 
part  only. 
stTOctio^^f  ^'^'  ^  *  patent  is  lost  or  destroyed,  or  its  non -production  is 

patent.  accounted  for  to  the  satisfaction  of  the  comptroller,  the  comp- 

troller may  at  any  time  cause  a  duplicate  thereof  to  be  sealed. 
ProceediugH  33    ^hc  law  oflScers  may  examine  witnesses  on  oath  and 

and  costs  ** 

before  law       administer  oaths  for  that  purpose  under  this  part  of  this  Act, 
^^^'-  and   may  from  time  to  time  make,   alter,  and  rescind  rules 

regulating  references  and  appeals  to  the  law  oiScers  and  the 
practice  and  procedure  before  them  under  this  part  of  this  Act ; 
and  in  any  proceeding  before  either  of  the  law  officers 
under  this  part  of  this  Act,  the  law  officer  may  order  costs  to  be 
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paid  by  either  party,  and  any  such  order  may  be  made  a  rule  of    Sect.  38. 
the  Court. 

88.  The  exhibition  of  an  invention  at  an  industrial  or  inter-  Exhibition  at 
national  exhibition,  certified  as  such  by  the  Board  of  Trade,  or  Steniatioi»i 
the  publication  of  any  description  of  the  invention  during  the  exhibition  not 
period  of  the  holding  of  the  exhibition,  or  the  use  of  the  inven-  patent°right8. 
tion  for  the  purpose  of  the  exhibition  in  the  place  where  the 
exhibition  is  held,  or  the  use  of  the  invention  during  the  period 
of  the  holding  of  the  exhibition  by  any  person  elsewhere,  with- 
out the  privity  or  consent  of  the  inventor,  shall  not  prejudice 
the  right  of  the  inventor  or  his  legal  personal  representative  to 
apply  for  and  obtain  provisional  protection  and  a  patent  in 
respect  of  the  invention  or  the  validity  of  any  patent  granted 
on  the  application,  provided  that  both  the  following  conditions 
are  complied  with,  namely — 

(a)  The  exhibitor  must,  before  exhibiting  the  invention,  give 

the  comptroller  the  prescribed  notice  of  his  intention 
to  do  so ;  and 

(b)  The  application  for  a  patent  must  be  made   before  or 

within  six  months  from  the  date  of  the  opening  of  the 
exhibition. 

It  shall  be  lawful  for  her  M^'esty,  by  Order  in  Council,  from  Protection  of 
time  to  time  to  declare  that  sections  thirty-nine  and  fifty-seven  of  ^^.^^^ 
the  Patents,  Designs,  and  Trade  Marks  Act,  1883,  or  either  of  those  bibited  at 
sections,  shall  apply  to  any  exhibition  mentioned  ia  the  Order  in  ^hiMtions. 
like  manner  as  if  it  were  an  iadnstrial  or  international  exhibition 
certified  by  the  Board  of  Trade,  and  to  provide  that  the  exhibitor 
shall  be  relieved  from  the  conditions,  specified  ia  the  said  sections, 
of  giving  notice  to  the  comptroller  of  his  intention  to  exhibit,  and 
shall  be  so  relieved  either  absolutely  or  upon  such  terms  and  con- 
ditions as  to  her  Majesty  in  Council  may  seem  fit  (m) 

40.  (1)  The  comptroller  shall  cause  to  be  issued  periodically  PabHoation 
an  illustrated  journal  of  patented  inventions,  as  well  as  reports  ^oJ^ai'"*^ 
of  patent  cases  decided  by  Courts  of  law,  and  any  other  infor-  indexes^  etc. 
mation  that  the  comptroller  may  deem  generally  useful  or 
important. 

(2)  Provision  shall  be  made  by  the  comptroller  for  keeping 
on  sale  copies  of  such  journal,  and  also  of  all  complete  speci- 
fications of  patents  for  the  time  being  in  force,  with  their  accom- 
panying drawinf^s,  if  any. 

(m)  The  words  in  heavier  type  were  dostrial  and  international  exhibitions 
enacted  by  the  Patents  Acts,  1886,  s  3,  )ield  out  of  the  United  Kingdom:  see 
in  order  to  extend  this  section  to  in-      that  Act,  infra. 
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(8)  The  comptroller  shall  continue,  in  such  form  as  he  may 
deem  expedient,  the  indexes  and  abridgments  of  specifications 
hitherto  published,  and  shall  from  time  to  time  prepare  and 
publish  such  other  indexes,  abridgments  of  specifications,  cata- 
logues, and  other  works  relating  to  inventions,  as  he  may 
see  fit. 

41.  The  control  and  management  of  the  existing  Patent 
Museum,  and  its  contents  shall,  from  and  after  the  commence- 
ment of  this  Act,  be  transferred  to  and  vested  in  the  Department 
of  Science  and  Art,  subject  to  such  directions  as  her  Majesty  in 
council  may  see  fit  to  give. 

42.  The  Department  of  Science  and  Art  may  at  any  time 
require  a  patentee  to  furnish  them  with  a  model  of  his  invention 
on  payment  to  the  patentee  of  the  cost  of  the  manufacture  of 
the  model ;  the  amount  to  be  settled,  in  case  of  dispute,  by  the 
Board  of  Trade. 

43.  (1)  A  patent  shall  not  prevent  the  use  of  an  invention 
for  the  purposes  of  the  navigation  of  a  foreign  vessel  within 
the  jurisdiction  of  any  of  her  Majesty's  Courts  in  the  United 
Kingdom,  or  Isle  of  Man,  or  the  use  of  an  invention  in  a  foreign 
vessel  within  that  jurisdiction,  provided  it  is  not  used  therein 
for  or  in  connection  with  the  manufacture  or  preparation  of 
anything  intended  to  be  sold  in  or  exported  from  the  United 
Kingdom  or  Isle  of  Man. 

(2)  But  this  section  shall  not  extend  to  vessels  of  any  foreign 
state  of  which  the  laws  authorize  subjects  of  such  foreign  state, 
having  patents  or  like  privileges  for  the  exclusive  use  or  exercise 
of  inventions  within  its  territories,  to  prevent  or  interfere  with 
the  use  of  such  inventions  in  British  vessels  while  in  the  ports 
of  such  foreign  state,  or  in  the  waters  within  the  jurisdiction  of 
its  Courts,  where  such  inventions  are  not  so  used  for  the  manu- 
facture or  preparation  of  anything  intended  to  be  sold  in  or 
exported  from  the  territories  of  such  foreign  state. 

44.  (1)  The  inventor  of  any  improvement  in  instruments  or 
munitions  of  war,  his  executors,  administrators,  or  assigns  (who 
are  in  this  section  comprised  in  the  expression  the  inventor)  may 
(either  for  or  without  valuable  consideration)  assign  to  her 
Majesty's  Principal  Secretary  of  State  for  the  War  Department 
(hereinafter  referred  to  as  the  Secretary  of  State),  on  behalf  of 
her  Majesty,  all  the  benefit  of  the  invention  and  of  any  patent 
obtained  or  to  be  obtained  for  the  same ;  and  the  Secretary  of 
State  may  be  a  party  to  the  assignment. 
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(2)  The  assignment  shall  effectually  vest  the  benefit  of  the    Sect  44. 

invention  and  patent  in  the  Secretary  of  State  for  the  time  being 

on  behalf  of  her  Majesty,  and  all  covenants  and  agreements 
therein  contained  for  keeping  the  invention  secret  and  otherwise 
shall  be  valid  and  effectual  (notwithstanding  any  want  of  valu- 
able consideration),  and  may  be  enforced  accordingly  by  the 
Secretary  of  State  for  the  time  being. 

(8)  Where  any  such  assignment  has  been  made  to  the 
Secretary  of  State,  he  may  at  any  time  before  the  application 
for  a  patent  for  the  invention,  or  before  publication  of  the 
specification  or  specifications,  certify  to  the  comptroller  his 
opinion  that,  in  the  interest  of  the  public  service,  the  particulars 
of  the  invention  and  of  the  manner  in  which  it  is  to  be  performed 
should  be  kept  secret. 

(4)  If  the  Secretary  of  St;ite  so  certifies,  the  application  and 
specification  or  specifications  with  the  drawings  (if  any),  and  any 
amendment  of  the  specification  or  specifications,  and  any  copies 
of  such  documents  and  drawings,  shall,  instead  of  being  left  in 
the  ordinary  manner  at  the  Patent  Office,  be  delivered  to  the  comp- 
troller in  a  packet  sealed  by  authority  of  the  Secretary  of  State. 

(5)  Such  packet  shall,  until  the  expiration  of  the  term  or 
extended  term  during  which  a  patent  for  the  invention  may  be 
in  force,  be  kept  sealed  by  the  comptroller,  and  shall  not  be 
opened  save  under  the  authority  of  an  order  of  the  Secretary  of 
State,  or  of  the  law  officers. 

(6)  Such  sealed  packet  shall  be  delivered  at  any  time 
during  the  continuance  of  the  patent  to  any  person  authorized 
by  writing  under  the  hand  of  the  Secretary  of  State  to  receive 
the  same,  and  shall  if  returned  to  the  comptroller  be  again  kept 
sealed  by  him. 

(7)  On  the  expiration  of  the  term  or  extended  term  of  the 
patent,  such  sealed  packet  shall  be  delivered  to  any  person 
authorized  by  writing  under  the  hand  of  the  Secretary  of  State 
to  receive  it 

(8)  Where  the  Secretary  of  State  certifies  as  aforesaid, 
after  an  application  for  a  patent  has  been  left  at  the  Patent 
Office,  but  before  the  publication  of  the  specification  or  specifi- 
cations, the  application,  specification  or  specifications,  with  the 
drawings  (if  any),  shall  be  forthwith  placed  in  a  packet  sealed 
by  authority  of  the  comptroller,  and  such  packet  shall  be 
subject  to  the  foregoing  provisions  respecting  a  packet  sealed  by 
authority  of  the  Secretary  of  State. 
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Sect  44.  (9)  No  proceeding  by  petition,  or  otherwise,  shall  lie  for 
revocation  of  a  patent  granted  for  an  invention  in  relation  to 
which  the  Secretary  of  State  has  certified  as  aforesaid. 

(10)  No  copy  of  any  specification,  or  other  docament  or 
drawing  by  this  section  required  to  be  placed  in  a  sealed  packet, 
shall  in  any  manner  whatever  be  published  or  open  to  the 
inspection  of  the  public,  but  save  as  in  this  section  otherwise 
directed,  the  provisions  of  this  part  of  this  Act  shall  apply  in 
respect  of  any  such  invention  and  patent  as  aforesaid. 

(11)  The  Secretary  of  State  may,  at  any  time  by  writing 
under  his  hand,  waive  the  benefit  of  this  section  with  respect  to 
any  particular  invention,  and  the  specifications^  documents, 
and  drawings  shall  be  thenceforth  kept  and  dealt  with  in  the 
ordinwy  way. 

(12)  The  communication  of  any  invention  for  any  improve- 
ment in  instruments  or  munitions  of  war  to  the  Secretary  of 
State,  or  to  any  person  or  persons  authorized  by  him  to 
investigate  the  same  or  the  merits  thereof,  shall  not,  nor  shall 
anything  done  for  the  purposes  of  the  investigation,  be  deemed 
use  or  publication  of  such  invention  so  as  to  prejudice  the  grant 
or  validity  of  any  patent  for  the  same. 


ProvUions 
respeotiQg 
eziBting 
patents. 


Existing  Patents. 

45.  (1)  The  provisions  of  this  Act  relating  to  applications 
for  patents  and  proceedings  thereon  shall  have  effect  in  respect 
only  of  applications  made  after  the  commencement  of  this 
Act. 

(2)  Every  patent  granted  before  the  commencement  of  this 
Act,  or  on  an  application  then  pending,  shall  remain  unaffected 
by  the  provisions  of  this  Act  relating  to  patents  binding  the 
Crown,  and  to  compulsory  licenses. 

(8)  In  all  other  respects  (including  the  amount  and  time  of 
payment  of  fees)  this  Act  shall  extend  to  all  patents  granted 
before  the  commencement  of  this  Act,  or  on  applications  then 
pending,  in  substitution  for  such  enactments  as  would  have 
applied  thereto  if  this  Act  had  not  been  passed. 

(4)  All  instruments  relating  to  patents  granted  before  the 
commencement  of  this  Act  required  to  be  left  or  filed  in  the 
Great  Seal  Patent  Office  shall  be  deemed  to  be  so  left  or  filed  if 
left  or  filed  before  or  after  the  commencement  of  this  Act  in  the 
Patent  Office. 
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Definitions.  Sect.  46. 


46.  In  and  for  the  purposes  of  this  Act —  Definitions 

"  Patent  *'  means  letters  patent  for  an  invention :  ^terJTe^^'and 

"  Patentee  "  means  the  person  for  the  time  being  entitled  to  invention. 
the  benefit  of  a  patent : 

''Invention"  means  any  manner  of  new  manufacture  the 
subject  of  letters  patent  and  grant  of  privilege  within  section 
six  of  the  Statute  of  Monopolies  (that  is,  the  Act  of  the  twenty- 
first  year  of  the  reign  of  King  James  the  First,  chapter  three, 
intituled  "An  Act  concerning  monopolies  and  dispensations 
with  penal  laws  and  the  forfeiture  thereof"),  and  includes  an 
alleged  invention. 

In  Scotland  "  injunction  "  means  "  interdict." 


PART  V.  (n) 

GENERAL. 

Patent  Office  and  Proceedings  thereat, 

89.  (1)  The  Treasury  may  provide  for  the  purposes  of  this  Patent  Office. 
Act  an  office  with  all  requisite  buildings  and    conveniences, 
which  shall  be  called,  and  is  in  this  Act  referred  to  as,  the 
Patent  Office. 

(2)  Until  a  new  Patent  Office  is  provided,  the  offices  of  the 
Commissioners  of  Patents  for  inventions  and  for  the  registration 
of  designs  and  trade  marks  existing  at  the  commencement  of 
this  Act  shall  be  the  Patent  Office  within  the  meaning  of  this 
Act 

(8)  The  Patent  Office  shall  be  under  the  immediate  control 
of  an  officer  called  the  comptroller-general  of  patents,  designs, 
and  trade  marks,  who  shall  act  under  the  superintendence  and 
direction  of  the  Board  of  Trade. 

(4)  Any  act  or  thing  directed  to  be  done  by  or  to  the 
comptroller  may,  in  his  absence,  be  done  by  or  to  any  officer 
for  the  time  being  in  that  behalf  authorized  by  the  Board  of 
Trade. 

83.  (1)  The   Board   of  Trade   may  at  any  time   after   the  officers  and 

Clerks. 
(»)  Part  III.  (Sees.  47-61)  and  Part      tively  to  designB  and  trade  marks,  are 
lY.  (Sees.  62-81),  which  relate  respec-      here  omitted. 
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Sect.  83.    passing  of  this  Act,  and  from  time  to  time,   subject  to  the 

approval  of  the  Treasuify,  appoint  the  comptroller-general  of 

patents,  designs,  and  trade  marks,  and  so  many  examiners  and 
other  officers  and  clerks  with  such  designations  and  duties  as 
the  Board  of  Trade  think  fit,  and  may  from  time  to  time  remove 
any  of  those  officers  and  clerks. 

(2)  The  salaries  of  those  officers  and  clerks  shall  be  appointed 

by  the  Board  of  Trade,  with  the  concurrence  of  the  Treasury, 

and  the  same  and  the  other  expenses  of  the  execution  of  this 

Act  shall  be  paid  out  of  money  provided  by  Parliament. 

Seal  of  patent       84.  There  shall  be  a  seal  for  the  Patent  Office,  and  impres- 

^  ^'  sions  thereof  shall  be  judicially  noticed  and  admitted  in  evidence. 

Trust  not  to         86.  There  shall  not  be  entered  in  any  register  kept  under 

reguterr*  ^^  *^^^  ^^*»  ^^  ^^  receivable  by  the  comptroller,  any  notice  of  any 

trust  expressed,  implied,  or  constructive. 
Refnsaito  86.  The  comptroller  may  refuse  to  grant  a  patent  for  an 

etc^mcertoin invention,  or  to  register  a  design  or  trade  mark,  of  which  the 
cases.  use  would,  in  his  opinion,  be  contrary  to  law  or  morality. 

Entry  of  87.  Where  a  person  becomes  entitled  by  assignment,  trans- 

anS^trMs^  mission,  or  other  operation  of  law  to  a  patent,  or  to  the  copy- 
missiwiB  in  right  in  a  registered  design,  or  to  a  registered  trade  mark,  the 
comptroller  shall  on  request,  and  on  proof  of  title  to  his  satis- 
faction, cause  the  name  of  such  person  to  be  entered  as 
proprietor  of  the  patent,  copyright  in  the  design,  or  trade  mark, 
in  the  register  of  patents,  designs,  or  trade  marks,  as  the  case 
may  be.  The  person  for  the  time  being  entered  in  the  register 
of  patents,  designs,  or  trade  marks,  as  proprietor  of  a  patent, 
copyright  in  a  design,  or  trade  mark  as  the  case  may  be,  shall, 
subject  to  the  provirions  of  this  Act  and  to  (o)  any  rights  appearing 
from  such  register  to  be  vested  in  any  other  person,  have  power 
absolutely  to  assign,  grant  licenses  as  to,  or  otherwise  deal  with, 
the  same,  and  to  give  effectual  receipts  for  any  consideration 
for  such  assignment,  license,  or  dealing :  Provided  that  any 
equities  in  respect  of  such  patent,  design,  or  trade  mark  may  be 
enforced  in  like  manner  as  in  respect  of  any  other  personal 
property. 
Inspection  of  88.  Every  register  kept  under  this  Act  shall  at  all  convenient 
fromre^ters.  t™^s  be  open  to  the  inspection  of  the  public,  subject  to  the 
provisions  of  this  Act  and  to(^)  such  regulations  as  may  be 
prescribed ;    and   certified  copies,  sealed  with  the  seal  of  the 

(o)  Added  to  this    section    by  ti.e  (p)  Added  to  this  section   by  tbe 

Patents  Act,  1888,  s.  21.  Patents  Act,  1888,  s.  22. 
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Patent  Office,  of  any  entry  in  any  snob  register  shall  be  given    Sect  88. 

to  any  person  requiring  the  same,  on  payment  of  the  prescribed 

fee. 

89.  Printed  or  written  copies  or  extracts,  purporting  to  be  Sealed  oo^ieB 
certified  by  the  comptroller  and  sealed  with  the  seal  of  tbe  J^  J;^^[^7^ 
Patent  Office,  of  or  from  patents,  specifications,  disclaimers,  and 

other  documents  in  the  Patent  Office,  and  of  or  from  registers 
and  other  books  kept  there,  shall  be  admitted  in  evidence  in  all 
Courts  in  her  Majesty's  dominions,  and  in  all  proceedings, 
without  further  proof  or  production  of  the  originals. 

90.  (1)  The  Court  may,  on  the  application  of  any  person  Eectiacation 
aggrieved  by  the  omission  without  sufficient  cause  of  the  name  by  Conrt" 
of  any  person  or  of  any  other  particnlars  (q)  from  any  register  kept 

under  this  Act,  or  by  any  entry  made  without  sufficient  cause  in 
any  such  register,  make  such  order  for  making,  expunging,  or 
varying  the  entry,  as  the  Court  thinks  fit ;  or  the  Court  may 
refuse  the  application ;  and  in  either  case  may  make  such  order 
with  respect  to  the  costs  of  the  proceedings  as  the  Court  thinks 
fit. 

(2)  The  Court  may  in  any  proceeding  under  this  section 
decide  any  question  that  it  may  be  necessary  or  expedient  to 
decide  for  the  rectification  of  a  register,  and  may  direct  an 
issue  to  be  tried  for  the  decision  of  any  question  of  fact,  and 
may  award  damages  to  the  party  aggrieved. 

(3)  Any  order  of  the  Court  rectifying  a  register  shall  direct 
that  due  notice  of  the  rectification  be  given  to  the  comptroller. 

91.  The  comptroller  may,  on  request  in  writing  accompanied  Power  for 
by  the  prescribed  fee-  ~^"~ 

(a)  Correct  any  clerical  error  in  or  in  connexion  with  an  clerical  errors. 

application  for  a  patent,  or  for  registration  of  a  design 
or  trade  mark ;  or, 

(b)  Correct  any  clerical  error  in  the  name,  style,  or  address 

of  the  registered  proprietor  of  a  patent,  design,  or  trade 

mark,  (r) 
98.  If  any  person  .makes  or  causes  to  be  made  a  false  entry  Falsiacation 
in  any  register  kept  under  this  Act,  or  a  writing  falsely  pur-  ^^tSS!  ^^ 
porting  to  be   a   copy  of  an  entry  in   any  such  register,  or 
produces  or  tenders  or  causes  to  be  produced  or  tendered  in 
evidence  any  such  writing,  knowing  the  entry  or  writing  to  be 
false,  he  shall  be  guilty  of  a  misdemeanour. 

(q)  Added    to  this  seotion  by  the      (added  by  the  Patenis  Act,  1888,  s.  24) 
Patenta  Act,  1888,  b.  2a  and  b.  92  are  omitted  here  as  only  having 

(r)  Sub-Bection  (o)  and  sub-section  (d)      reference  to  trade  marks  and  designB. 
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Beet  94. 

Exercise  of 
disorelionary 
power  by 
ootDptroller. 


Power  of 
oomptroller  to 
take  dirto* 
tions  of  law 
oflScers. 

Certificate  of 
oomptroller  to 
be  efidenoe. 


Applications 
aDd  notioes 
by  port. 


ProviBiou  as 
to  days  for 
leaving  docu- 
ments at 
office. 


Declaration 
by  infant, 
lonatio,  etc. 


94.  Where  any  discretionary  power  is  by  this  Act  given  to 
the  comptroller,  he  shall  not  exercise  that  power  adversely  to 
the  applicant  for  a  patent,  or  for  amendment  of  a  specification, 
or  for  registration  of  a  trade  mark  or  design,  without  (if  so 
required  within  the  prescribed  time  by  the  applicant)  giving 
the  applicant  an  opportunity  of  being  heard  personally  or  by 
his  agent. 

96.  The  comptroller  may,  in  any  case  of  doubt  or  difficulty 
arising  in  the  administration  of  any  of  the  provisions  of  this 
Act,  apply  to  either  of  the  law  officers  for  directions  in  the 
matter. 

96.  A  certificate  purporting  to  be  under  the  hand  of  the 
comptroller  as  to  any  entry,  matter,  or  thing  which  he  is 
authorized  by  this  Act,  or  any  general  rules  made  thereunder, 
to  make  or  do,  shall  be  prima  facie  evidence  of  the  entry  having 
been  made,  and  of  the  contents  thereof,  and  of  the  matter  or 
thing  having  been  done  or  left  undone. 

97.  (1)  Any  application,  notice,  or  other  document  authorized 
or  required  to  be  left,  made,  or  given  at  the  Patent  Office  or  to 
the  comptroller,  or  to  any  other  person  under  this  Act,  may  be 
sent  by  a  prepaid  letter  through  the  post ;  and  if  so  sent  shall 
be  deemed  to  have  been  left,  made,  or  given  respectively  at  the 
time  when  the  letter  containing  the  same  would  be  delivered  in 
the  ordinary  course  of  post. 

(2)  In  proving  such  service  or  sending,  it  shall  be  sufficient 
to  prove  that  the  letter  was  properly  addressed  and  put  into  the 
post. 

98.  Whenever  the  last  day  fixed  by  this  Act,  or  by  any  rule 
for  the  time  being  in  force,  for  leaving  any  document  or  paying 
any  fee  at  the  Patent  Office  shall  fall  on  Christmas  Day,  Good 
Friday,  or  on  a  Saturday  or  Sunday,  or  any  day  observed  as  a 
holiday  at  the  Bank  of  England,  or  any  day  observed  as  a  day 
of  public  fast  or  thanksgiving,  herein  referred  to  as  excluded 
days,  it  shall  be  lawful  to  leave  such  document  or  to  pay  such 
fee  on  the  day  next  following  such  excluded  day,  or  days,  if  two 
or  more  of  them  occur  consecutively. 

99.  If  any  person  is,  by  reason  of  infancy,  lunacy,  or  other 
inability,  incapable  of  making  any  declaration  or  doing  anything 
required  or  permitted  by  this  Act  or  by  any  rules  made  under 
the  authority  of  this  Act,  then  the  guardian  or  committee  (if 
any)  of  such  incapable  person,  or  if  there  be  none,  any  person 
appointed  by  any  Court  or  judge  possessing  jurisdiction  in 
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respect  of  the  property  of  incapable  persons,  upon  the  petition    Sect  99. 

of  any  person  on  behalf  of  such  incapable  person,  or  of  any 

other  person  interested  in  making  such  declaration  or  doing 

such  thing,  may  make  such  declaration  or  a  declaration  as 

nearly  corresponding  thereto  as  circumstances  permit,  and  do 

such  thing  in  the  name  and  on  behalf  of  such  incapable  person, 

and  all  acts  done  by  such  substitute  shall  for  the  purposes  of 

this  Act  be  as  effectual  as  if  done  by  the  person  for  whom  he  is 

substituted. 

100.  Copies  of  all  specifications,  drawings,  and  amendments  TraDBmusion 
left  at  the  Patent  OflBce  after  the  commencement  of  this  Act,  pH^t^^^ee 
printed  for  and  sealed  with  the  seal  of  the  Patent  OflSce,  shall  of  apedflca- 
be  transmitted  to  the  Edinburgh  Museum  of  Science  and  Art,    ^^^  ^ 
and  to  the  Enrolments  Office  of  the  Chancery  Division  in 
Ireland,  and  to  the  Bolls  Office  in  the  Isle  of  Man,  within 
twenty-one  days  after  the  same  shall  respectively  have  been 
accepted  or  allowed  at  the  Patent  Office ;  and  certified  copies 
of  or  extracts  from  any  such  documents  shall  be  given  to  any 
person  requiring  the  same,  on  payment  of  the  prescribed  fee ; 
and  any  such  copy  or  extract  shall  be  admitted  in  evidence  in 
all  Courts  in  Scotland  and  Ireland  and  in  the  Isle  of  Man  with- 
out further  proof  or  production  of  the  originals. 

lOL  (1)  The  Board  of  Trade  may  from  time  to  time  make  Power  for 
such  general  rules  and  do  such  things  as  they  think  expedient,  Tn'^  to  make 

subject  to  the  provisions  of  this  Act —  general  rulea 

(a)  For  regulating  the  practice  of  registration  under  this  g^  and  "'^ 

Act :  reguUting 

'  boBiness  of 

(b)  For  classifying  goods  for  the  purposes  of  designs  and  Patent  Office. 

trade  marks ; 

(c)  For  making  or  requiring  duplicates  of  specifications, 

amendments,  drawings,  and  other  documents  ; 

(d)  For  securing  and  regulating  the  publishing  and  selling 

of  copies,  at  such  prices  and  in  such  manner  as  the 
Board  of  Trade  think  fit,  of  specifications,  drawings, 
amendments,  and  other  documents ; 

(e)  For    securing    and   regulating    the   making,  printing, 

publishing,  and  selling  of  indexes  to,  and  abridg- 
ments of,  specifications  and  other  documents  in  the 
Patent  Office,  and  providing  for  the  inspection  of 
indexes  and  abridgments  and  other  documents  ; 
(/)  For  regulating  (with  the  approval  of  the  Treasury)  the 
presentation  of  copies  of  Patent  Office  publications. 
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Annual 
reports  of 
oomptroller. 


Prooeedings 
of  Board  of 
Trade. 


to  patentees  and  to  public  anthorities,  bodies,  and 
institutions  at  home  and  abroad ; 
(g)  Generally  for  regulating  the  business  of  the  Patent  Offiee 
and  all  things  by  this  Act  placed  under  the  direction 
or  control  of  the   comptroller  or  of  the  Board  of 
Trade. 
(2)  Any  of  the  forms  in  the  first  schedule  to  this  Act  may 
be  altered  or  amended  by  rules  made  by  the  Board  as  afore- 
said. 

(8)  General  rules  may  be  made  under  this  section  at  any 
time  after  the  passing  of  this  Act,  but  not  so  as  to  take  effect 
before  the  commencement  of  this  Act,  and  shall  (subject  as 
hereinafter  mentioned)  be  of  the  same  effect  as  if  they  were 
contained  in  this  Act,  and  shall  be  judicially  noticed. 

(4)  Any  rules  made  in  pursuance  of  this  section  shall  be 
laid  before  both  Houses  of  Parliament,  if  Parliament  be  in 
session  at  the  time  of  making  thereof,  or  if  not,  then  as  soon  as 
practicable  after  the  beginning  of  the  then  next  session  of 
Parliament,  and  they  shall  also  be  advertised  twice  in  the 
official  journal  to  be  issued  by  the  comptroller. 

(5)  If  either  House  of  Parliament,  within  the  next  forty  days 
after  any  rules  have  been  so  laid  before  such  House,  resolve  that 
such  rules  or  any  of  them  ought  to  be  annulled,  the  same  shall 
after  the  date  of  such  resolution  be  of  no  effect,  without  prejudice 
to  the  validity  of  anything  done  in  the  meantime  under  such 
rules  or  rule,  or  to  the  making  of  any  new  rules  or  rule. 

102.  The  comptroller  shall,  before  the  first  day  of  June  in 
every  year,  cause  a  report  respecting  the  execution  by  or  under 
him  of  this  Act  to  be  laid  before  both  Houses  of  Parliament, 
and  therein  shall  include  for  the  year  to  which  each  report 
relates  all  general  rules  made  in  that  year  under  or  for  the 
purposes  of  this  Act,  and  an  account  of  all  fees,  salaries,  and 
allowances,  and  other  money  received  and  paid  under  this 
Act. 

102a.  (1)  All  things  required  or  authorized  under  this  Act  to 
be  done  by,  to,  or  before  the  Board  of  Trade,  may  be  done  by,  to, 
or  before  the  President  or  a  secretary  or  an  assistant  secretary  of 
the  Board. 

(2)  All  documents  purporting  to  be  orders  made  by  the  Board  of 
Trade  and  to  be  sealed  with  the  seal  of  the  Board,  or  to  be  signed 
by  a  secretary  or  assistant  secretary  of  the  Board,  or  by  any  person 
authorized  in  that  behalf  by  the  President  of  the  Board,  shall  be 
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received  in  evidence,  and  shall  be  deemed  to  be  tuch  orders  without    Sect.  102. 
farther  proo^  nnless  the  contrary  is  shown. 

(3)  A  certificate,  signed  by  the  President  of  the  Board  of  Trade, 
that  any  order  made  or  act  done  is  the  order  or  act  of  the  Board, 
shall  be  conclnsive  evidence  of  the  fact  so  certified,  (s) 


International  and  Colonial  Arrangements, 

103.  (1)  If  her  Majesty  is  pleased  to  make  any  arrangement  international 
with  the  government  or  governments  of  any  foreign  state  or  *^J!^J|^^?*^ 
states  for  mutual  protection  of  inventions,  designs,  and  trade  of  inyentione, 
marks,  or  any  of  them,  then  any  person  who  has  applied  for  tnuifmarks. 
protection  for  any  invention,  design,  or  trade  mark  in  any  such 
state,  shall  be  entitled  to  a  patent  for  his  invention  or  to  regis- 
tration of  his  design  or  trade  mark  (as  the  case  may  be)  under 
this  Act,  in  priority  to  other  applicants ;  and  such  patent  or 
registration  shall  have  the  same  date  as  the  (date  of  the  pro- 
tection obtained)  date  of  the  application  (t)  in  such  foreign  state. 

Provided  that  his  application  is  made,  in  the  case  of  a 
patent  within  seven  months,  and  in  the  case  of  a  design  or  trade 
mark  within  four  months,  from  his  applying  for  protection  in 
the  foreign  state  with  which  the  arrangement  is  in  force  : 

Provided  that  nothing  in  this  section  contained  shall  entitle 
the  patentee  or  proprietor  of  the  design  or  trade  mark  to 
recover  damages  for  Infringements  happening  prior  to  the  date 
of  the  actual  acceptance  of  his  complete  specification,  or  the 
actual  registration  of  his  design  or  trade  mark  in  this  country, 
as  the  case  may  be. 

(2)  The  publication  in  the  United  Kingdom,  or  the  Isle  of 
Man,  during  the  respective  periods  aforesaid,  of  any  description 
of  the  invention,  or  the  use  therein  during  such  periods  of  the 
invention,  or  the  exhibition  or  use  therein  during  such  periods  of 
the  design,  or  the  publication  therein  during  such  periods  of  a 
description  or  representation  of  the  design,  or  the  use  therein 
during  such  periods  of  the  trade  mark,  shall  not  invalidate  the 
patent  which  may  be  granted  for  the  invention,  or  the  registra- 
tion of  the  design  or  trade  mark. 

(8)  The  application  for  the  grant  of  a  patent,  or  the  registra- 
tion of  a  design,  or  the  registration  of  a  trade  mark  under  this 

(f )  This  section  was  added  to  the  Act      this  Act  for  the  words  in  italics  by  the 
by  the  Patents  Act,  1888,  s.  25.  Patents  Act,  1885,  s.  6. 

(<)  These  words  were  substituted  in 
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Sect.  103.  section,  must  be  made  in  the  same  manner  as  an  ordinazy 
application  under  this  Act :  Provided  that,  in  the  case  of  trade 
marks,  any  trade  mark  the  registration  of  which  has  been  duly 
applied  for  in  the  country  of  origin  may  be  registered  under 
this  Act. 

(4)  The  provisions  of  this  section  shall  apply  only  in  the 
case  of  those  foreign  states  with  respect  to  which  her  Majesty 
shall  from  time  to  time  by  Order  in  Council  declare  them  to 
be  applicable,  and  so  long  only  in  the  case  of  each  state  as 
the  Order  in  Council  shall  continue  in  force  with  respect  to  that 
state. 
ProviBion  for  104.  (1)  Where  it  is  made  to  appear  to  her  Majesty  that 
india.*^  *°  the  legislature  of  any  British  possession  has  made  satisfactory 
provision  for  the  protection  of  inventions,  designs,  and  trade 
marks,  patented  or  registered  in  this  country,  it  shall  be  lawful 
for  her  Majesty  from  time  to  time  by  Order  in  Council  to  apply 
the  provisions  of  the  last  preceding  section,  with  such  variations 
or  additions,  if  any,  as  to  her  Majesty  in  Council  may  seem  fit, 
to  such  British  possession. 

(2)  An  Order  in  Council  under  this  Act  shall,  from  a  date 
to  be  mentioned  for  the  purpose  in  the  Order,  take  effect  as  if 
its  provisions  had  been  contained  in  this  Act;  but  it  shall  be 
lawful  for  her  Majesty  in  Council  to  revoke  any  Order  in  Council 
made  under  this  Act. 

Offences. 

106.  (1)  Any  person  who  represents  that  any  article  sold 

felsSy^r^re-  ^^  ^^™  ^®  ^  patented  article,  when  no  patent  has  been  granted 

senting  for  the  same,  or  describes  any  design  or  trade  mark  applied  to 

patented.        ^^7  article  sold  by  him  as  registered  which  is  not  so,  shall  be 

liable  for  every  offence  on  summary  conviction  to  a  fine  not 

exceeding  five  pounds. 

(2)  A  person  shall  be  deemed,  for  the  purpose  of  this  en- 
actment, to  represent  that  an  article  is  patented  or  a  design 
or  a  trade  mark  is  registered,  if  he  sells  the  article  with  the 
word  **  patent,"***  patented,"  "  registered,"  or  any  word  or  words 
expressing  or  implying  that  a  patent  or  registration  has  been 
obtained  for  the  article  stamped,  engraved,  or  impressed  on, 
or  otherwise  applied  to,  the  article. 
Penalty  on  106.  Any  person  who,  without  the  authority  of  her  Majesty, 

naramptior^f  OX  any  of  the  Royal  family,  or  of  any  government  department. 
Royal  arniB.     assumes  or  uses  in  connexion  with  any  trade,  business,  calling, 
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or  profession,  the  Boyal  arms,  or  arms  so  nearly  resembling  the  Sect  106. 
same  as  to  be  calculated  to  deceive,  in  such  a  manner  as  to  be 
calculated  to  lead  other  persons  to  believe  that  he  is  carrying 
on  his  trade,  business,  calling,  or  profession  by  or  under  such 
authority  as  aforesaid,  shall  be  liable  on  summary  conviction 
to  a  fine  not  exceeding  twenty  pounds. 


ScoUandy  Ireland,  etc. 

107.  In  any  action  for  infringement  of  a  patent  in  Scotland  ^J^^^n' 
the  provisions  of  this  Act,  with  respect  to  calling  in  the  aid  of  Scotland, 
an  assessor,  shall  apply,  and  the  action  shall  be  tried  without 

a  jury,  unless  the  Court  shall  otherwise  direct,  but  otherwise 
nothing  shall  affect  the  jurisdiction  and  forms  of  process  of  the 
Courts  in  Scotland  in  such  an  action  or  in  any  action  or  pro- 
ceeding respecting  a  patent  hitherto  competent  to  those  Courts. 
For  the  purposes  of  this  section  "Court  of  Appeal"  shall 
mean  any  Court  to  which  such  action  is  appealed. 

108.  In  Scotland  any  offence  under  this  Act  declared  to  be  ®"°J^y 
punishable  on  summary  conviction  may  be  prosecuted  in  the  in  Sootiand. 
Sheriff  Court. 

109.  (1)  Proceedings  in  Scotland  for  revocation  of  a  patent  Proceedings 
shall  be  in  the  form  of  an  action  of  reduction  at  the  instance  of  of  patent  in 
the  Lord  Advocate,  or  at  the  instance  of  a  party  having  interest,  Scotland, 
with  his  concurrence,  which  concurrence  may  be  given  on  just 

cause  shown  only. 

(2)  Service  of  all  writs  and  summonses  in  that  action  shall 
be  made  according  to  the  forms  and  practice  existing  at  the 
commencement  of  this  Act. 

110.  All  parties  shall,  notwithstanding  anything  in  this  Act,  Reservation 
have  in  Ireland  their  remedies  under  or  in  respect  of  a  patent  in  Ireland, 
as  if  the  same  had  been  granted  to  extend  to  Ireland  only. 

111.  (1)  The  provisions   of    this    Act  conferring  a   special  Q®?®**^ 
jurisdiction  on  the  Court  as  defined  by  this   Act,  shall  not,  j^ii^lotion 
except  so  far  as  the  jurisdiction  extends,  affect  the  jurisdiction  ®^^'*^- 
of  any  Court  in  Scotland  or  Ireland  in  any  proceedings  relating 

to  patents,  or  to  designs,  or  to  trade  marks ;  and  with  reference 
to  any  such  proceedings  in  Scotland,  the  term  "the  Court" 
shall  mean  any  Lord  Ordinary  of  the  Court  of  Session,  and  the 
term  **  Court  of  Appeal  "  shall  mean  either  division  of  the  said 
Court ;  and  with  reference  to  any  such  proceedings  in  Ireland, 
the  terms  "  the  Court  "  and  the  "  Court  of  Appeal "  respectively 
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Sect  IIL    mean  the  High  Court  of  Justice  in  Ireland  and  her  Majesty's 
Court  of  Appeal  in  Ireland. 

(2)  If  any  rectification  of  a  register  under  this  Act  is  re- 
quired in  pursuance  of  any  proceeding  in  a  Court  in  Scotland 
or  Ireland,  a  copy  of  the  order,  decree,  or  other  authority  for 
the  rectification,  shall  be  served  on  the  comptroller,  and  he 
shall  rectify  the  register  accordingly. 

112.  This  Act  shall  extend  to  the  Isle  of  Man,  and — 
Isle  of  Han.  (1)  Nothing  in  this  Act  shall  affect  the  jurisdiction  of  the 

Courts  in  the  Isle  of  Man,  in  proceedings  for  infringement  or 
in  any  action  or  proceeding  respecting  a  patent,  design,  or  trade 
mark  competent  to  those  Courts. 

(2)  The  punishment  for  a  misdemeanour  under  this  Act  in 
the  Isle  of  Man  shall  be  imprisonment  for  any  term  not  exceed- 
ing two  years,  with  or  without  hard  labour,  and  with  or  without 
a  fine  not  exceeding  one  hundred  pounds,  at  the  discretion  of 
the  Court. 

(8)  Any  offence  under  this  Act  committed  in  the  Isle  of  Man 
which  would  in  England  be  punishable  on  summary  conviction 
may  be  prosecuted,  and  any  fine  in  respect  thereof  recovered  at 
the  instance  of  any  person  aggrieved,  in  the  manner  in  which 
offences  punishable  on  summary  conviction  may  for  the  time 
being  be  prosecuted. 

Repeal,  Transitional  Provisions,  Savings. 

Repeal  and  113.  The  enactments  described  in  the  Third  Schedule  to  this 

paS°(fperation  ^^^  ^^  hereby  repealed.     But  this  repeal  of  enactments  shall 

of  repealed       not — 

etc.  *  {c)  Affect  the  past  operation  of  any  of  those  enactments,  or 

any  patent  or  copyright  or  right  to  use  a  trade  mark 
granted  or  acquired,  or  application  pending,  or  ap- 
pointment made,  or  compensation  granted,  or  order 
or  direction  made  or  given,  or  right,  privilege,  obliga- 
tion, or  liability  acquired,  accrued,  or  incurred,  or 
anything  duly  done  or  suffered  under  or  by  any  of 
those  enactments  before  or  at  the  commencement  of 
this  Act ;  or 
(b)  Interfere  with  the  institution  or  prosecution  of  any  action 
or  proceeding,  civil  or  criminal,  in  respect  thereof, 
and  any  such  proceeding  may  be  carried  on  as  if  this 
Act  bad  not  been  passed  ;  or 


PATENTS  ACT,   1883.  641 

(c)  Take  away  or  abridge  any  protection  or  benefit  in  re-    Sect  113. 
lation  to  any  such  action  or  proceeding,  (u) 

114.  (1)  The  registers  of  patents  and  of  proprietors  kept  Former 
under  any  enactment  repealed  by  this  Act  shall  respectively  b^^*eemed 
be  deemed  parts  of  the  same  book  as  the  register  of  patents  continued. 
kept  under  this  Act. 

(2)  The  registers  of  designs  and  of  trade  marks  kept  under 
any  enactment  repealed  by  this  Act  shall  respectively  be  deemed 
parts  of  the  same  book  as  the  register  of  designs  and  the  register 
of  trade  marks  kept  under  this  Act. 

116.  All  general  rules  made  by  the  Lord  Chancellor  or  by  Saving  for 
any  other  authority  under  any  enactment  repealed  by  this  Act,  ®****°fif'^®«- 
and  in  force  at  the  commencement  of  this  Act,  may  at  any 
time  after  the  passing  of  this  Act  be  repealed,  altered,  or 
amended  by  the  Board  of  Trade,  as  if  they  had  been  made  by 
the  Board  under  this  Act,  but  so  that  no  such  repeal,  alteration, 
or  amendment  shall  take  effect  before  the  commencement  of  this 
Act ;  and,  subject  as  aforesaid,  such  general  rules  shall,  so  far 
as  they  are  consistent  with  and  are  not  superseded  by  this  Act, 
continue  in  force  as  if  they  had  been  made  by  the  Board  of 
Trade  under  this  Act 

116.  Nothing  in  this  Act  shall  take  away,  abridge,  or  pre-  Saving  for 
judicially  affect  the  prerogative  of  the  Crown  in  relation  to  the  pre'oga*^^®- 
granting  of  any  letters  patent  or  to  the  withholding  of  a  grant 
thereof. 

Oenerai  Definitions. 

117.  (1)  In  and  for  the  purposes  of  this  Act,  unless  the  General 
context  otherwise  requires — 

"  Person  "  includes  a  body  corporate  : 

*'  The  Court "  means  (subject  to  the  provisions  for  Scotland, 
Ireland,  and  the  Isle  of  Man)  her  Majesty's  High  Court  of 
Justice  in  England : 

**Law  Officer"  means  her  Majesty's  Attorney-General  or 
Solicitor-General  for  England : 

*'  The  Treasury  "  means  the  Commissioners  of  her  Majesty's 
Treasury : 

(tt)  Beferring  to  the  present  Statute,  nothing  in  this  Aot  shaU  affect  the 

the  Patents  Act,  1888  (s.  27),  enacts  that  validity  of  any  aot  done,  right  acquired, 

the  principal  Aot  shall,  as  fh>m  the  or  liahiUty  inoarred   before   the  com- 

oommenoement  of  this  Act,  take  effect  mencement  of  this  Act    The  Patents 

subject  to  the  additions,  omissions,  and  Act,    1888,    came    into    operation    on 

substitutions  required  by  this  Act ;  but  the  Ist  of  January,  1889  (sec  s.  28). 

2t 


definitions. 
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Sect.  117.  "^  Comptroller  "  means  the  Comptroller-General  of  Patents, 
Designs,  and  Trade  Marks : 

"  Prescribed  "  means  prescribed  by  any  of  the  Schedules  to 
this  Act,  or  by  general  rules  under  or  within  the  meaning  of 
this  Act : 

*'  British  possession "  means  any  territory  or  place  situate 
within  her  Majesty's  dominions,  and  not  being  or  forming  part 
of  the  United  Kingdom,  or  of  the  Channel  Islands,  or  of  the  Isle 
of  Man,  and  all  territories  and  places  under  one  legislature,  as 
hereinafter  defined,  are  deemed  to  be  one  British  possession  for 
the  purposes  of  this  Act : 

"  Legislature  "  includes  any  person  or  persons  who  exercise 
legislative  authority  in  the  British  possession ;  and  where  there 
are  local  legislatures  as  well  as  a  central  legislature,  means  the 
central  legislature  only. 

In  the  application  of  this  Act  to  Ireland,  ''  summary  con- 
viction '*  means  a  conviction  under  the  Summary  Jurisdiction 
Acts,  that  is  to  say,  with  reference  to  the  Dublin  Metropolitan 
Police  District  the  Acts  regulating  the  duties  of  justices  of  the 
peace  and  of  the  police  for  such  district,  and  elsewhere  in 
Ireland  the  Petty  Sessions  (Ireland)  Act,  1851,  and  any  Act 
amending  it. 


THE  FIRST  SCHEDULE. 

FOBMS  OP  APPLICATION,    ETC. 

Form  A.  (Form  of  Application  for  Patent),  (v) 
Form  B.  (Form  of  Provisional  Specification),  (w) 
Form  C.  (Form  of  Complete  Specification),  (x) 

FOBM  D. 

Form  of  Patent. 

Victoria,  by  the  grace  of  God,  of  the  United  Kingdom  of 
Great  Britain  and  Ireland,  Queen,  Defender  of  the  Faith  :  To 
all  to  whom  these  presents  shall  come  greeting : 

(v)  This  fonn  is  now  replaced  by  those  (w)  Ibid.    See  post,  p.  673 

provided  by  the  Patent  Boles,  1890.    See  («)  n>id.    See  post,  p.  674. 

post,  pp.  655  and  667-672. 
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Whereas  John  Smith  of  29  Perry  Street,  Birmingham,  in  the 
County  of  Warwick,  Engineer,  hath  [by  his  solemn  declara- 
tion] (y)  represented  nnto  us  that  he  is  in  possession  of  an 
invention  for  *'  Improvements  in  Sewing  Machines,'^  that  he  is 
the  true  and  first  inventor  thereof,  and  that  the  same  is  not  in 
use  by  any  other  person  to  the  best  Of  his  knowledge  and  belief: 

And  whereas  the  said  inventor  hath  humbly  prayed  that  we 
would  be  graciously  pleased  to  grant  unto  him  (hereinafter 
together  with  his  executors,  administrators,  and  assigns,  or  any 
of  them,  referred  to  as  the  said  patentee)  our  Boyal  Letters 
Patent  for  the  sole  use  and  advantage  of  his  said  invention : 

And  whereas  the  said  inventor  hath  by  and  in  his  complete 
specification  particularly  described  the  nature  of  his  invention  : 

And  whereas  we,  being  willing  to  encourage  all  inventions 
which  may  be  for  the  public  good,  are  graciously  pleased  to 
condescend  to  his  request : 

Know  ye,  therefore,  that  We,  of  our  especial  grace,  certain 
knowledge,  and  mere  motion,  do  by  these  presents,  for  us,  our 
heirs  and  successors,  give  and  grant  unto  the  said  patentee  our 
especial  license,  full  power,  sole  privilege,  and  authority,  that 
the  said  patentee  by  himself,  his  agents,  or  licensees,  and  no 
others,  may  at  all  times  hereaher  during  the  term  of  years 
herein  mentioned  make,  use,  exercise,  and  vend  the  said  inven* 
tion  within  our  United  Kingdom  of  Great  Britain  and  Ireland 
and  Isle  of  Man,  in  such  manner  as  to  him  or  them  may  seem 
meet,  and  that  the  said  patentee  shall  have  and  enjoy  the  whole 
profit  and  advantage  from  time  to  time  accruing  by  reason  of 
the  said  invention  during  the  term  of  fourteen  years  from  the 
date  hereunder  written  of  these  presents :  And  to  the  end  that 
the  said  patentee  may  have  and  enjoy  the  sole  use  and  exercise 
and  the  full  benefit  of  the  said  invention.  We  do  by  these 
presents  for  us,  our  heirs  and  successors,  strictly  command  all 
our  subjects  whatsoever  within  our  United  Kingdom  of  Great 
Britain  and  Ireland  and  the  Isle  of  Man  that  they  do  not  at  any 
time  during  the  continuance  of  the  said  term  of  fourteen  years 
either  directly  or  indirectly  make  use  of  or  put  in  practice  the 
said  invention,  or  any  part  of  the  same,  nor  in  anywise  imitate 
the  same,  nor  make  or  cause  to  be  made  any  addition  thereto  or 
subtraction  therefrom,    whereby  to    pretend    themselves    the 


Schedule : 
Form  of 

Patent. 


(y)  A  simple  declaration  la  aU  that 
ifl  now  required  in  practice  of  an  appli- 
cant for  Letters  Patent:  see  Patents 


Act,  1885,  8.  2,  and  the  Official  Forms 
annexed  to  the  Patent  Rules,  1890, 
Appendix  II.  pp.  667-672  post. 
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Schedule :  inventors  thereof,  without  the  consent^  license,  or  agreement  of 
Form  of  the  said  patentee  in  writing  under  his  hand  and  seal,  on  pain  of 
Patent,  incurring  such  penalties  as  may  he  justly  inflicted  on  such 
offenders  for  their  contempt  of  this  our  Boyal  command,  and  of 
being  answerable  to  the  patentee  according  to  law  for  his 
damages  thereby  occasioned:  Provided  that  these  our  letters 
patent  are  on  this  condition,  that  if  at  any  time  during  the  said 

^  term  it  be  made  to  appear  to  us,  our  heirs  or  successors,  or  any 

six  or  more  of  our  Privy  Council,  that  this  our  grant  is  contrary 
to  law,  or  prejudicial  or  inconvenient  to  our  subjects  in  general,  or 
that  the  said  invention  is  not  a  new  invention  as  to  the  public  use 
and  exercise  thereof  within  our  United  Kingdom  of  Great  Britain 
and  Ireland  and  Isle  of  Man,  or  that  the  said  patentee  is  not 
the  first  and  true  inventor  thereof  within  this  realm  as  aforesaid, 
these  our  letters  patent  shall  forthwith  determine,  and  be  void  to 
all  intents  and  purposes,  notwithstanding  anything  hereinbefore 
contained :  Provided  also  that  if  the  said  patentee  shall  not  pay 
all  fees  by  law  required  to  be  paid  in  respect  of  the  grant  of  these 
letters  patent  or  in  respect  of  any  matter  relating  thereto  at  the 
time  or  times,  and  in  manner  for  the  time  being  by  law  provided ; 
and  also  if  the  said  patentee  shall  not  supply  or  cause  to  be  sup- 
plied, for  our  service  all  such  articles  of  the  said  invention  as  may 
be  required  by  the  officers  or  commissioners  administering  any 
department  of  our  service  in  such  manner,  at  such  times,  and  at 
and  upon  such  reasonable  prices  and  terms  as  shall  be  scuttled 
in  manner  for  the  time  being  by  law  provided,  then,  and  in  any 
of  the  said  cases,  these  our  letters  patent,  and  all  privileges  and 
advantages  whatever  hereby  granted,  shall  determine  and  become 
void,  notwithstanding  anything  hereinbefore  contained :  Pro- 
vided also  that  nothing  herein  contained  shall  prevent  the 
granting  of  licenses  in  such  manner  and  for  such  considerations 
as  they  may  by  law  be  granted ;  and  lastly,  we  do  by  these 
presents  for  us,  our  heirs  and  successors,  grant  unto  the  said 
patentee  that  these  our  letters  patent  shall  be  construed  in  the 
most  beneficial  sense  for  the  advantage  of  the  said  patentee.  In 
witness  whereof  we  have  caused  these  our  letters  to  be  made 
patent  this  one  thousand,  eight  hundred  and 

and  to  be  sealed  as  of  the  one  thousand  eight  hundred 

and 
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THE  SECOND  SCHEDULE. 

This  schedule  contained  a  scale  of  patent  fees,  but  is 
omitted  here,  as  it  is  now  superseded  by  the  schedule  annexed  to 
the  Patents  Bules,  1892.   See  post,  pp.  699,  700. 


Schedule : 
Repeals. 


THE  THIRD  SCHEDULE. 


21Jame8l.  c.3 

[1623.] 

6  &  6  Wm.  IV.  c.  62. 
[1835.] 

6  &  6  Will.  IV.  c.  83. 

[1835.] 

2  &  3  Vict.  c.  67  

[1839.] 

666  Vict.  c.  100.... 

[1842.] 

667  Vict.  c.  65   .... 

[1843.1 

7  &  8  Vict.  c.  69  (z)  . 

[1844.] 


13  &  14  Vict.  c.  104. 
[1850.] 

15  &  16  Vict  c.  83., 

[1862.] 

16  &  17  Vict  c.  5.... 

[1853.] 


16  &  17  Vict  c.  115., 
[1853.] 


21  &  22  Vict.  c.  70., 
[1858.] 


22  Vict  c.  13.... 

[1859.] 


Enactments  Repealed. 

The  Statute  of  Monopolies. 

In  part ;  namely — 
Sections  10, 11,  &  12. 
The  Statutory  Declarations  Act,  1835. 

In  part;  namely — 
Section  11. 
An  Act  to  amend  the  law  touching  Letters  Patent  for 

Inventions. 
An  Act  to  amend  an  Act  of  the  fifth  and  sixth  years 

of  the  reign  of  King  William  IV.,  intituled,  "  An 

Act  to  Amend  the  Law  touching  Letters  Patent  for 

Inventions.** 
An  Act  to  consolidate  and  amend  the  laws  relating 

to  the  copyright  of  designs  for  ornamenting  articles 

of  manufacture. 
An  Act  to  amend  the  laws  relating  to  the  copyright  of 


An  Act  for  amending  an  Act  passed  in  the  fourth  year 
of  the  reign  of  his  late  Majesty,  intituled,  "An  Act  for 
the  Better  Administration  of  Justice  in  his  Majesty  *s 
Privy  Council,  and  to  extend  its  Jurisdiction  and 
Powers.*' 

In  part;  namely — 
Sections  2  to  5,  both  included. 

An  Act  to  extend  and  amend  the  Acts  relating  to  the 
copyright  of  designs. 

The  Patent  Law  Amendment  Act,  1852. 

An  Act  to  substitute  stamp  duties  for  fees  on  passing 
letters  patent  for  inventions  and  to  provide  for  the 
purchase  for  the  public  use  of  certain  indexes  of 
specifications. 

An  Act  to  amend  certain  provisions  of  the  Patent 
Law  Amendment  Act,  1852,  in  respect  of  the  trans- 
mission of  certified  copies  of  letters  patent  and 
specifications  to  certain  offices  in  Edinburgh  and 
Dublin,  and  otherwise  to  amend  the  said  Act. 
An  Act  to  amend  the  Act  of  tiie  fifth  and  sixth  years 
of  her  present  Majesty,  to  consolidate  and  amend 
the  laws  relating  to  the  copyright  of  designs  for 
ornamenting  articles  of  manuracture. 

An  Act  to  amend  the  law  concerning  patents  for  in- 
ventions with  respect  to  inventions  for  improvements 
in  instruments  and  munitions  of  war. 


(f)  Sections  6  &  7  of  this  Act  are  repealed  by  the  S.  L.  B.  No.  2  Act,  1874. 
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Schednle:  24  &  25  Vict  c.  73. 

*^ 28  &  29  Vict.  c.  3. 

[1866.1 
33  &  34  Vict.  c.  27. 

[1870.] 
33  &  34  Vict.  c.  97. 

[1870.] 

38  &  39  Vict  c.  91. 
[1876.] 

38  &  39  Vict.  c.  93. 

[1876.] 

39  &  40  Vict  c.  33. 

[1876.] 

40  &  41  Vict  c.  37. 

[1877.] 
43  &  44  Vict.  c.  10. 
[1880.] 

46  &  46  Vict  c.  72. 
[1882.] 


An  Act  to  amend  the  law  relating  to  the  copyright  of 

designs. 
The  Industrial  Exhibitions  Act,  1866. 

The  Protection  of  Inventions  Act,  1870. 

The  Stamp  Act,  1870. 
In  part;  namely — 
Section  sixty-five,  and  in  the  schedule  the  words 
and  figures — 
*^  Certificate  of  the  registration  of  a  design...  £6  0  0 

And  see  sect.  66." 
The  Trade  Marks  Rogistration  Act,  1876. 

The  Copyright  of  Designs  Act,  1876. 

The  Trade  Marks  Registration  Amendment  Act,  1876. 

The  Trade  Marks  Registration  Extension  Act,  1877. 

The  Great  Seal  Act,  1880. 
In  part ;  namely — 
Section  five. 
The  Revenue,  Friendlv  Societies,  and  National  Debt 
Act,  1882. 
In  part;  namely— 
Section  sixteen. 
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PATENTS,   DESIGNS,   AND   TRADE   MARKS 
(AMENDMENT)  ACT,  1885. 

(48  &  49  Vict.  o.  63.) 

An  Act  to  amend  the  Patents,  Designs,  and  Trade  Marks  Act,  1888. 

[14th  August,  1885.] 
Be  it  enacted  by  the  Queen's  most  excellent  Majesty,  by  and 
with  the  advice  and  consent  of  the  Lords  Spiritual  and  Temporal, 
and  Commons,  in  this  present  Parliament  assembled,  and  by 
the  authority  of  the  same,  as  follows — 

1.  This  Act  shall  be  construed  as  one  with  the  Patents,  Construction 
Designs,  and  Trade  Marks  Act,  1888  (in  this  Act  referred  to  as  tme'^''''^ 
the  principal  Act). 

This  Act  may  be  cited  as  the  Patents,  Designs,  and  Trade 
Marks  (Amendment)  Act,  1886,  and  this  Act  and  the  principal 
Act  may  be  cited  together  as  the  Patents,  Designs,  and  Trade 
Marks  Acts,  1888  and  1886. 

2.  Whereas  sub-section  two  of  section  five  of  the  principal  Amendment 
Act  requires  a  declaration  to  be  .made  by  an  applicant  for  a  46^47  v^ict 
patent  to  the  effect  in  that  sub-section  mentioned,  and  doubts  ^'  ^'^• 
have  arisen  as  to  the  nature  of  that  declaration,  and  it  is 
expedient  to  remove  such  doubts:    Be  it  therefore  enacted 

that— 

The  declaration  mentioned  in  sub-section  two  of  section  five 
of  the  principal  Act  may  be  either  a  statutory  declaration  under 
the  Statutory  Declarations  Act,  1885,  or  not,  as  may  be  from 
time  to  time  prescribed. 

3.  Whereas  under  the  principal  Act,  a  complete  specification  5^6  wui. 
is  required  (by  section  eight)  to  be  left  within  nine  months,  and  Amendment 
(by  section  nine)  to  be  accepted  within  twelve  months,  from  the  of  sects.  8,9, 
date  of  application,  and  a  patent  is  required  by  section  twelve  to  46  ft  47  Vict. 
be  sealed  within  fifteen  months  from  the  date  of  application,  ^'  ^^' 

and  it  is  expedient  to  empower  the  comptroller  to  extend  in 
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Sect.  3.     certain    oases    the   said    times :    Be  it  therefore  enacted    as 
follows : — 

A  complete  specification  may  be  left  and  accepted  within 

such  extended  times^  not  exceeding  one  month  and  three  months 

respectiyely  after  the  said  nine  and  twelve  months  respectiyely 

as  the  comptroller  may  on  payment  of  the  prescribed  fee  allow, 

and  where  such  extension  of  time  has  been  allowed,  a  further 

extension  of  four  months  after  the  said  fifteen  months  shall  be 

allowed  for  the  sealing  of  the  patent;  and  the  principal  Act 

shall  have  effect  as  if  any  time  so  allowed  were  added  to  the 

said  periods  specified  in  the  principal  Act. 

Speoifloaiions,       4«  Where  an  application  for  a  patent  has  been  abandoned,  or 

pobiished'      become  void,  the  specification  or  specifications  and  drawings  (if 

unieM  2kny)  accompanying  or  left  in  connexion  with  such  application, 

^eptod.       shall  not  at  any  time  be  open  to  public  inspection  or  be  published 

by  the  comptroller. 
Power  to  6.  Whereas  doubts  have  arisen  whether  under  the  principal 

toMTwif  ^**  Act  a  patent  may  lawfully  be  granted  to  several  persons  jointly, 
peraonB  Bome  or  one  of   whom  only  are  or  is  the   true    and   first 

jointly.  inventors  or  inventor;   be  it  therefore  enacted  and  declared 

that  it  has  been  and  is  lawful  under  the  principal  Act  to  grant 
such  a  patent. 
Amendment         6.  In  Bub-section  One  of  section  one  hundred  and  three  of 
46A47 Vfet'*^®  principal  Act,  the  words  "date  of  the  application"  shall 
c.  57.  be  substituted  for  the  words  "  date  of  the  protection  obtained." 
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PATENTS  ACT,  1886. 
49  &  50  ViOT-  0.  87. 

An  Act  to  remove  certain  dovbts  respecting  the  construction  of  the 
Patents^  Designs^  and  Trade  Marks  Act,  1888,  so  far  as 
respects  the  drawings  by  which  specifications  are  required 
to  be  accompanied,  and  as  respects  exhibitions. 

[25th  June,  1886.] 

Whebeas  by  section  five  of  the  Patents,  Designs,  and  Trade 
Marks  Act,  1883,  specifications,  whether  provisional  or  complete, 
must  be  accompanied  by  drawings  if  required,  and  doubts  have 
arisen  as  to  whether  it  is  sufficient  that  a  complete  specification 
refers  to  the  drawings  by  which  the  provisional  specification  was 
accompanied,  and  it  is  expedient  to  remove  such  doubts  : 

Be  it  therefore  enacted  by  the  Queen's  most  excellent  Majesty, 
by  and  with  the  advice  and  consent  of  the  Lords  Spiritual  and 
Temporal,  and  Commons,  in  this  present  Parliament  assembled, 
and  by  the  authority  of  the  same,  as  follows  : — 

L  This  Act  may  be  cited  as  the  Patents  Act,  1886,  and  shall  Short  title 
be  construed  as  one  with  the  Patents,  Designs,  and  Trade  S^i^^*"*^ 
Marks  Acts,  1883  and  1885,  and,  together  with  those  Acts,  may  46  ft  47  Vict. 
be  cited  as  the  Patents,  Designs,  and  Trade  Marks  Acts,  1888  ^q^I\q  yiot 

to  1886.  0.  63. 

2.  The  requirement  of  sub-section  four  of  section  five  of  the  The  same 
Patents,  Designs,  and  Trade  Marks  Act,  1883,  as  to  drawings  ^^^^^ny'^'^ 
shall  not  be  deemed  to  be  insufficiently  complied  with  by  reason  ^^  Bpecifi- 
only  that  instead  of  being  accompanied  by  drawings  the  com- 
plete specification  refers  to  the  drawings  which  accompanied  the 
provisional  specification.    And  no  patent  heretofore  sealed  shall 

be  invalid  by  reason  only  that  the  complete  specification  was 
not  accompanied  by  drawings  but  referred  to  those  which 
accompanied  the  provisional  specification. 

3.  Whereas  by  section  thirty- nine  of  the  Patents,  Designs,  Protection  of 
and  Trade  Marks  Act,  1883,  as  respects  patents,  and  by  section  S^|^"^^ 
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Sect.  3.  fifty-seven  of  the  same  Act  as  respects  designs,  provision  is 
made  that  the  exhibition  of  an  invention  or  design  at  an  in- 
exhiUtedat  dustrlal  or  international  exhibition,  certified  as  such  by  the 
^wtiJSS^  Board  of  Trade,  shall  not  prejudice  the  rights  of  the  inventor  or 
proprietor  thereof,  subject  to  the  conditions  therein  mentioned, 
one  of  which  is  that  the  exhibitor  must,  before  exhibiting  the 
invention,  design,  or  article,  or  publishing  a  description  of  the 
design,  give  the  comptroller  the  prescribed  notice  of  his  intention 
to  do  so : — 

And  whereas  it  is  expedient  to  provide  for  the  extension  of 
the  said  sections  to  industrial  and  international  exhibitions 
held  out  of  the  United  Kingdom,  be  it  therefore  enacted  as 
follows : — 

It  shall  be  lawful  for  her  Majesty  by  Order  in  Council,  from 
time  to  time  to  declare  that  sections  thirty-nine  and  fifty-seven 
of  the  Patents,  Designs,  and  Trade  Marks,  Act,  1888,  or  either 
of  those  sections,  shall  apply  to  any  exhibition  mentioned  in  the 
Order  in  like  manner  as  if  it  were  an  industrial  or  international 
exhibition,  certified  by  the  Board  of  Trade,  and  to  provide  that 
the  exhibitor  shall  be  relieved  from  the  conditions,  specified  in 
the  said  sections,  of  giving  notice  to  the  comptroller  of  his 
intention  to  exhibit,  and  shall  be  so  relieved  either  absolutely 
or  upon  such  terms  and  conditions  as  to  her  Majesty  in  Council 
may  seem  fib 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS 
ACT,  1888. 

(51  &  52  Vict.  c.  50.) 

An  Act  to  amend  the  Patents,  Designs,  and  Trade  Marks  Act, 
1888.  [24th  December,  1888.] 

Whbreas  it  is  expedient  to  amend  the  Patents,  Designs,  and  46  ft  47  Vict. 
Trade  Marks  Act,  1883,  hereinafter  referred  to  as  the  principal  ^ 
Act: 

Be  it  therefore  enacted  by  the  Queen's  most  excellent 
Majesty,  by  and  with  the  advice  and  consent  of  the  Lords 
Spiritual  and  Temporal,  and  Commons,  in  this  present 
Parliament  assembled,  and  by  the  authority  of  the  same,  as 
follows : 

L    (1)  After  the  first  day  of   July,  one  thousand    eight  Begister  of 
hundred  and  eighty-nine,  a  person  shall  not  be  entitled  to^      ^^^ 
describe  himself  as  a  patent  agent,  whether  by  adyertisement, 
by  description  on  his  place  of  business,  by  any  document  issued 
by  him,  or  otherwise,  unless  he  is  registered  as  a  patent  agent 
in  pursuance  of  this  Act. 

(2)  The  Board  of  Trade  shall,  as  soon  as  may  be  after  the 
passing  of  this  Act,  and  may  from  time  to  time,  make  such 
general  rules  as  are,  in  the  opinion  of  the  Board,  required  for 
giving  effect  to  this  section,  and  the  provisions  of  section  one 
hundred  and  one  of  the  principal  Act  shall  apply  to  all  rules  so 
made  as  if  they  were  made  in  pursuance  of  that  section : 

(8)  Provided  that  every  person  who  proves  to  the  satisfaction 
of  the  Board  of  Trade  that  prior  to  the  passing  of  this  Act  he 
had  been  bon&  fide  practising  as  a  patent  agent  shall  be  entitled 
to  be  registered  as  a  patent  agent  in  pursuance  of  this  Act. 

(4)  If  any  person  knowingly  describes  himself  as  a  patent 
agent  in  contravention  of  this  section  he  shall  be  liable,  on 
summary  conviction,  to  a  fine  not  exceeding  twenty  pounds. 


652  APPENDED  I. 

Sect  1.  (5)  In  this  section  *'  patent  agent "  means  exclasively  an 

agent  for  obtaining  patents  in  the  United  Kingdom. 
Amendmento        2.  For  section  scTen  of  the  principal  Act  the  following  section 
Viet  o.  57.      shall  be  substituted,  namely : — 


Sect.  7,  80  to 


7.  (1)  If  the  examiner  reports  that  the  nature  of  the 
a^iioatimuL  invention  is  not  fairly  described,  or  that  the  application,  specifi- 
cation, or  drawings  has  not,  or  have  not,  been  prepared  in  the 
prescribed  manner,  or  that  the  title  does  not  sufficiently  indicate 
the  subject-matter  of  the  invention,  the  comptroller  may  refuse 
to  accept  the  application,  or  require  that  the  application,  specifi- 
cation, or  drawings  be  amended  before  he  proceeds  with  the 
application ;  and  in  the  latter  case  the  application  shall,  if  the 
comptroller  so  directs,  bear  date  as  from  the  time  when 
the  requirement  is  complied  with. 

'^  (2)  Where  the  comptroller  refuses  to  accept  an  application 
or  requires  an  amendment,  the  applicant  may  appeal  from  his 
decision  to  the  law  officer. 

**  (8)  The  law  officer  shall,  if  required,  hear  the  applicant  and 
the  comptroller,  and  may  make  an  order  determining  whether, 
and  subject  to  what  conditions  (if  any),  the  application  shall  be 
accepted. 

<<  (4)  The  comptroller  shall,  when  an  application  has  been 
accepted,  give  notice  thereof  to  the  applicant. 

''  (5)  If,  after  an  application  for  a  patent  has  been  made, 
but  before  the  patent  thereon  has  been  sealed,  another  applica- 
tion for  a  patent  is  made,   accompanied  by  a  specification 
bearing  the  same  or  a  similar  title,  the  comptroller,  if  he  thinks 
fit,  on  the  request  of  the  second  applicant,  or  of  his  legal 
representative,  may,  within  two  months  of  the  grant  of  a  patent 
on  the  first  application,  either  decline  to  proceed  with  the 
second  application  or  allow  the  surrender  of  the  patent,  if  any, 
granted  thereon." 
Sect.  9, 80  to        3.  In  sub-section  five  of  section  nine  of  the  principal  Act  the 
^^t  ""^    ^o^^ds  "  other  than  an  appeal  to  the  law  officer  under  this  Act " 
ezaminen.      shall  be  Omitted. 

Sect.  11,  as  to       4.  In  sub-section  one  of  section  eleven  of  the  principal  Act 
opposition  to  tijQ  ^Qj^^g  frQ^^  u^^  Qjj  tt^g  ground  of  an  examiner"  to  "a 

patent.  previous  application,"  both  inclusive,  shall  be  omitted,  and  there 

shall  be  added  in  lieu  thereof  the  following  words,  namely,  ''  or 
on  the  ground  that  the  complete  specification  describes  or  claims 
an  invention  other  than  that  described  in  the  provisional  speci- 
fication, and  that  such  other  invention  forms  the  subject  of  an 
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application  made  by  the  opponent  in  the  interval  between  the     Sect  4. 
leaving  of  the  provisional  specification  and  the  leaving  of  the 
complete  specification." 

5.  For  sub-SLction  ten  of  section  eighteen  of  the  principal  Sect.  18,  as  to 
Act  the  following  snb-section  shall  be  substituted,  namely  : —      Bpeoifloationa. 

''  (10)  The  foregoing  provisions  of  this  section  do  not  apply 
when  and  so  long  as  any  action  for  infringement  or  proceeding 
for  revocation  of  a  patent  is  pending."  (a) 

2L  In  section  eighty-seven  of  the  principal  Act,  after  the  Seot.  87,  as  to 
words  *'  subject  to,"  shall  be  added  the  words  "  the  provisions  Mt^nments, 
of  this  Act  and  to."  etc. 

22.  In  section  eighty-eight  of  the  principal  Act,  after  the  Scot.  88,  as  to 
words  "subject  to"  shall  be  added  the  words  "the  provisions  ^P^*^^''- 
of  this  Act  and  to." 

23.  In  section  ninety  of  the  principal  Act,  after  the  words  Sect.  90,  as  to 
"  of  the  name  of  any  person,"  shall  be  added  the  words  "  or  of  Sfj^JSter 
any  other  particulars." 

24.  To  section  ninety-one  of  the  principal  Act  the  following  seot  9i,  as  to 
sub-section  shall  be  added ;  namely—  T^''''  ""^ 

*'(d)  Permit  an  applicant  for  registration  of  a  design  or 
trade  mark  to  amend  his  application  by  omitting 
any  particular  goods  or  classes  of  goods  in  connexion 
with  which  he  has  desired  the  design  or  trade  mark 
to  be  registered." 

25.  After  section  one  hundred  and  two  of  the  principal  Act  Proceedings 
the  following  section  shall  be  added    and    numbered  102a  ;  Trade.' 
namely — 

"  (1)  All  things  required  or  authorized  under  this  Act  to  be 
done  by,  to,  or  before  the  Board  of  Trade,  may  be 
done  by,  to,  or  before  the  President  or  a  secretary  or 
an  assistant  secretary  of  the  Board. 

"  (2)  All  documents  purporting  to  be  orders  made  by  the 
Board  of  Trade  and  to  be  sealed  with  the  seal  of 
the  Board,  or  to  be  signed  by  a  secretary  or  assistant 
secretary  of  the  Board,  or  by  any  person  authorized 
in  that  behalf  by  the  President  of  the  Board,  shall 
be  received  in  evidence,  and  shall  be  deemed  to  be 
such  orders  without  further  proof,  unless  the  contrary 
is  shewn. 

"  (8)  A  certificate,  signed  by  the  President  of  the  Board  of 

(a)  Sections  six  f o  twenty  inclnsire      marks  only,  and  are  here  omitted, 
of  this  Act  relate  to  designs  or  trade 
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Sect.  26. 


Jniisdiciioii 
of  Lanoaahire 
Palatine 
Court. 


Gonatruotioik 
of  principal 
Act 


Gommenoe- 
ment  of  Act. 


Short  tiUe. 


Trade,  that  any  order  made  or  act  done  is  the  order 
or  act  of  the  Board,  shall  be  conclosive  evidence  of 
the  fact  so  certified.'* 

26.  After  section  one  hundred  and  twelve  of  the  principal 
Act  the  following  section  shall  be  added  and  numbered  112a  ; 
namely — 

"  The  Court  of  Chancery  of  the  County  Palatine  of  Lancaster 
shall,  with  respect  to  any  action  or  other  proceeding  in 
relation  to  trade  marks  the  registration  whereof  is 
applied  for  in  the  Manchester  Office,  have  the  like  juris- 
diction under  this  Act  as  her  Majesty's  High  Court  of 
Justice  in  England,  and  the  expression  '  the  Court '  in 
this  Act  shall  be  construed  and  have  effect  accordingly. 

'^  Provided  that  every  decision  of  the  Court  of  Chancery  of 
the  County  Palatine  of  Lancaster  in  pursuance  of  this 
section  shall  be  subject  to  the  like  appeal  as  decisions 
of  that  Court  in  other  cases." 

27.  The  principal  Act  shall,  as  from  the  commencement  of 
this  Act,  take  effect  subject  to  the  additions,  omissions,  and 
substitutions  required  by  this  Act,  but  nothing  in  this  Act  shall 
affect  the  validity  of  any  act  done,  right  acquired,  or  liability 
incurred  before  the  commencement  of  this  Act 

28.  This  Act  shall,  except  so  far  as  is  by  this  Act  otherwise 
specially  provided,  commence  and  come  into  operation  on  the 
first  day  of  January,  one  thousand  eight  hundred  and  eighty- 
nine. 

29.  This  Act  may  be  cited  as  the  Patents,  Designs,  and 
Trade  Marks  Act,  1888,  and  this  Act  ctnd  the  Patents,  Designs, 
and  Trade  Marks  Acts,  1888  to  1886,  may  be  cited  collectively 
as  the  Patents,  Designs,  and  Trade  Marks  Acts,  1888  to  1888. 
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RULES    RELATING    TO    LETTERS   PATENT 
FOR  INVENTIONS. 

PATENTS  RULES,   1890. 

Bt  virtue  of  the  proYisions  of  the  Patents,  Designfl,  and  Trade 
Marks  Acts,  1883  to  1888,  the  Board  of  Trade  do  hereby  make  the 
following  Rules: — 

Short  TiOe. 

1.  These  Rules  may  be  dted  as  the  Patents  Rules,  1890.  Short  title. 

GommencemeiiU, 

2.  These  Rules  shall  come  into  operation  from  and  immediately  Gommenoe- 
after  the  81st  day  of  March,  1890.  ment. 

IfUerpreialion, 

3.  In  the  construction  of  these  Rules,   any  words  herein   used  Interpreta- 
defined  by  the  said  Acts  shall  have  the  meanings  thereby  assigned  to  ^^^^ 
them  respeotiyely. 

4.  The  fees  to  be  paid  under  the  above-mentioned  Acts  shall  be  Fees, 
those  specified  in  the  list  of  fees  in  the  First  Schedule  to  these  Rules. 

Farm. 

5.  The  Forms  A^  B^  and  0  in  the  First  Schedule  to  the  Act  of  Forms. 
1883  shall  be  altered  or  amended  by  the  substitution  therefor  of  ^lto»^<'i^B. 
the  Forms  A,  Al,  A2,  B,  and  C  in  the  Second  Schedule  to  these 

Rules. 

6.  (1)  An   application  for  a  patent  containing  the    declaration  Applioation. 
mentioned  in  sub-section  two  of  section  five  of  the  Act  of  1883  and 

section  two  of  the  Act  of  1885  shall  be  made  either  in  the  Form  A  or 
the  Form  Al,  or  the  Form  A2,  set  forth  in  the  Second  Schedule  to 
these  Rules  as  the  case  may  be. 

(2)  The  Form  B  in  such  Schedule  of  provisional  specification  and  Specification, 
the  Form  C  of  complete  specification  shall  respectively  be  used. 

(8)  The  remaining  forms  other  than  A,  Al,  A2,  B,  and  C,  set  Other  forms. 


656 


APPENDIX  n. 


Sule  6.     forth  in  the  Second  Schedule  to  these  Boles,  may,  as  far  as  they  are 
applicable,  be  used  in  any  proceedings  under  these  Rules. 


Hours  of 
businesB. 


Agency. 


Statement  of 
address. 


Size,  etc.,  of 
docaments. 


Exercise  of  ^ 
discretionary 
power  by 
comptroller. 

Notice  of 
hearing. 


Notice  by 
applicant. 


Comptroller 
may  require 
8tatement»etc. 


General 

7.  The  Patent  Office  shall  be  open  to  the  public  every  weekday 
between  the  hours  of  ten  and  four,  except  on  the  days  and  times 
following : — 

Christmas  Day. 
Good  Friday. 

The  day  obsenred  as  her  Majesty's  birthday. 
The  days  observed  as  days  of  public  fast  or  thanksgiving,  or  as 
holidays  at  the  Bank  of  England. 

8.  An  application  for  a  patent  must  he  signed  by  the  appUeant,  hU  aU 
other  communicaiions  between  the  applicant  and  the  comptroller  and  aU 
attendances  hy  the  applicant  npon  the  comptroller  may  be  made  by  or 
through  an  agent  duly  authorized  to  the  satisfdction  of  the  compbroUeTy 
and  if  he  so  require,  resident  in  the  United  Kingdom,  (a) 

9.  The  application  shall  be  accompanied  by  a  statement  of  an 
address  to  which  all  notices,  requisitions,  and  communications  of 
every  kind  may  be  made  by  the  comptroller  or  by  the  Board  of  Trade, 
and  such  statement  shall  thereafter  be  binding  upon  the  applicant 
unless  and  until  a  substituted  statement  of  address  shall  be  furnished 
by  him  to  the  comptroller.  He  may  in  any  particular  case  require 
that  the  address  mentioned  in  this  rule  be  in  the  United  Elingdom. 

10.  All  documents  and  copies  of  documents,  except  statutory 
declarations  and  affidavits,  sent  to  or  left  at  the  Patent  Office  or 
otherwise  furnished  to  the  comptroller  or  to  the  Board  of  Trade  shaU 
be  written  or  printed  in  large  and  legible  characters  and,  unless  other- 
wise directed,  in  the  English  language,  upon  strong  wide  ruled  paper 
(on  one  side  only),  of  a  size  of  13  inches  by  8  inches,  leaving  a  margin 
of  two  inches  on  the  left-hand  part  thereof,  and  the  signature  of  the 
applicants  or  agents  thereto  must  be  written  in  a  large  and  l^ble 
hand.  Duplicate  documents  shall  at  any  time  be  left,  if  required  by 
the  comptroller. 

11.  Before  exercising  any  discretionary  power  given  to  the 
comptroller  by  the  said  Acts  adversely  to  the  applicant  for  a  patent 
or  for  amendment  of  a  specification,  the  comptroller  shall  give  ten 
days'  notice,  or  such  longer  notice  as  he  may  think  fit,  to  the 
applicant  of  the  time  when  he  may  be  heard  personally  or  by  his 
agent  before  the  comptroller.  Statutory  declarations  and  affidavits 
shall  be  in  the  form  for  the  time  being  in  use  in  the  High  Court  of 
Justice. 

12.  Within  five  days  from  the  date  when  such  notice  would  be 
delivered  in  the  ordinary  course  of  post,  or  such  longer  time  as  the 
comptroller  may  appoint  in  such  notice,  the  applicant  shall  notify  in 
writing  to  the  comptroller  whether  or  not  he  intends  to  be  heard  upon 
the  matter. 

13.  Whether  the  applicant  desires  to  be  heard  or  not,  the  comptroller 
may  at  any  time  require  him  to  submit  a  statement  in  writing  within 


(a)  For  this  rule  is  now  sQbstituted      see  post,  p.  701. 
rule  2  of  the  Patents  Rules,  1898,  which 
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a  time  to  be  notified  by  the  comptroller,  or  to  attend  before  him  and     Sule  13. 

make  oral  explanations  with  respect  to  such  matters  as  the  comptroller 

may  require. 

14.  The    decision    or  determination  of    the  comptroller  in    the  Dedaion  to  bo 
exercise  of  any  such  discretionary  power  as  aforesaid  shall  be  notified  noticed  to 
by  Him  to  the  applicant,  and  any  other  person  affected  thereby.  pftrtiee. 

15.  An/  person    desirous    of    exhibiting    an    invention    at    an  Indogtrial  or 
industrial  or  international  exhibition,  or  of  publishing  any  description  interDational 
of  the  invention  during  the  period  of  the  holding  of  the  exhibition,  ©^^^^''i^^om. 
or  of  using  the  invention  for  the  purpose  of  the  exhibition  in  the  place 

where  the  exhibition  is  held,  shall,  after  the  Board  of  Trade  have 
issued  a  certificate  that  the  exhibition  is  an  industrial  or  international 
one,  give  to  the  comptroller  notice,  in  writing,  of  his  intention  to 
exhibit,  publish,  or  use  the  invention,  as  the  case  may  be. 

For  the  purpose  of  identifying  the  invention  in  the  event  of  an 
application  for  a  patent  being  subsequently  made,  the  applicant  shall 
furnish  to  the  comptroller  a  brief  description  of  his  invention,  accom- 
panied, if  necessary,  by  drawings  and  such  other  information  as  the 
comptroller  may  in  each  case  require. 

16.  Any  document  for  the  amending  of  which  no  special  provision  Power  of 
is  made  by  the  said  Acts  may  be  amended,  and  any  irregularity  in  amendment, 
procedure  which,  in  the  opinion  of  the  comptroller  may  be  obviated  ®**^- 
without  detriment  to  the  interests  of  any  person,  may  be  corrected,  if 

and  on  such  terms  as  the  comptroller  may  think  fit. 

16a.  Any  application,  notice,  or  other  document  authorized  or 
required  to  be  left,  made,  or  given  at  the  Patent  Office,  or  to  the 
comptroller,  or  to  any  other  person  under  these  Rules,  may  be  sent 
by  a  prepaid  letter  through  the  post,  and  if  so  sent  shall  be  deemed 
to  have  been  left,  made,  or  given  at  the  time  when  the  letter  con- 
taining the  same  would  be  delivered  in  the  ordinary  course  of  post.  In 
proving  such  service  or  sending,  it  shall  be  sufficient  to  prove  that  the 
letter  was  properly  addressed  and  put  into  the  post. 

17.  The  statutory  declarations  required  by  the  said  Acts  and  these  Manner  in 
Rules,  or  used  in  any  proceedings  thereunder,  shall  be  made  and  sub-  which,  and 
scribed  as  follows :—  whT'd^u"^ 

(a)  In  the  United  £[ingdom,  before  any  justice  of  the  peace,  or  any  jatton'ia  to 
commissioner  or  other  officer  authorized  by  law  in  any  part  be  taken, 
of  the  United  Kingdom  to  administer  an  oath  for  the 
purpose  of  any  legal  proceeding ; 

(h)  In  any  other  part  of  her  Majesty's  dominions,  before  any 
court,  judge,  justice  of  the  peace,  or  any  officer  authorized 
by  law  to  administer  an  oath  there  for  the  purpose  of  a 
legal  proceeding ;  and 

(c)  If  made  out  of  her  Majesty's  dominions,  before  a  British 
Minister,  or  person  exercising  the  functions  of  a  British 
Minister,  or  a  Consul,  Vice-Consul,  or  other  person  exercis- 
ing the  functions  of  a  British  Consul,  or  a  notary  public,  or 
before  a  judge  or  magistrate. 

17a.  Statutory  declarations  and  affidavits  shall  be  headed  in  the 
matter  or  matters  to  which  they  relate.  They  shall  be  divided  into 
paragraphs  consecutively  numbered,  and  each  paragraph  shall,  so  far  as 
possible,  be  confined  to  one  subject. 

2u 
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SnleU 

Order  of 
reoordinp^ 
applioatioDS. 


Applioation 
for  lepMrate 
patents  by 
way  of 
amendment. 


Application 
by  repre- 
sentatiye  of 
deceaaed 
inventor. 


Notice  and 
advertiaement 
of  acoeptance. 

Inapection  on 
acceptance  of 
complete 
specification. 


AppUeaiian  with  Provisional  or  Complete  Specification, 

18.  Applications  for  patents  sent  through  the  post  shall,  as  far  as 
may  be  practicable,  be  opened  and  numbered  in  the  order  in  which  the 
letters  containing  the  same  have  been  respectiyely  delivered  in  the 
ordinary  course  of  post. 

Applications  left  at  the  Patent  Office  otherwise  than  through  the 
post  shall  be  in  like  manner  numbered  in  the  order  of  their  receipt  at 
the  Patent  Office. 

19.  Where  a  person  making  application  for  a  patent  includes 
therein  by  mistake,  inadvertence,  or  otherwise,  more  than  one  inven- 
tion, he  may,  after  the  refusal  of  the  comptroller  to  accept  such 
application,  amend  the  same  so  as  to  apply  to  one  invention  only,  and 
may  make  application  for  separate  patents  for  each  such  invention 
accordingly. 

Every  such  application  shall,  if  the  applicant  notify  his  desire  to 
that  effect  to  the  comptroller,  bear  the  date  of  the  first  application,  and 
shall,  together  therewith,  be  proceeded  with  in  the  manner  prescribed 
by  the  said  Acts  and  by  these  Rules,  as  if  every  such  application  had 
been  originally  made  on  that  date. 

20.  An  application  for  a  patent  by  the  legal  representative  of  a 
person  who  has  died  possessed  of  an  invention  shall  be  accompanied  by 
an  official  copy  of  or  extract  from  his  will,  or  the  letters  of  administra- 
tion granted  of  his  estate  and  effects,  in  proof  of  the  applicant's  title  as 
such  legal  representative,  and  must  be  supported  by  such  further 
evidence  as  the  comptroller  may  require. 

21.  On  the  acceptance  of  a  provisional  or  complete  specification 
the  comptroller  shall  give  notice  thereof  to  the  applicant,  and  shall 
advertise  such  acceptance  in  the  official  journal  of  the  Patent  Office. 

22.  Upon  the  publication  of  such  advertisement  of  acceptance  in 
the  case  of  a  complete  specification,  the  application  and  specification  or 
specifications,  with  the  drawings  (if  any),  may  be  inspected  at  the 
Patent  Office  upon  payment  of  the  prescribed  fee. 


Application  on  Communication  from  Abroad, 

Gommnnica-  23.  An  application  for  a  patent  for  an  invention  communicated 

tion  from         f^om  abroad  shall  be  made  in  the  form  Al  set  forth  in  the  Second 
abroad.  Schedule  to  these  Rules. 


International  and  Colonial  Arrangements. 

24.  The  term  "  foreign  application ''  shall  mean  an  application  by 
any  person  for  protection  of  his  invention  in  a  foreign  State  or  British 
Possession  to  which  by  any  Order  of  her  Majesty  in  Council  for  the 
time  being  in  force  the  provisions  of  section  103  of  the  Patents, 
Designs,  and  Trade  Marks  Act,  1883,  have  been  declared  applicable. 

25.  An  application  in  the  United  Kingdom  for  a  patent  for  any 
invention  in  respect  of  which  a  foreign  application  has  been  made  shall 
contain  a  declaration  that  such  foreign  application  has  been  made 
and  shall  specify  all  the  foreign  States  or  British  Possessions 
in  which  foreign  applications  have    been    made,    and    the    official 
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date  or  dates  thereof  respectively.     The  application  must  be  made,     Snle  25. 

within  seven  months  from  the  date  of  the  first  foreign  application, 

and  must  be  signed  by  the  person  or  persons  by  whom  such  first 
foreign  application  was  made.  If  such  person,  or  any  of  such  persons, 
be  dead,  the  application  must  be  signed  by  the  legal  personal 
repreaentatiye  of  such  dead  person,  as  well  as  by  the  other  applicants, 
if  any. 

26.  The  application  in  the  United  Kingdom  shall  be  made  in  the 
Form  A  in  the  Second  Schedule  to  these  Rules,  and,  in  addition  to  the 
specification,  provisional  or  complete,  left  with  such  application  must 
be  accompanied  by — 

(1)  A  copy  or  copies  of  the  specification,  and  drawings  or  documents 

corresponding  thereto,  filed  or  deposited  by  the  applicant  in 
the  Patent  Office  of  the  foreign  State  or  British  Possession 
in  respect  of  the  first  foreign  application,  duly  certified  by 
the  official  chief  or  head  of  the  Patent  Office  of  such  foreign 
State  or  British  Possession  as  aforesaid,  or  otherwise  verified 
to  the  satisfaction  of  the  comptroller ; 

(2)  A  statutory  declaration  as  to  the  identity  of  the  invention  in 

respect  of  which  the  application  is  made  with  the  invention 
in  respect  of  which  the  first  foreign  application  was  made, 
and  if  the  specification  or  document  corresponding  thereto 
be  in  a  foreign  language,  a  translation  thereof  shall  be  annexed 
to  and  verified  by  such  statutory  declaration. 

27.  On  receipt  of  such  application,  together  with  the  prescribed 
specification  and  the  other  document  or  documents  accompanying  the 
same,  required  by  the  last  preceding  rule,  and  with  such  other  proof 
(if  any)  as  the  comptroller  may  require  of  or  relating  to  such  foreign 
application  or  of  the  official  date  thereof,  the  comptroller  shall  make  an 
entry  of  the  applications  in  both  countries  and  of  the  official  dates  of 
such  applications  respectively. 

28.  All  further  proceedings  in  connexion  with  such  application 
shall  be  taken  within  the  times  and  in  the  manner  prescribed  by  the 
Acts  or  Rules  for  ordinary  applications. 

29.  The  patent  shall  be  entered  in  the  Register  of  Patents  as  dated 
of  the  date  on  which  the  first  foreign  application  was  made,  and  the 
payment  of  renewal  fees,  and  the  expiration  of  the  patent,  shall  be 
reckoned  as  from  the  date  of  the  first  foreign  application. 

Sizes  and  Methods  of  preparing  Drawings  accompanying  Provisional  or 
Vompiete  Specifications. 

30.  The  provisional  or  complete  specification  need  not  be  accom-  Drawings  for 
panied  by  drawings  if  the  specification  sufficiently  describes  the  inven-  Bpociflcations- 
tion  without  them,  but  if  drawings  are  furnished,  they  should  accompany 

the  provisional  or  complete  specification  to  which  they  refer,  except  in 
the  case  provided  for  by  Rule  33.  No  drawing  or  sketch  such  as 
requires  a  special  engraving  for  letterpress  should  appear  in  the  speci- 
fication itself. 

31.  Drawings  (if  any)  must  be  delivered  at  the  Patent  Office  either 
in  a  fiat  .state  or  on  rollers  so  as  to  be  free  from  folds,  breaks,  or 
creases. 
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SoleSL 

Bequirements 
M  to  paper, 
etc. 

Size  of 
drawings. 


Quality 
of  ink. 


Soaleof 
drawings. 


Drawings  to 
bear  name  of 
applicant,  etc. 


Restrictions 
as  to  wood 
eng^yings. 


Copies  of 
drawings. 


Proyisional 
drawings  used 
for  complete 
specification. 


They  must  be  made  on  pure  white,  hot-pressed,  rolled,  or  calendered 
drawing-paper  of  smooth  surface  and  good  quality,  and,  where  possible, 
without  colour  or  Indian-ink  washes. 

They  must  be  on  sheets  of  one  of  the  following  sizes  (the  smaller 
being  preferable),  13  inches  at  the  sides  by  8  inches  at  the  top  and 
bottom,  or  13  inches  at  the  sides  by  16  inches  at  the  top  and  bottom, 
including  margin,  which  must  be  half  an  inch  wide.  If  there  are  more 
figures  than  can  be  shewn  on  one  of  the  smaller-sized  sheets  two  or 
more  of  these  sheets  should  be  used  in  preference  to  employing  the 
larger  size.  When  an  exceptionally  large  drawing  is  required,  it  should 
be  continued  on  subsequent  sheets.  There  is  no  limit  to  the  number 
of  sheets  that  may  be  sent  in. 

To  ensure  their  satisfactory  reproduction,  the  drawings  must  be 
executed  with  absolutely  black  Indian  ink  ;  ike  eame  etrengik  and  colour 
of  fine  and  skade  lines  to  be  maintained  tkrougkoui.  Section  lines,  and 
lines  for  effect,  or  shading  lines,  must  not  be  closely  drawn.  A  specimen 
drawing  is  inserted  in  illustration  of  this  requirement.  Reference 
figures  and  letters  must  be  bold,  distinct,  and  not  less  than  an  eighth  of 
an  inch  in  height ;  and  the  same  letters  should  be  used  in  different  views 
of  the  same  parts.  In  cases  of  complicated  drawings,  the  reference 
letters  must  be  shewn  outside  the  figure,  and  connected  with  the  part 
referred  to  by  a  fine  line. 

The  scale  adopted  should  be  large  enough  to  shew  clearly  wherein 
the  invention  consists,  and  only  so  much  of  the  apparatus,  machine,  etc., 
need  be  shewn  as  effects  this  purpose.  When  the  scale  is  shewn  on 
the  drawing  it  should  be  denoted,  not  by  words,  but  by  a  drawn  scale, 
as  illustrated  in  the  specimen. 

Drawings  must  bear  the  name  of  the  applicant  (and  in  the  case 
of  drawings  left  with  a  complete  specification  after  a  provisional  speci- 
fication, the  number  and  year  of  the  application)  in  the  left-kand-top 
comer  ;  the  number  of  sheets  of  drawings  sent,  and  the  number  of  each 
sheet  in  the  rigktkand  top  comer;  and  the  signature  of  the  applicant 
or  his  agent  in  the  rigki-kand  bottom  comer. 

No  written  description  of  the  invention  should  appear  on  the 
drawings. 

Wood  engravings,  or  representations  of  the  invention,  other  than 
the  drawings  prepared  as  above  described,  will  not  be  received,  unless 
of  such  a  character  as  to  be  suitable  for  reproduction  by  the  process  of 
photo-lithography. 

32.  A  facsimile  of  the  original  drawings,  but  wiikout  colour  or  Indian 
ink  washes,  and  prepared  strictly  in  accordance  with  the  regulations 
prescribed  in  Rule  31,  must  accompany  the  originals,  and  be  marked 
"  true  copy.** 

33.  If  an  applicant  desires  to  adopt  the  drawings  lodged  with  his 
provisional  specification  as  the  drawings  for  his  complete  specification, 
he  should  refer  to  them  as  those  "  left  with  the  provisional  specifica- 
tion." 


Opposition  to  Grants  of  Patents. 
Notice  of  34.  A  notice  of  opposition  to  the  grant  of  a  patent  shall  be  on 

opposition.       Form  D,  and  shall  state  the  ground  or  grounds  on  which  the  person 
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giving  such  notice  (hereinafter  in  Rules  37,  38,  41,  and  43  called  the     Eule  84. 

opponent)  intends  to  oppose  the  grant,  and  must  be  signed  by  him. 

Such  notice  shall  state  his  address  for  service  in  the  United  Kingdom, 
and  shall  be  accompanied  by  an  unstamped  copy. 

35.  On  receipt  of  such  notice  the  copy  thereof  shall  be  transmitted  Copy  for 
by  the  comptroller  to  the  applicant.  applicant. 

36.  Where  the  ground  or  one  of  the  grounds  of  opposition  is  that  Particulars  of 
the  invention  has  been  patented  in  this  country  on  an  application  of  P"^'  patent 
prior  date,  the  number  and  date  of  such  prior  application  shall  be 

specified  in  the  notice. 

37.  Within  14  days  after  the  expiration  of  two  months  from  the  date  Opponent's 
of  the  advertisement  of  the  acceptance  of  a  complete  specification,  the  evidence, 
opponent  may  leave  at  the  Patent  Office  statutory  declarations  in 
support  of  his  opposition,   and   on  so  leaving  shall   deliver  to  the 
applicant  a  list  thereof. 

38.  Within  14  days  from  the  delivery  of  such  list  the  applicant  Applicant's 
may  leave  at  the  Patent  Office  statutory  declarations  in  answer,  and  eYidence. 
on  so  leaving  shall  deliver  to  the  opponent  a  list  thereof,  and  within 

14  days  from  such  delivery  the  opponent  may  leave  at  the  Patent 
Office  his  statutory  declarations  in  reply,  and   on   so  leaving  shall  Evidence  in 
deliver  to  the  applicant  a  list  thereof.     Such  last-mentioned  declarations  reply, 
shall  be  confined  to  matters  strictly  in  reply. 

Copies  of  the  declarations  mentioneid  in  this  and  the  last  pre- 
ceding Rule  may  be  obtained  either  from  the  Patent  Office  or  from  the 
opposite  party. 

39.  No  further  evidence  shall   be  left  on  either  side  except  by  closing  of 
leave  of  the  comptroller,  upon  the  written  consent  of  the  parties  duly  evidence, 
notified  to  him,  or  by  special  leave  of  the  comptroller  on  application 

in  writing  made  to  him  for  that  purpose. 

40.  Either  party  making  such  application  shall  give  notice 
thereof  to  the  opposite  party,  who  shall  be  entitled  to  oppose  the 
application. 

41.  On  completion  of  the  evidence,  or  at  such  other  time  as  he  Notice  of 
may  see  fit,  the  comptroller  shall  appoint  a  time  for  the  hearing  of  hearing, 
the  case,  and  shall  give  the  parties  10  days'  notice  at  the  least  of  such 
appointment.     If  the  applicant  or  opponent  desires  to^be  heard  he 

must  forthwith  send  the  comptroller  an  application  on  Form  E. 
The  comptroller  may  refuse  to  hear  either  party  who  has  not  sent 
such  application  for  hearing.  If  neither  party  applies  to  be  heard 
the  comptroller  shall  decide  the  case  and  notify  his  decision  to  the 
parties. 

42.  On  the  hearing  of  the  case  no  opposition  shall  be  allowed  in  Disallowanco 
respect  of  any  ground  not  stated  in  the  notice  of  opposition,  and  ?^  oppwition 
where  the  ground  or  one  of  the  grounds  is  that  the  invention  has  been  ^^^    ^ 
patented  in  this  country  on  an  application  of  prior  date,  the  opposition 

shall  not  be  allowed  upon  such  ground  unless  the  number  and  date 
of  such  prior  application  shall  have  been  duly  specified  in  the  notice  of 
opposition. 

43.  Where  the  ground  of  an  opposition  is  that  the  applicant  has 
obtained  the  invention  from  the  -opponent,  or  from  a  person  of  whom 
such  opponent  is  the  legal  representative,  unless  evidence  in  support 
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Role  43.    of  such  allegation  be  left  at  the  Patent  Office  within  the  time  pre* 
—  scribed  bj  these  Rules,  the  opposition  shall  be  deemed  to  be  abandoned, 

and  a  patent  shall  be  sealed  forthwith. 

Dedrion  to  be        44.  The  decision  of  the  comptroller,  after  hearing  any  party  who 

noiifled  to       applies  under  Rule  41,  shall  be  notiBed  by  him  to  the  parties, 
parties.  '^'^ 

Certificates  of  Payment  or  BenewaL  (b) 

45.  If  a  patentee  intends  at  the  expiration  of  the  fourth  or  eighth  year 
from  the  date  of  his  patent  to  keep  the  same  in  force,  he  shall,  before  the 
expiration  of  such  fourth  or  eighth  year,  as  the  ease  may  be,  subject  as 
hereinafter  provided,  pay  the  prescribed  fee  of  501,  or  1002.,  €U  the  case 
may  be. 

46.  In  the  ease  of  patents  granted  before  the  commencement  of  the  said 
Acts,  the  above  Bute  shall  be  read  as  if  the  words  "  seventh  year "  were 
therein  written  instead  of  the  words  ^^  eighth  year" 

47.  If  the  patentee  intends  to  pay  annual  fees  in  lieu  of  the  above- 
mentioned  fees  of  50Z.  and  1002.,  he  shaU,  before  the  eapiration  of  the 
fourth  and  each  succeeding  year  during  the  term  of  the  patent,  uniU  and 
inclusive  of  the  thirteenth  year  thereof  pay  the  prescribed  fee. 

The  form  J  in  the  second  schedule,  duly  stamped,  shoitld  be  used  for 
the  purpose  of  this  and  the  payment  referred  to  in  Bule  45. 

48.  On  due  compliance  with  these  Rules,  and  as  soon  as  may  be 
after  such  respective  periods  as  aforesaid,  or  any  enlargement  thereof 
respectively  duly  granted,  the  comptroller  shall  issue  a  certificate  that 
the  prescribed  payment  has  been  duly  made. 


Payment  of 
fees  of  502. 
and  1002.  for 
oontinnanoe 
of  patent. 

As  to  patents 
granted  before 
commence- 
ment of  Act 

Payment  of 
annual  fees  in 
lieu  of  502. 
and  1002. 


Certificate  of 
payment. 


Enlargement 
of  time  for 
payments. 


Extension  of 
time  for 
leavinf^  and 
accepting 
complete 
specification. 

In  other 


Enlargement  of  Time. 

49.  An  application  for  an  enlargement  of  the  time  for  making 
a  prescribed  payment  shall  state  in  detail  the  circumstances  in  which 
the  patentee  by  accident^  mistake,  or  inadvertence  has  failed  to  make 
such  payment,  and  the  comptroller  may  require  the  patentee  to 
substantiate,  by  such  proof  as  he  may  think  necessary,  the  allegations 
contained  in  the  application  for  enlargement. 

50.  An  application  for  enlargement  of  time  for  leaving  or  accepting 
a  complete  specification  shall  state  in  detail  in  what  circumstances  and 
upon  what  grounds  such  extension  is  applied  for,  and  the  comptroller 
may  require  the  applicant  to  substantiate  such  allegations  by  such  proof 
as  the  comptroller  may  think  necessary. 

51.  The  time  prescribed  by  these  Rules  for  doing  any  act,  or  taking 
any  proceeding  thereunder,  may  be  enlarged  by  the  comptroller  if  he 
think  fit,  and  upon  such  notice  to  other  parties,  and  proceedings 
thereon,  and  upon  such  terms,  as  he  may  direct. 


Amendment  of  SpedficaHon. 

Bequest  for  52.  A  request  for  leave  to  amend  a  specification  must  be  signed 

leave  to  by  the  applicant  or  patentee  (hereinafter  in  Rules  54,  55,  and  58  called 

amend.  ^j^^  applicant)  and  accompanied  by  a  duly  certified  printed  copy  of  the 


(6)  Rules  45,  46,  and  47  of  these 
rules  are  repealed  by  rule  3  of  the 


Patents  Rules,  1892  (second  set). 
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original  specification  and  drawings,  shewing  in  red  ink  the  proposed     Snle  62- 
amendment,  and  shall  be  advertised  by  publication  of  the  request  and 


the  nature  of  the  proposed  amendment  in  the  official  journal  of  the  Advertise- 
Patent  Office,  and  in  such  other  manner  (if  any)  as  the  comptroller  o'^Qt* 
may  in  each  case  direct. 

53.  A  notice  of  opposition  to  the  amendment  shall   state  the  Notioe  of 
ground  or  grounds  on  which  the  person  giving  such  notice  (herein-  oppoBltion. 
after  called  the  opponent)   intends  to  oppose  the  amendment,  and 

must  be  signed  by  him.  Such  notice  shall  state  his  address  for 
service  in  the  United  Kingdom,  and  shall  be  accompanied  by  an 
unstamped  copy. 

54.  On  receipt  of  such  notice  the  copy  thereof  shall  be  transmitted  Copy  for  the 
by  the  comptroller  to  the  applicant.  applicant. 

55.  Within  14  days  after  the  expiration  of  one  month  from  the  Oj^ponent's 
first  advertisement  of  the  application  for  leave  to  amend,  the  opponent  evidence, 
may  leave  at  the  Patent  Office  statutory  declarations  in  support  of 

his  opposition,  and  on  so  leaving  shall  deliver  to  the  applicant  a  list 
thereof. 

56.  Upon  such  declarations  being  left,  and  such  list  being  delivered,  Further 
the  provisions  of  Rules  38,  39,  40,  41,  and  44  shall  apply  to  the  case,  proceedinge. 
and  the  further  proceedings  therein  shall  be  regulated  in  accordance 

with  such  provisions  as  if  they  were  here  repeated. 

57.  Where  leave  to  amend  is  given  the  applicant  shall,  if  the  Beqnirementa 
comptroller  so  require,  and  within  a  time  to  be  limited  by  him,  leave  thereon. 

at  the  Patent  Office  a  new  specification  and  drawings  as  amended,  to 

be  prepared  in  accordance  with  Rules  10,  30,  and  31.  • 

58.  Where  a  request  for  leave  to  amend  is  made  by  or  in  pursuance  Leave  by 
of  an  order  of  the  Court  or  a  judge,  an  official  or  verified  copy  of  the  Order  of 
order  shall  be  left  with  the  request  at  the  Patent  Office.  ^'^• 

59.  Every    amendment    of    a    specification    shall    be    forthwith  AdvertiBe- 
advertised  by  the  comptroller  in  the  official  journal  of  the  Patent  ment  of 
Office,  and  in  such  oUier  manner  (if  any)  as  the  comptroller  may  •™o*'dment 
direct. 

Compulsory  Licenses. 

60.  A  petition  to  the  Board  of  Trade  for  an  order  upon  a  patentee  Petition  for 
to  grant  a  license  shall  shew  clearly  the  nature  of  the  petitioner's  compulsory 
interest,   and  the  ground  or  grounds   upon  which  he  claims  to  be  ^^1^ 
entitled  to  relief,  and  shall  state  in  detail  the  circumstances  of  the 

case,  the  terms  upon  which  he  asks  that  an  order  may  be  made,  and 
the  purport  of  such  order. 

61.  The  petition  and  an  examined  copy  thereof  shall  be  left  at  To  be  left 
the  Patent  Office,  accompanied  by  the  affidavits  or  statutory  declara-  ^^  tl^  t^**** 
tions  and  other  documentary  evidence  (if  any)  tendered  by  the  peti-  qq^^  " 
tioner  in  proof  of  the  alleged  default  of  the  patentee. 

62.  Upon  perusing  the  petition  and  evidence,  unless  the  Board  Directions  as 
of  Trade  shall  be  of  opinion  that  the  order  should  be  at  once  refused,  *^^^^^ 
they  may  require  the  petitioner  to  attend  before  the  comptroller,  or  ^^^^^^  ne^ 
other  person  or  persons  appointed  by  them,  to  receive  his  or  their  tion  rerojEied. 
directions  as  to  further  proceedings  upon  the  petition. 


664 


APPENDIX  IL 


Knle  63. 

Prooedaxe. 

Petitioner'B 
evidenoe. 

Patentee's 
eTideooe. 


Evidence  in 
reply. 


Further 
prooeedingB. 


63.  If  and  when  a  primd  facie  case  for  relief  has  been  made  out 
to  the  satisfaction  of  the  Board  of  Trade,  the  petitioner  shall,  upon 
their  requisition,  and  on  or  before  a  day  to  be  named  by  them,  deliver 
to  the  patentee  copies  of  the  petition  and  of  the  affidavits  or  statutory 
declarations  and  other  documentary  evidence  (if  any)  tendered  in 
support  thereof . 

64.  Within  14  days  after  the  day  of  such  delivery  the  patentee 
shall  leave  at  the  Patent  Office  his  affidavits  or  statutory  dedarationa  in 
opposition  to  the  petition,  and  deliver  copies  thereof  to  the  petitioner. 

65.  The  petitioner  within  14  days  from  such  delivery  shall  leave 
at  the  Patent  Office  his  affidavits  or  statutory  declarations  in  reply, 
and  deliver  copies  thereof  to  the  patentee ;  such  last-mentioned  affi- 
davits or  declarations  shall  be  confined  to  matters  strictly  in  reply. 

66.  Subject  to  any  further  directions  which  the  Board  of  Trade 
may  give,  the  parties  shall  then  be  heard  at  such  time,  before  such 
person  or  persons,  in  such  manner,  and  in  accordance  with  such  pro- 
cedure as  the  Board  of  Trade  may,  in  the  circumstances  of  the  case, 
direct,  but  so  that  full  opportunity  shall  be  given  to  the  patentee  to 
show  cause  against  the  petition. 


Entry  of 
grant. 


Request  for 
entry  of  sub- 
se^nent  pro- 
prietorship. 


Signature  of 
request. 


Begister  of  PcUm^t8, 

67.  Upon  the  sealing  of  a  patent  the  comptroller  shall  cause  to 
be  entered  in  the  Begister  of  Patents  the  name,  address,  and  de- 
scription of  the  patentee  as  the  grantee  thereof,  and  the  title  of  the 
invention. 

68.  Where  a  person  becomes  entitled  to  a  patent  or  to  any  share 
or  interest  therein,  by  assignment,  either  throughout  the  United 
Kingdom  and  the  Isle  of  Man,  or  for  any  place  or  places  therein, 
or  by  transmission  or  other  operation  of  law,  a  request  for  the  entry 
of  his  name  in  the  register  as  such  complete  or  partial  proprietor  of 
the  patent,  or  of  such  share  or  interest  therein,  as  the  case  may  be, 
shall  be  addressed  to  the  comptroller,  and  left  at  the  Patent  Office. 

69.  Such  request  shall  in  the  case  of  individuals  be  made  and 
signed  by  the  person  requiring  to  be  registered  as  proprietor,  or  by 
his  agent  duly  authorized  to  the  satisfaction  of  the  comptroller,  and 
in  the  case  of  a  body  corporate  by  their  agent,  authorized  in  like 
manner. 

Partioulars  to  70.  Every  such  request  shall  state  the  name,  address,  and  descrip- 
be  stated  in  tion  of  the  person  claiming  to  be  entitled  to  the  patent,  or  to  any 
request.  share  or  interest  therein,  as  the  case  may  be  (hereinafter  called  the 

claimajit),  and  the  particulars  of  the  assignment^  transmission,  or 
other  operation  of  law,  by  virtue  of  which  he  requires  to  be  entered 
in  the  roister  as  proprietor,  so  as  to  shew  the  manner  in  which,  and 
the  person  or  persons  to  whom,  the  patent,  or  such  share  or  interest 
therein  as  aforesaid,  has  been  assigned  or  transmitted. 

Production  of        71.  Every  assignment  and  every  other  document  containing,  giving 
dooumenta  of  effect  to,  or  being  evidence  of,  the  transmission  of  a  patent  or  affecting 
proof?"^  ^   ^'  *^®  proprietorship  thereof  as  claimed  by  such  request,  except  such 
documents  as  are  matters  of  record,  shall  be  produced  to  the  comp- 
troller, together  with  the  request  above  prescribed,  and  such  other 
proof  of  title  as  he  may  require  for  his  satisfaction. 


PATENTS  BTTLEB,  1890.  665 

As  to  a  docmaent  which  is  a  matter  of  record^  an  official  or  certified     Rule  71. 
copy  thereof  shall  in  like  manner  be  produced  to  the  comptroller. 


72.  There  shall  also  be  left  with  the  request  an  attested  copy  of  Copies  for 
the  assignment  or  other  document  above  required  to  be  produced.  Patent  Office. 

Als  to  a  document  which  is  a  matter  of  record,  an  official  or  certified 
copy  shall  be  left  with  the  request  in  lieu  of  an  attested  copy. 

73.  A  body   corporate  may  be   registered    as  proprietor   by   its  Body 
corporate  name.  corporate. 

74.  Where  an  order  has  been  made  by  her  Majesty  in  Council  ^J'y  ®^- 
for  the  extension  of  a  patent  for  a  further  term  or  for  the  grant  of  ^fJ*(^\i^i 
a  new  patent,  or  where  an  order  has  been  made  by  the  Court  for  the  „,  ol  the 
revocation  of  a  patent  or  the   rectification   of   the  register  under  Court. 
Section  90  of  the  Act  of  1883,  or  otherwise  affecting  the  validity  or 
proprietorship  of  the  patent,  the  person  in  whose  favour  such  order 

has  been  made  shall  forthwith  leave  at  the  Patent  Office  an  office  copy 
of  such  order.  The  register  shall  thereupon  be  rectified,  or  the  purport 
of  such  order  shall  otherwise  be  duly  entered  in  the  register,  as  the 
case  may  be. 

75.  Upon  the  issue  of  a  certificate  of  payment  under  Rule  48,  the  Entry  of  pay- 
comptroller  shall  cause  to  be  entered  in  the  Begister  of  Patents  aDa^ptoffeee 
record  of  the  amount  and  date  of  payment  of  the  fee  on  such  certificate.  ^^^^^ 

76.  If  a  patentee  fails  to  make  any  prescribed  payment  within  the  Entry  of 
prescribed  time  or  any  enlargement  thereof,  duly  granted,  such  failure  f*^l°r®  ^ 
shall  be  duly  entered  in  the  register.  ^*^ 

77.  An  attested  copy  of  every  license  granted  under  a  patent  shall  Entry  of 
be  left  at  the  Patent  Office  by  the  licensee,  with  a  request  that  a  licenses, 
notification  thereof  may  be  entered  in  the  register.     The  licensee  shall 

cause  the  accuracy  of  such  copy  to  be  certified  as  the  comptroller  may 
direct,  and  the  original  license  shall  at  the  same  time  be  produced  and 
left  at  the  Patent  Office  if  required  for  further  verification. 

78.  The  register  of  patents  shall  be  open  to  the  inspection  of  the  Hours  of 
public  on  every  week  day  between  the  hours  of  ten  and  four,  except  ins^tion  of 
on  the  days  and  the  times  foUowing  : —  register. 

(a)  Christmas  Day,  Grood  Friday,  the  day  observed  as  her 
Majesty's  birthday,  days  observed  as  days  of  public  fast  or 
thfuiksgiving,  and  days  observed  as  holidays  at  the  Bank  of 
England;  or 

(h)  Days  which  may  from  time  to  time  be  notified  by  a  placard 
posted  in  a  conspicuous  place  at  the  Patent  Office ; 

(c)  Times  when  the  register  is  required  for  any  purpose  of 
official  use. 

79.  Certified  copies  of  any  entry  in  the  register,  or  certified  copies  Certified 
of,  or  extracts  from,  patents,   specifications,   disclaimers,   affidavits,  copies  of 
statutory  declarations,   and  other  public  documents  in  the  Patent  ^°<^'""®***"- 
Office,  or  of  or  from  registers  and  other  books  kept  there,  may  be 
furnished  by  the  comptroller  on  payment  of  the  prescribed  fee. 

Power  to  Dispense  mth  Evidence,  etc. 

80.  Where,  under  these  Rules,  any  person  is  required  to  do  any 
act  or  thing,  or  to  sign  any  document,  or  to  make  any  declaration  on 
behalf  of  hknself  or  of  any  body  corporate,  or  any  document  or  evidence 
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Bnle  80.    is  required  to  be  produced  to  or  left  with  the  comptroller,  or  at  the 

Patent  Office,  and  it  is  shewn  to  the  satisfaction  of  the  comptroller 

that  from  any  reasonable  cause  such  person  is  unable  to  do  such  act 
or  thing,  or  to  sign  such  document,  or  make  such  declaration,  or  that 
such  document  or  evidence  cannot  be  produced  or  left  as  aioresaid, 
it  shall  be  lawful  for  the  comptroller,  with  the  sanction  of  the  Board 
of  Trade,  and  upon  the  production  of  such  other  evidence,  and  subject 
to  such  terms  as  they  may  think  fit,  to  dispense  with  any  such  act 
or  thing,  document,  declaration,  or  evidence. 

Repeal, 

Bepeal.  81.  All  general  rules  heretofore  made  by  the  Board  of  Trade  under 

the  Patents,  Designs,  and  Trade  Marks  Acts,  1883  to  1888,  and  in 
force  on  the  31st  day  of  March,  1890,  shall  be  and  they  are  hereby 
repealed  as  from  that  date,  without  prejudice,  nevertheless,  to  anything 
done  under  such  rules,  or  to  any  application  then  pending. 
Dated  31st  day  of  March,  1890. 

M.  E.  HICKS-BEACH, 
President  of  the  Board  of  Trade. 


FIEST   SCHEDULE. 


List  of  Patent  Fees. 

{Now  superseded:  see  Patent  Bules^  1892  (second  set),  B.  5,  post 
p.  598.) 
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SECOND  SCHEDULE. 

PATENTS,  DESIGNS,  AND  TEADE  MARKS  ACTS, 

1883  TO  1888. 

Form  A. 
{To  he  accompanied  by  two  copies  of  Form  Borof  Form  C.) 


APPLICATION  FOR  PATENT. 


PATENT. 


(«)- 


(a)  HerelDMTt 

Dame  and  ftall  ad- 

dioM  and  calling 

of    applicant  or 

.  applicanta. 


declare  that 

which  is  (6) 

that  (c) 


do  hereby 

in  possession  of  an  invention  the  title  of 


the  true  and  first  inventor. 


(h)  Hereinaert 
title  of  invention. 

(c)  In  the  case 
of  more  than  one 


-thereof  :  and  that  »?p"«"^„  "^ 

'  whether  all.  or  if 


the  same  Lb  not  in  use  by  any  other  person  or  persons  to  the  best  Sie  Tnventor  "or 

inventors. 

of knowledge   and  belief;   and humbly  pray  that  a 

Patent  may  be  granted  to _  .    for  the  said  invention. 

Dated day  of 18 


(d) 


(d)TobeBlipied 

bj  applicant  or 

applioanta. 

In  the  case  of  a 
—  Finn,  each  mem- 
ber of  the  Firm 


Note.— Where  application  la  made  through  an  Agent  (Bole  8),  the  authorization 
on  the  k)ack  (if  used)  should  be  signed  by  the  applicant  or  applicants. 

To  ike  Comptroller, 

PaUrU  Office,  25,  8(mthampton  Buildinge, 
Chancery  Lane,  London,  W.C. 
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For  the  conyenienoe  of  applicants,  suggested  fcMrms  of  authorizatioii 
to  an  Agent  and  statement  of  address  respectively  are  printed  below. 


(1)  Where  application  is  made  ihraugh  an  Agent  {Btde  8). 


hereby  appoint  _ 


to  act  as Agent  in  respect  of  the  within  application 

for  a  Patent,  and  request  that  all  notices,  requisitions  tmd  com- 
munications relating  thereto  may  be  sent  to  such  Agent  at  the 
above  address. 

day  of  -  -    18 


*  To  be  signed 
by  applicant  or 
appticauto. 


(2)  Where  applieatian  is  made  without  an  Agent  (Bule  9). 


-iiereby  request  that  all  notices,  requisitions,  and 


oonmiunications  in  respect  of  the  within  application   may  be  sent 
to at 

day  of 18 


t  To  be  signed                                                                                 T 
by  applicant  or 
applicants.  
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883  TO  1888. 

Form  Al. 
{To  be  CLceompanied  by  two  copies  of  Form  B  or  of  Form  C.) 


PATENT. 


APPLICATION  FOR  PATENT  FOR  INVENTIONS 
COMMUNICATED  FROM  ABROAD. 


i(«) 


of_ 


county  of- 


-do  hereby  declare  that  I 


■      (o)  Here  insert 

.,      name  and  fall  ad- 
in  tne  drew  and  calling 
of  applicant. 


am    in    possession    of     an    invention    the    title    of     which    is    (b)    (b)  Here  insert 

^  ^   ^  title  of  inrention. 


which      invention      has      been      communicated      to 


me       by      (c)     (c)  Hew  tmert 
name,     address, 
and    calling    of 
-  -    commanlcant. 


that  I  claim  to  be  the  true  and  first  inventor  thereof;  and  that 
the  same  is  not  in  use  within  the  United  Kingdom  of  Great  Britain 
and  Ireland  and  the  Isle  of  Man  by  any  other  person  or  persons  to 
the  best  of  my  knowledge  and  belief;  and  I  humbly  pray  that  a 
Patent  may  be  granted  to  me  for  the  said  invention. 


Dated 


day  of 


18^ 


W- 


-      (d)  To  be  signed 
by  applicant   or 
-    applicants. 


Note.— Where  applioation  is  made  through  an  Agent  (Rule  8)  the  authorization 
on  the  baok  (if  naed)  should  be  signed  by  the  applicant  or  applicants. 

To  the  Comptroller  J 

Patent  Office,  25,  Southampton  Bwldings, 
Chancery  Lane,  London,  W,G, 
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For  the  conTenience  of  applicants,  suggested  forms  of  authorization 
to  an  Agent  and  statement  of  address  respectivelj  are  printed  below. 


(1)  Where  application  is  made  through  an  Agent  {Bute  8). 
hereby  appoint. .  _    _    


to  act  as Agent  in  respect  of  the  within  application 

for  a  Patent,  and  request  that  all  notices,  requisitions,  and  com- 
munications relating  thereto  may  be  sent  to  such  Agent  at  the 
above  address. 

day  of    -  -  18  .     . 


•  To  be  signed 
by  applicAot  or 
appUcAots. 


(2)  Where  application  ie  made  without  an  Agent  (Bule  9). 


hereby  request  that  all  notices,  requisitions,  and 

communications  in  respect  of  the  within  application  may  be  sent 

to  _  _         .... 

_ at 


day  of 18- 


t  To  be  signed 
bj  applicant  or 
applicants. 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883  TO  1888. 

Form  A2. 


PATENT. 


APPLICATION    FOR    PATENT    UNDER    INTER- 
NATIONAL AND  COLONIAL  ARRANGEMENTS. 


(a)  (fl)  Hereinseit 

name  and  Hill  ad- 
dreis  and  calling 
of  applicant,  or 
of  each  of  the 
applicants. 


do  hereby  declare  that  I  (or  we)  have  made  foreign  applications  for , J^^^j^JJJ^ 
protection  of  my  (or  our)  invention  of  (6) 


in  the  following  foreign  States  and  on   the  following  official  dates,    (c)  Hen  insert 

^:-      /-\  the  names  of  each 

VIZ-  :  \C)  foreign       SUte, 

followed  bj  the 
official  date  of 
the  application 
in  each  r 
Uvely. 


and  in  the  following  British  Possessions  and  on  the  following  official    (d)  Here  insert 

t    .  »         /3\  the  names  of  each 

dates,  VIZ.  :  (a)  British      Posses- 

sion, followed  by 
the  official  date 
of  the  application 
In  each  respec- 
tively. 
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(•)  Here  inwrt  That  the  said  inyention  was  not  in  use  within  the  United  Kingdom 
!!r^  tito^rtl^  of  Great  Britain  and  Ireland  and  the  Isle  of  Man  by  any  other  person 
fonigii  Appiica-  qj.  persons  before  the  («) 


to  the  best  of  knowledge,  information,  and  belief,  and 

humbly  pray  that  a  Patent  may  be  granted  to  for  the  said 

invention  in  priority  to  other  applicants,  and  that  such  Patent  shall 
(/)Her«iMert  have  the  date  (/) 

tte  official  date  ^  ^ 

of  the  earUert 
Ibrelgn  applica- 
tion. 


(jf)   Slgnaiare  (q) 

of   appUcant   or  ^^  ^ 

of  eacb  of  appU- 


To  the  Comptroller, 

Patent  Office,  25,  Southampton  Buildings^ 
Chancery  Lane^  London,  W,C, 
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To  be  issued  with  Form  A,  Al,  or  A2. 

PATENTS,  DESIGNS,  AND  TEADE  MARKS  ACTS, 

1883  TO  1888. 

Form  B. 


PROVISIONAL  SPECIFICATION. 

(To  hefumithed  in  duplicate.) 
(a)— 


(6) 


(a)  Here  insert 
title  AB  in  decU* 
.  ration. 


(b)  Here  Insert 
name  And  full  ad- 
drees  and  calling 
of  applicant,  or 
applicants,  as  In 
declaration. 


do  hereby  declare  the  nature  of  this  invention  to  be  as  follows : — (c)    (c)  Here  insert 

^  '  short  description 
of  invention. 


Note. — No  stamp  is  required  on  this  doonment,  which  must  form  the  commence- 
ment  of  the  Provisional  Specification ;  the  continuation  to  be  upon  wide-ruled  foolscap 
paper  (but  on  one  side  only)  with  a  margin  of  two  inches  on  left  hand  of  paper.  The 
Frovisional  Specification  and  the  "Duplicate  "  thereof  must  be  signed  by  the  appli- 
cant, or  his  agent,  on  the  last  sheet,  the  date  being  first  inserted  as  follows  : 

"Dated  this  day  of  18     ." 

To  the  Comptroller, 

Patent  Office,  2  5,  Southampton  Buildings, 
Chancery  Lane,  London,  W,C. 

2x 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883  TO  1888. 


Where  prorialoiial  qiedfi- 
cation  hu  been  1^  quote 
No.  And  date. 

No. 

Date 


PATENT. 


Form  0.  (a) 
COMPLETE   SPECIFICATION. 

(To  he  furnished  in  duplicate — one  unstamped.) 


(a)  Here  insert 
title  M  in  decU. 
ration. 


(«)_..._. 


G>)  Herein^rt  W 

name  and  full  ad- 
dreea  and  calling  ~~ — " — 
of  applicant,  or 

applicants,  as  in  ^ 

declaration. 


(c)  Here  insert 
full  description  of 
invention,  vjkteh 
mutt  end  vnth  a 
dittinet  ttate- 
ment  ofclaim^  or 
daimt,  in  thefol- 
louring  form : — 

**  Having  now 
particularly  de- 
scribed and  ascer* 
tained  the  nature 
of  my  said  Inven- 
tion, and  in  what 
manner  the  same 
is  to  be  per- 
formed, 1  declare 
that  what  I  claim 
is 

Here  1. 


do  hereby  declare  the  nature  of  this  invention  and  in  what  manner 
the  same  is  to  be  performed,  to  be  particularly  described  and  ascertained 
in  and  by  the  following  statement : 

(C) 


distinctly 
the  features 
of  novelty 
claimed. 


NoTS. — This  document  must  form  the  commeDoement  of  the  Ck>mplete  Specifica- 
tion ;  the  continnation  to  be  upon  wide-raled  foolscap  paper  (but  on  one  ride  onlv) 
with  a  margin  of  two  inches  on  left  hand  of  paper.  The  Complete  Specification  and 
the  *'  Duplicato  "  thereof  must  be  signed  by  the  applicant,  or  his  agent,  on  the  last 
sheet,  the  date  being  first  inserted  as  follows : 

"Dated  this  day  of  18     ." 

To  the  Comptroller, 

Patent  Office,  25,  Southampton  Buildings, 

Chancery  Lane,  London,  W,C. 


(a)  For  Form  CI,  see  post,  p.  697. 


PATENTS  BULE8,  1890. 


675 


PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883  TO  1888. 

Form  D. 


FORM  OF  OPPOSITION  TO  GRANT  OF 
PATENT. 


{To  he  accomjpanied  hy  an  unstamped  copy.) 


PATENT. 


*  Hera     itale 
name    and    ftill 
-•ddrefls. 


hereby  give  notice  of  mj  intention  to  oppose  the  grant  of  Letters 

Patent  npon  application  No of ,  applied 

for  by . _ 


upon  the  ground  t. 


t  Here  state 
upon  whJdi  of 
the  sroimdB  of 
oppodtlon  per^ 
mltted  by  aecCioa 
11  of  the  Act  the 
-  graBttaoppooed. 


(Signed)  J 

To  the  OomptroUeTf 

Patent  Office,  25,  Southampton  Buildings  y 
Chancery  Lane,  London^  W,C. 


X  Hera   Ixuert 
■Igxiatnra  of  op- 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883  TO  1888. 

Form  E. 


PATENT. 


FORM   OF  APPLICATION  FOR  HEARING  BY 
THE  COMPTROLLER. 


In  Cases  op  Refusal  to  Accept,  Opposition,  or  Appli- 
cations FOR  Amendments,  etc. 


Sib, 

Ca)Hewliiiert  "^ —  of  (a)_ 

address. 


hereby  apply  to  be  heard  in  reference  to 

and  request  that  I  may  receive  due  notice  of  the  day  fixed  for  the 
hearing. 


Sir, 
Tour  obedient  Servant^ 


To  the  Comptroller, 

Patent  Office,  25,  Southampton  Buildings, 
Chancery  Lane,  London,  W,C. 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883  TO  1888. 

Form  P. 


FORM  OF  APPLICATION  FOR  AMENDMENT  OF 
SPECIFICATION  OR  DRAWINGS. 


PATENT. 


*  Here  stale 
DAmeendftdlad- 
drees  of  applicant 

ori  - 


leave  to  amend  the  speci6cation  of  Letters  Patent  No. 


of  188    ,  as  shown  in  red  ink  in  the  copy  of  the  original  specification 
hereunto  annexed 


My  reasons  for  making  this  amendment  are  as  follows  t 


(Signed): 

To  ike  Comptroller  y 

Patent  Office,  25,  Southampton  BuUdings, 
Chancery  Lane,  London,  W,  0. 


t  Here  state 
reasons  for  seek- 
ing amendment; 
and    where   the 

Splicant  Is  not 
e  patentee, 
state  wnat  Inte- 
rest he  possesses 
In     the     letters 


JTobe 
t^appUoant. 


678  APPENDIX  11. 


PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883  TO  1888. 

Form  G. 


PATENT. 


FORM    OF    OPPOSITION  TO  AMENDMENT  OF 
SPECIFICATION  OR  DRAWINGS. 


{To  be  accompanied  by  an  unstamped  copy.) 


9 

•  Hare     state 

DUM     Ud     foil 

addna  of  oppo-  — 


hereby  give    notice  of  objection  to    the  proposed    amendment    of 

the  specification  or  drawings  of  Letters  Patent  Na 

t  Hero    state  ®^  188        for  the  following  reason :  t 


reason  of  oppoal- 
tioo. 


(Signed) _ 

To  the  Comptroller, 

Patent  Office,  25,  Southampton  BuUdings, 
Chancery  Lane,  London,  W,C. 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883  TO  1888. 

Form  H. 


FORM  OF  APPLICATION  FOR  COMPULSORY 
GRANT  OF  LICENSE. 


{To  he  aeeompamed  hy  an  unstamped  copy,) 


PATENT. 


*  Hero  state 
name  end  tall 
eddren  of  appli- 
cent. 


hereby  request  you  to  bring  to  the  notice  of  the  Board  of  Trade 

the  aocompanying  petition  for  the  grant   of  a  license  to  me  by  t  ^iie^adSlw 

of  patentee,  and 

number  and  date 

of  his  patent. 


(Signed)- 


No^i.— The  petitiaii  must  dearly  set  forth  the  faota  of  the  case  and  be  aooom- 
panied  by  an  examined  oopy  thereof.    Sm  form  next  page. 


To  ike  OmpbroUer, 

Patent  Office,  25,  8<mthampton  Buildings^ 
Chancery  Lane,  London,  W.C. 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883  TO  1888. 

Form  HI. 


FORM  OF  PETITION  FOR  COMPULSORY  GRANT 
OF  LICENSES. 

To  the  Lords  of  the  Committee  of  Privt  Council  for  Trade. 

(a)  Here  insert  ThB  PETITION  of  (a)  of 

dSJ;'  US'  St"  in  the  county  of  ,  being  a 

■criptioo.  person    interested  in  the  matter  of    this    petition    as    herein-after 

described  : — 

titSelnoTelSto"  SHEWBTHlUlfoUows:- 

(c)  H«r«  irtate         1-  ^  patent  dated  No. 

faiiy  the  lutnre  was  dulv  granted  to 
interaiit.  f  or  an  invention  of  (0) 

to^StSThe'dl?        ^-  '^^  nature  of  my  interest  in  the  matter  of  this  petition  is  as 

canwtances       of  f oUows  : (c) 

the  case  under 
flection  22  of  the 
said  Act,  and 
Bhew  that  it 
arlsea  t^  x«aaon 
of  the  default  of 
the  patentee  to 
grant  Iloenses  on 
reasonable  terms. 
The  statement  of  „      .^. 

the  case   should  O.    (a) 

also  shew  as  far 
as  possible  that 
the  terms  of  the 
proposed  order 
are  Just  and  rea- 
sonable. The 
paragraphs 
should  be  num- 
bered consecu- 
tively. 

(e)  Here  state  Having  regard  to  the  circumstances  above  stated,  the  petitioner 
grounSTo^which  alleges  that  by  reason  of  the  aforesaid  default  of  the  patentee  to  grant 
in"toe*"iiS^2  licenses  on  reasonable  terms  (e) 

of  section  22  Buo- 
seetions  (a),  (&). 
or  (c),  as  the  case 
maybe. 

(/)  Here  state  Your  petitioner  therefore  prays  that 

aJ^^^  an  order  may  be  made  by  the  Board  of 

posed  order  and  Trade  (/) 

the  terms  as  to  ^*^  ' 

the  amount  of 
royalties,  se- 
curity for  pay- 
ment, or  otner- 

wise,uponwhidi  qp  ^;^^  the  petitioner  may  have  such 

the       petitioner  i.   •  .      .i  •  xi_     t>        j 

claims  to  be  en-  Other  reuef  in  the  premises  as  the  Board 

{n'^^tit*''"''  of  Trade  may  deem  just. 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883  TO  1888. 

Form  I. 


FORM  OF  OPPOSITION  TO  COMPULSORY 
GRANT  OF  LICENSE. 


PATENT. 


*  Here  state 
Dime  and  ftill 
addreea. 


hereby  give  notice  of  objection  to  the  application  of. 


for  the  oompulflory  grant  of  a  License  under  Patent  No. 
of  188 


(Signed). 


To  the  Oon^troUer, 

Patent  Offlcey  25,  Southampton  BuHdinga, 
Chancery  LanSy  London,  W.O. 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883  TO  1888. 

Form  J. 


APPLICATION  FOR  CERTIFICATE  OF  PAY- 
MENT OR  RENEWAL. 


-hereby  transmit  the  fee  prescribed  for  the  ooatinnation 


liiM^f^m^!  ^  '^"^  ^*        -  -Patent  No ,  of  18_ 

for  a  farther  period  of 


t  Hare   ioaert  Namef      

ad    Ml 

Address 

To  the  OompiroUer, 

Patent  Office,  25,  SotUhampton  BtUldinge, 
Chancery  Lane,  London,  W,C. 


PATENT. 


(This  part  of  the  Foim  to  be  filled  in  at  the  Patent  OfDoe.) 

CERTIFICATE  OF  PAYMENT  OR  RENEWAL. 

Letters  Patent  No ^of  188 

18 . 

This  is  to  certify  that ___did  this 


day  of 18  _     ,  make  the  prescribed  payment  of 

£ in  respect  of  a  period  of ^from — 

and  that  by  virtue  of  such  payment  the  rights  of  the  patentee  remain 


*  See  section  If  in  foroe.* 
of   the   Patents. 
DeslgnB,        and 
Trade        Marks 
Act,  1883. 


Patent  Office,  London. 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883  TO  1888. 

Form  K. 


FORM  OF  APPLICATION  FOR  ENLARGEMENT  OF 
TIME  FOR  PAYMENT  OF  RENEWAL  PEE. 


PATENT. 


Sib, 

I  HBBBBT  apply  for  an  enlargement  of  time  for . 


month    in  which  to  make  the . — .payment  of 

£ upon  my  Patent,  No. 

of  188 

The  circumstances  in  which  the  payment  was  omitted  are  as 

follows  (a)  : —  (a)  Seernle  49. 

I  am,  Sir, 

Your  obedient  Servant, 


(6) (6)  Here  Insert 

ftill   address    to 
which  receipt  Is 
tobeseot. 


To  the  ComptroUer, 

Patent  Office,  25,  SotUhampton  Buildings^ 
Chancery  Lane,  London,  W,G, 


PATENT. 
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PATENTS,  DESIGNS,  AND  TEADE  MARKS  ACTS, 

1883  TO  1888. 

Form  L. 


FOEM  OF  REQUEST  TO  ENTER  NAME  UPON 
THE  REGISTER  OF  PATENTS. 


(a)  Or  We.  I  (o) 

Here       insert 
name,    ftiU    ad-   - 
dreas.    and    de- 
Kiiption.  


(6)  My  or  onr.  hereby  request  that  you  will  enter  (h) name    (c)  in  the 

(Oornamee.  Register  of  Patents  :— 

id)  lor  We.  (d) claim  to  be  entitled  (e) 


(«)  Here  insert  

the  nature  of  the  " 

"^T:  „  oi  the  Patent  No of  188 ,  granted  to  (/) 

(/)  Here  gire  J  ©  v  / 

name    and    ad- 

dreae.  etc.,  of  pa-  " 

tentee  or  paten- 

teee. 

(g)  Hereln^^rt  ^^''  (^) 

UtleofthelnTen- 

tlon. 


WHer.  ^.byyirtueo£(A). 

cify  the  partica- 

lare  of  each  docn-  

ment,  giving  ite 

date,     and     the 

parties     to     the 

same,  and  shew- 

ing  how  the  claim 

here  made  is  sub-  

Btantiated. 


And  in  proof  whereof  I  transmit  the  accompanying  (t) 

(0  Here  insert  '^  r      j     o  \  j 

Z^^C'  "^^ with  an  attested  copy 

(i)  Where  any  tl^ereof  0') 
document  which 
is  a  matter  of  re-  I  am,  Sir, 

tobeiefU^c^rSu  Your  obedient  Servant, 

fled    or    official 

'^r.^^\.;l  To  the  OomptroUer, 

must  be  left.  Patent  Office,  25,  Southampton  Buildinga, 

Chancery  Lane,  London,  W,C, 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883  TO  1888. 

Form  M. 


FORM  OP  REQUEST  TO  ENTER  NOTIFICATION 
OF  LICENSE  IN  THE  REGISTER  OF  PATENTS. 


PATENT. 


Sib, 

I  HEREBY  transmit  an  attested  copy  of  a  license  granted  to  me 
by 


under  Patent  No. of  188 ,  as  well  as  the  original  license 

for  verification,  and  I  have  to  request  that  a  notification  thereof  may 
be  entered  in  the  Register. 

I  am,  Sir, 

Your  obedient  Servant, 


W (a)  Here  insert 

fall  address. 


To  the  CamptrolleTf 

P€Uent  Office,  25,  Southan^tan  BuildingSy 
Chancery  Lane,  London,  W,0. 
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PATENTS,   DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883  TO  1888. 

Form  N. 


PATENT. 


APPLICATION  FOR  DUPLICATE  OF  PATENT. 


Sir, 


•  Here  ln«ert  dated  * 
dat«,  No.,  name, 
and  AUl  addroM 

of  patents.        granted  to 


Date 

I  REGRET  to  have  to  inform  you   that  the  Letters   Patent 

No. 


t  Here  inaert  for  an  invention  of  t 

title  of  invention. 


t  Here    inaert  have  been  ^ 
the   word    **  de> 
Btroyed "  or 

uMvLjbe.  ****        ^  ^®8  therefore  to  apply  for  the  issue  of  a  duplicate  of  such 
I  Here    state  Letters  Patent.  § 

interest  p -* 


by  applicant   in 
the   Letters   Pa- 


[Signature  of  Applicant.] 


To  the  Comptroller, 

Patent  Office,  25,  Southampton  Buildings, 
Chancery  Lane^  London,  W.C. 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883  TO  1888. 

Form  O. 


NOTICE  OF  INTENDED  EXHIBITION  OF  AN 
UNPATENTED  INVENTION. 


PATENT. 


•  Here  state 
name  and  ftill 
addreea  of  appli- 
cant. 


hereby  give  notice  of  mj  intention  to  exhibit  a_ 
of at  the _- 


Exhibition,  which  f  _ 


.of_ 


under  the  provisions  of   the   Patents,    Designs,    and    Trade  Marks 
Act  of  1883. 


_18  ,  t  Sute" opened" 

or  "is  to  open." 


.herewith  enclose  _ 


'  t  Insert  brief 
deocription  of 
Invention,  with 
drawings  if  ne- 
ceeearj. 


(Signed)_. 


To  the  ComptroUery 

Patent  Office,  25,  Southampton  BuUdings, 
Chancery  Lane,  London,  W.C. 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883  TO  1888. 

Form  P. 


PATENT. 


FORM  OF  REQUEST  FOR  CORRECTION  OF 
CLERICAL  ERROR. 


Sib, 
(a)  Or  errors.  ^  HEBKBT  request  that  the  following  clerical  error  (a) 


in  the  (h) 

(b)  Here  eUte  ^  ' 

whether  in  appll* 

SontoVre^e?  No ^of  18 ,  may  be  corrected  in  the  manner  shewn  in  red 

ink  in  the  certified  copy  of  the  original  (6) 

hereunto  annexed. 


Signature- 


Full  Address. 


To  (he  Comptroller, 

Patent  Office,  25,  Southampton  Buildings, 
Chancery  Lane,  London,  W.C. 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 
1883  TO  1888. 

Form  Ct. 


PATENT. 


CERTIFICATE  OF  COMPTROLLER-GENERAL. 


Patent  Office, 

London, 


18 


I, 


,  Comptroller-General  of  Patents, 


Designs,  and  Trade  Marks,  hereby  certify 


To* 


•  Here  insert 
name  and  full  ad- 
dress of  person 
requiring  the  In- 
formation. 


2  Y 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883  TO  1888. 

Form  R. 


PATENT. 


FORM  OF  NOTICE  FOR  ALTERATION  OF  AN 
ADDRESS  IN   REGISTER. 


SlK, 


(a)  Hera  lUte 
n^me,  or  OAinet, 
and  full  addrcM 
of  applicADk,  or 
applic&nta. 


.(«) 


hereby  request    that- 
altered  as  follows : — 


.address  now  upon  the  Register  may    be 


(b)  Harelnaert  (&)_ 
fUll  addresa.  ^  ^ 


Sir, 
Your  obedient  Servant, 


To  the  Comptroller, 

Patent  Office^  25,  Southampton  Buildings^ 
Chancery  Lane,  London,  W.C, 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883  TO  1888. 

Form  S. 


FORM  OF  APPLICATION  FOR  ENTRY  OF  ORDER 
OF  PRIVY  COUNCIL  IN  REGISTER. 


PATENT. 


(a). 


(a)  Here  sUte 
name  and  ftall 
addre«  of  appli- 
cant. 


hereby    transmit    an    office    copy  of    an    Order    in   Council    with 


reference  to  (h) . 


(h)  Here  state 
the  purport  of  the 
order. 


Sir, 
Your  obedient  Servant, 


To  the  CompiroUer, 

Patent  Office^  25,  Southampton  Buildings, 
Chancery  Lane^  London,  W,C. 
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PATENTS,  DESIGNS,  AND   TRADE  MARKS  ACTS, 

1883  TO  1888. 


PATENT. 


Fonn  T. 


FORM  OF  APPEAL  TO  LAW  OFFICER. 


(o)  Here  Insert  ^»  (*) 

name    and    fall 

address  of  appel- 

lant. 


.of  (a). 


hereby  give  notice   of   my  intention   to   appeal   to  the  Law  Officer 


f6)  Here  Insert  ^r<>^W 
**  1  he     decision,** 

or  "that  part  of 

the  decision,"  as 


the  case  may  be.  of  the  Comptroller  of  the 
,  whereby  he  (<?)-__ 


day  of  _ 


(c)  Here  insert  - 

"reftised  [or  al-  lo , 

lowed]    appllca- 

ilon  for  patent," 

or  *' refused   [or 

allowed]  applica.  No.  (d) 
tlon  for  leave  to  v    /  - 

amend  patent," 
or  otherwise,  as 
the  case  may  be. 

(d)  Insert  num- 
ber and  year. 


_of  the  year  18 (d) 


Signature. 
Date 


N.B. — This  notice  has  to  be  sent  to  the  Comptroller-General  at 
the  Patent  Office,  London,  W.C.,  and  a  copy  of  the  same  to  the  Law 
Officers'  Clerk  at  Room  549,  Royal  Courts  of  Justice,  London. 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACTS, 

1883  TO  1888. 

Form  U. 


FORM  OF  APPLICATION  FOR  EXTENSION  OF 
TIME  FOR  LEAVING  A  COMPLETE  SPECI- 
FICATION. 


PATENT. 


Sir, 


-hereby  apply  for  extension  of  time  for  one 


month  in  which  to  leave  a  Complete  Specification  upon  application. 
-dated 


The  circumstances  in  and  grounds  upon  which  this  extension  is 
applied  for  are  as  follows  (a): («)SMRni«M. 


Sir, 
Your  obedient  servant, 


(h) 


To  the  OomptroUery 

Patent  Office^  25,  Southampton  Buildingi, 
Chancery  Lane,  London,  W,C. 


ftppUMnto,  or  hit 
or  their  Agaol. 
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PATENTS,  DESIGNS,  AND  TRADE   MARKS  ACTS, 

1883  TO  1888. 

Form  V. 


PATENT. 


FORM  OF  APPLICATION  FOR  EXTENSION  OF 
TIME  FOR  ACCEPTANCE  OF  A  COMPLETE 
SPECIFICATION. 


Sib, 

thereby  apply  for  extension  of  time  for 

month for  the  acceptance  of  the  Complete  Specification  upon 

application  No dated 

The  circumstances  in  and  grounds  upon  which  this  extension  is 
(a)  Bee  Elite  60.  applied  for  are  as  follows  (a): - 


Sir, 
Your  obedient  Servant, 


(^)Tobe■Ignad  (6)- 

1^  applicant^  or 
appilcanto,  or  his 
or  their  Ageat. 


To  the  Oamptroller, 

Patent  Office,  25,  Southampton  Buildings, 
Chancery  Lane,  London,  W.C, 

M.  E.  HICKS-BEACH, 
President  of  the  Board  of  Trade. 
3l8t  March,  1890. 
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THE  PATENTS  RULES,    1892. 


By  virtue  of  the  Patents,   Designs,  and   Trade  Marks  Acts,    1883 
to  1888,  the  Board  of  Trade  do  hereby  make  the  following  Rules  : — 

1.  These  Rules  may  be  cited  as  The  Patents  Rules,  1892. 

2.  These  Rules  shall  come  into  operation  from  and  immediately 
after  the  1st  of  March,  1892. 

Fees. 

3.  To  the  Fees  specified  in  the  First  Schedule  to  the  Patents  Rules^ 
1890,  shall  be  added  the  Fee  specified  in  the  First  Schedule  hereto. 

FCTVM, 

4.  To  the  Forms  specified  in  the  Second  Schedule  to  the  Patents 
Rules,  1890,  shall  be  added  the  Form  specified  in  the  Second  Schedule 
hereto* 


19th  day  of  February,  1892. 


(Signed)  M.  E.  HICKS-BEACH, 

President  of  the  Board  of  Trade. 
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FIRST  SCHEDULE. 

Fee. 

33a.  On  Postal  Request  for  printed  copy  Specification... £0     0     8 

(Signed)  M.  E.  HICKS-BEACH, 

President  of  the  Board  of  Trade. 

(Signed)  W.  H.  WALROND, 

HERBERT  EUSTACE  MAXWELL, 
Lords  Commissioners  of  Her  Majesty's  Treasury. 


19th  February,  1892. 
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SECOND  SCHEDULE. 

Form. 


PATENTS  FORM   C». 
To  the  Compirdler'Oeneral. 
j         Please  send  one  copy  of  Specification,  No. Year. 


(Name  in  full) 


Patents, 


{Addres8)_ 


Tfie  Comptroller-Oeneral, 


id- 


Patent  Office, 


25,  SotUhampton  Buildings, 


London,  W.a 


(Signed)  M.  E.  HICKS-BEACH, 

President  of  the  Board  of  Trade. 
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PATENTS   RULES,  1892 
(SECOND  SET). 


By  virtue  of  the  provisions  of  the  Patents,  Designs,  and  Trade  Marks 
Acts,  1883^8,  the  Board  of  Trade  do  hereby  make  the  following 
Rules:  — 

Short  Title, 

1.  These  Rules  may  be  cited  as  the  Patents  Rules,  1892  (Second 

Set). 

Chmmencemeni, 

2.  These  Rules  shall  come  into  operation  from  and  immediately 
after  the  30th  day  of  September,  1892. 

Certificates  of  Payment  or  BenewaL 

3.  Rules  45,  46,  &  47  of  the  Patents  Rules,  1890,  are  hereby 
repealed. 

Payment  of  Annual  Fees  for  Continuance  of  Patent, 

4.  If  a  patentee  intends  at  the  expiration  of  the  fourth  year  from 
the  date  of  his  patent  to  keep  the  same  in  force,  he  shall,  before  the 
expiration  of  the  fourth  and  each  succeeding  year  during  the  term  of 
the  patent,  pay  the  prescribed  fee.  The  patentee  may  pay  the  whole 
or  any  portion  of  the  aggregate  of  such  prescribed  annual  fees  in 
advance. 

The  Form  J  in  the  Second  Schedule,  duly  stamped,  should  be  used 
for  the  purpose  of  this  payment. 

Fees, 

5.  For  the  fees  specified  in  the  First  Schedule  to  the  Patents 
Rules,  1890,  shall  be  substituted  the  fees  specified  in  the  Schedule 
hereto. 

M.  E.  HICKS-BEACH, 

President  of  the  Board  of  Trade. 

4th  July,  1892. 
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SCHEDULE. 


List  of  Fees  Payable  on  and  in  Connexion  with  Letters  Patent. 
Up  to  Sealing, 

£    ».    r?.     £    $.    d. 

1.  On  applicatioQ  for  provisional  protection     .         10     0 

2.  On  filing  complete  specification  .         .         .         3     0     0 

4     0     0 

or 

3.  On  filing  complete  specification  with  first  application      .400 

4.  On    appeal    from    comptroller    to     law    officer.       By 

appellant  : 300 


5.  On    notice  of    opposition   to    grant    of    patent.      By 

opponent .  0  10     0 

6.  On    hearing    by   comptroller.     By    applicant   and    by 

opponent  respectively  .10     0 


On  application  to  amend  specification  : — 

7.  Up  to  sealing.     By  applicant       .         .  .     1  10     0 

8.  After  sealing.     By  patentee  .  .         .300 

9.  On  notice  of  opposition  to  amendment.     By  opponent   .     0  10     0 

10.  On  hearing  by  comptroller.     By  applicant  and  by  op- 

ponent respectively 10     0 

11.  On  application  to  amend  specification  during  action  or 

proceeding.     By  patentee 3     0     0 


12.  On  application  to  the  Board  of  Trade  for  a  compulsory 

license.     By  person  applying 5     0     0 

13.  On   opposition  to    grant  of    compulsory   license.     By 

patentee 500 

On  certificate  of  renewal : — 

14.  Before  the  expiration  of  the  4th  year  from  the  date  of 

the  patent  and  in  respect  of  the  5th  year  .         .         .500 
16.  Before  the  expiration  of  the  5th  year  from  the  date  of 

the  patent  and  in  respect  of  the  6th  year  .         .         .600 

16.  Before  the  expiration  of  the  6th  year  from  the  date  of 

the  patent  and  in  respect  of  the  7th  year  .  .700 

17.  Before  the  expiration  of  the  7th  year  from  the  date  of 

the  patent  and  in  respect  of  the  8th  year  .         .         .800 

18.  Before  the  expiration  of  the  8th  year  from  the  date  of 

the  patent  and  in  respect  of  the  9th  year  .         .         .900 

19.  Before  the  expiration  of  the  9th  year  from  the  date  of 

the  patent  and  in  respect  of  the  10th  year  .  10     0     0 

20.  Before  the  expiration  of  the  10th  year  from  the  date  of 

the  patent  and  in  respect  of  the  11th  year  .110     0 
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21.  Before  the  expiration  of  the  11th  year  from  the  date  of 

the  patent  and  in  respect  of  the  12th  year         .         .  12     0     0 

22.  Before  the  expiration  of  the  12th  year  from  the  date  of 

the  patent  and  in  respect  of  the  13th  year  .  13     0     0 

23.  Before  the  expiration  of  the  13th  year  from  the  date  of 

the  patent  and  in  respect  of  the  Hth  year  .  14     0     0 

On  enlargement  of  time  for  payment  of  renewal 
fees: — 

24.  Not  exceeding  one  month 10     0 

25.  „  two  months 3     0     0 

26.  „  three  months 5     0     0 


27.  For  every  entry  of  an  assignment,  transmission,  agree- 

ment, license,  or  extension  of  patent  .     0  10     0 

28.  For  duplicate  of  letters  patent       ....  each     200 

29.  On  notice  to  comptroller  of  intended  exhibition  of  a 

patent  under  Section  39 0  10    0 

30.  Seiurch  or  inspection  fee each    0     10 

31.  For  office  copies    ....  every  100  words    004 

(but  never  less  than  one  shilling) 

32.  For  office  copies  of  drawings,  cost,  according  to  agree- 

ment. 

33.  For  certifying  office  copies,  MSS.  or  printed,  each .        .010 

34.  On  request  to  comptroller  to   correct  a  clerical  error 

up  to  sealing    0     5    0 
after  sealing     10    0 

35.  For  certificate  of  comptroller  under  Section  96       .         .050 

36.  For  altering  address  in  register 0     5     0 

37.  For  enlargement  of  time  for  filing  complete  specification, 

not  exceeding  one  month 2     0     0 

38.  For  enlargement  of  time  for  acceptance  of  complete 

specification : — 

Not  exceeding  one  month 2     0     0 

„  two  months 4     0     0 

„  three  months 6     0     0 

M.  E.  HICKS-BEACH, 

President  of  the  Board  of  Trade. 

ith  July,  1892. 

Approved ; 

SIDNEY   HERBERT, 

HERBERT  EUSTACE  MAXWELL, 

Lord  Commissioners  of 

Her  Majesty's  Treasury. 
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PATENTS   RULES,    1898. 


By  virtue  of  the  provisions  of  the  Patents,  Designs,  and  Trade  Marks 
Acts,  1883  to  1888,  the  Board  of  Trade  do  hereby  make  the  following 
Kales : — 

1.  These  Rules  may  be  cited  as  the  Patents  Rules,  1898,  and  shall 
come  into  operation  from  and  immediately  after  the  date  hereof. 

2.  For  Rule  8  of  the  Patents  Rules,  1890,  shall  be  substituted  the 
following  Rule : — 

An  application  for  a  patent  must  be  signed  by  the  applicant,  but 
all  other  communications  between  the  applicant  and  the 
comptroller,  and  all  attendances  by  the  applicant  upon  the 
comptroller,  may  be  made  by  or  through  an  agent  duly 
authorized  to  the  satisfaction  of  the  comptroller,  and,  if  he 
so  require,  resident  in  the  United  Kingdom,  but  the  comp- 
troller shall  not  be  bound  to  recognize  as  such  agent,  or  to 
receive  further  communications  from,  any  person  whose  name, 
by  reason  of  his  having  been  adjudged  guilty  of  disgraceful 
professional  conduct,  has  been  erased  from  the  Register  of 
Patent  Agents  kept  under  the  provisions  of  the  Patent, 
Designs,  and  Trade  Marks  Act,  1888,  relating  to  the 
registration  of  Patent  Agents,  and  not  since  restored. 

Dated  this  16th  day  of  September,  1898. 

CHAS.  T.  RITCHIE, 
President  of  the  Board  of  Trade. 
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RULES  REGULA.TINa  THE  PRACTICE  AND 
PROCEDURE  ON  APPEALS  TO  THE  LAW 
OFFICERS. 

I.  When  any  person  intends  to  appeal  to  the  law  officer  from 
a  decision  of  the  comptroller  in  any  case  in  which  such  appeal  is  given 
by  the  Acts,  he  shall  within  fourteen  days  from  the  date  of  the  decision 
appealed  against  file  in  the  Patent  Office,  a  notice  of  such  his  intention. 

II.  Such  notice  shall  state  the  nature  of  the  decision  appealed 
against,  and  whether  the  appeal  is  from  the  whole,  or  part  only,  and  if 
so,  what  part  of  such  decision. 

III.  A  copy  of  such  notice  of  intention  to  appeal  shall  be  sent  by 
the  party  so  intending  to  appeal  to  the  law  officers'  clerk,  at  room  549, 
Royal  Courts  of  Justice,  London ;  and*  when  there  has  been  an  opposi- 
tion before  the  comptroller,  to  the  opponent  or  opponents ;  and  when 
the  comptroller  has  refused  to  seal  a  patent  on  the  ground  that  a 
previous  application  for  a  patent  for  the  same  invention  is  pending,  to 
the  prior  applicant. 

IV.  Upon  notice  of  appeal  being  filed,  the  comptroller  shall  forth- 
with transmit  to  the  law  officers'  clerk  all  the  papers  relating  to  the 
matter  of  the  application  in  respect  of  which  such  appeal  is  made. 

v.  No  appeal  shall  be  entertained  of  which  notice  is  not  given 
within  fourteen  days  from  the  date  of  the  decision  appealed  against,  or 
such  further  time  as  the  comptroller  may  allow,  except  by  special 
leave  upon  application  to  the  law  officer. 

VI.  Seven  days'  notice,  at  least,  of  the  time  and  place  appointed 
for  the  hearing  of  any  appeal,  shall  be  given  by  the  law  officers'  clerk, 
unless  special  leave  be  given  by  the  law  officer  that  any  shorter  notice 
be  given. 

VII.  Such  notice  shall  in  all  cases  be  given  to  the  comptroller  and 
the  appellant;  and,  when  there  has  been  an  opposition  before  the 
comptroller,  to  the  opponent  or  opponents  ;  and,  when  the  comptroller 
has  refused  to  seal  a  patent  on  the  ground  that  an  application  for 
a  patent  for  the  same  invention  is  pending,  to  the  prior  applicant. 

VIII.  The  evidence  used  on  appeal  to  the  law  officer  shall  be  the 
same  as  that  used  at  the  hearing  before  the  comptroller;  and  no 
further  evidence  shall  be  given,  save  as  to  matters  which  have  occurred 
or  come  to  the  knowledge  of  either  party  after  the  date  of  the  decision 
appealed  against,  except  with  the  leave  of  the  law  officer  upon  applica- 
tion for  that  purpose. 
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IX.  The  law  officer  shall,  at  the  request  of  either  pari^,  order  the 
attendance  at  the  hearing  on  appeal,  for  the  purpose  of  being  cross- 
examined,  of  any  person  who  has  made  a  declaration  in  tLe  matter  to 
which  the  appeal  relates,  unless  in  the  opinion  of  the  law  officer  there 
is  good  ground  for  not  making  such  order. 

X.  Any  person  requiring  the  attendance  of  a  witness  for  cross- 
examination  shall  tender  to  the  witness  whose  attendance  is  required 
a  reasonable  sum  for  conduct  money. 

XI.  Where  the  law  officer  orders  that  costs  shall  be  paid  by  any 
party  to  another,  he  may  fix  the  amount  of  such  costs,  and  if  he  shall 
not  think  fit  to  fix  the  amount  thereof,  he  shall  direct  by  whom  and  in 
what  manner  the  amount  of  such  costs  shall  be  ascertained. 

XII.  If  any  costs  so  ordered  to  be  paid  be  not  paid  within  fourteen 
days  after  the  amount  thereof  has  been  so  fixed  or  ascertained,  or  such 
shorter  period  as  shall  be  directed  by  the  law  officer,  the  party  to  whoui 
such  costs  are  to  be  paid  may  apply  to  the  law  officer  for  an  order  for 
payment,  under  the  provisions  of  Section  38  of  the  Act. 

XIII.  All  documentary  evidence  required,  or  allowed  by  the  law 
officer  to  be  filed,  shall  be  subject  to  the  same  regulations,  in  all 
respects,  as  apply  to  the  procedure  before  the  comptroller,  and  shall 
be  filed  in  the  Patent  Office,  unless  the  law  officer  shall  order  to  the 
contrary. 

XIV.  Any  notice  or  other  document  required  to  be  given  to  the 
law  officers'  clerk,  under  these  Rules,  may  be  sent  by  a  prepaid  letter 
through  the  post. 

HENRY  JAMES,  A.G. 
FARRER   HERSCHELL,  S.G, 
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RULES    OF    HER    MAJESTY'S    PRIVY    COUNCIL 

With  Reference  to  Applications 

For  the  Extension  or  Prolongation  of  Letters  Patent  made  by  Order 
in  Council,  November,  1897. 

ORDER    IN    COUNCIL. 

At  the  Court  at  Windsor, 
The  26th  day  of  November,  1897. 

Present — 

The  Queen's  Most  Excellent  Majesty, 

Lord  President, 
Lord  Privy  Seal, 
Mr.  Ritchie. 

Whereas  by  the  25th  section  of  an  Act  of  Parliament  passed  in 
the  46th  and  47th  years  of  her  Majesty's  reign,  intituled  "  The  Patents, 
Designs,  and  Trade  Marks  Act,  1883,"  it  is  amongst  other  things 
enacted  that  a  patentee  may,  after  advertising  in  manner  directed  by 
any  rules  made  under  the  said  section  his  intention  to  do  so,  present 
a  petition  to  her  Majesty  in  Council,  praying  that  his  patent  may  be 
extended  for  a  further  term,  but  such  petition  must  be  presented  at 
least  six  months  before  the  time  limited  for  the  expiration  of  the 
patent ;  that  if  her  Majesty  shall  be  pleased  to  refer  any  such  petition 
to  the  Judicial  Committee  of  the  Privy  Council  the  said  Committee 
shall  proceed  to  consider  the  same ;  and  that  it  shall  be  lawful  for  her 
Majesty  in  Council  to  make  from  time  to  time  rules  of  procedure  and 
practice  for  regulating  the  proceedings  on  such  petitions,  and,  subject 
thereto,  such  proceedings  shall  be  regulated  according  to  the  existing 
procedure  and  practice  in  patent  matters  of  the  Judicial  Committee : 

And  whereas  her  Majesty  in  Council  has  deemed  it  expedient  to 
make  rules  for  regulating  proceedings  in  such  petitions. 

Her  Majesty  is  therefore  pleased,  by  and  with  the  advice  of  her 
Privy  Council,  to  approve  of  the  several  rules  and  regulations  contained 
in  the  schedule  hereunto  annexed,  and  to  order,  as  it  is  hereby  ordered, 
that  on  and  after  the  1st  January,  1898,  the  same  be  respectively 
observed. 

Whereof  all  persons  whom  it  may  concern  are  to  take  notice  and 
govern  themselves  accordingly. 

C.  L.  PEEL. 
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The  Schedule  above  referred  to. 

Rules  to  be  observed  iu  Proceedings  before  the  Judicial  Committee  of     Bule  1. 
the  Privy  Council  under  the  Patents,  Designs,  and  Trade  Marks 
Act,  1883,  Section  25. 


A  party  intending  to  apply  by  petition  under  Section  25  of  the  Act 
shall  give  public  notice  by  advertising  three  times  in  the  London  Gazette 
and  once  at  least  in  each  of  three  London  newspapers. 

If  the  applicant's  principal  place  of  business  is  situated  in  the 
United  Kingdom  at  a  distance  of  fifteen  miles  or  more  from  Charing 
Cross,  he  shall  also  advertise  once  at  least  in  some  local  newspaper 
published  or  circulating  in  the  town  or  district  where  such  place  of 
business  is  situated.  If  the  applicant  has  no  place  of  business,  then, 
if  he  carries  on  the  manufacture  of  anything  made  under  his  specifi- 
cation at  a  distance  of  fifteen  miles  or  more  from  Charing  Cross,  he 
shall  advertise  once  at  least  in  some  local  newspaper  published  or 
circulating  in  the  town  or  district  where  he  carries  on  such  manu- 
facture. If  he  has  no  place  of  business  and  carries  on  no  such 
manufacture,  then,  if  he  resides  at  a  distance  of  fifty  miles  or  more 
from  Charing  Cross,  he  shall  advertise  once  at  least  in  some  newspaper 
published  or  circulating  in  the  town  or  district  where  he  resides. 

The  applicant  shall  in  his  advertisements  state  the  object  of  his 
petition,  and  shall  give  notice  of  the  day  on  which  he  intends  to  apply 
for  a  time  to  be  fixed  for  hearing  the  matter  thereof,  which  day  shall 
not  be  less  than  four  weeks  from  the  date  of  the  publication  of  the  last 
of  the  advertisements  to  be  inserted  in  the  London  Gazette.  He  shall 
also  give  notice  that  caveats  must  be  entered  at  the  Council  Office  on 
or  before  such  day  so  named  in  the  said  advertisements. 

II. 

A  petition  under  Section  25  of  the  Act  must  be  presented  within 
one  week  from  the  publication  of  the  last  of  the  advertisements  required 
to  be  published  in  the  London  Gazette, 

The  petition  must  be  accompanied  with  an  affidavit  or  affidavits  of 
advertisements  having  been  published  according  to  the  requirements 
of  the  first  of  these  Rules.  The  statements  contained  in  such  affidavit 
or  affidavits  may  be  disputed  upon  the  hearing. 

The  petitioner  shall  apply  to  the  Lords  of  the  Committee  to  fix  a 
time  for  hearing  the  petition,  and  when  such  time  is  fixed  the  petitioner 
shall  forthwith  give  public  notice  of  the  same  by  advertising  once  at 
least  in  the  London  Gazette  and  in  two  London  newspapers. 


IIL 

A  party  presenting  a  petition  under  Section  25  of  the  Act  must 
lodge  at  the  Council  Office  eight  printed  copies  of  the  specification  :  but 
if  the  specification  has  not  been  printed,  and  if  the  expense  of  making 
eight  -copies  of  any  drawing  therein  contained  or  referred  to  would  be 
considerable,  the  lodging  of  two  copies  only  shall  be  deemed  sufficient. 

2z 
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Bale  3.  ^^0  petitioner  shall  also  lodge  at  the  Council  Office  eight  copies  of 

the  balance-sheet  of  expenditure  and  receipts  relating  to  the  patent  in 

question,  which  accounts  are  to  be  proved  on  oath  before  the  Lords  of 
the  Committee  at  the  hearing.  He  shall  also  furnish  three  copies  of  the 
said  balance-sheet  for  the  use  of  the  solicitor  to  the  Treasury,  and 
shall,  upon  receiving  two  days'  notice,  give  the  solicitor  to  the  Treasury, 
or  any  person  deputed  by  him  for  the  purpose,  reasonable  facilities  for 
inspecting  and  taking  extracts  from  the  books  of  account^  by  reference 
to  which  he  proposes  to  verify  the  said  balance-sheet  at  the  hearing, 
or  from  which  the  materials  for  making  up  the  said  balance-sheet  have 
been  derived. 

All  copies  mentioned  in  tins  Rule  must  be  lodged  and  furnished 
not  less  than  fourteen  days  before  the  day  fixed  for  hearing. 

IV. 

A  party  intending  to  oppose  a  petition  under  Section  25  of  the  Act 
must  enter  a  caveat  at  the  Council  Office  before  the  day  on  which  the 
petitioner  applies  for  a  time  to  be  fixed  for  hearing  the  matter  thereof, 
and  having  entered  such  caveat^  shall  be  entitled  to  have  from  the 
petitioner  four  weeks'  notice  of  the  time  appointed  for  the  hearing. 

The  petitioner  shall  serve  copies  of  his  petition  on  all  parties 
entering  caveats  in  accordance  with  this  Rule,  and  no  application  to 
fix  a  time  for  hearing  shall  be  made  without  affidavit  of  such  service. 

All  parties  intending  to  oppose  a  petition  shall  within  three  weeks 
after  such  copies  are  served  on  them  respectively,  lodge  at  the  Coundl 
Office  eight  printed  copies  of  the  grounds  of  their  objections  to  the 
granting  of  the  prayer  of  the  petition. 


Parties  shall  be  entitled  to  have  copies  of  all  papers  lodged  in  respect 
of  any  petition  under  Section  25  of  the  Act  at  their  own  expense. 

All  such  petitions  and  all  statements  of  grounds  of  objection  shall 
be  printed  in  the  form  prescribed  by  the  Rules  which  apply  to  pro- 
ceedings before  the  Judicial  Committee  of  the  Privy  Council.  Balance- 
sheets  of  expenditure  and  receipts  shall  be  printed  in  a  form  convenient 
for  binding  along  with  such  petitions. 

VI. 

Costs  incurred  in  the  matter  of  any  petition  under  Section  25  of  the 
Act  shall  be  taxed  by  the  Registrar  of  the  Privy  Council,  or  other 
officer  deputed  by  the  Lords  of  the  Judicial  Committee  of  the  Privy 
Council  to  tax  the  costs  in  the  matter  of  any  petition,  and  the  Registrar 
or  such  other  officer  shall  have  authority  to  allow  or  disallow  in  his 
discretion  all  payments  made  to  persons  of  science  or  skill  examined 
as  witnesses. 

VIL 

The  Lords  of  the  Committee  may  excuse  petitioners  and  opponents 
from  compliance  with  any  of  the  requirements  of  these  Rules,  and  may 
give  such  directions  in  matters  of  procedure  and  practice  under  Section 
25  of  the  Act  as  they  shall  consider  to  be  just  and  expedient. 
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VIII.  Bnle  8. 

The  Lords  of  the  Committee  will  hear  the  Attorney-General  or 
other  counsel  on  behalf  of  the  Crown  on  the  question  of  granting  the 
prayer  of  any  petition  under  Section  25  of  the  Act.  The  Attorney- 
General  is  not  required  to  give  notice  of  the  grounds  of  any  objection 
he  may  think  fit  to  take,  or  of  any  evidence  which  he  may  think  fit 
to  place  before  the  Lords  of  the  Committee. 


PRIVY  COUNCIL  FEES. 

SCHEDULE  OF  FEES 

Allowed  to  Solicitors  conducting  Appeals  or  other  business  before  the 
LORDS  OF  THE  JUDICIAL  COMMITTEE  of  the  PRIVY 
COUNCIL  under  her  Majesty's  Orders  in  Council  of  the  11th 
August,  1842,  and  the  13th  June,  1853. 

£    8.  d. 

Retaining  Fee 0  13  4 

Perusing  official  Copy  of  Proceedings  allowed  at  the  rate  of, 

for  25  folios,  manuscript 0    6  8 

Do.     per  printed  sheet  of  8  pages  .110 

Attendances  at  the  Council  Office,  or  elsewhere,  on  ordinary 
business,  such  as  to  enter  an  Appeal  or  an  Appearance, 
to  make  a  search,  or  to  lodge  a  Petition  or  Affidavit, 

or  to  retain  Counsel 0  10  0 

Attending  at  Privy  Council  Office  to  examine  proof  of 
printed  copy  of  Transcript  Record  with  the  original 

per  diem    2     2  0 

Attending  at  Council  Chamber  on  a  Petition               .         .16  8 
Attending  Council  Chamber  all  day  on  an  Appeal  not 

called  on 268 

Attending  a  Hearing 3     6  8 

Attending  a  Judgment 16  8 

Attending  Council  Office  on  the  drawing  up  of  Minutes  for 

Committee  Report        .        .         .  .        •        .110 

Correcting  Proofs,  per  printed  sheet  of  8  pages     .        .        •    0  10  6 
Correcting  Foreign  or  Indian  Proofs,  per  i^rinted  sheet        ,110 

Instructions  for  Petition  of  Appeal 0  10  0 

Drawing  Petition  or  Case per  folio    0     2  0 

Copying per  folio    0    0  6 

Drawing  small  Petitions  for  Orders,  etc 0  10  0 

Instructions  for  Case 10  0 

Attending  Consultation 10  0 

Sessions  Fee  for  the  legal  year 3     3  0 

Attending  Taxation 2     2  0 


Coimoil 
Fees. 
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II. 
Privy  COUNCIL  OFFICE  FEES 

On  Appeals  and  Petitions  to  the  Queen  in  ConnciL 

&   «.    d. 

Entering  Appearance 0  10    0 

Lodging  Petition  of  Appeal 110 

Entering  Petition  of  Appeal  .110 

Lodging  Case 110 

Setting  down  Case 0  10    0 

Summons 0  10     0 

Committee  Report 1  10    0 

Order  of  her  Majesty  in  Council  under  seal  .326 

Do.  do.      plain  copy  .050 

Committee  Order  under  seal 1  12     6 

Do.  plain  copy 0    5     0 

Lodging  Affidavit 110 

Do.      Petition 110 

Notice  to  attend 0  10     0 

Searching  Council  Office  Books  for  Information  of  Parties  .    0  10     0 

Certificate  delivered  to  Parties 0  10     0 

Copies  of  Papers,  per  side  of  foolscap 0     5     0 

Committee  References 2     2     0 

Lodging  Caveat 110 

Subpoena  to  Witnesses 0  10     0 

Fee  for  Taxation,  Appeals 3     3     0 

Do.        do.        Petitions 1     1     0 
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EEGISTER  OF  PATENT  AGENTS'  RULES,  1889. 

For  the  purpose  of  giving  e£fect  to  the  provisions  of  the  Fkitents, 
Designs,  and  Trade  Marks  Act,  1888,  relating  to  the  registration  of 
patent  agents,  the  Board  of  Trade,  by  virtue  of  the  provisions  of  the 
said  Act,  hereby  make  the  following  Rules : — 

1.  A  Register  shall  be  kept  by  the  Institute  of  Patent  Agents,(a)  Eegistcr  to 
subject   to  the  provisions  of  these  Rules  and   to  the  Orders  of  the  be  kept. 
BoMxL  of  Trade,  for  the  registration  of  patent  agents  in  pursuance  of 

the  Act. 

2.  The  Register  shall  contain  in  one  list  all  patent  agents  who  are 
registered  under  the  Act  and  these  Rules. 

Such  list  shall  be  made  out  alphabetically,  according  to  the  sur-  Contents  of 
names  of  the  registered  persons,  and  shall  also  contain  the  full  name  Begister. 
of  each  registered  person,  with  his  address,  the  date  of  registration, 
and  a  mention  of  any  honours,  memberships,  or  other  additions  to  the 
name  of  the  registered  person  which  the  Council  of  the  Institute  may 
consider  worthy  of  mention  in  the  Register.  The  Register  shall  be 
in  the  Form  1  in  Appendix  A.,  with  such  variations  as  may  be 
required. 

3.  The  Institute  shall  cause  a  correct  copy  of  the  Register  to  be.  Printed 
once  every  year,  printed,  under  their  direction,  and  published  and  *^^f.*^^,^^ 
placed  on  sale.     Such  correct  copy  shall,  in  the  year  1889,  be  printed  a^aaUy  and 
and  published  at  as  early  a  date  as  is  possible,  and  in  every  year  sub-  to  be  evidence 
sequent  to  the  year  1889,  shall  be  printed  and  published  on  the  31st  of  contents 
day  of  January.     A  copy  of  the  Register  for  the  time  being  purporting  of  Regieter. 
to  be  so  printed  and  published  shall  be  admissible  as  evidence  of  all 

matters  stated  therein,  and  the  absence  of  the  name  of  any  person 
from  the  Register  shall  be  evidence,  until  the  contrary  is  made  to 
appear,  that  such  person  is  not  registered  in  pursuance  of  the  Act. 

4.  The  Institute   shall   appoint  a  Registrar,  who  shall  keep  the  Registrar. 
Register  in  accordance  with  the  provisions  of  the  Act  and  these  Rules, 

and,  subject  thereto,  shall  act  under  the  directions  of  the  Institute, 
and  the  Board  of  Trade. 

5.  A  person  who  is  desirous  of  being  registered  in  pursuance  of  the  Registratlun 
Act,  on  the  ground  that  prior  to  the  passing  of  the  Act  he  had  been  of  persons 
hondfide  practising  as  a  patent  agent,  shall  produce  or  transmit  to  the  ^ent^agents 
Board  of  Trade  a  statutory  declaration  in  the  Form  2  in  Appendix  A. ;  ^^q^  to  Uio 
provided  that  the  Board  of  Trade  may  in  any  case  in  which  they  shall  passing  of 
think  fit,  require  further  or  other  proof  that  the  person  had  prior  to  this  Act 

(a)  See  pott,  Patent  Agents  Boles,  189J. 
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Bole  5.      the  passing  of  the  Act  been  band  fide  practising  as  a  patent  agent. 

Upon  the  receipt  of  such  statutory  declaration  or  of  such  farther  or 

other  proof  to  their  satisfaction  as  the  case  may  be,  the  Board  of 
Trade  shall  transmit  to  the  Registrar  a  certificate  that  the  person 
therein  named  is  entitled  to  be  registered  in  pursuance  of  the  Act,  and 
the  Registrar  shall  on  the  receipt  of  such  certificate  cause  the  name 
of  such  person  to  be  entered  in  the  Register. 

Final  qualify-  6.  Subject  to  the  provisions  of  the  Act  in  favour  of  every  person 
mg  examina-  ^^q  proves  to  the  satisfaction  of  the  Board  of  Trade  that  prior  to  the 
^inX\^.  passing  of  the  Act  he  had  been  hond  fide  practising  as  a  patent  agent, 
no  person  shall  be  entitled  to  be  registered  as  a  patent  agent  unless  he 
has  passed,  and  produces  or  transmits  to  the  Registrar  a  certificate 
under  the  seal  of  the  Institute  that  he  has  passed,  such  final  examina- 
tion as  to  his  knowledge  of  patent  law  and  practice  and  of  the  duties 
of  a  patent  agent  as  the  Institute  shall  from  time  to  time  prescribe. 

Exemption  7.  Any  person  who  has  been  for  at  least  seven  consecutive  years 

of  pupils  and  continuously  engaged  as  a  pupil  or  assistant  to  one  or  more  registered 
BTOUmfnarv^*"  patent  agents,  and  any  person  for  the  time  being  entitled  to  practise 
ezaminati^.    ^  &  solicitor  of  the  Supreme  Court  of  Judicature  in  England  or 
Ireland,  or  as  a  law  agent  before  the  Court  of  Session  in  Scotland, 
shall  be  entitled  to  be  registered  without  passing  any  examination 
other  than  the  final  examination  provided  for  in  the  last  preceding 
Rule.     The  Registrar  shall  before  registering  the  name  of  any  such 
person  as  a  patent  agent  (in  addition  to  the  final  examination  certifi- 
cate) require  proof  satisfactory  to  the  Registrar  that  such  person  has 
been  for  at  least  seven  consecutive  years  continuously  engaged  as  such 
pupil  or  assistant,  or  is  entitled  to  practice  as  such  solicitor  or  law 
agent. 
Qualifications        8.  Any  person  who  is  not  qualified  under  Rule  7  must^  in  order  to 

of  persons        \^  entitled  to  present  himself  for  the  final  qualifying  examination, 

generally  for    y^ *^  ^         "^^ 

registration.     "® 

A  person  who  has  passed  one  of  the  preliminary  examinations 
mentioned  in  Appendix  B.,  or  such  other  examination  as  the 
Institute  shall,  with  the  approval  of  the  Board  of  Trade,  by 
regulation  prescribe. 

Final  qualify-        d.  The  Institute  shall  hold  at  least  once  in  the  year  commencing 

ing  examina-  with  the  first  day  of  July,  1889,  and  in  every  other  succeeding  year, 

hTrfh^  th       *  ^^*^  qualifying  examination,  which  shall   be  the  final  qualifying 

Institute.  ^     examination  required  under  Rules  6  and  7 ;   and  the  Institute  shall, 

subject  to  these  Rules,  have  the  entire  management  and  control  of  all 

such  examinations,  and  may  from  time  to  time  make  regulations  with 

respect  to  all  or  any  of  the  following  matters,  that  is  to  say- — 

(a)  The  subjects  for  and  the  mode  of  conducting  the  examina- 
tion of  candidates ; 

(&)   The  times  and  places  of  the  examinations,  and  the  notices 
to  be  given  of  examinations  ; 

(c)  The  certificates  to  be  given  to  persons  of  their  having 

passed  the  examinations ; 

(d)  The  appointment  and  removal  of  examiners,  and  the  re- 

muneration, by  fees  or  otherwise,  of  the  examiners  so 
appointed;  and 
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(e)  Any  other  matter  or  thing  as  to  which  the  Institute  may     Bole  9. 

think  it  necessary  to  make  regulations  for  the  purpose  of 

carrying  out  this  Rule. 

10.  The  Registrar  shall  from  time  to  time  insert  in  the  Register  Corrections  of 
any  alteration  which  may  come  to  his  knowledge  in  the  name  or  address  i^ames  and 

of  any  person  registered.  ^^  "^ 

11.  The  Registrar  shall  erase  from  the  Register  the  name  of  any  Erasure  of. 
registered  person  who  is  dead.  names  of 

12.  The  Registrar  may  erase  from  the  Register  the  name  of  any  pe^^. 
registered  person  who  has  ceased  to  practise  as  a  patent  agent,  but  jj^asure  of 
not  (save  as  hereinafter  provided)  without  the  consent  of  that  person,  names  of 
For  the  purposes  of  this  Rule  the  Register  may  send  by  post  to  a  persons  who 
registered  person  to  his  registered  address  a  notice  enquiring  whether  have  ceased 
or  not  he  has  ceased  to  practise  or  has  changed  his  residence,  and  if     P^^Jtic^- 
the  Registrar  does  not  within  three  months  after  sending  the  notice 

receive  an  answer  thereto  from  the  said  person,  he  may,  within  fourteen 
days  after  the  expiration  of  the  three  months,  send  him  by  post  to  his 
registered  address  another  notice  referring  to  the  first  notice,  and 
stating  that  no  answer  has  been  received  by  the  Registrar ;  and  if  the 
Registrar  either  before  the  second  notice  is  sent  receives  the  first 
notice  back  from  the  dead  letter  office  of  the  Postmaster-General,  or 
receives  the  second  notice  back  from  that  office,  or  does  not  within 
three  months  after  sending  the  second  notice  receive  any  answer 
thereto  from  the  said  person,  that  person  shall,  for  the  purposes  of  this 
Rule,  be  deemed  to  have  ceased  to  practice,  and  his  name  may  be 
erased  accordingly. 

13.  If  any  registered  person  shall  not,  within  one  month  from  the  Erasure  of 
day  on  which  his  annual  registration  fee  becomes  payable,  pay  such  name  for  non- 
fee,  the  Registrar  may  send  to  such  registered  person  to  his  registered  P^y^ent  of 
address  a  notice  requiring  him,  on  or  before  a  day  to  be  named  in  the 

notice,  to  pay  his  annual  registration  fee ;  and  if  such  registered  patent 
agent  shall  not  within  one  month  from  the  day  named  in  such  notice 
pay  the  registration  fee  so  due  from  him,  the  Registrar  may  erase 
his  name  from  the  Register :  Provided  that  the  name  of  a  person 
erased  from  the  Register  under  this  rule  may  be  restored  to  the 
Register  by  direction  of  the  Institute  or  the  Board  of  Trade  on  pay- 
ment by  such  person  of  the  fee  or  fees  due  from  him,  together  with 
such  further  sum  of  money,  not  exceeding  in  amount  the  annual 
registration  fee,  as  the  Institute  or  the  Board  of  Trade  (as  the  case 
may  be)  may  in  each  particular  case  direct. 

14.  In  the  execution  of  his  duties  the  Registrar  shall,  subject  to  Registrar 
these   Rules,  in  each  case  act  on  such  evidence  as  appears  to  him^^5\^ton 
sufficient.  *'^^^^"^- 

15.  The  Board  of  Trade  may  order  the  Registrar  to  erase  from  the  Erasure  of 
Register  any  entry  therein  which  is  proved  to  their  satisfaction  to  have  jpoon^ct  or 
been  incorrectly  or  fraudulently  inserted.  eSries.^"* 

16.  If  any  registered  person  shall  be  convicted  in  her  Majesty's  Erasure  of 
dominions  or  elsewhere  of  an  offence  which,  if  committed  in  England,  names  of 
would  be  a  felony  of  misdemeanour,  or  after  due  enquiry,  is  proved  to  P?*??"  2^^' 
the  satisfaction  of  the  Board  of  Trade  to  have  been  guilty  of  disgrace-  Simes^and 
ful   professional  conduct,  or  having  been  entitled   to  practise  as  a  persons  found 
solicitor  or  law  agent  shall  have  ceased  to  be  so  entitled,  the  Board  guilty  of 
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Bole  16. 


diBgracefnl 
oondact. 


Bestoration 
of  eraBed 
name. 


Inqairy  by 
Board  of 
Trade  before 
erasure  of 
name  from 
Bcgiflter. 


Appeal  to 
Board  of 
Trade. 

Notice  of 
appeal. 


Case  on 
appeal. 


Transmiflfiion 
of  notice  of 
appeal  to 
Board  of 
Trade. 

Directions  as 
to  hearing  of 
appeal. 

Notice  of 
hearing  of 
appeal. 


of  Trade  may  order  the  Registrar  to  erase  from  the  Register  the  name 
-  of  such  person :  Provided  that  no  person  shall  be  adjudged  bj  the 
Board  of  Trade  to  have  been  guilty  of  disgraceful  professional  conduct 
unless  such  person  has  received  notice  of,  and  had  an  opportunity  of 
defending  himself  from,  any  charge  brought  against  hiuL 

17. — (1)  Where  the  Board  of  Trade  direct  the  erasure  from  the 
Register  of  a  name  of  any  person,  or  of  any  other  entry,  the  name  of 
the  person  or  the  entry  shall  not  be  again  entered  in  the  R^;ister, 
except  by  order  of  the  Board  of  Trade. 

(2)  The  Board  of  Trade  may  in  any  case  in  which  they  may 
think  fit  restore  to  the  Register  such  name  or  entry  erased  therefrom 
either  without  fee,  or  on  payment  of  such  fee,  not  exceeding  the 
registration  fee,  as  the  Board  of  Trade  may  from  time  to  time  fix,  and 
the  Registrar  shall  restore  the  name  accordingly. 

(3)  The  name  of  any  person  erased  from  the  Register  at  the  request 
or  with  the  consent  of  such  person  shall,  unless  it  might,  if  not  so  erased, 
^ave  been  erased  by  order  of  the  Board  of  Trade,  be  restored  to  the 
Register  by  the  Registrar  on  his  application  and  on  payment  of  such 
fee,  not  exceeding  the  registration  fee,  as  the  Institute  shall  from  time 
to  time  fix. 

18.  For  the  purpose  of  exercising  in  any  case  the  powers  of  erasing 
from  and  of  restoring  to  the  Register  the  name  of  a  person,  or  «kn 
entry,  the  Board  of  Trade  may  appoint  a  committee  consisting  of  such 
persons  as  they  shall  think  fit.  Every  application  to  the  Board  of 
Trade  for  the  enisure  from,  or  restoration  to,  the  Register  of  the  name 
of  any  patent  agent  shall  be  referred  for  hearing  and  enquiry  to  the 
committee,  who  shall  report  thereon  to  the  Board  of  Trade,  and  a 
report  of  the  committee  shall  be  conclusive  as  to  the  facts  for  the 
purpose  of  the  exercise  of  the  said  powers  by  the  Board  of  Trada 

19.  Any  person  aggrieved  by  any  order,  direction,  or  refusal  of 
the  Institute  or  Registrar  may  appeal  to  the  Board  of  Trade. 

20.  A  person  who  intends  to  appeal  to  the  Board  of  Trade  under 
these  Rules  (in  these  Rules  referred  to  as  the  appellant)  shall,  within 
fourteen  days  from  the  date  of  the  making  or  giving  of  the  order, 
direction,  or  refusal  complained  of,  leave  at  the  office  of  the  Institute 
a  notice  in  writing  signed  by  him  of  such  his  intention. 

21.  The  notice  of  intention  to  appeal  shall  be  accompanied  by  a 
statement  in  writing  of  the  grounds  of  the  appeal,  and  of  the  case  of 
the  appellant  in  support  thereof. 

22.  The  appellant  shall  also  immediately  after  leaving  his  notice 
of  appeal  at  the  Institute  send  by  post  a  copy  thereof  with  a  copy  of 
the  appellant's  case  in  support  thereof  addressed  to  the  Secretaiy  of 
the  Board  of  Trade,  7,  Whitehall  Gardens,  London. 

23.  The  Board  of  Trade  may  thereupon  give  such  directions  (if 
any)  as  they  may  think  fit  for  the  purpose  of  the  hearing  of  the 
appeal. 

24.  Seven  days'  notice,  or  such  shorter  notice  as  the  Board  of 
Trade  may  in  any  particular  case  direct,  of  the  time  and  place 
appointed  for  the  hearing  of  the  appeal  shall  be  given  to  the  appellant 
and  the  Institute  and  the  Registrar. 
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25.  The  appeal  may  be  heard  by  the  President,  a  Secretary,  or  an    Bnle  26. 
Assistant  Secretary  of  the  Board  of  Trade,  and  the  decision  and  order 


thereon  of  the  IVesident,  Secretary,  or  Assistant  Secretary,  as  the  Hearing  and 
case  may  be,  shall  be  the  decision  of  the  Board  of  Trade  on  such  decision  of 
appeal.     On  the  appeal  such  decision  may  be  given  or  order  made  in  *PP^*  • 
reference  to  the  subject-matter  of  the  appeal  as  the  case  may  require. 

26.  The  fees  set  forth  in  Appendix  C.  to  these  Rules  shall  be  paid  Fees, 
in  respect  of  the  several  matters,  and  at  the  times  and  in  the  manner 
therein  mentioned.     The  Board  of  Trade  may  from  time  to  time,  by 
orders  signed  by  the  Secretary  of  the  Board  of  Trade,  alter  any  of, 

or  add  to,  the  fees  payable  under  these  Eules. 

27.  Any  regulation  made  by  the  Institute  under  these  Rules  may  Alteration  ol 
be  altered   or  revoked   by  a  subsequent   regulation.     Copies  of  all  rognlations. 
regulations  made  by  the  Institute  under   these  Rules  shall,  within 
twenty-eight  days  of  the  date  of  their  being  made,  be  transmitted  to 

the  Board  of  Trade,  and  if  within  twenty-eight  days  after  a  copy  of 
any  regulation  has  been  so  transmitted,  the  Board  of  Trade  by  an 
order  signify  their  disapproval  thereof,  such  regulation  shall  be  of  no 
force  or  effect;  and  if,  after  any  regulation  under  these  Rules  has 
come  into  force,  the  Board  of  Trade  signify  in  manner  aforesaid  their 
disapproval  thereof,  such  regulation  shall  immediately  cease  to  be  of 
any  force  or  effect. 

28.  The  Institute  shall  once  every  year  in  the  month  of  December  Report  to 
transmit  to  the   Board  of  Trade  a  report  stating  the  number  of  5^^^  °^ 
applications  for  registration  which  have  been  made  in  the  preceding    ^ 
year,  the  nature  and  results  of  the  final  examinations  which  have  been 

held,  and  the  amount  of  fees  received  by  the  Institute  under  these 
Rules,  and  such  other  matters  in  relation  to  the  provisions  of  these 
Rules,  as  the  Board  of  Trade  may  from  time  to  time,  by  notice  signed 
by  the  Secretary  of  the  Board  of  Trade  and  addressed  to  the  Institute, 
require. 

29.  In  these  Rules,  unless  the  context  otherwise  requires —  Dofinitiona. 

'*  The  Act "  means  the  Patents,  Designs,  and  Trade  Marks 

Act,  1888. 
"  The  Institute  "  means  the  Institute  of  Patent  Agents,  acting 

through  the  Council  for  the  time  being. 
"  The  Registrar  "  means  the  Registrar  appointed  under  these 

Rules. 
''Registered  patent  agent"  means  any  agent  for  obtaining 

patents  in  the  United  Kingdom  whose  name  is  registered 

under  the  Act  and  these  Rules. 

30.  These  Rules  shall  commence  and  come  into  operation  on  the  Gommenco- 
12th  day  of  June,  1889,  but  at  any  time  after  the  making  thereof  any  ™ent. 
appointment  or  regulations  may  be  made  and  things  done  for  the 
purpose  of  bringing  these  Rules  into  operation  on  the  said  day. 

31.  These  Rules  may  be  cited  as  the  Register  of  Patent  Agents  Title. 
Rules,  1889.   • 

By  the  Board  of  Trade, 

COURTENAY  BOYLE, 
Assistant  Secretary,  Railway  Department. 
The  11th  day  of  June,  1889. 
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Fonn  of 
Beg^ister. 


APPENDIX  A. 


Form  1. 
FoBM  OF  Register. 


Name. 


DesigiuLtion. 


Address.  Date  of  BeguiraUon 


Form  2. 

Form    op   Statutory   Declaration. 

Begisier  of  Patent  Agents  Rules,  1889. 

I,  A.B.  [insert  full  name,  and  in  the  case  of  a  member  of  a  firm 
add,  "a  member  of  the  firm  of  "],  of 

,  in  the  county  of  ,  Patent  Agent^ 

do  solemnly  and  sincerely  declare  as  follows : — 

1.  That  prior  to  the  24th  December,  1888,  I  had  been  hand  fide 
practising  in  the  United  Kingdom  as  a  patent  agent. 

2.  That  I  acted  as  patent  agent  in  obtaining  the  following 
patents : — 

[Give  the  official  numbers  and  dates  of  some  patents  for  the  United 
Kingdom  in  the  obtaining  of  which  the  declarant  acted  as  patent  agent."] 

3.  That  I  desire  to  be  registered  as  a  patent  agent  in  pursuance  of 
the  said  Act. 

And  I  make  this  solemn  declaration  conscientiously  believing  th& 
same  to  be  true  and  by  virtue  of  the  provisions  of  the  Statutory 
Declarations  Act,  1835. 

Declared  at 
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APPENDIX  B. 


EzftminA- 
tion. 


Pabticulabs  of  Preliminary  Examinations. 

1.  The  Matriculation  Examination  at  any  University  in  England, 
Scotland,  or  Ireland. 

2.  The  Oxford  or  Cambridge  Middle  Class  Senior  Local  Exami- 
nations. 

3.  The  Examinations  of  the  Civil  Service  Commissioners  for  ad- 
mission to  the  Civil  Service. 


APPENDIX   C. 


Fees. 


Nature  of  Fee. 


For  regiBtrotion  of  name  of 
patent  agent  who  had 
Deen  bond  fide  in  practice 
prior  to  the  paasing  of 
the  Act 

For  regifltratian  of  name  of 
any  peraon  other  than 
aa  above. 

Annual  fee  to  he  paid  by 
every  registered  patent 
agent. 


On  entry  of  a  candidate 
for  the  final  qualifying 
examination. 


When  to  be  paid. 


On  application  and 
before  registration 


Do.       do. 


On  or  before  Novem- 
ber 80of  each  year, 
in  respect  of  the 
year  commencing 
January  Ist  fol- 
lowing. 

At  time  of  entering 
name. 


To  whom  to  be  paid. 


To  the  Begistiar  at 
the  Institute. 


Do.        do. 


Da         do. 


Do.        do. 


Amount. 


5    5    0 


5    5    0 


8    3    0 


2    2    0 
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EEGISTER  OF  PATENT  AGENTS'  RULES,  1891. 

Whereas  by  the  Register  of  Patent  Agents  Rules,  1889,  it  is  pro- 
yided,  amongst  other  things,  that  the  Register  of  Patent  Agents 
established  by  the  said  Rules  sha]l  be  kept,  and  certain  duties  in 
reference  thereto  and  to  the  examination  and  registration  of  and 
otherwise  in  relation  to  Patent  Agents  shall  be  performed,  by  the 
Institute  of  Patent  Agents  referred  to  in  the  said  Rules  : 

And  whereas  the  said  Institute  of  Patent  Agents  has  been  dissolved 
and  ceased  to  exist,  and  in  place  thereof  the  Chartered  Institute  of 
Patent  Agents  has,  by  Royal  Charter  dated  the  11th  day  of  August, 
1891,  been  incorporated : 

Now,  therefore,  for  the  purpose  of  giving  effect  to  the  provisions 
of  the  Patents,  Designs,  and  Trade  Marks  Act,  1888,  relating  to  the 
registration  of  Patent  Agents,  the  Board  of  Trade,  by  virtue  of  the 
provisions  of  the  said  Act,  hereby  make  the  following  Rules  : — 

Transfer  of  1.  From  and  after  the  commencement  of  these  Rules  all  the  duties 

powera  and  ^nd  powers  of  the  Institute  of  Patent  Agents  under  the  Register  of 
Infliuuteof  Patent  Agents  Rules,  1889  (hereafter  in  the  present  Rules  referred 
Patent  Agents  to  as  "the  Rules  of  1889  "),  shall  be  transferred  to  and  vested  in  the 
to  Chartered  Chartered  Institute  of  Patent  Agents,  and  the  Rules  of  1889  shall, 
Institute.  where  applicable,  and  save  so  far  as  they  are  altered  by  the  present 
Rules,  have  effect,  with  the  following  modifications  : — 

(1)  For  the  words  "The  Institute  of  Patent  Agents"  there  shall 

be  substituted  the  words  "The  Chartered  Institute  of 
Patent  Agents." 

(2)  The  Registrar  shall  be  the  person  who,  for  the  purposes  of  the 

duties  of  the  Registrar  under  the  Rules  of  1889  and  the 
present  Rules,  shall  be  continued  in  office  or  appointed  by 
the  Chartered  Institute  of  Patent  Agents. 

flaying  rights,  2.  Nothing  contained  in  the  present  Rules  shall  affect  any  right, 
privileges,  privilege,  obligation,  or  liability  acquired,  accrued,  or  incurred,  any 
acts,  appomt-  ^^^  done,  or  appointment  or  regulation  made  under  the  Rules  of  1889  ; 
reflations  ^^^  ^^7  regulation  made  by  the  Institute  of  Patent  Agents  under  the 
under  Bules  Rules  of  1889  prior  to  the  commencement  of  the  present  Rules  shall 
of  1889.  be  subject  to  alteration  and  revocation  by  subsequent  regulations  to 

be  made  by  the  Chartered  Institute  of  Patent  Agents  under  Rule  27 
of  the  Rules  of  1889,  as  amended  by  the  present  Rules. 

Publication  3.  So  much  of  Rule  3  of  the  Rules  of  1889  as  provides  that  the 

of  Begister.      correct  copy  of  the  Register  therein  referred  to  shall  be  printed  and 

published  in  every  year  subsequent  to  the  year  1889  on  the  31st  day  of 

January  is  hereby  annulled,  and  instead  thereof  the  following  Rule 

shall  have  effect : — 
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In  the  month  of  February  in  each  year,  and  at  such  other  times     Bale  3. 

as  the  Chartered  Institute  of  Patent  Agents  may  think  desirable, 

the  said  Chartered  Institute  shall  cause  a  correct  copy  of  the 
Begister  to  be  printed  under  their  direction,  and  placed  on  sale. 

4.  Instead  of  Appendix  B.  to  the  Bales  of  1889  there  shall  be  Alteration  of 
substituted  the  Appendix  to  the  present  Bales,  which  may  be  cited  Appendix  R 
as  Appendix  B. 

5.  The  present  Bales  shall  commence  and  come  into  operation  on  Ck)mmencG- 
the  19th  day  of  November,  1891,  and,  together  with  the  Bales  of  1889,  ment  and 
may  be  cited  as  the  Begister  of  Patent  Agents  Bales,  1889  to  1891.      o^***^***^- 

By  the  Board  of  Trade, 

COUBTENAY  BOYLE, 
Assistant  Secretary. 
Dated  the  18th  day  of  November,  1891. 
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Particulabs  op  Preliminary  Examinations. 

1.  The  Matrici^lation  examination  at  any  University  in  England, 
Scotland,  or  Ireland. 

2.  The  Oxford  or  Cambridge  Middle  Class  Senior  Local  Exami- 
nations. 

3.  The  first  public  examination  before  Moderators  at  Oxford. 

4.  The  previous  examination  at  Cambridge. 

5.  The  examination  in  Arts  for  the  second  year  at  Durham. 

6.  The  examination  for  first-class  certificate  of  the  College  of 
Preceptors  (40  &  41  Vict.  c.  25,  s.  10). 

7.  The  examination  resulting  in  the  obtaining  of  a  Whitwortb 
Scholarship. 
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APPENDIX  III. 

INTERNATIONAL  CONVENTION   FOR   THE   PRO- 
TECTION  OF  INDUSTRIAL  PROPERTY,  (a) 

Signed  at  Paris,  March  20,  1883. 


[Batijicationa  exchanged  at  Paris,  June  6, 1884.] 

T. 

International  Convention. 

Acceded  to  by  her  Majesty's  Government,  March  17,  1884. 

(^Translation.^ 

fiis  Majesty  the  King  of  the  Belgians,  his  Majesty  the  Emperor  of 
Brazil,  his  Majesty  the  King  of  Spain,  the  President  of  the  French 
Bepublic,  the  President  of  the  Eepublic  of  Guatemala,  his  Majesty 
the  King  of  Italy,  his  Majesty  the  King  of  the  NeUierlands,  his 
Majesty  the  King  of  Portugal  and  the  Algarves,  the  President  of  the 
Bepublic  of  Salvador,  his  Majesty  the  King  of  Servia,  and  the  Federal 
Oouncil  of  the  Swiss  Confederation, 

Being  equally  animated  with  the  desire  to  secure,  by  mutual  agree- 
ment, complete  and  effectual  protection  for  the  industry  and  commerce 
•of  their  respective  subjects  and  citizens,  and  to  provide  a  guarantee 
ior  the  rights  of  inventors,  and  for  the  loyalty  of  commercial  trans- 
■actions,  have  resolved  to  conclude  a  Convention  to  that  effect^  and 
have  named  as  their  Plenipotentiaries,  that  is  to  say,  &c.,  &c. : — 

Who,  having  communicated  to  each  other  their  respective  full 
powers,  found  in  good  and  due  form,  have  agreed  upon  the  following 
Ai'ticles : — 

Article  I. 

The  Governments  of  Belgium,  Brazil,  Spain,  France,  Guatemala, 
Italy,  Holland,  Portugal,  Salvador,  Servia,  and  Switzerland  constitute 
themselves  into  a  Union  for  the  Protection  of  Industrial  Property. 

Les  GoQYememeDts  de  la  Belg^qne,  du  Br^sll,  de  I'Espagne,  de  la  France,  du 
Guatemala,  de  Tltalie,  des  Pays-Bas,  du  Portugal,  da  Salvador,  de  la  Serbie  et  do 
la  Suisse  sont  oonstitu^s  h  Tetat  d'Union  pour  la  Protection  de  la  Piopri^te 
Indufitrielle. 

(a)  The  original  French  is  printed  in  smaller  type  below  each  Article 
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Article  II. 

The  subjects  or  citizens  or  each  of  the  Contracting  States  shall,  in    j^^tiele  2 

all  the  other  States  of  the  Union,  as  regards  patents,  industrial  designs * 

or  models,  trade-marks  and  trade  names,  enjoy  the  advantages  that 
their  respective  laws  now  grant,  or  shall  hereafter  grant,  to  their  own 
subjects  or  citizens. 

Consequently,  they  shall  have  the  same  protection  as  the  latter, 
and  the  same  legal  remedy  against  any  infringement  of  their  rights, 
provided  they  observe  the  formalities  and  conditions  imposed  on 
subjects  or  citizens  by  the  internal  legislation  of  each  State. 

Les  siijets  on  citoyens  de  chaonn  dee  ^tats  Oontraotanta  jomront,  daziB  tons  lea 
autree  Etats  de  rUnion,  en  oe  qnl  conoeme  lea  brevets  d'inyention,  lea  deaaina  on 
modMea  indnatiiela,  lea  marqnea  de  fabriqne  on  de  oommerce  et  le  nom  commercial, 
dea  ayantages  <jne  lea  loia  reapeotivea  aocordent  actnellement  on  accorderont  par 
la  anite  aux  nationanx. 

En  oona^nenoe,  ila  anront  la  mime  protection  qne  oenz-d  et  le  m6me  reconra 
l<^gal  centre  tonte  attelDte  port€e  k  leura  droita,  aona  r^rye  de  racoompliaaement 
dea  formality  et  dea  oonditiona  impoe^  anx  nationanx  par  la  Mgialation  int^enre 
de  chaqae  Etai 

Article  III. 

Subjects  or  citizens  of  States  not  forming  part  of  the  Union,  who 
are  domiciled  or  have  industrial  or  commercial  establishments  in  the 
territory  of  any  of  the  States  of  the  Union,  shall  be  assimilated  to 
the  subjects  or  citizens  of  the  Contracting  States. 

Spnt  aaatmil^  anx  anjeta  on  citoyenadea  l^tata  Oontraotanta  lea  anjeta  ondtoyena 
dea  Etata  ne  faiaant  paa  partie  de  TtJoion  qni  aont  domiciliea  on  ont  dea  ^tabliaae- 
menta  indnatriela  on  commeroianx  anr  le  territoire  de  Tnn  dea  Efcala  de  rUnion. 

Article  IV. 

Any  person  who  has  duly  applied  for  a  patent,  industrial  design  or 
model,  or  trade-mark  in  one  of  the  Contracting  States,  shall  enjoy,  as 
regards  registration  in  the  other  States,  and  reserving  the  rights  of 
third  parties,  a  right  of  priority  during  the  periods  hereinafter  stated. 

Consequently,  subsequent  registration  in  any  of  the  other  States 
of  the  Union  before  expiry  of  these  periods  shaJl  not  be  invalidated 
through  any  acts  accomplished  in  the  interval,  either,  for  instance, 
by  another  registration,  by  publication  of  the  invention,  or  by  the 
working  of  it  by  a  third  party,  by  the  sale  of  copies  of  the  design  or 
model,  or  by  use  of  the  trade-mark. 

The  above-mentioned  terms  of  priority  shall  be  six  months  for 
patents,  and  three  months  for  industrial  designs  and  models  and 
trade-marks.     A  month  longer  is  allowed  for  countries  beyond  sea. 

Oelni  f  ni  anra  r€gnlL<^rement  fait  le  d^p6t  d*aoe  demande  de  breyet  d'inyention » 
d'nn  deaam  on  modMe  indnatriel,  d'nne  marqne  de  fabriqne  on  de  commerce,  dana 
Tnn  dea  Etata  Oontraotanta,  jonira,jponr  effeotuer  le  dep6t  dana  lea  antrea  Etata, 
et  aona  rdaerve  dea  droita  dea  tiera,  ann  droit  de  priority  pendant  lea  d^ia  d^ter- 
min^  ci-apr^a. 

En  cone^nence,  le  d^pdt  nlterienrement  op^r^  dana  Tun  dea  antrea  Stata  de 
rUnion  ayant  Texpiration  de  oea  d^aia  ne  pourra  Itre  inyalid^  par  dea  faita  acoom- 
plia  dana  Tinteryalle,  aoit,  notanunent,  par  nn  antre  d^p6t,  par  la  pnblioation  de 
I'inyention  on  aon  exploitation  par  nn  tiera,  par  la  miae  en  yente  d'exemplaires  du 
deaain  on  dn  modMe,  par  Templol  de  la  marqne. 

Lea  d6\eA%  de  priority  mentionn^a  ci-deaaua  aeront  de  ais  moia  ponr  lea  breyeta 
d'inyention,  et  de  troia  moia  ponr  lea  deaaina  on  modMea  indnatriela,  ainai  qne  ponr 
lea  marqnea  de  fabriqne  on  de  oommerce.  Ila  aeront  angmenida  d'nn  moia  ponr  lea 
paya  d'outre-mer. 
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Abticlb  V. 

Article  5.         '^^  introdaction  by   the  patentee  into  the  country  where  the 

patent  has  been  granted  of  objects  manufactured  in  any  of  the  States 

of  the  Union  shall  not  entail  forfeiture. 

Nevertheless,  the  patentee  shall  remain  bound  to  work  his  patent 
in  conformity  with  the  laws  of  the  country  into  which  he  introduces 
the  patented  objects. 

LMntrodaction  par  le  brerete,  ^ans  le  pays  oh  le  brevet  a  4t4  dcliyr^,  d'objets 
fabriqa^  dans  Tun  oa  Fautre  des  Etato  de  rUnioii,  n'entrainera  pa«  la  d^heance. 

T(»utefoi8  le  brevete  restera  Boumis  k  Toblif^tinn  d'exploiter  son  broFet  ooa- 
form^ment  aux  lots  du  pays  oh  il  introduit  lea  objeta  brevetes. 

Arttcle  VI. 

Every  trade-mark  duly  registered  in  the  country  of  origin  shall  be 
admitted  for  registration,  and  protected  in  the  form  originally  registered 
in  all  the  other  countries  of  the  Union. 

That  country  shall  be  deemed  the  country  of  origin  where  the 
applicant  has  his  chief  seat  of  business. 

If  this  chief  seat  of  business  is  not  situated  in  one  of  the  countries 
of  the  Union,  the  country  to  which  the  applicant  belongs  shall  be 
deemed  the  country  of  origin. 

Eegistration  may  be  refused  if  the  object  for  which  it  is  solicited 
is  considered  contrary  to  morality  or  public  order. 

Tonte  marque  do  fabrique  on  de  oommeroe  r^guli^rement  deposee  dans  le  pays 
d*origiDe  sera  aiimiae  au  de'pdt  et  protegee  telle  quelle  dans  tons  lea  autres  pays  de 
rUDlon. 

Sera  oonsid^  oomme  pays  d'origine  lo  pays  oh  le  deposant  son  principal 
^tabllssement 

Si  ce  principal  ^tablissement  n'est  point  sltu^  dans  nn  des  pays  de  TUnion,  aora 
consider^  comme  pays  d'origine  oelui  anquel  appariient  le  deposant. 

Le  de'p6t  ponrra  tite  refus^,  si  Tobjet  pour  lequel  il  est  demande  est  consid^rd 
comme  contraire  k  la  morale  ou  k  rordre  public. 

Abticle  VII. 

The  nature  of  the  goods  on  which  the  trade-mark  is  to  be  used  can, 
in  no  case,  be  an  obstacle  to  the  registration  of  the  trade-mark. 

La  nature  du  produit  sur  lequel  la  marque  de  fabrique  ou  de  oommeroe  dolt  £tre 
appos^e  ne  pent,  dans  aucua  cas,  faire  obstacle  an  depdt  de  la  marque. 

Article  VIII. 

A  trade  name  shall  be  protected  in  all  the  countries  of  the  Union, 
without  necessity  of  registration,  whether  it  form  part  or  not  of  a 
trade-mark. 

Le  nom  commercial  aera  protege  dans  tons  lea  pays  do  TUnion  sans  obligation  do 
d^pof,  qn'il  fasae  ou  non  partie  d'une  marque  de  fabrique  ou  de  commerce. 

Abticle  IX. 

All  goods  Dlegally  bearing  a  trade-mark  or  trade  name  may  be 
seized  on  importation  into  those  States  of  the  Union  where  this  mark 
or  name  has  a  right  to  legal  protection. 

The  seizure  shall  be  effected  at  the  request  of  either  the  proper 
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Public  Department  or  of  the  interested  party,  pursuant  to  the  internal    Article  9. 
legislation  of  each  country.  

Tout  prodnit  portmt  ilUoitement  une  marque  de  fabrique  ou  de  commerce,  on  un 
nom  commercial,  pourra  Stre  saisi  k  rimportation  dans  cenx  dea  Etats  de  TUnion 
dans  lesquels  cette  marqne  ou  ce  nom  commercial  ont  droit  It  la  protection  legale. 

La  saisie  aura  lieu  Ik  la  requite  soit  da  Minist^ro  Publi^,  soit  de  la  partie 
int^ressde,  couform^ment  k  la  legislation  interienre  de  ohaqno  Etat. 

Article  X. 

The  provisions  of  the  preceding  Article  shall  apply  to  all  goods 
falsely  bearing  the  name  of  any  locality  as  indication  of  the  place 
of  origin,  when  such  indication  is  associated  with  a  trade  name  of 
a  fictitious  character  or  assumed  with  a  fraudulent  intention. 

Any  manufacturer  of,  or  trader  in,  such  goods,  established  in  the 
locality  falsely  designated  as  the  place  of  origin,  shaU  be  deemed  an 
interested  party. 

Les  dispositions  de  I'Article  precedent  seront  applicablos  k  font  prorluit  portant 
faussemeni  comme  indication  de  provenance,  le  nom  d*une  locality  determin^e, 
lorsque  cette  indication  sera  jointe  k  an  nom  commercial  flctif  ou  emprunt^  dans 
uue  intention  frauduleuse. 

Est  Impute  partie  int^ress^e  font  fabricant  oa  comraer9ant  engag^  dans  la  fabri- 
cation on  le  commerce  de  oe  produit,  et  ^tabli  dans  la  localite  faussoment  indiquc'e 
comme  provenance. 

Article  XT, 

The  High  Contracting  Parties  agree  to  grant  temporary  protection 
to  patentable  inventions,  to  industrial  designs  or  models,  and  trade- 
marks, for  articles  exhibited  at  official  or  officially  recognized  Inter- 
national Exhibitions. 

Les  Hautes  Parties  Gontractantes  s^enga^rent  k  accorder  une  protection 
tcniporaire  aux  inventions  brevetables,  aux  dessins  ou  modules  industriels,  ainsi 
qn*anx  marques  de  fabrique  ou  de  commerce,  pour  les  produits  qui  flguoront  aux 
Kxpositions  Internationales  officiclles  ou  officiellement  reconnues. 

Article  XII. 

Each  of  the  High  Contracting  Parties  agrees  to  establish  a  special 
Govemment  Department  for  industrial  property,  and  a  central  office 
for  communication  to  the  public  of  patents,  industrial  designs  or 
models,  and  trade-marks. 

Chacune  des  Hautes  Parties  Gontractantes  s'engage  k  ^tablir  un  service  special 
de  la  Proprie'td  Industrielle  et  un  d^pdt  central,  pour  la  communication  au  public 
des  brevets  d'invention,  des  dessins  ou  modules  industriels  et  des  marques  de 
fabrique  ou  de  commerce. 

Article  XIII. 

An  international  office  shall  be  organized  under  the  name  of 
"  Bureau  International  de  TUnion  pour  la  Protection  de  la  Propri^t^ 
Industrielle  "  (International  Office  of  the  Union  for  the  Protection  of 
Industrial  Property). 

This  office,  the  expense  of  which  shall  be  defrayed  by  the 
Governments  of  all  the  Contracting  States,  shall  be  placed  under 
the    high   authority  of    the   Central   Administration  of    the    Swiss 

3a 
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Article  13.  Confederation,  and  shall  work  tinder  its  supervision.     Its  functions 
shall  be  determined  by  agreement  between  the  States  of  the  Union. 

Un  office  international  sera  orginia^  sona  le  titre  de  "  Barean  International  de 
rUnion  ponr  la  Protection  de  la  Propriety  iDdustriell^." 

Ce  bureau,  dont  lea  fraia  aeront  anpport^  par  lea  Adrainiatrationa  de  tons  lea 
£tata  Gontradanta,  aera  plac^  aona  la  hante  antorit^  de  I'AdminiatraHon 
Snp^^rienre  de  la  Configuration  Suisae,  et  fonctionnera  sous  aa  rarveillanca  Lea 
attribntiona  en  seront  determin^Sea  d'nn  oommnn  accord  entre  lea  Etata  de  TUnion. 

Article  XIV. 

The  present  Convention  shall  be  submitted  to  periodical  revisions, 
with  a  view  to  introducing  improvements  calculated  to  perfect  the 
system  of  the  Union. 

To  this  end  Conferences  shall  be  successively  held  in  one  of  the 
Contracting  States  by  Del^ates  of  the  said  States.  The  next  meeting 
shall  take  place  in  1885  at  Rome. 

La  pr^sente  Convention  sera  aoimise  )i  dea  renaiona  periodianee  en  vae  d*y 
introdmre  lea  am^iorationa  de  nature  2t  perfectionner  le  ayateme  del' Union. 

A  oet  effet,  dee  Conr^rencea  auront  Hen  sucoesaivement,  dana  Tnn  dea  Etata 
Contractanta,  entre  lea  Del^gn^  dea  dita  Etat^. 

La  prochaine  reunion  aura  lieu  en  1885  2t  Borne. 

Article  XV. 

It  is  agreed  that  the  High  Contracting  Parties  respectively 
reserve  to  themselves  the  right  to  make  separately,  as  between  them- 
selves, special  arrangements  for  the  protection  of  Industrial  Property, 
in  so  far  as  such  arrangements  do  not  contravene  the  provisions  of  the 
present  Convention. 

n  eat  entendn  que  lea  Hantea  Partiea  Contractantea  ao  r^aervent  reapectiTement 
le  droit  de  prendre  a^par^ment.  entre  el  lea,  dea  arrangements  parttculiera  pour  la 
protection  de  la  Propri^t^  Induatrielle,  en  tant  que  oca  anrangementa  ne  con- 
treyicndraient  point  aux  dispoaitiona  de  la  pr^nte  Convention . 

Article  XVI. 

States  which  have  not  taken  part  in  the  present  Convention  shall 
be  permitted  to  adhere  to  it  at  their  request. 

Such  adhesion  shall  be  notified  officially  through  the  diplomatic 
channel  to  the  Government  of  the  Swiss  Confederation,  and  by  the 
latter  to  all  the  others.  It  shall  imply  complete  accession  to  all  the 
clauses,  and  admission  to  all  the  advantages  stipulated  by  the  present 
Convention. 

Lea  ^(ats  qui  n'ont  point  pris  pari  2t  la  pr^nte  Convention  soront  admia  2t  r 
adlierer  aur  leur  dcmande. 

Cette  odhdteion  aera  notifl^  par  la  yoie  diplomatique  au  Gouvernement  do  la 
Conf^^ration  Sui^ao,  et  par  celui-ci  k  tona  led  autrca. 

Elle  empoitera,  de  pfein  droit,  aoceasion  2t  t^nt  lea  claasea  et  admiaaion  k  toua 
lea  avantugea  atipnlea  (ar  la  pr^sente  Convention. 

Article  XVII. 

The  execution  of  the  reciprocal  engagements  contained  in  the 
present  Convention  is  subordinated,  in  so  far  as  necessary,  to  the 
observance  of  the  formalities  and  rules  established  by  the  Constitutional 
laws  of  those  of  the  High  Contracting  Parties  who  are  bound  to  procure 
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the  application  of  the  same,  which  they  engage  to  do  with  as  little  Article  17. 
delay  as  possible. 

L'ex^cntion  dee  engagementt  r^iproqaes  oonteDos  dans  la  pr^nte  Convention 
e8t  nibordoun^,  en  tant  qua  do  besom,  k  I'acoompliasoment  dee  formality  et  regies 
stabiles  par  lea  lois  oonatitationnelleB  do  oelles  der  Hautea  Parties  Contractantes 
qni  sont  tenuee  d'en  provoqner  Tapplication,  ce  qu'elles  a'obligent  )i  faire  dans  le 
pins  bnrf  ddai  possible. 

Article  XVIII. 

The  present  Conyention  shall  come  into  operation  one  month  after 
the  exchange  of  ratifications,  and  shall  remain  in  force  for  an  unlimited 
time,  till  Uie  expiry  of  one  year  from  the  date  of  its  denunciation. 
This  denunciation  shall  be  addressed  to  the  Government  commissioned 
to  receiye  adhesions.  It  shall  only  effect  the  denouncing  State,  the 
Convention  remaining  in  operation  as  regards  the  other  Contracting 
Parties. 

La  prtente  Convention  sera  mise  )i  execution  dans  le  d^ai  d'nn  mois  It  partir 
de  r^Dhange  des  ratifications  et  demenrera  en  vigneur  pendant  nn  temps  ind^ter- 
niin^,  jnsqnlfc  I'expiration  d'ane  ann<le  )i  partir  du  jonr  oh  la  d^nonciation  en 
sera  faite. 

Cette  d^nonciation  sera  addressee  an  GouTemement  charge  do  reoevoir  lea 
adh^ona  EUe  ne  produira  son  effet  qn*2t  Tegard  de  Tfitat  qni  I'anra  faite  la 
Convention  restant  ex^ntoire  poor  l^s  aotres  Parties  Contraotantea. 

.     Article  XIX. 

The  present  Convention  shall  be  ratified,  and  the  ratifications 
exchanged  in  Paris,  within  one  year  of  the  latest. 

La  pnlsente  Convention  sera  ratifl^,  et  les  ratifications  en  seront  ^hang<$es  h 
Paris  dans  le  d^ai  d'nn  an  an  plus  tard. 

In  witness  whereof  the  respective  Plenipotentiaries  have  signed  the 
same,  and  have  affixed  thereto  their  seals. 
Done  at  Paris  the  20th  March,  1883. 


(Signed) 


(L.S.)  BSTENS. 

(L.S.)  ViLLBNEUVB. 

(L.S.)  Due  De  Fbbkan-Nunez. 

(L.S.)  P.  Challbmbl-Lacoub. 

(L.S.)  Ch.  Hbbissok. 

(L.S.)  Ch.  Jagbbschmidt, 

(L.S.)  Cbisanto-Medina. 

(L.S.)  Ressman. 

r  L.S.)  Baron  De  Zuylbn  Db  Nyevelt. 

(L.S.)  JosB  Da  Silva  Mendes  Leal. 

(Ii.S.)  F.    D'AZEVBDO. 

(L.S.)  J.-M.  Tobbes-Caicedo. 

SiMA  M.  Maeinovitch. 

Labdy. 

(L.S.')  J.  Weibel. 


(L.S4 
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Protocol.  II. 

Final  Protocol. 

(Translation.) 
On  proceeding  to  the  signature  of  the  Convention  concluded  this  daj 
between  the  Oovernments  of  Belgium,  Brazil,  Spain,  France,  Guate- 
mala, Italy,  the  Netherlands,  Portugal,  Salvador,  Serbia,  and  Switzer- 
land, for  the  protection  of  Industrial  Property,  the  undersigned  Pleni- 
potentiaries have  agreed  as  follows  : — 

1.  The  words  "  Industrial  Property  "  are  to  be  understood  in  their 
broadest  sense ;  they  are  not  to  apply  simply  to  industrial  products, 
properly  so  called,  but  also  to  agricultural  products  (wines,  corn,  fruits, 
cattle,  etc.),  and  to  mineral  products  employed  in  commerce  (mineral 
waters,  etc.). 

2.  Under  the  word  '^  patents  "  are  comprised  the  various  kinds  of 
industrial  patents  recognized  by  the  legislation  of  each  of  the  Contract- 
ing States,  such  as  importation  patents,  improvement  patents,  etc. 

3.  The  last  paragraph  of  Article  II.  does  not  affect  the  legislation 
of  each  of  the  Contracting  States  as  regards  the  procedure  to  be  followed 
before  the  tribunals,  and  the  competence  of  those  tribunals. 

4.  Paragraph  1  of  Article  VI.  is  to  be  understood  as  meaning  that 
no  trade-mark  shall  be  excluded  from  protection  in  any  State  of  the 
Union,  from  the  fact  alone  that  it  does  not  satisfy,  in  regard  to  the 
signs  composing  it,  the  conditions  of  the  legislation  of  that  State ; 
provided  that  on  this  point  it  comply  with  the  legislation  of  the 
country  of  origin,  and  that  it  had  been  properly  registered  in  said 
country  of  origin.  With  this  exception,  which  relates  only  to  the  form 
of  the  mark,  and  under  reserve  of  the  provisions  of  the  other  Articles  of 
the  Convention,  the  internal  legislation  of  each  State  remains  in  force. 

To  avoid  misconstruction,  it  is  agreed  that  the  use  of  public  armorial 
bearings  and  decorations  may  be  considered  as  being  contrary  to  public 
order  in  the  sense  of  the  last  paragraph  of  Article  VI. 

5.  The  organization  of  the  special  Department  for  Industrial 
Property  mentioned  in  Article  XII.  shall  comprise,  so  far  as  possible, 
the  publication  in  each  State  of  a  periodical  official  paper. 

6.  The  common  expenses  of  the  International  Office,  instituted  by 
virtue  of  Article  XII.,  are  in  no  case  to  exceed  for  a  single  year  a 
total  sum  representing  an  average  of  2000  f r.  for  each  Contracting  State. 

To  determine  the  part  which  each  State  should  contribute  to  this 
total  of  expenses,  the  Contracting  States,  and  those  which  may  after- 
wards join  the  Union,  shall  be  divided  into  six  classes,  each  contribu- 
ting in  the  proportion  of  a  certain  number  of  units,  namely : — 

Ist  class      .        .        .25  units.       I      4tU  class     .  .10  aiiits. 

2nd  class     .        .        .    20     ,,  5th  class     .  .      5      „ 

3rd  class     ...    15     „  |      6th  class     .        .        .      3     „ 

These  co-efficients  will  be  multiplied  by  the  numbe^  of  States  in 
each  class,  and  the  sum  of  the  result  thus  obtained  will  supply  the 
number  of  units  by  which  the  total  expense  has  to  be  divided.  The 
quotient  will  give  the  amount  of  the  unit  of  expense. 

The  Contracting  States  are  classed  as  follows,  with  regard  to  the 
division  of  expense : — 

Ist  class        .        .        .       France,  Italy. 

2iid  class  .        Spain. 

3rd  class  Belgium,  Brazil,  Portugal,  Switzerland. 
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4th  dags Holland. 

fithdaas Servia. 

6lli  clasa  ...  .        •        Guatemala,  Salvador. 

The  Swiss  Government  will  superintend  the  expenses  of  the  Inter- 
national Office,  advance  the  necessary  funds,  and  render  an  annual 
account,  which  wOl  be  communicated  to  all  the  other  Administrations. 

The  International  Office  will  centralize  information  of  every  kind 
relating  to  the  protection  of  Industrial  Property,  and  will  bring  it 
together  in  the  form  of  a  general  statistical  statement,  which  will  be 
distributed,  to  all  the  Administrations.  It  will  interest  itself  in  all 
matters  of  common  utOity  to  the  Union^  and  will  edit,  with  the  help 
of  the  documents  supplied  to  it  by  the  various  Administrations,  a 
periodical  paper  in  the  French  language  dealing  with  questions  regard- 
ing the  object  of  the  Union« 

The  numbers  of  this  paper,  as  well  as  all  the  documents  publbhed 
by  the  International  Office,  will  be  circulated  among  the  Administra- 
tions of  the  States  of  the  Union  in  the  proportion  of  the  number  of 
contributing  units  as  mentioned  above.  Such  further  copies  as  may 
be  desired,  either  by  the  said  Administrations  or  by  Societies  or  private 
persons,  will  be  paid  for  separately. 

The  International  Office  shall  at  all  times  hold  itself  at  the  service 
of  members  of  the  Union,  in  order  to  supply  them  with  any  special 
information  they  may  need  on  questions  relating  to  the  international 
system  of  Industrial  Property. 

The  Administration  of  the  country  in  which  the  next  conference 
is  to  be  held  will  make  preparations  for  the  transactions  of  that 
conference,  with  the  assistance  of  the  International  Office. 

The  Director  of  the  International  Office  will  be  present  at  the 
meetings  of  the  conferences,  and  will  take  part  in  the  discussions,  but 
without  the  privilege  of  voting. 

He  will  furnish  an  annual  Report  upon  his  administration  of  the 
office,  which  shall  be  communicated  to  all  the  members  of  the  Union. 

The  official  language  of  the  International  Office  will  be  French. 

7.  The  present  Final  Protocol,  which  shall  be  rati6ed  together  with 
the  Ck>nvention  concluded  this  day,  shall  be  considered  as  forming  an 
integral  part  of,  and  shall  have  the  same  force,  validity,  and  duration 
as  the  said  Convention. 

In  witness  whereof  the  undersigned  Plenipotentiaries  have  drawn 
up  the  present  Protocol. 

(Signed)        Beyens. 

ViLLENEUVE. 

Due  De  Fernax-Nunez. 

p.  Challemel-Lacour. 

Ch.  Herisson. 

Ch.  Jageeschmidt. 

Crisakto-Medina. 

Ressman. 

Baron  Db  Zutlen  De  Nyevelt. 

Jose  Da  Silva  Mbkdes  Leal. 

f.  d'azevedo. 

J.-M.  Torres-Caicedo. 

SiMA  M.  Marinovitch. 

Lardy. 

J.  Weibel. 


Protocol. 
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Accession  to  III. 

Conyentioii. 

Accession  op  heb  Majesty's  Goyebnment  to  the  Conventiox 

SIGNED  AT  Pabis,  March  20,  1883. 

The  Undersigned,  Ambassador  Extraordinary  and  Plenipotentiarj  of 
her  Majesty  the  Queen  of  the  United  Kingdom  of  Qreat  Britain  and 
Ireland  to  the  French  Republic,  declares  that  her  Britannic  Majesty, 
having  had  the  International  Convention  for  the  Protection  of 
Industrial  Property,  concluded  at  Paris  on  the  20th  March,  1883, 
and  the  Protocol  relating  thereto,  signed  on  the  same  date,  laid 
before  her,  and  availing  herself  of  the  right  reserved  by  Article  XYL 
of  that  Convention  to  States  not  parties  to  the  original  Convention, 
accedes,  on  behalf  of  the  United  Kingdom  of  Great  Britain  and 
Ireland,  to  the  said  International  Convention  for  the  Protection  of 
Industrial  Property,  and  to  the  said  Protocol,  which  are  to  be  con- 
sidered as  inserted  word  for  word  in  the  present  Declaration,  and 
formally  engages,  as  far  as  regards  the  President  of  the  French 
Republic  and  the  other  High  Contracting  Parties,  to  co-operate  on 
her  part  in  the  execution  of  the  stipulations  contained  in  the  Con- 
vention and  Protocol  aforesaid. 

The  undersigned  makes  this  Declaration  on  the  part  of  her 
Britannic  Majesty  with  the  express  understanding  that  power  is 
reserved  to  her  Britannic  Majesty  to  accede  to  the  Convention  on 
behalf  of  the  Isle  of  Man  and  the  Channel  Islands,  and  any  of  her 
Majesty's  possessions,  on  due  notice  to  that  effect  being  given  through 
her  Majesty's  Government. 

In  witness  whereof  the  Undersigned,  duly  authorized,  has  signed 
the  present  Declaration  of  Accession,  and  has  affixed  thereto  the  seal 
of  his  arms. 

Done  at  Paris,  on  the  17th  day  of  March,  1884. 

(L.S.)        (Signed)        Lyons. 


IV. 

Declaration  of  Acceptance  op  Accession, 
(TrafiBlatiim,') 

Her  Majesty  the  Queen  of  the  United  Kingdom  of  Qreat  Britain  and 
Ireland,  having  acceded  to  the  International  Convention  relative  to 
the  Protection  of  Industrial  Property,  concluded  at  Paris,  March  20, 
1883,  together  with  a  Protocol  dated  the  same  day,  by  the  Declaration 
of  Accession  delivered  by  her  Ambassador  Extraordinary  and  Pleni- 
potentiary to  the  Government  of  the  French  Republic ;  the  text  of 
which  Declaration  is  word  for  word  as  follows  : — 

[Here  is  inserted  the  text  of  No.  III.  in  English.] 

The  President  of  the  French  Republic  has  authorized  the  Under- 
signed, President  of  the  Council,  Minister  for  Foreign  A&irs,  to 
formally  accept  the  said  Accession,  together  with  the  reserves  which 
are  contained  in  it  concerning  the  Isle  of  Man,  the  Channel  Islands, 
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and  all  other  possessions  of  her  Britannic  Majesty,  engaging  as  well  Aooeptanoe 
in  his  own  name  as  in  that  of  the  other  High  Contracting  Parties,  to    of  Aooes- 
assist  in  the  accomplishment  of  the  obligations  stipulated  in  the        lioil. 

Convention  and  the  Protocol  thereto  annexed,  which  may  concern  the  

United  Kingdom  of  Great  Britain  and  Ireland. 

In  witness  whereof  the  Undersigned,  duly  authorized,  has  drawn 
up  the  present  Declaration  of  Acceptance,  and  has  affixed  thereto 
his  seal. 

Done  at  Paris,  the  2nd  April,  1884. 

(L.S.)        (Signed)        Jules  Ferry, 


ORDER  IN  COUNCIL 

Applying  section  103  of  the  act  of  1883  to  the  Signatories  to 
THE  International  Convention  (a). 

At  ihe  Court  at  Windsor,  the  26/A  day  of  June,  1884  :  Present^ 
The  Queen's  most  Excellent  Majesty  in  Council, 

Whereas  by  the  provisions  of  the  Patents,  Designs,  and  Trade  Marks 
Act,  1893,  it  is  among  other  things  provided : — 

That  if  her  Majesty  is  pleased  to  make  any  arrangement  with  the  Becital  of 
Government  or  Governments  of  any  foreign  State  or  States  for  mutual  Act  of  1888, 
protection  of  inventions,  designs,  and  trade  marks,  or  any  of  them,  ^®®*-  ^^^• 
then  any  person  who  has  applied  for  protection  for  any  invention, 
design,  or  trade  mark,  in  any  such  State,  shall,  subject  to  the  con- 
ditions further  provided  and  set  forth  in  the  said  Act,  be  entitled  to 
a  patent  for  his  invention,  or  to  registration  of  his  design  or  trade 
mark  (as  the  case  may  be)  under  the  said  Act  in  priority  to  other 
applicants,  and  such  patent  or  registration  shall  have  the  same  date 
as  the  date  of  the  protection  obtained  in  such  foreign  State. 

And  whereas  it  has  pleased  her  Majesty  to  make  an  arrangement  Recital  of 
of  the  nature  contemplated  by  the  said  Act,  by  and  in  virtue  of  a  accession  of 
declaration  signed  and  sealed  by  her  Majesty's  Ambassador  at  Paris  p^^*  Britain 
on  the  17th  March,   1884,  duly  conveying  the  accession  of  Great  4,0^^1  q^h' 
Britain  to  the  International  Convention  and  Protocol  for  the  Pro-  vontion. 
tection  of  Industrial  Property,  signed  by  the  representatives  of  certain 
Powers  on  the  20th  day  of  March,  1883,  and  duly  ratified  on  the 
6th  day  of  June,  1884,  power  being  reserved  to  her  Majesty  to  here- 
after accede  to  the  provisions  of  the  said  Convention  and  Protocol  on 
behalf  of  the  Isle  of  Man,  the  Channel  Islands,  and  any  of  her  Majesty's 
possessions,  which  declaration  or  accession  was  duly  accepted  by  the 
French  Government  on  behalf  of  the  signatory  Powers,  by  and  in 
virtue  of  a  declaration  dated  the  2nd  April,  1884. 

Now,  therefore,  her  Majesty,  by  and  with  the  advice  and  consent  Sect.  103 
of  her  Privy  Council,  and  by  virtue  of  the  authority  committed  to  her  applietl- 
by  the  said  Act,  doth  declare,  and  it  is  hereby  declared,  that  the 
provisions  of  the  said  Act  hereinbefore  specified  shall  apply  to  the 
following  countries,  namely  : — 

Belgiam.  Italv.  Salvador.  Switzerland. 

Brazil.  Netherlands.  Servia.  Ecuador. 

France.  Portugal.  Spain.  Tunis. 
Guatemala. 

(a)  See  the  London  Gaxette  of  July  1, 1881. 


728 


APPENDIX  IIL 


Order  in 
CounciL 


And  it  is  hereby  further  ordered  and  declared  that  this  Order  shall 
take  effect  from  the  7th  day  of  July,  1884. 

C.  L.  PEEL. 

Oj^®'*  '"^hen      •    To  the  list  of  States  above  set  forth   must  now  be   added   the 
eflfe^  f oUowing :— Santo  Domingo  (by  Order  dated  January  17,1 884),  Sweden 

and  Norway  (July  9,  1885),  Queensland  (September  17,  1885), 
Paraguay,  Uruguay  (September  24,  1886),  United  States  (July  12, 
1887),  Netherlands  (East  India  Colonies)  (November  17,  1888), 
Mexico  (May  28,  1889),  New  Zealand  (February  8, 1890),  Netherlands 
(Curasao  and  Surinam)  (May  17,  1890),  Dominican  Republic 
(October  21,  1890),  Zanzibar  (May  16,  1893),  Tasmania  (April  30, 
1894),  Denmark  (and  Faroe  Islands)  (November  20,  1894),  Western 
Australia  (May  11,  1895). 

For  other  States  to  which  these  international  arrangements  have 
been  applied,  see  post,  p.  740. 


ORDER  IN  COUNCIL 

With  Refsrexcb  to  the  Paris  Exhibition,  1900. 

At  the  Court  at  Osborne  House,  Isle  of  Wight,  the  2nd  day  of 
February,  1899. 

PRESENT, 
The  QUEEN'S  Most  Excellent  Majesty  in  Council. 

Whereas  "The  Patents  Designs  and  Trade  Marks  Act  1883'' 
amongst  other  things  provides  by  Section  39  that  the  exhibition  of  an 
invention  at  an  industrial  or  international  exhibition  certified  as  such 
by  the  Board  of  Trade  or  the  publication  of  any  description  of  the 
invention  during  the  period  of  the  holding  of  the  exhibition  or  the  use 
of  the  invention  for  the  purpose  of  the  exhibition  in  the  place  where 
the  exhibition  is  held  or  the  use  of  the  invention  during  the  period  of 
the  holding  of  the  exhibition  by  any  person  elsewhere  without  tho 
privity  or  consent  of  the  inventor  shall  not  prejudice  the  right  of  the 
inventor  or  his  legal  personal  representative  to  apply  for  and  obtain 
provisional  protection  and  a  patent  in  respect  of  the  invention  or  the 
validity  of  any  patent  granted  on  the  application,  provided  that  both 
the  following  conditions  are  complied  with,  namely  : — 

(a)  The  exhibitor  must  before  exhibiting  the  invention  give  the 

Comptroller  the  prescribed  notice  of  his  intention  to  do 
bo;  and 

(b)  The  application  for  a  patent  must  be  made  before  or  within 

six  months  from  the  date  of  the  opening  of  the  exhibition : 

And  whereas  the  said  Act  further  provides  by  Section  57  that  the 
exhibition  at  an  industrial  or  international  exhibition  certified  as  such 
by  the  Board  of  Trade  or  the  exhibition  elsewhere  during  the  period 
of  tho  holding  of  the  exhibition  without  the  privity  or  consent  of  the 
proprietor  of  a  design  or  of  any  article  to  which  a  design  is  applied  or 
the  publication  during  the  holding  of  any  such  exhibition  of  a  descrip- 
tion of  a  design  shall  not  prevent  the  design  from  being  registered  or 
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invalidate  the  registration  thereof^  provided  that  both  the  following     Order  in 
conditions  are  complied  with,  namely  : —  Counoil. 

(a)  The  exhibitor  must  before  exhibiting  the  design  or  ai*ticle  or 
publishing  a  description  of  the  design  give  the  Comptroller 
the  prescribed  notice  of  his  intention  to  do  so ;  and 
(h)  The  application  for  registration  must  be  made  before  or  within 
six  months  from  the  date  of  the  opening  of  the  exhibition : 

And  whereas  her  Majesty,  by  virtue  of  the  authority  committed 
to  her  by  the  provisions  of  "The  Patents  Act,  1886,"  is  empowered 
by  Order  in  Council  from  time  to  time  to  declare  that  the  provisions 
of  the  said  Act  of  1883,  above  recited,  shall  apply  to  any  exhibition 
mentioned  in  the  Order  in  like  manner  as  if  it  were  an  industrial  or 
international  exhibition  certified  by  the  Board  of  Trade,  and  to  provide 
that  the  exhibitor  shall  be  relieved  from  the  conditions  specified  in  the 
said  hereinbefore  recited  sections  of  the  said  Act  of  1883 : 

Now  therefore,  her  Majesty  by  and  with  the  advice  of  her  Privy 
Council  and  by  virtue  of  the  authority  committed  to  her  by  the  said 
Act  of  1886,  doth  declare,  and  it  is  hereby  declared,  that  the  provisions 
of  the  foregoing  sections  of  the  said  Act  of  1883  shall  apply  to  the 
International  Exhibition  to  be  held  at  Paris  in  the  year  1900,  and 
further,  that  the  exhibitor  of  an  invention  a  design  or  any  article  to 
which  a  design  is  applied  shall  be  relieved  from  the  conditions  specified 
in  the  said  hereinbefore  recited  sections  of  the  said  Act  of  1883  of 
giving  notice  as  therein  required  of  his  intention  to  exhibit  such 
invention,  design,  or  article  to  which  a  design  is  applied. 

A.  W.  FiTzROY. 
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CIRCULAR  OF  INFORMATION. 

Is9ued  by  t1^e  Patent  Office  for  the  Outdance  of  Inventors  applpng  for 

Letters  Patent, 

1.  Mode  of  Proceeding  to  obtain  Patents  for  Inventions  in  the 
United  Kingdom.— (i.)  All  applications  and  communications  most  be 
made  in  English.     No  models  are  required. 

(ii.)  Any  person,  whether  a  British  subject  or  not,  may  make  an 
application  for  a  patent,  either  by  direct  communication  with  the 
office  or  through  the  intervention  of  an  agent.    See  p.  738,  paragraph  16. 

Two  or  more  persons  may  make  a  joint  application  for  a  patent, 
and  a  patent  may  be  granted  to  them  jointly.  In  every  case  the 
true  and  first  inventor  (or  inventors)  must  be  a  party  (or  parties)  to 
the  application. 

Applicants  must  apply  in  their  real  names  and  not  under  assumed 
or  trade  names. 

A  company  (body  corporate)  may  apply  for  a  patent  as  joint 
applicant  with  the  inventor,  but  not  as  sole  applicant,  unless  the 
application  is  made  in  respect  of  an  invention  communicated  from 
abroad  (Form  Al),  or  under  the  International  and  Colonial  arrange- 
ments (Form  A 2).  The  application  should  be  made  under  the  seal  of 
the  company. 

A  firm  as  such  cannot  apply  for  a  patent,  but  a  joint  application 
may  be  made  by  all  the  individual  members  of  the  firm. 

The  declaration  on  Form  A  (or  Al  or  A2)  must  be  signed  by  the 
applicant  or  applicants ;  but  all  other  communications  may  be  made 
by  or  through  agents  duly  authorised  to  the  satisfaction  of  the 
comptroller.  For  applications  under  the  International  and  Colonial 
arrangements,  see  pp.  739,  740,  paragraph  22. 

(iii.)  Applications  must  be  left  at  the  Patent  Office  by  hand,  or 
sent  by  post,  addressed  to  the  Comptroller,  Patent  Office,  25 
Southampton  Buildings,  Chancery  Lane,  London,  W.C. 

(iv.)  Every  application  must  be  accompanied  by  a  statement  of  an 
address  to  which  all  communications  from  the  Patent  Office  may  be 
sent. 

(v.)  Application  for  a  patent  may  be  made  in  one  of  two  ways : — 
(a)  The  applicant  may  apply  in  the  first  instance  for  provisional 
protection,  [see  (vi.),  (vii.),  (viii.)  below],  and  at  any  later  period 
within  nine  months  may  leave  his  complete  specification,  or  (6)  the 
applicant  may  leave  his  complete  specification  at  the  time  of  making 
his  application,  [see  (ix.),  (x.)  below],  in  which  case  a  provisional 
specification  is  unnecessary. 
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AjppUcation  aecan^nied  by  Provisional  Specification, 

(vL)  An  application  for  Provisional  Protection  consistB  of — 

(a)  The  Application  Form  A  or  (for  inventions  communi- 
cated from  abroad)  Al,  or  (for  applications  under  the 
International  and  Colonial  arrangements)  A2,  stamped 
£1,  duly  filled  in  as  directed  by  the  marginal  notes  on 
the  form,  and  signed  by  the  applicant  or  applicants, 
and 
(h)  The  Provisional    Specification,  Form  B,  in  duplicate. 
Form  £  does  not  require  to  be  stamped. 
(viL)  The  provisional  specification  must  fairly  describe  the  nature 
of  the  invention  and  be  accompanied  by  drawings  if  required.     See 
(xiiL)  below  for  regulations  as  to  drawings.     The  applicant  should  in 
this  document  give  a  clear  description  of  the  invention,  but  he  need 
not  enter  into  all  the  minute  details  as  to  the  manner  in  which  the 
invention  is  to  be  carried  out. 

(viii.)  Unless  a  complete  specification,  stamped  £3,  is  left  within 
nine  months  from  the  date  of  application  (or  with  extension  fee 
(Form  TJ),  ten  months),  the  application  is  deemed  to  be  abandoned. 
The  complete  specification  should  be  prepared  as  stated  at  (x.)  below. 
It  should  refer  to  the  number  and  date  of  the  provisional  specification, 
and  should  contain  a  full  and  detailed  description  of  the  invention, 
independent  of  the  description  given  in  the  provisional  specification. 
Drawings  which  may  have  been  filed  with  the  provisional  specification 
may  be  used  again  with  the  complete  specification,  if  they  are 
considered  suitable.  Where  this  is  done  the  drawings  should  be 
referred  to  in  the  complete  specification  as  those  "  left  with  the 
provisional  specification." 


Patent 

Office 

Circular. 


Application  accompanied  by  Complete  Specification. 

(ix.)  An  application  accompanied  by  complete  specification  con- 
sists of — 

(a)  The  Application  Form  A  or  (for  inventions  communi- 
cated from  abroad)  Al,  or  (for  applications  under 
the  International  and  Colonial  arrangements)  A2, 
stamped  £1,  duly  filled  in,  as  directed  by  the  mar- 
ginal notes  on  the  form,  and  signed  by  the  applicant 
or  applicants,  and 
(6)  The  complete  specification.  Form  C,  stamped  £3,  and 
unstamped  duplicate, 
(x.)  The  complete  specification  must  be  begun  upon  Form  C  (bear- 
ing a  £3  stamp),  and  continued,  if  necessary,  on  foolscap  paper.     The 
duplicate  must  be  an  exact  copy,  but  unstamped.     The  specification 
should  contain  a  full  and  detailed  description  of  the  invention,  of  such 
a  nature  that  the  invention  could  be  carried  into  practical  effect  by  a 
competent  workman  from  the  directions  of  the  document  alone.     See 
(xiii)  below  for  regulations  as  to  drawings. 

It  is  necessary  to  make  a  distinct  and  proper  statement  of  claims 
in  the  complete  specification,  and  inventors  should  be  careful  that 
their  claims  include  neither  more  nor  less  than  they  desire  to  protect 
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Patent      by  their  patent.     In  the  claims  the  actual  novelty  or  novelties  in  the 
OAoe       structure,  or  composition,  or  processes,  or  apparatus,  should  be  stated. 
Circular.  Claims  are  not  intended  to  be  made  for  the  efficiency  or  advantages 
of  the  invention. 


Tides  of  Inventions. 

(xi.)  The  title  of  the  invention  should  appear  on  the  application 
form  and  at  the  commencement  of  the  specification,  and  the  wording 
of  the  title  in  the  two  documents  should  be  identical.     ' 

In  the  title  of  the  invention  the  following  forms  are  not  allow- 
able— 

(a)  Fancy  names  or  titles,  e,g,,  The  Simplex  Wheel ;  The  Her- 
cules Braces. 
(6)  The  use  of  the  inventor's  name,  or  of  the  word  "  Patent." 
(c)  The  abbreviation  ** etc"     This  should  be  replaced  by  words 
expressing  the  intended  meaning  of  the  term,  or  by  the 
phrase  "  and  the  like." 


Specifications  and  other  Documents^ 

(xii.)  The  specifications  and  all  other  documents  must  be  written 
or  printed  in  large  and  legible  characters  upon  strong  wido-ruled  fools- 
cap paper  measuring  thirteen  by  eight  inches  (on  one  side  only),  leaving 
a  margin  of  two  inches  on  the  left-hand ;  and  the  signatures  of  the 
applicants  or  agents  thereto  must  be  written  in  a  large  and  legible 
hand,  and  the  several  sheets  should  be  fastened  together  at  the  top 
left-hand  comer. 

Drawings. 

(xiil.)  The  provisional  or  complete  specification  need  not  (a)  be 
accompanied  by  drawings  if  the  specification  sufficiently  describes  the 
invention  without  them,  but  if  furnished,  they  should  accompany 
the  provisional  or  complete  specification  to  which  they  refer.  No 
drawing  or  sketch  such  as  requires  a  special  engraving  for  letterpress 
should  appear  in  the  specification  itself. 

Where  drawings  accompany  the  specification,  they  must  be  de- 
livered at  the  Patent  Office  either  in  a  flat  state  or  on  rollers,  so  as  to 
be  free  from  folds,  breaks,  or  creases. 

They  must  be  made  on  pure  white,  hdt-pressed,  rolled,  or  calendered 
drawing-paper  of  smooth  surface  and  good  quality,  and  where  possible 
without  colour  or  Indian-ink  washes. 

They  must  be  on  sheets  of  one  of  the  two  following  sizes  (the 
smaller  being  preferable),  thirteen  inches  at  the  sides  by  eight  inches 
at  the  top  and  bottom,  or  thirteen  inches  at  the  sides  by  sixteen  inches 
at  the  top  and  bottom,  including  margin,  which  must  be  half  an  inch 
wide.  If  there  are  more  figures  than  can  be  shewn  on  one  of  the 
smaller-sized  sheets,  two  or  more  of  these  sheets  should  be  used  in 
preference  to  employing  the  larger  size.  When  an  exceptionally  large 
drawing  is  required,  it  should  be  continued  on  subsequent  sheets. 
There  is  no  limit  to  the  number  of  sheets  that  may  be  sent  in. 


(a)  The  words  "  need  not  he  accom- 
paniod  by  drawings,"  apply  mainly  to 
inventions  for  processes  and  the  like. 


Mechanical  inventions  capable  of  illas- 
tration  by  drawings  should  be  described 
with  their  aid. 
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To  ensure  their  satisfactory  reproduction,  the  drawings  must  be 
executed  with  ahsoluiely  black  Indian  ink  ;  ike  same  strength  and  colour 
bf  fine  and  shade  lines  to  he  maintained  throughout.  Section  lines  and 
lines  for  effect,  or  shading  lines,  must  not  be  closely  drawn.  Reference  - 
figures  and  letters  must  be  Jx>ld,  distinct,  and  not  less  than  one-eighth 
of  an  inch  in  height ;  and  the  same  letters  should  be  used  in  different 
views  of  the  same  parts.  In  cases  of  complicated  drawings,  the 
reference  letters  must  be  shewn  outside  the  figure,  and  connected  with 
the  part  referred  to  by  a  fine  line. 

The  scale  adopted  should  be  large  enough  to  shew  clearly  wherein 
the  invention  consists^  and  only  so  much  of  the  apparatus,  machine, 
etc.,  need  be  shewn  as  effects  this  purpose.  When  the  scale  is  shewn 
on  the  drawing  it  should  be  denoted,  not  by  words,  but  by  a  drawn 
scale.  , 

Drawings  must  bear  the  name  of  the  applicant  (and  in  the  case  of 
drawings  Iqf t  with  a  complete  specification  after  a  provisional  speci- 
fication, the  number  and  year  of  the  application)  in  the  left  hand  top 
comer;  the  number  of  sheets  of  drawings  sent,  and  the  number  of 
each  sheet  in  the  right-hand  top  corner  ;  and  the  signature  of  the  appli- 
cant or  his  agent  in  the  right-hand  bottom  comer. 

No  written  description  of  the  invention  should  appear  on  the 
drawings. 

Wood  engravings,  or  representations  of  the  invention,  other  than 
the  drawings  prepared  as  above  described,  will  not  be  received,  unless 
of  such  a  character  as  to  be  suitable  for  reproduction  by  the  process  of 
photo-lithography. 

A  facsimile  of  the  original  drawings  but  without  colour  or  Indian- 
ink  washes,  and  prepared  strictly  (a)  in  accordance  with  the  regulations 
prescribed  above,  must  accompany  the  originals,  and  be  marked  '*  true 
copy." 

If  an  applicant  desires  to  adopt  the  drawings  lodged  with  his  pro- 
visional specification  as  the  drawings  for  his  complete  specification,  he 
should  refer  to  them  as  those  "  left  with  the  provisional  specification." 

2.  Forms  of  Application  and  other  Patent  Forms. — (i.)  Forms  are 
not  supplied  by  the  Patent  Ofiice,  but  can  be  purchased  on  personal 
application  at  the  Inland  Revenue  Office,  Royal  Courts  of  Justice 
(Room  No.  6),  or,  at  a  few  days'  notice  and  upon  prepayment  of  the 
value  of  the  stamp,  at  any  Money  Order  Office  in  the  United  Kingdom. 

If  it  should  not  be  oooTenient  to  apply  in  person  in  either  of  the  wajs  specified, 
the  stamped  forms  can  be  ordered  by  post  from  the  Controller  of  Stamps,  Boom  7, 
Inland  Bevenne  Office,  Somerset  House,  London,  W.G.  In  that  case  a  bankers' 
draft  or  a  money  or  postal  order,  payable  to  the  Commissioners  of  Inland  Revenue 
and  crossed  Bank  of  England,  for  the  value  of  the  slamp  and  for  the  cost  of  postage 
and  registration,  must  be  forwarded  to  ^Somerset  House  with  the  application  tor 
the  Form. 

£     s.     d. 
Form  A.  Application  for  patent 10    0 

„      A^  „  „  for  invention  communicated 

from  abroad 10     0 

„      A^.  Application  for  patent  under  International  and 

Colonial  arrangements      «         •        •         •        .10     0 

„      B.  Provisional  specification No  fee. 

„      C.  Complete  specification 3     0     0 

(a)  It  is  desirable  that  the  reference      Uue  pencil  (not  aniline  pencil), 
letters  in  the  '*  true  copy  "  be  in  fainl 


Patent 

Office 

Circular. 
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Patent      Form  C\  On  postal  request  for  printed  copy  of  specification 
Office  (f^  ^^  ***  ^^^  United  Kingdom  mdy)         .        .008 

drcnlar.        >»     ^'  ^^  notice  of  opposition  to  grant  of  patent.     By 

L_  opponent 0  10    0 

„     E.  On  hearing  by  comptroller.     By  applicant  and  by 

opponent  respectively      •     '  .        .        .        .10    0 
„     F.  On  application  to  amend  specification.     Up  to 

sealing 1  10    0 

On  application   to   amend   specification.     After 

sealing 3     0     0 

„     G.  On   notice  of   opposition    to    amendment.      By 

opponent 0  10    0 

„      H.  On  application  to  the  Board  of  Trade  for  a  com- 
pulsory license 5    0    0 

„       I.  On  opposition  to  grant  of  compulsory  license        •COO 
„      J.  On  certificate  of  payment  of  renewal  fee : — 

Before  the  expiration  of  the  4th  year  from  date  of 

patent,  and  in  respect  of  the  5th  year    5    0    0 
„  5th  „  „      6th    „       6    0     0 

„  6th  „  „      7th     „       7     0    0 

„  7th  „  „      8th    „       8    0    0 

„  8th  „  „     9th    „       9    0    0 

„  9th  „  „    10th    „     10    0    0 

„  10th  „  „    11th     „     11     0    0 

„  11th  „  „    12th    „     12    0    0 

,y  12th  „  „    13th    „     13    0    0 

„  13th  „  „    14th    „     U    0     0 

E.  On  enlargement  of  time  for  payment  of  renewal 
fees: — 

Not  exceeding  1  month      10     0 
n  »  „  „  2  months    3     0     0 

II  II  II  11  3        „         5     0     0 

L.  For  every  entry  of  an  assignment,  transmission,  or 

agreement        .        .        .        .        •        •        .     0  10    0 
M.  For  every  entry  of  a  license  .        .        .        .    0  10    0 

N.  For  duplicate  of  letters  patent  .  .  .  .200 
O.  On  notice  to  comptroller  of  intended  exhibition  of 

unpatented  invention 0  10     0 

P.  On  request  to  comptroller  to  correct  a  clerical 

error.     Up  to  sealing       .        •        •         .        .050 
On  request  to  comptroller  to  correct  a  clerical 
error.     After  sealing  .        .         .        .         .10     0 

Q.  For  certificate  of  comptroller  .  »  .  .050 
R.  For  altering  address  in  register  .  .  r  .050 
S.  For  every  entry  of  an  extension  of  patent  .  .  0  10  0 
T.  On  appeal  from  comptroller  to  law  officer  •  .300 
U.  On  enlargement  of    time    for  leaving  complete 

specification: — Not  exceeding  1  month     .         .200 
y>  On  enlargement  of  time  for  acceptance  of  complete 
specification  after  12  months: — 

Not  exceeding  1  month      2    0    0 

„  2  months     4     0    0 

3       „         6    0    0 
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(ii.)  Forms  A,  B,  C,  and  C*  are,  however,  usually  kepi  on  sale  at  the      Patent 
undermentioned  places : —  Office 

The  Inland  Revenue  Office,  Royal  Courts  of  Justice  (Room  No.*  6).  Circular 

The  following  Post  Offices :—  L 

London  General  Poet  Office,  E.C. 
Poet  Office,  195,  Whitcchapel  Road,  £. 

„  239,  Boroogh  High  Street, 

S.E. 

„  Charing  Crosa,  W.C. 


Post  Office,  Lombard  Street,  E.C. 

„  28,  Eversholt  Street,  Cam- 

den Town,  N.W. 
„  12,  Parliament  Street,  S.W., 


and  at  the  following  Chief  Post  Offices : — 


In  England  and 
Wales. 

Aocrineton. 

Altrincnam. 

ABhton-nnder-Lyne. 

Barneley. 

Barrow-in-Fnmeas. 

Bath. 

Bedford. 

Beverley. 

Birkenliead. 

Birmingham. 

Blackbnm. 

Bolton. 

Bradford. 

Brighton. 

Bristol. 

Bromsgrovc. 

Burnley. 

Barslem. 

Bnrton-on-Trent. 

Bnry. 

Cambridge. 

Cardiff. 

Carlisle. 

Cbathnm. 

Chester. 

Clitheroe. 

Congleton. 

Coventry. 

Crewe: 

Croydon. 

Darlaston. 

Derby. 

Dewsbnry. 

Doncaster. 


Dorchester. 

Driffield. 

Droitwich. 

Dudley. 

Durliam. 

Exeter. 

Gateshead. 

Goole. 

Qreenwich. 

Guildford. 

Halifax. 

Hartlepool. 

Huddersficld. 

Hull. 

Ipswich. 

Kiighley. 

Kendal. 

Kidderminster. 

Knarcsbro'. 

Knntsfoid. 

Lancaster. 

Leamington. 

Leeds. 

Leicester. 

Lichfield. 

Lincoln. 

Liverpool. 

Macclesfield. 

Manchester. 

Middlesbrough. 

Nantwich. 

Newcastle. 

Newport  (Mon.). 

Northallerton. 

Northampton. 

Nottingham. 

Nuneaton. 


Oldbury. 

Oldham. 

Patrington. 

Plymouth. 

Pontefract. 

Portsmouth. 

Prescot. 

Preston. 

Reading. 

Bedditch. 

Richmond  (Torks.). 

Ripon. 

Rochdale. 

Rotherham. 

Rugby, 

Salford. 

St.  Helens. 

Scarborough. 

Sedgeley. 

Sheffield. 

Southampton. 

Stafford. 

Stalybridge. 

Stockport. 

Stoke-on-Trent. 

Stourbridge. 

Stourport. 

Sunderland. 

Swansea. 

Tiim  worth. 

Truro. 

Tunstall. 

Wakefield. 

WaUall. 

Warrington. 

Wednesbury. 

West  Bromwich. 


Whitby. 

Widnes. 

Wigan. 

Wolverhampton. 

Wolverton. 

Woolwich. 

Worcester. 

York. 


In  Scotland. 

Aberdeen. 

Dumbarton. 

Dundee. 

Edinburgh. 

Glasgow. 

Greenock. 

Inverness. 

Lanark. 

Leith. 

Paisley. 

Perth. 

Renfrew. 


In  Ireland. 

Belfast. 

Cork. 

Dublin. 

Dundalk. 

Galway. 

Limerick. 

liOndonderry. 

Waterford. 

Wexford. 


S.  Opposition  to  the  Grant  of  a  Patent. — Under  Section  11  of  the 
Act  of  1883,  opposition  may  be  made  to  the  grant  of  a  patent  at  any 
time  within  two  months  from  the  date  of  the  adyertisement  in  the 
Illustrated  Official  Journal  of  the  acceptance  of  the  complete  specifica- 
tion, by  any  person ;  on  the  ground  of  the  applicant  having  obtained 
the  invention  from  him,  or  from  a  person  of  whom  he  is  the  legal 
representative ;  or  on  the  ground  that  the  invention  has  been  patented 
in  this  country  on  an  application  of  prior  date  ;  or  on  the  ground  that 
the  complete  specification  describes  or  claims  an  invention  other  than 
that  described  in  the  provisional  specification  and  that  such  other 
invention  forms  the  subject  of  an  application  made  by  the  opponent  in 
the  interval  between  the  leaving  of  the  provisional  specification  and 
the  leaving  of  the  complete  specification ;  but  an  no  other  ground.  See 
par.  2,  Form  D. 
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latent  4.  Amendment  of  Specification. — Under  Section  18  of  the  Act,  a 

Qfiee       complete  specification  may  be  amended  by  way  of  disclaimer,  correction, 

Circnlar.    ^^'  explanation,  but  no  amendment  will  be  allowed  that  would  make 

the  specification  as  amended  claim  an  invention  substantially  larger 

than  or  substantially  different  from  the  invention  claimed  by  the 
specification  as  it  stood  before  amendment.  A  request  for  leave  to 
amend  must  be  made,  and  signed,  by  the  applicant,  or  the  registered 
proprietor  of  the  patent,  and  must  be  accompanied  by  a  certified  printed 
copy  of  the  specification  shewing  clearly  in  red  ink  the  proposed 
amendments.  A  printed  copy  of  any  published  specification  may  be 
obtained  from  the  Patent  Office,  25,  Southampton  Buildings,  W.C, 
price  8<f .,  including  inland  postage.  See  par.  25.  The  fee  for  certifying 
the  printed  copy  is  one  shilling.  Care  should  be  taken  to  indicate 
clearly  what  part  of  the  printed  description  it  is  proposed  to  omit,  and 
at  what  point  interlineations  are  to  be  inserted.  Additional  descrip- 
tion which  cannot  be  written  upon  the  printed  copy,  should  be  written 
upon  a  separate  sheet  and  attached  to  the  print.  See  par.  2,  Forms 
FandP. 

Note. — It  should  be  remembered  that  the  proposed  amendments,  whether  allow- 
able or  not,  are  made  public  and  advertised,  and  that  this  publication  may  be  a  bar 
to  obtaining  a  valid  patent  for  matter  disallowed  by  way  of  amendment.  No 
amendment  of  a  provisional  specification  is  allowed  under  Section  18;  but  cleri&il 
errors  therein  may  be  corrected. 

6.  Pajrment  of  Renewal  Pees  for  Continuance  of  Patent. — Every 
patent  is  granted  for  the  term  of  fourteen  years  from  the  date  of  applica- 
tion, subject  to  the  payment,  before  the  expiration  of  the  fourth  and  each 
succeeding  year  during  the  term  of  the  patent,  of  the  prescribed  fee. 
The  patentee  may  pay  all  or  any  of  such  prescribe  annual  fees 
in  advance. 


Table  showing 

Amount  or 

Renewal  Fees  payable  Year  by 

Year. 

Amount  payable  in  respective  year*. 

Year  in  which  the 

patent  is  dated. 

1 

law. 

isoo. 

1901. 

. 

1902.  1  1903. 

1 

1904. 

1906. 

1906. 

1907. 

1908. 

1909. 

£ 

£ 

£ 

£ 

£ 

£ 

£ 

£ 

£ 

£ 

£ 

1886     

14 

1887     

13 

14 

1888     

12 

13 

14 

1889     

11 

12 

13 

14 

1890     

10 

11 

12 

18 

14 

1891     

9 

10 

11 

12 

13 

14 

1892     

8 

9 

10 

11 

12 

18 

14 

1893 

7 

8 

9 

10 

11 

12 

13 

14 

1894     

6 

7 

8 

9 

10 

11 

12 

13 

14 

1895     

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

1896    

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

1897    

5 

6 

7 

8 

9 

10 

11 

12 

13 

1898     

5 

6 

7 

8 

9 

10 

11 

12 

1899    

5 

6 

7 

8 

9 

10 

11 

Payment  must  be  made  by  way  of  Form  J  duly  stamped,  which 
must  be  sent  to  the  Patent  Office  for  entry  of  the  payment  in  the 
Register.  The  production  of  letters  patent  at  the  Patent  Office  on 
payment  of  these  fees  is  not  required.     See  par.  2,  Form  J. 

As  the  payment  of  these  renewal  fees  is  i-egulated  by  Act  of 
Parliament,  a  fee  cannot  be  received  a  single  day  after  it  is  due ;  but 
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if  by  accident,  mistake,  or  inadvertence  the  payment  has  been  omitted, 
application  may  be  made  to  the  comptroller,  on  Patent  Form  "  K," 
for  an  extension  of  time  to  make  such  payment,  specifying  the  reason 
for  such  omission,  but  no  extension  can  be  allowed  beyond  three  - 
months.     See  par.  2,  Form  K. 

6.  Enlargement  of  Time. — ^Applications  for  enlargement  of  time 
must  state  in  what  circumstances  and  upon  what  grounds  the  enlarge- 
ment is  applied  for.     See  par.  2,  Forms  K,  U,  and  V. 

7.  Assignments,  Licenses,  etc. — Deeds  of  assignments  of  patents, 
and  other  documents  affecting  the  proprietorship  of  patents,  licenses 
to  manufacture  or  use  patented  inventions,  are  required  by  Section  23 
of  the  Act  to  be  entered  in  the  Register  at  the  Patent  Office.  No 
document  can,  however,  be  recorded  until  the  patent  affected  has  been 
actuaUy  sealed.  Every  assignment  sent  for  registration  must  be  under 
hand  and  seal  and  duly  stamped  in  accordance  with  the  provisions  of 
the  Stamp  Act,  1891,  and  must  be  accompanied  by  an  attested  copy 
written  upon  foolscap  paper  (on  one  side  only)  and  bearing  a  la, 
impressed  stamp,  and  by  the  stamped  Form  of  Request.  See  par.  2, 
Form  L  and  Form  M.  Names  of  individual  members  of  firms  should 
be  set  out  on  the  Form  of  Request. 

8.  Exhibitions  of  Unpatented  Inventions. — ^Any  person  may 
exhibit  an  unpatented  invention  at  an  exhibition  certified  by  the  Board 
of  Trade  as  industrial  or  international,  without  prejudice  to  his  sub- 
sequent patent  rights,  provided  (a)  that  he  gives  the  prescribed  notice 
to  the  comptroller  of  his  intention  so  to  exhibit  it,  and  (6)  that  the 
application  for  a  patent  be  made  within  six  months  from  the  date  of 
the  opening  of  the  exhibition.  See  par.  2,  Form  O.  In  the  case  of 
exhibitions  held  out  of  the  United  Kingdom  (Sec.  3  of  the  Act  of  1886) 
no  notice  of  intention  to  exhibit  is  required  to  be  given  to  the 
comptroller. 

9.  Comptroller's  Certificate. — Any  one  wishing  to  be  informed  as 
soon  as  a  complete  specification  is  accepted,  or  an  application  for 
amendment  is  entered,  should  forward  a  copy  of  Form  Q  with  a  request 
for  such  information.  See  par.  2,  Form  Q.  An  applicant  for  a  patent^ 
however,  is  duly  notified  of  the  acceptance  of  his  complete  specification. 

10.  Provisional  Protection. — Provisional  protection,  which  is  con- 
ferred by  the  acceptance  of  an  application,  entitles  an  applicant  to  use 
and  publish  his  invention  without  thereby  prejudicing  his  patent-rights, 
but  it  does  not  protect  him  from  infringement.  The  right  to  sue  for 
infringement  does  not  arise  until  a  patent  is  sealed,  and  then  only  in 
respect  of  such  infringements  as  have  been  committed  after  the  accept- 
ance and  publication  of  the  complete  specification.  The  certificate  of 
receipt  issued  when  an  application  is  lodged  does  not  confer  provisional 
protection. 

11.  Searches,  Office  Copies,  etc. — Searches  cannot  be  undertaken 
by  the  Patent  Office,  but  must  be  mode  by  the  person  requiring  infor- 
mation, or  by  his  solicitor  or  agent.     See  par.  25. 

The  following  fees  are  charged : —  £  «.  d. 

For  inspection  of  original  documents  ....  each  010 
For  office  cof^ies  .  .  every  100  words  (but  never  less  than  1«.)  0  0  4 
For  certifyiog  office  copies,  MS.  or  printed  .  .  .  each  0  10 
An  additional  stamp  duty  of  one  fihilling  i$  alto  charged  under  the  Stamp 
Act  upon  ceriiJUd  eopiet  of  Begitter$y  or  of  stamped  legal  documents. 
For  office  copies  of  drawings,  cost  according  to  size  and  character  of  drawings. 
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Patent  12.  Information  by  Post. — Any  person  wishing  to  know  whether 

Office       ^  particular  patent  is  still  in  force,  or  any  similar  details,  may  obtain 

Circnlar.    ^^  extract  from  the  Register  of  Patents  upon  stating  the  number  and 

L  year  of  the  patent  and  forwarding  the  fee  of  one  shilling  by  postal 

order. 

13.  Date  of  Printing  Specification  and  Sealing  Patent. — Specifi- 
cations are  printed  three  weeks  after  the  complete  specification  has 
been  accepted.  The  patent  is  usually  sealed  about  ten  weeks  after 
the  acceptance  of  the  complete  specification,  i.e.  about  ten  days  after 
the  expiration  of  the  period  allowed  for  opposition.     See  par.  3. 

14.  Documents  not  Open  to  Inspection. — ^The  proyisional  speci- 
fication (if  any)  and  the  complete  specification  are  not  open  to  public 
inspection,  for  searches  or  for  copying,  until  after  the  acceptance  of  the 
complete  specification.  The  specifications  of  abandoned  or  void  appli- 
cations are  not  printed  or  open  to  inspection. 

15.  Use  of  the  word  ^*  Patent." — Any  person  who  represents  that 
any  article  sold  by  him  is  a  patented  article  when  no  patent  has  been 
granted  for  the  same  is  liable  for  every  offence  on  summary  con- 
viction to  a  fine  not  exceeding  five  pounds.  In  a  case  decided  by 
a  police  magistrate,  it  was  held,  however,  that  a  person  was  entitled 
to  mark  goods  with  the  word  "  patent "  after  the  complete  specification 
had  been  accepted.  (See  Section  15  of  the  Act,  and  Reports  of  Patent 
Cases,  vol.  13,  p.  265.) 

16.  Advice  on  Patent  Matters,  Opinions  as  to  the  Merit  or 
Novelty  of  Inventions,  the  Infringement  or  Fraudulent  Appropriation 
of  Inventions,  etc. — (a)  The  Patent  Office  does  not  undertake  to  give 
legal  advice  or  opinions  on  any  subject  connected  with  patent  law, 
which,  like  other  laws,  is  left  to  the  interpretation  of  professional 
men;  nor  does  the  Patent  Office  examine  specifications  or  other 
documents  before  they  are  filed. 

(&)  The  Patent  Laws  of  this  country  make  no  provision  for  an 
official  search  as  regards  novelty ;  and  consequently  British  patents 
are  taken  out  at  the  risk  of  applicants,  who  are  expected  to  cause 
a  search  to  be  made  as  to  the  novelty  of  their  inventions  either  before 
they  make,  or  before  they  complete,  their  applications.  Nor  does  the 
Patent  Office  report  as  to  the  patentability  of  an  alleged  invention 
unless  its  use  is  contrary  to  law  or  morality,  or  it  is  of  a  frivolous 
nature.  According  to  Section  46  of  the  Patents,  etc..  Act,  1883, 
'^ '  Invention '  means  any  manner  of  new  manufacture  the  subject  of 
letters  patent  and  grant  of  privilege  within  section  six  of  the  Statute 
of  Monopolies  (that  is,  the  Act  of  the  twenty-first  year  of  the  reign  of 
King  James  the  First,  chapter  three,  intituled  'An  Act  concerning 
Monopolies  and  Dispensations  with  Penal  Laws  and  the  Forfeiture 
thereof  *),  and  includes  an  alleged  invention." 

(c)  It  is  left  to  every  person  to  protect  his  rights  by  opposition  or 
otherwise.  See  par.  3.  A  patent  is  granted  upon  an  application 
which  passes  the  prescribed  stages  and  is  unopposed,  whether  the 
invention  be  novel  or  not. 

(d)  The  Patent  Office  cannot  recommend  any  particular  patent 
agent  for  employment  by  applicants,  but  a  list  of  registered  patent 
agents  may  be  obtained  from  Messrs.  Eyre  and  Spottiswoode,  East 
Harding  Street,  Fleet  Street,  E.G.,  and  32,  Abingdon  Street, 
Westminster,  S.W.,  or  through  any  bookseller.  Price  (including 
postage)  1«.  Id. 
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17.  Application  for  Assistance,  Bednction  of  Fees,  etc. — ^It  is  not 
within  the  power  of  the  comptroller  to  comply  with  any  of  the 
following  requests : — 

For  pecuniary  assistance  to  obtain  patents. 

„    reduction  or  remiBaion  of  any  of  the  fees  required  by  the  patent  law. 
„    purchase   or   acquirement   of   any  interest  in   patented   or   other 

inventions. 
„    reoommendation  of  any  invention  for  purchase  or  use  by  a  (Joyemxneut 

Department  or  by  the  public. 

18.  Mechanical  Inventions  not  Protected  by  Registration. — As 
many  inventors  imagine  that  mechanical  inventions  can  be  protected 
by  registration  as  designs,  it  may  be  stated  that  improvements  in  the 
construction,  arrangement,  or  application  of  machineiy  can  only  be 
protected  by  a  patent. 

19.  Patent  Medicines. — Communications  with  respect  to  the 
preparation  and  supply  of  medicine  stamps  appropriated  to  a  particular 
medicine,  or  as  to  the  liability  to  Stamp  Duty  of  so-called  "Patent 
Medicines,"  should  be  addressed  to  the  Secretary  (Stamps  and  Taxes), 
Inland  Revenue,  Somerset  House,  W.C. 

The  use  of  medicine  stamps  does  not  have  the  effect  of  letters 
patent. 

20.  Pull-size  Copies  of  Drawings.— Full-size  copies  of  drawings 
printed  by  photo-lithography  may  be  obtained  at  the  undermentioned 
rates : — 


Patent 

Office 

Circnlar. 


Ko.  of  oopfe5. 


Single  copies     

Not  exceeding    6  copies 
12      „ 
25      „ 


Whole  sheets 
imperUl 
(30  X  20- 


8.  d. 

25  0 

28  0 

30  0 

32  0 


Half-sheets 
impf^rial 
(15  X  22). 


s,  d. 

15  0 

18  0 

20  0 

22  0 


FooUcap  b1z9 
(.3X16). 


0.  d. 

15  0 

17  0 

18  6 
20  0 


Half  foolscap 
(13  X  8). 


«.  d. 

10  0 

12  0 

13  6 
15  0 


If  a  satisfactory  photograph  cannot  be  obtained  from  the  original  drawing,  an 
extra  charge  will  be  made  to  cover  the  expense  of  taking  a  tracing. 

When  the  original  drawings  are  colonrod  there  will  also  be  an  extra  charge  for 
oolonring  the  copies. 

21.  Patents,  etc.,  in  the  British  Colonies  and  Foreign  States.— 
Applications  for  Colonial  or  Foreign  Patents,  etc.,  must  be  made  to 
the  Government  of  the  Colony  or  Foreign  State  in  which  protection  is 
desired.  A  collection  of  Colonial  and  Foreign  patent,  design,  and 
trade  mark  laws  and  rules  may  be  seen  in  the  Free  Library  of  the 
Patent  Office. 

22.  International  and  Colonial  Arrangements. — An  International 
Convention  for  the  Protection  of  Industrial  Property  exists  between 
the  foUowing  States  : — 

Santo  Domingo. 

Servia. 

Spain. 

Sweden. 

Switzerland. 

Tunis. 

United  States  of  America. 


Belgium. 

Great  Bntain. 

Brazil. 

Italy. 
Netherlands. 

Caragoa  and  Sorinam. 

Denmark. 

New  Zetland. 

East  Indian  Colonics  of 

Norway. 

the  Netherlands. 

Portugal. 

France. 

Queensland. 
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Patent  -^  ^^Py  ^^  ^^^  ^^^  ^^  ^^  Convention,  published  by  Messrs.  Eyre 

OflOQ       and  Spottiswoode,  may  be  purchased  for  2d.  through  any  bookseller. 
Circular.  Under  this  Convention,  an  applicant  for  a  patent  in  any  one  of 

L  the  Contracting  States  may  obtain  six  or  seven  months'  priority  in  any 

of  the  other  States. 

Similar  arrangements,  for  the  mutual  protection  of  inventions, 
designs,  and  trade  marks,  have  been  made  between  Great  Britain 
on  the  one  side,  and  each  of  the  following  States  and  Colonies  on 
the  other : — 

Ecuador  (Designs  and  Trade  Marks  only),  Greece  (Deaixns  and  Trade  Marks 
onlyX  Mexico,  Paraguay,  Ronmania  (Designs  and  Trade  Marks  only),  Tasmania, 
Urugoay,  Western  Australia. 

An  application  in  the  United  Kingdom  for  a  patent  having  priority 
of  date  under  the  International  and  Colonial  arrangements  must  be 
made  within  seven  months  from  the  date  of  the  first  foreign  application, 
and  must  be  signed  by  the  person  or  persons  by  whom  such  first  foreign 
application  was  made.  It  must  be  made  upon  Form  A'  (stamped  ^1, 
and  obtainable  upon  prepayment  of  the  value  of  the  stamp,  through  any 
Money  Order  Office),  and  in  addition  to  the  specification,  provisional 
or  complete,  must  be  accompanied  by — 

1.  A  copy  or  copies  of  the  specification  and  drawings  as  filed  in  the  Patent 

Office  of  the  foreign  State  or  British  Possession  in  respect  of  the  first 
foreign  application  duly  certified  by  the  official  chief  of  such  Patent  Office, 
or  otherwise  verified  to  the  satisfaction  of  the  comptroller; 

2.  A  statutory  declaration  as  to  the  identity  of  the  inyention  in  respect  of  which 

the  application  is  made  with  the  inyention  in  respect  of  which  the  said 
first  foreign  application  was  made,  and  if  the  specification  be  in  a  foreign 
language,  a  translation  thereof  shall  be  annexed  to  and  verified  by  sach 
statutory  declaration. 

An  International  Office,  in  connection  with  the  Convention,  has 
been  established  at  Berne,  Switzerland,  which  publishes  a  monthly 
periodical,  entitled  "La  Propriety  Industrielle."  The  yearly  sub- 
scription (including  postage)  for  all  countries  within  the  Postal  Union 
is  5  francs  60  centimes,  and  should  be  forwarded  by  money  order  to 
L'Imprimerie  Co-operative,  Berne. 

23.  Patent  Museum,  South  Kensington.— This  Museum  was  in 
1883  placed  under  the  management  of  the  Department  of  Science  and 
Art.  It  no  longer  forms  a  separate  section,  but  has  been  incorporated 
with  the  general  Science  Collections  of  the  South  Kensington  Museum. 
All  communications  relating  thereto  should  be  addressed  to  the 
Secretary,  Science  and  Art  Department,  South  Kensington,  London, 
S. W.  The  Science  Collections  are  open  to  the  public  free  daily,  from 
10  a.m.  to  10  p.m.  on  Mondays,  Tuesdays,  and  Saturdays,  and  from 
10  a. m.  to  4,  5,  or  6  p.m.  on  other  days  of  the  week,  according  to  the 
season.  A  number  of  the  models  may  be  seen  in  motion  from  11  a.m. 
to  the  hour  of  closing.     Entrance — Exhibition  Road. 

24.  Patent  Office  Library. — The  reading  rooms  of  the  Free  Public 
Library,  in  the  Patent  Office,  are  open  daily,  from  10  a.m.  till  10  p.m., 
except  on  Sundays,  Christmas  Day,  Good  Friday,  and  Bank  Holidays. 
On  the  day  observed  as  her  Majesty's  birthday,  Christmas  Eve,  Easter 
Eve,  and  Whitsun  Eve,  the  Library  is  closed  at  4  p.m. 

During  the  re-building  of  the  Patent  Office,  the  Free  Library  will 
be  transferred  to  temporary  premises  in  Bishop's  Court,  Chancery 
Lane  (a  few  yards  west  of  the  Chancery  Lane  Post-office). 
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In  addition  to  the  Printed  Specifications,  Indexes,  and  other 
publications  of  the  Patent  Office,  the  -Library  contains  a  collection 
of  the  leading  British  and  Foreign  Scientific  Journals,  Transactions  of 
Learned  Societies,  and  text-books  of  Science  and  Art,  and  the  full  or  . 
abridged  Patent  Specifications  of  the  following,  countries  : — Barbados, 
Belgium,  Canada,  Cape  Colony,  Denmark,  France,  Grermany,  Italy, 
Japan,  Mauritius,  Natal,  New  South  Wales,  Norway,  Portugal,  Queens- 
land, Russia,  St.  Lucia,  St.  Vincent,  Straits  Settlements,  Sweden, 
Switzerland,  Trinidad,  United  States  of  America,  Victoria. 

25.  Patent  Office  Publicatioiis.—These  may  be  consulted  daily  at 
the  Free  Public  Library  in  the  Patent  Office;  at  the  Science  and 
Art  Department,  South  Kensington  j  and  at  the  Free  Libraries,  etc., 
named  on  pp.,  etc.  (a)  They  are  also  on  sale  at  the  Patent  Office,  25, 
Southampton  Buildings,  Chancery  Lane,  W.C. 

Specifications  and  other  publications  will  be  forwarded  by  post  on 
receipt  of  the  price  and  of  the  postage  when  such  is  charged.  Sums 
amounting  to  la,  or  more  must  he  remitted  hy  postal  or  post-office  order 
payable  to  the  Cbmptroller-Oeneral,  Postage  stamps  sent  in  payment 
of  any  amount  exceeding  lid.  will  be  returned.  Cheques  wUl  not 
be  accepted. 

In  ordering  specifications  the  name  of  the  patentee,  and  the  No. 
and  year  of  the  patent  must  be  given.  These  particulars  can  be 
obtained  by  searching  the  Indexes  of  Patents  and  (for  recent  speci- 
fications) the  Illustrated  Official  Journal.  Such  searches  cannot  be 
undertaken  by  the  Patent  Office  (see  par.  11).  The  Indexes  and 
the  Journals  can  be  referred  to  at  the  places  named  in  the  List  "A" 
following  (6),  and  at  the  Patent  Office  Library  (see  par.  24).  The 
price  of  each  specification  is  8(2.,  which  includes  postage  in  the  United 
Kingdom. 

Printed  specifications  or  other  publications  cannot  be  returned  by 
the  purchasers,  unless  a  wrong  No.  has  been  supplied  through  an  error 
on  the  part  of  the  Patent  Office. 

26.  Specifications  of  Foreign  Patents. — Specifications  of  foreign 
patents  are  not  sold  by  the  Patent  Office.  Applications  for  these 
should  be  made  to  the  Patent  Office  of  the  country  in  which  the  patent 
was  granted,  (a) 

(a)  The  Lists  of  places  rcoeivlDg      are  here  omitted, 
donations  of  Patent  Office  Works  and  (h)  Ibid, 

the  Lut  of  Patent  Offioe  Publications 
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War  Office   WAR  OFFICE  MEMORANDUM  FOR  INVENTORS. 
Monio. 

War  Office, 

Ut  February,  1900. 

In  conseqaence  of  the  nnmeroas  claims  for  compensatioa  for  loss 
of  time,  and  for  expenses  incurred  by  private  individuals  in  working 
out  inventions  of  various  kinds,  as  well  as  rewards  in  consequence  of 
the  use  of  such  inventions,  the  Secretary  of  State  for  War  considers  it 
necessary  to  make  known  the  following  regulations : — 

1.  By  Section  27  of  the  '*  Patents,  Designs,  and  Trade  Marks  Act, 
1883,'*  it  is  enacted  as  follows  : — 

"  A  patent  shall  have  to  all  intents  the  like  effect  as  against  her 
Majesty  the  Queen,  her  heirs  and  successors,  as  it  has  against 
a  subject. 

**  But  the  officers  or  authorities  administering  any  department  of 
the  service  of  the  Crown  may,  by  themselves,  their  agents, 
contractors,  or  others,  at  any  time  after  the  application,  use  the 
invention  for  the  service  of  the  Crown  on  terms  to  be  before 
or  after  the  use  thereof  agreed  on,  with  the  approval  of  the 
Treasury,  between  those  officers  and  authorities  and  the  patentee, 
or  in  default  of  such  agreement,  on  such  terms  as  may  be 
settled  by  the  Treasury,  after  hearing  all  parties  interested." 

2.  Persons  who  desire  to  submit  any  invention  for  consideration 
should  do  so  by  letter  addressed  to  the  Under  Secretary  of  State  for 
War.  The  letter  should  state  the  nature  of  the  Invention ;  whether 
patented  or  not;  if  patented,  it  should  quote  number  and  date  of 
patent.  It  should  also  state  whether  the  person  who  offers  it  for 
consideration  desires  to  make  any  claim  for  remuneration  in  connection 
with  it.  In  the  absence  of  sudi  a  statement,  it  will  be  assumed  that 
no  such  remuneration  is  expected. 

3.  Expenses  or  loss  of  time  incurred  before  or  after  the  submission 
of  an  invention  will  give  no  claim  unless  authority  for  such  expenses 
has  been  previously  given  by  letter  signed  by  one  of  the  Under  Secre- 
taries of  State  or  the  Director-General  of  Ordnance,  and  the  liability 
will  be  strictly  confined  to  the  limits  of  expenditure  authorised  in 
such  letter. 

4.  Should  the  invention  be  adopted  into  the  service,  the  person 
or  persons  who  submitted  the  same  may  be  required  to  furni^  two 
copies  of  all  designs,  drawings,  or  particulars  relating  to  the  invention 
which  may  be  desired  by  the  War  Department,  as  well  as  any  patterns 
which  may  be  considered  necessary ;  and  it  is  to  be  understood 
that  all  such  drawings,  designs,  and  patterns  will  be  absolutely  at 
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the  disposal  of  H.M.'s  Government  for  all  purposes  whatever.    Reason-  War  Office 
able  prices  will  be  paid  by  the  War  Department  for  the  designs,      Memo, 
drawings,  and  patterns  supplied.  

5.  No  claim  for  reward  for  an  invention  will  be  held  to  be  estab- 
lished, unless  the  invention  has  been  adopted  into  the  service,  and 
all  designs,  drawings,  patterns,  and  particulars  required  by  the  War 
Department  have  been  supplied,  under  the  conditions  mentioned 
above. 

6.  All  claims  for  remuneration  will  be  carefully  considered ;  but 
any  award  which  may  be  made  will  only  bo  payable  to  the  claimant 
when  approved  by  the  Treasury,  and  money  is  available  from  funds 
voted  by  Parliament  for  such  purposes. 

7.  The  above  rules  do  not  apply  to  inventions  patented  by  such 
Qovemment  employes  as  are  required  to  obtain  official  permission 
before  taking  out  a  patent,  with  regard  to  whom  special  regulations. 
are  in  force. 

RALPH  H.  KNOX. 
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Admiralty  LETTER  AND   MEMORANDUM   FOR   INVENTORS 
Memo.  ISSUED   BY  THE   ADMIRALTY, 

Admiralty,  S.W., 

189  . 
Sir, 

In  reply  to  your  letter  of  the  ,  I  am 

commanded  by  my  Lords  Commbsioners  of  the  Admiralty  to  acquaint 
you  that  if  you  will  comply  with  the  Instructions  contained  in  the 
accompanying  "  Memorandum  for  Inventors,"  dated  Ist  July,  1895,  and 
containing  Regulations  for  the  reception  of  Inventions  submitted  to 
this  Office,  your  proposal  shall  be  duly  considered. 

2.  In  the  event  of  your  desiring  to  submit  your  proposal  in 
accordance  with  the  Memorandum,  it  is  necessary  that  sufficient 
particulars  should  be  given  to  enable  the  same  to  be  fully  considered, 
including  any  evidence  you  may  have  of  the  usefulness  of  the  Invention 
obtained  by  actual  previous  experiment. 

3.  Should  it  be  considered  desirable  to  try  your  Invention  in  a 
Dockyard  or  elsewhere,  the  provision  of  the  article  and  all  expenses 
connected  with  carriage,  fitting  up  and  removing  it  will  have  to  be 
borne  by  you. 

4.  I  am  at  the  same  time  to  inform  you  that  if  any  plans,  models, 
or  papers,  which  form  an  essential  part  of  the  description  of  your 
Invention,  are  forwarded  to  this  Office,  they  will  be  retained  by  their 
Lordships  for  future  reference,  and  cannot  therefore  be  returned 
to  you. 

I  am,  Sir, 

Your  obedient  Servant, 

EVAN  MACGREGOR. 


MEMORANDUM  FOR  INVENTORS. 

Admiralty, 

Ut  July,  1895. 

In  consequence  of  the  numerous  claims  for  compensation  for  loss  of 
time,  and  for  expenses  incurred  by  private  individuals  in  working  out 
inventions  of  various  kinds,  as  well  as  for  rewards  in  consequence  of 
the  use  of  such  inventions,  the  Lords  Commissioners  of  the  Admiralty 
consider  it  necessary  to  make  known  the  following  Regulations : — 
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1.  By  Section  27  of  the  "  Patents,  Designs,  and  Trade  Marks  Act,  Admiralty 
1883,"  it  is  enacted  as  follows : —  Memo. 

"  A  Patent  shall  have  to  all  intents  the  like  effect  as  against  her ' 

Majesty  the  Queen,  her  Heirs,  and  Successors,  as  it  has  against 
a  subject. 

'*  But  the  Officers  or  Authorities  administering  any  Department  of 
the  service  of  the  Crown,  may  by  themselves,  their  agents, 
contractors,  or  others,  at  any  time  aiter  the  application,  use  the 
invention  for  the  service  of  the  Crown,  on  terms  to  be  before 
or  after  the  use  thereof  agreed  on,  with  the  approval  of  the 
Treasury,  between  those  Officers  or  Authorities  and  the  Patentee, 
or,  in  default  of  such  agreement,  on  such  terms  as  may  be 
settled  by  the  Treasury,  after  hearing  all  parties  interested." 

2.  Persons  who  desire  to  submit  any  invention  for  consideration, 
should  do  so  by  letter  addressed  to  the  Secretary  of  the  Admiralty. 
The  letter  should  state  the  nature  of  the  invention ;  whether  patented 
or  not  j  if  patented,  it  should  quote  number  and  date  of  patent.  It 
should  also  state  whether  the  person  who  offers  it  for  consideration 
desires  to  make  any  claim  for  remuneration  in  connection  with  it.  In 
the  absence  of  such  a  statement  it  will  be  assumed  that  no  such 
remuneration  is  expected. 

3.  Expenses  or  loss  of  time  incurred  before  or  after  the  submission 
of  an  invention  will  give  no  claim,  unless  authority  for  such  expenses 
has  been  previously  given  by  letter  signed  by  the  Secretary  of  the 
Admiralty ;  and  the  liability  will  be  strictly  confined  to  the  limits  of 
expenditure  authorised  in  such  letter. 

4.  Should  the  invention  be  adopted  into  the  Service,  the  person  or 
persons  who  submitted  the  same  may  be  required  to  furnish  two  copies 
of  all  designs,  drawings,  or  particulars  relating  to  the  invention,  which 
may  be  desired  by  the  Admiralty,  as  well  as  any  patterns  which 
may  be  considered  necessary ;  and  it  is  to  be  understood  that  all  such 
drawings,  designs,  and  patterns  will  be  absolutely  at  the  disposal  of  her 
Majesty's  Government  for  all  purposes  whatever.  Reasonable  prices 
will  be  paid  by  the  Admiralty  for  the  designs,  drawings,  and  patterns 
supplied. 

6.  No  claim  for  reward  for  an  invention  will  be  held  to  be  estab- 
lished, unless  the  invention  has  been  adopted  into  the  Service ;  and  all 
designs,  drawings,  patterns  and  particulars  required  by  the  Admiralty 
have  been  supplied  under  the  conditions  mentioned  above. 

6.  All  claims  for  remuneration  will  bo  carefully  considered ;  but 
any  award  which  may  be  made  will  only  be  payable  to  the  claimant 
when  approved  by  the  Treasury,  and  money  is  available  from  funds 
voted  by  Parliament  for  such  purposes. 

7.  The  above  rules  do  not  apply  to  inventions  patented  by  such 
Government  employes  as  are  required  to  obtain  official  permission 
before  taking  out  a  patent,  with  regard  to  whom  special  regulations 
are  in  force. 
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APPENDIX  IV. 
FORMS    AND    PREOEDENTa 

A.— PROCEEDINGS  FOR  REVOCATION  OF  LETTERS 

PATENT. 

(See  ante,  p.  358,  Chapter  XX.) 


Na  1. 
Petition  for  Revocation,  (a) 

In  the  High  Court  of  Justice,  1893,  D.  No. 

Chancery  Division. 

Mr.  Justice  , 

In  the  Matter  of  the  Patents,  Designs,  and  Trade  Marks  Acts, 
1883—1888, 
and 
In  the  Matter  of  Letters  Patent  granted  to  J.  D.,  Jan., 
No.       of         , 
and 
Between  T.  P.      .        .        .        Petitioner 
and 
J.  D.  the  Elder  and 
W.  R.  Co.,  Ltd.      •         Respondents. 

To  Her  Majesty's  High  Court  of  Justice. 

The  Humble  Petition  of  T.  P.,  of  in  the  County  of  London, 

gunmaker. 

Sheweth  as  follows : — 

1.  Your  petitioner  is  duly  authorized  by  her  Majesty's  Attorney- 
General  in  England  to  present  this  petition. 

2.  Letters  Patent  dated  ,  of  1884,  have  been  granted  to 
J.  D.,  junior,  for  an  invention  entitled,  "  Improvements  in  the  extract- 
ing mechanism  of  drop-down  small  arms." 

3.  The  said  Letters  Patent  by  assignment  dated,  , 

(o)  Deelei/i  Patent. 
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were  absolutely  assigned  by  the  said  J.  D.,  junior,  to  the  respondent,      Forms. 

J.  D.,  senior,  who  is  the  owner  of  the  said  Letters  Patent.     The  respon-  

dents,  W.  R.  k  Co.,  Ltd.,  are  the  sole  and  exclusive  licensees  of  the 
said  Letters  Patent. 

4.  By  judgment  of  this  Hon.  Court,  dated  ,  ,  in 
an  action  in  which  the  respondents  were  plaintiffs  and  the  petitioner 
was  defendant,  the  said  Letters  Patent  were  adjudged  and  declared 
void  in  law,  and  of  no  force  and  effect.  The  said  judgment  was,  on 
the  day  of  ,  ,  affirmed  by  her  Majesty's  Court  of 
Appeal  (England). 

5.  The  said  invention  was  not  new  at  the  date  of  the  said  Letters 
Patent  for  the  reasons  stated  in  the  Particulars  of  Objections  delivered 
herewith. 

6.  The  said  alleged  invention  was  not  any  manner  of  new  manu- 
facture, the  subject-matter  of  Letters  Patent  within  Section  6  of  the 
Statute  of  Monopolies. 

Your  Petitioner  humbly  prays  that  the  said  Letters  Patent  may 
be  revoked.     And  your  Petitioner  will  over  pray. 

(Signed)        T.  P. 
It  is  intended  to  serve  this  petition  on — 
J.  D,  the  elder  of,  etc., 
And  on  W.  R.  &  Co.,  Ltd.,  of,  etc. 

Pursuant  to  Section  26  (4)  (6)  of  the  Patents,  Designs,  and  Trade 
Marks  Act,  1883,  I  hereby  authorize  the  presentation  of  the  above 
written  petition  to  the  High  Court  of  Justice. 

Dated  this  day  of  ,  • 

C.  Russell, 
Attorney-General. 


No.  2. 

Another  Petition  for  Revocation,  (a) 

In  the  High  Court  of  Justice, 
Chancery  Division. 

Mr.  Justice  , 

In  the  Matter  of  G.  A  G.'s  Patent  No.         ,  a.d.  1882, 

and 
In  the  Matter  of  the  Patents,  Designs,  and  Trade  Marks  Act, 

1883. 
To  Her  Majesty's  High  Court  of  Justice. 

The  Humble  Petition  of  S.  Z.  F.,  of         ,  in  the  City  of  London. 
Sheweth  as  follows  :  — 

1.  Your  petitioner  is  an  electrician,  and  the  patentee  of  many 
inventions  in  connection  with  the  production,  distribution,  and  utiliza- 
tion of  electric  currents,  which  inventions  are  now  in  extensive 
practical  use. 

(a)  Gouiard  and  GibM  Patent 
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Forms.  2.  Among  other  methods  of  distribution,  for  some  time  past  your 

petitioner  has  especially  occupied  himself  with  methods  of  effectmg 

the  same  by  means  of  secondary  generators,  by  which  electrical  action 
is  obtained  at  different  points  of  an  electrical  circuit  by  means  of 
electric  induction  only,  without  interrupting  such  circuit  or  making 
any  connection  conveying  the  current. 

3.  In  or  about  the  month  of  ,  1885,  your  petitioner  invented 
an  improved  form  of  secondary  generator,  for  the  purpose  of  effecting, 
economically  and  conveniently,  the  above-mentioned  object,  and  on 
the  day  of  ,  your  petitioner  applied  for  and  obtained 
a  Provisional  Protection,  No.  ,  for  such  invention,  and  has  since 
tiled  a  complete  specification  for  the  said  invention. 

4.  Since  obtaining  the  said  provisional  protection,  your  petitioner 
has  manufactured  and  used  secondary  generators  constructed  according 
to  your  petitioner's  said  invention,  and  the  same  have  been  shewn  to 
possess  great  advantages  over  other  forms,  and  to  be  of  great  practical 
utility. 

5.  The  sale  and  user  of  the  said  secondary  generators,  made 
according  to  your  petitioner's  invention,  has  recently  been  interfered 
with  by  a  limited  company  named  the  N.  Company.  The  said  company 
claim  to  be  entitled  to  restrain  any  person  using  any  mode  of  electrical 
distribution  by  means  of  secondary  generators  of  whatever  form  or 
construction  such  generators  may  be. 

6.  The  said  claim  of  the  aforesaid  company  purports  to  be  based 
upon  Letters  Patent  granted  to  L.  G.  &  J.  D.  G.,  and  numbered 

A.D.  .      The  invention  in  respect  of  which  the  said  Letters 

Patent  were  granted  was  in  no  wise  novel  at  the  date  of  the  same,  and 
the  said  Letters  Patent  are,  and  always  have  been,  of  no  force  and 
validity  by  reason  thereof,  and  of  the  other  matters  set  forth  in  the 
Particulars  of  Objections  delivered  herewith  in  pursuance  of  Section  26 
of  the  above-named  Act. 

7.  The  existence  of  the  above-named  Letters  Patent  claiming  a 
wide  and  general  monopoly  of  the  system  of  distribution  by  means  of 
secondary  generators,  which  was  known  to,  and  the  property  of  the 
public  at  the  date  of  the  said  Letters  Patent,  has  been,  and  is,  the 
cause  of  great  injury  to  the  public  by  preventing  the  sale  of  machines 
made  according  to  your  petitioner's  invention,  as  well  as  those  made 
by  other  inventors,  who  likewise  have  made  improvements  in  secondary 
generators  and  in  the  distribution  of  electricity  thereby. 

8.  That  the  public  are  prejudiced  by  the  above-mentioned  general 
claim  in  the  said  Letters  Patent,  because  consumers  of  electricity  are 
not  in  general  acquainted  with  the  science  of  electricity  and  the 
technical  application  thereof,  and  are  therefore  unable  to  form  an 
opinion  as  to  the  invalidity  of  the  said  Letters  Patent,  whereby  the 
sale  and  use  of  improved  secondary  generators  are  wholly  prevented. 

9.  The  of&ce  of  Mr.  ,  of  ,  in  the  County  of 
Middlesex,  is  the  place  where  the  petitioner  may  be  served  with  any 
petition  or  summons,  or  notice  of  any  proceedings  or  order  of  this  Court 
relating  to  the  matters  herein  referred  to. 

Your  petitioner  therefore  humbly  prays  for  the  revocation  of 
Letters  Patent,  No.  »  a.d.  1882,  or  that  such  order 


BEVOCATION  OF  LETTERS  PATENT.         749 

may  be  made  in  the  premises  as  to  this  Hon.  Court  may  seem      Forms, 
meet.  


And  your  Petitioner  will  ever  pray,  etc. 

(Signed)         S.  Z.  F. 
It  is  intended  to  serve  this  petition  on  L.  G.,  J.  D.  G.,  and  the 
N.  Company,  Limited. 

I  hereby  authorize  the  presentation  to  the  High  Court  of  Justice 
of  the  above  written  petition. 

(Signed)  Richard  E.  Webster, 

Boyal  Courts  of  Justice.  Attorney-General. 

(Date.) 


No.  3. 

Another  Petition  for  Revocation,  (a) 

In  the  High  Court  of  Justice,  1895,  G.  No. 

Chancery  Division. 

Mr.  Justice 

In  the  Matter  of  Letters  Patent  No.        of  a.d.  1894,  granted 

to  C.  P.  G.  and  E.  H., 

and 

In  the  Matter  of  the  Patents,  Designs,  and  Trade  Marks  Acts, 

1883  to  1888. 

To  Her  Majesty's  High  Court  of  Justice. 

The  Humble  Petition  of  trading  as  M.  &  Company  of 

in  the  County  of  London,  Opticians  and  Dealers  in  Photo- 
graphic Instruments,  and  of  trading  as  Y.  &  S.  of 
in  the  Empire  of  Germany,  on  the  day  of  preferred 
unto  this  Court. 

Sheweth  as  follows  : — 

Your  petitioners,  M.  &  Company,  are  dealers  in  photographic 
apparatus.  Your  petitioners,  Y.  &  S.,  are  manufacturers  of  optical 
instruments. 

The  said  Letters  Patent,  No.  of  ,  were  granted  on  an  appli- 
cation dated  to  C.  P.  G.,  manufacturer,  of  ,  and  E.  H., 
optician,  of  ,  both  near  Berlin,  in  the  Empire  of  Germany,  for  an 
alleged  invention  consisting  in  **  Improvements  relating  to  Double 
Lenses  for  photographic  purposes." 

In  the  specification  describing  the  said  alleged  invention  the 
patentees  claimed  as  novel,  (1)  a  photographic  double  objective,  the 
two  separate  systems  of  which  are  independently  corrected  for  spherical 
chromatic  and  astigmatic  error,  and  to  this  end  consist  each  of  three 
cemented  lenses,  one  of  the  cemented  surfaces  of  which  acts  by  con- 
verging, i,e.  by  collecting  the  rays  of  light  (to  correct  the  astigmatic 
error),  and   the  other  cemented   surface   acts  by  diverging,  t.e.  by 

(a)  Ooerz  and  Hoegh*$  Patent, 


750  APPENDIX  IV. 

f  ormi.  scattering  the  rays  of  light  (to  correct  the  spherical  error),  the  two 
systems  being  composed,  (a)  of  a  negative  lens  of  medium  refractive 
index  cemented  to  two  positive  lenses  placed  in  juxtaposition  with 
each  other,  one  of  these  latter  having  a  higher  and  the  other  a  lower 
refractive  index  than  the  negative  lens  which  lies  outside,  or  (6)  of  a 
positive  lens  of  medium  refractive  index  cemented  to  two  negative 
lenses  placed  in  juxtaposition  with  each  other,  one  of  which  has 
a  higher  and  the  other  a  lower  refractive  index  thaA  the  positive  lens 
which  lies  outside  ;  and  further  (2)  the  employment  of  a  single  system 
of  the  kind  referred  to  in  the  first  claiming  clause  as  an  independent 
photographic  objective. 

Your  petitioners  submit  that  the  said  Letters  Patent  are  invalid, 
and  ought  to  be  revoked  by  reason  that  your  petitioners  had  publicly 
used  and  sold  within  the  realm,  before  the  date  of  the  said  Letters 
Patent,  a  photographic  double  objective  similar  in  all  respects  to  that 
claimed  as  above  mentioned  by  the  respondent  as  his  alleged  invention 
as  set  forth  in  the  Particulars  of  Objections. 

The  respondent  was  not  the  true  and  first  inventor  of  the  said 
alleged  invention. 

The  said  photographic  double  objective  was  in  fact  the  invention 
of  your  petitioners,  Y,  &  S.,  and  was  communicated  by  them  in  confi- 
dence, and  on  conditions  of  secrecy,  to  the  respondents. 

The  respondents,  C.  P.  G.  and  E.  H.,  were  the  patentees  of  an 
invention  relating  to  photographic  lenses  for  which  Letters  Patent 
were  granted,  No.  of  .     The  invention  claimed  in  the  said 

Letters  Patent  was  different  from  the  now  alleged  patent  the  subject 
of  Letters   Patent  No.  of  j   but   the  respondents  hiave 

attempted,  by  mis-description  and  mis-statement  of  the  nature  and  scope 
of  the  alleged  invention  in  the  said  Letters  Patent,  to  show  that  they 
were  the  true  and  first  inventors,  and  that  the  said  invention  was  the 
natural  outcome  and  extension  of  their  Letters  Patent,  No.        of 

And  your  petitioners  submit  that  the  said  statements  are  not 
true  and  the  specification  is  misleading. 

Your  petitioners,  [trading  as]  M.  &  Company,  are  the 

sole  agents  of  your  petitioners  [trading  as]  Y.  &  S.,  for  the  sale 

in  the  United  Kingdom  of  lenses  and  other  apparatus  manufactured 
abroad  by  the  said  Y.  &.  S. 

The  respondents  have  attempted,  by  threats  of  instituting  legal 
proceedings  for  infringement  of  the  Letters  Patent,  to  prevent  your 
petitioners  from  carrying  on  their  lawful  trade  in  the  said  double 
objectives. 

Your  petitioners  submit  that  the  said  Letters  Patent  are  invalid 
for  the  reasons  herein,  and  in  the  Particulars  of  Objections  stated,  and 
should  be  revoked,  so  that  the  respondent  may  bo  debarred  from  con- 
tinuing such  threats  or  instituting  such  legal  proceedings,  to  the 
injury  of  your  petitioners  in  their  trade  and  reputation. 

Your  petitioners  therefore  humbly  pray  that  the  said  Letters 
Patent  may  be  revoked. 

And  your  Petitioners  will  ever  pray,  etc. 
(Signed) 
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No.  4.  Forms. 


Particulars  of  Objections. 

Delivered  by  the  Plaintiff  with  his  Petition,  pursuant  to  the  Patents 
Act,  1883,  Section  26  (5). 

In  the  High  Court  of  Justice,  1893,     D.  No. 

Chancery  Division. 

Mr.  Justice  , 

In  the  Matter  of  the  Patents,  Designs,  and  Trade  Marks  Acts, 
1883—1888, 
and 
In  the  Matter  of  Letters  Patent  granted  to  J.   D.  jun.. 
No.      .  of        , 
and 
Between  T.  P.       .        .        .        Petitioner 
and 
J.  D.  the  Elder  and 
W.  R.  Co.,  Ltd.      .        Respondents. 

Particulars  of  Objections. 

1.  The  inventions  claimed  by  the  1st,  4th,  and  5th  claims  of  the 
specification  of  J.  D.  junior,  No.  of  1884,  are  anticipated  by  the 
specification  of  T.  P.,  No.  of  ,  particularly  with  reference  to 
the  4th  claim  in  the  said  specification  of  T.  P.,  and  to  the  descriptions 
and  illustrations  referring  to  that  part  of  his  therein  described 
invention. 

2.  The  invention  claimed  by  the  3rd  claim  of  the  specification  of 
J.  D.  junior.  No.  of  1884,  is  anticipated  by  the  specification  of 
T.  P.,  No,  of  ,  particularly  with  reference  to  the  2nd  claim 
of  the  said  specification  of  T.  P.,  and  to  the  description  and  illustra- 
tions referring  to  the  said  2nd  claim. 

3.  The  invention  described  in  the  3rd,  4th,  and  5th  claims  of  the 
specification  of  J.  D.  junior,  No.  of  1884,  was  anticipated  by  one 
L.  E.  A.,  at  in  the  County  of  London,  between 
October  and  November  ,  1882,  by  making  a  gun  with  ejecting 
mechanism  similar  in  every  respect  to  that  described  and  claimed  in 
the  said  3rd,  4th,  and  5th  claims  of  the  said  J.  D.  junior's  specification. 

4.  None  of  the  claims  to  the  said  J.  D.  junior's  specification 
disclose  subject-matter  for  Letters  Patent. 

Dated 


No.  5. 

Another  Form  of  Particulars  of  Objections. 

In  the  High  Court  of  Justice,  189     ,  G,  No. 

Chancery  Division. 

Mr.  Justice  , 
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Tormi.  In  the  Matter  of  G.  &  G.'s  Patent,  No.  a.d.  1882, 

and 
In  the  Matter  of  the  Patents,  Designs,  and  Trade  Marks  Act 

1883. 

Particulars  of  Objections. 

Delivered  by  the  Petitioner  with  his  Petition  for  the  Revocation 

of  Letters  Patent,  No.  4362,  a.d.  1882. 

The  petitioner  will,  at  the  hearing  of  this  petition,  relj  on  the 
following  objections  to  the  validity  of  the  said  Letters  Patent : — 

1.  That  L.  G.  &  J.  D.  G.  were  not  the  true  and  first  inventors  of 
the  alleged  invention  comprised  in  the  said  Letters  Patent. 

2.  That  the  alleged  invention  was  not  new  at  the  date  of  the  said 
Letters  Patent. 

3.  That  the  alleged  invention  consists  solely  of  a  suggestion  to  use 
on  a  large  scale  the  ordinary  and  well-known  mode  of  deriving 
electrical  action  by  induction — by  means  of  an  induction  coil — ^from 
a  conductor  carrying  a  varying  current,  both  the  means  employed  and 
the  practical  use  of  them  for  such  purpose  being  well  known,  and  the 
same  is  therefore  not  a  fit  subject-matter  for  Letters  Patent. 

4.  That  claims  1  and  2  of  the  specification  of  the  said  Letters 
Patent  are  for  a  principle  only,  and  not  for  any  manner  of  new  manu- 
facture, and  that  the  alleged  invention  is  therefore  not  fit  subject- 
matter  for  Letters  Patent. 

5.  That  the  alleged  invention,  as  disclosed  by  the  Queen's  printers 
copy  of  the  specification  filed  under  the  said  Letters  Patent^  did  not 
make  any  useful  addition  to  the  stock  of  knowledge  existing  at  the 
date  of  the  said  Letters  Patent. 

6.  That  the  grant  of  the  said  Letters  Patent  to  the  said  L.  G.  & 
J.  D.  G.  was  subject  to  the  condition  that  they  should  within  six 
months  from  the  date  of  the  said  Letters  Patent  duly  file  a  specifica- 
tion, particularly  describing  and  ascertaining  the  nature  of  their  said 
alleged  invention,  and  the  manner  in  which  the  same  was  to  be  per- 
formed, and  they  did  not  do  so.  (a) 

7.  That  the  specification  purporting  to  be  filed  in  pursuance  of  the 
condition  hereinbefore  referred  to  does  not  describe  or  ascertain  the 
nature  of  the  said  alleged  invention,  or  the  manner  in  which  the  same 
was  to  be  performed,  and  does  not  distinguish  what  is  old  therein  from 
what  is  new,  and  is  vague  and  calculated  to  mislead  the  public,  more 
especially  in  the  following  particulars : — 

That  the  complete  specification  contains  no  reference  to  the 
primary  current  being  kept  constant,  and  no  means  of  doing  this 
are  indicated.  Also,  that  the  use  of  the  system  for  motive 
power  is  claimed,  but  no  suitable  method  of  efiecting  this  is 
described.  Also,  that  the  alleged  invention  is  incapable 
of   being  exactly  defined  in  the  absence  of  any  definition 

(a)  This  patent  (fiouLard  and  Oibbt^)  The  Bpeclfioations  are  now  sent  in  before 
had  been  granted  prior  to  the  coming  the  patent  is  scaled.  See  ante,  pp.  16» 
into  operation  of  the  Patents  Act,  1883.      287. 


BEVOCATKMf  OF  LETTERS  PATENT.         753 

of  the  meaning  of  the  words  "currents  of  high  tension."      Forms. 

Also,  that  the  words  "  of  which  the  quality  and  value  depend 

only  on  the  construction  of  the  secondary  coils  of  the  said 
electrical  generators  "  in  the  first  paragraph  of  the  said  speci- 
fication are  calculated  to  mislead,  and  are  intended  to  convey 
and  do  convey  a  misleading  and  erroneous  meaning. 

7a.  That  the  complete  specification  of  the  above  mentioned  Letters 
Patent  describes  and  claims  an  invention  difierent  from  that  described 
in  the  provisional  specification,  because  the  principle  and  essence  of 
the  alleged  invention  as  described  in  the  provisional  specification  was 
the  employment  of  an  alternating  current  in  connection  with  an  un- 
limited number  of  inductive  coils  based  upon  the  following  statements, 
namely — that  the  primary  current  in  passing  through  these  coils  sufiers 
no  other  modification  than  that  due  to  the  resistance  of  the  inductor, 
and  that  the  currents  generated  in  a  hundred  induction  coils  placed  on 
the  circuit  will  only  have  changed  the  value  of  the  primary  current  to 
the  extent  of  the  sum  of  their  ^resistances,  and  that  under  these  cir- 
cumstances the  number  of  induction  coils  could  be  indefinitely  multi- 
plied, whereas  the  complete  specification  omits  all  reference  to  these 
wholly  erroneous  and  misleading  statements,  and  claims  a  system 
which  is  wholly  devoid  of  these  essential  characteristics,  being  results 
which  are  possible,  though  old,  instead  of  the  impossible  results  which 
are  the  whole  basis  of  the  alleged  invention  indicated  in  the  provisional 
specification. 

8.  That  the  alleged  invention,  in  respect  of  which  the  said  Letters 
Patent  were  granted,  was  published  within  the  realm  prior  to  the  date 
of  the  same  by  the  following  publications  : — 

The  several  specifications  of  inventions  in  respect  of  which 
Letters  Patent  or  provisional  protection  were  respectively 
granted  as  follows,  namely : — 

(a)  To  E.  C.  S.,  in  respect  of  a  communication  from  F.  N., 
dated        ,  No.  ,  for  certain  improvements  in 

electro-magnetic  apparatus,  suitable  for  the  pro- 
duction of  motive  power,  of  heat,  and  light.  The 
portions  relied  on  are  page  ,  line  ,  to  page 

,  line  ;  also,  page        ,  line  ,  to  page 

,  line  ;  and  the  and         claims. 

W>  (<^)>  W>  e<^c->  e*c. 
The  above  are  prior  publications  of  the  alleged  inventions  claimed 
in  each*  of  the  claims  in  the  Letters  Patent  granted  to  the  said  L.  G. 
&  J.  D.  G. 

9.  That  the  alleged  inventions,  in  respect  of  which  the  said  Letters 
Patent  were  granted,  were  used  within  this  realm  prior  to  the  date 
of  the  same  as  follows : — 

(1)  The  alleged  inventions  claimed  in  the  two  claiming  clauses 

of  the  specification  were  in  ordinary  and  common  use  in 
connection  with  telegraphy ;  the  alleged  inventions  con- 
sisting simply  in  the  ordinary  device  of  having  several 
induction  coils  on  one  circuit. 

(2)  The  same  inventions  were  used  to  produce  light  by  J.  A. 

E.  G.  at  ,  in  or  about  the  month  of  ,  and 

3c 
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Tonni.  sabsequentlj,  prior  to  the  date  of  the  said  Letters  Patent, 

at  his  said  residence,  and  at  various  places  in  London, 

of  which  your  petitioner  cannot  as  yet  give  further 
particulars. 

(3)  And  also  the  same  were  in  ordinary  and  common  use  for 
the  purposes  of  producing  light  (more  especially  in  con- 
nection with  the  use  of  vacuum  tubes)  by  all  electricians, 
to  whom  the  currents  so  produced  were  of  a  convenient 
kind,  inasmuch  as  the  alleged  inventions  consist  wholly 
of  the  use  of  induction  coils  on  a  circuit  carryiog  an 
alternating  current,  a  device  which  was  well  known  and 
commonly  used  by  electricians  prior  to  the  date  of  the 
said  Letters  Patent. 


No.  6. 

Another  Form  of  Particulars  of  Objections,  (a) 

In  the  High  Court  of  Justice,  1895,  G.  Na 

Chancery  Division, 

Mr.  Justice  •  , 

In  the  Matter  of  Letters  Patent,  No.       of       1894,  granted 

to  C.  P.  G.  and  E.  H. 

and 

In  the  Matter  of  the  Patents,  Designs,  and  Trade  Marks 

Acts,  1883—1888. 

Particulars  of  Objections. 
The  following  are  the  objections  to  the  validity  of  the  said 
Letters  Patent  delivered  with  the  Petition  as  required  by 
section  26,  sub-section  5,  of  the  Patents,  Designs,  and 
Trade  Marks  Act,  1883. 

1.  The  respondents  were  not  the  true  and  first  inventors  of  the 
alleged  invention. 

2.  The  petitioners,  Y.  &  S.,  are  the  true  and  first  inventors  of  the 
said  invention,  and  have  manufactured  and  sold  photographic  double 
objectives  in  Germany  and  elsewhere,  since  of 

3    The  alleged  invention  is  not  novel  by  reason  of  the  following : — 

The  petitioners,  Y.  &  S.,  sold  to  your  petitioners,  M.  &  Com- 
pany, within  this  realm,  on  the  day  of  ,  before  the 
date  of  the  said  Letters  Patent,  a  photographic  double 
objective,  similar  in  all  respects  to  that  claimed  by  the 
respondents  as  their  alleged  invention  in  their  said  Letters 
Patent. 

The  petitioners,  M.  &  Company,  sold  at  their  shop  situate 
at  to  on  the  day  of 

a  photographic  double  objective,  similar  in  all  respects  to 

(a)  Goert  and  Eoegh*$  Patent 
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that  claimed  by  the  respondents  as  their  invention  in  their      Formff. 
said  Letters  Patent.  


4.  Considering  the  state  of  public  knowledge  in  the  art  of  the 
manufacture  of  lenses  at  the  date  of  the  said  Letters  Patent,  the 
alleged  invention  was  not  good  subject-matter  for  valid  Letters  Patent* 

(Signed) 

Delivered,  etc. 


No.  7. 
Another  Form  of  Fariiculars  of  Objections,  (a) 

[Insert  Heading  in  Action.] 

''Take  notice,  that  the  petitioner  will,  upon  the  hearing  of  his 
petition,  rely  upon  the  following  objections  to  impeach  the  patent  in, 
the  petition  mentioned : — 

1.  That  the  alleged  inventor  was  not  the  first  and  true  inventor. 

2.  That  the  petitioner  was  the  true  inventor. 

3.  That  the  petitioner  had  publicly   manufactured  within  this 
realm,  before  the  date  of  the  said  patent,  the  whole  invention  therein 
claimed,  viz.,  in  the  year         at         ,  and  in  the  years  to 
inclusive,  at  the              works, 

4.  That  the  petitioner  publicly  used  within  this  realm,  before  the 
date  of  the  said  patent,  the  whole  invention  claimed  therein,  viz.,  at  • 
the  times  and  places  above-mentioned. 

5.  That  the  petitioner  publicly  sold  within  this  realm,  before  the  ^ 
date  of  the  said  patent,  the  whole  invention  therein  claimed,  viz.,  in 
the  years  to  ,  inclusive,  at  the  works, 

6.  That  the  said  patent  was  obtained  in  fraud  of  the  petitioner's  < 
rights,  viz.,  by  means  of  information  as  to  the  petitioner's  process, 
conveyed  by  J.  H.,  an  employ^  of  the  petitioner's,  to  W.  H.,  by 
whom  the  said  information  was  communicated  to  the  patentee." 


No.  8. 

Interrogatories  on  Petition  for  Revocation. 

[Insert  Heading  as  in  Form  No,  3,  supra.] 

Interrogatories  on  behalf  of  the  above-named  petitioners  for 
the  examination  of  the  above-named  respondents. 

1.  Did  you  not  have  an  interview  with  (or  receive  a  communicationr 
by  letter  from)  Messrs.  V.  &  S.  on  the  day  of  at  , 
or  at  some  other,  and  what  time  and  place,  with  reference  to  photo- 
graphic double  objectives  made  by  Messrs.  Y.  1 

2.  At  such  interview  (if  any),  or  in  such  communication  (if  any), 

(a)  See  Haddan'$  laient,  2  R.  P.  C.  219. 
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Forms,      did  not  Messrs.  Y.  describe  and  explain  the  nature  and  construction  of 

a  photographic  double  objective  made  by  them  and  sold  under  the 

name  of  the  "  Colinear  "  ? 

3.  If  you  say  Yes,  was  not  such  description  and  explanation  given 
as  a  confidential  communication  made  by  Messrs.  V.  for  the  express 
purpose  of  demonstrating  to  you  the  difference  between  their  photo- 
graphic double  objective  and  that  made  by  you  in  accordance  with 
your  Letters  Patent,  No.  of  1 

4.  Were  you  not  aware  that  Messrs.  Y.  were  in  the  habit  of 
exporting  to  England  photographic  and  other  lenses  made  by  them  f 

6.  Is  not  Messrs.  Y.'s  said  photographic  double  objective  sub- 
stantially the  same  as  the  form  of  lens  claimed  by  you  in  your  Letters 
Patent,  No.  of  page  lines  ?    If  you  say  No,  state 

in  what  respects  it  differs  from  the  said  form. 

6.  When  were  you  first  aware  of,  and  when  did  you  first  complain 
to  Messrs.  Y.,  of  the  sale  by  them  or  their  agents,  or  otherwise,  in 
England,  of  a  lens  made  by  them  substantially  in  accordance  with  the 
specification  of  your  Letters  Patent,  No.  of  ? 

7.  Refer  to  your  Letters  Patent,  No.  of  on  page 
lines            and   the  words                            .     Do  you  say  that  the 
variation  there  described  is  contained  or  mentioned   in  your  former 
Letters  Patent,  No.             of            1    If  Yes,  state  where  in  the  said 
Letters  Patent  the  statement  of  such  variation  occurs. 

8.  Refer  to  your  Letters  Patent,  No.  of  on  page 
lines  and  the  words  .  Do  you  say  that  the  character- 
istics here  mentioned  are  laid  down  in  the  first  claiming  clause  of 
your  said  former  Letters  Patent?  If  so,  state  where  in  the  said  claiming 
clause  the  said  characteristics  are  mentioned.  Do  you  say  that  other 
cases  or  combinations  are  included  or  claimed  in  Claim  1  of  the  said 
former  Letters  Patent  in  addition  to  the  two  particular  combinations 
of  lenses  claimed  in  sub-sections  (a)  and  (h)  respectively  of  Claim  1  ? 
If  you  say  Yes,  statd  where  such  further  combinations  are  included  or 
claimed. 

9.  Refer  to  published  at  on  (supplied  here- 
with), and  state  where  you  first  became  aware  of  such  publication. 
State  further  whether  the  description  of  the  photographic  double 
objective  of  Messrs.  Y.  &  S.  therein  contained  does  not  describe  a 
form  of  objective  substantially  the  same  as  that  claimed  by  you  in 
your  Letters  Patent,  No.  of  •  If  you  say  No,  state  in  what 
respect  it  differs  therefrom. 


No.  9. 

Order  granting  Leave  to  Apply  to  Amend  Specification 
while  a  Petition  is  Pending. 

[Insert  Heading  as  in  Farm  No.  4.] 

Upon  motion  on  the  and  days  of  ,  made  unto  this  Court 
by  counsel  for  J.  D.  the  elder,  and  W.  R.  <k  Company  Limited,  the 
respondents  to  the  petition  of  T.  P.,  on  the  day  of  ,  , 
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preferred  unto  this  Court,  and  upon  hearing  counsel  for  the  petitioner,      Forms. 

the  said  T.  P.,  and  upon  reading  an  affidavit  of  E.  G.  H.,  filed  the 

day  of  ,  ,  and  the  exhibits  referred  to ;  an  affidavit  of  R.  T.  W., 
filed  the  same  day,  and  the  exhibit  therein  referred  to ;  an  affidavit 
of  C.  J.  B.,  filed  the        day  of  ,        ,  and  the  exhibits  therein 

referred  to ;  a  statutory  declaration  of  J.  D.  the  elder,  declared  on  the 

day  of  ,         ;  a  declaration  of  T.  P.,  declared  on  the 

day  of  ,  ;  specifications  of  Letters  Patent,  numbered  respec- 

tively        of  and         of  .     This   Court  did  order   that  the 

motion  should  stand  for  judgment,  and  the  said  motion  standing  this 
day  in  the  paper  for  judgment  in  the  presence  of  counsel  for  the 
respondents  and  petitioner.  This  Court  doth  order  that  the  said 
respondents  be  at  liberty  to  proceed  with  their  application  to  the 
Comptroller  of  the  Patent  Office  for  leave  to  amend  the  specification 
of  the  above-mentioned  Letters  Patent  by  way  of  disclaimer.  The 
costs  of  the  said  motion  are  reserved,  and  the  said  petition  is  to  stand 
over  until  after  such  proceedings,  (a) 


No.  10. 

Another  Order  Granting  Leave  to  Apply  to  Amend 
Specification,  (h) 

In  the  High  Court  of  Justice, 
Chancery  Division. 

Mr.  Justice  , 

In  the  Matter  of  G.  A  G.'s  Patent,  No.  of         ,  188  , 

and 

In  the  Matter  of  the  Patents,  Designs,  and  Trade  Marks 

Act,  1883, 

and 

In  the  Matter  of  the  Petition  of  S.  Z.  F. 

Upon  motion  this  day  made  unto  this  Court  by  counsel  for  L.  G. 
and  J.  D.  G.  and  the  N.  Company,  the  respondents  to  the  petition  pre- 
ferred by  the  above-named  S.  Z.  F.,  and  upon  hearing  counsel  for  the 
said  petitioner  and  affidavit  of  the  petitioner,  S.  Z.  F.,  filed  the  17th 
day  of  November,  1887,  and  an  affidavit  of  J.  D.  G.  filed  the  19th  day 
of  November,  1887,  Tliis  Court  doth  order  that  the  applicants  be 
at  liberty  forthwith  to  apply  to  amend  their  specification  filed  in 
pursuance  of  the  above  Letters  Patent,  No.  4862  of  1882,  by  way  of 
disclaimer,  the  applicants  undertaking  to  prosecute  their  proceedings 
with  all  diligence.  And  it  is  ordered  that  the  petitioner  be  at  liberty 
within  fourteen  days  after  notice  of  the  amendments  made  in  the  said 
specification,  either  to  amend  his  Petition  and  the  Particulars  of 
Objections  delivered  by  him,  or  to  discontinue  all  proceedings  there- 
under.   And  it  is  ordered  that  the  respondents,  L.  G.  and  J.  D.  G.» 

(a)  As  to  this  form  of  order,  reo,      17  R.  P.  G.  214. 
howoTer,  LudingUm  Cigarette  Jfaehine  (b)  Ooulard  and  Gtbbi^  Patent. 

Co,   T.    Baron  Cigarette  Madiine   Co, 
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Tonns.      ^^^  the  N.  Company,  do  pay  to  the  petitioner  his  costs  of  and  con- 

sequent  upon  the  prosecution  of  his  petition  up  to  and  including  his 

costs  of  this  motion,  such  costs  to  be  taxed  by  the  Taxing  Master. 


No.  11.  (a) 

Order  on  Petition  Revoking  Letters  Patent. 

[Insert  Heading  as  in  Form  No.  4.] 

Upon  the  petition  of  T.  P.,  of  ,  in  the  County  of  London, 

gunmaker,  on  the  day  of  ,  preferred  unto  this  Court, 

•4iknd  duly  authorized  by  her  Majesty's  Attorney- General,  and  upon 

/liearing,  on  the  and  days  of  ,  counsel  for  the 

•  above-named  petitioner  and  for  the  respondents,  J.  D.  the  elder  and 

W.  R.  &  Company,  Limited,  and  the  evidence  of  the  several  persons 

<  named  in  the  schedule  hereto  on  their  examination  taken  orally  before 

this  Court  on  the  days  specified  in  the  second  column,  and  on  pro- 

^  duction  to  them  of  the  exhibits  set  opposite  to  their  names  in  the  third 

--.column  of  the  said  schedule,  and  upon  reading  the   notice  dated, 

,  ,  signed  by  the  solicitors  for  the  petitions,  to  admit 

^certain  documents,  and  the  admission  thereof  signed  by  the  respondents' 

solicitors,  except  documents,  numbered      to       both  inclusive ;  notice 

dated  ,  ,  by  petitioner's  solicitors  to  admit  certain 

facts ;  notice  dated  ,  ,  by  the  respondents'  solicitors 

to  admit  certain  documents,  and  the  admission  thereof  signed  by  the 

petitioner's  solicitors ;  the  said  Petition  and  the  amended  Particulars  of 

Objections ;  the  judgment,  dated  ,  ,  in  an  action  in  the 

Queen's  Bench  Division  of  W.  R.  &  Company  v.  P.  189    W.  No.        , 

and  an  order  dated  the  ,  ,  of  the  Court  of  Appeal  in 

Jthe  said  action, 

This  Court  did  order  that  the  said  petition  should  stand  for  judg- 
imeut,  and  the  same  standing  in  the  paper  for  judgment  this  day 
•accordingly,  in  the  presence  of  counsel  for  the  petitioner  and  for  the 
4:espondents, 

This  Court  doth  order  that  the  above-mentioned  Letters  Patent 
granted  to  J.  D.  junior,  and  being  No.  of  the  year  188      be 

revoked. 

And  it  is  ordered  that  the  respondents,  J.  D.  the  elder  and  W.  R. 
^  Company,  Limited,  do  pay  to  the  petitioner,  T.  P.,  his  costs  of  the 
said  petition,  including  the  costs  of  the  shorthand  notes  taken  by  con- 
-sent  of  both  parties,  of  the  evidence  of  the  witnesses,  and  of  the  judg- 
jonent,  such  costs  to  be  taxed  by  the  Taxing  Master.  And  the 
.  ^respondents  by  their  counsel  asking  for  stay  of  execution :  It  is 
ordered  that  in  the  event  of  the  said  respondents  serving  the  petitioner 
with  Notice  of  Appeal  from  this  Order  within  one  month  from  the  date 
hereof,  this  Order  is  not  to  be  registered  at  the  Patent  Office  until 
af t^er  the  said  Appeal  shall  have  been  disposed  of. 

The  schedule. 


(a)  DeeUy'i  PaterU.    Soo  a&te,  p.  746. 
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No.  12. 

Another  Order  Revoking  Letters  Patent,  (a) 

[Insert  Heading  (u  in  Form  No.  5.] 

Upon  the  petition  of  S.  Z.  F.  of  on  the        day  of 

prefenred  nnto  this  Court  and  upon  hearing  counsel  for  the  petitioner 
and  for  the  respondents,  L.  G.,  J.  D.  G.,  and  the  N.  Company,' 
Limited,  on  the         day  of  ,  and  upon  reading  the  petition,  thr 

amended  Particulars  of  Objection  delivered  by  the  petitioner,  the 
exhibits  produced  to  the  witnesses  named  in  the  schedule  hereto,  and 
set  opposite  to  their  names  in  the  third  column  of  such  schedule,  and 
upon  hecuring  the  evidence  of  the  witnesses  named  in  the  first  column 
of  such  schedule,  upon  their  examination  taken  orally  before  this 
Court  on  the  days  mentioned  in  such  schedule.  This  Court  did  order 
that  the  petition  should  stand  for  judgment ;  and  the  same  standing  for 
judgment  this  day  in  the  paper  in  the  presence  of  counsel  for  the 
petitioner  and  the  respondents.  This  Court  doth  order  that  the 
Letters  Patent  No.  a.d.  188  ,  in  the  petition  mentioned,  granted 
to  L.  G.  and  J.  D.  G.  be  revoked. 

And  it  is  ordered  that  the  respondents,  L.  G.,  J.  D.  G.,  and  the 
N.  Company  pay  to  the  petitioner,  S.  Z.  F.,  his  costs  of  the  said 
petitioui  to  be  taxed  by  the  Taxing  Master  on  the  higher  scale. 

Schedule. 


Formt. 


No.  13. 

Order  of  the  Court  of  Appeal  (a) 

Dismiesing  an  Appeal  against  an  Order  for  Bevocaiion  of  a  Patent, 

Li  the  Court  of  Appeal* 

Monday  the        day  of 
In  the  Matter  of  G.  &  G.'s  Patent,  No.  of  188     , 

and 
In  the  Matter  of  the  Patents,  Designs,  and  Trade  Marks  Act, 

1883. 

Upon  motion  by  way  of  appeal  on  the        day  of  made  unto 

this  Court  by  counsel  for  L.  G.,  J.  D.  G.,  and  the  N.  Company  from 
the  order  dated  the  day  of  ,  and  upon  hearing  counsel  for 

the  respondent,  S.  Z.  F.,  and  upon  reading  the  said  order. 

This  Court  did  order  that  the  said  appeal  should  stand  for  judg- 
ment in  the  presence  of  counsel  on  both  sides.  This  Court  doth  order 
that  the  order  dated  the  9th  July,  ,  be  affirmed. 

And  it  is  ordered  that  the  said  L.  G.,  J.  D.  G.,  and  N.  Company 
do  pay  to  the  said  S.  Z.  F.  his  costs  occasioned  by  the  said  appeal,  to 
be  taxed  by  the  Taxing  Master. 


(a)  Chulard  and  Oibbs*  Patent,  see  ante,  p.  747. 
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^®™^  No.  U. 


Memorial  to  the  Attorney-General 

For  his  AiUhority  to  Petition  for  the  Revocation  of  Letters  Patent. 

In  the  Matter  of  Letters  Patent  granted  to  E.  V.,  No.  , 

of  A.D.  1893,  for  an  improved  medical  preparation  for  the 
cure  of  indigestion  and  like  complaints, 

and 
In  the  Matter  of  the  Patents,  Designs,  and  Trade  Marks  Acts, 
1883—1888. 
To  Her  Majesty's  Attorney-General. 

The  Memorial  of  the  Pharmaceutical  Society  of  Great  Britain, 
and  of  M.  C.  of  ,  in  the  County  of  London, 

pharmaceutical  chemist  and  druggists 

Sheweth  as  follows : — 

1.  Your  memorialists,  the  Pharmaceutical  Society  of  Great  Britain, 
are  a  society  formed  for  objects  which  include  the  protection  of  those 
who  carry  on  the  business  of  chemists  and  druggists,  and  were  incor- 
porated by  Charter,  dated  the  day  of  ,  and  confirmed 
by  Statute  31  &  32  Vict.  c.  121.  By  the  Statute  15  &  16  Vict.  c.  56, 
in  the  interests  of  the  public  safety,  the  said  society  was  entrusted 
with  certain  powers  in  relation  to  sales  of  **  poisons,"  Your  petitioner, 
M.  C,  is  President  of  the  said  society. 

2.  The  invention  as  set  forth  in  the  complete  specification  of  the 
said  Letters  Patent  relates  to  an  improved  medicinal  preparation  for 
the  cure  of  indigestion  and  like  complaints,  and  consists,  as  is  therein 
stated,  "  for  example,  for  a  two-ounce  bottle  as  follows : — 

"  Diluted  prussic  acid    .         .         .^        .         •     ^  dram. 
"  Bicarbonate  of  potash  .         .*       •         .1  dram. 

"  Compound  tincture  of  lavender    .         .         .2  drams. 
"  Distilled- water    .         .         .     add  to  make  up  2  ounces." 

3.  The  claim  set  out  in  the  said  specification  is  as  follows :  "  A 
medicinal  preparation  consisting  of  the  above-mentioned  ingredients 
combined  in  or  about  the  proportion  stated." 

4.  The  use  of  diluted  prussic  acid  and  bicarbonate  of  potash  mixed 
with  distilled  water  has  been  well  known  and  used  for  many  years 
as  a  cure  for  indigestion.  The  tincture  of  lavender  is  added  to  the 
preparation  for  the  purpose  of  colouring  or  flavouring  such  mixture 
(and  is  in  no  way  an  integral  part  of  the  preparation  for  the  purpose 
of  effecting  a  cure  of  indigestion).  The  addition  of  tinctures  or 
essences  for  the  purpose  of  colouring  and  flavouring  mixtures  of  diluted 
prussic  acid  and  bicarbonate  of  soda  is  also  well  known,  and  has  been 
in  common  use  amongst  chemists  and  druggists  and.  others  for  many 
years,  and  the  said  Letters  Patent  are  not  proper  subject-matter  for 
valid  Letters  Patent. 

5.  In  the  complete  specification  filed  in  the  Patent  Office  as  a. 
consideration  for  the  grant  of  Letters  Patent  the  said  E.  V.  purported 
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to  declare  the  nature  of  her  inyention  and  the  manner  in  which  the      Formv. 

same  was  to  be  carried  out,  and  to  particularly  describe  and  ascertain 

the  same  by  the  statements  contained  in  the  said  specification. 

6.  But  the  said  E.  Y.  has  failed  in  the  said  specification  to  declare 
the  nature  of  her  invention,  and  has  not  stated  sufficiently  the  pro- 
portions of  the  various  ingredients  set  out  in  the  complete  specification 
which  it  is  necessary  to  use  in  order  to  carry  out  her  alleged  invention. 
It  is  stated  in  the  said  specification  that  one  of  the  compound  parts 
is  diluted  prussic  acid,  but  no  direction  is  given  as  to  the  strength 
of  the  prussic  acid  which  is  to  be  used.  In  the  claim  the  words 
"combined  in  or  about  the  proportion  stated"  appear.  Your 
memorialists  submit  that  these  statements  are  vague  and  misleading^ 
and  impose  upon  persons  who  may  desire  to  use  the  said  invention  tho 
necessity  of  ascertaining  by  trial  and  experiment  what  is  the  proper 
strength  of  prussic  acid  to  be  employed,  and  further  to  ascertain  by 
trial  and  experiment  what  is  the  exact  proportion  of  the  various  com- 
pounds to  be  used.  For  the  above,  and  other  reasons,  your  memorialists 
submit  that  the  alleged  invention  claimed  is  one  for  which  Letters 
Patent  ought  not  to  have  been  granted. 

7.  One  of  the  ingredients  mentioned  in  the  said  specification,  to  wit 
prussic  acid,  is  a  "  poison."  Such  poison  would  come  and  was  intended 
to  come  within  the  provisions  of  the  Pharmacy  Act  (31  &  32  Yict. 
c.  121),  and  it  would  be  prejudicial  to  her  Majesty's  subjects  if,  under 
Letters  Patent  which  are  voidable,  such  poison,  to  wit  prussic  acid, 
should  be  sold  by  virtue  of  its  being  included  in  the  Letters  Patent 
granted  to  the  said  E.  Y.  without  being  subject  to  the  restrictions  as- 
to  the  sale  thereof  contained  in  the  said  Act,  and  your  memorialists^ 
as  a  matter  of  duty  desire  to  guard  the  public  against  the  danger  of 
prussic  acid  being  so  sold,  by  obtaining  the  revocation  of  the  Letters^ 
Patent  in  question,  which  they  submit  are  voidable  for  reasons  stated 
in  their  Particulars  of  Objections,  and  ought  not  to  have  been  granted. 

Your  memorialists  therefore  pray  that  you  will  be  pleased  to* 
grant  leave  to  them  to  present  a  petition  to  Her  Majesty's^ 
High  Court  of  Justice  for  the  revocation  of  the  above-men- 
tioned Letters  Patent  granted  to  the  said  E.  Y. 


No.  15. 

Declaration  by  the  Petitioner 

Verifying  (he  Statements  in  the  Petition. 

In  the  Matter  of  Letters  Patent  granted  to  E.  Y.,  No. 

of  A.D.  1893,  for  an,  etc. 

and 

In  the  Matter  of  the  Patents,  Designs,  and  Trade  Marks  Acts^ 

1883—1888, 

and 

In  the  Matter  of  the  Memorial  of  to  Her  Majesty's^ 

Attorney-General  of  England. 
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Tomil.  I  of  ,  the  aboye-named  memorialist,  do  solemnly  and 
sincerely  declare  that  all  the  statements  set  forth  in  the  above-men- 


tioned  memorial,  which  memorial  is  now  produced  and  shewn  to  me 
marked  ,  are  true  in  substance  and  fact.  And  I  make  this  dedara- 
tion,  conscientiously  believing  the  same  to  be  true,  and  by  virtue  of  the 
Statutory  Declarations  Act^  1835. 

Declared,  etc. 


No.  16. 

Certificate  by  Solicitor 
As  to  Petitioner's  Ability  to  Pay  Costs. 

[Heading  as  in  Form  No.  15.] 

I  of  ,  solicitor  for  the  above-named  memorialist,  hereby 

certify  that  he  is  a  fit  and  proper  person  to  present  a  petition  for  the 
revocation  of  the  above-named  Letters  Patent  and  that  he  is  com- 
petent to  answer  the  costs  of  all  proceedings  in  connection  with  such 
petition. 


B.— PROCEEDINGS  POR  EXTENSION  OF  LETTERS 
PATENT, 

(See  ante,  p.  358,  Chapter  XX.) 


•No.  17. 

Advertisement  of  Intended  Application,  (a) 

In  the  Matter  of  Letters  Patent  granted  to  S.  C.  C.  C,  and 
to  I.  A.  T.  of  ,  both  in  the  County  of  Middlesex,  but 

now  of  ,  for  an  Invention  of  "  Improvements  in 

the  Means  of  Working  and  Interlocking  Railway  Signals,'' 
dated  the        day  of         ,  a.d.  1883,  No. 

Notice   is   hereby  given,  that   it   is  the  intention  of    L  A  T. 
whose  office  is  at  ,  and  who  is  the  proprietor  of  the 

said  Letters  Patent,  to  present  a  petition  to  her  Majesty  in  Council, 
praying  her  Majesty  to  grant  new  Letters  Patent,  or  a  prolonga- 
tion of  the  term  of  the  said  Letters  Patent.  And,  also,  that  on 
the  day  of  now  next,  or  upon  such  subsequent  day  as  the 

Judicial  Committee  of  her  Majesty's  Privy  Council  shall  appoint  for 
that  purpose,  the  petitioners  will  apply  by  counsel  to  the  same  com- 
mittee for  a  time  to  be  fixed  for  hearing  the  matter  of  the  said  petition, 
and  that  on  or  before  the         day  of  now  next,  any  person  or 

persons  desirous  of  being  heard  in  opposition  to  the  prayer  of  the  said 

(a)  Currie  and  TimmUf  Petitian.    See  post,  p.  765. 
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petition  must  give  notice  of  such  opposition,  and  any  person  or  persons      Fonnf . 

intending  to  oppose  the  said  petition  must  enter  a  caveat  to  that  effect 

at  the  Privy  Council  Office  on  or  before  the  last  mentioned  date. 
Dated  the  day  of 

(Signed) 

Agents  for 

Solicitors  for  the  Petitioners. 


No.  18. 
Another  Form  of  Advertisement  of  Application. 

In  the  Matter  of  Letters  Patent  bearing  date,  the  day 

of  ,  No.  ,  granted  to  E.  C,  late  of  , 

in  the  Kingdom  of  Belgium,  Coke  Manufacturer,  now 
deceased,  for  the  Invention  of  '<  Improvements  in  the 
Construction  of  Coke  Furnaces,'' 

Notice  is  hereby  given,  that  it  is  the  intention  of  E.  C,  the  son 
of  the  above-mentioned  E.  C.  deceased,  and  of  A.  B.  G.  Le  R,  S.  O. 
and  S.  H.  S.  L.,  the  assignees  of  three  one-sixth  parts  or  shares  of  and 
in  the  said  Letters  Patent,  to  present  a  petition  to  her  Majesty  in 
Council,  praying  her  Majesty  to  grant  a  prolongation  of  the  term  of 
the  said  Letters  Patent.  And  notice  is  hereby  further  given,  that  on 
the  day  of  next,  or  on  such  subsequent  day  as  the 

Judicial  Committee  shall  appoint  for  that  purpose,  application  will 
be  made  by  counsel  to  the  said  committee  that  a  time  may  be  fixed 
for  hearing  the  matter  of  the  said  petition,  and  any  person  desirous 
of  being  heard  in  opposition  to  the  said  petition  must  enter  a  caveat 
to  that  effect  at  the  Privy  Council  Office  on  or  before  the  said 
day  of 

Dated  this  day  of 

(Signed) 

Solicitors  for  the  Petitioners. 


No.  18a. 

Affidavit  as  to  AdveriiBement  of  Intention  to  Petition. 

In  the  Privy  Council. 

In  the  Matter  of  Letters  Patent  granted  to  A.  E.  D.  of  , 

Massachusetts,  in  the  United  States  of  America,  then  of 

,  in  the  City  of  London,  and  bearing  date  the 

day  of  ,  1882,  and  numbered         • 

I,  of  ,  in  the  City  of  ,  solicitor,  make  oath 

and  say  as  follows  : — 

1.  That  on  the        day  of  ,  there  appeared  in  the  London 

Oaxetie  an  advertisement  of  which  the  following  is  a  copy  : — 

CSet  out  Advertisement) 
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Toms.  The  said  adyertisement  was  repeated  in  the  London  Gazette  on 
the        day  of  and  the        day  of 

2.  On  the  day  of  ,  1895,  a  similar  advertisement  appeared 
in  the  Times  newspaper,  a  paper  published  in  London. 

3.  On  the  day  6f  ,  1895,  a  similar  advertiBement  appeared 
in  the  Daily  Telegraph  newspaper,  a  paper  published  in  London. 

4.  On  the  day  of  ,  1895,  a  similar  advertisement  appeared 
in  the  Standard  newspaper,  a.  paper  published  in  London. 

5.  On  the  day  of  ,  1895,  a  similar  advertisement  appeared 
in  the  Liverpool  Daily  Courier,  a  newspaper  published  in  the  City  of 
Liverpool,  and  circulating  in  Frescot,  in  the  County  of  Lancaster,  and 
the  said  advertisement  w&s  repeated  in  the  Liverpool  Daily  Courier 
on  the        day  of             and  the        day  of  ,  1895. 

6.  On  the  day  of  ,  1895,  a  similar  advertisement  appeared 
in  the  Prescot  Weekly  TimeSy  a  newspaper  published  in  Frescot^  in  the 
County  of  Lancaster. 

Sworn  at,  etc.,  this        day  of 

(Signed) 


No.  19. 
Caveat  by  Intending  Opponent 

To  the  Registrar 

Of  Her  Majesty's  Frivy  Council. 

In  the  Matter  of  Letters  Fatent  granted  to  A.  E.  D. 

of  ,  Massachusetts,  United  States  of  America^ 

then  of  ,  in  the  City  of  Xondon,  and  bearing 

date  the         day  of  ,    1882,  and  numbered 

,  for  ''  Improvements  in  Electrical  Cables." 

Take  Notice,  that  we  hereby  enter  a  caveat  on  behalf  of  the 

F.  W.  C.  Company,  Limited,  of  ,  against  any  Fetition  which 

has  been  or  may  be  presented  for  the  extension  of  the  above  Letters. 

Fatent. 

Dated  this        day  of  ,  1895. 

(Signed) 
Solicitors  and  Agents  for  the  F.  W.  C.  Company,  Limited. 


No.  20. 

Petition  for  Eztension  of  the  Patent  Term. 

In  the  Frivy  CouncU. 

Presented  the        day  of  ,  1897. 
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To  the  Queen's  Most  Excellent  Majesty  in  Council,  (a) 

In  the  Matter  of  Letters  Patent  granted  to  S.  C.  C.  C.  of  ' 
,  gentleman,  and  I.  A.  T.,  formerly 
of  ,  in  the  County  of  Middlesex,  for 

an  invention  of  '^  Improvements  in  the  Means  for  working 
and  interlocking  Railway  Signals  by  Electricity,"  dated 
the        day  of  in  the  year  of  our  Lord  1883,  No. 

The  Humble  Petition  of  the  said  I.  A.  T. 
Sheweth  as  follows  : — 

1.  That  your  Majesty  was  graciously  pleased  by  Koyal  Letters 
Patent  under  the  Great  Seal  (5)  of  the  United  Kingdom  of  Great 
Britain  and  Ireland,  bearing  date  the  day  of  ,  1883,  and 
numbered  ,  to  grant  to  your  petitioner  and  to  the  said  S.  C.  C.  C, 
their  executors,  administrators,  and  assigns  the  sole  privilege  to  make, 
use,  exercise,  and  vend  the  said  invention  within  the  United  Kingdom, 
the  Channel  Islands,  (h)  and  the  Isle  of  Man  for  the  term  of  fourteen 
years  from  the  date  of  the  said  Letters  Patent. 

2.  That  your  petitioner  and  the  said  S.  C.  C.  C,  in  compliance 
with  the  proviso  in  the  said  Letters  Patent  contained,  (h)  duly  filed  in 
the  Great  Seal  Patent  Office,  on  the  of  ,  1884,  a  specification 
particularly  describing  and  ascertaining  the  nature  of  the  said  inven- 
tion, and  the  manner  in  which  the  same  is  to  be  performed.  And  all 
other  conditions  contained  in  the  said  Letters  Patent,  or  upon  which 
the  said  Letters  Patent  were  granted,  including  those  relating  to  the 
payment  of  stamp  duties,  have  been  duly  performed. 

3.  That  the  said  invention  was  at  the  date  of  the  said  Letters 
Patent  a  new  invention  within  your  Majesty's  realm,  and  your 
petitioner  and  the  said  S.  C.  C.  C.  were  the  true  and  first  inventors 
thereof. 

4.  That  your  petitioner  and  the  said  S.  C.  C.  C.  obtained  Letters 
Patent  in  the  countries  and  at  the  dates  following : — 


Forms. 


France 

No, 

of  1884 

Belg^mn 

No. 

of  1884 

Cape  of  Good  Hope 

No. 

of  1884 

Austria 

No, 

of  1886 

Italy       .... 

No. 

of  1884 

Kow  South  Wales  . 

No. 

of  1884 

Queensland 

No. 

of  1885 

Victoria 

.        No. 

of  1884 

South  Australia 

Na 

of  1884 

Tasmania 

No, 

of  1884 

West  Australia 

.        No. 

of  1884 

New  Zealand 

No, 

of  1885 

India 

No. 

of  1885 

United  States  of  America 

No. 

of  1885 

Canada 

No. 

of  1884 

(a)  This  petition  was  presented  in 
Currie  d  Ttmmif'  Pa<«i/,  of  which  an 
extension  was  granted  for  ten  years, 
gee  15  R.  P.  C.  63. 


(5)  This  patent  was  granted  prior  to 
the  coming  into  operation  of  the  Patents 
Act,  1883. 
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Fomu.  5.  That  your  petitioner  also  obtained  Letters  Patent  and  the  like 
privileges  for  certain  improvements  on  and  details  connected  with  the 

said   invention  in  the  United  Kingdom  on  the  dates  as   set  ont 

below : — 

In  the  United  Kingdom  .        .        No.        of  1891 

„  „  .        .        No.        of  1892 

6.  That  by  an  agreement  dated  ,  and  by  two  indentures 
dated  respectively  and  ,  all  made  between  your  petitioner 
and  the  said  S.  C.  C.  C,  both  the  Letters  Patent  mentioned  in  para- 
graph 4  hereof  which  were  granted  in  the  United  States  of  America 
and  Canada,  were  contracted  to  be  assigned  to  the  said  S.  C.  C.  C,  and 
the  whole  of  the  Letters  Patent  mentioned  in  the  said  4th  paragraph 
which  were  granted  in  the  other  countries  therein  mentioned,  were 
contracted  to  be  assigned  to  your  petitioner,  including  the  Letters 
Patent  the  subject  of  this  petition,  and  all  the  said  patents  were 
subsequently  formally  assigned  as  above  mentioned,  and  since  the  said 
dates  your  petitioner  has  been  the  sole  owner  of  the  same. 

7.  The  Letters  Patent  mentioned  in  paragraph  4  hereof  which 
were  granted  in  France,  Belgium,  Cape  of  Good  Hope,  Austria,  Italy, 
New  South  Wales,  Queensland,  Victoria,  South  Australia,  Tasmania, 
West  Australia,  New  Zealand,  and  India,  were  allowed  to  lapse,  no 
fees  having  been  paid  in  respect  of  them  for  the  purpose  of  upholding 
them  after  the  year  ,  and  no  profits  were  made  in  respect  of  them, 
either  by  way  of  assigning  them,  or  working  the  invention  in  respect 
of  which  they  were  granted,  or  otherwise. 

8.  The  invention  in  respect  of  which  the  Letters  Patent,  the  subject 
of  this  petition  were  granted,  is  to  operate  the  signal  arms  of  railway 
signals  by  electrical  agency  instead  of  mechanical.  To  this  end  an 
electro-magnet  is  placed  on  or  near  the  post  on  which  is  the  signal 
arm.^  Each  signal  post  and  arm  in  a  railway  station  is  so  fitted,  and 
each  is  connected  by  wires,  or  leads  to  a  source  of  electricity.  This 
source  may  be  a  battery,  or  a  continuous  running  dynamo. 

When  the  signalman  pulls  over  his  lever,  and  completes  the  electric 
circuit  to  any  particular  signal,  i.e.  magnet,  that  magnet  is  operated, 
and   lowers   the  signal  arm  from  'Manger"  to  "Ime  clear."    This 
lowering  current  is  what  the  patent  describes  as  a  continuous  current, 
t.0.  it  is  always  ready  to  flow  along  any  wire  to  any  signal  as  soon  as 
the  wire  or  circuit  to  that  signal  is  completed  by — 
(a)  The  signalman  having  operated  his  lever. 
(6)  By  the  fact  that  all  conflicting  signals  or  points  are  at 
"danger." 
As  soon  as  the  signal  is  at  "  line  clear,"  the  armature  of  the  magnet 
is  in  touch  with  the  bobbin,  and  then  the  current  necessary  to  hold 
the  armature  and  bobbin  together  is  very  small  compared  with  that 
which  was  requisite  to  operate  or  lower  it.     And  as  it  is  necessary  to 
economize  the  use  of  the  electric  current,  it  is  lessened  by  any  suitable 
means  as  described  in  page  3,  lines  2  to  10. 

(a)  A  resistance  is  automatically  switched  in. 
(h)  Part  of  the  battery  is  switched  out. 
Without  this  reduction  of  the  current,  the  working  of  railway 
signals  by  electro-magnets  would  be  prohibitive  by  means  of  the  cost ; 
but  it  is  proved  by  absolute  work  that  this  arrangement,  which  reduces 
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the  "lowering"  to  "holding,"  i.e.  from  5  amperes  to  0*5  (or  -J^),      forms. 

makes  it  economical.    Then  the  use  of  a  continuous  current  is  essential — 

and  new. 

The  second  claim,  by  which  signals  are  interlocked  with  each  other 
and  with  points  electrically,  is  more  safe  and  more  economical  than 
when  it  is  done  mechanically.  It  is  clear  that  the  levers  necessary 
to  operate  signals  by  means  of  an  electric  current  need  only  be  very 
small— seven  inches  long  instead  of  seven  feet — and  that  they  take  up 
very  small  room  ;  and  that  by  completing  all  the  signal  circuits  through 
all  the  levers  when  in  the  "  back  "  position,  if  any  conflicting  lever  is 
pulled  over,  it  breaks  every  circuit  which  goes  to  any  of  its  conflicting 
signals,  and  then  none  of  them  can  be  lowered.  On  the  other  hand, 
if  a  signal  lever  is  pulled  over,  the  signal  is  operated,  and  the  repeater 
shows  the  signalman  that  it  is  so  operated ;  it  is  proof  positive  to  him 
that  all  the  points  are  in  their  correct  position,  and  also  that  all  con- 
flicting signals  are  and  must  be  at  "  danger." 

9.  Owing  to  the  exceedingly  serious  consequences  which  would 
probably  result  from  a  failure  of  the  signalling  apparatus  on  a  railway, 
and  to  the  fact  that  your  petitioner's  above  system  of  working  signals 
electrically  was  entirely  novel  and  untried,  your  petitioner,  notwith- 
standing his  continuous  efforts  on  that  behalf,  was  unable  to  induce 
any  railway  company  to  try  the  system  on  a  large  scale  until  the  year 
1891,  when  the  L.  0.  Electric  Railway  was  made.  This  railway  was 
fitted  with  an  electric  signalling  system  arranged  according  to  the 
invention  described  in  your  petitioner's  Letters  Patent  of  1883, 
and  was  fitted  with  certain  of  the  said  improvements  in  details  which 
are  the  subject  of  the  two  later  Letters  Patent  granted  to  your  peti- 
tioner, and  referred  to  in  paragraph  5  hereof. 

The  system  has  now  been  continuously  in  operation  on  the  L.  O* 
Railway  for  the  last  four  years,  and  has  proved  to  be  reliable,  econo- 
mical, and  satisfactory  in  every  respect. 

10.  Prior  to  the  said  installation  on  the  L.  O.  Railway,  your 
petitioner  caused  to  be  erected  at  G.,  in  the  year  1884,  a  small 
experimental  installation  of  his  system ;  and,  in  consequence  of  this, 
your  petitioner  received  an  order  to  fit  up  one  signal  and  two  bridge- 
repeaters  on  the  S.  D.  Railway  which  have  been  working  ever  since. 
And  in  the  year  1895-6  he  erected  an  installation  at  E.  C.  Junction, 
on  a  much  larger  scale,  with  the  view  of  bringing  the  advantages  of 
the  said  system  to  the  notice  of  railway  engineers. 

11.  Owing  to  the  causes  set  out  above,  and  notwithstanding  the 
continuous  efibrts  of  your  petitioner  to  bring  the  said  invention  into 
public  use,  the  invention  has  not  at  the  present  time,  with  the  excep- 
tion of  the  installations  at  L.  and  S.,  come  into  commercial  use,  and 
your  petitioner  has  not  derived  any  profit  from  the  same,  but  has,  on 
the  contrary,  expended  large  sums  of  money  in  his  endeavour  to 
introduce  the  said  invention,  as  shewn  by  the  accounts  to  be  filed 
by  him. 

12.  Your  petitioner  believes  that  the  objections  to  the  use  of  the 
said  system  by  the  railway  companies  have  now  been  largely  or 
entirely  removed  by  the  experience  gained  on  the  L.  Railway;  and 
that,  in  the  very  special  circumstances  of  this  case,  the  exclusive 
right  of  using  the  said  invention  for  a  further  term  of  fourteen  years, 
in  addition  to  the  term  granted  by  the  Letters  Patent  the  subject  of 
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T-omu.      this  petition,  will  not  be  more  than  sufficient  to  enable  your  petitioner 
to  obtain  a  fair  remuneration  for  his  invention  and  exertions. 

13.  That  yonr  petitioner  has  given  public  notice,  by  advertise- 
ments caused  to  be  inserted  the  requisite  number  of  times  in  the 
London  Gazette  and  in  Metropolitan  and  County  newspapers,  pursuant 
to  the  Statutes  in  that  case  made  and  provided,  that  it  is  his  in- 
tention to  apply  to  your  Majesty  in  Council  for  a  prolongation  of  the 
term  of  sole  using  and  vending  the  said  invention. 

Your  petitioner  therefore  humbly  prays  that  your  Majesty 
will  be  graciously  pleased  to  take  the  case  of  your  petitioner 
into  your  royal  consideration,  and  to  refer  the  same  to  the 
Judicial  Committee  of  your  Majesty's  Most  Honourable 
Privy  Council,  and  that  your  petitioner  may  be  heard  before 
such  committee  by  his  counsel  and  witnesses,  and  that  your 
Majesty  will  be  pleased  to  grant  to  your  petitioner  a  pro- 
longation of  the  term  of  sole  using  and  vending  the  said 
invention  for  the  further  and  additional  term  of  fourteen 
years,  or  for  such  other  term  as  to  your  Majesty  shall  seem 
fit,  and  to  grant  new  Letters  Patent  for  the  said  invention 
to  your  petitioner  for  such  term  as  to  your  Majesty  shall 
seem  fit,  after  the  expiration  of  the  first  term  originally 
granted  by  the  existing  Letters  Patent  hereinbefore  men- 
tioned, according  to  the  form  of  the  Statutes  in  such  cases 
made  and  provided. 

And  your  petitioner  will  ever  pray,  (a)  eta 

9 

Solicitors  for  Petitioner. 


No.  21. 

Another  Form  of  Petition,  (h) 

In  the  Privy  Council, 

Presented  the  day  of  ,  1895. 

To  the  Queen's  Most  Excellent  Majesty  in  Council. 
In  the  Matter  of  Letters  Patent,  granted  to  A.  £.  D., 
of  ,  Massachusetts,  United  States  of  America, 

bearing  date  the  day  of  ,  1882,  No.  , 

for  an  invention  of  *'  Improvements  in  Electrical  Cables." 

The  Humble  Petition  of  the  said  A.  E.  D.  and  of  the  B.  I.  W. 
Company,  Limited,  whose  Registered  Office  is  at 
in  the  County  of  ,  as  Assignees  of  the  said  Letters 

Patent. 

(a)  In  this  case  a  "  supplementaxy  the  case  of  Ddfbear^i  TatenL    An  ex- 

statement "  to  Paragraph  8  of  the  Peti-  tension  in  this  case  was  refused  on  the 

tion  was  also  presented  by  the  petitioner,  ground  that  there  was  no  snffident  ex- 

4ietting  out,  with  the  aid  of  diagrams,  planation  of  delay  in  bringing  the  in- 

Ibe  nature  of  his  invention  in  detail.  vention  into  practice ;  see  13  R.  P.  C. 

(&)  This  Petition  was  presented  in  203. 
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Sheweth  as  follows  : —  Pormi. 

1.  That  the  said  A.  E.  D.  obtained  the  grant  of  your  Majesty's 
Royal  Letters  Patent  under  the  Great  Seal  (a)  of  the  United  Kingdom 
of  Great  Britain  and  Ireland,  bearing  date  the  day  of  , 
1882,  for  an  invention  of  "  Improvements  in  Electric  Cables,"  whereby 
your  Majesty  did  give  and  grant  unto  the  said  A.  E.  D.,  his  executors, 
administrators,  and  assigns,  the  sole  privilege  to  make,  use,  exercise, 
and  vend  the  said  invention  within  the  United  Kingdom  of  Great 
Britain  and  Ireland,  the  Channel  Islands,  and  the  Isle  of  Man,  for  the 
term  of  fourteen  years  from  the  date  of  the  said  Letters  Patent. 

2.  That  in  pursuance  of  the  conditions  and  provisions  in  the  said 
Letters  Patent  contained,  the  said  A.  E.  D.  duly  filed  in  the  Great 
Seal  Patent  OfSce,  on  the  day  of  ,  1882,  a  proper  and 
sufficient  specification  (h)  of  the  said  invention,  and  the  manner  in  which 
the  same  was  to  be  performed,  and  all  other  conditions  contained  in 
the  said  Letters  Patent,  or  upon  which  the  said  Letters  Patent  were 
granted,  including  those  relating  to  the  payment  of  stamp  duties,  have 
been  duly  performed. 

3.  That  the  said  invention  was  at  the  date  of  the  said  Letters 
Patent  a  new  invention  within  your  Majesty's  realm,  and  the  said 
A.  E.  D.  was  the  true  and  first  inventor  thereot 

4.  The  said  invention  relates  to  the  insulation  of  electric  conductors. 
It  consists  in  reducing  to  the  smallest  possible  extent  the  contact 
between  the  conductor  and  the  surrounding  insulating  material,  so 
that  the  conductor  is  as  much  as  possible  insulated  by  the  surrounding 
air.  By  this  means  the  rapidity  with  which  electric  signals  can  be 
transmitted  through  the  cable  is  largely  increased :  the  reason  being 
that  the  inductive  capacity  of  air  is  very  low  as  compared  with  solid 
insulators,  and,  consequently,  a  much  smaller  Leyden-jar  effect  is 
produced  with  an  air-insulated  conductor  than  with  one  which  is  in 
contact  with  a  solid  insulator. 

5.  Your  petitioner,  A  E.  D.,  obtained  Letters  Patent  for  the  same 
invention,  in  the  United  States  of  America,  bearing  date  the 

day  of  ,  1887,  and  numbered 

6.  By  an  assignment  dated  the  day  of  ,  1892,  your 
petitioner,  A.  E.  D.,  assigned  the  said  Letters  Patent  for  the  sum 
of  ten  pounds  to  "  P.  E.,  Limited,"  whose  registered  office  is  at 

,  ,  and  by  an  assignment  dated  the  day  of  , 

,  the  said  P.  E.,  Limited,  assigned  the  said  Letters  Patent  for  the 
sum  of  ten  pounds  to  J.  K.,  and  about  the  same  date  the  said  J.  K. 
assigned  the  said  Letters  Patent  for  seven  pounds  ten  shillings  to 
J.  B.  A.     By  an  agreement  dated  the  day  of  ,  , 

the  said  J.  B.  A.  agreed  to  assign  the  said  Letters  Patent  to  your 
petitioners,  the  B.  I.  W.  Company,  Limited,  in  consideration  of  the 
payment  of  £1000,  of  which  £500  were  paid  in  cash,  and  the  balance 
of  the  £1000  was  paid  by  the  issue  to  him  of  one  hundred  fully-paid 
A  shares  in  your  petitioners'  company.  The  formal  assignment  from 
J.  B.  A.  to  your  petitioners  was  made  on  the  day  of  , 

,  and  your  petitioners,  the  B.  I.  W.  Company,  Limited,  are  now 
the  registered  owners  of  the  said  Letters  Patent. 

(a)  This  Pc-tition  also  concerned  a      operation  of  the  Patents  Act,  1883. 
Patent  granted  prior  to  the  coming  into  (b)  Ibid. 

3d 
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Tomil.  7.  At  the  date  of  the  said  Letters  Patent,  viz.  1882,  there  was 

little  or  no  need  for  cables  made  according  to  the  said  inTention. 

Such  cables  are  most  useful  for  telephonic  cables  when  laid  in  the 
ground;  and  until  a  comparativelj  recent  date  few,  if  any,  of  snch 
cables  were  in  use.  Until  recently  nearly  all  telephonic  conductors 
were  suspended  from  insulators  in  the  air.  Now,  however,  partly  in 
•consequence  of  the  largeness  of  their  number,  and  the  inconvenience 
And  the  danger  of  overhead  wires,  large  numbers  of  insulated  wires  for 
^lephonic  purposes  are  laid  in  the  form  of  cables,  in  troughs  or  pipes 
in  the  ground,  and  cables  insulated  according  to  the  invention  the 
iiubject  of  this  petition  have  been  found  to  be  of  great  value  for 
i>his  purpose. 

8.  Owing  to  the  causes  set  out  above,  and  notwithstanding  the 
•continued  efforts  of  your  petitioner,  A.  E.  D.,  to  bring  the  said  inven- 
tion into  public  use,  the  invention  did  not  come  into  any  commercial 
use  until  quite  recently,  and  neither  your  petitioner,  the  said  A.  £.  D., 
nor  your  petitioners,  the  said  B.  L  W.  Company,  Limited,  have  derived 
«ny  material  profit  from  the  same,  as  shewn  by  the  accounts  to  be 
£led  by  them  respectively. 

9.  The  said  invention  was  new  at  the  date  of  the  Letters  Patent 
the  subject  of  this  petition,  and  neither  the  utility  of  the  said  invention 
nor  the  validity  of  the  said  Letters  Patent  have  ever  been  called  in 
•question. 

10.  Your  petitioners,  the  B.  I.  W.  Company,  Limited,  are  now  in 
a  more  favourable  position  to  obtain  some  reward  in  respect  of  the 
-said  invention,  and  are  willing  to  make  such  provision  for  rewarding 
jour  petitioner,  the  said  A.  E.  D.,  as  may  seem  fit  to  your  Majesty. 

11.  Your  petitioners  have  caused  the  necessary  and  proper  adver- 
tisements to  be  inserted  the  requisite  number  of  times  in  the  London 
'Gazeite  and  in  London  and  country  newspapers,  pursuant  to  the 
Statutes  in  that  case  made  and  provided,  and  the  rules  made  in  that 
behalf,  notifying  that  it  is  the  intention  of  your  petitioners  to  supply 
to  your  Most  Excellent  Majesty  in  Council  for  a  prolongation  of  the 
.said  Letters  Patent. 

Your  petitioners  therefore  humbly  pray  that  your  Majesty  will 
be  graciously  pleased  to  take  the  case  of  your  petitioners 
into  your  Royal  consideration,  and  to  refer  the  same  to  the 
Judicial  Committee  of  your  Majesty's  Most  Honourable 
Privy  Council,  and  that  your  petitioners  may  be  heard  before 
such  committee  by  their  counsel  and  witnesses.  And  that 
your  Majesty  will  be  pleased  to  grant  your  petitioners  a  pro- 
longation of  the  term  of  the  said  Letters  Patent  for  a  further 
term  of  fourteen  years,  or  for  such  other  term  as  to  your 
Majesty  may  seem  fit. 

And  your  petitioners  will  ever  pray,  etc. 

Agents  for 

(Signed) 
Solicitors  for  the  Petitioners. 
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No.  22.  Fonu 


Advertinement  of  Time  Fixed  for  Hearing  Petition,  (a) 

In  the  Friyy  ConnciL 

In  the  Matter  of  Letters    Patent  granted   to  S.   G.  0.  C. 
of  ,  and  I.  A.  T.,  formerly  of  ,  now  of 

,  in  the  County  of  Middlesex,  for  an  invention 
of  "  Improvements  in  the  Means  of  Working  and  Inter- 
locking Railway  Signals  by  Electricity,"  dated  the 
day  of  ,  A.D.  1883,  No. 

In  the  Matter  of  the  Petition  of  the  said  I.  A.  T.  for  an 
extension  of  the  term  of  the  said  Letters  Patent. 
Notice  is  hereby  given,  that  their  Lordships  the  Judicial  Committee 
of  the  Privy  Council  have  appointed  Thursday,  the        day  of  , 

1897,  at  half-past  ten  o'clock  in  the  forenoon,  for  hearing  the  matter 
of  the  above  Petition. 

Dated  (Signed) 

Solicitors  for  the  Petitioner. 


No.  23. 

Notice  to  Opponent 

Who  has  entered  a  Caveat  of  the  Time  Fixed  for  Hearing. 

[Insert  Heading.] 

Take  notice,  that  the  Judicial  Committee  of  Her  Majesty's  Privy 
Council  did,  on  the         day  of         ,  appoint  the         day  of  ,  now 

next  ensuing,  for  the  hearing  of  the  matter  of  the  above-mentioned 
petition. 

Dated 
(Signed)  H.  K.  &  Co. 

Solicitors  for  the  Petition. 


No.  24. 

Notice  of  Grounds  of  Objection  by  Opponent. 

In  the  Privy  Council. 

In  the  Matter  of  Letters  Patent  granted  to  J.  H.  (h)  of 

(a)  Cktrrie  and  Ttmrnis'  Petilion^  see  inventor,  and  the  merit  of  the  anigneet 

ante,  p.  765.  was  iDsniBoient  to  entitle  them  to  an 

(5)  ThiB  netition  (Hopkin$on*8)  was  extension  of  the  patent  monopoly.    See 

refnted,  on  the  gronnds  that  adequate  14  B.  P.  G.  5. 
remnneration  had  been  received  by  the 
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Forms,  >  ^  ^^^  County  of  Middlesex,  for  an  Inyention 
of  **  Improvements  in   Distributing  and  Measuring  Elec- 
tricity, and  in  Apparatus  to  be  Employed  for  those  Pur- 
poses," bearing  date  the  day  of  ,  1882,  and 
numbered             , 

and 
In  the  Matter  of  the  Petition  of  the  said  J.  H.,  and  the 
W.  E.  Company,  Limited,  for  an  Extension  of  the  Term 
for  which  the  said  Letters  Patent  were  granted. 

The  Grounds  of  Objection  of  the  several  Corporations  following, 
namely :  the  Corporation  of  Edinburgh,  the  Corporation  of 
Aberdeen,  and  the  Corporation  of  Belfast,  to  the  granting  of 
the  Prayer  of  the  above-mentioned  Petition,  are  as  follows  : — 

1.  That  the  said  alleged  invention,  as  described  and  claimed  in 
the  specification  filed  in  pursuance  of  the  application  for  the  said 
Letters  Patent,  has  not  been  of  sufficient  public  benefit  to  entitle  the 
petitioners  to  any  further  extension  of  the  term  for  which  the  said 
Letters  Patent  were  granted. 

2.  The  invention  for  which  the  said  Letters  Patent  were  granted 
is  diagrammatically  but  correctly  shown  in  the  petition  at  the  bottom 

.  of  page  5.  And  it  is  claimed  in  the  said  specification  of  the  petitioner, 
J.  H.,  in  the  following  words,  "In  a  system  of  electrical  distribution 
of  supply,  the  employment  of  three  (or  more)  conductors  in  combina- 
tion with  two  (or  more)  dynamo  machines,  in  a  series  substantially 
as  hereinbefore  described  with  reference  to  Fig.  5  of  the  accompanying 
drawings,  whether  the  middle  conductor  be  continuous  or  be  replaced 
by  an  earth-return,  as  set  forth." 

3.  The  system  of  distribution  which  is  and  has  been  employed  by 
the  above-mentioned  three  corporations  is  diagrammatically  set  out 
in  the  following  drawing,  in  which  A  and  B  represent  series  of 
secondary  cells,  which  are  or  may  be  charged  by  a  small  independent 
dynamo-machine,  if  and  when  required. 


i    i   i   i 


'  T    ?   t   ? 

4.  The  above-described  method  of  distribution  by  means  of  three 
wires  is  not  the  system  of  distribution  by  three  wires  as  described  and 
claimed  by  the  petitioner,  J.  H.,  but  differs  therefrom  in  several  very 
important  and  material  respects.  The  system  which  has  been  used 
by  the  objectors  and  many  others  is  the  system  above  described,  and 
not  the  system  of  the  petitioner,  J.  H. 

5.  The  particular  system  described  and  claimed  by  the  said  J.  H. 
has  not  been  largely  used,  and  is  of  very  little  value  as  compared  with 
the  above-named  system  as  used  by  the  said  three  corporations. 
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6.  The  petitioners,  the  W.  Company,  Limited,  have  asserted  that      Forms. 

the  said  system  as  used  by  the  said  corporations  is  an  infringement  

of  the  system  as  claimed  in  the  said  H.'s  specification,  and  have  daring 

the  last  two  or  three  years  endeavoured  to  compel  the  said  corpora- 
tions to  take  a  license  from  them  to  work  according  to  the  said  Letters 
Patent.  The  said  corporations  will  submit  (although  denying  the 
said  infringements)  that  if  the  use  by  them  of  the  system  as  used  by 
them,  and  by  many  other  corporations  and  companies,  is  in  fact  an 
infringement  of  the  said  Letters  Patent,  the  royalties  now  due  in 
respect  of  such  user,  or  the  damages,  as  the  case  may  be,  which  the 
petitioners  will  in  due  time  recover  down  to  the  date  of  the  expiration 
of  the  term  for  which  the  said  Letters  Patent  were  granted,  will 
amount  to  a  very  large  sum,  and  will  be  such  that  the  petitioners 
will  have  been  adequately  remunerated  in  respect  of  their  trouble  and 
expenditure.  Notwithstanding  that  the  petitioners  have  for  nearly 
two  years  past  alleged  that  the  system  adopted  by  the  said  corporations 
is  an  infringement  of  the  said  Letters  Patent,  they  have  intentionally 
abstained  from  taking  any  steps  to  determine  the  question  or  to  re- 
strain them  from  continuing  to  infringe.  The  petitioners  have  been 
.  well  aware  of  similar  alleged  infringements  by  other  corporations  and 
companies  for  several  years  past,  but  have  taken  no  steps  as  aforesaid 
to  vindicate  their  rights. 

7.  Alternatively  the  said  three  corporations  will  contend  that,  if 
the  said  system  used  by  them  is  not  in  fact  an  infringement  of  the  said 
Letters  Patent,  in  that  case  the  said  invention  is  one  of  limited  merit, 
and  in  respect  of  which  adequate  remuneration  has  already  been  received. 

8.  That  the  petitioners,  J.  H.  and  the  W.  Company,  Limited,  have 
already  received  a  full  and  adequate  remuneration  for  the  alleged 
invention  as  more  particularly  set  forth  in  section  27  of  the  petition. 
The  petitioners,  the  "W.  Company,  Limited,  carry  on  a  very  extensive 
business,  and  own  several  Letters  Patent  of  great  value,  and  the  shares 
received  by  the  said  J.  H.  were,  and  now  are,  of  considerable  value. 

Dated  this         day  of 


No.  25. 

Another  Form  of  Notice  of  Orounds  of  Objection,  (a) 

LoL  the  Matter  of  Letters  Patent  granted  to  A.  E.  D.  of 
Massachusetts,  United  States  of  America,  bearing 
date  the         day  of  ,  1882,  and  numbered 

for  an  invention  of  '*  Improvements  in  Electrical  Cables," 

and 
In  the  Matter  of  the  Petition  of  the  said  A.  E.  D.,  and 
of  the  B.  I.  W.  Company,  Limited,  for  an  extension  of 
the  term  of  the  said  Letters  Patent. 

The  Orounds  of  Objection  of  the  N.  T.  Company,  Limited,  whose 
registered  office  is  at  ,  in  the  City  of  London,  to  the 

(a)  Dclbear^s  Ptiition,  see  ante,  p.  768. 
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Formi.  grauting  of  the  Prayer  of  the  above-mentioned  Petition,  are  as 
follows,  Tiz. : — 

1.  That  the  alleged  invention  was  not  new  at  the  date  of  tha  said 
Letters  Patent. 

2.  That  the  alleged  invention  did  not  disclose  any  such  useful 
addition  to  the  stock  of  public  knowledge  existing  at  the  date  of  the 
said  Letters  Patent  as  to  entitle  the  said  A.  E.  D.  to  the  grant  of 
valid  Letters  Patent. 

3.  That  the  alleged  invention,  as  described  in  the  specification  filed 
under  the  said  Letters  Patent,  never  has  been,  and  is  not  likely  to  be, 
of  sufficient  public  advantage  to  entitle  the  patentee  or  the  owners 
of  the  patent  to  any  further  extension  of  the  term  thereof. 

4.  That  the  title  of  the  petitioners  to  the  said  Letters  Patant  is 
invalid. 

5.  The  alleged  invention  had  been  anticipated  by  the  following 
publications  made  before  the  date  of  the  said  Letters  Patent  within 
the  United  Kingdom  of  Great  Britain  and  Ireland : — 

By  the  specification  filed  under  Letters  Patent,  No.        ,  a.d. 
,  granted  to  A.  "W.  D.,  for  "  Improvements  in  Sub- 
marine Telegraphic  Cables." 

The  whole  specification  is  relied  on. 

Bythe  American  specification  of  W.  E.  P.,  No.  ,  A.D.  1876, 

for  an  "  Improvement  in  Insulating  Telegraph  Wires,**  pub- 
lished at  the  Patent  Office,  Chancery  Lane. 

The  whole  specification  is  relied  on. 

By  the  specification  filed  under  Letters  Patent,  No.  #  A.D. 

1881,  granted   to  W.  B.  L.,    for    "Improvements   in    and 
relating  to  Electrical  Cables  or  Conductors  for  Telegraphic 
and  Similar  Purposes." 
The  whole  specification  is  relied  on. 

6.  That  the  B.  I.  W.  Company  and  the  intermediate  assignees  of 
the  said  Letters  Patent  respectively  have  not  assisted  the  said  A.  E.  D. 
with  sufficient  funds  to  enable  him  to  develop  the  said  alleged  inven- 
tion and  to  bring  it  into  commercial  use,  nor  have  they,  or  either  of 
them,  so  acted  in  connection  with  the  introduction  of  the  said  alleged 
invention  as  to  entitle  the  petitioners  to  an  extension  of  the  term  of  the 
said  Letters  Patent. 

7.  That  the  petitioners  have  already  received  a  full  and  adequate 
remuneration  for  the  said  alleged  invention,  or,  if  not,  the  want  of 
proper  remuneration  has  been  caused  by  reason  of  their  own  conduct 
in  and  about  the  sale  and  development  of  the  said  alleged  invention. 

8.  That  the  petitioners  have  permitted  infringements  of  the  said 
Letters  Patent,  and  have  not  brought  actions  to  restrain  such  infringe- 
ments, or  warned  infringers,  or  in  any  way  asserted  their  alleged  rights 
under  the  said  Letters  Patent. 

9.  That  the  allegations  contained  in  the  said  petition  are  incapable 
of  proof. 

Dated  this  day  of  1895. 

(Signed) 
Solicitors  for  the  N.  T.  Company,  Limited. 
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No.  26.  FomuK 


Another  Fonn  of  Notice  of  Grounds  of  Objection. 

In  the  Matter  of  Letters  Patent,  bearing  date       ,  numbered 

,  granted  to  W,  L.  of  for  an  invention  of 

"  Improvements  in  the  Construction  and  Arrangement  of 

Apparatus    for    Purifying,     Disinfecting,     Drying,     and. 

Heating," 

and 
In  the  Matter  of  the  Petition  of  the  said  W.  L.  for  air 
Extension  of  the  Term  of  the  said  Letters  Patent. 

The  Grounds  of  Objection  of  E.  M.  <fe  W.  W.,  trading  under  the 
style  or  firm  of  ,  engineers  and  iron-founders  at  ,. 

to  the  granting  of  the  above-mentioned  Petition  are  as  follows : — 

1.  That  the  petitioner  has  received  a  full  and  adequate  remunera- 
tion for  the  said  alleged  invention. 

2.  That  the  petitioner  entered  into  an  agreement  with  M.  A.  F.  A^*. 
Company,  of  ,  whereby  he  granted  to  the  said  firm  the  sole  right 
to  manufacture  and  sell  his  disinfectors.     The  said  firm  in  the  year- 

sold  their  business  to  a  limited  company  named  M.  A.  &' 
Company,  Limited.  By  consent  of  the  petitioner,  the  said  limited  i. 
company  exercised  and  carried  on  the  said  exclusive  rights.  The  said . 
firm  and  the  said  limited  company  have  received  in  respect  of  the  said'k 
rights  £  ,  and  it  is  submitted  that  the  public  have  already  paidn 
more  than  an  adequate  remuneration  for  the  exercise  of  the  monopoly  * 
granted  by  the  said  Letters  Patent. 

3.  That  the  plaintiff  was  not  the  first  and  true  inventor  of  the- 
alleged  invention  comprised  in  the  said  Letters  Patent. 

4.  That  the  alleged  invention  was  not  useful. 

5.  That  the  said  alleged  invention  was  not  new  at  the  date  of  the^  * 
said  Letters  Patent. 

6.  That  the  said  alleged  invention  was,  previously  to  the  date  of 
the  said  Letters  Patent,  published  within  this  realm  in  the  following 
specifications  respectively  filed  in  the  Patent  Office   as  hereinafter . 
mentioned,  that  is  to  say  : — 

[These  specifications  are  here  omitied.] 

7.  That  the  alleged  invention  was  used  before  the  date  of  the  said^ 
Letters  Patent  by  the  several  persons  at  or  in  the  several  places 
following,  that  is  to  say  : — 

[Places  of  prior  user  are  here  omitted,] 

8.  The  petitioner's  invention  has  been  publicly  known  and  used 
in  lace  factories  in  the  neighbourhood  of  N.  for  a  period  of  thirty 
years. 

(Signed) 
Delivered,  etc. 
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Fomu.  C— ACTION  FOR  INFRINGEMENT. 


No.  29. 

Indorsement  on  Writ. 

In  the  High  Court  of  Justice,  1892,  W.  No. 

Chancery  Division. 
Mr.  Justice 

Between  W.  B.  &  Company,  Limited, 

and  J.  D.  .         .        .         .         Plaintiffii 
and 
T.  P Defendant. 

The  plaintiffs'  claim  is  for : — 

1.  An  injunction  to  restrain  the  defendant,  his  servants  and 
agents,  from  infringing  the  Letters  Patent,  No.  of  18  ,  granted 
to  J.  D.  the  younger,  for  '^  Improvements  in  the  Extracting  Mechanism 
of  Drop-down  Small  Arms,"  which  patent,  by  an  assignment  dated 
the  day  of  and  duly  registered,  is  now  vested  in  the 
plaintiff,  J.  D. 

2.  An  account  of  profits,  or,  at  the  option  of  the  plaintiffit,  an 
enquiry  as  to  damages. 

3.  Delivery  up  by  the  defendant  of  all  guns  or  portions  of  guns 
made  in  infringement  of  the  plaintifib'  rights. 

4.  Costs,  (a) 


No.  30. 

Indorsement  on  Writ. 

In  the  High  Court  of  Justice,  1891,  L.  No. 

Chancery  Division. 
Mr.  Justice 

Between  W.  L.  .        .        Plaintiff 

and 
F.  G.  E.  M.  and 
W.  W.       .        .  Defendants. 

The  plaintiffs  claim  is : — 

1.  For  an  injunction  to  restrain  the  defendants,  their  servants  and 
agents,  from  infringing  the  plaintiff's  Letters  Patent,  numbered  , 

of  the  year  1880. 

(a)  WeiOey  Bichardi  &  Ch,  v.  PerJcei. 
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2.  For  damages  for  such  infringement^  or,  at  the  option  of  the 
plaintiff,  an  account  of  all  profits  derived  by  the  defendants  from  such 
infringement. 

3.  For  the  delivery  up  to  the  plaintiff  or  the  destruction  of  all 
articles  in  the  possession  of  the  defendants  made  in  such  infringement. 

4.  For  costs,  (a) 


FormB. 


No.  31. 

Indorsement  on  Writ. 

In  the  High  Court  of  Justice,  1894,  T.  No. 

Queen's  Bench  Division. 

Between  J.  A.  T.  and 
H.L.  T.     . 

and 
A.  R. 


Plaintiffs. 
Defendant. 


The  plaintiffs'  claim  is  for  an  injunction  restraining  the  defendant, 
his  servants  or  agents,  from  infringing  the  Letters  Patent  granted 
to  ,  and  now  vested  in  the  plaintiffs,  dated  1891,  and 

numbered  ,  and  for  damages,  or,  alternatively,  an  account, 

and  costs.  (6) 


No.  32. 

Indorsement  on  Writ. 

In  the  High  Court  of  Justice, 
Chancery  Division. 
Mr.  Justice 
Between  the  P.  T.  Company,  Limited,  and 
the  D.  P.  T.  Company,  Limited     . 

and 
the  T.  P.  T.  and  C.  H.,  Limited, 

J.  B.  D.  H.  H.,  Junr., 
and  C.  H.  &  Company,  Limited      , 


Plaintiffs 


Defendants. 


The  plaintiffs*  claim  is  for : — 

1.  An  injunction  to  restrain  the  defendants  and  their  respective 
servants  and  agents  from  infringing  the  Letters  Patent  owned  by  the 
plaintiff  companies. 

2.  Damages,  or,  at  the  option  of  the  plaintifls,  an  account  of 
profits. 


(a)  Lyon  v.  Goddard» 


(fi)  Thierry  v.  Biehmann. 

3e 
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Forms.  3.  Delivery  up  by  the  defendants  of  all  tyres  and  parts  of  tyres 
made  in  infringement  of  the  said  Letters  Patent  or  either  of  them. 

4.  Costs  as  between  solicitor  and  client,  (a) 


No.  33. 
Statement  of  Claim. 

[Insert  Heading  as  in  Form  No.  29.] 
Statement  of  Claim. 

1.  The  plaintiff,  J.  D.,  by  virtue  of  an  assignment  dated  the 

day  of  and  duly  registered,  is  the  owner  of  certain  Letters 

Patent,  No.  of  18     ,  granted  to  J.  D.  the  younger  for  "  Improve- 

ments in  the  Extracting  Mechanism  of  Drop-down  Small  Arms,"  of 
which  the  said  J.  D.  the  younger  is  the  first  and  true  inventor.  The 
plaintiffs,  W.  B.  &  Company,  Limited,,  are  the  sole  licensees  under  the 
said  Letters  Patent. 

2.  The  defendant  is  a  gun  manufacturer,  carrying  on  business  at 

,  in  the  County  of  Middlesex. 

3.  The  said  Letters  Patent  are  valid,  and  of  full  force  and  effect. 

4.  The  defendant  has  for  some  time  past  manufactured  and  sold 
both  guns  and  gun  actions  fitted  with  ejecting  mechanism  made  in 
infringement  of  the  plaintiffs'  Letters  Patent. 

The  plaintiffs  claim : — 

1.  An  injunction  to  restrain  the  defendant,  his  servants  and 

agents,  from  making,  using,  and  vending  guns  containing 
an  ejector  mechanism,  or  portions  thereof,  made  in  infringe- 
ment of  the  plaintiffs'  Letters  Patent,  or  made  so  as  to  be 
a  colourable  imitation  of  the  invention  therein  contained. 

2.  An  account  of  profits,  or,  at  the  option  of  the  plaintiff,  an 

enquiry  as  to  damages. 

3.  Destruction  of,  or  delivery  up,  by  the  defendant  to  the  plaintifis 

of  all  guns  or  portions  of  guns  made  in  infringement  of 
the  plaintiff'  rights. 

4.  Costs. 

(Signed) 
Delivered,  etc. 


No.  34. 

Another  Form  of  Claim. 

[Insert  Heading  as  in  Form  No,  30.] 

Statement  of  Claim. 

'      The  defendants  have  infringed  the  plaintiff's  Patent,  No.  , 

A.D.  1880,  granted  for  the  term  of  fourteen  years  from  the         day  of 

(a)  Pneumatie  Tyre  Co.  v.  Tubelett  PnewnaUo  Tyre  and  Others, 
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,  1880,  for  '<  Certain  Improvements  in  the  Construction  and      FonilB. 

Arrangement  of  Apparatus  for  Purifying,  Disinfecting,  Drying,  and 

Heating,"  whereof  the  plaintiff  was  the  first  inventor. 

The  plaintiff  claims — 

1.  An  injunction  to  restrain  the  defendants  from  further  infringe- 

ment. 

2.  An  enquiry  as  to  the  damages  sustained  by  the  plaintiff  by 

reason  of  the  infringement,  or,  at  plaintiff's  option,  an 
account  of  profits  made  by  the  defendants. 

3.  That  the  defendants  may  be  ordered  to  pay  the  plaintiff  the 

amount  so  found  to  be  due. 

4.  That  the  defendants  may  be  ordered  forthwith  to  deliver  up 

to  the  plaintiff,  to  be  destroyed,  all  machines  or  apparatus 
made  in  infringement  of  the  plaintiff's  patent. 

5.  Costs. 

(Signed) 

Particulars  of  breaches  are  delivered  herewith  and  annexed  hereto. 
Delivered,  etc. 


No.  36. 

Another  Form  of  Claim. 

[Insert  Heading  as  in  Form  No,  31.] 

Statement  of  Claim. 

1.  The  plaintiffs,  J.  A.  T.  and  A.  L.  T.,  carry  on  business  at 
"No,  ,  Street,  London,  as  boot  manufacturers,  and  are  the 
owners  of  Letters  Patent,  No.  ,  of  a.d.  1891,  granted  to  them 
for  an  "Improvement  in  Eyelets,"  and  of  which  they  are  the  original 
and  true  inventors. 

2.  The  defendant  carries  on  business  at  59  Street, 
London,  E.C.,  as  agent  for  the  F.  C.  E.  Company,  of  S.,  Massa- 
chusetts, United  States  of  America. 

3.  The  said  Letters  Patent  are  valid  and  of  full  force  and  effect. 

4.  The  defendant  has  infringed  the  plaintiffs'  Letters  Patent, 
No.  ,  of  A.D.  1891,  as  set  forth  in  Particulars  of  Breaches 
delivered  herewith. 

The  plaintiffs  claim — 

1.  An  injunction  restraining  the  defendant,  his  servants  and 

agents,  from  selling  eyelets  manufactured  in  infringement 
of  the  Letters  Patent  granted  to^  and  now  vested  in,  the 
plaintiffs,  dated  1891,  and  numbered 

2.  An  account  of  all  profits  derived  by  the  defendant  from  such 

infringement,  or,  at  the  plaintiffs'  option,  an  enquiry  as  to 
damages  sustained  by  such  infringement. 
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Forms.  ^'  Delivery  up  to  the  plainti£&  or  destruction  of  all  eyelets  made 

in  infringement  of  plaintiffs'  Letters  Patent,  No.  »  of 

A.D.  1891. 

4.  Costs. 

(Signed) 
Delivered,  etc. 


No.  36. 

Another  Form  of  Claim. 

[Insert  Heading  as  in  Form  No.  32.] 

Statement  of  Claim. 

1.  The  plaintiffs  are  the  proprietors  of  the  following  Letters  Patent, 
that  is  to  say,  No.  ,  of  1888,  granted  to  J.  B.  D.  for  "An 
Improvement  in  Tyres  of  Wheels  for  Bicycles,  Tricycles,  or  other  Road 
Cars ; "  No.  ,  of  1890,  granted  to  W.  E.  B.  for  "  Improvements  in 
I^res  or  Rims  for  Cycles  and  other  Vehicles,"  and  No.  ,  of  1890, 
granted  to  W.  G.  for  "  Improvements  in  Rubber  Tyres  and  Rims,  or 
Felloes  for  Wheels  of  Velocipedes  and  other  Light  Carriages." 

2.  All  the  aforesaid  Letters  Patent  are  good  and  valid,  and  the 
respective  persons  therein  stated  to  be  the  true  and  first  inventors 
thereof  respectively  were  the  true  and  first  inventors. 

3.  The  said  Letters  Patent,  No.  ,  of  1890,  granted  to  W.  E.  B., 
were  certified  to  be  valid  by  Mr.  Justice  Romer  on  the  day  of 

,  1894. 

4.  The  defendants  have  infringed  all  the  said  Letters  Patent  in  the 
manner  appearing  in  the  Particulars  of  Breaches  delivered  herewith, 
and  threaten  to  continue  to  infringe  the  same  by  the  manufacture  and 
sale  of  tyres  made  according  to  the  inventions  in  respect  of  which  the 
said  Letters  Patent  were  granted. 

The  plaintiflfe'  claim — 

An  injunction  restraining  the  defendants,  their  servants,  agents, 
or  workmen,  from  infringing  the  said  Letters  Patent,  No.  , 

of  1888,  No.  ,  of  1890,  and  No.  ,  of  1890. 

That  an  enquiry  may  be  made  as  to  the  damage  sustained  by 
the  plaintifis  by  the  wrongful  acts  of  the  defendants  as  afore- 
said, and  that  the  defendants  may  be  ordered  to  pay  the 
amount  thereof  to  the  plaintifis,  or,  at  the  option  of  the  plain- 
tifis,  that  an  account  may  be  taken  of  all  profits  made  by  the 
defendants  by  such  wrongful  acts  as  aforesaid,  and  that  the 
defendants  may  be  ordered  to  pay  the  amount  so  ascertained 
to  the  plaintifis. 

That  the  defendants  may  be  ordered  to  deliver  up  to  the 
plaintifis  all  tyres  made  according  to  the  said  inventions 
which  may  be  in  the  possession,  or  under  the  control  of  any 
or  either  of  them^ 

That  the  defendants  may  be  ordered  to  pay  the  costs  of  this 
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action,  and  that  the  costs  may  be  as  between  solicitor  and      'Omifl. 
client,  in  respect  of  the  Letters  Patent,  No.        ,  of  1890. 

(Signed) 
Delivered,  etc. 


No.  37. 
Statement  of  Defence. 

[Insert  Heading  aa  in  Form  No,  29.] 

Defence. 
Delivered,  etc. 

1.  The  said  defendant  denies  that  he  has  infringed  the  said  Letters 
Patent  as  alleged,  or  at  all. 

2.  The  said  J.  D.  the  younger  was  not  the  first  «ind  true  inventor 
of  the  invention  described  in  the  specification  to  the  said  Letters 
Patent. 

3.  The  said  Letters  Patent  are  void,  by  reason  that  the  invention 
was  not  new  at  the  date  of  the  said  Letters  Patent.  Particulars  of 
prior  user  and  prior  publication  are  delivered  herewith. 

4.  The  specification  to  the  said  Letters  Patent  does  not  sufficiently 
describe  and  ascertain  the  nature  of  the  said  invention,  and  the 
manner  in  which  the  same  is  to  be  performed  in  the  following  respects. 
Referring  to  page  4,  lines  44  to  53,  and  to  the  illustrations,  figures  1, 
2,  10,  and  11,  the  arrangements  of  the  sliding  rod  "G"  with  the 
rocking  arm  "P'  and  the  spring  "m"  is  unworkable  and  incapable 
of  being  put  in  practice,  and  there  is  no  alternative  method  shewn  or 
described  by  which  the  sliding  rod  '<G'*  could  be  actuated  in  the 
desired  manner.  The  alternative  arrangement  described  in  page  5, 
lines  49  to  54,  and  claimed  in  the  last  claim,  is  unworkable,  and  could 
not  be  put  in  practice. 

5.  The  said  specification  does  not  distinguish  what  is  old  from 
what  is  new  in  the  following  respects : — 

The  combination  set  forth  in  the  first,  second,  and  third  claims 
were  old  at  the  date  of  the  said  Letters  Patent  for  the  reasons 
set  forth  in  the  Particulars  of  Objection. 

(Signed) 


No.  38. 

Another  Form  of  Defence. 

[Insert  Heading  as  in  Form  No,  30.] 

Statement  of  Defence. 

1.  The  defendants  deny  that  they  have  infringed  the  plaintiff's 
Letters  Patent  in  the  manner  set  forth  in  the  Particulars  of  Breaches, 
or  at  all. 
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Forms.  2.  The  defendants  deny  that  the  plaintiff  was  the  first  and  true 

inventor  of  the  improvements  referred  to  in  the  first  paragraph  of  the 

Statement  of  Claim. 

3.  The  said  Letters  Patent  are  invalid  for  the  reasons  given  in  the 
Particulars  of  Objections  which  are  delivered  herewith* 

(Signed) 
Delivered,  etc. 


No.  39. 

Another  Form  of  Defence. 
[Insert  Heading  as  in  Form  No.  31.] 

Defence. 
Delivered,  elc 

1.  The  defendant  denies  that  he  has  infringed  the  Letters  Patent 
in  the  Statement  of  Claim  mentioned,  and  he  further  denies  that  the 
plaintiffs  were  the  true  and  first  inventors  of  the  invention  for  which 
the  said  Letters  Patent  were  granted. 

2.  The  said  Letters  Patent  are  not  now,  nor  were  they  ever,  valid, 
or  of  any  effect. 

3.  Particulars  of  Objections  on  which  the  defendant  means  to  relj 
are  delivered  herewith. 

(Signed) 


No.  40. 

Another  Form  of  Defence. 
[Insert  Heading  as  in  Form  No.  32.] 

Statement  of  Defence. 
Delivered,  etc. 

1.  The  defendants  do  not  admit  that  the  plaintiff  companies^  or 
either  of  them,  are  the  proprietors  of  the  Letters  Patent,  No.  ,  of 
1888,  No.  ,  of  1890,  and  No.  ,  of  1890,  in  the  Amended  Stete- 
ment  of  Claim  mentioned,  or  any  of  them. 

2.  All  the  said  Letters  Patent  are  invalid  for  the  reasons  stated 
in  the  Particulars  of  Objections  delivered  herewith,  and  the  persons 
therein  respectively  stated  to  be  the  true  and  first  inventors  thereof 
were  not  the  true  and  first  inventors. 

3.  The  defendants  have  not,  nor  has  any  of  them,  infringed  the 
said  Letters  Patent,  cr  any  of  them,  in  the  manner  alleged  in  the 
Particulars  of  Breaches,  or  at  all,  and  the  defendants  do  not,  nor  does 
any  of  them,  threaten  or  intend  to  infringe  the  said  patents,  or  any 
of  them,  as  alleged  in  paragraph  4  of  the  Ajmended  Statement  of  Claim, 
or  at  all. 
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4.  The  defendants  deny  that  the  plaintiff  companies,  or  either  of      Forms. 

them,  have  sustained  any  damage,  or  are  entitled  to  payment  of  any 

profits  by  reason  of  any  of  the  alleged  acts  by  the  defendants,  or  any 
of  them,  of  which  the  plaintiffs  complain. 

Particulars  of  Objections  are  delivered  herewith. 

(Signed) 


No.  41. 

Reply. 

[Insert  Heaiing  as  in  Form  No.  29.] 

Reply. 

As  to  the  statement  of  defence  the  plaintiff  say  that  they  join 
issue  save  in  so  far  as  the  allegations  made  in  the  Statement  of  Claim 
and  Particulars  of  Breaches  are  admitted. 

(Signed) 

Delivered,  etc. 


No.  42. 


Another  Form  of  Reply. 
[Insert  Heading  as  in  Form  No.  30.] 

The  plaintiff  joins  issue  on  the  defence  herein  as  contained  in  the 
Defence  and  Particulars  of  Objections  delivered  therewith. 

Delivered,  etc. 

(Signed) 


No.  43. 


Another  Form  of  Reply. 
\lMert  Heading  as  in  Form  No,  32.] 

Delivered  the  day  of  >  by  of         ,  the  plaintiffs' 

solicitor. 

The  plaintiffs  join  issue  except  in  so  far  as  the  same  contains 
admissions  with  the  defendants  on  the  defences  raised  by  them  in  their 
Defence  and  Particulars  of  Objections  and  amended  and  re-amended 
Particulars  of  Objections. 

The  plaintiffs  will  also  contend,  as  to  paragraphs  B  4  and  0  5  of  the 

Objections,  that  the  grant  of  Letters  Patent  to  B.  therein  referred  to 

was  a  grant  in  respect  of  an  invention  which  is  in  no  wise  the  same  as 

the  inventions  for  which  the  Letters  Patent^  ,  of  1890,  and 

,  of  1890  (patents  sued  on  in  this  action)  were  granted. 

(Signed) 
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Formi.  No.  44. 


Particnlars  of  Breaches. 

[Insert  Heading  as  in  Form  No,  29.] 

Particulars  of  Breaches 

Delivered  by  the  plaintiflQs  with  the  Statement  of  Claim,  the  daj 

of 

The  following  are  the  Particulars  of  the  Breaches  complained  of  bj 
the  plaintiffs  in  this  action,  that  is  to  say : — 

1.  That  the  defendant  has  at  divers  times  previously  to  the  com- 
mencement of  this  action,  infringed  the  plaintiffs'  Letters  Patent, 
No.  ,  A.D.  18  ,  by  making,  using,  and  applying  in  or  to  the 
extracting  mechanism  of  dropdown  small  arms  certain  mechanism, 
being  the  same  as  the  mechanism  described  in  the  Queen's  printers' 
copy  of  the  specification  filed  under  the  said  Letters  Patent,  and 
claimed  in  claiming  clauses  1  and  2  thereof,  and  by  manufacturing  and 
selling  for  his  own  profit,  guns  and  gun  actions  having  therein  the 
mechanism  aforesaid. 

2.  The  plaintiffs  complain  in  particular  of  the  sale  of  a  side-lever, 
hammerless  ejector  gun.  No.  ,  by  the  defendant  to  one,  S.  W.  C, 
of                 ,  in  the  County  of  Middlesex,  on  the  day  of  , 

3.  The  precise  number,  dates,  and  amounts  of  the  defendant's 
infringements  are  not  at  present  known,  but  the  plaintiffii  will  claim 
to  recover  from  the  defendant  full  compensation  in  respect  of  all  such 
infringements. 

Delivered,  etc. 


No.  45. 

Another  Form  of  Particulars  of  Breaches. 

[Insert  Heading  as  in  Form  No,  30.] 

Particulars  of  Breaches. 

The  following  are  the  Particulars  of  the  Breaches  complained  of  in 
this  action : — 

That  the  defendants  have  at  divers  times  since  the  day  of 

December,  1886,  and  prior  to  the  commencement  of  this  action, 
infringed  the  plaintiff's  Letters  Patent  and  the  claim  thereof  in  manner 
following,  that  is  to  say — 

That  the  defendants  have,  subsequently  te  the  date  of  the  plaintiff's 
patent,  manufactured,  in  accordance  with  the  provisions  of  certain 
alleged  Letters  Patent,  No.  ,  of  a.d.  1886,  certain  apparatus  for 

disinfecting  by  steam  articles  of  all  descriptions  that  are  infected  by 
germs  of  disease,  and  have  sold  the  said  apparatus,  in  which  said 
apparatus  there  are  arranged  and  combined  together  inner  and  outer 
chambers  substantially  in  the  improved  manner  described  and  claimed 
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in  the  Queen's  printers'  copy  of  the  complete  specification  filed  prior      Forms, 
to  the  grant  of  the  said  Letters  Patent  as  therein  recited.  

The  defendants  sold  disinfecting  apparatus  infringing  the  plaintifiTs 
Letters  Patent — 

To  the  Corporation  of  L.,  in  the  county  of  S.,  about  November, 

1887. 
To  the  Borough  Fever  Hospital,  L.,  in  the  county  of  L.,  during 

1887. 

To  the  Corporation  of  L.,  in  the  county  of  Y.,  on  or  about 
the  day  of  June,  1890. 

To  the  Coi*poration  of  B.,  in  the  county  of  C,  about  the  month 
of  October,  1890,  and 

To  the  Corporation  of  D.,  about  the  month  of  April,  1891. 

The  exact  number  and  dates  of  the  defendants'  infringements,  save 
as  hereinbefore  mentioned,  are  not  at  present  known  to  the  plaintiff, 
but  the  plaintiff  will  claim  to  recover  from  the  defendants  full  com- 
pensation in  respect  of  all  such  infringements. 

(Signed) 

Delivered,  etc. 


No.  46. 

Another  Form  of  Particulars  of  Breaches. 

[Insert  Heading  as  in  Form  No.  31.] 

The  following  are  the  Particulars  of  Breaches  complained  of  by  the 
plaintiff  in  this  action,  that  is  to  say — 

1.  The  defendant  has  at  various  times,  previous  to  and  since  the 
commencement  of  this  action,  infringed  plaintiffs'  Letters  Patent, 
No.  ,  of  A  D.  1891,  by  making,  using,  and  selling,  or  offering  for 
sale  at  59,  Street,  London,  E.C.,  and  elsewhere,  eyelets  made 
in  the  manner  described  in  the  Queen's  printers'  copies  of  the  specifica- 
tion of  the  said  Letters  Patent,  without  the  leave  or  license  of  the 
plaintiff. 

2.  By  the  admission  of  the  defendant  that  he  is  making  and  selling 
eyelets  made  in  the  manner  described  in  the  Queen's  printers'  copies 
of  the  specification  filed  under  the  plaintiffs'  Letters  Patent,  contained 
in  a  letter  written  by  the  defendant  on  ,  1894,  and  sent 
to  the  plaintiffs. 

3.  The  precise  dates  and  amounts  of  the  defendant's  infringements 
are  not  at  present  known  to  the  plaintiffs,  but  the  plaintiffs  will  claim 
to  recover  from  the  defendant  full  compensation  in  respect  of  all 
infringements. 

Delivered,  etc. 
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Forms.  No.  47. 

Another  Form  of  Particnlars  of  Breaches. 
[Insert  Heading  as  in  Form  No,  32.] 
Particulars  of  Breaches 

Delivered  with  the  Statement  of  Claim  in  this  Action  by,  etc. 

The  defendants  have  infringed  all  the  Letters  Patent  in  the 
Statement  of  Claim  mentioned,  by  the  manu^ture  and  sale  of  tyres 
made  according  to  the  inventions  in  respect  of  which  the  said  Letters 
Patent  were  granted. 

The  plaintiffs  complain  in  particular  of  the  manufacture  and  sale 
by  the  defendants  of  certain  tyres  now  in  the  plainti&'  possession, 
marked  A,  B,  C,  D,  E,  F,  and  G  respectively,  which  tyres  can  be 
seen  by  the  defendants  at  the  offices  of  John  B.  Purchase,  11,  Queen. 
Victoria  Street. 

The  plaintiffs  cannot  give  further  particulars  of  the  infringements 
of  the  defendants  until  after  discovery,  but  will  clum  to  recover  in. 
respect  of  all  infringements  by  the  defendants,  or  any  of  them. 


No.  48. 
Particnlars  of  Objections* 

[Insert  Heading  as  in  Form  No.  29.] 

Particulars  of  Objections 

Delivered  the  day  of  ,  1892,  by  Messrs.  ,  of 

,  the  above-named  defendant's  solicitors. 

1 .  The  inventions  claimed  by  the  first,  fourth,  and  £f th  claims  of 
the  specification  of  J.  D.,  junior,  [No.  ]  of  18  ,  are  anticipated 
by  the  specification  of  the  defendant's  patent  [No.  1  of  18  , 
particularly  with  reference  to  the  fourth  claim  and  to  the  description 
and  Ulustrations  referring  to  that  part  of  the  defendant's  therein- 
described  invention. 

2.  The  invention  described  in  the  second,  fourth,  and  fifth  claims 
was  anticipated  by  one,  L.  E.  H.,  at  ,  in  the  County  of  London, 
between  October  and  November  ,  ,  by  making  a  gun  with 
ejecting  mechanism  similar  in  every  respect  to  that  described  and 
claimed  in  the  said  second,  fourth,  and  fifth  claims  to  the  said  J.  D.'s 
specification. 

(Signed) 

[Insert  Heading  as  in  Form  No,  29.] 

Further  Particulars  of  Objections 

Delivered  pursuant  to  Order  dated  ,    1892,  by  Messrs. 

of  ,  defendant's  solicitors. 
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1.  The  meaning  of  paragraph  4  of  the  Statement  of  Defence  is  that      Porms 

the  ejecting  mechanism  when  made  in  accordance  with  D.'s  specitica- 1 

tion  is  unworkable,  and  not  that  D.'s  specification  does  not  sufficiently 
describe  the  invention  to  allow  the  same  to  be  put  in  practice  by  a 

skilled  workman. 

2.  The  reference  "  to  the  fourth  claim,  and  to  the  description  and 
illustrations  referring  to  that  part  of  the  defendant's  therein-described 
invention  "  in  paragraph  1  of  the  Particulars  of  Objections,  means  the 
fourth  claim  in  the  specification  of  the  defendant,  No.  of  18  , 
and  the  whole  of  the  fourth  claim  is  relied  upon. 

3.  The  fifth  paragraph  of  the  Defence  refers  to  both  paragraphs 
of  the  Particulars  of  Objections,  that  is  to  say,  with  reference  to  the 
first  claim  to  the  matters  alleged  in  the  first  paragraph  only,  with 
reference  to  the  second  claim  to  the  matters  alleged  in  the  second 
paragraph  only,  and  with  reference  to  the  fourth  claim  to  the  matters 
alleged  in  both  paragraphs  of  the  said  Objections. 


No.  49. 

Another  Form  of  Particnlara  of  Objections. 

[iMert  Heading  as  in  Form  No,  30.] 

Amended  Particulars  of  Objections 

Delivered  pursuant  to  Order,  dated  the         day  of  ,  1892. 

The  defendants,  besides  denying  that  they  have  infringed  the 
Letters  Patent  in  the  Statement  of  Claim  mentioned,  rely,  in 
support  of  their  defence  to  this  action,  on  the  following  objec- 
tions to  the  validity  of  the  said  Letters  Patent : — 

1.  That  the  plaintiff  was  not  the  first  and  true  inventor  of  the 
alleged  invention  comprised  in  the  said  Letters  Patent. 

2.  That  the  alleged  invention  was  not  useful. 

3.  That  the  said  alleged  invention  was  not  new  at  the  date  of  the 
said  Letters  Patent. 

4.  That  the  said  alleged  invention  was,  previously  to  the  date  of 
the  said  Letters  Patent,  published  within  this  realm  in  the  following 
specifications  respectively  filed  in  the  Patent  Office  as  hereinafter 
mentioned,  that  is  to  say  : — 

(a)  The  specification  of  F.'s  Patent,  No.  ,  of  1876.     The 

whole  final  specification  is  relied  on. 

(6)  The  specification  of  F.  &  A.'8  Patent,  No.  ,  of  1877, 

the  complete  specification,  page        ,  and  lines  to 

page         and  the  drawings,  are  relied  on. 

(c)  The  whole  provisional  specification  of  W.  L.,  dated  the 
day  of  ,  1879,  and  numbered 

5.  That  the  alleged  invention  was  used  before  the  date  of  the  said 
Letters  Patent  by  the  several  persons  at  or  in  the  several  places 
following,  that  is  to  say : — 
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^^"'"'  (a)  Messrs.  S.  &  Sons  at  R.,  Nottingham,  in  the  year  1872. 

(h)  The  defendants,  at  their  works  at  Nottingham,  from  the 
year  1872  down  to  the  present  time. 

(c)  Messrs.   H.,  at  their  works  at  Nottingham,  during  the  year 

1870,  and  for  some  months  prior  and  subsequent  thereto. 

(d)  Messrs.  S.,  at  their  works  at  Nottingham,  in  the  year  1872, 

and  for  some  months  prior  and  subsequent  thereto. 

(e)  The  A.  Laundry,  at  their  works  at  Aberdeen,  early  in  1879. 

(/)  Messrs.  J.  P.  &  Co.,  at  their  works  at  York,  during  the 
year  1872,  and  subsequently  thereto,  till  the  date  of  the 
plaintiff's  Letters  Patent. 

6.  That  the  plaintiff,  in  his  specification,  pointed  out  and  claimed 
no  sufficient  improvement  on  the  then  state  of  public  knowledge  to 
make  his  alleged  invention  good  subject-matter  for  valid  Letters 
Patent. 

7.  The  plaintiff's  invention  has  been  publicly  known  and  used  in 
lace  factories  in  the  neighbourhood  of  Nottingham  for  a  period  of 
thirty  years. 


No.  60. 

Another  Form  of  Particulars  of  Objections. 

[Insert  Heading  as  in  Form  No,  31.] 

Particulars  of  Objections 

Delivered  with  the  Statement  of  Defence  in  this  action  by  Messrs. 
of  ,  the  defendant's  solicitors. 

The  following  are  the  Particulars  of  Objections  upon  which  the 
Defendant  will  rely  at  the  trial  of  this  action  with  respect  to 
the  Letters  Patent  in  the  Statement  of  Claim  mentioned. 

1.  That  the  specification  filed  in  pursuance  of  the  application  for 
the  said  Letters  Patent  does  not  sufficiently  describe  or  ascertain  the 
nature  of  the  said  alleged  invention  or  the  manner  in  which  the  same 
is  to  be  performed. 

2.  That  the  said  alleged  invention,  as  claimed  in  the  said  specifica- 
tion, was  not  new  at  the  date  of  the  said  Letters  Patent,  but  had  been 
published  within  the  realm  before  the  said  date  in  and  by  the  publication 
following : — 

(a)  The  specification  of  an  invention  for  which  Letters  Patent 
No.  ,  of  1889,  were  granted  to  W.  H.  S.     The  whole 

is  relied  on. 

(6)  The  specification  of  an  invention  for  which  Letters  Patent, 
No.  ,  of  1890,  were  granted  to  W.  H.  S.     The  whole 

is  relied  on. 

(c)  The  specification  of  an  invention  for  which  Letters  Patent, 
No.  ,  of  1882,  were  granted  to  J.  L.  J.  in  the  United 

States  of  America.    The  whole  is  relied  on« 
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(d)  The  specification  of  an  invention  for  which  Letters  Patent,      Fomiff. 

No.         ,  of  1889,  were  granted  to  W.  H.  S.  in  the  United 

States  of  America,    The  whole  is  relied  on. 


No.  51. 

Another  Form  of  Particulars  of  Objections. 

[Insert  Heeding  as  in  Form  No.  32.] 

Particulars  of  Objections 

Delivered  by  the  defendants  the  day  of        ,  1897,  by  Messrs. 

of  ,  London,  agents  for  of  ,  solicitors 

for  the  defendants. 

The  defendants,  besides  denying  that  they  have  infringed  any  of 
the  Letters  Patent  in  the  Amended  Statement  of  Claim 
mentioned,  rely  in  support  of  their  defence  to  this  action 
on  the  following  objections  to  the  validity  of  the  said  Letters 
Patent  respectively : — 

A.  As  to  D/s  Patent  No.         ,  of  1888. 

1.  The  said  J.  B.  D.  was  not  the  true  and  first  inventor  of  t£e  alleged 
invention  comprised  in  the  said  Letters  Patent  and  claimed  by  the 
complete  specification  thereof  as  amended. 

2.  The  said  alleged  invention  so  claimed  was  not  new  at  the  date 
of  the  said  Letters  Patent,  but  previously  thereto  was  published  within 
the  realm  ;  (a)  in  the  specification  of  Letters  Patent,  No.  ,  of  1845, 
granted  to  R.  W.  T.,  upon  the  whole  of  which  specification  and  the 
drawings  thereto  the  defendants  rely ;  (6)  in  a  description  of  a  carriage 
fitted  with  tyres  made  according  to  an  improved  form  of  T.*s  invention, 
published  in  Vol.  (1851)  of  the  Mechanics'  Magazine  at  page 
The  description  relied  on  commences  with  the  words — 

3.  The  said  alleged  invention  claimed  by  H.'s  amended  complete 
specification  is  not  proper  subject-matter  for  Letters  Patent. 

4.  The  said  alleged  invention  claimed  as  aforesaid  is  not  useful. 

5.  The  alleged  invention  claimed  as  aforesaid  is  not  the  same  as 
the  invention  (if  any)  described  in  the  provisional  specification  filed 
on  the  application  for  the  said  Letters  Patent,  and  is,  moreover,  a 
different  invention  from  the  invention  claimed  by  the  said  complete 
specification  before  amendment. 

6.  The  provisional  specification  does  not  describe  the  nature  of  the 
alleged  invention,  or  of  any  invention. 

7.  The  said  complete  specification  as  amended  does  not  sufficiently 
describe  and  ascertain  the  nature  of  the  alleged  invention,  or  in  what 
manner  the  same  is  to  be  performed. 

B.  As  to  B.'s  Letters  Patent,   No.  ,   of   1890,   the 

defendants  say  that  if  the  invention  comprised  therein 
be  held,  upon  the  true  construction  of  the  complete  specifi- 
cation of  the  said  patent,  to  include  the  tyres  alleged  to 
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Forms,  be  infringements  thereof  in  this  action,  the  said  patent 
is  invalid  for  the  following  reasons,  viz. : — 

1.  The  said  W.  E.  B.  was  not  the  tme  and  first  inventor  of  the 
alleged  invention  comprised  in  the  said  Letters  Patent. 

2.  The  said  alleged  invention  was  not  new  at  the  date  of  the  said 
Letters  Patent,  but  previously  thereto  was  published  within  this  realm 
in  the  following  publications  : — 

The  specifications  of  the  following  Letters  Patent. 
[Tke  List  of  Aniicipailng  Patents  is  here  omitted.] 

3.  The  said  alleged  invention  is  not  proper  subject-matter  for  valid 
Letters  Patent. 

4.  The  said  Letters  Patent  are  invalid  by  reason  of  the  prior  grant 
of  the  patent  of  B.,  No.  ,  of  1890,  above  mentioned. 

5.  The  complete  specification  claims  an  invention  different  from, 
and  larger  than,  the  invention  described  in  the  provisional  specification, 
if,  on  the  true  construction  thereof,  the  thickening  of  the  edges  of  the 
cover,  or  the  holding  of  the  cover  to  the  rim  by  any  dovetailing  or 
hooking  action,  are  part  of  the  invention  claimed,  inasmuch  as  the 
provisional  specification  in  no  way  describes  such  thickening  or  any 
such  action. 

0.  As  to  G.'s  Patent,  No.        ,  of  1890. 

1.  The  said  W.  G.  was  not  the  true  and  first  inventor  of  the 
alleged  invention  comprised  in  the  said  Letters  Patent. 

2.  The  said  alleged  invention  was  not  new  at  the  date  of  the  said 
Letters  Patent,  but  previously  thereto  was  published  within  this 
realm  (a)  in  the  publications  hereinbefore  stated,  as  anticipating  B.'s 
Patent;  and  (h)  by  the  manufacture,  or  sale,  or  exhibition,  or  user, 
by  the  said  W.  E.  B.,  and  by  the  N,  B.  R.  Company,  of  tyres  made 
according  to  B.'s  specification,  No.         ,  of  1890,  in  the  months  of 

,  1890,  and  by  the  publication  by  the  said  B.  and  the  said 
company  in  the  same  months  of  circulars  describing  tyres  according 
to  the  said  specification ;  and  (c)  by  an  article  on  page  in  the  issue 
of  ,  1890,  of  "  B.  News,"  beginning  with  the  words 

down  to  ,  and  by  the  three  diagrams  at  the  top  of 

the  sheet  facing  page  in  the  same  issue.     By  an  article  in  the 

"  S.  C,"  dated  ,  1890,  beginning  with  the  words 

on  page  down  to  on  page  .     By  an  article  on 

page         of  the  "C.  T.  C.  M.  G."  of  ,  1890,  beginning  with 

the  words  down  to  ,  and  by  three  diagrams 

on  the  top  of  page  .     These  defendants  rely  on  the  said  publica- 

tions and  prior  users  as  anticipating  claiming  clauses  1  to  7  inclusive, 
of  G.'s  complete  specification. 

3.  The  said  alleged  invention  is  not  useful. 

4.  The  said  alleged  invention  is  not  proper  subject-matter  for 
Letters  Patent. 

5.  The  said  Letters  Patent  are  invalid  by  reason  of  the  prior 
grants  of  the  patents  of  B.  No.  ,  of  1890,  and  No.  ,  of  1890, 
above  mentioned. 

6.  If  according  to  the  true  construction  of  G.'s  complete  specification 
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the  same  in  any  way  describes  or  claims  the  fastening  of  the  metal      Forms. 

rim  by  means  of  lugs,  projections,  or  thickened  edges  of  a  tyre,  such  as 

the  tyres  of  which  the  plaintifis  are  complaining  as  infringements  in 
this  action,  or  of  a  tyre  consisting  of  an  inner  tube  with  a  detachable 
cover,  the  invention  described  and  claimed  in  G.'s  complete  specifica- 
tion is  not  the  same  as  the  invention  described  in  his  provisional 
specification,  but  differs  therefrom  in  that  such  provisional  specification 
in  no  way  describes  or  indicates  tyres  of  either  of  the  forms  above 
referred  to. 

7.  If  on  the  true  construction  of  G.'s  complete  specification  and 
Fig.  3  thereof,  the  same  be  held  to  include  tyres  consisting  of  an 
inner  air  tube  and  detachable  cover  held  in  a  flanged  or  grooved  rim, 
his  patent  is  invalid  by  reason  of  the  Crown  having,  prior  to  the  date 
of  his  complete  specification,  validly  granted  to  one  N.  by  Letters 
Patent,  dated  and  numbered  ,  the  sole  right  of  manufacturing, 
using,  and  selling  tyres  so  constructed  and  operating,  the  same  not 
being  included  in  G/s  provisional  specification. 


No.  52. 

Interrogatories  in  an  Action  for  Infringement,  (a) 

[Insert  Heading  in  Action,'] 

Interrogatories 

On  behalf  of  the  above-named  Plaintiff  for  the  examination  of  the 
above-named  Defendant. 

1.  Have  the  defendants  or  any  and  which  of  them  at  any  time  or 
times  since  the        day  of  ,  and  when,  caused  to  be  manufactured 

and  whether  or  not  soM  and  whether  or  not  delivered  to  the  purchasers 
thereof  in  this  country  and  whether  or  not  exported  for  sale  fasteners 
or  clips  for  the  purpose  of  securing  card  clothing  to  the  flats  of  carding 
engines  and  whether  or  not  were  such  fasteners  or  clips  constructed 
of  strips  or  bands  of  sheet  metal  bent  near  to  and  along  both  edges 
and  whether  or  not  applied  for  securing  clothing  to  the  flat  bars  of 
carding  engines  in  such  manner  that  one  bent  portion  of  the  strip  or 
band  tightly  held  the  foundation  fabric  of  the  clothing  while  the  other 
bent  portion  of  the  strip  or  band  gripped  along  the  back  of  the  bar 
and  whether  or  not  were  the  edges  or  selvages  of  the  foundation  fabric 
secured  to  the  bars  by  such  fasteners  and  whether  or  not  enclosed  by 
such  fasteners  and  whether  or  not  encased  by  such  fasteners  and 
whether  or  not  were  the  edges  of  the  bars  enclosed  by  such  fasteners 
and  whether  or  not  encased  by  such  fasteners,  whereby  the  necessity 
for  perforating  or  nicking  the  bars  or  using  rivets,  pins,  prongs  of  the 
fasteners  and  the  like  was  avoided  and  whether  or  not  were  such 
fasteners  or  clips  constructed  and  applied  substantially  according  to 
the  invention  described  and  claimed  in  the  specification  of  the  patent 
of  the  day  of        ,  No.        in  the  Statement  of  Claim  mentioned, 

and  in  what  respect  or  particulars  did  such  fasteners  or  clips  differ 
therefrom! 

(a)  TwMddU  ▼.  Askiioorth. 
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Formt*  2.  Have  the  defendants  or  any  and  which  of  them  at  any  time  or 

times  since  the  .day  of  ,  and  when,  manufactured  or  uaed 

or  sold  or  applied  fasteners  or  clips  for  the  purpose  of  attaching 
clothing  to  carding  engine  flats  constructed  and  applied  substantially 
as  described  in  the  specification  of  a  patent  dated  the  day  of  , 
No.  ,  and  granted  to  the  defendants  in  this  action  t     Let  the 

defendants  set  forth  by  reference  to  the  said  specification  which  of  the 
several  figures  in  sheets  1  and  2  of  the  drawings  accompanying  the  said 
specifications,  such  fasteners  or  clips  so  made  or  used  or  sold  or  applied 
as  aforesaid  substantially  resembled  in  their  construction  and  in  the 
manner  in  which  they  were  applied  for  attaching  the  clothing  of  carding 
engines  to  the  flats  thereof. 

3.  Have  the  defendants  or  any  and  which  of  them  at  any  time  or 
times  since  the  day  of  ,  and  when,  manufactured  or  sold  or 
offered  for  sale  or  used  or  applied  or  caused  to  be  manufactured  or 
used  or  sold  or  offered  for  sale  or  applied  fasteners  or  clips  for  the 
purpose  of  attaching  clothing  to  carding  engine  flats  constructed  and 
applied  substantially  as  described  in  the  specification  of  a  patent 
dated  ,  No.  ,  and  granted  to  the  defendants  in  this  action  ? 
Let  the  defendants  set  forth  by  reference  to  the  said  specification  which 
of  the  several  figures  in  the  drawings  accompanying  the  said  specification 
such  fasteners  or  clips  as  aforesaid  substantially  resembled  in  their 
construction  and  mode  of  application. 

4.  Did  not  the  defendants  construct  and  manufacture  and  whether 
or  not  sell  and  whether  or  not  deliver  any  and  what  number  of  flat 
carding  engines  or  parts  of  carding  engines  wherein  the  carding  clothing 
was  fastened  to  the  flats  by  means  of  fasteners  or  clips  such  as  are 
mentioned  in  these  interrogatories  or  the  answers  thereto  to  Messrs. 
F.  of  or  to  some  and  what  other  person  as  the  purchaser  thereof, 
and  when  and  where  did  the  defendants  so  deliver  the  same  f 

5.  Have  the  defendants  or  any  and  which  of  them  now  in  his  or 
their  possession,  power,  and  control  any  and  what  number  of  fasteners 
or  clips  such  as  are  mentioned  in  these  interrogatories  or  the  answers 
thereto,  and  when  were  the  same  made  and  where  are  the  same  or 
any,  and  which  of  them,  now  deposited  and  to  be  seen  ? 

6.  Let  the  defendants  set  forth  fully  and  particularly  the  names 
and  addresses  of  the  peraons  respectively  to  whom  tjlie  defendants 
have,  since  the  day  of  ,  sold  and  delivered  such  fasteners 
or  clips  as  aforesaid,  and  the  respective  dates  at  which  such  fasteners 
or  clips  were  respectively  so  sold  and  delivered,  and  have  the  defendants 
granted  any  license  or  licenses  under  the  said  patents.  No.  of 

,  and  No.  of  ,  or  either  of  them,  to  any  and  what  person 

or  persons,  and  when  have  the  same  been  granted  ? 

7.  Let  the  defendants  set  out  by  reference  to  the  specification  of 
the  plaintifi^s  patent.  No.  of  ,  in  what  respects  or  particulars 
the  said  specification  does  not  sufficiently  describe  or  ascertain  the 
nature  of  the  plaintiff's  said  invention,  or  the  manner  in  which  the 
same  is  to  be  performed,  as  alleged  by  the  defendants  in  paragraph 

of  their  Particulars  of  Objections  delivered  in  this  action. 

8.  Specify  the  inventions  which  you  allege  in  paragraph  of 
your  Particulars  of  Objections  to  be  not  comprised  in  plaintiff  s  pro> 
visional  specification,  but  to  be  described  and  claimed  in  his  complete 
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specification,  and  point  out  by  reference  to  the  said  specification  the      PormB. 
parts  thereof  on  which  you  rely  in  support  of  such  allegation.  

9.  Specify  the  inventions  claimed  in  plaintiffs  complete  specifica- 
tion which  you  allege  in  paragraph  of  your  Particulars  of  Objec- 
tions to  be  not  comprised  in  the  title  of  plaintiff's  said  patent,  and 
point  out  by  reference  to  the  said  specification  the  parts  on  which 
you  rely  in  support  of  such  allegation. 

Each  of  the  defendants  is  required  to  answer  all  the  foregoing 
interrogatories. 

Delivered,  etc. 


No.  53. 

Defendants'  Answers  to  Interrogatories,  (a) 

[Insert  Heading  in  Action.] 

The  Answer  of  the  above-named  Defendants  to  the  Interrogatories 
for  their  Examination  by  the  above-named  Plaintiff. 

In  answer  to  the  said  interrogatories,  we  and  , 

the  above-named  defendants,'  make  oath  and  say  as  follows  : — 

1.  Both  the  defendants  have,  since  the  day  of  ,  upon 
divers  dates  manufactured  or  caused  to  be  manufactured,  and  have 
sold  and  delivered  to  the  purchasers  thereof  in  this  country,  but  have 
not  exported  for  sale  fasteners  clamps  or  clips  for  the  purpose  of 
securing  card  clothing  to  the  flats  of  carding  engines.  Such  fasteners 
clamps  or  clips  were  constructed  of  strips  or  bands  of  sheet  metal 
bent  to  nearly  right  angles  near  to  and  along  both  edges;  such 
fasteners  clamps  or  clips  were  applied  for  securing  clothing  to  the 
flat  bars  of  carding  engines  in  such  manner  that  one  limb  of  the 
clamp  pressed  the  foundation  fabric  upon  the  face  of  the  bar,  whilst 
the  other  limb  of  the  clamp  bore  and  abutted  upon  the  back  of  the 
bar.  The  margins  of  the  strips  of  card  clothing  were  secured  or 
clamped  to  the  bars  by  such  fasteners,  but  such  strips  of  card  clothing 
or  foundation  fabric  were  without  selvages.  All  such  fasteners 
clamps  or  clips  made  by  the  defendants  as  aforesaid  were  in  all 
respects  the  same  as  those  mentioned  in  the  Particulars  of  Breaches 
OS  having  been  supplied  to  Messrs.  F.,  and  by  the  use  of  such  fasteners 
clips  or  clamps  as  aforesaid  the  necessity  for  perforating  or  nicking 
the  bars  or  using  rivets  pins  and  prongs  of  the  fasteners  and  the 
like  was  avoided.  Such  fasteners  or  clips  or  clamps  as  aforesaid 
were  not  constructed  and  applied  substantially  according  to  the  in- 
vention described  in  the  specification  of  the  patent,  dated  , 
No.  ,  in  the  Statement  of  Claim  mentioned,  but  were  all  of  them 
constructed  as  above  mentioned. 

2.  In  answer  to  the  second  interrogatory  the  defendants  say  that 
they  have  both  of  them,  since  the  day  of  ,  manufactured  or 
used  or  sold  or  applied,  or  caused  to  be  manufactured  or  used  or  sold 
or  applied,  fasteners  or  clips  or  clamps  for  the  purpose  of  attaching 

(a)  Tveedale  v.  A$lttoorth. 

3f 
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Forms,      clothing  to  carding  engine  flats  constructed  and  applied  substantially 

as  illustrated  by  the  several  figures  and  of  the 

sheets  of  drawings  accompanying  the  specification  of  Letters  Patent, 
dated  ,  No.         ,  granted  to  the  defendants  in  this  action. 

3.  In  answer  to  interrogatory  3,  the  defendants  have  not  manu- 
factured or  sold  or  offered  for  sale  or  applied  fasteners  or  clips  for 
any  purpose  constructed  according  to  the  specification  mentioned  in 
this  interrogatory. 

4.  In  answer  to  the  fourth  interrogatory,  the  defendants  have  con- 
structed,  manufactured  and  sold  and  delivered,  eighteen  carding 
engines  or  thereabouts  having  revolving  fiats  wherein  the  card  clothing 
was  fastened  to  the  fiat  by  means  of  fasteners  or  clips  resembling  such 
as  are  mentioned  in  the  answer  to  the  first  and  second  interrogatories 
as  having  been  applied  by  the  defendants  hereto  to  machines  for 
Messrs.  F.  of 

5.  In  answer  to  the  fifth  interrogatory,  the  defendants  have  in 
their  possession,  power  and  control  fasteners,  clips  and  lamps  similar 
to  those  mentioned  in  the  answer  to  the  first  and  second  interrogatories 
as  having  been  made  and  sold  by  the  defendants  all  of  which  have  been 
made  since  the  day  of  ,  and  some  of  which  were  made 
prior  to  the  issue  of  the  writ  in  this  action.  The  same  are  now 
deposited  in  our  works  at 

6.  In  answer  to  the  sixth  interrogatory,  the  defendants  decline  at 
the  present  stage  of  the  proceedings  to  give  the  names  and  addresses 
of  their  customers.  With  reference  to  the  second  paragraph  the 
defendants  say  that  it  is  wholly  immaterial  to  the  present  issue  to 
state  whether  the  defendants  have  or  have  not  granted  any  license 
or  licenses  to  work  the  patents  referred  to  in  this  interrogatory. 

7.  In  answer  to  the  seventh  interrogatory,  the  defendants  say  that 
if  the  invention  described  in  the  specification  therein  mentioned  be 
so  ascertained  that  the  specification  contains  a  claim  to  such  fasteners 
as  those  made  by  them  as  above  mentioned  it  would  claim  an  invention 
which  is  not  described,  and  the  defendants  say  that  the  mechanism 
described  in  the  plaintiff's  specification  at  line  to  line  , 
both  inclusive,  on  page  ,  and  illustrated  by  the  second  and  third 
sheets  of  drawings  to  the  said  specification  do  not  sufficiently  describe 
or  ascertain  the  manner  in  which  the  plaintiff's  invention  is  to  be 
performed. 

8.  In  answer  to  the  eighth  interrogatory  the  defendants  say  that 
if  the  complete  specification  be  constinied  to  contain  a  claim  to  such 
fasteners  as  those  made  by  them  above  mentioned,  an  invention  will 
be  claimed  in  the  complete  specification  which  is  in  no  way  referred 
to  in  the  provisional  specification. 

9.  In  answer  to  the  ninth  interrogatory  the  defendants  will  not 
contend  that  the  plaintiff's  specification  claims  certain  alleged  inven- 
tions which  are  not  comprised  in  the  title. 

10.  The  defendants  decline  to  answer  any  of  the  above  interro- 
gatories further,  on  the  ground  that  they  are  immaterial  at  this  stage 
of  the  action  and  irrelevant  and  relate  to  matters  of  argument  and 
construction. 

Sworn,  etc 
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No.  54.  Porms. 

Order  Permitting  Amendment  of  Particulars  of  Objectionr. 

[Insert  Heading  in  Action,] 

Upon  hearing  the  solicitors  on  both  sides,  it  is  ordered  that  the 
defendant  be  at  liberty  within  seven  days  to  amend  his  Particulars  of 
Objections  delivered  27th  December,  1894,  and  to  deliver  to  the 
plaintiffs  further  Particulars  of  Objections  with  respect  to  the  Letters 
Patent  mentioned  in  the  Statement  of  Claim  herein  mentioned,  in  seven 
days,  and  that  the  plaintiffs  have  fourteen  days  after  delivery  thereof 
to  elect  if  they  will  continue  or  discontinue  this  action.  If  the  plaintiffs 
discontinue,  it  is  ordered  that  the  defendant  pay  to  the  plaintiffs  their 
taxed  costs  of  action  since  the  27th  December,  1894,  and  that  the 
plaintiffs  do  pay  to  the  defendant  his  taxed  costs  up  to  that  date ;  the 
Taxing  Master  to  certify  the  amount  due  from  and  to  be  paid  to  either 
party  in  respect  of  such  taxation.  If  the  plaintiffs  elect  to  continue 
the  action  it  is  ordered  that  their  costs  of  this  application  and  of  and 
occasioned  by  amendment  be  their  costs  in  any  event.  And  it  is 
ordered  that  the  plaintiffs  have  three  weeks  after  delivery  of  amended 
Particulars  to  deliver  their  reply,  (a) 

Dated,  etc. 


No.  65. 

Order  Permitting  Amendment  of  Particulars  of  Objections. 

[Insert  Heading  in  Action,] 

Upon  hearing,  etc.,  it  is  ordered  that  the  defendants  be  at  liberty 
to  amend  their  Particulars  of  Objections  as  advised  within  seven  days, 
the  costs  of  and  occasioned  by  such  amendment  to  be  the  plaintiffs'  in 
any  event.  The  plaintiffs  to  be  entitled  to  elect  to  discontinue  the 
action  within  six  weeks  from  the  date  of  this  order  on  giving  notice  to 
the  defendants,  in  which  event  the  defendants  are  to  be  at  liberty  to 
tax  their  costs  up  to  and  including  the  day  of  (&),  and 

the  plaintiffs  are  to  be  at  liberty  to  tax  their  costs  of  this  action  subse- 
quently to  that  date,  and  the  Master  is  to  set  off  the  plaintiffs'  costs 
against  the  defendants'  and  certify  the  balance  payable  by  either 
party,  (c) 


No.  56. 

Notice  of  Motion  for  an  Interlocutory  Injunction. 

[Insert  Heading  in  Action,] 

Take  notice  that  this  Hon.  Court  will  be  moved  on  the  day 

of  at  10.30  o'clock  in  the  forenoon,  or  so  soon  thereafter  ai 

(a)  Thierry  v.  Itiekmann.  (r)  Sec  Wilion  v.  WiUon.lQ  R.  P.  0. 

(b)  Date  at  which  the  orifi^mal  Par-      315. 
Ucnian  of  ObjectioDs  were  delivered. 
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Porms.      counsel  can  be  heard,  by  counsel  on  behalf  of  the  above-named  plaintiff, 

-  — that  the  defendant,  his  servants,  agents,  and  workmen  may  be  restrained 

by  the  order  and  injunction  of  this  Hon.  Court  until  judgment  in  this 
action  or  further  order  from  infringing  the  plaintiff's  Letters  Patent, 
No.  of  ,  by  manufacturing  lamps  according  to  the  method 

described  in  the  complete  specification  of  the  plaintiff's  said  Letters 
Patent,  or  in  any  manner  only  colourably  differing  therefrom,  and 
from  selling,  offering  for  sale,  supplying,  or  using  any  lamps  so  made 
as  aforesaid  in  infringement  of  the  plaintiffs  said  Letters  Patent,  or 
that  such  other  order  may  be  made  in  the  premises  as  to  the  Court  may 
seem  meet. 


No.  67. 

Another  Form  of  Notice  of  Motion. 

[Insert  Heading  in  Action.] 

Take  notice  that  this  Court  will  be  moved  before  his  Lordship  Mr. 
Justice  on  the  day  of  at  o'clock,  or  so 

soon  thereafter  as  counsel  can  be  heard,  by  Mr.  ,  as  counsel  for 

the  above-named  plaintiffs,  that  the  defendant  his  and  each  of 

his  servants,  workmen,  and  agents  may  be  restrained  by  the  order  and 
injunction  of  this  Hon.  Court  from  making  and  selling  or  offering  for 
sale  pneumatic  tyres  made  in  infringopaent  of  the  plaintiffs'  Letters 
Patent  No.  of  a.d.  ,  or  from  making,  selling,  or  using  any 

pneumatic  tyres  made  in  colourable  imitation  of  the  invention  described 
and  claimed  in  the  specification  filed  under  the  said  Letters  Patent 
until  the  trial  of  this  action,  or  until  further  order. 


No.  58. 

Order  for  an  Interlocutory  Injunction. 

[Insert  Heading  in  Action.] 

Upon  Motion  this  day  made  unto  this  Court  by  counsel  for  the 
plaintifis,  and  upon  hearing  counsel  for  the  defendants,  and  upon 
reading  the  writ  of  summons  issued  on  the  day  of  ,  an 

affidavit  of  C.  K.  W.,  an  affidavit  of  H.  C,  an  affidavit  of  J.  B.  P., 
and  an  affidavit  of  E.  H.,  all  filed  the  day  of  ,  1896,  and 

an  affidavit  of  R.  E.,  filed  the        day  of  ,  1896,  and  the  exhibits 

therein  respectively  referred  to,  and  the  affidavit  of  A.  C,  filed  the 
day  of  ,  1896,  and  the  plaintiffs  by  their  counsel  undertaking 

to  abide  by  any  order  the  Court  may  make  as  to  damages  in  case  the 
Court  shall  hereafter  be  of  opinion  that  the  defendants  shall  have 
sustained  any  by  reason  of  this  order  which  the  plaintiffs  ought  to  pay : 

This  Court  doth  order  that  B.  E.  and  J.  T.  S.,  trading  as  the 
L.  P.  T.  &  A.  y.  Company,  their  servants  and  agents,  be  restrained 
until  judgment  in  this  action  or  further  order,  from  infringing  the 
Letters  Patent,  No.  of  a.d.  ,  granted  to  C.  K.  W.,  of  which 
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the  plaintiffs  are  owners,  by  manufacturing  and  selling  pneumatic      Porms. 

tyres  of  the  same  construction  as  those  described  in  the  specification   

of  the  said  Letters  Patent  or  only  colourably  differing  therefrom,  (a) 


No.  59. 

Order  Refasing  an  Interlocutory  Injunction^ 

Defendant  Keeping  an  Account. 

[Insert  Heading  in  Action.] 

Upon  Motion  this  day  made  unto  this  Court  by  counsel  on  behalf 
of  the  above-named  plaintiff  that  the  above-named  defendants  might 
be  restrained,  etc.,  etc.,  and  upon  hearing  counsel  for  the  defendants, 
and  upon  reading  the  plaintiff^s  Statement  of  Claim  and  Particulars  of 
Breaches  and  the  affidavit  of  etc.,  etc. :    And  the  defendants 

undertaking  by  their  counsel  until  the  trial  of  this  action  or  the 
further  order  of  this  Court  to  keep  an  account  of  all  the  etc.  alleged 
to  be  an  infringement  of  the  plaintiff's  aforesaid  Letters  Patent  made 
or  sold  by  them,  this  Court  doth  not  think  fit  to  make  any  order  on 
the  said  motion  other  than  that  the  costs  of  the  said  motion  be  costs 
in  the  action. 


No.  60. 


Order  for  Discovery  of  the  Names  and  Addresses  of 
Defendant's  Customers 

In  aid  of  Enquiry  as  to  Damages. 

[Insert  Heading  in  Action,] 

Upon  Motion,  etc.,  it  is  ordered  that  the  defendants  do  within 
four  days  after  service  of  this  order  make  and  file  an  affidavit  or 
affidavits,  stating  the  number  of  brick-cutting  machines  made  or  caused 
to  be  made  by  them  since  ,  the  date  of  the  plaintiff's  Letters 

Patent  mentioned,  etc.,  and  the  names  and  addresses  of  the  persons 
to  whom  the  same  respectively  have  been  sold  or  for  whom  the  same 
have  been  purchased,  and  the  number  of  machines  now  in  course  of 
construction,  and  of  the  licenses  granted  by  the  said  defendants,  or 
either  of  them,  to  any  persons  to  make  or  use  the  said  machines,  with 
the  names  and  addresses  of  the  said  persons  to  whom  such  licenses 
have  been  granted,  and  the  number  of  licenses  granted  by  the 
defendants,  or  either  of  them,  to  any  persons  to  use  the  said  machines, 
together  with  their  names  and  addresses,  and  the  places  where  the  said 
machines  are  respectively  licensed  to  be  used,  and  the  amount  of 
royalties  to  be  received  by  or  for  the  use  of  the  said  defendants,  or 
either  of  them,  for  the  granting  of  such  licenses  in  respect  thereof,  (h) 

(a)  Pneumatte  Tyre  Co.  v.  Leiouter.       on  Decrees,  567. 

(b)  Murray  v.  Clayton.     See  Seton 
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FormH.  No.  61. 

'       Order  on  Application  of  Defendants  for  Inspection  of 
Plaintiffs'  Process  by  Experts. 

[Insert  Heading  in  Action,'] 

Upon  Motion,  etc.,  it  is  ordered  that  J.  I.  and  one  other  indifferent 
person  appointed  by  him,  and  A.  C,  one  of  the  defendant's  solicitors, 
be  at  liberty  at  all  such  times  and  as  often  as  in  the  opinion  of  the  said 
J.  I.  be  requisite,  on  giving  three  days'  notice  to  the  plaintiff,  to  enter 
into  some  business  premises  to  be  selected  by  the  plaintiffs  where  the 
process  or  mode  of  working  referred  to  in  the  specification  mentioned 
in  the  Statement  of  Claim  can  be  seen  at  work,  and  to  inspect  and 
examine  there  the  whole  of  the  machinery  fitted  in  such  mill,  and  to 
take  such  samples  of  the  finished  and  unfinished  products  of  the 
working  of  such  machinery  as  in  the  opinion  of  the  said  J.  I.  may  be 
necessary  for  the  purposes  of  this  action.  And  it  is  ordered  that  such 
machinery  be  put  to  regular  work  upon  such  inspection*  The  costs  of 
this  application  are  to  be  costs  in  the  action,  (a) 


No.  62. 
Notice  of  Motion  for  Judgment. 
In  the  High  Court  of  Justice,  189     etc. 

Chancery  Division. 
Mr.  Justice 

Between  A.  B Plaintiff, 

and 
CD Defendant. 

Take    Notice,   that   this   Hon.   Court  will  be  moved  before   his 
Lordship  Mr.  Justice  on  the        day  of        or  so  soon  thereafter 

as  counsel  can  be  heard,  by  counsel  on  behalf  of  the  above-named 
plaintiff  for  judgment,  in  the  terms  set  forth  in  the  schedule  hereto. 

Schedule. 


No.  63. 

Judgment  After  Trial  of  Action. 

Final  Judgment  Dismissing  Action. — C.  D. 

[Insert  Heading  in  Action.'] 

This  action,  coming  on  the        day  of  and  this  day  for 

trial  beforo  this  Court,  in  the  presence  of  counsel  for  the  plaintiffs  and 
defendants,  and  upon  hearing  the  writ  issued  and  the  pleadings  in 
this  action,  and  the  evidence  of  the  several  persons  named  in  the 

(a)  Germ  MUling  Co.  v.  BcbiMon,  3  R.  P.  C.  p.  14. 
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schedule  hereto  on  their  examinations  taken  orally  before  this  Court      Fonm • 
upon  the  several  days  set  opposite  their  names  in  the  second  column 


of  the  said  schedule,  and  the  several  documents  and  other  exhibits 
produced  to  such  persons  on  their  said  examinations  set  forth  in  the 
third  column  of  the  said  schedule  opposite  to  the  names  of  such  persons 
respectively,  and  what  was  alleged  by  counsel  on  both  sides  : 

This  Court  doth  order  that  this  action  do  stand  dismissed  out  of 
this  Court,  with  costs  to  be  taxed  by  the  Taxing  Master.  And  it  is 
ordered  that  the  plaintiffs,  the  P.  T.  Company,  etc.,  do  pay  to  the 
defendants,  the  T.  P.  Company,  etc.,  the  amount  of  their  said  costs 
when  taxed,  Mr.  ,  of  the  firm  of  ,  the  solicitor 

for  the  defendants,  personally  undertaking,  in  the  event  of  this  order 
being  reversed  on  appeal,  to  abide  by  any  order  which  this  Court  may 
make  as  to  their  refunding  to  the  plaintiffs  the  costs  of  this  order 
directed  to  be  paid  to  them  by  the  plaintiffii,  and  this  Court  certifies, 
pursuant  to  Section  29  of  the  Patents,  etc.,  Act,  1883,  that  the 
Particulars  of  Objections  of  the  defendants  to  D.  &  G.'s  Patents  are 
reasonable  and  proper,  (a) 

Schedule. 


No.  64. 


Judgment  for  Plaintiffs  Directing  an  Enquiry  as  to 
Damages. 

[Insert  Heading  in  Action.'] 

Dated  the        day  of  ,  1895. 

This  action  having,  on  the        and        days  of  ,  1895,  been 

tried  before  *the  Honourable  Mr.  Justice  without  a  jury,  in 

the  County  of  Middlesex,  and  the  said  Mr.  Justice  ,  on  the 

day  of  ,  1895,  having  ordered  that  judgment  be  entered 

for  the  plaintiffs  with  costs,  and  granted  an  injunction  restraining  the 
defendant,  his  servants,  or  agents,  from  infringing  the  Letters  Patent 
granted  to  and  now  vested  in  the  plaintiffs,  numbered  ,  of  1891, 

and  granted  his  certificate  that  the  validity  of  the  said  Letters  Patent 
came  in  question,  and  also  directed  that  an  enquiry  be  had  before  one 
of  the  referees  as  to  what  sum  of  money  is  fit  to  be  awarded  to  the 
plaintiffs  in  respect  of  the  losses  and  injury  sustained  by  them  by 
reason  of  the  infringements  of  the  defendant :  And  that  the  defendant 
pay  to  the  plaintiffs  such  sum  of  money  as  shall  be  certified  as  fit  to 
be  awarded  to  the  plaintiffs,  within  twenty-one  days  after  the  filing  of 
the  certificate  or  report  in  answer  to  such  enquiry,  and  further  directed 
that  the  defendant  deliver  up  to  the  plaintiff,  within  one  month,  any 
eyelets  in  his  possession  made  in  infringement  of  the  said  Letters 
Patent,  and  that  the  injunction  and  enquiry  and  order  for  delivery 
up  be  stayed  for  three  weeks,  and  if  an  appeal  be  entered  by  the 
defendant  within  that  time,  be  further  stayed  until  such  appeal  is 
decided,  the  defendant  undertaking  to  keep  an  account  of  the  sale  of 
any  eyelets  in  the  meantime ;  the  costs  when  taxed  to  be  paid  to  the 

(a)  Pneumatie  Tyre  Co.  v.  TubeUiB  Tyre^  ete.y  Ltd. 
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Forms.      plaintiiTs*  solicitors  upon  their  giving  the  usual  undertaking  to  return 

them  if  so  ordered.     It  is  this  day  ordered  and  adjudged  that  tlie 

defendant,  his  servants,  or  agents,  be,  and  they  are,  hereby  restrained 
from  infringing  the  Letters  Patent  granted  to,  and  now  vested  in,  the 
plaintiffs,  dated  1891,  and  numbered  :  And  it  is  further  adjudged 

that  an  enquiry  be  had  before  one  of  the  official  referees  as  to  what 
sum  of  money  is  fit  to  be  awarded  to  the  plaintiffs  in  respect  of  the 
loss  or  injury  sustained  by  them  by  reason  of  the  infringements  o^ 
the  defendant :  And  that  the  defendant,  A.  R.,  do  pay  to  the  plaintiffs- 
such  sum  of  money  as  shall  be  certified  as  fit  to  be  awarded  to  the 
plaintiffs  within  twenty-one  days  after  the  filing  of  the  certificate  or 
report  in  answer  to  such  enquiry.    And  it  is  also  ordered  and  adjudged 
that  the  defendant  deliver  up  to  the  plaintiffs,  within  one  month,  any 
eyelets  in  his  possession  made  in  infringement  of  the  said  Letters 
Patent :  And  it  is  ordered  that  the  injunction  and  enquiry  and  order 
for  delivery  up  of  eyelets  be  stayed  for  three  weeks,  and  if  an  appeal 
be  entered  by  the  defendant  within  that  time,  be  further  stayed  until 
such  appeal  is  decided,  the  defendant  undertaking  to  keep  an  account* 
of  the  sale  of  any  eyelets  in  the  meantime. 

And  it  is  ordered  that  the  defendant  pay  the  costs  of  the  plaintiffs 
of  this  action,  to  be  taxed,  the  plaintiffs  solicitor  giving  the  usual 
undertaking  to  return  them  if  so  ordered,  (a) 


No.  65. 

Judgment  for  Plaintiffs  Ordering  an  Account — Q.B.D. 

^Insert  Heading  in  Action."] 

Dated  and  entered  the  day  of  • 

This  action  having  on  the  days  of  been  tried  before 

the  Hon.  Mr.  Justice  without  a  jury,  in  the  County  of 

Middlesex,  and  the  said  Judge  on  the         day  of  having  ordered 

that  judgment  be  ordensd  for  the  plaintiff^  and  that  the  defendants, 
their  servants  and  agents,  be  restrained  during  the  continuance  of  the 
Letters  Patent,  No.  ,  of  18    ,  from  manufacturing,  selling,  letting 

on  hire,  supplying,  or  using  any  machine  or  apparatus  for  disinfectioxk 
manufactured  according  to  or  in  the  manner  described  in  the  specifi- 
cation filed  in  pursuance  of  such  Letters  Patent,  or  in  any  manner 
only  colourably  differing  from  the  same :  And  the  judge  having 
further  directed  that  an  account  should  be  taken  before  one  of  the 
official  referees  of  all  machines  or  apparatus  for  disinfection  made 
in  infringement  of  the  said  Letters  Patent  which  have  been  manu- 
factured, or  sold,  or  let  for  hire  by  or  by  the  order,  or  for  the  use 
or  profit  of  the  defendants,  and  also  of  the  gains  and  profits  made 
by  the  defendants  by  reason  of  such  manufacture,  sale,  or  letting  for 
hire  :  and  that  the  defendants  do  within  seven  days  after  the  service 
upon  them  of  the  Official  Referee's  report  of  the  result  of  such  account, 
pay  to  the  plaintiff  the  amount  of  such  gains  and  profits,  the  defen- 
dants by  their  counsel  undertaking  to  bring  into  the  said  account 

(a)  Thierry  ▼.  Bitkmann* 
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all  such  machines  or  apparatus  for  disinfection  as  aforesaid  as  are      Foims: 

now  in  their  possession,  custody,  or  power,  whether  completed  or  in 

process  of  manufacture,  and  to  give  notice  of  appeal,  and  enter  the 
same  within  three  days  from  the  service  of  this  judgment  upon  them. 

The  judge  further  directed  that  the  injunction,  so  far  as  relates 
to  the  machines  or  apparatus  comprised  in  the  said  undertaking,  be 
suspended  until  the  said  appeal  has  been  heard  and  determined,  and 
the  judge  further  directed  that  the  defendants  do  pay  to  the  plaintifiT 
the  costs  of  this  action,  such  costs  to  be  taxed. 

It  is  therefore  adjudged  that  the  defendants,  their  servants  and 
agents,  be  restrained  during  the  continuance  of  the  Letters  Patent,. 
No.  of  18     ,  from  manufacturing,  selling,  letting  on  hire,  supply- 

ing, or  using  any  machine  or  apparatus  for  disinfection  manufactured* 
according  to  or  in  the  manner  described  in  the  specification  filed  in* 
pursuance  of  such  Letters  Patent,  or  in  any  manner  only  colourably 
differing  from  the  same. 

And  it  is  ordered  and  adjudged  that  an  account  be  taken  before- 
one  of  the  official  referees  of  all  machines  or  apparatus  for  disinfection 
made  in  infringement  of  the  said  Letters  Patent  which  have  been 
manufactured,  or  sold,  or  let  for  hire,  by  or  by  the  order  or  for  the 
use  or  profit  of  the  defendants,  and  also  of  the  gains  and  profits  made 
by  the  defendants  by  reason  of  such  manufacture,  sale,  or  letting  for 
hire  :  And  that  the  defendants  do  within  seven  days  after  the  service^ 
upon  them  of  the  Official  Referee's  report  of  the  result  of  such  account^ 
pay  to  the  plaintiff  the  amount  of  such  gains  and  profits :  And  the 
defendants,  by  their  counsel,  undertaking  to  bring  into  the  said 
account  all  such  machines  or  apparatus  for  disinfection  as  aforesaid' 
as  are  now  in  their  possession,  custody,  or  power,  whether  completed 
or  in  process  of  manufacture,  and  to  give  notice  of  appeal  and  enter 
the  same  within  three  days  from  the  service  of  this  judgment  uponi 
them : 

It  is  ordered  that  the  Injunction,  so  far  as  relates  to  the  machinea< 
or  apparatus  comprised  in  the  said  undertaking,  be  suspended  until, 
the  said  appeal  has  been  heard  and  determined. 

And  it  is  also  further  adjudged  that  the  defendants  do  pay  to  the- 
plaintiff  the  costs  of  this  action,  such  costs  to  be  taxed,  (a) 


No.  66. 


Order  for  an  Inquiry  as  to  Infringing  Articles  and  their 

Destruction. 

[Insert  Heading  in  Action,] 

Upon  moving,  etc.,  etc.,  Let  an  inquiry  be  made  whether  the- 
defendants,  or  any  of  them,  have  in  their  possession  or  power  any,  and 
what  articles  manufactured  in  violation  of  the  plaintiff's  patent,  and 
let  all  articles  which  shall  be  certified  to  have  been  so  manufactured^ 
and  to  be  in  the  possession  of  the  defendants,  or  any  of  them,  be 
destroyed  in  the  presence  of  C,  the  plaintiff's  manager,  and  K.,  the- 

(a)  Lyon  v.  Ooddard, 
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Torms.      defendants'  manager,  and  the  respective  solicitors  of  the  plaintifis  and 
defendants,  (a) 


No.  67. 

Certificate  that  the  Validity  of  Letters  Patent  has  been 

in  Issue. 

[Insert  Heading  in  Action.] 

I  hereby  certify,  pursuant  to  Section  31  of  the  Patents,  Designs, 
and  Trade  Marks  Act,  1883  (46  &  47  Vict.  c.  57),  that  the  validity 
of  Letters  Patent,  No.  of  ,  in  the  plaintiff's  Statement  of  Claim 
mentioned,  came  in  question  upon  the  trial  of  this  action. 

Dated  day  of 

(Signed) 


No.  68. 
Certificate  as  to  Particnlars. 
It  is  certified  that  the  plaintiff  [or  defendant]  has  proved  to  the 
satisfaction  of  the  Court  the  breaches  [or  objections!  mentioned  in  the 
Particulars  of  Breaches  [or  Objections]  delivered  by  him,  and  num- 
bered respectively  ,  and  that  the  Particulars  numbered  were, 
under  the  circumstances  of  the  case,  reasonable  and  proper. 


D.— APPEAL  TO  THE  COURT  OF  APPEAL. 


No.  69. 

Notice  of  Appeal 

By  Plaintiffs  from  Order  dismissing  Action. — CD. 

Iq  Her  Majesty's  Court  of  Appeal.  1896        P.  No. 

On  Appeal  from  the  Chancery  Division  of  the  High  Court  of 

Justice. 

Between  The  P.  T.  Company,  Limited, 

and  the  D.  P.  Company, 

Limited,         .         .         •         •     Plaintiffs,  (b) 

and 

The  T.  P.  T.  &  C.  H. 

Limited,    J.   D.   B., 

H.  H.,  jun.,  &  C.  H. 

&  Company,  Limited.  .        •      Defendants,  (c) 

(a)  Betii  V.  De   Vitre:    see  Seton,  (b)  Or  Appellants. 

566.  (e)  Or  Bespondents. 
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Notice  of  Appeal.  Forms. 

Take  Notice,  that  this  Hon.  Court  will  be  moved  by  counsel  for 
the  above  named  plaintiffs  on  the  day  of  ,  or  so  soon  thereafter 
as  counsel  can  be  heard,  for  an  order  setting  aside  or  reversing  the 
judgment  of  Mr.  Justice  ,  delivered  in  this  action  on  the 

of  ,  whereby  he  directed  that  this  action  should  be  dismissed 

with  costs : 

And  for  an  order  to  restrain  the  defendants  from  infringing  the 
plaintiffs'  Letters  Patent  of  1890,  and  giving  such  other  relief 

AS  is  prayed  for  in  respect  of  the  said  Letters  Patent  in  the  Statement 
of  Claim : 

Or  that  such  other  order  may  be  made  as  this  Hon.  Court  shall 
deem  fit. 

Dated,  etc. 

(Signed) 

Solicitors  for  the  Plaintiffs,  the  Appellants. 


No.  70. 

Notice  of  AppeaL 

By  the  Defendant.— Q.B.D. 

[Insert  Heading,] 

Take  Notice,  that  this  Hon.  Court  will  be  moved  by  counsel  on 
behalf  of  the  defendant,  on  the  day  of  ,  at  10.30  of  the 
clock,  or  so  soon  thereafter  as  counsel  can  be  heard,  that  the  judg- 
ment  of  Mr.  Justice  ,  dated  the  day  of  ,  may  be 

reversed,  and  that  judgment  may  be  entered  for  the  defendant  with 
costs,  together  with  the  defendant's  costs  of  this  appeal,  or  that  such 
other  order  may  be  made  as  to  the  Court  of  Appeal  shall  seem  just. 

Dated  this        day  of 

(Signed) 


No.  71. 

Another  Form  of  Notice  of  Appeal. 

[Insert  Heading.] 

Take  Notice,  that  this  Hon.  Court  will  be  moved,  on  Monday, 
the  day  of  ,  or  so  soon  thereafter  as  counsel  can  be 

heard,  on  the  part  of  the  appellants,  that  the  whole  of  the  judgment 
delivered  in  this  action  on  the  day  of  ,  by  Mr. 

Justice  ,  may  be  reversed,  and  it  may  be  ordered 

that  judgment  be  entered  for  the  appellants,  that  the  said  action  be 
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TonuL      dismissed  with  costs,  and  that  such  other  relief  may  be  granted  as  to 
this  Hon.  Court  may  seem  fit. 

Dated  the  day  of 

(Signed) 

Appellant's  Solicitors. 

To  the  Respondent  and  ,  his  Solicitors. 


No.  72. 

Order  of  the  Court  of  Appeal 

Affirming  Judgment  below. 

[Insert  Hectdtng.'] 

Upon  Motion  by  way  of  Appeal  this  day  made  into  this  Court  by 
counsel  for  the  above-named  plaintiffs  from  the  judgment  of  Mr. 
Justice  ,  dated  the  day  of  ,  and  for  an  Order  to 

restrain  the  defendants  from  infringing  the  plaintiffd'  Letters  Patent 
of  A.D.  ,  and  giving  such  other  relief  as  is  prayed  for  in  respect 
of  the  said  Letters  Patent  in  the  Statement  of  Claim,  and  upon  hearing 
counsel  for  the  defendants,  and  upon  reading  the  said  judgment, 
dated 

This  Court  doth  order  that  the  said  judgment,  dated  ,  be 

affirmed. 

And  it  is  ordered  that  the  plaintiffs,  the  P.  T.,  etc.,  etc.,  do  pay  to 
the  defendants,  the  T.  P.,  etc.,  etc.,  their  costs  occasioned  by  this 
Appeal,  such  costs  to  be  taxed  by  the  Taxing-Master,  Mr.  of 

the  firm  of  ,  the  solicitors  for  the  defendants,  personally  under- 

taking,  in  the  event  of  this  Order  being  revised  on  Appeal,  to  abide  by 
any  Order  which  the  House  of  Lords  may  make  as  to  the  defendants 
refunding  to  the  plaintiffs  the  costs  by  this  Order  directed  to  be  paid 
to  them  by  the  plaintiffs,  and  having  signed  the  registrar's  book 
accordingly,  (a) 


No.  73. 

Order  of  the  Court  of  AppeaL 

Another  Form. 

llnsert  Heading,'] 

Upon  hearing  Mr.  ,  Q.C.,  of  counsel  for  the  defendant,  and 

Mr.  ,  Q.C.,  of  counsel  for  the  plaintiffs,  on  the  defendants' 

Notice  of  Appeal,  dated  the  day  of  ,  from  the  judgment  of 

the  Hon.  Mr.  Justice  ,  dated  the  day  of  : 

(a)  Pneumatic  Tvre  Co.  v.  Tttbelen  Tyret  Lid. 
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It  is  ordered  that  the  defendant's  appeal  herein  be  dismissed  with      Fornur. 

costs  to  be  taxed  and  paid  by  the  said  defendant  to  the  said  plaintiff 

or  their  solicitors,  (a) 


No.  74. 

Order  of  the  Court  of  Appeal 

Granting  a  Stay  of  the  Injunction  Fending  Further  Appeal. 

[Insert  ffeading,'] 

Upon  hearing  Mr.  ,  Q.C.,  of  counsel  for  the  defendants,  and 

Mr.  ,  Q*C.,  of  counsel  for  the  plaintiffs,  upon  the  defendants' 

notice  of  Appeal,  dated  ,  from  the  judgment  of  the  Hon.  Mr. 

Justice  ,  dated  ,  at  the  trial  without  a  jury  at 

It  is  ordered  that  the  Appeal  of  the  defendants  herein  be  dismissed 
with  costs  to  be  taxed  and  paid  by  the  said  defendants  to  the  said 
plaintiffs  or  their  solicitors. 

And  it  is  further  ordered  that  upon  the  defendants  paying  to  the 
plaintiffs'  solicitors  the  taxed  costs  herein,  upon  such  solicitors  under- 
taking to  return  the  same  should  an  Appeal  be  successful,  and  also  by 
their  counsel  undertaking  to  keep  an  account  (from  the  date  of  the 
judgment  herein)  of  all  gains  and  profits  made  by  the  defendants  by 
the  manufacture,  sale,  and  supply  or  advertising  of  the  machinery  and 
apparatus  the  subject  of  this  action  by  the  defendants  or  by  any  person 
or  persons  by  the  order  or  for  the  use  of  such  defendants,  and  to  pay 
the  amount  of  such  gains  and  profits  to  the  said  plaintiff  as  damages, 
the  injunction  granted  to  the  plaintiffs  to  be  stayed  for  three  weeks, 
and  if  within  that  time  an  appeal  be  brought  to  the  House  of  Lords, 
then  such  injunction  be  stayed  until  the  hearing  of  such  appeal.  (6) 


K— AFFEAL  TO  THE  HOUSE  OF  LORDS. 


No.  76. 

Notice  of  AppeaL  (c) 

In  the  House  of  Lords. 

From  her  Majesty's  Court  of  Appeal  (England). 

Between  A.  R.  .        .         .         .        Appellant, 

and 
J.  A.  T.  and  A.  L.  T.     .        .  Respondents. 

We  hereby  give  you  notice  that  on  the  day  of  ,  or  so 

60on  after  as  conveniently  may  be,  the  Fetition  of  Appeal  by  the  above 

(n)  Thierry  v.  Rtfhmann.  (c)  Tltierry  v.  Biehnann. 

(b)  MorrUy.  Young. 
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Forms,      named  appellant  A.  B.,  a  correct  copy  whereof  is  served  herewith  (being 

a  Petition  of  Appeal  against  the  Order  dated  of  the  Court  of 

Appeal  (England)  made  in  an  action  wherein  the  respondents  J.  A.  T. 
and  A.  L.  T.  were  plaintiffs  and  the  appellant  A.  R.  was  defendant), 
will  be  presented  to  the  House  of  Lords  on  behalf  of  the  appellant 

To  the  respondents  and  and  their 

solicitors. 

Dated 

(Signed) 

Appellant's  Solicitor. 


No.  76. 

Petition  of  Appeal,  (a) 

In  the  House  of  Lords. 

On  Appeal 
From  her  Majesty's  Court  of  Appeal  (England). 
To  the  Right  Honourable  the  House  of  Lords. 

The  humble  Petition  and  Appeal  of  A.  R.  of  in  the  City 

of  London. 

Your  petitioner  humbly  prays  that  the  matter  of  the  Order  set 
forth  in  the  schedule  hereto  may  be  reviewed  before  her  Majesty  the 
Queen  in  her  Court  of  Parliament,  and  that  the  said  Order  may  be 
revised,  varied,  or  altered  :  Or  that  the  petitioner  may  have  such  other 
relief  in  the  premises  as  to  her  Majesty  the  Queen  in  her  Court  of 
Parliament  may  seem  meet,  and  that  J.  A.  T.  and  A.  L.  T.  mentioned 
in  the  schedule  to  the  Appeal  may  be  ordered  to  lodge  such  printed 
case  as  they  may  be  advised  and  the  circumstances  of  the  case  may 
require  in  answer  to  this  Appeal :  And  that  service  of  such  Order  on 
the  solicitors  in  the  cause  of  the  said  respondents  may  be  deemed  good 
service. 

(Signed). 
Schedule  referred  to  tn  the  Foregoing  Petition^ 


From  her  Majesty's  Court  of  Appeal  (England). 

In  a  cause  wherein  J.  A.  T.  and  A.  L.  T.  were  plaintiff  and  A  R* 
was  defendant. 

The  Order  of  the  Court  of  Appeal  (England),  dated  the  day 

of  appealed  from  is  in  the  words  following,  that  is  to  say  : — 

In  the  Court  of  Ajppeal, 

On  Appeal  Stamp  £1, 

From  the  High  Court  of  Justice, 
Queen's  Bench  Ditnsion. 

(a)  Tlu'crry  v.  Bitkmann, 


ACTION  FOB  INFRINGEMENT.  815 

Monday  the  9th  day  of  December,  1895.  Formff. 

lS9iT.No.  .  ' 

J.  A.  T.  and  A.L.T..        .        .        .        Plaintiffs, 

V. 

A.  B.         •        •        .        .         .        .        Defendant. 

Upon  hearing  Mr.  ,  Q.C.,  of  counsel  for  the  defendant,  and 

Mr.  ,  Q.C.,  of  counsel  for  the  plaintiffs,  on    the  defendant'^ 

notice  of  Appeal  dated  the  day  of  July,  1895, /rom  the  judgment 

of  (he  Hon.  Mr.  Justice  Charles,  dated  the  day  of  July,  1895  : 

It  is  ordered  that  the  defendant's  Appeal  herein  he  dismissed,  with 
costs  to  he  taxed  and  paid  hy  the  said  defendant  to  the  said  plaintiffs  or 
their  solicitors. 

By  the  Court. 
We  humbly  conceive  this  to  bo  a  proper  case  to  be  heard  before 
your  Lordships  by  way  of  Appeal. 

(Signed). 


F.— ACTION  AGAINST  A  PATENTEE  FOR  THREATS, 


No.  77. 

Statement  of  Claim. 

In  the  High  Court  of  Justice,  1894,  M.  No. 

Chancery  Division. 
Mr.  Justice 
Between  M.  A.  &  Company,  Limited  .  Plaintiffs, 

and 
The  H.  R.  F.  Company,  Limited  Defendants. 

Statement  of  Claim. 

1.  The  plaintiff  company  carry  on  business  as  mechanical  engineers 
at  works  ,  in  the  county  of  Nottingham.  Since  the 
year  they  have  erected  furnaces  for  burning  the  refuse  of  towns 
under  Letters  Patent  No.  of  ,  granted  to  A.  F.,  of  which  the 
plaintiff  company  are  owners. 

2.  The  defendants  are  mechanical  engineers  carrying  on  business 
as  a  limited  company  at  ,  in  the  city  of  ,  in  the  county  of 
Yorkshire. 

3.  The  said  defendants  have,  in  the  month  of  ,  and  subse- 
quently to  the  issue  of  the  writ  in  this  action,  written  threatening 
letters  both  to  the  plaintiffs  and  their  customers,  threatening  them 
with  legal  proceedings  for  an  alleged  infringement  of  certain  Letters 
Patent,  No.            of            ,  granted  to  W.  H. 
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Tonns.  4.  The  said  defendants,  although  making  such  threats,  have  not 

commenced  an  action  for  infringement  of  their  above-mentioned  Letters 

Patent. 

5.  The  invention  claimed  in  the  said  Letters  Patent,  No.  of 

,  is  not  good  subject-matter  for  valid  Letters  Patent,  and  was 
not  at  the  date  of  the  said  Letters  Patent  a  ncfvel  invention. 

6.  The  Plaintiff  Company  have  not  infringed  the  said  Letters 
Patent,  No.  of 

7.  The  plaintiffs  have  suffered  loss  in  their  business  by  reason  of 
the  said  threatening  letters. 

The  plaintifib  claim  : — 

1.  An  injunction  restraining  the  defendants,  their  officers,  servants, 
Hnd  agents,  from  threatening  the  plaintiffs  and  their  customers  with 
legal  proceedings  for  the  alleged  infringement  by  them  of  the  defendants' 
Letters  Patent,  No.  ,  of  ,  granted  to  W.  H.  for  "  a  new 

and  improved  construction  of  furnace  for  burning  towns'  and  other 
refuse,"  and  from,  by  letters,  advertisements,  or  any  other  means 
whatever,  circulating  statements  to  the  effect  that  "  Destructor "  or 
other  furnaces  erected  by  the  plaintiff,  are  constructed  in  infringement 
-of  the  defendants'  said  Letters  Patent. 

2.  Damages. 

3.  Costs. 

(Signed) 
Delivered,  etc. 


No.  78. 

Another  Form  of  Statement  of  Claim 

In  an  Action  for  Threats. 

In  the  High  Court  of  Justice,  1886  to  No. 

Chancery  Division. 
Mr.  Justice 
Writ  issued  the  day  of 

Between  T.  F.  W.  and  L.  J.  M. 

(trading  as  J.  W.  W.)       .         .         .     Plaintiffs, 
and 

S.  C Defendant 

Statement  of  Claim. 
Delivered,  etc. 

1.  The  plaintiffs  and  the  defendant  are  respectively  manufacturers 
of  and  dealers  in  lamps  and  similar  articles,  and  there  has  existed,  and 
still  exists,  a  competition  in  trade  between  them. 

2.  The  defendant  claims  to  be  the  patentee  of  a  certain  alleged 
invention  of  improvements  in  candle-lamps  and  chandeliers,  for  which 
he  has  obtained  Letters  Patent,  dated  the  day  of  ,  1885, 
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and  numbered  .     The  said  alleged  invention  was,  and  is  in  fact      Forms. 

not  an  invention  at  all,  and  comprises  no  manner  of  manufacture  which  \ 

was  new  at  the  date  of  such  Letters  Patent.  The  said  Letters  Patent 
are  in  fact,  and  to  the  knowledge  of  the  defendant,  void  for  want  of 
novelty  and  otherwise,  and  the  same  were  applied  for  and  obtained  by 
the  defendant,  not  for  the  protection  of  any  invention,  but  for  the 
purpose  of  enabling  him  by  such  threats  as  hereafter  mentioned,  to 
injure  the  trade  of  the  plaintiffs  and  other  competing  manufacturers 
of,  and  dealers  in  such  articles  as  aforesaid,  for  the  defendant's  own 
advantage. 

3.  The  plaintiffs,  before  and  at  the  time  of  the  acts  of  the  defendant 
herein  complained  of,  had  at  considerable  trouble  and  expense  estab- 
lished a  trade  in  a  description  of  candle-lamps  known  as  *'  Glow-worm  " 
lamps,  and  known  by  that  time  to  be  of  the  plaintiffs'  manufacture. 
The  said  lamps  had  become  known  in  the  trade,  and  had  acquired  a 
good  reputation,  and  the  said  trade  was  of  value  to  the  plaintiffs.  The 
said  Glow-worm  lamps  did  not  involve  any  manner  of  manufacture 
which  was  in  any  respect  an  infringement  of  any  legal  rights  of  the 
defendant,  or  of  the  said  Letters  Patent,  as  described  in  the  speci- 
fication thereof. 

4.  In  the  course  of  their  said  business  the  plaintiffs  have  supplied 
their  Glow-worm  lamps  to  H.  G.  S.,  who  carries  on  business  in  M.  as 
a  glass  and  earthenware  dealer.  On  or  about  the  ,  1886,  the 
defendant  wrote  and  sent  to  the  said  H.  G.  S.  a  letter,  which  so  far 
as  material  is  in  the  words  and  figures  following : — 

"Mr.  S.  1886, 

"  Dear  Sir, 

"  Caution. — ^Walsh's  Glow-worm  lamps  are  an  infringement 
"of  my  patent,  and  agents  are  now  going  through  the 
"country  to  get  all  the  evidence  they  can  to  take 
"  legal  proceedings  against  the  vendors,  that  being  the 
"  course  decided  upon  by  my  solicitors,  Messrs. 

"  Yours  truly, 

**S.  C." 

5.  The  defendant  by  circulars,  advertisements,  or  otherwise,  has 
threatened,  and  intends  unless  restrained  by  the  Order  of  the  Court, 
to  continue  to  threaten,  the  plaintiffs  and  their  customers  with  legal 
proceedings  or  liability  in  respect  of  the  alleged  infringement  of  his 
patent  rights  by  the  said  Glow-worm  lamps,  manufactured  and  sold  by 
the  plaintiffs.  The  plaintiff  have  requested  the  defendant  to  commence 
proceedings  against  them  for  the  alleged  infringement,  but  he  has  not 
done  80^  and  refuses  or  neglects  so  to  da 

6.  The  said  threats  of  the  defendant  to  the  said  H.  G.  S.  and 
otherwise,  have  caused  considerable  damage  to  the  plaintiffs  in  their 
said  business,  and  the  continuance  of  such  threats  will,  unless  restrained 
by  the  Order  of  the  Court,  cause  the  plaintiffs  very  great  and  irreparable 
loss  and  damage  in  their  said  business. 

The  plaintiffs'  claim : — 

1.  An  injunction  to  restrain  the  defendant,  his  servants  and  agents, 
from  threatening  any  person  or  persons,  by  circulars,  advertise- 
ments, or  otherwise,  with  legal  proceedings  or  liability  in  respect  of 

3a 
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Forma,      licensees  a  license  to  make,  use,  exercise,  and  vend  tjres  in  accordance 

with  the  said  Letters  Patent  respectively,  upon  the  terms  hereinafter 

appearing,  Now  this  Indenture  Witnesseth  that  in  parsnanoe  oi 
the  said  agreement,  and  in  consideration  of  the  Royalties  hereinafter 
reserved,  and  the  covenants  on  the  part  of  the  licensees  hereinafter 
contained,  the  licensors  Do  hereby  grant  unto  the  lioex^sees  faH 
liberty,  license,  power,  and  authority  under  the  above  recited  Letten 
Patent,  or  either  of  them,  to  make,  use,  exercise,  and  vend  tyres  for  the 
wheels  of  cycles  and  other  vehicles  made  in  accordance  with  the 
specification  of  the  said  Letters  Patent,  or  either  of  them ;  to  liATe, 
hold,  exercise,  and  enjoy  the  said  license  unto  and  by  the  licensees  in 
the  United  Kingdom  for  and  during  all  the  residues  now  to  come  and 
unexpired  of  the  terms  for  which  the  said  Letters  Patent  were  granted 
respectively,  and  during  any  further  term  for  which  the  said  Lettna 
Patent  were  granted  respectively,  and  during  any  further  term  for 
which  the  said  Letters  Patent,  or  either  of  them,  may  be  prolonged, 
yielding  and  paying  unto  the  licensors  quarterly,  on  every  day  of 

January,  day  of  April,  day  of  July,  and  of  October  for 

every  tyre  sold  by  the  licensees  hereunder  in  the  quarter  then  ending 
respectively,  the  Royalty  of  the  first  of  such  payments  to  be  made 
on  the        day  of  January  next : 

And  also  that  they  will  during  the  said  term  keep  at  their  place 
of  business  all  proper  books  of  account,  and  make  true  and  complete 
entries  therein  at  the  earliest  opportunities,  of  all  particulars  necessary 
or  convenient  for  the  purpose  hereof,  of  all  transactions  relating  to  the 
sale  of  tyres  manufactured  by  them  hereunder,  and  will,  at  their  own 
expense,  obtain  and  give  to  them  all  such  information  as  to  any  item 
or  matter  contained,  or  which  ought  to  be  contained  therein,  as  shall 
be  reasonably  required,  and  also  that  they  will  at  the  end  of  each 
quarter  aforesaid  deliver  or  send  to  the  licensors  or  their  assigns  a 
statement  in  writing  of  the  sale  in  such  quarter  of  the  said  tyres  and 
the  amount  of  royalties  payable  in  respect  thereof  as  aforesaid,  and 
will,  if  required  by  the  licensors,  verify  the  same  by  a  statutory 
declaration  of  a  chartered  accountant :  And  also  that  they  will  not 
during  the  continuance  of  this  license  dispute  or  object  to  the  validity 
of  the  said  Letters  Patent,  or  either  of  them,  or  the  novelty  or  utility 
of  the  inventions. 

In  Witness  whereof  the  licensors  have  caused  their  common  seal 
to  be  hereto  affixed,  and  the  licensees  have  hereto  set  their  hands  and 
seals  the  day  and  year  first  above  written. 


No.  81. 

Another  Form  of  License. 

This  Indenture,  made  the      day  of        Between        &  Company, 
Limited  (hereinafter  referred  to  as  the  Company),  of  the  one  part,  and 
&  (hereinafter  referred  to  as  the  licensees)  of  the  other  part, 

Witnesseth  that  in  consideration  of  the  payments,  covenants,  and 
agreements  by  and  on  the  part  of  the  licensees  hereinafter  contained 
and  reserved,  they,  the  Company,  do  hereby  grant  unto  the  licensees 
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license  to  make,  use,  and  exercise :  First,  an  invention  for  improve-      Porms. 

ments  in  breech-loading  small  arms  dated  and  numbered  ; 

secondly,  an  invention  for  improvements  in  breech-loading  small  arms 
dated  and  numbered  ;  thirdly,  an  invention  for  improve- 

ments in  the  extracting  or  ejector  mechanism  of  drop-down  small  arms 
dated  and  numbered  (but  to  the  extent  only  and  in  manner 

hereinafter  set  forth),  and  to  sell  and  dispose  of  sporting  guns,  rifles, 
and  breech  actions  containing  the  said  inventions,  to  bold  the  same, 
with  all  benefits  and  advantages  from  the  exercise  thereof  unto  the 
licensee  henceforth  for  the  respective  residues  now  unexpired  of  the 
term  of  years  granted  by  the  Letters  Patent  for  the  said  inventions,  if 
the  licensees  or  the  survivor  shall  so  long  live,  subject,  nevertheless,  to 
the  covenants,  stipulations,  restrictions,  and  conditions  hereinafter 
contained,  and  on  the  part  of  the  licensees  to  be  observed  and  per- 
formed: And  it  is  hereby  mutually  covenanted  and  agreed 
between  and  by  the  Company  and  the  licensees  as  follows : — 

1.  The  Company  shall  make  for  the  licensees  all  the  ejector 
mechanism  in  connection  with  the  said  respective  Letters  Patent  and 
which  is  used  in  the  fore  ends  of  guns,  in  such  quantities  and  at  such 
itimes  as  the  licensees  shall  require,  and  the  licensees  shall  and  will  pay 
160  the  Company,  their  successors  or  assigns,  for  each  and  every  ejector 
mechanism  so  made  by  them  as  aforesaid  the  sum  of  £  ,  which  sum 
shall  include  all  royalty  to  be  paid  by  the  licensees  under  this  license 
or  in  respect  thereof.  Such  sums  shall  be  paid  on  in 
every  year  during  the  continuance  of  this  license,  the  first  payment  to 
be  made  on  the        day  of            next. 

2.  The  licensees  shall  and  will  at  all  times  during  the  continuance 
of  this  license  keep  or  cause  to  be  kept  at  his  or  their  principal  place 
of  business  accurate  and  regular  accounts  of  all  sporting  guns,  rifles,  or 
breech  actions  containing  the  said  inventions  and  of  the  sales  thereof, 
such  accounts  to  be  made  up  on  March  31st,  June  30th,  September 
30th,  and  December  31st  in  every  year,  the  first  of  such  accounts  being 
made  up  on  the  day  of  next,  and  such  accounts  shall  be 
rendered  to  the  Company,  their  successors  or  assigns,  by  the  licensee 
within  seven  days  after  each  successive  respective  days,  and  if  necessary 
fihall  be  verified  by  a  statutory  declaration  to  be  made  by  the  licensee 
^or  one  of  them)  at  his  (or  their)  own  expense. 

3.  When  the  breach  actions  the  subject  of  the  said  inventions 
shall  have  been  completely  fitted  to  the  barrels  of  the  guns  or  rifles 
they  shall  be  sent  by  the  licensee  to  the  Company,  their  successors  or 
assigns,  at  their  principal  place  of  business  for  the  time  being,  for  the 
purpose  of  being  viewed  and  marked  by  the  Company,  their  successors 
and  assigns,  in  such  manner  and  form  as  they  may  desire,  the  Company, 
their  successors  and  assigns,  hereby  reserving  to  themselves  the  right 
of  condemning  any  breech  actions  that  may  appear  to  them  to  be 
unsatisfactory. 

4.  The  licensees  shall  not  use  or  exercise  the  said  invention  other- 
wise than  in  accordance  with  this  license. 

5.  The  licensees  shall  not  sell  or  allow  to  be  sold  any  sporting  gun, 
rifle,  or  breech  action  containing  the  said  inventions  without  the  same 
being  previously  marked  by  the  Company,  their  successors  or  assigns, 
upon  the  body  of  the  breech  action. 
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Formi.  6.  The  licensees  shall  not  assign  or  transfer  this  license  or  grant 

any  sub-license  to  any  person  or  persons,  company  or  companies 

whomsoever,  but  this  license  shall  immediately  upon  the  death  of  the 
sunriyors  of  the  then  licensee  become  and  be  absolutely  void  unless 
previously  determined  by  effluxion  of  time  or  under  the  powers 
hereinafter  contained,  but  without  prejudice  to  any  right  of  action 
or  remedy  of  the  Company,  their  successors  or  assigns,  for  the  recovery 
of  any  moneys  then  due  to  them  hereunder,  or  in  respect  of  any 
antecedent  breach  of  any  of  the  covenants  or  agreements  of  the 
licensees  hereinbefore  contained. 

7.  In  any  case  if  the  sums  hereby  made  payable,  or  any  part 
thereof,  shall  at  any  time  be  in  arrear  and  unpaid  for  fourteen  days 
after  the  same  shall  have  become  due  (whether  any  legal  or  iormal 
demand  for  the  same  shall  have  been  made  or  not),  or  if  the  licensees, 
or  either  of  them,  shall  become  bankrupt,  or  enter  into  any  arrange- 
ment or  composition  with  his  or  their  creditors,  or  shaU  commit  any 
offence  falling  within  Section  4  of  the  Bankruptcy  Act,  1883,  or  any 
statutory  modification  or  re-enactment  thereof,  or  shall  make  default 
in  performing  or  observing  any  of  the  covenants,  agreements,  or  con- 
ditions hereinbefore  contained,  and  on  his  or  their  part  to  be  performed 
or  observed,  then,  and  in  any  such  cases,  it  shall  be  lawful  for  the 
Company,  their  successors  or  assigns,  by  notice  in  writing  given  to  the 
licensees,  or  one  of  them,  or  left  for  them  or  him  at  their  or  his  usual 
or  last  known  place  of  abode  or  business,  to  revoke  this  license,  which 
shall  thereupon  become  void,  but  without  prejudice  to  any  right  of 
action  or  remedy  of  the  Company,  their  successors  or  assigns,  for  the 
recovery  of  any  moneys  due  to  them  hereunder,  or  in  respect  of  any 
antecedent  breach  of  any  of  the  covenants  or  agreements  of  the 
licensees  hereinbefore  contained. 

In  Witness  whereof  the  Company  have  to  one  part  hereof  afExed 
their  common  seal,  and  the  licensees  have  to  another  part  hereof  set 
their  hands  and  seals  the  year  and  day  first  above  written. 

Signed,  sealed,  and  delivered,  etc. 


I 


No.  82. 

Another  Form  of  License. 

This  Indenture,  made  the         day  of  ,  Between  of 

(hereinafter  called  the  patentee),  of  the  one  part,  and  the 
Company,  Limited,  whose  registered  office  is  at 
(hereinafter  called  the  Company),  of  t^e  other  part :  Whereas  the 
patentee  is  the  grantee  named  in  the  Letters  Patent  for  the  United 
Kingdom,  dated  ,  numbered        ,  for  "  Improvements  in,  etc." : 

And  whereas,  in  consideration  of  the  covenants  and  arrangements 
made  and  entered  into  between  the  parties  hereto  by  an  Indenture 
bearing  even  date  herewith,  the  patentee  has  agreed  to  grant  to  the 
Company  the  sole  and  exclusive  license  to  use  the  invention  the  subject 
of  the  said  Letters  Patent  for  all  the  residue  of  the  term  thereby 
granted,  or  any  extension  thereof,  but  subject  as  hereinafter  mentioned : 
ITow  this  Indenture  witnesseth  that  in  pursuance  of  the  said 
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agreement,  and  in  consideration  of  the  corenants  and  agreements  on  Forms, 
the  part  of  the  Company  contained  in  the  said  Indenture  of  even  date 
herewith,  the  patentee  doth  hereby  grant  unto  the  Company,  their 
successors  and  permitted  assigns,  the  full,  sole,  and  exclusive  liberty, 
right,  license,  power,  and  authority  to  make,  use,  and  exercise  the 
invention  the  subject  of  the  said  Letters  Patent,  and  to  sell  and  dispose 
of  all  manufactured  under,  or  in  accordance  with,  the  said 

invention  within  the  United  Kingdom  of  Great  Britain  and  Ireland 
and  the  Isle  of  Man :  To  have^  hold,  exercise,  and  enjoy  the  said 
premises  unto  and  by  the  Company,  their  successors  and  permitted 
assigns,  for  and  during  the  residue  now  to  come  and  unexpired  of  the 
term  of  fourteen  years  granted  by  the  said  Letters  Patent,  or  any 
renewal  or  extension  thereof,  but  subject  to  the  covenants,  conditions, 
and  agreements  contained  in  the  said  Indenture  of  even  date  herewith  : 
And  the  Patentee  hereby  covenants  with  the  Company  that  not- 
withstanding anything  by  the  patentee  done,  omitted,  or  knowingly 
suffered,  the  patentee  now  has  power  to  grant  a  license  to  use  the  said 
Letters  Patent  in  manner  aforesaid,  and  that  the  same  shall  be  held, 
used,  and  enjoyed  by  the  Company,  without  any  interruption  or  dis- 
turbance, free  from  incumbrances :  And  that  the  patentee  and  every 
person  claiming  under,  or  in  trust  for  him,  will  at  all  times,  at  the  cost 
of  the  Company,  execute  and  do  all  such  assurances  and  acts  for  con- 
firming the  license  hereby  granted  as  by  the  Company  may  be  reason- 
ably required :  And  the  Company  hereby  covenants  with  the 
Patentee  that  the  Company  and  its  successors  will  not  assign  or 
otherwise  part  with  the  benefit  of  the  license  hereby  granted,  without 
the  covenant  in  writing  of  the  patentee  first  had  and  obtained,  but 
such  consent  shall  not  be  withheld  in  the  case  of  a  responsible  and 
respectable  assignee. 

In  Witness  whereof  said  hath  hereunto  set  his  hand  and 

seal,  and  the  Company  has  caused  its  common  seal  to  be  hereunto 
affixed  the  day  and  year  first  above  written. 


No.  83. 

Agreement  of  Terms 

To  which  the  Preceding  License  refers. 

This  Indenture,  made  the         day  of  ,  Between 

of  (hereinafter  called  the  patentee)  of  the  one  part,  and  the 

Company,  Limited  (hereinafter  called  the  Company),  of  the 
other  part :  Whereas  the  patentee  is  the  grantee  named  in  the  Letters 
Patent  for  the  United  Kingdom  and  the  Isle  of  Man,  dated  , 

numbered  ,  for  "  Improvements  in,  etc."  :  And  whereas  by  an 

Indenture  bearing  even  date  with  these  presents,  and  made  between 
the  same  parties,  the  patentee  has  granted  to  the  Company  the  full, 
sole,  and  exclusive  license  to  make,  use,  and  exercise  the  invention  the 
subject  of  the  said   Letters  Patent,  and  to  sell  and  dispose  of  all 

manufactured  under  or  in  accordance  with  the  said  invention 
within  the  United  Kingdom  of  Great  Britain  and  Ireland  and  the 
Isle  of  Man,  but  subject  to  the  covenants,  conditions,  and  agreements 
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Improvements. 

Forms.  11.  if  at  anj  time  or  times  hereafter  during  the  continoanee  o£  the 

license  granted  by  the  hereinbefore-mentioned  Indenture  of  even  date 
herewith,  the  patentee  shall  invent,  discover,  or  make  any  improve- 
ment or  improvements  in  the  said  invention  or  the  mode  of  working 
or  using  the  same,  or  which  may  be  applied  to  the  said  manu^ture,  or 
should  become  the  owner  of  any  such  improvement  or  improvements 
(whether  patented  or  not),  then  and  in  every  such  case  he  shall  forth- 
with  communicate  such  improvement  or  improvements  to  the  Company^ 
and  give  it  full  and  sufficient  information,  instruction,  and  assistance 
respectively  in  the  mode  of  working  and  using  the  same,  and,  so  far  as. 
practicable,  render  the  same  available,  at  the  expense  of  the  Ck)mpany, 
for  its  benefit,  within  the  limits  aforesaid,  and  the  Company  shall  be 
entitled  to  use  and  exercise  the  same  without  paying  any  further  or 
other  royalty,  premium,  or  compensation  to  the  patentee  in  respGct 
thereof. 

12.  If  at  any  time  or  times  hereafter  during  the  continuance  of  the 
license  granted  by  the  hereinbefore-mentioned  Indenture  of  even  date 
herewith,  the  Company  or  its  successors  or  assigns,  or  any  person  or 
persons  in  its  employ,  on  its  behalf  shall  invent,  discover,  or  make  any 
improvement  or  improvements  (whether  patented  or  not),  then,  and  in 
every  such  case,  the  Company,  its  successors  or  assigns,  shall,  so  far  as. 
it  lawfully  may,  forthwith  communicate  or  cause  to  be  communicated 
to  the  patentee  such  improvement  or  improvements  and  give  to  him 
full  and  sufficient  information,  instruction,  and  assistance  respecting 
the  mode  of  working  and  using  the  same,  and,  so  far  as  practicable, 
render  the  same  available  at  the  expense  of  the  patentee  for  his  benefit 
within  all  parts  and  places  outside  the  United  Kingdom  of  Great 
Britain  and  Ireland,  and  the  patentee  shall  be  entitled  to  use  and 
exercise  the  same  without  paying  any  royalty,  premium,  or  compensa- 
tion to  the  Company,  its  successors  or  assigns,  or  such  person  or  persona 
as  aforesaid  in  respect  thereof. 


Termination  of  License. 

13.  If  at  the  expiration  of  any  year  it  shall  appear  that  the  royally 
calculated  upon  the  machines  sold  during  such  year  shall  not  equal 
the  minimum  royalty  hereby  reserved,  either  party  hereto  shall  be  at 
liberty  to  give  to  the  other  three  months'  notice  in  writing  to  terminate 
the  said  license  of  even  date  herewith  upon  sending  the  same  to  the 
other  party  by  post  addressed,  in  the  case  of  the  patentee  to  his  usual 
place  of  residence,  and  in  the  case  of  the  Company  to  its  registered 
office  in  the  United  Kingdom,  and  at  the  expiration  of  the  said  period 
of  three  calendar  months  from  the  giving  of  such  notice  the  said  license 
shall  be  deemed  to  be  cancelled. 

In  witness  whereof  the  said  hath  hereunto  set  his  hand 

and  seal  and  the  Company  has  caused  its  common  seal  to  be  hereunto 
affixed  the  day  and  year  first  above  written. 


1 
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H.— COMPULSORY  LICENSES. 


No.  84. 

Petition  for  Compulsory  License,  (a) 

To  the  Lords  of  the  Committee  of  Privy  Council  for  Trade. 

The  Petition  of  L.  Limited  of  in  the  County  of  , 

Chemical  Manufacturers,  and  of  J.  L.,  Managing  Director  of 
the  said  Company,  being  persons  interested  in  the  subject- 
matter  of  this  Petition. 

Sheweth  as  follows : — 

A  patent,  dated  the  day  of  ,  1889,  and  numbered  ,  was- 
granted  to  O.  L  of  London,  Patent  Agent,  for  an  inventioik 

communicated  to  him  by  M.  L.  <&  B.  of  ,  in  the  German  Empire,, 

relating  to  the  Production  of  Oxysulphonic  Acids  of  Naphthalin. 
The  said  patent  was  by  deed,  dated  the  day  of  ,  1892,  duly 

assigned  by  the  said  O.  I.  to  M.  L.  &  B.,  hereinafter  called  the 
patentees.  The  assignment  so  made  was  duly  registered  at  the  Patent 
Office  on  the        day  of  ,1892,  and  the  patentees  have  been,  from 

the  date  of  the  said  registration,  and  still  are,  the  duly  registered 
patentees  under  the  said  grant.  Another  patent,  dated  the  day  of 
,  1889,  and  numbered  ,  was  also  granted  to  the  said  O.  I.  for 
an  invention  in  like  manner  communicated  to  him  by  the  patentees, 
relating  to  Improvements  in  the  Production  of  Amidonaphtholmono- 
sulphonic  Acids  and  the  Manufacture  of  their  Diazo  Compounds  and 
Azo  Colouring  Matters  therefrom,  which  said  patent  was  by  deed,  dated 
the  day  of  ,  1892,  duly  assigned  by  the  said  0.  I.  to  th& 

patentees.  The  assignment  so  made  was  duly  registered  at  the  Patent 
Office  on  the  day  of  ,  1892,  and  the  patentees  have  been» 

from  the  date  of  the  said  registration,  and  still  are,  the  duly  registered 
patentees  under  the  said  grant.  Both  the  said  patents  are  now  in 
force,  having  been  duly  maintained  by  due  payment  of  all  renewal 
fees  accrued  due  in  respect  of  the  same. 

2.  The  privileges  granted  to  the  said  patentees  by  the  said  patents- 
include,  inter  alia,  the  exclusive  right  to  use  witlun  this  realm  the 
following  processes  of  manufacture,  that  is  to  say  : — 

(a)  The  production  of  oxynaphthalin-sulphoric  acids  by  heating  the- 
naphtholdi-  and  tri-sidphuric  acids  with  caustic  alkalies. 

(6)  The  production  of  amidonaphthol-sulphonates  by  heating 
betanaphthylamine  disulphonic  acids  with  caustic  alkalies, 
under  or  without  pressure,  to  200-280°  C. 

3.  The  patentees  are  manufacturing  chemists,  who  carry  on  their 
manufacture  at  ,  in  the  German  Empire  aforesaid,  and  they  there 
manufacture  dye-stufi&  by  the  processes  above  mentioned;  but  the 
patentees  and  the  said  0.  I.  have  wholly  failed  to  introduce  the  use  o£ 
the  said  processes,  or  any  of  them,  within  the  realm,  and  have  not  at 
any  time  attempted  so  to  do.     It  is,  on  the  contrary,  the  settled 

(a)  This  is  Letimteins  Fetiiion.    Soo  Gordon's  Compulsory  LiccnseB,  p.  352. 


Forms. 
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Tonnt.  commercial  policy  of  the  patentees  to  prevent  the  introduction  and  use 
of  their  patented  processes  within  this  realm.  They  import  and  sell 
the  products  of  these  manufactures  at  prices  greatly  in  excess  of  the 
prices  at  which  they  sell  the  same  products  to  their  customers  in 
other  countries,  and  they  make  use  of  their  privileges  under  the  said 
patent  grants  for  no  other  purpose  than  to  exclude  other  manufacturers, 
and  to  raise  the  prices  of  the  said  commodities  in  the  British  market. 
Dye-stufiFs  manufactured  in  accordance  with  the  said  processes  are  in 
large  demand  within  this  realm  for  the  treatment  of  Manchester  and 
other  goods,  some  of  which  are  intended  for  export  to  markets  in 
which  foreign  manufacturers  compete  with  British  manufacturers  ;  and 
the  preference  granted  by  the  patentees  to  their  foreign  customers  is 
•a  great  hindrance  to  British  trade  in  such  foreign  markets.  Thus,  by 
treason  of  the  default  of  the  patentees,  the  grants  of  privilege  so  as 
aforesaid  made  to  them,  are  mischievous  and  cause  hurt  of  trade,  and 
-are  prejudicial  and  inconvenient  to  her  Majesty's  subjects  in  generaL 

4.  Your  petitioners  are  manufacturing  chemists,  carrying  on  their 
manufacture  upon  a  large  scale  at  ,  Works,  Manchester,  in  the 
CJounty  of  Lancaster,  and  they  have  great  facilities  for  the  carrying  on 
of  the  said  patented  processes,  and  for  the  production  of  dye-stufEs 
thereby.  They  have,  by  themselves,  and  by  the  predecessors  of  the 
petitioning  company  in  business,  been  a  long  time  engaged  in  the 
production  of  colouring  matters,  and  have  conducted  numerous  and 
costly  experiments,  as  Uie  result  of  which  they  have  introduced  from 
time  to  time  many  improvements  in  the  manufacture  of  such  dye-stuffis, 
in  connection  with  which  they  carry  on  an  extensive  manufacture  and 
trade.  They  have  recently  discovered  a  process  by  which  valuable  new 
•dye-stuffs  can  be  manufactured,  which  dye-stui&  are  an  improvement 
upon  the  dye-stuifs  so  as  aforesaid  manufactured  by  the  patentees  in 
Oermany,  and  by  them  imported  and  sold  within  this  realm.  Other  similar 
improved  dye-stuffs  have  similarly  been  discovered  by  your  petitioners, 
and  they  are  still  conducting  experiments,  from  which  they  hope  that 
f  ui*ther  discoveries  of  the  same  kind  will  reeult.  But  the  valuable  new 
•dye-stuffs  referred  to  can  only  be  manufactured  by  employing  the 
patented  processes  above  mentioned,  and  your  petitioners,  L.  Limited, 
<did,  therefore,  apply  to  the  patentees  for  a  license  to  manufacture 
under  their  said  patents.  The  patentees  have  refused  to  entertain  the 
said  application  for  a  license,  and  still  refuse  to  grant  such  license  as 
is  necessary  to  enable  your  petitioners  to  introduce  the  patented 
manufactures  into  use  within  this  realm,  and  to  work  and  use  to  the 
best  advantage  the  said  inventions  of  which  your  petitioners  are 
possessed. 

5.  Your  petitioners  are  well  able  to  introduce  and  carry  on  the 
said  manufacture  if  duly  licensed  so  to  do,  and  they  will  undertake 
to  introduce  and  carry  on  the  same  according  to  their  ability,  provided 
that  a  proper  license  is  accorded  to  them.  The  terms  upon  which  it 
ts  submitted  that  the  patentees  may  justly  be  ordered  to  grant  such 
license  as  is  desired  by  your  petitioners,  L.  Limited,  and  their  successors 
And  assigns,  are  set  out  in  the  schedule  appended  hereto. 

Your  Petitioners  therefore  pray  that  an  order  may  be  made  by  the 
Board  of  Trade  under  Section  22  of  the  Patents,  Designs,  and 
Trade  Marks  Acts  of  1883,  that  the  patentees  shall  grant  to 
your  petitioners,  L.  Limited,  a  license  under  the  two  patents 
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hereinbefore  mentioned,  upon  the  terms  set  out  in  the  schedule,      FomiflL 
or  upon  such  other  terms  as  may  be  just,  and  

That  the  Petitioners  may  have  such  other  relief  in  the  premises  as 
the  Board  of  Trade  may  deem  just. 

(Signed)  J.J. 

(Sealed)  L.  Limited. 

The  Schedule 
containing  the  heads  of  proposed  agreement  is  here  omitted* 


No.  85. 

Order  of  the  Board  of  Trade 

For  a  Ck)mpulsory  License,  (a) 

In  the  Matter  of  the  Patents,  Designs,  and  Trade  Marks  AotS) 
1883  to  1880  ;  and 

In  the  Matter  of  Letters  Patent  No.  ,  of  1889,  and  of  Letters- 

Patent  No.         ,  of  1889 ;  and 

In  the  Matter  of  a  Petition  of  L.  Limited,  of  ,  Manchestecy 

in  the  County  of  Lancaster,  Chemical  Manufacturers,  and  of' 
J.  L.,  Managing  Director  of  the  said  Company  (hereinafter 
called  the  Petitioners),  to  the  Board  of  Trade  for  an  Order  for- 
a  Compulsory  License  under  the  said  patents. 

Whereas,  by  Section  22  of  the  Patents,  Designs,  and  Trade  Marks- 
Act,  1883,  it  is  enacted,  "  If  on  the  petition  of  any  person  interested 
it  is  proTed  to  the  Board  of  Trade  that  by  reason  of  the  default  of  a 
patentee  to  grant  licenses  on  reasonable  terms — 

''  (a)  The  patent  is  not  being  worked  in  the  United  Kingdom  ;    or 
**  (&)  The  reasonable  requirements  of  the  public  with  respect  to 

the  invention  cannot  be  supplied  ;  or 
'*  (c)  Any  person  is  prevented  from  working  or  using  to  the  best 
advantage  an  invention  of  which  he  is  possessed, 
'<  the  Board  may  order  the  patentee  to  grant  licenses  on  such  terms  as: 
to  the  amount  of  royalties,  security  for  payment,  or  otherwise,  as  the 
Board,  having  regard  to  the  nature  of  the  invention  and  the  circum- 
stances of  the  case,  may  deem  just,  and  any  such  order  may  be  enforced 
by  mandamus." 

And  whereas,  on  the        day  of  ,  1889,  a  patent,  numbered 

,  was  granted  to  O.  I.  of  ,  London,  Patent  Agent,  for  an 

invention  communicated  to  him  by  M.  L.  <&  B.  of  ,  in  the  German 

Empire  (hereinafter  called  the  patentees),  relating  to  the  Production  of 

Oxysulphonic  Acids  of  Naphthalin ;  And  whereas,  on  the  day  of 

,  1892,  the  said  patent  was  duly  assigned  by  the  said  0.  I.  to  the 

patentees,  which  said  assignment  was,  on  the  day  of  ,  1892, 

duly  registered  at  the  Patent  Office ;  And  whereas,  on  the         day  of 

,  1889,  another  patent,  numbered  ,  was  also  granted  to  the* 

said  0.  I.  for  an  invention,  in  like  manner  communicated  to  him  by 

(a)  Made  in  Lev%n$Mn*8  Petition,  see  GordoD,  p.  861. 
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Formi.  to  the  right  of  the  pateatees  to  recoTer  any  monies  then  due  hereunder  ; 
And  it  is  hereby  also  agreed  and  declared  that  if  the  said  Letters 
Patent,  or  either  of  them,  shall  become  void,  or  shall  be  declared  by  a 
Court  of  Law  to  be  void,  the  licensees  may,  with  the  consent  of  the 
Board  of  Trade,  by  notice  in  writing  to  the  patentees  revoke  this 
license. 

As  witness,  etc. 
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No.  87. 

Provisloxial  Bpecifioation 

Of  Mechanical  Invention. 

PROVISIONAL  SPECIFICATION. 

Improvements  in  Rubber  TjreB  and  Metal  Rims  or  FeUoes 
of  Wheels  for  Cycles  and  other  Light  Vehicles,  (a) 

1  Charles  Kingston  Welch  of  Fairmead  Philip  Lane  Tottenham 
in  the  County  of  Middlesex  Engineer,  do  hereby  declare  the  nature 
of  this  invention  to  be  as  follows : — 

My  invention  relates  to  improvements  in  the  construction  of  rubber 
tyres  and  metal  rims  or  felloes,  and  methods  of  securing  the  same  one 
to  the  other  for  the  wheels  of  cycles  and  other  light  vehicles. 

The  chief  objects  of  my  invention  are  easy  running,  reduction  of 
vibration  and  security  of  the  rubbers  to  the  metal  rims  or  felloes. 

Hitherto  the  majority  of  rubber  tyres  used  on  cycle  wheels  have 
been  round  in  section  and  of  small  diameter  fitted  in  grooved  rims 
or  felloes  which  has  not  only  rendered  half  of  the  rubber  tyre  of  little 
or  no  use  for  reducing  vibration  but  has  also  cut  on  the  sharp  edges 
of  the  rims  or  felloes  thus  destroying  the  tyre. 

According  to  this  invention  the  rubber  tyres  are  soft  and  of  larger 
form  and  are  constructed  to  fit  either  wholly  or  partly  outside  the 
metal  rims  or  felloes  which  may  in  some  cases  be  of  ^K3cial  shape 
as  hereinafter  described. 

In  constructing  a  light  wheel  for  a  cycle  I  may  form  the  rim  of 
a  length  of  round  or  Q-shaped  weldless  steel  or  other  tube  (say  about 
f  inch  diameter)  or  I  may  form  a  hollow  rim  or  felloe  having  shoulders 
of  more  or  less  extent  at  the  sides,  or  I  may  form  rims  of  the  ordinary 
crescent-shaped  steel  turned  the  reverse  way  or  any  other  suitable 
form  having  a  more  or  less  rounding  surface  outwardly  (in  section) 
for  the  rubber  tyre,  into  any  of  these  the  spokes  may  be  suitably 
secured. 

(a)  The  f^eoiflcations  of  the  Welch  nized  in  all  the  Courts,  and.  allbongh 

Tyre  Patent  are  given  here  as  examples  drawn  by  the  inTentor  himself,  without 

of  specifications  of  a  mechanical  inyen-  the  assistance  of  a  patent  a^ent,  finally 

tion,  as  they  haye  been  closely  scruti-  upheld  by  the  House  of  Lords. 
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The  rubber  tyres  to  fit  the  above  described  rims  or  felloes  may  be      FormB. 

moulded  (in  section)  saddle  or  arch  shaped  thickened  in  the  crown 

thus  forming  a  groove  inside,  into  which  is  fitted  the  metal  rim  or 
felloe  of  the  wheel.  In  order  to  secure  the  rubber  tyre  to  the  metal  rim 
I  may  have  two  small  holes  through  the  rubber  one  on  each  side  of  the 
rim  through  each  of  which  a  suitable  wire  may  be  put  and  the  ends  may 
be  connected  with  a  nipple  having  a  right  and  left  hand  thread,  or  I  may 
put  a  thread  on  one  end  of  the  wires  and  a  head  on  the  other  and 
connect  it  with  a  similar  device,  or  I  may  use  the  well-known  spring 
wire,  the  nipples  may  be  of  hexagon  form  or  may  be  enlarged  in  any 
part  in  the  form  of  a  hexagon  collar  which  may  be  turned  by  means 
of  a  suitable  thin  wrench  pushed  between  the  ends  of  the  rubber  or 
if  the  tyre  is  moulded  in  a  complete  ring,  small  apertures  may  be  made 
for  the  purpose,  thus  the  above  described  rubber  tyres  may  be  placed 
on  either  of  the  described  metal  rims  or  felloes  one  wire  of  which  may 
be  connected  beforehand  the '  ends  of  the  other  wire  may  then  be 
connected  after  the  tyre  is  in  place  and  each  drawn  together  with  the 
wrench  thus  the  rubber  tyre  would  tighten  on  the  rim  or  felloe  and 
the  sides  would  be  slightly  drawn  in  towards  the  centre  of  the  wheel. 

I  may  mould  rubber  tyres  as  above  described  in  quite  a  different 
forpi  (in  section)  from  what  they  appear  when  on  the  rim  or  felloe, 
for  instance  the  sides  of  the  rubbers  may  nearly  touch  having  in 
section  somewhat  the  form  of  a  closed  horseshoe.  In  fitting  a  tyre 
thus  moulded  on  to  the  metal  rim  it  is  obviously  necessary  to  open  the 
rubber  which  would  not  only  hug  the  rim  but  also  cause  the  outer 
surface  of  the  rubber  tyre  which  is  subject  to  the  most  wear  to  be 
compressed  laterally  rendering  it  softer  and  more  indestructible. 

I  may  also  make  the  rubber  tyres  larger  in  circumference  and  draw 
them  into  the  rims  or  felloes  by  the  wires,  this  would  cause  the  surface 
of  the  rubber  to  be  compressed  generally  making  it  still  more  inde- 
structible and  easy  running.  I  may  also  line  the  inner  and  under 
portions  of  these  rubbers  with  canvas  or  similar  material  either  to 
give  support  to  the  wires  or  to  prevent  undue  wear  on  the  part  or 
parts  in  contact  with  metal. 

The  outward  form  of  these  rubber  tyres  (in  section)  may  be  rounding 
or  may  be  more  or  less  flat  as  found  in  practice  to  be  most  advantageous 
in  reducing  vibration. 

The  inner  surfaces  or  those  in  contact  with  the  metal  rim  or  felloe 
may  be  grooved  or  embossed  for  the  purpose  of  either  lightening  the 
rubber,  reducing  vibration  or  for  cementing  to  the  rims,  felloes  or 
the  like. 

The  above  described  improved  rubber  tyres  are  also  applicable  to 
cycle  and  other  wheels  in  present  use  or  made  in  the  ordinary  way 
in  which  case  they  may  be  fitted  over  the  existing  rubbers  without 
necessarily  making  any  alteration  or  I  may  substitute  in  place  of  the 
ordinary  rubbers  a  lighter  or  cheaper  material  such  as  cork. 

I  may  also  fit  this  class  of  tyre  to  the  ordinary  rims  by  modifying 
the  form  of  the  inner  surface  of  the  rubbers  in  which  case  a  hole 
through  the  centre  may  be  an  advantage  for  lightening  the  same. 

In  all  cases  these  tyres  may  be  cemented  in  addition  to  the  wires 
described  for  either  preventing  the  collection  of  dirt  oi*  dust  or  to  help 
in  keeping  them  in  position. 

Another  method  of  securing  the  rubber  tyres  to  the  rims  is  to  have 
thin  pieces  of  metal  such  as  brass  stamped  to  fit  the  metal  rims  or 

3h 
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Pormi.      felloes  and  vulcanized  on  the  inner  surfaces  of  the  mbbers  these  can 

either  be  fastened  to  the  metal  rims  or  felloes  by  small  screws  or  soft 

soldered  to  the  same. 

The  above  described  rubber  tyres  being  outside  the  metal  rims  or 
felloes  are  free  to  expand  laterally  thus  giving  a  more  elastic  contact 
with  the  ground  and  therefore  reducing  vibration  more  effectually. 

In  applying  these  improvements  to  wheels  other  than  cycles  it  may 
in  some  instances  be  necessary  to  vary  the  details  of  construction. 

Dated  this  15th  day  of  September,  1890. 

CHARLES  KINGSTON  WELCH. 


I 


No.  88. 

Complete  Specification 

Of  Mechanical  Invention. 

COMPLETE  SPECIFICATION. 

Improvements  in  Rubber  Tyres  and  Metal  Rims  or  Felloes 
of  Wheels  for  Cycles  and  other  Light  Vehicles. 

I  Charles  Kingston  Welch  of  Fairmead  Philip  Lane  Tottenham 
in  the  County  of  Middlesex,  Engineer,  do  hereby  declare  the  nature 
of  this  invention  and  in  what  manner  the  same  is  to  be  performed, 
to  be  particularly  described  and  ascertained  in  and  by  the  following 
statement : — 

My  invention  relates  to  improvements  in  the  construction  of  rubber 
tyres  and  metal  rims  or  felloes  and  methods  of  securing  the  same  one 
to  the  other,  for  the  wheels  of  cycles  and  other  light  vehicles. 

The  chief  objects  of  my  invention  are  to  produce  rubber  tyres  that 
will  be  easy  running,  reduce  vibration  and  also  be  securely  fastened  to 
the  metal  rims  or  felloes. 

The  rubber  or  elastic  tyres  hereinafter  described  are  in  most  cases 
saddle  oc  arched  (when  on  the  rims)  in  section  and  are  made  to  fit 
either  wholly  or  partly  outside  the  metal  rims  or  felloes  which  may  in 
some  cases  be  of  special  form  as  hereinafter  described,  I  also  construct 
this  form  of  tyre  to  fit  over  other  elastic  tyrea  or  wheels  at  present  in 
vogue  or  made  in  the  ordinary  way,  either  for  protecting  securing,  or 
reducing  vibration.  In  all  cases  the  method  of  securing  renders  the 
rubber  tyre  easily  attachable  or  detachable  for  repairs  etc. 

Referring  to  the  accompanying  sheet  of  drawings  throughout  the 
several  figures  similar  parts  are  marked  with  like  letters  of  reference. 
Fig.  1  is  a  transverse  section  of  a  saddle  or  arched  shape  rubber  or 
elastic  tyre  as  fitted  to  a  round  weldless  steel  tubular  rim.  Fig.  2.  is 
a  transverse  section  and  part  side  elevation  of  a  similar  tyre  as  fitted 
to  a  Q-shaped  tubular  rim  in  which  the  spokes  may  be  suitably  secured. 
Referring  to  both  figures  a.  is  the  rim.  c.  the  saddle  or  arched  shape 
elastic  tyre  through  which  two  longitudinal  holes  are  formed  one  on 
each  side  of  the  rim,  these  are  lined  with  a  strong  canvas  or  insertion 
and  vulcanized  within  the  rubber  c.  as  shown  at  d.  these  linings  may 
be  separate  one  from  the  other  as  in  Fig.  1  or  I  may  fold  a  piece  of 
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canvas  on  each  side  and  either  stitch  or  otherwise  fasten  it  together      Forms, 
and  Tulcanize  the  same  within  the  rubber  tyre  as  shown  at  d.  in  Fig.  2. 

In  order  to  secure  the  rubber  or  elastic  tyres  to  the  rims  I  insert 
two  wires  or  cores  e.  e,  (which  may  be  of  steel  brass,  bronze  or  other 
sufficiently  inelastic  material  to  answer  the  purpose)  one  on  each  side 
of  the  rim,  the  ends  of  the  wires  may  be  connected  with  a  nipple  /. 
having  a  right  and  left  hand  thread  screwed  thereon,  or  I  may  put  a 
thread  on  one  end  of  the  wires  a  head  on  the  other  and  connect  it  with 
a  simOar  device  as  shown  with  reference  to  Fig.  21  or  in  any  other 
suitable  way.  The  nipples  may  be  of  hexagon  form  or  may  be  enlarged 
at  any  part  in  the  form  of  a  hexagon  collar  as  shown  at  /.  Fig.  2 
which  may  be  turned  by  a  thin  wrench  as  shown  in  Fig.  3  pushed 
between  the  ends  of  the  rubber  when  the  tyre  is  made  of  a  straight 
length  or  if  moulded  in  a  complete  ring  small  apertures  may  be  made 
for  the  purpose  as  shown  at  g.  Fig.  2.  Thus  the  above  described 
rubber  tyres  may  be  placed  on  either  of  the  described  metal  rims  or 
felloes  one  wire  of  which  may  be  connected  beforehand  the  ends  of  the 
other  wire  may  then  be  connected  after  the  tyre  is  in  place  and  each 
drawn  together  with  a  wrench,  thus  the  rubber  tyre  would  tighten  on 
the  rim  or  felloe  and  the  sides  would  be  drawn  in  towards  the  centro 
of  the  wheel  securing  the  same  thereto,  the  under  or  inner  portion  of 
the  tyre  Fig.  1.  is  shown  lined  with  canvas  to  strengthen  the  same, 
cement  may  be  used  in  addition  to  the  wires  for  either  preventing  the 
collection  of  dirt  or  dust  or  to  help  in  keeping  them  in  position,  when 
the  tyres  may  be  grooved,  serrated  or  embossed  as  shown  in  Fig.  2. 

Fig.  4  shows  in  section  a  tyre  of  similar  construction  to  that 
described  with  reference  to  Fig.  2,  but  is  round  in  outward  form  and 
is  fitted  to  a  different  section  of  rim,  the  inner  surface  of  the  rubber 
is  shown  at  h,  deeply  grooved  for  either  lightening  the  same  or  for 
reducing  vibration. 

Fig.  5  shows  in  transverse  section  a  saddle  or  arched  shaped  rubber 
as  fitted  to  an  inverted  crescent  steel  rim  or  felloe,  a.  is  the  rim. 
c.  is  the  rubber  tyre.  d.  is  the  canvas  for  supporting  the  wires  and 
is  shown  double  or  formed  of  a  flattened  canvas  tube.  e.  e,  are  the 
wires  or  cores  for  securing  the  same  which  may  be  applied  in  the  same 
manner  as  described  with  reference  to  Figs.  1  and  2. 

Figs.  6  and  7  are  transverse  sections  Fig.  8  a  longitudinal  section 
of  saddle  or  arched  shaped  rubber  tyres  of  different  outward  form,  fitted 
to  hollow  rims  formed  with  an  outward  rounding  surface  having 
shoulders  formed  thereon  of  more  or  less  extent  at  the  sides. 

The  under  or  inner  surfaces  of  these  tyres  are  deeply  embossed 
for  the  purpose  of  reducing  vibration  or  for  lightening  the  rubber.. 
Referring  to  the  above  three  figures  a.  shows  the  form  of  the  rims.. 
c.  the  construction  of  the  rubber  tyres,  a,  the  manner  of  inserting  the 
canvas  or  insertion  within  the  tyres,  e,  e.  are  the  wires  or  cores  for 
securing  the  same.  In  connecting  or  disconnecting  the  wires  on  this- 
form  of  rim  the  tyres  may  be  lifted  and  held  from  the  rim  by  any 
convenient  tool  such  as  a  screwdriver.  By  making  this  form  of  rim  very 
shallow  I  may  connect  both  the  wires  beforehand  and  force  the  rubber 
into  its  place  on  the  rim. 

The  above  described  improved  rubber  tyres  are  also  applicable  to 
other  elastic  tyres  or  wheels  at  present  in  vogue  either  in  their  con- 
struction or  for  protecting,  securing,  or  reducing  vibration.  Figs.  9 
and  10  show  saddle  or  arched  shaped  tyres  constructed  and  secured  in 
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Fonni.      the  same  manner  as  those  described  with  reference  to  Figs.  1,  2,  4  and 

5  but  fitted  over  ordinary  round  rubbers,     a.  Fig.  9  shows  an  ordinary 

f  in.  hollow  rim,  b,  an  ordinary  round  rubber  tyre*  c.  is  the  saddle  or 
arched  shaped  elastic  tyre,  d,  the  canvas  for  supporting  the  wires  e.  e., 
the  under  or  inner  surface  of  the  tyre  is  grooved  or  serrated  that  it 
may  the  better  grip  the  under  rubber,  or  for  the  use  of  cement.  Fig.  10 
shows  a  rubber  tyre  having  an  embossed  under  surface  similar  and  for 
the  same  purpose  as  those  described  with  reference  to  Figs.  6,  7  and  8 
fitted  over  an  ordinary  |  in.  rubber  tyre  cemented  in  an  ordinary  rim 
as  in  Fig.  9. 

I  may  mould  tyres  herein  described  in  quite  a  different  form  in 
section  from  what  they  appear  when  on  the  rims,  felloes  or  tyres  for 
instance  the  sides  of  the  rubbers  may  nearly  touch,  having  in  section 
somewhat  the  form  of  a  closed  horse-shoe  as  shown  in  Figs.  11  and  12. 
In  fitting  a  tyre  thus  moulded  and  vulcanized  on  to  the  metal  rims  or 
tyres,  it  is  obviously  necessary  to  open  the  rubber  which  not  only  hugs 
the  rim,  tyre  or  felloe  but  also  causes  the  outer  surface  of  the  rabber 
tyre  which  is  subject  to  the  most  wear  to  be  compressed  laterally  thus 
rendering  it  the  more  indestructible.  I  may  sAao  make  the  rabber 
tyres  slightly  larger  in  circumference  and  draw  them  on  to  the  rims, 
tyres  or  felloes  by  the  wires  or  cores  thus  causing  the  surface  of  the 
rubber  tyres  to  be  compressed  generally  making  it  still  less  liable  to 
cut.  In  all  cases  I  prefer  to  line  these  tyres  with  canvas  or  other 
suitable  material. 

Fig.  14  shows  an  ordinary  cushion  tyre  protected  and  secured  by 
my  improved  form  of  tyre  or  outer  covering,  a.  is  the  rim.  5.  is  an 
ordinary  cushion  tyre.  c.  is  a  saddle  or  arched  shaped  tyre  made  mnch 
thinner  in  the  crown  than  those  before  described,  d,  is  the  canvas 
lining,  e.e.  are  the  securing  wires,  the  method  of  applying  is  similar 
as  in  the  designs  hereinbefore  described. 

Fig.  15  shows  a  transverse  section  of  a  saddle  or  arched  shape 
rubber  or  elastic  tyre  constructed  according  to  my  invention  for 
covering,  protecting  and  securing  tyres  of  wheels  which  are  inflated 
with  air  as  described  in  Thomsons  Patent  No.  10990 — 1845,  and  are 
now  in  present  use.  a.  is  a  wide  metal  rim  constructed  with  a  rounding 
surface  outwardly  in  the  form  of  a  shallow  concave  groove  on  each 
side  of  which  the  shoulders  k,  k,  are  formed  the  spokes  may  be  secured 
in  the  rim  in  the  ordinary  way,  this  rim  may  also  be  made  in  a  tubular 
form,  h,  is  an  ordinary  inflatible  tyre  similar  to  that  described  in 
Thomson  Patent  hereinbefore  mentioned  and  also  in  present  use.  e.  is 
a  saddle  or  arched  shaped  tyre  similar  to  those  before  described  but 
made  larger  as  shown  in  the  drawings,  d,  d,  is  a  strong  canvas  lining 
made  from  a  width  of  canvas  or  other  suitable  material  folded  over 
and  sewn  or  otherwise  secured  as  before  described  so  as  to  form  a 
strong  support  for  the  wires  or  cores,  in  some  cases  it  may  be  desirable 
to  double  the  canvas  throughout,  e.  e.  are  the  securing  wires  or  cores 
which  are  inserted  into  the  sides  of  the  tyre  or  covering  as  in  other 
oases  hereinbefore  described,  the  ends  of  the  wires  may  be  fastened  by 
nipples  similar  to  those  before  described  or  I  may  render  the  wires 
endless  in  this  case  by  bevelling  the  ends  of  the  wires  for  about  2  in« 
and  braze  them  together,  the  tyre  may  then  be  made  up  on  the  wires 
or  cores  and  vulcanized  with  the  same.  /.  is  a  piece  of  canvas  placed 
over  the  spoke  heads  to  protect  the  inflatible  tyre  from  undue  wear. 
Fig.  16  shows  a  saddle  or  arched  tyre  of  this  class  moulded  or  vulcanized 
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in  a  closed  form  in  a  similar  manner  and  for  the  same  purpose  as  those      Forms. 

described  with  reference  to  Figs.  11  and  12,  whereby  the  outer  surface ^ 

is  rendered  more  indestructible.  Fig.  17  shows  another  method  of 
moulding  or  vulcanizing  the  same  tyre,  whereby  the  condition  and 
shape  of  the  rubber  when  on  the  ground  may  be  the  same  or  nearly 
the  same  as  that  when  moulded  or  vulcanized  thus  rendering  it  less 
liable  to  cuts  or  punctures. 

Fig.  18  is  a  transverse  section  of  the  complete  tyre  and  rim  as 
described  with  reference  to  Figs.  15,  16  and  17,  showing  the  manner 
in  which  the  tyre  is  attached  or  detached  from  the  metal  rim.  a,  is 
the  metal  rim.  h,  is  an  ordinary  inflatible  tyre  or  tube  shown  doubled 
up  or  in  a  collapsed  form  inside  the  closed  tyre  c,  (see  also  Fig.  16). 
6.  e,  shows  the  wires  or  cores  which  are  made  smaller  in  circumference 
than  the  flanges  of  the  rim.  m.  shows  the  ordinary  tube  for  inflating 
in  which  is  generally  fitted  a  valve  this  projects  through  a  hole  in  the 
rim  a.  through  which  the  inner  tyre  is  inflated  in  the  ordinary  way. 
To  secure  the  whole  on  the  rim  the  inflatible  tyre  is  first  placed  within 
the  outer  or  protecting  tyre  c.  the  wires  or  cores  e.  e,  are  then  closed 
together  allowing  the  tube  m.  to  project  between,  this  is  then  pushed 
through  the  hole  in  the  rim  a.  and  the  two  wires  or  cores  are  placed 
into  the  bottom  of  the  concave  groove  for  about  two-thirds  of  the 
whole  rim  the  remainder  of  the  wires  or  cores  with  the  tyre  can  then 
be  lifted  or  sprung  over  the  edge  of  the  rim  opposite  the  tube  m.  as 
shown  in  the  drawing  the  inner  tube  or  tyre  &.  may  now  be  inflated 
with  a  small  pump  in  the  usual  manner,  this  causes  the  wires  or  cores 
e.  e.  to  part  until  finally  they  are  pushed  into  place  over  the  shoulders 
A;.  Jc.  thus  the  wires  being  smaller  in  circumference  than  the  edges  of 
the  rim,  the  inner  tube  or  tyre  may  be  pumped  tight  against  the  inner 
surface  of  the  protecting  tyre  thus  the  whole  is  rendered  secure  on  the 
rim  as  shown  in  Fig.  15,  and  also  in  dotted  lines  in  Fig.  18.  To  detach 
the  rubber  tyre  or  outer  covering  from  the  rim  the  air  must  first  be 
allowed  to  escape  when  the  wires  or  cores  may  be  pinched  or  closed 
together  round  the  rim  by  the  thumbs  and  fingers  until  the  wires  can 
be  lifted  over  the  edge  of  the  rim  ;  the  whole  can  then  be  removed  as 
shown  in  Fig.  18. 

Fig.  19  shows  a  complete  tyre  constructed  to  fit  the  ordinary  large 
sized  rims.  a.  is  the  rim  in  which  is  fitted  the  rubber  tyre  c.  constructed 
with  a  hole  through  the  same  for  either  lightening  or  reducing  vibration, 
d.  is  the  canvas  for  supporting  the  wires  6.  e.  which  are  passed  through 
the  holes  and  drawn  together  in  a  similar  manner  to  those  described 
with  reference  to  Figs.  1  and  2. 

Fig.  20  shows  a  similar  tyre  constructed  with  a  much  larger  hole 
through  the  centre  this  hole  or  space  may  be  inflated  through  a  suitable 
tube  fitted  with  a  valve  in  the  ordinary  manner,  a,  shows  an  ordinary 
hollow  metal  rim  made  with  rounded  edges,  c.  is  a  saddle  or  arched 
shaped  tyre  connected  at  the  bottom  by  a  web  or  band  of  rubber  thus 
making  a  complete  tube ;  d,  is  the  canvas  insertion  which  is  vulcanized 
within  the  rubber  in  the  form  of  a  tube  for  strengthening  the  same 
and  also  to  give  support  to  the  securing  wires  or  cores  6.  6.  which  may 
be  connected  by  the  described  nipples  or  the  wires  may  be  rendered 
endless  by  brazing  the  ends  together  as  before  described  in  which  case 
they  must  be  inserted  before  vulcanizing,  m.  is  the  valve-tube  through 
which  the  tyre  may  be  inflated  in  the  usual  manner.  In  order  to 
secure  the  tyre  in  its  place  on  the  rim  the  tube  m.  is  first  pushed 
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Forms,      through  the  hole  in  the  rim  a.  the  rubber  tjre  is  then  pnlled  open  as 

shown  in  dotted  lines  which  allows  it  to  be  forced  or  pushed  into  its 

place,  the  tyre  is  then  inflated  which  causes  the  web  or  band  of  rubber 
to  be  pressed  down  tightly  into  the  concave  grooved  rim  and  thus 
preventing  any  displacement  laterally,  the  tyre  being  held  on  each 
side  by  the  wires  or  cores  is  therefore  firmly  secured  to  the  rim. 

To  remove  the  tyre  from  the  rim  all  that  is  necessary  is  to  allow 
the  air  or  gas  to  escape,  the  tyre  can  then  be  easily  pulled  laterally 
over  the  edge  of  the  rim  without  disconnecting  the  securing  wires  or 
cores.  In  most  cases  these  tyres  may  be  cemented  in  addition  to  the 
described  wires  or  cores  for  either  preventing  the  collection  of  dirt  or 
dust  or  to  help  in  keeping  them  in  position  on  the  rims. 

The  above  described  rubber  tyres  being  either  wholly  or  partly 
outside  the  metal  rims  or  felloes  are  free  to  expand  laterally  thus  giving 
a  more  elastic  contact  with  the  ground  and  therefore  reducing  vibration 
more  effectually. 

It  is  obvious  that  I  may  fit  these  improvements  to  various  other 
wheels  and  also  vary  the  details  of  construction  without  however 
departing  from  my  invention. 

I  would  have  it  distinctly  understood  that  I  am  aware  that  arched 
tyres  have  been  used  before  also  that  wires  and  other  cores  have  been 
applied  in  a  variety  of  ways. 

I  am  also  aware  that  a  tyre  similar  in  form  and  fitted  on  to  a 
similar  rim  to  that  described  by  me  with  reference  to  Fig.  1,  is  shown 
in  Salamons  Patent  17093^^  but  is  secured  to  the  rim  by  cement  only, 
or  by  shrinking. 

Having  now  particularly  described  and  ascertained  the  nature  of 
my  said  invention  and  in  what  manner  the  same  is  to  be  performed 
I  declare  that  what  I  claim  is  : — 

1.  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in 
■section  in  combination  with  two  wires  inserted  through  the  sides  of 
the  same  for  securing  it  to  the  metal  rims  or  felloes  substantially  as 
herein  described. 

2.  The  application  of  a  rubber  or  elastic  tyre  to  a  metal  rim  or 
felloe  in  such  a  manner  that  the  wires  or  cores  inserted  within  the  said 
rubber  for  securing  the  same  are  outside  the  rim  or  felloe  substantially 
as  herein  described. 

3.  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in 
section  fitted  with  two  wires  or  cores  so  arranged  that  the  same  may 
be  easily  attached  or  detached  by  a  wrench  from  outside  the  rim,  felloe 
or  tyre  substantially  as  herein  described. 

4.  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in 
section  lined  with  canvas  in  combination  with  two  wires  or  sufiiciently 
inelastic  cores  for  securing  the  same  to  the  rims  or  tyres  substantially 
as  herein  described. 

5.  The  application  of  endless  wires  or  cores  to  each  side  of  a  rubber 
or  elastic  tyre  having  a  saddle  or  arched  form  in  section  in  combina- 
tion with  a  canvas  insertion  or  insertions  for  supporting  the  same 
substantially  as  herein  described. 

6.  The  methods  of  securing  the  elastic  tyres  m  combination  with 
the  form  of  rims  substantially  as  herein  described  and  shown  in  the 
drawings  with  reference  to  Figs.  6,  7  and  8. 
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7.  Grooving  or  embossing  a  rubber  or  elastic  tyre  for  the  purpose      Fomt. ' 

of  reducing  vibration  or  for  lightening  the  same  in  combination  with 

the  wires  or  cores  for  securing  to  the  rim  felloe  or  tyre  substantially 

as  described  with  reference  to  Figs.  4,  6,  7,  8  and  10  of  the  drawings. 

8.  The  application  of  my  improved  rubber  or  elastic  tyres  to  an 
ordinary  rubber  and  rim  substantiaUy  as  herein  described  with 
reference  to  Figs.  9,  10  and  14  of  the  drawings. 

9.  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in 
section  provided  with  endless  wires  or  cores  fitted  or  vulcanized  within 
each  side  for  the  purpose  of  securing  the  same  to  the  rims  in  combina- 
tion with  an  inflatible  inner  tyre  or  tube  substantially  as  described 
and  shown  with  reference  to  Figs.  15  and  18  of  the  drawings. 

10.  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in 
section,  lined  with  canvas  and  provided  with  endless  wires  or  cores  for 
covering,  protecting  and  securing  an  inflatible  inner  tube  or  tyre, 
substantially  as  herein  described. 

11.  Forming  the  inner  surface  or  groove  of  a  metal  rim  with 
shoulders  in  combination  with  the  construction  of  tyre  substantially 
as  described  and  shown  in  the  drawings  with  reference  to  Figs.  15 
and  18. 

12.  Making  the  endless  wires  or  cores  for  securing  the  covering  or 
protecting  tyre  of  smaller  cii*cumference  than  the  edges  of  the  rim 
or  felloe  in  combination  with  an  inner  inflatible  tyre  whereby  the 
wires  or  cores  are  placed  and  held  in  position  by  the  pressure  of  air 
substantially  as  described  with  reference  to  Figs.  15,  16  and  17  of  the 
drawings. 

13.  The  method  of  placing  the  securing  wires  or  cores  with  the 
tyres  on  the  metal  rim  namely — by  holding  the  two  wires  or  cores 
together  and  placing  them  round  the  bottom  of  the  concave  groove 
until  the  remainder  can  be  forced  over  the  edge  in  combination  with 
an  imier  inflatible  tyre  whereby  the  outer  covering  or  protecting  tyre 
is  held  or  forced  into  its  place  on  the  rim  substantially  as  herein 
described  with  reference  to  Figs.  15  and  18  of  the  drawings. 

14.  The  methods  of  attaching  or  detaching  the  rubber  or  elastic 
tyres  on  or  from  the  rims  substantially  as  herein  described  and  shown 
in  the  drawings  with  reference  to  Figs.  15,  16,  18  and  20. 

15.  The  methods  of  moulding  or  vulcanizing  rubber  or  elastic  tyres 
substantially  as  described  with  reference  to  Figs.  11,  12,  16  and 
17  of  the  drawings  whereby  the  outer  surfaces  are  rendered  more 
indestructible. 

16.  A  rubber  or  elastic  tyre  of  a  saddle  or  arch  form  in  section  but 
having  a  connecting  web  or  band  of  rubber  at  the  bottom  or  base  in 
combination  with  two  wires  or  cores  for  securing  the  same  to  the  rim 
substantially  as  herein  described  with  reference  to  Figs.  19  and  20. 

17.  An  inflatible  rubber  or  elastic  tyre  secured  to  a  concave 
grooved  rim  by  two  endless  wires  or  cores  one  on  each  side  of  the  tyre 
in  combination  with  a  flexible  band  or  web  of  rubber  connecting  the 
base  and  so  constructed  that  the  pressure  on  the  inside  when  the  tyre 
is  inflated  causes  the  said  band  to  press  tightly  in  the  groove  whereby 
it  is  flrmly  secured  laterally  substantially  as  herein  described  with 
reference  to  Fig.  20  of  the  drawings. 
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Fonnt.  18.  The  various  methods  of  constructing  rubber  or  elastic  tyres  in 

combination  with  the  various  metal  rims,  felloes  or  tyres  and   the 

manner  of  securing  the  same  substantially  as  herein  described  with 
reference  to  the  drawings. 

Dated  this  16th  day  of  June,  1891. 

C.  KINGSTON  WELCH. 
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Provisional  Specification 

Of  Chemical  Invention. 

PROVISIONAL  SPECIFICATION. 

IznprovementB  in  the  Manufacture  of  Explosive  Compounds. 

I,  Hiram  Stevens  Maxim,  of  Crayford  Works,  Crayford,  in  the 
County  of  Kent,  Mechanical  Engineer,  do  hereby  declare  the  nature 
of  this  invention  to  be  as  follows  : — 

My  invention  relates  to  the  manufacture  of  explosive  compounds, 
and  comprises  improvements  whereby  I  am  enabled  to  so  modify  the 
explosive  properties  of  such  compounds  that  the  said  compounds  will 
burn  slowly  and  will  act  very  efficiently  in  rifles  or  other  fire-arms, 
that  is  to  say,  will  impart  a  very  high  muzzle  velocity  to  the  projectile 
without  at  any  time  subjecting  the  gun-barrel  to  excessive  pressure. 

In  the  manufacture  of  explosive  compounds  according  to  my  present 
invention,  I  mix  dissolved  gun-cotton  or  pyroxyline  with  nitro-glycerine, 
nitro-gelatine  or  similar  material  and  with  oil,  preferably  castor-oil. 

I  have  discovered  that  the  addition  of  oil  to  compounds  of  dissolved 
gun-cotton  and  nitro-glycerine,  nitro-gelatine  or  the  like,  increases  the 
toughness  of  the  product  and  modifies  the  explosion  thereof,  whilst 
greatly  diminishing  its  liability  to  det-erioration  by  exposure  to  the 
atmosphere. 

,  Various  kinds  of  oil  are  useful  for  the  purpose  of  my  invention ;  I 
prefer,  however,  to  employ  castor-oil  because  it  is  soluble  by  means 
of  the  solvents  which  are  employed  for  dissolving  the  gun-cotton  and 
nitro-glycerine  or  nitro-gelatine ;  it  combines  with  either  of  these  sub- 
stances, forming  a  compound  which  is  unlike  either  of  the  said  sub- 
stances alone ;  and,  as  it  contains  oxygen,  it  requires  a  smaller  supply 
of  oxygen  from  other  sources  to  consume  it  and  also  has  less  tendency 
to  produce  smoke  than  other  oils,  while  like  them  it  modifies  the 
explosion.  Castor-oil,  moreover,  makes  the  explosive  compound  very 
tough,  and  of  such  nature  that  it  may  be  easily  cut  and  easily  pressed, 
and  prevents  it  from  deteriorating  under  atmospheric  influences. 

I  find  that  an  explosive  compound  which  is  advantageous  for  various 
purposes  is  produced  by  mixing  gun-cotton,  nitro-glycerine  and  castor- 
oil  in,  or  about  in  the  following  proportions,  viz. : — from  two  to  ^re 
per  cent,  of  castor-oil,  from  ten  to  sixteen  per  cent,  of  nitro-glycerine, 
and  the  remainder  of  gun-cotton.  I  can  thus  make  an  explosive  com- 
pound which,  when  cut  into  small  pieces,  answers  very  well  as  a 
smokeless  powder  for  rifles,  the  oil  effectually  preventing  detonati<xi 
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and  regulating  or  modifying  as  may  be  required  the  rapidity  with      Pormff. 

which  the  said  compound  will  burn.  

My  improved  explosive  compound  is  advantageously  manufactured 
by  first  dissolving  the  gun-cotton  in  acetone  or  a  similar  solvent  either 
in  a  liquid  state  or  in  the  form  of  vapour,  then  adding  the  nitro- 
glycerine and  after  that  the  castor-oil,  and  thoroughly  incorporating 
these  substances.  Or  the  castor-oil  may  be  dissolved  in  a  portion  of 
the  acetone  or  other  solvent  before  the  said  solvent  is  added  to  the 
gun-cotton. 

According  to  another  method  of  manufacture,  I  take  thoroughly 
dried  gun-cotton,  and  place  it  in  a  rotary  cylinder  wherein  it  is 
tumbled  with  the  nitro-glycerine  and  the  oil,  the  oil  and  nitro-glycerine 
being  first  mixed  with  acetone  or  other  solvent  in  such  quantity  that 
it  will  not  dissolve  the  gun-cotton ;  the  said  cylinder  is  rotated  until 
the  fibres  of  the  gun-cotton  are  uniformly  wetted  with  the  said 
mixture ;  in  this  condition  the  gun-cotton  is  not  explosive.  The  gun- 
cotton  thus  mixed  with  the  nitro-glycerine  and  oil  is  then  placed  in 
a  closed  cylinder  or  press,  the  air  is  exhausted  from  the  said  cylinder 
or  press,  and  its  place  supplied  by  the  vapour  of  acetone,  ethylic 
acetate  or  other  solvent.  The  product  is  then  subjected  to  pressure 
in  the  said  cylinder  or  press  and  thus  forced  out  through  small  holes 
in  the  form  of  threads  or  thin  strips,  which  may  be  cut  into  small 
pieces. 

Instead  of  proceeding  as  above  described,  I  sometimes  dissolve  the 
gun-cotton  or  tri-nitro-cellulose  in  acetone  or  ethylic  acetate  until  it  is 
brought  to  a  sufficiently  thin  consistency,  and  then  add  the  nitro- 
glycerine and  oil. 

I  wish  it  understood,  however,  that  I  do  not  confine  myself  to  any 
special  method  or  process  for  the  production  of  my  improved  compound 
of  gun-cotton,  nitro-glycerine  or  similar  material  and  oil,  as  I  may     ^ 
manufacture  the  said  compound  in  various  ways. 
Dated  this  14th  day  of  March,  1889. 

HASELTINE,  LAKE  &   Co., 

45,  Southampton  Buildings,  London, 

Agents  for  the  Applicant. 
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COMPLETE  SPECIFICATION. 

Improvements  in  the  Manufacture  of  Explosive  Compounds. 

I,  Hiram  Stevens  Maxim,  of  Crayford  Works,  Crayford,  in  the 
County  of  Kent,  Mechanical  Engineer,  do  hereby  declare  the  nature 
of  this  invention  and  in  what  manner  the  same  is  to  be  performed, 
to  be  particularly  described  and  ascertained  in  and  by  the  following 
statement : — 

My  invention  relates  to  the  manufacture  of  explosive  compounds, 
and  comprises  improvements  whereby  I  am  enabled  to  so  modify  the 
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Pomu.      explosive  properties  of  such  componnds  that  the  said  oomponnds  will 

bum  slowly  and  will  act  very  efficiently  in  rifles  and  other  fire-arms, 

that  is  to  say,  they  will  impart  a  very  high  muzzle  velocity  to  the 
projectile  without  at  any  time  subjecting  the  gun-barrel  to  excessive 
pressure. 

In  the  manufacture  of  explosive  compounds  according  to  my  present 
invention,  I  mix  dissolved  gun-cotton  or  pyroxyline  with  nitro-glycerine, 
nitro-gelatine  or  similar  material  and  with  oil,  preferably  castor-oiL 

I  have  discovered  that  the  addition  of  castor-oil  or  other  suitable 
oil  to  compounds  of  dissolved  gun-cotton  and  nitro-glycerine,  nitro- 
gelatine  or  the  like,  increases  the  toughness  of  the  product  and  modifies 
the  explosive  properties  thereof,  whilst  greatly  diminishing  its  liability 
to  deterioration  by  exposure  to  the  atmosphere. 

I  prefer  to  employ  castor-oil  because  it  is  soluble  by  means  of  the 
solvents  which  are  employed  for  dissolving  the  gun-cotton  and  nitro- 
glycerine or  nitro-gelatine ;  it  combines  with  either  of  these  substance, 
forming  a  compound  which  is  unlike  either  of  the  said  substances  alone ; 
and,  as  it  contains  oxygen,  it  requires  a  smaller  supply  of  oxygen  from 
other  sources  to  consume  it,  and  also  has  less  tendency  to  produce 
smoke  than  other  oils,  while  like  them  it  modifies  the  explosion. 
Castor-oil,  moreover,  makes  the  explosive  compound  very  tough,  and 
of  such  nature  that  it  can  be  easily  cut  and  easily  pressed,  and 
effectually  prevents  its  deterioration  under  atmospheric  influences. 

I  produce  an  explosive  compound  which  is  advantageous  for 
various  purposes,  by  mixing  the  gun-cotton,  the  nitro-glycerine,  nitro- 
gelatine  or  similar  substance  and  the  castor-oil  in,  or  about  in  the 
following  proportions,  viz. : — from  two  to  five  per  cent,  of  the  castor- 
oil,  from  ten  to  sixteen  per  cent,  of  the  nitro-glycerine  or  the  like,  and 
the  remainder  of  gun-cotton.  I  can  thus  make  an  explosive  compound 
which,  when  cut  into  small  pieces,  answers  very  well  as  a  smokeless 
powder  for  rifles,  the  oil  effectually  preventing  detonation  and  regu- 
lating or  modifying  as  may  be  required  the  rapidity  with  which  the 
said  compound  will  burn. 

My  improved  explosive  compound  is  advantageously  manufactured 
as  follows,  that  is  to  say: — I  first  dissolve  gim-cotton  or  tri-nitro- 
cellulose  in  acetone,  ethylic  acetate  or  a  similar  solvent,  either  in  a 
liquid  state  or  in  the  form  of  vapour,  until  the  said  gun-cotton  is 
brought  to  a  sufficiently  thin  consistency;  and  I  then  add  to  the 
dissolved  gun-cotton,  the  nitro-glycerine  or  nitro-gelatine,  and  after 
that  the  castor-oil,  and  thoroughly  incorporate  these  substances.  Or 
the  castor-oil  may  be  dissolved  in  a  portion  of  the  acetone  or  other 
solvent  before  the  said  solvent  is  added  to  the  gun-cotton. 

According  to  another  method  of  manufacture,  I  take  thoroughly 
dried  gun-cotton,  and  place  it  in  a  rotary  cylinder  wherein  it  is 
tumbled  with  the  nitro-glycerine  or  nitro-gelatine  and  the  oil,  the  said 
nitro-glycerine  or  nitro-gelatine  and  oil  being  first  mixed  with  a 
quantity  of  acetone  or  other  solvent  insufficient  to  dissolve  the  gun- 
cotton  ;  the  said  cylinder  is  rotated  until  the  fibres  of  the  gun-cotton 
are  uniformly  wetted  with  the  said  mixture;  in  this  condition,  the 
gun-cotton  is  not  explosive.  The  gun-cotton  thus  mixed  with  the 
nitfo-glycerine  or  nitro-gelatine  and  oil  is  then  placed  in  a  closed 
cylinder  or  press,  the  air  is  exhausted  from  the  said  cylinder  or  press, 
and  its  place  supplied  by  the  vapour  of  acetone,  ethylic  acetate 
or  other  solvent.     When  the  mixture  is  sufficiently  dissolved,  it  is 
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subjected  to  pressure  in  the  said  cylinder  or  press  and  thus  forced  out      Formi. 

through  small  holes  in  the  form  of  threads  or  thin  strips,  which  may 

be  cut  into  small  pieces  as  described  in  the  specification  of  former 
Letters  Patent  granted  to  me  and  dated  8th  November  a.d.  1888, 
No.  16,213,  or  in  any  other  convenient  manner. 

I  wish  it  understood,  however,  that  I  do  not  confine  myself  to  any 
special  method  or  process  for  the  production  of  my  improved  compound 
cf  gun-cotton,  nitro-glycerine  or  similar  material  and  oil,  as  I  may 
manufacture  the  said  compound  in  various  ways. 

I  sometimes  treat  the  explosive  compound  in  the  manner  described 
in  the  specification  of  Letters  Patent  granted  to  me  and  dated  20th 
December  a.d.  1888,  No.  18,663  for  the  recovery  of  the  solvents  used 
in  the  manufacture  of  the  said  compound. 

Having  now  particularly  described  and  ascertained  the  nature  of 
my  said  invention  and  in  what  manner  the  same  is  to  be  performed,  I 
wish  it  understood  that  I  claim  : — 

First.  An  explosive  compound  consisting  essentially  of  gun-cotton 
or  pyroxyline  mixed  with  nitro-glycerine,  nitro-gelatine  or  similar 
material  and  with  castor-oil  or  other  suitable  oil,  for  the  purpose  above 
specified. 

Second.  The  manufacture  of  an  explosive  compound  by  first  dis- 
solving gun-cotton  by  means  of  acetone  or  other  solvent  and  then 
incorporating  with  the  dissolved  gun-cotton,  nitro-glycerine,  nitro- 
gelatine  or  similar  material  and  castor-oil  or  other  suitable  oil, 
substantially  as  hereinbefore  described. 

Third.  The  manufacture  of  an  explosive  compound  by  dissolving 
first  castor-oil  or  other  suitable  oil  and  then  gun-cotton  by  means  of 
acetone  or  other  solvent,  and  incorporating  therewith  nitro-glycerine, 
nitro-gelatine  or  similar  material  substantially  as  hereinbefore 
described. 

Fourth.  The  manufacture  of  an  explosive  compound  by  first 
mixing  nitro-glycerine,  nitro-gelatine  or  similar  material  and  castor- 
oil  or  other  suitable  oil  with  a  small  quantity  of  acetone  or  similar 
solvent,  treating  dried  gun-cotton  with  this  mixture  in  a  rotary 
cylinder  or  chamber,  and  then  subjecting  the  product,  in  a  cylinder 
or  chamber  from  which  air  is  exhausted,  to  the  action  of  vaporized 
acetone  or  other  solvent  and  then  to  pressure,  substantially  as  herein- 
before described. 

Dated  this  16th  day  of  December,  1889. 

HASELTINE,  LAKE  &  CO., 

45,  Southampton  Buildings,  London, 

Agents  for  the  Applicant. 
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by  omission  from  or  entry  in  register,  323,  324 

may  apply  to  vary  entry,  323 

who  may  not  apply,  324 

procedure  on  application,  324 
by  threats  of  patentee,  remedy  of,  573 
by  pretext  of  any  monopoly,  action  by,  563,  607 

AGREEMENT, 

by  parol  as  to  invention  not  to  be  entered  in  register,  321 

prior  to  date  of  patent  not  registered,  321 

entry  of,  as  to  patent  on  register,  321 

to  assign  patent,  328 

for  license  to  use  patent,  338,  339 

ALIEN, 

prohibitory  clause  in  patent  extends  to,  22 
liable  for  infringement  in  United  Kingdom,  413,  414 
may  be  grantee  of  letters  patent,  38 
but  not  if  enemy,  38  (n.) 

ALLOWANCES, 

Comptroller-Generars  report  as  to,  636 

ALTERATION  IN  SPECIFICATION.    See  Amendment. 
no  power  to  make  at  common  law,  257 
first  permitted  by  5  &  6  Will.  IV.  c.  83,-258 
clerical  errors,  257,  258 
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AMBIGUITY, 

fatal  to  specification,  191 

may  be  cured  by  disclaimer,  267 

AMBIT  OF  INVENTION, 

to  be  ascertained  in  considering  alleged  infringement,  417,  419 
wider  construction  of,  in  master  patent,  419,  420 

AMENDMENT, 

of  title  of  invention,  162,  259,  260,  261 
of  specification,  257-279 

a  statutory  relief,  257 

statutory  provision  as  to,  619,  620,  621 

Patents  Rules  as  to,  662,  663 

(1)  At  instance  of  Comptroller,  260 

on  examiner's  report,  260,  615 

discretion  of  Comptroller,  260 

altering  date  of  application  on,  260 

must  be  made  before  specification  is  published,  260 

on  opposition  to  grant,  313 

(2)  At  instance  of  patentee  when  no  action,  etc.,  pending,  261 

disclaimer,  correction,  and  explanation,  261 
application  for,  how  made,  261 
opposition  to,  262 

evidence  by  statutory  declaration,  262 
hearing  before  Comptroller,  263 
advertising  amendment,  263 
appeal  to  Law  Officer,  264 
time  to  appeal,  266 
hearing  of  appeal,  265 
attendance  of  witnesses  at,  265 
costs,  266 

what  amendment  permissible,  267,  268,  269,  270 
conditions  imposed,  271,  272,  273 
amendment  allowed  is  conclusive,  273 
to  be  advertised,  274,  621 

(3)  At  instance  of  patentee  when  action,  etc,  is  pending,  274 

limited  to  disclaimer  only,  274,  515,  620 

leave  of  judge  required,  275 

leave  given  twice  in  same  action,  516 

no  leave  required  where  appeal  is  pending,  275 

judge  may  impose  terms,  276,  516 

terms  generally  imposed,  276,  277 

terms  as  to  costs,  278 

application  to  amend,  how  made,  278 

from  what  time  amendment  takes  effect,  278 

entry  of  amendment  in  register,  279,  318 

no  damages  given  for  infringement  prior  to  amendment,  542 
of  documents  by  Comptroller,  310,  657 
notice  of  opposition  to  grant,  310,  311 
of  petition  for  compulsoiy  license,  353 
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AMENDMENT— €on^mtKN2. 

of  particnlara  of  breaches  in  infringement  action,  487,  488,  494,  495,  496, 

514,  615,  625 
of  particulars  of  objections,  494,  495,  496,  625 
by  the  Court  of  Appeal,  494 
terms  generally  imposed,  495 
discretion  of  judge,  496 
of  objections  on  revocation  petition,  585 
form  of  order  as  to,  803 

AMOUNT  OP  INVENTION.    See  Invention  and  Subjtct-matter. 
not  material  to  validity  of  patent,  138,  140 

AMOUNT  OF  PUBLICATION.    Sw  FtMuxUvm. 
required  to  defeat  patent,  80,  81,  82,  83,  84,  85 

AMOUNT  OF  UTILITY.    See  Utiliiy. 
small,  may  be  sufiScient,  120,  121 

ANALOGOUS   PURPOSE, 

adaptation  of  prior  invention  to,  not  subject-matter,  145,  148, 149 
application  of  known  instrument  to,  not  subject-matter,  147 

ANTICIPATION  OF  AN  INVENTION, 

By  prior  pMication,  71-92 

intimation  that  a  result  is  desirable  is  not,  81 
what  description  necessary  to  amount  to,  81,  82,  83 
law  applicable  to  paper  anticipation,  81,  82,  83,  84 
•defective  specification  may  amount  to,  84 
.in  prior  specification,  86 
through  models,  90 
•<:ollated  from  various  documents,  298 
right  of  opponent  to  refer  to,  293 
is  an  answer  to  an  infringement  action,  492 

By  prior  user,  93-117 

in  manufacture,  101 

sale  not  essential  to,  102 

by  foreigner,  106 

of  scientific  curiosity,  none,  161 

of  useless  machine,  none,  115 
process,  none,  116 

is  an  answer  to  infringement  action,  491 
when  none  by  publication  at  exhibition,  91 

APPEAL.    See  Court  of  Appecdj  House  of  Lords,  and  Law  Officer. 

APPEARANCE.     See  Action  for  Infringement 

APPENDICES, 

Appendix   I.  Statutes,  605-654 

II.  Rules  and  official  forms,  655-717 

III.  International  Convention,  etc.,  718-745 

IV.  Forms  and  Precedents,  746-9 
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APPLICATION  FOB  COMPULSORY  LICENSE.    See  ComputsTry  License. 

APPLICATION   FOR   INTERIM   INJUNCTION.     See   Interlocutory   In- 
junction. 

APPLICATION  FOR  LETTERS  PATENT, 
who  may  make,  38,  280,  613 
must  be  made  hy  person  resident  in  England,  34 
may  be  limited  by  excision,  164 
wben  treated  as  abandoned,  168 
by  whom,  must  be  signed,  281 
declaration  required  on,  281,  282 
forms  of,  613,  667,  668, 669,  670 
may  be  amended,  282,  614 
appeal  to  Law  Officer,  as  to,  282 
specifications  to  be  sent  witb,  282,  613 
to  be  for  one  invention  only,  282,  284 
address  of  applicant,  284 
drawings  with,  285 
referred  to  examiner,  286 
notice  of  refusal  of,  286 
appeal  from  refusal  of,  286,  287 
reference  to  concurrent,  307 
terms  imposed  by  Crown  in  granting,  307,  308 
Patent  Rules  as  to,  658 
Patent  Office  circular  as  to,  730 
under  International  Convention,  600,  601,  671 

APPRENTICES,       . 
early  rights  of,  8, 11 

opposition  by,  to  extension  of  patent  term,  11 
employment  of,  by  patentees,  16 

ARBITRATION, 

compulsory  reference  to,  509 
not  usual,  510 

AREA, 

of  patent  monopoly,  20 

not  to  be  extended  in  complete  specification,  171 

ARMS, 

assuming  Royal  Arms  without  authority,  offence  of,  596,  638 

ART, 

property  in  work  of,  16 

evidence  admissible  to  explain  terms  of,  in  specification,  245,  510 

ARTICLE.     See  Patented  AHide. 

new,  not  necessarily  subject-matter,  136 

ASSESSOR  (SCIENTIFIC), 

court  may  obtain  the  aid  of,  449,  624 

court  may  fix  remuneration  of,  449,  624 

Judicial  Committee  of  Privy  Council  may  call  in,  365,  624 

Court  of  Appeal  may  call  in,  624 
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ASSIGNEE, 

may  oppose  subsequent  patent,  292 

r^gbtration  of  assignment  by,  319  j 

equitable,  position  of,  328,  333 

equitable,  may  sue  for  infringement,  451 

delay  by,  in  bringing  action,  473 

legal  rights  of,  330,  331,  332 

subsequent,  bound  by  notice  of  prior  assignment,  328 

estopped  from  denying  validity  of  patent,  332,  333 

payment  of  renewal  fees  by,  334 

application  for  extension  by,  374 

merit  of,  less  than  inventor,  373,  374 

extension  of  patent  term  to,  373,  374,  375 

disclosure  of  profits  of,  382,  383 

may  sue  for  infringement  if  registered,  451,  510 

of  bankrupt  patentee  may  sue  for  infringement,  451 

ex  parte  application  for  injunction  by,  479 

may  recover  damages  prior  to  as8ignment,|539 

made  respondent  on  petition  for  revocation,|588 

ASSIGNMENT  OF  LETTERS  PATENT, 
authori2sed  by  terms  of  grant,  15, 327 
must  be  by  deed,  328 
registration  of,  320,  327,  632 
equitable,  320 
right  to  assign,  327 
of  part  of  patent,  327,  328 
may  be  for  limited  district,  328,  626 
form  of,  328 
by  agent,  328 
notice  of,  328,  329 

contains  no  implied  warranty  of  validity,  329,  330 
of  patented  prior  to  grant,  330 
of  future  improvements,  330 
effect  of,  330,  331 
rights  of  co-owners  as  to,  331,  332 
by  executor  of  deceased  inventor,  333 
to  Secretary  of  State  for  War,  334-536 
by  way  of  commercial  specification  not  favourable  to  prolongation,  375 

ASSIGNOR, 

acting  in  breach  of  assignment  of  patent  liable  as  infringer,  332,  470 
estopped  from  denying  validity  of  patent,  332,  471 
after  assignment  may  not  grant  licenses,  346 

ASSISTANT  EXAMINERS.    See  Examiners 

ASSISTANT  OF  PATENT  AGENT, 

when  exempted  from  preliminary  examination,  710 

ASSISTANT  OF  PATENTEE, 
in  perfecting  invention,  28 
to  whom  subsidiary  discovery  by,  belongs,  28 
may  be  joint  grantee  of  letters  patent,  30 
disclosure  to,  whether  publication,  86,  87,  90 
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ASSISTANT  SECRETARY, 

of  Board  of  Trade,  forms  of,  349,  636,  637 

ASSIZES, 

trial  at,  of  infringement  action,  450 

of  action  to  restrain  threats,  564 
of  petition  for  revocation,  591 

ATTORNEY-GENERAL, 

permission  of,  formerly  required  for  amendment  of  specification,  258 

entitled  to  copies  of  accounts  of  patentee  seeking  extension  of  term,  362 

always  heard  on  extension  petitions,  364 

opposes  lightly,  364 

fiat  of,  formerly  required  in  proceedings  to  revoke  grant,  579 

leave  of,  for  revocation  petition,  how  obtained,  579,  580 

form  of  memorial  to,  for  leave,  760 

appeal  to,  from  Comptroller-General.    See  Law  Officer. 

AUTHENTICATION, 

of  patent  grant,  at  common  law,  25 

under  Patents  Act,  1883,-25 

AUTHORIZATION, 

of  agent  acting  for  inventor,  281 


BALANCE   SHEET.    ^%  AccounU. 

BANK   HOLIDAYS, 

Register  of  Patents  cannot  be  inspected  on,  318,  665 

when  not  to  be  counted  in  time  for  leaving  document  or  paying  fee,  634 

BANKRUPT  PATENTEE, 

patent  rights  of,  pass  to  creditors,  333 
trustee  of,  may  sue  for  infringements,  451 

not  estopped  as  against  purchaser  from  his  trustee  from  disputing  validity  of 
patent,  333,  471 

BENEVOLENT  CONSTRUCTION, 

of  specifications,  now  disapproved,  25^255 

BOARD   OF   TRADE.    See  Compidsory  License. 
may  vary  scheduled  form  of  letters  patent,  14 
report  to,  held  publication,  90 
price  of  models  when  settled  by,  628 
rules  and  regulations  to  be  made  by,  635,  636 
jurisdiction  of,  by  whom  exercised,  636 
certificate  of,  637 
Patents  Rules  of,  1890,-655 

of,  1892,-695,  698 
Register  of  Patent  Agents'  Rules  of,  1889,-709 

of,  1891,-716 
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BODY   CORPORATE.    See  Company. 

may  be  joint  applicant  for  patent,  38,  730 

may  be  sole  applicant  in  respect  of  communicated  invention,  730 

nnder  foreign  convention,  601, 730 
registration  of,  as  owner  of  paten^  319,  664 

BONA  FIDES, 

of  inventor  testing  his  invention,  113-115 
of  defendant  no  answer  to  infringement,  416 

no  defence  to  action  for  threats,  564 
essential  m  petition  for  extension  of  term,  387,  389 

to  prevent  experiment  being  infringement,  405 
on  application  for  mterlocntory  injancdons,  479 

BOOK.  ^See  Puhlioatian. 

prior  description  in,  invalidates  patent,  72-75 
otherwise  if  book  not  accessible  to  public,  76-78 
publication  in  foreign  book,  73,  74 
exposure  of,  for  sale  is  publication  of  contents,  73 
publication  by  in  British  Museum,  77,  78 
in  Patent  Office  library,  77 
of  account,  loss  of  not  excused  by  Privy  Council,  386 
particulars  of  anticipation  by,  how  given,  493 

BOOK  OF  BOUNTY, 

declaration  in,  by  James  L  against  monopolies,  7 
new  inventions  excepted,  7 

BREACHES.    See  Partictdan  and  Action  for  Infringement. 
BREVET   DINVENTION.    See  InUmational  Convention. 

BRITISH  MUSEUM, 

publication  by  book  in,  77,  78 

BRITISH  POSSESSION, 

meaning  of  term  in  Patents  Act,  1883, — 642 

application  of  section  103  of  Patents  Act,  1883  to,— 600,  638 

BRITISH  SUBJECT, 

applicant  for  patent  not  required  to  be,  38 
prohibitory  clause  in  patent  addressed  to  every,  21 


CAPITALIST, 

may  be  joint  grantee  with  inventor,  26 
merit  of,  on  petition  for  prolongation,  373 

CARRIER, 

liability  of,  for  infrmgement,  452 

CATALOGUE, 

to  be  published  by  Comptroller,  628 

entry  of  book  in  Ubrary,  law  affecting  publication,  76, 77 
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CAVEAT, 

to  be  entered  by  opponent  of  extension  of  patent  term,  363,  700 
where  entered,  363 
form  of,  764 
Grown  need  not  enter,  364 

^*  CERTAIN  KNOWLEDGE," 
recital  of,  in  patent  grant,  18 
why  introduced,  18 
modem  effect  of,  18,  19 

CERTIFICATE, 

Of  validity  ofjpaUnt  having  leen  in  issue ^ 

entitles  to  costs  as  between  solicitor  and  client,  548,  725 

shonld  be  pleaded  in  subsequent  action,  482,  548 

whether  given  when  action  not  defended,  548 

Court  of  Appeal  may  give,  549 

not  given  to  defendant,  549 

doubtful  if  given  in  threats  action,  549 

application  for,  how  made,  549 

no  appeal  as  to,  549 

not  given  twice,  550 

judge  may  certify  against  solicitor  and  client  costs  under,  550 

form  of,  810 

As  to  amount  of  damage  found  on  enquiry^ 
to  be  given  by  master  or  referee,  542 
should  direct  time  of  payment,  542 
is  subject  to  review  by  judge,  543 
may  be  varied  on  motion  by  either  party,  543 
cannot  be  varied  if  given  on  reference  by  consent,  544 

As  to  amount  due  to  plaintiff  on  an  account, 
to  be  given  by  master  or  referee,  546 
may  be  reviewed  by  the  judge,  546 
proper  course  where,  discharged  by  judge,  51G 

A$  to  proof  or  reasonableness  of  particulars, 

essential  to  recovery  of  costs,  551,  625 

when  to  be  applied  for,  551 

not  given  where  materials  forjudging  absent,  551,  553 

where  judgment  reversed  on  appeal,  552 

jurisdiction  of  Court  of  Appeal  as  to,  552 

may  be  given  to  losing  party,  553 
no  right  of  appeal  in  respect  of,  558 

of  Comptroller  as  to  entries  in  register,  etc.,  is  evidence,  634,  665 
of  payment  of  renewal  fees,  662,  698 
by  Court  requiring  production  of  examiners*  reports,  169 

CERTIFIED  COPIES.     See  Comptroller. 
of  entries  in  Register  of  Patents,  319,  326 
evidence  in  legal  proceedings,  326,  633,  665 
of  specifications,  etc.,  to  be  sent  to  Edinburgh  Museum,  etc.,  635 
to  be  given  to  persons  applying,  635 
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CHANCERY  DIVISION, 

patent  actions  generally  tried  in,  448,  449 
application  to,  for  interlocutory  injunction,  457 

for  inspection,  502 
petition  for  revocation  generally  heard  in,  591 

CHANNEL  ISLANDS, 

area  of  British  Patent  does  not  include,  20 

power  to  accede  to  International  Convention  on  behalf  of,  598 

CHARTER, 

grants  by  Crown  of  privileges  by,  2,  3 

a  closed  writ  different  from  letters  patent,  14 

of  Patent  Agents'  Institute,  716 

CHEMICAL  DISCOVERY.    See  Invention. 

CHEMICAL  EQUIVALENTS, 

ascertainment  of  a  question  of  fact,  244 

infringement  by,  429 

no  infringement  by,  if  not  known  as  such  at  date  of  patent,  444 

evidence  of  experts  as  to,  511 

CHEMICAL  PROCESS.    See  Proce««. 

CHRISTMAS  DAY, 

Register  of  Patents  cannot  be  inspected  on,  318,  665 

when  not  to  be  counted  in  time  for  leaving  document  or  paying  fee,  634 

CIRCULAR, 

threats  by  means  of,  are  actionable,  564,  625 

illustration  of  threats  by,  566,  569 

meaning  of  words  in  Patents  Act  as  to  threats  by,  567 

CIRCULAR  OF  INFORMATION, 

is  issued  by  Patent  Office  for  inventors,  280 
contents  of,  730-741 

CLAIM.    See  Complete  SpecificcUion, 

origin  and  function  of,  in  specification,  221 

formerly  optional,  221 

now  a  statutory  requirement,  222,  614 

Lord  Cottenham's  de6nition  of,  222 

now  more  than  a  disclaimer,  223 

must  be  distinct,  224,  225 

for  an  improvement,  226 

for  new  combination  of  old  materials,  226,  229 

for  a  subordinate  integer,  229 

framed  too  wide,  230-233 

a  protection  to  the  public,  233 

for  subsidiary  invention,  233-239 

for  a  useless  process,  239 

where  several,  need  not  be  equally  useful,  240 

construction  of,  241 

may  not  be  enlarged  by  amendment^  268,  269,  273 
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CLAUSE, 

granting,  in  letters  patent,  19-21 

prohibitory,  in  letters  patent,  21,  22 

forfeiture,  formerly  inserted  in  letters  patent,  527 

CLERICAL  ERRORS, 

jurisdiction  of  Master  of  the  Rolls  to  amend,  257,  258 
power  of  Comptroller  to  correct,  633 
form  of  request  for  correction  of,  688 

CLERKS, 

patents  granted  to,  as  importers,  33 
Patent  Office,  appointment  of,  631,  632 

COLONIAL  ARRANGEMENTS.    See  InUmatumal  Arrangements. 

application  of  terms  of  International  Convention  to  colonies,  569,  600,  638 
for  patents  under,  600,  601 

COLONIES, 

British  letters  patent  do  not  extend  to,  20,  34,  599 
invention  imported  from,  is  patentable,  34,  35 

COLOURABLE  VARIATIONS, 

of  patented  inventions  prohibited,  21,  22 

anteceaent  use  which  would  only  have  amounted  to,  no  anticipation  of 

subsequent  grant,  111 
infringement  by,  428,  429 

COMBINATION.    See  Subject-matter. 

COMMENCEMENT, 

of  Patents  Act,  1888,-654 
of  Patents  Rules,  1890,-655 

COMMERCIAL  SUCCESS, 

relation  of,  to  utility,  129-132 

COMMITTAL.     See  Contempt  of  Court, 

motion  for,  on  breach  of  injunction,  479,  480,  524,  576 
costs  of,  480,  518,  525 
account  in  lieu  of,  525 

COMMON  KNOWLEDGE, 

not  necessary  to  anticipation,  71 

combining  items  of,  may  be  invention,  157 

of  subject-matter,  presumed  in  workmen,  in  construing  specifications,  218 

COMMON  LAW, 

control  of  royal  prerogative  by,  2,  6 

hostile  to  monopolies,  6 

required  term  of  patent  to  be  of  reasonable  duration,  7,  21 

Statute  of  Monopolies  affirmative  of,  12,  13 

monopolies  to  be  tried  by,  22,  447,  606 

gives  no  right  to  amend,  257 

to  oppose  grant  of  patent,  290 

to  extension  of  term,  358 
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COMMUNICATION  OF  INVENTION, 
in  England  not  subject-mfttter,  34 
if  made  from  abroad  good  snbject-matter,  35,  70 
to  fellow- workmen  is  publication^  88 
in  confidence,  86-89 

COMPANY.    See  Body  Corporate. 

petitioning  for  extension  of  term,  375,  376 
disclosure  of  profits  of,  on  extension,  383 
liabflity  of  directors  of,  for  infringement^  453 
directors  of,  liable  for  contempt,  480 
interrogatories  administered  to,  504 
enforcing  injunction  against,  521,  524,  525 

COMPETITION, 

how  far  damage  arising  from  loss  occasioned  by,  is  recoverable,  534.  53(> 

COMPLETE  SPECIFICATION.    See  Amendment^  Claim,  Construction. 
recited  in  grant,  16 

now  a  statutory  requirement,  16, 162,  167,  613 
first  introduction  of,  161 
function  of,  167,  282 

must  end  with  a  distinct  claim,  168,  224,  614 
to  be  accompanied  by  drawings  if  required,  168,  613 
statutory  form,  168,  674 
examples  of,  834,  841 
by  whom  signed,  168 
time  for  leaving,  168,  287,  288,  615 
referred  to  examiner,  169,  286,  615 
appeal  as  to,  to  Law  Officer,  169,  616 
limit  of  time  for  acceptance  of,  169,  617 
acceptance  of,  to  be  advertised,  288,  309,  616 
after  acceptance  open  to  public  inspection,  309,  616 
examiners*  reports  as  to,*  privileged,  169,  616 
protection  aQbrded  by  acceptance  of,  294,  595,  618 
must  not  exceed  the  provisional,  169,  173,  174,  175,  176,  287 
disconformity  of,  fataJ,  169,  170 

development  of  invention  permissible  in,  170, 171,  179,  308,  30^ 
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amount  of,  generally  fixed  by  Law  Officer,  316,  703 
payment  of,  how  enforced,  316,  703 

On  petition  for  compulsory  license, 

cannot  be  given  by  Board  of  Trade,  357 

On  petition/or  extension  of  term, 

are  in  the  discretion  of  the  Judicial  Committee,  400,  622 

order  for,  how  enforced,  400,  623 

costs  of  a  fair  opposition  generally  given,  400 

may  be  taxed  before  Registrar,  401,  706 

lump  sum  generally  given  for,  401 

schedule  of  fees  allowed  by  Privy  Council,  707,  708 

In  infringement  action, 

of  motion  for  interim  injunction,  476 

as  between  solicitor  and  client  to  be  specifically  claimed,  482 

on  leave  to  amend  particulars,  495 

security  for,  on  interrogatories,  503 

saving  of,  justification  for  discovery,  506 

of  amendment  during  trial,  515,  516,  620 

where  defendant  submits,  517,  518 

third  party  ordered  to  pay,  523 

of  motion  to  commit  for  breach  of  injunction,  525 

of  enquiry  as  to  damages,  543 

general  costs  of  action,  546 

of  counsel  and  expert  witnesses,  547 

of  shorthand  notes^  547 

of  models,  548 

as  between  solicitor  and  client  on  certificate  of  validity,  548,  549,  625 

judge  may  certify  against,  550 
of  particulars,  551,  552,  553,  625 
of  separate  issues,  554 
on  the  higher  scale,  554 
no  appeal  as  to,  555,  558,  559 
specicd  reason  required  for  higher  scale,  555,  556 
stay  as  to,  not  generally  granted,  557 
security  for,  on  appeal,  561 

In  action  for  threat*, 

arranging  to  save,  571 
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COSTS-^continued. 

In  revocation  proceedingB^ 

Attorney-General  no  power  over,  579,  680 
of  the  petition  given  to  petitioner,  592 
security  for,  592,  593 

COUNSEL, 

how  many  aUowed  on  taxation  in  action  for  infringement,  547 
heard  by  referee  on  application  for  compulsory  license,  353 
for  the  Crown,  heard  on  extension  petitions,  364 

COUNTER  CLAIM, 

action  for  infringement  may  be  brought  by,  in  threats  action,  571 

COUNTY  COURT, 

infringement  action  not  brought  in,  450 
cannot  try  validity  of  patent,  450 

COURT, 

defined  in  Patents  Act,  1883,-641 

may  order  production  of  examiners'  reports,  169 

specification  construed  by,  242 

prior  construction  when  binding  on,  256,  516 

cannot  question  amendment  allowed  by  Patent  Office,  273,  274 

may  correct  errors  in  register,  323,  633 

order  injunction,  inspection,  or  account,  449,  625 

includes  all  judges  of  the  High  Court,  '449 

may  direct  trial  with  jury,  449 
call  in  assessor,  449,  624 
order  particulars,  624,  625 

leave  of,  required  for  evidence  outside  particulars,  484,  488,  624 

includes  Palatine  Court  of  Lancaster,  450 

directing  joinder  of  parties,  455 

interlocutory  relief  by,  457,  461,  463,  469,  470,  471,  474 

requires  undertaking  on  interlocutory  injunction,  476 

may  require  attendance  of  witnesses  for  cross-examination,  478 

leave  of,  required  for  application  to  amend  specification  during  action,  515 

may  amend  particulars,  494,  495 

order  of,  for  inspection  or  samples,  496,  497,  500 

may  compulsorily  refer  action,  509 

evidence  of  experts  distrusted  by,  511 

may  hear  case  in  camera,  517 

committal  for  contempt  of,  524,  525,  526 

may  order  destruction  of  infringing  articles,  526 
require  articles  to  be  marked,  529 

amount  of  damages  will  be  referred  by,  539 

certificate  of,  as  to  validity  of  patent  being  in  issue,  548 
as  to  particulars,  551,  554 

stay  of  execution  by,  556 

revocation  of  patent  by  petition  to,  578 

may  impose  terms  as  to  amendment,  589 

trial  of  revocation  petition  by,  591 
of  summary  jurisdiction,  595 
Sheriff  Court  (Scotiand),  597 


868  INDEX. 

COURT  OF  APPEAL, 

appeal  to,  in  proceeding  to  rectify  register,  325 

on  refusal  for  interlocutory  injunction,  457 
will  not  interfere  with  discretion  of  judge  refusing  leave  to  amend,  pending 

action,  515 
appeal  to,  in  infringement  action,  558 
none  as  to  certificate,  558 

costs,  558 
appeals  to,  by  way  of  r&-hearing,  559 
notice  of  appeal  to,  559 

form  of  notice,  810,  811 
eyidence  before,  560 
amendment  by,  560 
fresh  evidence  before,  560,  561 
security  for  costs  of  appeal  to,  561 

form  of  order  by,  812,  813 
appeal  from,  to  House  of  Lords,  562 
stay  not  usually  granted  by,  562 

granted  by,  on  revocation  petition,  592 
appeal  to,  on  revocation  petition,  593 

COURT  OF  COUNTY  PALATINE  OF  DURHAM, 
has  not  jurisdiction  to  try  patent  actions,  450 

COURT  OF  COUNTY  PALATINE  OF  LANCASTER, 
has  patent  jurisdiction  by  statilfe,  450 

COURT  OF  SESSION, 

judgment  of,  in  prior  action  sufficient  for  certificate  of  validity,  462 

COURT  OF  STAR  CHAMBER, 

former  jurisdiction  of,  as  to  monopolies,  447 

COVENANT, 

by  licensor  for  quiet  enjoyment,  346 

of  validity  not  implied  in  assignment  of  patent,  329,  330 

CROSS-EXAMINATION  OF  WITNESSES, 
before  Law  Officer,  265,  314 
who  have  sworn  affidavits  on  interim  injunction,  478 

CROWN, 

prerogative  of,  to  grant  letters  patent,  1-25 

protector  of  commerce,  2 

new  trades  encouraged  by,  3 

prerogative  of.  saved  by  statute,  12,  641 

may  avoid  its  own  grants,  577,  578 

letters  patent  addressed  to  all  subjects  of,  14 

may  apply  Patents  Act,  1883,  to  exhibitions,  92 

good  faith  towards,  required  of  patentee,  169 

fraud  upon,  avoids  patent,  172 

may  impose  terms  on  grantee,  24,  307,  308 

jurisdiction  of,  to  extend  patent  term,  358 

may  impose  conditions  in  granting  extension,  899 

letters  patent  now  bind,  241,  415,  624 

validity  of  patent  not  guaranteed  by,  448 
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CUSTOM  HOUSE  AGENTS, 

held  not  liable  as  iDfringere,  406 
shonld  not  be  joined  as  defendants,  452 

CUSTOMERS, 

invitation  to,  to  nse  infringing  article  is  infringement,  412 
discovery  of  names  of,  505,  541 

on  enquiry  as  to  damages,  541 
threats  to,  of  licensee,  564 
actionable,  567 


DAMAGES, 

none  recoverable  prior  to  acceptance  of  complete  specification,  542,  618 

in  respect  of  infringements  prior  to  amendment  of  specification,  277, 542, 620 

where  patentee  has  omitted  to  pay  patent  fees,  542 

right  of  assignee  to  recover,  331,  451,  539 

to  be  assessed  in  presence  of  all  parties,  450 

belong  to  survivor  of  co-o^Tners,  451,  538 

«claim  for  on  writ  in  action,  456 

where  adequate  remedy  by,  interim  injunction  not  granted,  458 

omdertaking  as  to,  required  on  interlocutory  injunction,  476 

when  given  instead  of  final  injunction,  520 

4iltemative  remedy  to  an  account,  529 

measure  of,  in  infringement  action,  530 

where  patentee  manufactures,  531 

infringer  takes  part  of  invention  only,  532 
losses  naturally  consequent  on  infringement  only  recoverable,  533 
in  respect  of  loss  by  reduction  of  prices,  534,  535,  536 
recoverable  from  seller  and  purchaser  of  infringing  article,  536 
^ttlement  with  one  defendant  does  not  bar  right  to,  from  others,  537 
innocence  of  infringer  no  defence  to  claim  for,  538 
omission  to  askior,  538 
not  given  against  third  parties,  538 
mode  of  assessing,  539 

profits  of  infringer  immaterial  in  assessing,  539 
•directing  enquiry  as  to  amount  of,  539,  540 
^scovery  in  aid  of  enquiry  as  to,  541 
form  of  enquiry  as  to,  541,  542,  543 
payment  of,  when  ascertained,  542 
reviewing  finding  as  to,  543,  544 
stay  of  enquiry  as  to,  557 
in  action  to  restrain  threats,  574,  575 

DATE  OF  LETTERS  PATENT, 
is  date  of  application,  21,  289,  618 

otherwise  in  application  under  international  arrangements,  598,  637 
in  case  of  colonial  application,  21,  600 

DAY, 

of  application  included  in  patent  term,  21 

not  counted  in  time  for  delivery  of  specification,  287 
when  not  counted  under  Patent  Office  practice,  634 
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DEATH, 

of  inventor  before  obtaining  patent,  14,  35,  38,  39 
sealing  patent  after,  288,  617 
of  patent  agent,  erasure  of  name  from  r^gi^r,  711 
of  co-owner,  rights  of  sarvivor,  451,  538 

DECEASED  INVENTOR    Bee  Death. 
patent  to  legal  representatives  of,  38,  281 
copy  of  wUl  of,  to  be  produced  to  Comptroller,  281 

DECLARATION.    See  Statutory  Dedaration. 

DEDICATION  TO  PUBLIC.    Bee  PMication, 

DEDUCTIONS.    See  Extennan  of  Fatmt  Term, 

allowed  from  patentee's  receipts,  383,  384,  385,  386 

DEED, 

assignment  of  patent  by,  328 

authority  to  agent  to  assign,  to  be  by,  328 

copy  of,  affecting  patent  to  be  supplied  to  Comptroller,  334 

grant  suggests  license  should  be  by,  22,  25,  337 

not  essential  to  valid  license,  22,  337 

license  for  registration  must  be  given  by,  22 

DEFAULT.    See  Dday. 

of  patentee  in  payment  of  fees,  23,  24,  619 
in  depositing  specification,  287 
of  patentee  in  refusing  licenses,  355 
of  defendant  in  delivering  defence,  482 

DEFENCE.    See  Action  Jor  Infringement;  Action/or  Threats. 

DEFENDANT.    See  Action  for  Infringement  and  Parties. 

DEFINITIONS, 

of  terms  in  Patents  Act,  1883,--641, 642 

Patent  Agents'  Rules,  1889,-~713 
International  Convention,  724 

DELAY, 

in  applying  for  patent  is  not  prior  user,  98 

amendment  is  prejudicial,  266 
in  appealing  from  Comptroller,  266 
in  putting  invention  into  practice  is  inimical  to  extension  of  term,  387 

388,389 
is  fatal  to  interlocutory  relief,  471,  472 
when  excused  on  interlocutory  application,  473 
not  fatal  to  application  for  inspection,  502 
when  an  answer  to  motion  to  commit,  524 
may  be  fatal  to  account,  546 
in  following  up  threats  by  action  for  mfringement,  571 

DELIVERY  UP  OF  INFRINGING  ARTICLES, 
may  be  claimed  in  infringement  action,  456,  482 
old  remedy  in  new  form,  526,  627 
not  ordered  where  articles  veiy  large,  528 
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DELIVERY  UP  OF  INFRINGING  ARTICLES— con^intt(rd. 
where  parts  only  mfnnge,  528 
undertaking  as  to  pending  appeal,  528 
affidavit  in  aid  of  order  for,  528 
not  a  penal  order,  528 
does  not  pass  property,  528,  529 

DESCRIPTION.    See  FMkatian. 

DESIGN, 

publication  by  means  of,  88 

DESTRUCTION  OF  INFRINGING  ARTICLES, 
may  be  claimed  by  plaintiff,  456,  482,  526 
intended  for  protection  of  plaintiff  only,  528 
not  ordered  where  result  would  be  mischievous,  528 

DESTRUCTION  OF  PATENT, 
duplicate  may  be  sealed,  25,  626 

DETAILS, 

of  invention  may  be  worked  out  by  servant  of  inventor,  28,  29,  30 
not  necessary  in  provisional  specification,  164,  165 

DEVELOPMENT  OP  INVENTION, 

permissible  in  complete  specification,  170, 171,  179,  308,  309^ 

DIRECTIONS  TO  INVENTORS, 

Patent  Office  circular  containing,  730 

DIRECTOR.    See  Company. 

DISABILITY, 

persons  under,  may  be  grantees  of  letters  patent,  38 

DISCLAIMER.    See  Amendment. 

amendment  of  specifications  by,  258,  259 

authorized  by  Patents  Act,  1883,-261,  619 

second,  not  encouraged,  266,  267 

amendment  pending  action  limited  to,  274,  515,  620 

extent  of,  immaterial,  274 

terms  as  to  applying  for,  277 

insertion  of,  in  patent  grant,  300 

in  grant  is  for  protection  of  public,  301,  302 

may  be  general  or  special,  302 

where  master  patent  exists,  305,  306 

allowed  by  Law  Officer  is  conclusive,  271 

DISCLOSURE.    See  FuUicaiion  and  Trade  Secrets. 

unconscious,  of  mode  of  working  invention  whether  sufficient,  197,  19& 
of  invention  by  patentee  must  be  full  and  candid,  158,  187,  188 
of  trade  secrets  in  action,  498,  499 

DISCONFORMITY, 

of  specifications  fatal  to  patent,  169 

is  a  defence  to  infringement  action,  170,  484 
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DISCONFORMITY— «>«<i»wd. 
what  is,  171 

iUoBtrations  of,  172, 173, 174, 175 
indusion  of  improTementB  is  not,  176,  177,  178, 179 
discuflsed  in  the  Welch  Patent,  180 
Buhetitution  of  equivalents  not,  181 
mere  omissions  do  not  amount  to,  185,  186 
particulars  of,  in  action,  493 
a  ground  of  opposition  to  grant,  308,  309 

DISCOVERY.    See  Invention. 

distmguished  from  invention,  135 

DISCOVERY  IN  ACTION.    See  Action/or  InfringemnU 

DISTINCT  STATEMENT, 
claim  must  be,  168,  614 
meaning  of,  in  Patents  Act,  1883,-224 

DOCUMENTS, 

left  at  Patent  Office,  form  of,  284,  656 

duplicates  of,  required  by  Comptroller,  284 

in  Patent  Office,  how  proved  at  trial,  510,  633 

Patents  Rule  as  to  size  of,  656 

written,  to  be  construed  by  Court,  242 

evidence  as  to  terms  of  art  in,  242,  243,  244 

prior  publication  not  to  be  collated  from  a  number  of,  85 

sent  to  Attorney  General  for  authority  to  present  revocation  petition,  579 

DRAWINGS.  ^^Specifications. 
publication  may  be  by,  71,  90 
may  accompany  speciOcation,  282,  659 

Comptroller  may  require  applicant  for  grant  to  send  in,  282,  284,  613 
scale  and  size  of,  in  applications  for  patents,  285,  660 
paper  to  be  used  for,  285,  660 
name  of  applicant  to  be  on,  285,  660 
how  sent  to  Patent  Office,  286,  559 
fac  simile  of,  to  accompany,  286,  660 
written  descriptions  not  allowed  on,  660 
may  be  required  with  amended  specification,  267 
sent  with  provisional  specification  may  be  referred  to  in  complete,  282,  613^ 

660 
may  be  amended,  267,  268  ^ 

DUPLICATE.    See  Copy  and  Documents. 

DURATION.    See  Term  of  Patent. 

DURHAM, 

Palatine  Court  of,  no  patent  jurisdiction,  450 

DUTY.    See  Beneioal  Fees. 

ad  valorem,  payable  on  assignment  of  patent,  336 
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EDINBURGH  MUSEUM  OF  SCIENCE  AND  ART, 
transmission  of  docaments  to,  635 

EMPLOYER.    See  Master. 

ENACTMENTS  REPEALED, 
by  Patents  Act,  1883,-640 

ENLARGEMENT  OF  TIME, 

for  delivery  of  complete  specification,  287,  288,  289,  617 

allowed  by  Comptroller,  287,  288,  617,  647,  662 

applicant  for,  must  state  grounds  of  application,  287,  662 

fees  payable  in  respect  of,  287,  617,  662 

for  sealing  patent,  289,  648 

for  making  prescribed  payments,  23,  24,  619,  662 

ENROLMENTS  OFFICE, 

specifications  formerly  enrolled  in,  258 

copies  of  specifications  to  be  sent  to,  in  Ireland,  635 

ENTRY  IN  REGISTER.    See  Register. 

of  names  and  addresses  of  patentees,  318,  621 

of  amendments,  279,  318 

of  payment  of  patent  fees,  326,  665 

of  assignments,  318,  327,  665 

of  licenses,  318,  326,  665 

of  extensions  of  patent  terms,  665,  691 

of  revocations  of  patents,  318,  325,  326,  591,  665 

certified  copies  of,  obtained  on  payment  of  prescribed  fee,  319,  632,  633 

are  evidence,  326,  633 
by  joint  patentee,  322 
not  made  as  to  trusts,  322,  632 
erroneous,  Comptroller  may  correct,  323,  633 
Court  may  expunge,  on  application  of  any  person  aggrieved,  323,  633 
Court  may  award  damages  to  person  aggrieved  by,  323,  633 
falsification  of,  326,  596,  633 

EQUITABLE  ASSIGNMENT, 
may  be  registered,  320 
what  is,  328 

does  not  carry  right  to  sue  infringers,  328 
liable  to  be  defeated  by  subsequent  legal  assignment,  328 
gives  right  to  sue  in  assignor's  name,  451,  473 

EQUIVALENTS.    See  Infringement 

substitution  of,  permissible  in  complete  specification,  181-187 
where  means  and  object  old,  doctrine  of,  does  not  apply,  435-440 
roust  be  known  as  such  at  date  of  grant,  444 

ERRORS.    ^%%  SpecificationB. 

not  fatal  in  specification,  if  trivial,  204, 209 
may  be  amended  by  Comptroller,  633 
correcting,  in  Register  of  Patonts,  323,  324 

ESPECIAL  GRACE, 

significance  of  words  in  letters  patent,  17,  18 
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ESPECIAL  LICENSE, 

use  of  words  in  letters  patent,  19 

ESSENCE  OF  INVENTION, 

material  to  consider,  in  deciding  question  of  infringement,  417,  418,  421 

ESSENTIAL  FEATURE  OF  INVENTION, 
no  infringement  where  omitted,  440 
taking,  a  test  of  infringement,  422 

ESTOPPEL, 

by  license,  342,  343,  470 

gone  on  termination  of  license,  345 

by  assignment,  471 

by  former  partnership,  471 

by  judgment,  471,  480,  517 

position  of  bankrupt  patentee  with  regard  to,  471 

none  by  former  judgment  in  petition  for  revocation,  687,  583 

EVIDENCE.    See  Certifieate  and  Entry  in  RegUter. 
non-user  is,  of  want  of  utility,  128 
public  appreciation  is,  of  utUity,  128 
large  sales  are,  of  utility,  129 
large  sales  are  not,  of  invention,  141 

as  to  meaning  of  technical  terms  in  specifications,  242,  243,  244,  510 
on  applications  to  amend  specifications,  262,  263 
term  imposed  that  amended  specification  shall  not  be,  276 
on  petitions  for  compulsory  licenses,  352 
on  oppositions  to  grants,  311,  312 
on  appeal  to  Law  Officer  from  Comptroller,  314 
on  application  for  interlocutory  injunction,  477-479 
in  action  of  infringement  limited  by  particulars,  484,  485 
generally,  at  trial  of  action,  510 
ofexperte,  510,  511,512 
primft  fiMiie,  of  infringement,  513 
admissions  in  interrogatories  are,  514 
by  means  of  i^odels,  516 
hearing  of,  in  camera,  517 
on  appeal  to  Court  of  Appeal,  560 
further,  only  admitted  with  reluctance,  560,  561 
on  petition  for  revocation,  591 
on  appeal  as  to  revocation,  593 

EX  PARTE, 

application  for  injunction,  457,  479,  574 

authority  of  Attorney  General  to  petition  for  revocation^ 

579,  580 
inspection,  502 

EXAMINATION  OF  PATENT  AGENTS, 
particulars  as  to,  715,  717 

EXAMINERS  OF  PATENT  OFFICE, 

reference  of  applications  for  patents  to,  286,  614 
points  to  be  considered  by,  286 
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EXAMINERS  OF  PATENT  OFFICE— coaWnuffrf. 
reports  of,  166,  286,  288,  652 
Comptroller  not  bound  by  reports  of,  260,  286 
provisional  specification  considered  by,  166,  615 
complete  specification  considered  by,  169,  615 
reports  of,  are  privileged  from  production,  169,  616 
but  Court  may  order  production,  169,  616 
by  whom  appointed,  631 
salaries  of,  632 

EXCHEQUER, 

payment  of  patent  fees  to  account  of,  622 

EXCLUSIVE  LICENSE.    Bee  License. 

if  a  bare  license  is  revocable  at  wiU,  339,  340 

does  not  give  right  to  sue  for  infringement,  341 

holder  of,  not  a  patentee,  352  n. 

not  regarded  favourably  by  Judicial  Committee,  383 

not  recognized  by  Board  of  Trade  on  proceedings  for  compulsory  license,  354 

action  against  holder  of,  for  threats,  573 

EXECUTION, 

stay  of,  not  generally  granted  as  to  injunction,  556 

on  terms,  556 
public  interest  considered  on  stay  of,  557 
stay  of,  as  to  damages,  557 

as  to  costs,  557 

by  Court  of  Appeal,  557,  558,  562 
expiring  patent  no  ground  for  stay  of,  562 
stay  of,  in  proceedings  for  revocation,  592 

EXECUTOR.    See  Legal  SepresenicUive. 
letters  patent  pass  to,  15 
formerly  could  not  obtain  grant,  38 
within  what  time,  may  now,  38,  39,  626 
may  assign  patent  before  r^tering  probate,  333 

EXHIBIT, 

particulars  by  means  of,  485 

EXHIBITION.    See  Industrial  and  International. 
publication  of  invention  by,  62,  90,  91,  92 
of  useless  machine,  not  anticipation,  116 

EXISTING  KNOWLEDGE, 

implied  in  construing  specification,  246 

EXPENSES.    Bee  Casts. 

which  may  be  deducted  from  profits  by  petitioner  for  extension,  384,  385 
of  expert  witnesses  in  action,  547 
of  shorthand  notes,  547 

EXPERIMENT, 

or  user,  a  question  of  fact,  106,  108 
abandoned  user  generally  is,  107 
unsuccessful  user  indicates,  108, 109, 112 
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EXPERIMENT— con/«niie(2. 

private,  will  not  avoid  sabsequent  patent,  109 

prior  user  at  a  remote  date  generally  held  to  be,  111 

profitable  user  may  still  be,  112,  113,  114 

with  invention  already  patented  abroad  held  fatal  to  grant,  115 

encouraged  during  provisional  protection,  178,  287 

specification  bad  if  it  leaves  public  to,  202-208 

difference  between,  and  practice,  212,  213,  214 

conducted  bon&  fide  no  infringement,  404,  405 

with  patented  invention  narrowly  scrutinized,  406,  407 

EXPERT.    See  Anetior. 

not  to  construe  specification,  252^  253 
may  explain  terms  of  art,  253 
function  of,  as  witness  explained,  253,  446,  511,  512 
may  be  called  in  by  Law  OfiBcer,  316,  317 
petition  for  compulsory  license  re'erred  to,  350 
opinion  of,  as  to  infringement  inadmissible,  446,  511 
inspection  by,  499,  509 
costs  of,  547,  555 

EXPLANATION, 

amendment  of  specification  by,  261,  619 

by,  not  allowed  when  action  pending,  274 
by,  what  effect  on  right  to  damages,  620 

EXPOSURE, 

of  article  for  sale  is  publication,  100, 101 

of  book  for  sale  is  publication  of  its  contents,  73 

EXTENSION.    See  Enlargement  of  Time. 

EXTENSION  OF  PATENT  TERM, 
jurisdiction  of  Crown  as  to,  358 
expediency  of  permitting,  358,  359,  360 
former  statutes  as  to,  360 
is  not  a  matter  of  course,  365 
Applioationfar^  how  made, 

petition  to  Queen  in  Council,  360,  622 
time  for  presenting  petition,  361,  622,  705 
candour  required  of  petitioner,  361,  389,  393 
procedure  rules  as  to,  361 
public  notice  of  petition,  361,  362,  705 
application  to  fix  hearing,  362,  705 
documents  to  be  left  by  petitioner,  362 
opposition  to  extension,  363 
entering  caveat,  363,  622 
objections  lodged  by  opponents,  363 
Crown  represented  at  hearing,  364 
practice  at  the  hearing,  364,  365 
Circumstances  considered  on  applications  for, 
(1)  nature  of  the  invention  in  relation  to  public,  365,  622 
special  character  of  the  invention,  365,  366 
nature  as  bearing  on  merit,  367,  368 
as  hostile  to  extension,  368 
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CircumstanceB  considered  on  applxcaiioM — odntinned. 

(2)  merits  of  the  invention  in  relation  to  public,  369 

state  of  knowledge  material  to  merit,  369 

merit  apart  from  remmieration,  370 

simplicity  and  merit,  371 

merit  required  is  public  merit,  372 

merit  of  assignee,  373,  374 

speculative  assignments  not  favoured,  375 

(3)  profits  of  the  patentee  as  such,  376 

petitioner's  accounts,  376,  377,  386 

profits  year  by  year,  378 

patent  accounts  to  be  distinct,  379 

profits  of  manufacture,  380 

foreign  profits,  381 

profits  of  persons  other  than  patentee,  382 

of  licensees,  383 
dealings  in  shares  of  patent  company,  383 
deductions  from  profits,  383,  386 
salary  to  inventor,  384 
legal  expenses  of  patent,  385 
evidence  of  deductions,  when  excluded,  386 
loss  of  patentee's  books  fatal,  386 

(4)  all  the  circumstances  of  the  case,  387 

laches  of  inventor,  387,  388 

delay  when  excused,  388,  389 

disclosure  of  history  of  patent,  389,  390,  393 

assignment  of  patent  to  sham  company,  391 

grants  of  exclusive  license*!,  391 

validity  of  grant  not  generally  material,  331 

when  considered,  392,  393 
no  extension  if  patent  contrary  to  public  interest,  393 
novelty  as  a  test  of  merit,  394 
extension  of  part  of  patent  only,  394 
what  is  adequate  remuneration,  395,  396 

period  for  which  extension  may  be  granted,  396,  397 

periods  for  which  extension  has  been  given,  398 

extension,  how  given,  399,  402 

conditions  sometimes  imposed,  399 

no  power  to  grant  a  second  extension,  400 

costs  of  petition,  400,  401 

copy  of  order  for  extension  to  be  left  at  Patent  Office,  402 

order  for,  entered  in  Patent  Register,  318,  325,  326,  621 

rules  of  Privy  Council  as  to  extensions  704 

forms  for  proceedings  for  extension,  762 

EXTENT.     See  Monopoly. 

EXTRACTS.     See  Copy. 

mosaic  of,  not  anticipation,  85 
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FALSE  SUGGESTION, 

avoids  royal  grant,  17,  31,  577 

fatal  to  letters  patent,  17,  30,  31,  62,  124,  577 

effect  of,  in  specification,  190,  192 

in  specification  a  defence  to  infringement,  484 

in  patent  a  ground  of  revocation,  577,  578 

FALSIFICATION  OF  REGISTER, 
a  misdemeanour,  326,  596,  633 

FAST  (PUBLIC), 

Register  of  Patents  not  open  to  inspection  during,  318 

FEES.    See  ReneuHil. 

payable  by  grantee  of  letters  patent,  23,  699,  736 
time  for  payment  of,  may  be  enlarged,  23,  24,  619 
payment  of,  by  assignee,  334 
licensor,  346 
lapse  of  patent  for  non-payment  of,  618,  619 
annual  report  of  Comptroller  as  to,  636 
payment  of,  need  not  be  pleaded,  481 
on  provisional  specification,  699 
on  complete  specification,  699 
on  enlargement  of  time  for  filing  complete  specification,  700 

accepting  complete  specification,  700 
on  notice  of  opposition,  699 
on  hearing  by  Comptroller,  699 
on  applications  to  amend,  699 
on  opposition  to  amendment,  699 
on  hearing  application  to  amend,  699 
on  application  for  compulsory  license,  699 
on  opposition  to  compulsory  license,  699 
on  certificate  of  renewal  of  patent,  699,  700 
on  enlargement  of  time  for  payment  of  renewal  fees,  700 
on  entry  of  assignment,  license,  etc.,  in  register,  700 
on  duplicate  of  patent,  700 

on  notice  of  intended  exhibition  of  an  unpatented  invention,  700 
on  search  or  inspection  of  register,  700 
on  office  copies,  700 
on  copies  of  drawings,  700 
on  certifying  office  copies,  700 
on  request  to  correct  error,  700 
on  certificate  of  Comptroller  (under  section  96),  700 
on  altering  address  in  register,  700 
payable  in  respect  of  extension  proceedings,  707,  708 
payable  by  patent  agents  for  registration,  715 
erasure  of  patent  agent's  name  for  non-payment  of,  711 
annual  report  of  Comptroller  as  to,  636 

FIAT  OF  ATTORNEY  GENERAL, 
formerly  required  for  scire  facias,  578 
how  obtained  for  revocation,  579,  580 
forms  of  proceedings  to  get,  760 
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FIRST  INVENTOR.    See  Trw  and  First  Inventor. 
FOREIGN  APPLICATION.    See  International  Convention. 

FOREIGN  BOOK. 

publication  of  invention  in,  73,  74,  75 

FOREIGN  CORPORATION, 

application  by,  for  letters  patent,  601 

FOREIGN  MANUFACTORY, 
inspection  not  ordered  in,  501 

FOREIGN  PATENTEE, 

privileges  of,  under  convention  those  of  priority  only,  293,  602 
attempt  by,  to  intervene  in  infringement  action,  456 

FOREIGN  PROFITS, 

to  be  disdosed  on  petition  for  extension,  381 

FOREIGN  SOVEREIGN, 

cannot  authorize  infringement,  414 

infringing  property  of,  not  subject  to  detention,  454 

FOREIGN  TRADERS, 
encouraged  by  Crown,  3 
letters  of  protection  to,  3 

FOREIGN  VESSEL, 

infringement  on  board,  408 

provisions  of  Patents  Act,  1883,  as  to,  408,  628 

FOREIGNER.    See  Alien. 

may  be  a  British  patentee,  33 

failure  to  work  in  United  Kingdom  patent  held  by,  355,  356 

notice  to,  of  application  to  rectify  Register,  324 

liability  of,  for  infringement,  413,  414,  454 

injunction  against,  521 

opposition  by,  to  grant  of  patent,  602 

privileges  of,  under  International  Convention,  602,  719 

FORFEITURE, 

clause,  formerly  in  letters  patent,  526 
common  law  did  not  recognize,  by  patent,  527 
of  right  to  injunction  by  delay,  471 
to  account  by  delay,  546 

FORM.    See  Official. 

of  grant  by  letters  patent,  14-25,  642 
of  provisional  specification,  832 
of  complete  specification,  834 
of  petition  for  revocation,  746-750 

of  objections  on  revocation,  751-755 

of  interrogatories  on  revocation,  755 

of  order  giving  leave  to  apply  to  amend  specification,  756-758 
revoking  patent,  758,  759 

of  Court  of  Appeal  affirming  revocation,  759 
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FORMr-continutd. 

of  memorial  to  Attorney  General,  760 

of  declaration  by  petitioner,  761 

of  certificate  of  solicitor  as  to  petitioner,  762 
of  advertisement  of  application  for  extension  of  patent,  762,  763 

of  affidavit  as  to  advertisement,  763 

of  caveat  by  intending  opponent,  764 

of  petition  for  extension  of  term,  764-770 

of  advertisement  of  time  fixed  for  hearing  petition,  771 

of  notice  to  opponent,  771 

of  grounds  of  objection  by  opponent,  771-776 

of  patentee*s  accounts,  776-783 
of  indorsement  on  writ  in  infringement  action,  784,  785 

of  statement  of  claim,  78^788 
of  defence,  789-791 

of  reply,  791 

of  particulars  of  breaches,  792-794 
of  objections,  794-799 

of  interrogatories  in  infringement  action,  799-800 

of  answers  to  interrogatories,  801,  802 

of  order  permitting  amendment  of  particulars,  803 

of  notice  of  motion  for  interlocutory  injunction,  803,  804 

of  interlocutory  injunction,  804 

of  order  refusing  injunction,  805 

for  discovery  of  names,  etc.,  of  customers,  805 
for  inspection  of  process,  806 

of  notice  of  motion  for  judgment,  806 

of  judgment  after  trial,  806 

directing  enquiry  as  to  damages,  807 
ordering  an  account,  808 

of  order  for  enquiry  as  to  infringing  articles,  809 

of  certificate  of  validity,  810 

as  to  particulars,  810 
of  notice  of  appeal,  810-812 
of  order  of  Court  of  Appeal,  812,  813 
of  notice  of  appeal  to  House  of  Lords,  813 
of  petition  of  appeal  to  House  of  Lords,  814 
of  statement  of  claim  in  threats  action,  815,  816,  817 
of  assignment  of  letters  patent,  818,  819 
of  license,  819-822 
of  license  for  registration,  822,  823 
of  agreement  of  terms,  823-826 
of  petition  for  compulsory  license,  827 
of  order  of  Board  of  Trade,  829 
of  compulsory  license,  830,  831 
of  provisional  specification,  832 
of  complete  specification,  834,  841 

FRAUD, 

in  manufacturing  infringing  articles  pending  expiration  of  patent,  461 
of  patentee  a  ground  for  revocation,  580 

of  applicant  not  to  invalidate  patent  to  true  and  first  inventor,  626 
entry  obtained  by,  in  Register  of  Patent  Agents  may  be  erased,  711 
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FREEDOM  OF  TRADE, 

monopolies  repugnant  to,  4 

jealously  guarded  by  the  common  law,  4 

FUTURE  IMPROVEMENTS, 

in  patented  invention  may  be  assigned,  330 


GOOD  FAITH, 

required  of  inventor  towards  Crown,  169-172,  677 
public,  187-196 

GOOD  FRIDAY, 

register  not  open  to  inspection  on,  318 

when  not  to  be  counted  in  time  for  leaving  document  or  paying  fee,  634 

GOVERNMENT, 

report  to,  may  be  publication,  89 

GRANT.    See  ApplicaUon,  Opposition,  Eevocaiion,  Subject-matter  and  Speci* 
fications, 
of  the  sole  use  of  an  invention  is  by  letters  patent,  14 
statutory  form  of,  14 
may  be  varied  by  Board  of  Trade,  14 

Address  and  recitah,  14 

representations  of  grantee,  15 
prayer  of  grantee,  15 
complete  specification,  16 
encouragement  of  useful  inventions,  16, 17 

Operative  clause,  17 

contradicts  recitals,  18 

"  especial  grace,"  "mere  motion,"  18 

extent  of  grant,  19,20 

*<  make,  use,  exercise,  vend,"  20 

term,  fourteen  years,  21 

Prohibitory  clause,  21 

wide  effect  of  words  in,  22 

Provisoes,  22 

repeal  if  contrary  to  law,  22 

condition  as  to  payment  of  fees,  23 

to  supplying  public  service,  23,  24 

patentee  may  grant  licenses,  24 

beneficial  construction,  24,  25 
authentication  of  the  grant,  25 

Patent  Office  seal,  25 

duplicate  of  lost  patent,  25 

GRANTEE.    See  True  and  First  Inventor, 

GREAT  SEAL, 

patents  formerly  sealed  with,  3,  25,  257 
Patent  Office  seal  now  has  effect  of,  3,  25,  617 

8l 
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GRIEVANCE.    See  Aggriemd. 

GUARDIAN, 

of  infant  inventor,  may  act  for,  39 


HOLIDAYS  (BANK  OP  ENGLAND), 

Register  of  Patents  not  open  for  inspection  on,  318,  634 

HOUSE  OF  LORDS, 
appeal  to,  562 

IDEA.    See  Principle. 

IGNORANCE, 

no  excuse  for  infringement,  409,  415,  416 

effect  of,  on  final  injonction,  521 

may  excuse  delay  in  applying  for  interlocutory  injunction,  473 

ILLEGAL  INVENTION, 

Comptroller  may  refuse  to  seal  a  patent  for,  289,  632 
extension  of  wQl  be  refused,  392 

ILLEGAL  PATENTS, 
examples  of,  8,  9, 10 

ILLUSTRATED  OFFICIAL  JOURNAL, 
to  be  published  by  Comptroller,  627 
acceptance  of  complete  specification  advertised  in,  288 
copies  of,  to  be  on  sale,  627 

IMITATION, 

is  infringement,  22,  422 

IMMORAL, 

invention.  Comptroller  may  refuse  to  seal  patent  for,  289,  632 

IMPORTER.    See  Inventor. 

of  a  new  invenCion  is  an  inventor,  31,  32,  33 

grant  of  letters  patent  to,  is  good,  33 

must  import  firom  abroad,  34,  35 

may  supplement  invention  by  additions,  36 

right  of,  to  patent  not  affected  by  Patents  Act,  1883,-35 

invention  how  acquired  by,  not  material,  36 

merit  of,  for  extension  less  than  that  of  ordinary  mventor,  372,  373 

IMPROVEMENTS, 

in  known  machine  good  subject-matter,  52,  53 

patent  for,  to  be  limited  to,  52,  226 

found  out  during  provisional  protection,  176, 177 

may  be  included  in  complete  specification,  176,  177, 178 

discovered  after  grant  of  patent,  201,  202 

assignment  of  future,  330 

extension  of  patent  for,  394,  395 

are  none  the  less  infringements,  420,  421;  422 
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IN  CAMERA,   ' 

hearing  of  patent  case,  499 


INCAPABLE  PERSON.    See  DudbUity. 

INDEMNITY, 

persons  giving,  joined  as  co-defendants  in  action,  455 

INDEX, 

of  specifications  to  be  kept  by  Comptroller,  628 

INDORSEMENT, 

on  writ  in  action  for  infringement,  456 
forms  of,  784,  785 

INDUSTRIAL  EXHIBITION, 

publication  of  invention  at,  protected,  62,  91,  92,  649,  650 
like  protection  may  be  extended  to  foreign  exhibition,  650 
Patents  Rules  as  to,  657 

INDUSTRIAL  PROPERTY.    See  International  Convention. 

INFANT, 

may  be  grantee  of  patent,  38 
declaration  by,  how  made,  634,  635 

INFRINGEMENT.    See  Action  for  Infnngement. 

the  privileges  of  the  inventor  based  on  the  patent,  403 

extent  of  the  monopoly,  404 

doration  of  the  monopoly,  404 

area  covered  by  the  grant,  404 

manufacturing  is,  404 

importation  from  abroad  is,  404,  410 

the  manufacturing  must  be  for  profit,  404 

experiment  is  not,  405 

using  a  patented  invention  is,  405 

whether  active  or  passive,  405,  406 
passing  articles  through  Custom  House  is  not,  406 
experiment  for  profit  is,  406 

personal  advantage  is,  407 
when  user  on  foreign  vessels  is  not,  408 
the  use  must  be  the  same  as  that  of  the  patentee,  408 
sale  is,  409 

ignorance  of  seller  no  defence  to  action  for,  409 
sale  of  article  in  which  a  patented  product  is  an  ingredient  is,  409  (n.) 
made  abroad  is,  410 

and  deliver}'  abroad  is  not,  410 
ofiering  for  sale  also  is,  410,  411 
sale  of  ingredients  is  not,  411 

of  parts  adapted  for  fitting  together  may  be,  411 
fitting  parts  together  may  be,  411 
inviting  customer  to  commit,  may  be,  412 
when  repairing  is,  412 
re-sale  generally  not,  412 

may  be,  if  in  breach  of  a  limited  license,  412,  413 
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ISFBISGEMETilT— continued. 
aliens  are  liable  for,  413,  45i 
order  of  foreign  sovereign  no  answer  to,  414 
liability  of  master  for,  by  servants,  414 
mere  granting  of  licenses,  held  not,  414 

possession  of  infringing  articles  may  justify  injunction,  415 
Crown  may  be  liable  for,  415 
intention  not  material  to,  415,  416 

notice  prior  to  action  not  required  to  person  guilty  of,  416,  445 
ambit  of  the  protected  invention  first  consideration  in  dealing  with,  417 
essence  of  the  invention  material  to  determination  as  to,  417,  418 
additions  and  subtractions  do  not  negative,  417,  418 
wider  ambit  of  a  master  patent  in  regard  to,  419,  420 
improvements  are  still,  420,  421 
taking  a  part  may  be,  422 

part  of  combination  is  not,  423 
otherwise  where  patentee  claims  part,  423,  424 
all  the  parts  of  a  combination  need  not  be  taken  to  constitute,  424,  425 
disguising,  by  immaterial  additions  and  omissions^  425, 426 
omissions  of  essential  parts  of  combination  negative,  427,  428 
employment  of  colourable  variations  is,  428 
apparent  similarity  is  prim&  facie  evidence  of,  429 
substitution  of  equivalents  is,  429 
instances  of,  by  equivalents,  430,  431,  432,  433,  434 
when  the  use  of  mechanical  equivalents  is  not,  435,  436,  437,  438,  439 
new  process  for  old  result  is  not,  440 

combination  with  new  result  is  not,  440,  441 
illustrations  from  the  weighing-machine  cases,  441,  442,  443 
equivalents  to  constitute,  must  be  known  as  such  at  date  of  patent,  444, 445 
is  a  question  of  law  and  fact,  445,  446 
in  determining  questions  of,  surroundiog  circumstances  are  material,  446 

INFRINGER.    See  Infringement  and  Action  for  Infringement. 
actual,  is  proper  defendant  in  action,  452 
manufacturer  of  protected  article  is,  404,  453 
importer  of  article  is,  404,  410,  521 
vendor  of  article  is,  409 
user,  also  is,  405,  406,  453 
Custom  House  agent  not,  406 
carriers  may  be,  452 
person  inviting  buyer  to  use  may  be,  412 
alien  may  be,  413,  454 
Crown  may  be,  415 

director  of  a  public  company  may  be,  453 
vendor  of  ingredients  for  making  patented  article  may  be,  4 11 
repairer  of  patented  article  may  be,  412 
limited  licensee  may  be,  412,  413 
outside  the  jurisdiction,  521 
not  entitled  to  notice  before  action,  416,  445,  518 
ignorance  or  intention  of,  immaterial,  409 
innocence  of,  no  answer  to  action,  538,  539 
settlement  with  one,  no  bar  to  proceedings  against  others,  537 
course  to  adopt  where  numerous,  454 
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INFRINGER— con<»«tt«J. 

profits  of,  not  considered  in  assessing  damages,  538,  530 

considered  on  account,  545 
account  refused  if  no  profits  made  by,  545 

INFRINGING  ARTICLE, 

delivery  up  or  destruction  of,  526-529 

property  in,  remains  in  defendant,  528 

cannot  be  sold  by  plaintiff,  529 

verification  of,  by  affidavit,  528 

wbere  part  of  a  machine,  528 

delivery  up  of,  not  considered  in  reduction  of  damage,  529 

-vfhere  of  great  size,  528 

marking  of,  529 

INGENUITY.    See  Invention. 

INJUNCTION  (FINAL).     See  Interlocutory. 

not  originally  granted  by  common  law  courts,  447,  448 
remedy  of,  against  iniringers,  449 
may  be  ordered  by  High  Court,  449 

Palatine  Court  of  Lancaster,  450 
when  the  proper  remedy,  519 
a  preventive  remedy,  519 
when  refused,  520 

infringements  trifling,  520 

defendant  outside  jurisdiction,  521 
probability  of  future  injury  required  for,  521 
proof  of  recent  infringement  will  entitle  to,  521 
ignorance  of  defendant  inimical  to,  521 
proof  of  past  infringement  not  essential  to,  521,  522 
lasts  during  life  of  patent,  523 
covers  all  forms  of  infringement,  523 
not  generally  granted  at  end  of  patent  term,  523 
not  granted  against  third  parties,  523 
against  secretary  of  infringing  company,  524 
obedience  to,  enforced  by  committal,  524 
committal  for  breach  of,  not  ordered  lightiy,  524 
innocence  no  excuse  for  disobedience  to,  525 
costs  of  enforcing,  525 

account  or  damages  in  respect  of  breaches  of,  525,  526 
stay  of,  not  generally  granted  on  appeal,  556 
when  stay  of,  will  be  granted,  556,  557 
may  be  obtained  in  an  action  for  threats,  573,  574 

INSPECTION.    See  Action/or  Infringement 
of  Register  of  Patents,  318,  632 
of  documents,  articles,  etc.,  in  action,  449,  496,  625 
complete  specification  open  to  public,  after  acceptance,  288,  658 
jurisdiction  as  to,  originally  equitable,  496 
principles  on  which  Court  acts  in  ordering,  497 
at  what  time  ordered,  497 
evidence  in  support  of  upplication  for,  497 
not  ordered  on  mere  suspicion,  497,  498 
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must  be  shewn  to  be  neceasary,  498,  499 
where  defendant  alleges  trade  secrets,  499,  500 
not  ordered  against  foreign  manofactare,  501 

of  process  nsed  by  licensees  of  party  to  action,  501 
only  ordered  in  respect  of  articles  under  control  of  party  to  action,  501 
working  machine  sabject  of  order  for,  501,  502 
order  for,  limited  to  specimen  articles,  502 
notice  of  application  for,  502 
application  for,  may  be  made  ex  parte,  502 
delay  in  applying  not  material,  502 
application  for,  how  made,  502 
form  of  order  for,  806 

INSTITUTE  OF  PATENT  AGENTS.    See  Patent  Agents. 
incorporated  by  Royal  Charter,  716 

INSUFFICIENCY.    See  Specification. 

INTENTION.    See  Infringtment. 
of  infringer  not  material,  415,  416 
to  repeat  infringement  material  to  injmiction,  460 

INTERDICT, 

injmiction  means,  in  Scotland,  631 

INTERLOCUTORY  INJUNCTION, 
an  equitable  remedy,  448 
application  for,  how  made,  457 
appeal  as  to,  lies  direct  to  Court  of  Appeal,  457,  459 
principles  applicable  to,  457,  458,  459 
not  granted  lightly,  458 
dictum  of  Lord  Cottenham,  C,  as  to,  459 
granted  to  restrain  threatened  infringement,  459,  460 
intention  to  repeat  infringement  material,  460 
where  defendant  will  undertake  not  to  use  articles,  461 
where  patent  about  to  expire,  461 

has  expired,  but  articles  made  before,  are  in  use,  461 

When  injunction  will  he  ordered^ 

(1)  when  validity  of  patent  has  been  established  in  previous  action, 

461,  462,  463 

(2)  when  patent  is  old,  and  the  enjoyment  under  it  uninterrupted,  463 

illustrations  of  the  rule,  464,  465,  466 

long  possession  means  undisturbed  possession,  467,  468 

enjoyment  means  user,  468,  469 

no  injunction  where  patent  recent,  469,  470 

(3)  when  validity  of  patent  not  in  issue,  470,  471 

Practice  on  interlocutory  injunctions, 

when  defendant  willing  to  keep  account,  471 
delay  fatal  to  relief,  471, 472,  473 
when  delay  will  be  excused,  473,  474 
where  injunction  will  stop  works,  474,  475 
will  stop  trade,  475,  476 


INDEX.  887 

INTERLOCUTORY  INJUNCTION— «)««ii«««. 
course  where  order  refused,  476 
undertaking  required  as  to  damages,  476 
eyidence  in  support  of  application,  477,  478 
attendance  of  defendant  for  cross-examination,  478 
OTidence  in  opposition  to  order,  478,  479 
uberrima  ftdes  necessary,  479 
manner  of  enforcing  order,  479 
motion  to  commit  for  contempt,  480 
costs  of  motion,  480 
trial  sometimes  expedited  when  order  refused,  480,  481 

INTERNATIONAL  ARRANGEMENTS, 
authority  to  the  Crown  to  enter  into,  598 
priority  of  date  obtained  by  patentee  under,  598 
Order  in  Council  with  reference  to,  598 
International  ConTention,  1883, — 598 
privileges  under  the  Convention,  599,  602 
six  months*  protection  under,  599 
protection  of  inyentions  at  exhibitions,  599 
meaning  of  word  "  patents  "  in  ConvenUon,  599 
application  of,  to  British  Colonies,  599,  600 
foreign  applications,  how  made,  600 

declaration  required  with,  600,  601 

time  for  making  application,  600 

form  of  appUcation,  601 

application  on  behalf  of  deceased  inventor,  601 
by  foreign  corporation,  601 
duty  of  Comptroller  on  receiving  application,  601 
date  of  registration  of  patent,  601 
no  priority  as  to  oppositions  conferred  by  Convention,  602 
retrospective  application  of  Convention,  602 
no  jurisdiction  to  impose  terms,  602 
no  application  to  communicated  invention,  603 
Patents  Rules,  1890,  as  to  international  arrangements,  658,  659 

INTERNATIONAL  BUREAU.    See  International  drnvetUion. 

INTERNATIONAL  CONVENTION.    See  International  Arrangements. 
text  of,  718-723 
contracting  states  (Art.  I.),  718 
privileges  of  subjects  of  (Art,  II.),  719 

of  residents  in  (Art  III.),  719 
eflfect  of  registration  under  (Art.  IV.),  719 

patent  to  be  worked  in  accordance  with  laws  of  foreign  country,  720 
trade  mark  provisions  (Arts.  VI.-X.),  720,  721 
protection  at  exhibitions  (Art.  XI.),  721 
government  departments  under  (Art.  XII.),  721 
international  bureau  under  (Art.  XIII.),  721 
revision  of  (Art.  XIV.),  722 
special  arrangements  (Art.  XV.),  722 
admission  of  other  states  (Art  XVI.),  722 
execution  of  reciprocal  engagements  (Art  XVII.),  722,  723 
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INTERNATIONAL  CONVENTION-«»*«nttai. 
commenoement  of  (Art  XVIIL),  723 
ratification  of  (Art.  XIX.),  723 

Final  protocol, 

"  industrial  property  *'  defined,  724 
''  patents  *'  defined,  724 
international  office  expenses,  724 
Swiss  Gk)Temment  to  render  annual  accoant,  725 
periodical  published  by  international  office,  725 
international  conferences,  725 
annual  report  of,  725 

accession  of  her  Majesty  to  the  Convention,  726 
declaration  of  acceptance  of  accession,  726 

Order  in  Council  applying  Patents  Act,  1883;(8ection  103}  to  signatories 
to  Convention,  727 
to  Paris  Exhibition,  1900,-728 

INTEBBOGATOBIES, 

In  action  for  if^ringement, 

leave  of  Court  required  for,  503 

particulars  do  not  affect,  503 

must  be  produced  on  application  for  leave,  503 

appeal  as  to,  discouraged,  503 

security  for  costs  of,  503 

time  for  applying  for  leave,  503,  504 

for  examination  of  body  corporate,  504 

answers  to,  by  affidavit,  503,  504 

insufficient  answers  to,  504 

not  permissible  as  to  construction  of  patent,  504 

as  to  names  and  addresses  of  customers,  505 

tending  to  incriminate  are  inadmissible,  506 

time  for  delivering,  506,  507 

matters  privileged  from  discovery  by,  508,  509 

form  of,  799-802 

In  petition/or  revocation, 

may  be  delivered  on  leave  obtained,  590,  591  . 

form  of,  755 

INVENTION.    See  Subject-matter. 

no  property  in,  at  common  law,  1  « 

projects  of  new,  excepted  in  Book  of  Bounty,  7 
monopoly  of,  authorized  by  Statute,  11 
may  be  imported,  27,  31,  32,  33 
must  be  new,  40,  62-70 

useful,  40,  118-132 
essential  to  good  subject-matter,  40,  133 
meaning  of,  133 

a  requirement  of  the  common  law,  133,  134 
\vhat  is,  a  question  of  fact,  134 
more  than  novelty,  135,  136, 137 
amount  of,  not  material,  138 
simplicity  of  result,  no  objection,  138,  139 
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INVENTION— «)n«iiw«f. 

tests  of,  public  appreciation,  140 
commercial  success,  141 
application  of  known  process  to  new  use,  141,  142 
mere  analogous  use  is  not,  143,  144, 145 
further  illustrations  of  analogous  use^  146-152 
illustrations  of  insufficient  invention,  152,  153 

of  sufficient  invention,  154-157 
mere  selection  may  be,  157 
not  capable  of  definition,  157 

INVENTOR.    See  True  and  Fint  Invenior. 

IRELAND, 

grant  of  patent  monopoly  extends  to,  19,  404 

revocation  of  patent  in,  578 

copies  of  specifications  to  be  sent  to  Enrolments  Office  in,  635 

to  be  evidence  in  Courts  in,  635 
provisions  of  Patents  Act,  1883,  as  to,  639,  640 
meaning  of  summary  conviction  in,  642 
reservation  of  remedies  in,  639 
saving  of  jurisdiction  of  Courts  in,  639 

IRREGULARITY  IN  PROCEDURE, 
correction  of,  by  Comptroller,  633,  657 

ISLE  OF  MAN, 

included  in  area  of  patent  19,  20,  404,  618 

prosecution  of  offences  in,  595,  596,  640 

international  arrangements  may  be  applied  to,  598 

copies  of  specifications  to  be  transmitted  to  Rolls  Office  in,  635 

evidence  in  Courts  in,  635  , 
Patents  Act,  1883,  extends  to,  640 
saving  as  to  Courts  of,  640 
punishments  in,  for  offences  under  Patents  Act,  1883, — 640 

ISSUES, 

trial  of  separate,  in  infringement  action,  509  ^ 

irrelevant,  not  tried,  517 
costs  of  separate,  554 


JOINDER, 

of  parties  in  action  for  infringement,  455,  456 
petition  for  revocation,  588 

JOINT  APPLICATION  FOR  PATENT, 
special  form  for,  14 

in,  one  applicant  only  need  be  inventor,  26,  613 
all  applicants  must  sign,  281,  613 
one  may  sign  complete  specification,  168 
declaration  required  on,  281,  613 

JOINT  ASSIGNEES, 

rights  of,  in  regard  to  patent,  331 
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JOINT  PATENTEES, 

entries  in  register  by  one  may  be  expunged,  322 
patent  rights  of,  belong  to  survivor,  452 

JOURNAL.    See  Official  Jvumdl. 

JUDGMENT, 

shorthand  notes  of,  547 
appeal  from  final,  558,  559 

interlocutory,  558,  559 
certificate  of  validity  is  not  a,  558 
forms  of,  806-809 

JUDICIAL  COMMITTEE.    See  Extension  o/PaUnt  Tet^m. 
jurisdiction  of,  regarding  extensions  of  patent  terms,  360 

JURISDICTION, 

of  High  Court  to  try  patent  cases,  449 

of  Lancaster  Palatiue  Court  as  to  patent  cases,  450 

of  County  Court  does  not  extend  to  patent  cases,  450 

inspection  not  ordered  out  of  the,  501 

injunction  refused  against  defendant  out  of  the,  521 

of  Irish  Courts  saved,  639 

of  Scottish  Courts  saved,  639 

of  Courts  in  Isle  of  Man  saved,  640 

JURY, 

infringement  action  not  usually  tried  by,  449 

Court  may  direct  trial  by,  449 

unsuitable  tribunal  for  patent  cases,  449 

either  party  may  claim,  in  a  threats  action,  565 

damages  after  trial  cannot  be  sent  to,  for  assessment,  539,  540 


KING.    See  Crown. 

KING'S  BOOK.    See  Book  of  Bounty. 

KNOWLEDGE, 

degree  of,  required  in  prior  publication  to  anticipate  subsequent  patent,  80 
specifications  construed  with  reference  to  existing,  at  date  of  patent,  246 
degree  of,  presumed  in  workman  performing  invention,  218,  219 
of  subject-matter  at  date  of  patent  material  on  application  for  extension,  369 
of  infriogement,  delay  after  fatal  to  injunction,  473 


LACHES, 

of  petitioner  in  pushing  his  invention  is  inimical  to  extension,  387,  388 

when  excused,  388,  389 
of  patentee  in  applying  for  interlocutory  injunction,  471 
of  plaintiff  in  infringement  action  in  seeking  an  account,  546 

LANCASTER  COURT.    See  Court. 
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LAPSE  OF  PATENT, 

o?ring  to  non-payment  of  fees,  23,  618,  619,  644 

to  faflure  to  supply  article  to  Gk>vemment,  23,  644 

LAW  OFFICER, 

who  is,  under  Patents  Act,  1883,-641 

leave  of,  formerly  required  for  amendments,  258 

prohibition  will  not  lie  to,  274 

Ajppeais  to,  from  the  Comptroller, 
as  to  title  of  invention,  162 
as  to  amendment  of  specifications,  261,  264,  619 

decision  of,  final,  264 

notice  to  be  given  to,  of  appeal,  264,  266 

copy  of  notice  to  be  sent  to  Law  Officer's  clerk,  264 

Comptroller  to  transmit  papers  to,  264 

notice  of  hearing  of  appeal,  264 

hearing  of  the  appeal  to,  265,  620 

cross-examination  before,  265,  626 

may  award  costs,  266 

impose  conditions,  271,  620 

condition  as  to  prior  infringements,  271,  272 

conditions  in  interest  of  opponent,  273 

decision  of,  cannot  be  questioned,  273,  274,  620 
as  to  grant  of  letters  patent^  286,  287,  288 

construction  of  Court  not  always  binding  on,  308 

by  way  of  rehearing,  312 

notice  of  appeal,  313 

copy  to  be  served  on  Law  Ofiicer^s  clerk,  313 

no  appeal  without  notice,  313 

notice  of  hearing  to  be  given,  314 

evidence  on  the  appeal,  314 

should  refuse  patent  were  inventions  identical,  299 

cross-examination  of  witnesses,  314,  626 

costs,  315,  316 

re-opening  enquiry,  316 

may  call  in  expert,  316,  317 

Bules  regulating  practice  he/ore, 
power  of,  to  make  rules,  626 
textofrules,  702,  703 
Rules  1  and  2  explained,  313 

Attendance  of^  on  proeeedings/or  extension, 
heard  by  judicial  committee,  364,  707,  708 
opposes  in  public  interest,  364 
accounts  of  patentee  scrutmized  by,  363 

LAW  OFFICER'S  RULES.    See  Law  Officer. 

LEGAL  PROCEEDINGS, 

provisions  of  PatenU  Act,  1883,  as  to,  624,  626 

LEGAL  REPRESENTATIVE, 
meaning  of,  297 
of  deceased  inventor  may  obtain  letters  patent,  38,  281,  626 
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LEGAL  REPBESENTATIVl!>-a)»W»ii«cf. 

time  within  which  application  shall  be  made,  38,  626 
declaration  to  be  made  by,  39,  626 

of  deceased  applicant,  grant  of  letters  patent  to,  39,  288,  617 
proofoftitleof,  281,  282 

LEGISLATURE, 

meaning  of  term  in  Patents  Act,  1883,-642 

LETTERS.    See  Action  for  ThrtaU. 
threats  by,  are  actionable,  567,  568 
threats  by,  without  prejudice,  565 
private,  tiireats  by,  568 

LETTERS  OF  PROTECTION, 

given  to  foreign  traders  by  the  Grown,  3 

LETTERS  PATENT.    See  Applkaiion,  Grant  and  Patent. 
open  grants  by  Crown,  3,  25 
monopolies  of  inventions  granted  by,  5,  7,  8,  9, 11 
form  of  discussed,  14-25 
duration  of,  for  inventions,  11,  19,  21 
to  whom  granted,  26-29 
granted  for  one  invention  only,  282,  626 
extension  of,  35^-402 
how  revoked,  577-694 

LIABILITY,    See  AcUanfar  Infringement. 

LICENSE.    See  Compuleory  Licence  and  Exdvuioe  Lxceme. 

to  re-sell  implied,  to  purchaser  of  patented  article,  20,  342,  412 

may  be  limited  by  express  notice,  342,  413 
to  work  patented  invention  may  be  given  by  parol,  22,  337,  338 
if  registered,  must  be  by  deed,  22 
authorized  by  the  terms  of  letters  patent,  24,  337 
an  agreement  for,  will  be  enforced,  338 
may  be  a  bare  authority,  339 

coupled  with  an  interest,  339 
include  conditions,  339 
be  for  part  of  invention,  339 
a  limited  area,  339 
use,  339 
be  granted  to  any  number  oi  persons,  339 
a  bare  license  is  a  mere  authority,  340 
may  be  exclusive,  340 
does  not  confer  right  to  sue  for  infringements,  341 
a  license  coupled  with  an  interest  is  a  grant,  341 
rights  of  the  licensee,  342 
estoppel  by  license,  342,  343,  344 
may  be  granted  after  provisional  protection,  344 
termination  of  license,  345 
in  relation  to  renewal  fees,  346 
royalties  payable  under,  347 
not  assignable,  347 
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LICENSE— coRltiiued. 

cannot  be  granted  by  patentee  who  has  assigned  his  invention^  347 
registration  of  licenses,  348 

LICENSEE, 

under  prior  patent,  has  locus  standi  to  oppose  grant,  292 

during  continuance  of  license,  cannot  deny  validity  of  patent,  338,  342, 

343,344 
cannot  sue  for  infringement,  342 
nvalid  patent  binding  upon,  342 
special  terms  of  license  may  prevent  estoppel,  343 
when  he  may  repudiate  license,  345 
after  revocation  of  license,  becomes  an  infringer,  345 
royalties  do  not  generally  impose  obligation  on,  to  continue  using  invention, 

345,346 
liability  of,  on  covenants,  347 
cannot  assign  his  license,  347 
duty  of,  to  register  license,  348 

allowed  to  appear  on  petition  for  compulsory  license,  353 
manufacturing  profits  of,  considered  on  extension  petition,  382,  883 
limited  in  use  of  invention,  413 
order  for  inspection  not  made  against,  501 
sued  for  account,  may  be  interrogated  as  to  names  and  addresses  of 

customers,  505 
may  sue  licensor  for  threatening  customers,  564 

LICENSOR, 

does  not  warrant  validity  of  patent,  343 
action  by,  for  royalties,  342,  343 
notice  to,  of  intention  to  terminate  license,  345 
covenant  by,  for  quiet  enjoyment,  346,  347 
liable  for  breach  of  license,  451 

LITERS  PATENTES, 

royal  grants,  made  by,  3  n. 

LONDON  GAZETTE, 

advertisements  in,  by  petitioner  for  extension  of  a  patent  term,  362,  705 

LORD  ADVOCATE, 

proceedings  for  reduction  of  patent  in  Scotland  at  instance  of,  518,  579 
concurrence  of,  essential  to  action  of  reduction,  579 

LORD  CHANCELLOR, 

saving  in  Patents  Act,  1883,  as  to  rules  made  by,  641 

LORD  ORDINARY, 

patent  jurisdiction  of,  in  Scotland,  639 

LOSS  OF  BOOKS, 

not  generally  excused  by  Privy  Council,  386,  387 

LOSS  OF  PATENT, 

Comptroller  may  cause  duplicate  to  be  sealed,  25,  626 
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LUNATIC, 

may  obtain  grant  of  letters  patent,  38 
declaration  to  be  made  on  bebalf  o^  38,  634 


MACHINE, 

improrement  in,  is  snbject- matter,  52 

application  of  known,  to  attainment  of  new  result  is  subject-matter,  60 

partly  new  and  partly  old,  patent  may  be  granted  for,  66 

non-essential  part  of,  need  not  be  useful,  125 

no  anticipation  by  useless,  115,  116,  117 

no  subject-matter  in  giving  different  motion  to  parts  of  old,  152 

working,  in  presence  of  parties,  501,  502 

inspection  of,  in  presence  of  both  sides,  502,  503 

destruction  of  infringing  parts  of,  528 

"MAKING," 

right  of,  includes  right  to  sell,  20 
patented  article  is  infringement,  403,  404 
prior  to  grant,  when  not  anticipation,  95 

MALA  FIDES, 

pleadmg,  in  action  for  threats,  569 

MANDAMUS, 

will  not  go  to  Comptroller  to  compel  him  to  hear  opponent,  293 
order  of  Board  of  Trade  as  to  compulsory  license  enforced  by,  349,  357 

MANUFACTURE.    See  Invention  and  Subjeei-matler. 

letters  patent  only  granted  for,  40 

to  be  subject-matter,  must  be  new,  40,  41 
useful,  40 
result  of  ingenuity,  40 

meaning  of  term,  41 

large  interpretation  put  upon,  41 

includes  a  thing  made,  41 

must  be  industrial  and  vendible,  42 

may  be  an  addition,  42 

a  new  process  or  method,  43,  44,  45 
the  omission  of  a  step  in  a  known  process,  46 
a  new  combination  of  old  materials,  47-52 
an  improvement  in  a  known  machine,  52 

does  not  extend  to  a  bare  principle,  53,  54 

includes  an  applied  principle,  54-59 

an  old  principle  applied  in  a  new  way,  59,  60 
the  new  application  of  an  old  machine,  60,  61 

MANUFACTURER  OF  PATENTED  ARTICLE, 
liable  for  infringement,  404,  453 

judgment  against,  does  not  license  use  of  infringing  article  sold  by,  453 
injunction  against,  out  of  jurisdiction,  521 
measure  of  damage  when  patentee  is  not,  530 

MARRIED  WOMAN, 

may  be  grantee  of  letters  patent,  38 


1 
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MA8TEB, 

how  hx  snbmdiary  inyentioQ  of  servant  belongs  to,  28,  29,  30,  296 
communication  to  workman  by,  when  no  publication,  87 
liable  for  infringements  by  bis  workman,  414,  415,  453 
sealing  to,  and  workman  jointly,  30 

MASTER  OP  THE  BOLLS, 

jurisdiction  of,  to  correct  clerical  errors,  257,  258 

MASTER  OF  THE  SUPREME  COURT, 
assessment  of  damages  by,  543 
certificate  of,  as  to  damages,  543 
certificate  of,  subject  to  review  by  judge,  543 
appeal  from,  how  heard  in  the  Court  of  Appeal,  543 
account  of  profits  taken  before,  546 
course  to  be  pursued  where  judge  discharges  certificate  of,  as  to  account,  546 

MASTER  PATENT, 

disclaimmg  reference  in  case  of,  305 

doty  of  opponent  alleging  his  patent  is,  306,  307 

wider  ambit  of,  419,  420 

MATERIAL.    See  Subfed-matkr. 

MECHANICAL  EQUIVALENTS, 

may  be  introduced  into  complete  specification,  181 

considered  by  Comptroller  and  Law  Officer,  299 

infringement  by  use  of,  429-435 

meaning  of,  429 

illustrations  of  what  are,  430-434 

when  the  doctrine  as  to  infringement  by,  does  not  apply,  435-440 

must  be  known  as  such  at  the  date  of  the  grant,  444, 445 

evidence  of  experts  as  to,  511 

MEMORANDUM, 

of  alteration,  former  mode  of  amendment,  258  , 

MERCHANDISE  MARKS  ACT, 

prosecution  under,  for  improper  use  of  word  "  patented,'*  596 

"MERE  MOTION," 

effect  of  words  in  patent  grant,  18 
at  variance  with  present  practice,  18 
reason  for  introduction  of^  18 

MERIT.    See  Extennan  of  Patent  Term. 
of  an  importer  of  a  new  invention,  35 
of  an  invention  may  lie  in  its  simplicity,  139,  371 
considered  on  applications  for  extensions  of  patent  terms,  369 

must  be  exceptional,  369 

prior  knowle<^  material  in  considering,  369 

considered  apart  from  remuneration,  370 

may  consist  in  difficulties  overcome  by  an  inventor,  370 

simplicity  does  not  negative,  371,  372 

considered  in  relation  to  the  public,  372 
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MERIT— con^muft^. 

less  in  case  of  an  importer,  372 

asBignee,  373,  374 
noTelty  sometimes  considered  as  a  test  of,  394 

METHOD.    See  Subfect-matter. 

if  new  is  patentable  as  a  manufacture,  43-46 

MINOR.    See  If^anL 

MISDEMEANOUR, 

falsification  of  Register  is,  326,  633 

erasure  of  name  of  patent  agent  found  guilty  o^  711,  712 

MISREPRESENTATION.    See  False  Suggestion. 
as  to  article  being  patented,  595 
by  wrongful  use  of  word  patent,  596 
by  unregistered  patent  agent,  597 

MISTAKE.    See  Correction  and  Errors. 

in  specification,  not  fatal  if  trivial,  208,  209,  249 
in  drawings  accompanying  specification,  209 
correction  of,  by  Comptroller,  258,  633 
in  Register  of  Patents,  correction  of,  323,  324,  633,  653 

MODELS, 

publication  of  invention  by,  90 

use  of,  at  trial  of  action,  516 

should  not  be  tampered  with  pending  appeal,  516 

moderate  costs  of,  allowed,  548 

patentee  may  be  required  to  furnish,  to  Department  of  Science  and  Art,  628 

MONOPOLIES.    See  Statute  of  Monopolies. 
granting  of,  a  prerogative  of  the  Crown,  2 
general  illegality  of,  4 
grounds  of  objection  to,  4 
when  valid  at  law,  4,  8 
illustrations  of  early  grants  of,  5 
legality  of,  discussed  in  case  of  monopolie?,  5,  6,  7 
condemned  in  book  of  James  I.,  7 
examples  of  illegal  grants  of,  8,  9,  10 
condemned  by  21  James  I.  c.  3, — 10 
saving  as  to  new  inventions,  11 
patent,  illegal  if  not  useful,  483 
statutory  remedy  of  party  aggrieved  by,  563,  607 

MORALITY, 

patent  not  sealed  for  invention  contrary  to,  289,  632 

MORTGAGE.    See  Assignment. 
ofpatentrights,  333,  334 
registration  of,  320 

MORTGAGEE  OF  PATENT, 

not  joined  as  plaintiff  in  action  for  infringement,  333 
entered  on  Raster  as  proprietor,  320,  333 
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MORTGAGOR  OF  PATENT, 
rights  of,  338 

may  sue  for  infringement  alone,  450 
continnes  to  be  equitable  owner  of  patent,  320,  833 

MOTION, 

application  by,  for  leave  to  amend  specification,  278 

for  direction  to  Comptroller  to  make  entry  in  Register  may  be 

made  by,  321,  324 
by,  for  interlocutory  injunction,  457 
for  judgment  in  default  of  defence,  482 
application  by,  for  order  for  inspection,  502 
to  commit  for  contempt  for  breach  of  injunction,  519,  524,  525 

in  threats  action,  575 
to  vary  certificate  as  to  finding  of  amount  of  damages,  543 
for  costs  on  the  higher  scale  in  Court  of  Appeal,  556 
for  stay  of  execution  pending  appeal  to  the  House  of  Lords,  558,  562 
appeals  to  Court  of  Appeal  to  be  brought  by,  559 
for  security  for  costs,  561 

MUNITIONS  OF  WAR, 

assignment  of  patents  for,  to  Secretary  for  War,  334-^6 

MUSEUM  (PATENT), 

control  of,  transferred  to  Science  and  Art  Department,  628 

hours  of  opening,  etc.,  740 

copies  of  specifications  to  be  sent  to,  in  Edinburgh,  635 


"  NATURE  AND  MERITS  OF  INVENTION."    See  Extension  of  Patent 
Term. 
considered  on  applications  for  extension  of  patent  terms,  365-369,  622 

NEW.    See  Novdty. 

NON-USER  OF  INVENTION, 

is  evidence  of  want  of  utility,  128, 129,  130 
how  far  inimical  to  extension  of  term,  365,  366 

NOTICE, 

of  opposition  to  amendment  of  specification,  262 
time  within  which  given,  262 
what  required  to  be  stated  in,  262 
copy  of,  to  be  sent  with,  262 
statutory  form  of,  678 
of  appeal  to  Law'OfiBcer  as  to  amendment,  264 
form  of,  692 
time  for  filing,  264 
contents  of,  264 
copy  of,  to  be  sent  with,  264 
of  time  fixed  for  hearing  appeal,  264 
of  opposition  to  grant  of  letters  patents,  309 
what  to  be  stated  in,  380 
to  be  signed,  310 
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NOTICE— con«nwd. 

of  opposition,  copy  of,  to  be  sent  with,  310 
statutory  form  o(  675 
power  to  amend,  310 

of  time  fixed  by  Comptroller  for  hearing,  312 
of  appeal  to  Law  Ofiicer  as  to  grant,  313 
form  of,  692 
time  for  filing,  313 
contents  of,  313 
copy  of,  to  be  sent  with,  313 
a  condition  precedent  to  appeal,  313 
appellant  limited  to  grounds  stated  in,  313 
of  time  for  hearing,  314 
of  intention  to  exhibit  unpatented  invention^  91 

form  of,  687 
by  Comptroller  of  intention  to  refuse  application,  286,  656 
of  acceptance  of  complete  specification,  288,  615 
none  of  trusts  to  be  entered  in  Register,  322,  632 
of  order  of  Court  for  rectification  of  Begister  to  be  giren  to  ComptroUer, 

323,633 
of  application  to  rectify  Begister,  how  given  to  foreigner,  324 

for  alteration  of  address  in  Begister,  690 
of  prior  assignment  binds  subsequent  assignee,  328,  329 
of  termination  of  license,  345 

patentee  entitied  to,  of  petition  for  compulsory  license,  352 
to  be  given  publicly  of  intended  petition  for  extension  of  patent  term,  361 
how  to  be  advertised,  361,  362 
contents  of,  362 

giving  of,  to  be  verified  by  affidavit,  362 
of  date  fixed  for  hearing  of  petition,  362 
of  hearing,  to  opponent,  363 
of  motion  for  an  injunction  in  infringement  action,  457 

for  order  for  inspection,  497 
infringer  not  entitied  to,  before  action,  416,  445,  518  ^ 

of  appeal  in  infringement  action,  559 
against  a  final  order,  559 

an  interlocutory  order,  559 
of  cross  appeal,  560 
threats  by,  of  injunction,  576 

NOTIFICATION.    SeeBegUier. 

NOVELTY  OF  INVENTION.    See  Anticipation  and  Publioaiion. 
essential  to  subject-matter,  7,  8,  40,  62 
Statute  of  Monopolies  requires,  11,  62 
test  of,  50 
why  essential,  62 
must  be  novelty  of  all  claimed,  63 
want  of,  in  part  of  invention  fatal,  64,  65,  66,  67 
not  required  in  subsidiary  claim,  67,  68 
what  is,  in  a  combination,  69 
means  novelty  within  the  realm,  69, 70 
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NOVELTY  OF  mVEl^TlO^— continued. 
defeated  by  prior  pablication,  71-92 
user,  93-106 
not  by  prior  experiment,  100-117 
differs  from  invention,  135-138 
want  of,  a  defence  to  infringement  action,  483 


OBJECTIONS.    See  Fartietdar$  of  Ohjections. 

OBSCURITIES, 

in  specifications^  effect  of,  248,  249 

OFFENCES.    See  Fenalties. 

representmg  as  patented  an  article  which  is  not,  695,  638 

article  as  patented  when  patent  has  Inspired,  596 
falsifying  Register,  326,  596,  693 

pnnisbment  for,  596 
assumption  and  use  of  Royal  Arms,  596,  638,  639 

penalty  for,  597 
nnr^stered  person  describing  himself  as  patent  agent,  597 
patent  agent  practising  after  failure  to  pay  annoal  fees,  597 
jurisdiction  of  sheriff  as  to,  in  Scotland,  597 

OFFICERS.    See  Law  Officer  and  Officials. 

OFFICIAL  FORMS. 

Form  of  letters  patent,  642,  643,  644 
application  for  patent,  667 

for  communicated  invention,  669 
under  international  arrangements,  671 
proYisional  specification,  673 
complete  specification,  674 
opposition  to  grant,  675 
application  for  hearing  by  Comptroller,  676 

for  amendment  of  specification,  677 
opposition  to  amendment,  678 
application  for  compulsory  license,  679 
petition  for  compulsory  license,  680 
opposition  to  compulsory  license,  681 
application  for  certificate  of  payment  of  renewal  fees,  682 

for  enlargement  of  time  for  payment  of  renewal  fees,  683 
request  to  enter  name  in  Register,  684 

to  enter  notification  of  license  in  Register,  685 
application  for  duplicate  patent,  686 
notice  of  intended  exhibition  of  unpatented  invention,  687 
request  for  correction  of  clerical  error,  688 
certificate  of  Comptroller,  689 
notice  for  alteration  of  registered  address,  690 
application  for  entry  of  order  of  Privy  Council,  691 
appeal  to  Law  Officer,  692 

application  for  extension  of  time  for  leaving  complete  specification, 
693 
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OFFICIAL  FOBMS— continued. 

Form  of  application  for  extension  of  time  for  acceptance  of  complete 
specification,  694 
application  for  copy  of  specification,  697 
Patent  Agents'  Register,  714 
statutory  declaration  by  patent  agent,  714 

OFFICIAL  REFEREE.    See  B^eree. 
assessment  of  damages  by,  543 

OFFICLU.S, 

report  by,  to  GoYemment  may  be  publication,  89 
of  Patent  Office,  duty  of  as  to  titles,  162 
appointed  by  Board  of  Trade,  631,  632 

OLD, 

article  made  by  new  pr6cess,  43 
materials  combined  in  a  new  way,  47 
principle  applied  in  new  way,  59,  60 
mechanism  applied  in  new  manner,  154, 155 
materials,  claim  for  new  combination  of,  226-229 
patent,  protected  by  interlocutory  injunction,  463,  467 

OMISSION, 

of  a  step  in  former  process  may  be  good  subject-matter,  46,  47 

from  complete  specification,  of  matters  referred  to  in  provisional,  185-187 

trivial,  from  specification,  not  fatal  to  patent,  208 

to  ask  for  damages  at  trial  of  action,  538 

ONE  INVENTION, 

letters  patent  now  granted  for,  only,  282,  284 

but  patent  granted  for  more  than,  cannot  be  impeached,  282 

OPPOSITION, 

To  amendmeni  of  specifiocUion. 

notice  of,  to  be  given,  262 

grounds  of,  to  be  stated,  262 

requirements  of  notice  of,  262 

copy  of  notice  to  be  sent,  262 

evidence  to  be  by  statutory  declarations,  262 

time  for  delivering  evidence,  262,  263 

permission  required  for  further  evidence,  263 

hearing  of,  by  Comptroller,  263 

decision  of,  how  notified,  263 

appeal  to  Law  Officer,  264 
is  a  re-hearing,  265 

costs  of,  in  Law  Officer's  discretion,  266 
To  grant  of  letters  patent, 

a  statutory  right  only,  290 

successful  only  in  clear  cases,  290 

grounds  of,  291 

who  entitled  to  be  heard  in,  291,  292,  293,  294 
Comptroller  may  consult  Law  Officer,  293 
Court  will  not  interfere,  293 
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OPPOSITION— «>n^/iM«?. 

To  grant  of  letters  patent — continued. 

grounds  of  (1)  inyention  obtained  from  opponent,  294 

giving  opponent  interest  in  patent,  294,  295 

where  applicant  is  an  importer,  295 

fraud  of  applicant  abroad  not  considered,  295,  296 

opposition  of  workman  of  applicant,  296 

striking  out  misdescription,  297 

meaning  of  "  legal  representatire  "  on,  297 

(2)  inyention  already  patented,  297 

opponent  must  have  personal  interest  in  prior  patent, 

298 
"  patented  '^  means  claimed,  298 
earlier  invention  must  be  identical,  299 
validity  of  prior  patent  immaterial,  299 
subject-matter  considered  indirectly  only,  800 
disclaiming  references,  300,  301 
general  or  special  disclaimers,  302,  303,  304,  305 
disclaimer  in  case  of  master  patent,  305,  306 
references  to  concurrent  applications,  307 

(3)  disconformity  of  specifications,  308 
legitimate  development  allowed,  309 

notice  to  be  given  by  opponent,  309 
contents  and  form  of  notice,  310,  675 
power  to  allow  amendment  of  notice,  310 
evidence  is  by  statutory  declarations,  311 

time  for  delivering,  311 

special  leave  required  to  admit  further  evidence,  311 

exhibits,  311 
hearing  before  Comptroller,  312 

notice  of,  to  be  given,  312 

who  begins,  312 
appeals  to  Law  Officer,  312 

notice  of  appeal,  313 

time,  contents  and  form  of  notice,  313,  692 

notice  of  date  of  hearing,  314 

proceedings  at  hearing,  314 

cross-examination  of  witnesses,  314 

costs,  315 

To  extension  of  patent  term, 

caveat  to  be  entered  by  opponent,  363 

opponent  to  lodge  objections,  363 

duty  of  Attorney-General  as  opponent,  364 

Attorney-General  need  not  give  notice  of  objections,  364 

costs,  400,  401 

ORDER  FOR  PROLONGATION.    See  Extension. 
office  copy  of,  to  be  left  at  Patent  Office,  402 

ORDER  OF  BOARD  OF  TRADE, 
for  a  compulsory  license,  349,  621 
form  of  order,  829 
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ORDER  IN  COUNCIL, 

extending  patent  term  to  be  r^;i8tered,  325,  326 

applying  section  103  of  Patents  Act,  1883,  to  foreign  states,  598,  638,  727 

international  arrangements  to  British  cobnj,  600,  638 
as  to  the  Paris  Exhibition,  1900—728 

ORDER  OF  COURT, 
rectifying  Register,  323 
revoking  patent,  325,  592 

OWNER, 

of  patent  may  sue  for  infringement,  450 

of  part  of  invention  may  sne,  450,  451 

surviving,  succeeds  to  rights  of  deceased  owner,  451,  538 


PALATINE  COURT.    See  Durham  hud  LancasUr. 

PARLLfliMENT, 

freedom  of  trade  protected  by,  4 

suppression  of  oppressive  monopolies  by,  9, 10 

Patents  Rules  made  by  Board  of  Trade  to  be  laid  before,  636 

right  of,  to  annul  rules,  636 

PART  OF  INVENTION, 

prior  user  of,  suJOScient  to  defeat  patent,  94 
extennon  of  patent  term  as  to,  394 
infringement  by  taking,  422,  423,  424 
owner  of,  may  sue  for  infringement,  450 
order  for  delivery  up,  etc.,  may  be  limited  to,  528 
damages  where  infringer  only  takes,  532,  533 
account  where  infringer  only  takes,  532,  533 

PARTICULARS  OP  BREACHES, 

to  be  delivered  by  plaintiff  in  infringement  action,  481,  484 

evidence  at  trial  limited  by,  484,  488 

no  special  statutory  form  of^  485 

object  of,  485 

must  be  specific,  486,  487 

may  be  aided  by  interrogatories,  487 

plaintiff  cannot  be  compelled  to  construe  his  specification  in,  487 

should  indicate  which  claim  is  infringed,  488 

may  be  amended  by  leave  of  Court,  488 

certificate  as  to  proof  or  reasonableness  of^  551 

application  for  certificate,  when  made,  551,  552 

certificate  as  to,  may  be  granted  on  appeal,  552 

will  not  be  gone  into  merely  for  purposes  of  certificate,  553 

costs  of,  551-554 

examples  of,  792-794 

PARTICULARS  OF  OBJECTIONS, 

In  infringement  action, 

to  be  delivered  by  defendant  in  infringement  action,  481,  488,  624,  625 
must  state  on  what  ground  validity  of  patent  disputed,  488 
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ARTICULAR8  OF  OBJECTIONS-ccm^mtied. 
In  infringement  actum— continued, 
former  practice  as  to,  488,  489 
object  of,  489 
should  be  concise,  489 

when  the  objection  not  true  and  first  inventor  should  be  alleged,  489, 490 
where  anticipation  by  public  knowledge  is  alleged,  490 
prior  user  is  all^;ed,  491 
public  is  relied  on,  492 
where  the  defendant  alleges  disconfonnity,  493,  494 
amendment  by  leave  of  Court,  494 
leave  may  be  given  by  the  Court  of  Appeal,  494 
discretion  as  to  amendment,  495 
amendment  allowed  generally  only  on  terms,  495 
certificate  as  to  proof  or  reasonableness  of,  551,  552 
not  gone  into,  for  purposes  of  certificate  only,  553 
costs  0^  551-554 
examples  of,  794-799 

In  revocation  proceedings 

to  be  delivered  with  petition,  585,  623 
examples  of,  586,  751-755 
considered  on  question  of  costs,  592 

In  an  action  for  threate. 

ordered  where  defendant's  patent  disputed,  569,  570 

PARTIES.    Bee  Joinder. 

to  infringement  action,  450 
plamtiffs,  450,  451 
defendants,  452,  453 
joinder  of  further,  455 
position  of  third,  456,  523 
to  proceedings  for  compulsory  license,  350,  351 

PARTNER, 

disclosure  to,  when  not  publication,  90,  95 

of  patentee,  estopped  from  denying  validity  of  patent,  471 

PATENT.    See  Grant  and  Letters  Patent. 

PATENT  AGENTS, 

defined  in  Patents  Act,  1888,  652 

communications  of  client  to,  not  privileged,  508 

must  be  registered,  597,  650 

ofience  for  unregistered  person  to  describe  himself  as,  597,  650 

entrance  and  annual  fees  payable  by,  on  registration,  597 

Rules  of  1889  as  to,  have  statutory  force,  597 

Register  of,  709 

contents  of  Register,  709 

printed  copies  of  Register  to  be  published,  709 

appointment  of  registrar,  709 

qualifications  for  registration,  710 

corrections  of  Regbter,  711 
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ORDER  IN  COUNCIL, 

extending  patent  term  to  be  registered,  325,  326 

applying  section  103  of  Patents  Act,  1883,  to  foreign  stotes,  598,  638,  727 

international  arrangements  to  British  cobnj,  600,  638 
as  to  the  Paris  Exhibition,  1900—728 

ORDER  OF  COURT, 
rectifying  Register,  323 
revoking  patent,  325,  592 

OWNER, 

of  patent  may  sue  for  infringement,  450 

of  part  of  invention  may  sne,  450,  451 

surviving,  succeeds  to  rights  of  deceased  owner,  451,  538 


PALATINE  COURT.    See  DarAam  and  Zanotitfer. 

PARLIAMENT, 

freedom  of  trade  protected  by,  4 

sappreadon  of  oppressive  monopolies  by,  9, 10 

Patents  Rules  made  by  Board  of  Trade  to  be  laid  before,  636 

right  of,  to  annul  rules,  636 

PART  OF  INVENTION, 

prior  user  of,  sufficient  to  defeat  patent,  94 
extennon  of  patent  term  as  to,  394 
infringement  by  taking,  422,  423,  424 
owner  of,  may  sue  for  infringement,  450 
order  for  delivery  up,  etc.,  may  be  limited  to,  528 
damages  where  infringer  only  takes,  532,  533 
account  where  mfringer  only  takes,  532,  533 

PARTICULARS  OP  BREACHES, 

to  be  delivered,  by  pluntiff  in  infringement  action,  481,  484 

evidence  at  trial  limited  by,  484,  488 

no  special  statutory  form  o^  485 

object  of,  485 

must  be  specific,  486,  487 

may  be  aided  by  interrogatories,  487 

plaintiff  cannot  be  compelled  to  construe  his  specification  in,  487 

should  indicate  which  claim  is  infringed,  488 

may  be  amended  by  leave  of  Court,  488 

certificate  as  to  proof  or  reasonableness  of,  551 

application  for  certificate,  when  made,  551,  552 

certificate  as  to,  may  be  granted  on  appeal,  552 

will  not  be  gone  into  merely  for  purposes  of  certificate,  553 

costs  of,  551-554 

examples  of,  792-794 

PARTICULARS  OF  OBJECTIONS, 

In  infringement  action. 

to  be  delivered  by  defendant  in  infringement  action,  481,  488,  624,  625 
must  state  on  what  ground  validity  of  patent  disputed,  488 
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ARTICULARS  OF  OBJECTIONS-«m<»ntied. 
In  infringement  action — continued, 
former  practice  as  to,  488,  489 
object  of,  489 
should  be  concise,  489 

when  the  objection  not  true  and  first  inventor  should  be  alleged,  489, 490 
where  anticipation  by  public  knowledge  is  alleged,  490 
prior  user  is  alleged,  491 
public  is  relied  on,  492 
where  the  defendant  alleges  disconformity,  493,  494 
amendment  by  leave  of  Court,  494 
leave  may  be  given  by  the  Court  of  Appeal,  494 
discretion  as  to  amendment,  495 
amendment  allowed  generally  only  on  terms,  495 
certificate  as  to  proof  or  reasonableness  of,  551,  552 
not  gone  into,  for  purposes  of  certificate  only,  553 
costs  of,  551-554 
examples  of,  794-799 

In  revocation  proceedings, 

to  be  delivered  with  petition,  585,  623 
examples  of,  586,  751-755 
considered  on  question  of  costs,  592 

In  an  action /or  threats. 

ordered  where  defendant's  patent  disputed,  569,  570 

PARTIES.    See  Joinder. 

to  infringement  action,  450 
plaintiffs,  450,  451 
defendants,  452,  453 
joinder  of  further,  455 
position  of  third,  456,  523 
to  proceedings  for  compulsory  license,  350,  351 

PARTNER, 

disclosure  to,  when  not  publication,  90,  95 

of  patentee,  estopped  from  denying  validity  of  patent,  471 

PATENT.    See  Grant  and  Letters  Patent. 

PATENT  AGENTS, 

defined  in  Patents  Act,  1888,  652 

communications  of  client  to,  not  privileged,  508 

must  be  registered,  597,  650 

offence  for  unregistered  person  to  describe  himself  as,  597,  650 

entrance  and  annual  fees  payable  by,  on  registration,  597 

Rules  of  1889  as  to,  have  statutory  force,  597 

Register  of,  709 

contents  of  Register,  709 

printed  copies  of  Register  to  be  published,  709 

appointment  of  registrar,  709 

qualifications  for  registration,  710 

corrections  of  Register,  711 
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PATENT  AGElHTS-conHnued. 

Rules  of  1889,  as  to,  erasure  of  names  and  fraudulent  entries,  711 

restoration  of  names,  712 

Board   of  Trade  Committee  to  enquire  as  to  erasure  of  names  and 
entries,  712 

appeal  by  person  aggrieved  to  Board  of  Trade,  712 

Institute  of,  to  make  rules  subject  to  approval  of  Board  of  Trade,  713 
deiined,  713 

registered  patent  agent  defined,  713 

form  of  Register  of,  714 

statutory  declaration  by,  714 

particulars  of  examination  for,  715 

fees  payable  by,  715 
Rules  of  1891,  as  to,  716 

transfer  of  powers  and  da  ties  of,  to  Chartered  Institute,  716 

publication  of  Register  of,  717 

particulars  of  examination  for,  717 

PATENT  CLERK, 

transmission  of  papers  to,  on  application  for  leave  to  present  petition  for 
revocation,  679 

PATENT  OFFICE,' 

creation  of,  by  Patents  Act  of  1883,-631 

Comptroller-General  of,  631 

officers  and  clerks  of,  631,  632 

seal  of,  632 

letters  patent  to  be  sealed  with  seal  of,  3,  25,  617 

impressions  of  seal  of,  judicially  noticed,  632 

Register  to  be  kept  at,  318,  621 

applications  for  registration  to  be  left  at,  319 

certified  copies  of  entries  to  be  given  to  persons  applying,  633 

are  evidence,  633,  665 
application  for  patent  to  be  sent  to,  280,  613,  658 
inventor  may  be  represented  at,  by  agent,  281 
conditions  affecting  documents  left  at,  284 
drawings,  how  delivered  at,  286 
examiners  of,  286 

notice  of  opposition  to  patent  to  be  given  at,  310 
statutory  declarations  to  be  left  at,  311,  661,  663 
copies  of  declarations  may  be  obtained  at,  311 
trusts  not  registered  at,  322 

copies  of  order  for  rectification  of  Raster  to  be  left  at,  325,  326,  665 
copy  of  order  for  revocation  of  patent  to  be  left  at,  325,  326,  665 
inventions  assigned  to  Secretary  of  State  for  War,  how  left  at,  335 
copies  of  licenses  to  be  left  at,  348,  665 
copy  of  order  for  extension  of  term  to  be  left  at,  402 
documents  in,  proved  in  action  by  certified  copies,  510 
rules  as  to  management  of,  to  be  made  by  Board  of  Trade,  635 
when  open  to  public,  656 

applications  and  notices  may  be  sent  to,  by  post,  657 
petition  for  compulsory  license  to  be  left  at,  663 
evidence  as  to  petition  to  be  left  at,  663,  664 
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PATENT  OFFICE  LIBRARY, 

German  specification  deposited  at,  75 

book  left  in,  not  necessarily  accessible  to  the  pnblic,  7G,  78,  79 

known  to  the  public,  77 
honrs  of  openiDg,  etc.,  740 

PATENT  OFFICE  PUBLICATIONS, 

to  be  issued  by  Comptroller,  627,  628,  741 

PATENT  OFFICE  REPORTS, 

to  be  published  by  Comptroller,  627 

PATENTEE.    See  Letter%  Patent  and  True  and  First  Inventor. 

means  person  for  the  time  being  entitled  to  the  benefit  of  a  patent,  15,  16, 

631 
action  against,  for  threat?,  563-574 

PATENTED  ARTICLE.    See  i?oyaZ«<». 

purchaser  of,  has  implied  license  to  re-sell,  20,  342 
condition  in  grant  that  patentee  shall  supply  to  public  service,  23,  24 
price  of,  when  settled  by  Treasury,  24 

Judicial  Committee  have  fixed  price  of,  as  condition  of  extension,  399 
use  of,  before  grant  avoids  patent,  94,  95, 100 
degree  of  utility  required  in,  122,  123 
large  sales  of,  evidence  of  utility,  131 
not  conclusive  as  to  invention,  141 
commercial  value  not  essential  to,  131 
seller  and  buyer  both  liable  for  infringing,  536 
misdescription  of  goods  as,  595,  596,  638 
penalty  for,  595,  638 

PATENTS  RULES, 

1890,  interpretation  and  forms,  655 

general,  656,  657 

applications  for  patent,  658 

international  and  colonial  arrangements,  658,  659 

drawings  accompanying  specifications,  659,  660 

oppositions  to  grants,  660,  661 

certificates  of  payments,  662 

enlargement  of  time,  662  < 

amendment  of  specification,  662,  663 

compulsory  licenses,  663 

Register  of  Patents,  664' 

power  to  dispense  with  evidence,  665  , 

official  forms,  667-694 
1892,  fees  and  forms,  695 

schedules,  696,  697 
1892  (second  set),  renewal  fees,  698 

schedule-scale  of  fees,  699,  700 
1898,  representation  of  applicant  by  agent,  701 

PAYMENT  INTO  COURT, 

in  respect  of  costs  of  interrogatories,  603 

by  defendant,  455 

on  account  of  royalties,  476 
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PAYMENT  OF  FEES.    See  Feet. 
PENALTIES.    See  Offences. 

PERPETUAL  INJUNCTION.    See  In/unciion  (Fina:). 

PERSON, 

in  Patents  Act,  1883,  indades  body  corporate,  641 

PERSONAL  REPRESENTATIVES.    See  Legal  RepreientaHve. 

PETITION.      See   dmpuliory  Lioerue;   Extension  of  Patent  Term^  and 
BetfocaHon, 

form  of,  for  compulsory  license,  680,  827 

extension  of  patent  term,  764-770 
revocation  of  patent,  746-750 

PLEADINGS.    See  Action. 

in  action  for  infringement,  481,  484 

for  threats,  569,  570 
forms  of,  see  Appendix  IV. 

POSSESSION, 

undistorbed,  entitles  patentee  to  interlocutory  injunction,  463 

POST, 

application  for  patent  may  be  sent  by,  280 

for  amendment  may  be  sent  by,  262 

notice  or  document  may  be  sent  to  Comptroller  by,  634,  657 

PRACTICE  OF  AN  INVENTION, 
differs  from  experiment,  212, 213 

PRECEDENTS.    See  Forme. 

PREROGATIVE.    See  Boyal. 

PRESCRIBED, 

meaning  of,  in  Patents  Act,  1883,-642 

PRESIDENT  OP  BOARD  OF  TRADE, 

jurisdiction  of,  under  Patents  Act,  1883,-349,  636 
certificate  of,  conclusive,  637 

PRICE.    See  Damages  and  Patented  Article^ 

PRINCIPLE, 

not  patentable  as  such,  53,  420 

mode  of  applying  a,  is  patentable,  53-59 

PRINTING, 

proviso  in  Statute  of  Monopolies  as  to  patents  concerning,  609 

PRIOR  GRANT, 

addition  to  subject-matter  of,  may  be  patentable,  42 
improvement  upon,  is  patentable,  42,  52 
opposition  to  patent  on  grounds  of,  293,  294,  297-300 
disclaimmg  references  to,  30C-307 
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PRIOR  PUBLICATION,    See  PuMication. 

PRIOR  USER.    See  User. 

PRIVILEGE, 

of  client  as  to  communications  with  legal  advisers,  508,  509 
none  as  to  communications  with  patent  agent,  508 

PRIVY  COUNCIL,    See  Extension  of  Fatent  Term;  Fees;  Order  in  Counca. 

PROCESS, 

new,  is  a  manufacture  and  subject-matter,  43,  44 

even  when  aimed  at  old  result,  45,  46,  47 

but  invention  neoessary  in  the  application,  144 
claim  to  a  useless,  is  fatal,  239,  240 
infringement  of,  440 

inspection  of,  in  foreign  manufactory  not  ordered,  501 
secret,  discovery  of,  508,  509 

PROFITS.    See  Account 

of  the  patentee  as  such  to  be  considered  in  petition  for  extension,  365,  376 

year  by  year  to  be  shewn,  378 

of  manufacturer  to  be  shewn,  380 

made  abroad,  are  material,  381 

of  licensees,  etc.,  382 

deductions  allowed  from,  383-386 

what,  are  adequate  remuneration,  395,  396 
of  infringer,  immaterial  on  daim  for  damages,  539 
claim  for  account  of,  in  infringement  action,  456,  530 
disadvantages  of  claiming,  from  defendant,  544 
where  none  made  no  account  ordered,  545 

PROHIBITORY  CLAUSE, 

in  letters  patent,  21,  22,  403,  404,  643 

PROLONGATION.    See  Extension  of  Fatent  Term. 

PROOF.    See  Evidence. 

PROPERTY, 

none  in  an  invention  at  common  law,  1 

in  infringing  articles  ordered  to  be  delivered  up,  528 

infringing,  of  a  foreign  sovereign,  454 

PROPORTIONS, 

statement  of,  in  specifications,  192,  193,  210,  211,  212 

PROPRIETOR, 

of  patent,  body  corporate  may  be,  319,  664 
name  of,  to  be  registered,  321,  322,  664 
register  of,  now  meiged  in  patent  register,  318,  641 
mortgagee  not  to  be  registered  as,  320 

PROSECUTED  WITH  DUE  DILIGENCE, 

an  action  for  infringement,  a  defence  to  an  action  for  threats,  570,  626 

PROTECTION.    See  International  Convention  and  Frovisional  Specification. 
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PROVISIONAL  SPECIFICATION.     See   Complete  Sj>ecific2twn  and  Dis- 
conformity, 
first  introduction  of,  161,  162 
retention  of,  under  the  Patents  Act,  1883,-162 
function  and  requirements  of,  164 
relation  of^  to  the  complete,  165 
cannot  be  objected  to,  after  patent  sealed,  166 
must  describe  nature  of  invention,  164,  165 

be  accompanied  by  drawings  if  required,  166 
referred  by  Comptroller  to  examiners,  166,  167,  286,  287,  288 
appeal  from  ComptroUer  as  to,  to  Law  Officer,  167,  287,  288 
not  published  till  complete  accepted,  167 

invention  in,  must  not  be  exceeded  in  complete,  169,  170,  171,  309 
protection  afforded  by,  intended  to  give  time  for  improvements,  176, 178, 309 
equivalents  for,  may  be  substituted  in  complete,  181 
matters  in,  may  be  omitted  from  complete,  185 
construction  of,  242 
amendment  of,  259,  260 

PROVISOES, 

in  grants  of  letters  patent,  22,  23,  24 
in  Statute  of  Monopolies,  608-611 

for  future  patents  for  fourteen  years  or  less  for  new  inventions,  608 

PUBLIC, 

free  to  use  unpatented  invention,  1 
royal  prerogative  to  be  used  for  good  of,  3,  4, 17 
grant  of  patent  justified  as  for  good  of,  16,  17,  118 
service,  patented  articles  to  be  available  for,  23,  24 
authorities  may  use  invention  before  patent  sealed,  24 
no  anticipation  by  book  not  accessible  to,  76-78 
user,  when  only  experiment,  113,  114 

dedication  to  the  public,  102,  115 
disclosure  of  invention  to,  102 
patent  must  be  beneficial  to,  118 
need  and  utility,  122,  123 
entitled  to  full  disclosure  of  invention,  187 
claims  are  a  protection  to,  233 
Register  to  be  open  to  inspection  of,  318,  632 

reasonable  requirements  of,  not  supplied  is  ground  for  compulsory  license,  349 
interests  of,  considered  on  extensions,  399 
remedy  of,  against  patentee  for  threats,  563-576 
of,  by  revocation  of  the  patent,  577-594 
Patent  Museum  open  to,  740 

PUBLIC  KNOWLEDGE, 

what,  sufficient  to  anticipate  an  invention,  71 
particulars  of,  required,  490 

PUBLIC  USER, 

of  an  invention,  meaning  of,  93,  103 
user  by  the  patentee  himself  may  be,  94,  95 
domestic  user  may  be,  101, 103 
more  than  experiment,  115 
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PUBLICATION, 

none  in  book  not  accessible  to  public,  76 

instances  of,  in  German,  78,  79 

degree  of  knowledge  required  in  prior,  80 

a  mere  outline  sketch  is  not,  81,  83 

in  specifications,  81,  82,  83,  84,  85 

not  to  be  collated  from  many  documents,  85 

construed  in  the  light  of  subsequent  knowledge,  86 

may  arise  from  breach  of  confidence,  87 

to  workmen,  87 

to  agent  or  customer,  88 

to  fellow-workmen,  88,  89 

in  a  report  to  Government,  89,  90 

by  drawings  and  models,  90,  91 

at  exhibitions,  91,  627 

of  Illustrated  Official  Journal,  627 

of  Reports  of  Patent  Cases,  627 

of  abridgement,  etc.,  of  specifications,  628 
PURCHASER, 

of  infringing  article  is  liable  to  patentee,  453 

of  patented  article  has  implied  right  of  re-sale,  412 
unless  rebutted  by  limited  license,  413 

of  infringing  article,  discovery  of  name  and  address  of,  505,  541 

PURPOSE.    See  Analogous. 


QUEEN.    See  Crown ;  Order  in  Council, 

QUEEN'S  BIRTHDAY, 

Register  of  Patents  cannot  be  inspected  on,  318,  665 

REALM, 

novelty  means  novelty  within  the,  69,  70 

RECITALS  IN  LETTERS  PATENTS, 
false,  avoid  grant,  17 
for  an  invention,  14,  15, 16, 17 

RECTIFICATION.    See  Begister. 

REDUCTION, 

action  of,  for  revocation  of  patent  in  Scotland,  578,  639 
consent  of  Lord  Advocate  required  to,  578,  579 

REFEREE, 

petitions  for  compulsory  licenses  heard  by  Board  of  Trade,  350,  351 
enquiry  as  to  damages  heard  before,  535,  540 

finding  of,  subject  to  review,  543 

not  where  referred  by  consent,  544 
account  taken  before,  546 

certificate  of,  subject  to  review,  546 

REFERENCES  TO  PRIOR  PATENTS, 
insertion  of,  in  specifications,  300-305 
made  although  prior  patent  has  expired,  306 
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REGISTER  OF  PATENTS, 

to  be  kept  at  the  Patent  Office,  318,  621 

18  primft  facie  evidence  of  matters  required  to  be  entered  therein,  318,  621 

former  R^;i8ter  of  Patents  and  Register  of  Proprietors  incorporated  with,  318 

right  of  public  to  inspect,  318,  632,  633 

any  person  paying  fee  entitled  to  certified  copy  of  entry  in,  319,  665 

patent  not  entered  upon,  tiU  sealed,  319 

entry  in,  of  patent  granted  under  international  arrangements,  601,  659 

correction  of  errors  in,  323,  324,  633 

entries  by  joint  patentees,  322 

rectification  of,  by  Court,  323,  324,  633 

notice  to  be  given  to  party  affected  by,  .324,  633 

application  to  rectify,  how  made,  324 

extent  to  which  Court  will  intervene,  325 
falsification  of,  326,  596,  633 
extracts  from,  how  obtained,  632,  633 
inspection  of,  632, 653 
Patents  Rules  (67-79),  as  to,  664,  665 
agreements  by  parole  not  entered  in^'321 

prior  to  date  of  patent  not  entered  m,  321 
notices  of  trusts  not  entered  in,  322,  323,  632 
entries  to  be  made  in,  of  grant  of  patent,  318,  664 

amendments,  279,  318 

assignments,  318,  632 

extensions  of  letters  patent,  318,  325,  665 

revocations  of  letters  patent,  318,  325,  665 

notifications  of  mortgages,  320 

assignments,  318,  320 

documents  affecting  the  proprietorship  of  patents,  320 

changes  of  proprietors*  names,  321 

payments  of  fees,  326,  665 

failures  to  make  required  payments,  326 

notifications  of  licenses,  326,  665 
request  for  entry  in,  how  made,  664 
entries  in,  how  proved,  326 

REGISTER  OF  PATENT  AGENTS, 
form  of,  714 

names  of  all  agents  to  be  entered  in,  597,  651 
rules  as  to,  to  be  made  by  Board  of  Trade,  651 

REGISTER  OF  PATENT  AGENTS'  RULES.    See  Patent  Agents. 

REGISTRAR  OP  INSTITUTE  OF  PATENT  AGENTS, 
appointment  of,  709 

REGISTRAR  OF  PRIVY  COUNCIL, 

taxation  of  costs  of  extension  petition  before,  401 

REMEDIES, 

of  patentee.    See  Action  for  Infringement, 

of  public.    See  BevoocUion  of  Patent  and  Action  for  ThtmtB, 
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BEMUNERATION  OF  INVENTOR.    See  ExteMton  of  Patent  Term. 
considered  on  petitions  for  extension,  358 

apart  from  merit,  370 
where  patent  has  been  assigned,  374,  395 
what  has  been  held  to  be  adequate,  395,  396 

RENEWAL  FEES, 

payable  by  patentee,  23 

patent  lapses  if  not  paid,  618,  619 

scale  of,  699,  700 

table  of,  in  Patent  Office  circular,  752 

REPAIR, 

of  patented  article,  when  infringement,  412 

REPEAL, 

of  Statute  of  Monopolies,  ss.  5, 10, 11, 12,--608,  609,  610 
of  enactments  by  Patents  Act,  1883,-640,  641,  645,  646 
of  Patents  Rules,  45,  46,  47  of  1890,-698 

8  of  1890,-701 
of  Patents  Act,  1883,  s.  7,-614 

s.  11  (in  part),  616 

s.  18  (10),  620 

first  schedule  (in  part),  642 

second  schedule,  645 

REPORT, 

to  Government  may  be  publication,  89,  90 
of  Patent  Office  examiner,  169,  286 

not  published,  169,  616,  652 

discovery  of,  when  ordered,  196,  616,  652 

ComptroUer  not  bound  by,  286 
of  referee  of  Board  of  Trade  as  to  compulsory  license,  350 
of  ComptroUer,  annuaUy  to  Parliament,  636 

REPORTS  OF  PATENT  CASES, 
to  be  published  by  Comptroller,  627 

RESCISSION.     See  Bevocation. 

RESIDENT  IN  UNITED  KINGDOM, 

Comptroller  may  require  inventor  to  be  represented  by  agent  who  is, 

281,  701 
the  applicant  for  a  patent  for  an  imported  invention  must  be,  34 

REVOCATION  OF  PATENT, 

copy  of  order  for,  to  be  left  at  Patent  Office,  325,  326,  591 

no  proceedings  will  lie  for,  in  respect  of  invention  assigned  to  Secretary  for 

War,  335»  593,  594 
prerogative  of  the  Crown  as  to,  577 
formerly  obtained  by  icire/aeias,  577 
all  former  grounds  of,  still  available,  577 
now  by  petition  to  the  Court,  578 
in  Scotland  by  action  of  reduction,  578 
who 'may  petition  for,  579,  623 
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REVOCATION  OF  PATENT— con^ntierf. 
(1),  (2)  Attorney-General  or  person  authorized  by  Attorney-General,  579 
authority  of  Attorney-General,  how  obtained,  579 
may  be  obtained  after  petition  presented,  580 

(3)  Petition  alleging  patent  obtained  in  fraud  of  his  rights,  580 

meaning  of  "  fraud,"  681,  582 

evidence  of  fraud  on  hearing,  583 

new  patent  may  be  granted  to  petitioner,  583,  591 

(4)  petitioner  alleging  he  is  true  inventor  of  invention  claimed,  583,  584 

(5)  petitioner  who  has  publicly  made  or  sold  the  invention  prior  to  the 

date  of  the  patent,  584 
petitioner  to  deliver  particulars  of  objections,  585 

particulars  may  be  amended,  585,  586 

no  certificate  as  to  objections  given,  587 
no  estoppel  by  verdict  in  previous  infringement  action,  587,  588 
by  whom  petition  must  be  presented,  588 
who  to  be  made  respondents,  588 
amendment  of  specification  pending  petition,  588 

by  way  of  disclaimer  only,  689 
proper  form  of  order  on  petition,  590 
interrogatories  may  be  delivered,  590,  591 
trial  of  petitioner,  591 
staying,  pending  appeal,  592 
costs,  592 

foreign  respondent,  592 
appeal,  593 

RIGHT  TO  BEGIN, 
in  threats  action,  569 
on  hearing  opposition  to  grant  of  patent,  312 

petition  for  compulsory  license,  353 
revocation,  591 

RIVAL  APPLICATIONS, 

by  persons  making  a  discovery  simultaneously,  36 

procedure  adopted  by  Law  Officer  upon,  295 

may  necessitate  references  by  way  of  special  disclaimer,  307 

ROLLS  OFFICE  (ISLE  OF  MAN), 

lodgment  of  copies  of  specifications,  etc.,  at,  635 

ROYAL  ARMS.    See  ^rm*. 

ROYAL  PREROGATIVE, 
antiquity  of,  2 
in  relation  to  trade,  3 

limitations  imposed  on  use  of,  by  law,  3,  4,  5 
Statute  of  Monopolies  enasted  to  restrict  use  of,  10 
how  far  saved  as  to  inventions,  12 
only  to  be  used  for  public  good,  17 
to  avoid  grant,  577 
saved  by  Patents  Act,  1883,-12,  641 
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ROYALTIES, 

payable  in  respect  of  patent  do  not  impose  necessity  to  manufacture,  334, 

345 
licensee  liable  for,  who  uses  patent,  although  invalid,  342 
defence  to  action  for,  344,  345 

amount  of,  under  compulsory  license,  fixed  by  Board  of  Trade,  356,  357 
earned  by  patent  to  be  disclosed  on  petition  for  extension,  382 

RULES, 

Patents,  1890,-665-694 
1892,-695-697 
1892  (second  set),  698,  699 
1898,-701 
Law  Officers',  702,  703 
Privy  Council,  1897,-704-707 

Register  of  Patent  Agents',  1889,-709-715  ' 

1891,-716,  717 


SALARY, 

of  officials  of  Patent  Office,  632 
annual  report  as  to,  636 

of  inventor,  allowed  to  be  deducted  from  profits  on  extension  proceedings, 
384 

SALE, 

of  patent     See  Assignment 
exclusive  right  of,  conferred  by  patent,  20 
anticipation  of  patent  by  prior,  94,  100,  584 
exposure  of  book  for,  is  publication  of  contents,  73 
on  a  large  scale,  whether  evidence  of  utility,  131 

of  invention,  141 
decreasing,  of  patented  article  against  extension  of  term,  379 
infringement  by,  409-412,  488 

of  infringing  articles  made  prior  to  termination  of  patent  term,  461,  523 
threats  interfering  with,  are  actionable,  568 

SALTPETRE, 

proviso  as  to,  in  Statute  of  Monopolies,  609 

SAMPLES, 

Court  may  order,  to  be  taken,  500,  501,  502 

SATURDAY, 

Patent  Register  may  be  inspected  on,  665 
Patent  Museum  not  open  on,  740 

SCIENCE  AND  ART  DEPARTMENT, 
empowered  to  purchase  models,  628 
Patent  Museum  transferred  to,  628 
hours  of  opening  of,  740 

SCIRE  FACIAS.    See  Sevooation. 

letters  patent  formeriy  repealed  by,  483,  484,  577,  578 
grounds  on  which  patent  could  be  repealed  by,  are  available  for  revocation, 
677,  678 

3n 
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SCHEDULES, 

to  Patents  Act,  1883, 

Schedule  I.  (form  of  grant),  642-644 
IL  (fees  (rqiealed)),  645 
m.  (enactments  repealed),  645,  646 
to  Patents  Roles,  1890, 

Schedule  I.  (list  of  patent  fees),  665 
IL  (official  forms),  667-694 
Patents  Roles,  1892, 

Schedule  L  (fee),  696 
IL  (form),  697 
Patents  Rules,  1892  (second  set), 
Schedule  (scale  of  patent  fees),  699,  700 

SCOTLAND, 

invention  imported  from,  not  patentable,  34 
prior  user  of  invention  in,  defeats  novelty,  69 
rectification  of  Register  when  patentee  resident  in,  324 
decision  of  Court  of  Session  in,  entitles  to  certificate  of  validity,  462 
injunction  refused  in  English  Court  against  mfringer  in,  521 
revocation  of  patent  in,  by  action  of  reduction,  578,  639 
respondent  to  petition  resident  in,  587 

concurrence  of  Lord  Advocate  to  reduction  of  patent  in,  578,  579 
prosecution  of  offences  in,  597,  639 
interdict  means  injunction  in,  631 
saving  as  to  jurisdiction  of  Courts  in,  639 
copies  of  specifications  sent  to,  635 
evidence  in  Courts  of,  635 

SEAL, 

of  Patent  Office  has  effect  on  letters  patent  of  great  seal,  3,  25,  617 

judicially  noticed,  632 

license  may  be  valid  although  not  under,  337 

for  registration  must  be  under,  22 
assignment  of  letters  patent  should  be  under,  328 

SEALED  PACKET, 

invention  relating  to  war  when  delivered  to  the  Comptroller  in  a,  335,  629 

SEALING  PATENT, 

provisions  as  to,  in  Patents  Act,  1883, — 617 

limit  of  time  for,  288 

after  death  of  applicant,  288 

where  part  of  invention  not  new,  308 

enlargement  of  time  for,  289,  648 

SECRET, 

prior  user  for  profit  though  in,  invalidates  patent,  95,  96,  97 
invention  assigned  to  Secretary  for  War  may  be  ordered  to  be  kept,  335 
process,  how  far  privileged  from  discovery,  508,  509 
trade,  evidence  as  to,  taken  in  camera,  517 

SECRETARY  OF  STATE  FOR  WAR, 

assignment  of  inventions  to,  334-336,  628,  629 

no  revocation  of  patent  assigned  to,  693,  630 

may  direct  assigned  invention  to  be  kept  secret,  335,  630 
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SECRETARY  TO  BOARD  OF  TRADE, 

powers  of,  under  Patents  Act,  1883,-349,  636,  637 

SECURITY  FOR  COSTS, 

to  be  given  on  application  for  leave  to  administer  interrogatories,  503 
of  appeal  to  Court  of  Appeal,  561 

motion  for,  561 
not  required  from  foreign  respondent  out  of  the  jurisdiction,  592 

SEQUESTRATION, 

injunction  enforced  against  company  by,  521,  525 

SERVANT.    See  Master. 

publication  by  disclosure  to,  86,  87 

when  invention  by,  belongs  to  master,  29,  30,  296,  297 

liable  for  infringement,  453 

sometimes  made  joint  patentee  with  master,  30 

may  take  out  patent  for  communicated  invention,  33 

SERVICE, 

of  documents  to  be  sent  to  Patent  Office,  how  proved,  634 

SESSION,  COURT  OF.    See  Scotland, 

SHERIFF  COURT, 

summary  jurisdiction  of,  under  Patents  Act,  1883,-597,  639 

SHIP, 

use  of  patented  invention  on  foreign,  in  British  waters,  408 

SHORTHAND  NOTES, 
costs  of,  547 

recovery  of  costs  of,  from  client,  547  (n.) 
must  be  professional  to  be  considered  on  appeal,  560 
of  enquiry  as  to  damages,  not  encouraged,  547 

SIMPLICITY, 

no  objection  to  invention,  138,  139 

merit  of  invention  may  consist  in,  371,  372 

SIZE  OF  DOCUMENTS, 
Patents  Rule  as  to,  656 

SOLE  PRIVILEGE, 

of  making,  using,  exercising,  and  vending  an  invention,  19,  403 

SOLICITOR  AND  CLIENT, 
costs  as  between,  480,  525 

judge  may  certify  against,  550 
communications  between,  privil^d,  508 

SOLICITOR  GENERAL.    See  Law  Officer. 

SPECIAL  DISCLAIMERS, 

not  generally  inserted,  302,  303,  306 

when  desirable,  303,  304,  305,  306 

expiration  of  prior  patent  does  not  dispense  with,  306 

not  usual  in  concurrent  applications,  307 
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SPECIFICATION.    See  Complete  and  Provisumal,  ako  Anmdmeni ;  Claims; 
Dieeon/ormUy. 

STATEMENT  OF  CLAIM, 

in  action  for  infringement,  481,  482 

forms  of,  78G-788 
in  action  for  threats,  569-570 

forms  of,  815-818 

STATEMENT  OF  DEFENCE, 

in  action  for  infringement,  482,  483 

forms  of,  789-791 
in  action  for  threats,  570-573 

STATUTE  OF  MONOPOLIES, 

enacted  to  restrain  misnse  of  the  royal  prerogative,  10 
exception  in,  as  to  new  inventions,  11 
its  provisions  affirmative  of  the  common  law,  12 
meaning  of  the  word  "  realm  "  in,  69 
"use  "in,  105 
utility  of  mvention  how  implied  in,  118,  119 
validity  of  patents  to  be  tried  by  common  law,  14,  47 
remedy  under,  in  respect  of  threats,  563 
textof  statute,  605^11 

STATUTES, 

Patents  Act,  1883,-612-646 
Patente  Act,  1885,-647,  648 
Patents  Act,  1886,-649,  660 
Patents  Act,  1888,-651-654 

STATUTORY  DECLARATION, 

evidence  before  Comptroller  in  form  of,  262,  31 1 

memorial  to  Attorney  (General  for  revocation  petition  to  be  verified  by,  579 

evidence  by,  in  support  of  petition  for  compulsory  license,  352 

to  accompany  application  for  patent,  281, 613 

required  on  application  under  international  arrangements,  601 

under  Patents  Acts  and  Rules,  form  and  manner  of  making,  657 

by  patent  agent,  714 

STAY  OF  EXECUTION, 
pending  appeal,  556 

not  generally  granted  as  to  injunction,  556 
cases  where  granted  as  to  injunction,  557 
as  to  enquiry  as  to  damages,  557 
as  to  costs,  557 
by  Court  of  Appeal,  557,  558,  562 

separate  motion  to  be  moved  for,  558 
on  petition  for  revocation,  592 

SUBJECT-MATTER.    See  Invention  and  Manufacture. 
defined  by  Section  6  of  the  Statute  of  Monopolies,  11,  608 
no  further  definition  by  later  statatea,  13 
patentee's  recital  as  to,  15 
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SUBJECT-MATTER— co7*<intierf. 
must  be  a  manufactare,  40,  41 
includes  a  thing  made,  41 
'      may  be  an  addition  to  something  already  known,  42 
an  addition  to  a  patented  invention,  42 
a  new  process  or  method,  43,  44,  45,  46 
the  omission  of  a  step  previously  necessary,  46,  47 
a  new  combination^  47,  48 
illustrations  of  new  combinations,  49-52 
glass-making  apparatus,  49 
brick-making  machine,  50 
apparatus  for  making  ensilage,  51 
mariner's  compass,  51 
dress  improvers,  51 
apparatus  for  steel  forging,  51 
an  improvement  in  a  known  machine  is  good,  52 
but  limited  to  the  improvement,  52,  53 
unless  itself  a  new  combination,  53 
a  bare  principle  is  not,  53,  54, 59 

a  principle  applied  is,  54,  55,  57,  58 
old  principle  applied  in  new  way,  59,  60 

application  of  a  known  machine  to  attainment  of  a  new  result,  60,  61 
must  be  new,  62-70 

useful,  118-132 
must  involve  invention,  133-157 
when  considered  on  oppositions,  300 

required  in  invention  of  foreign  applicant  under  international  arrangements, 
602 

SUBORDINATE  INTEGER, 

claim  for,  in  specification,  229,  230,  236 
may  be  itself  a  minor  combination,  230 
infringement  by  taking,  424,  425 

SUBSIDIARY  CLAIM, 

want  of  novelty  in,  67,  68 

when  construed  as  appendant  to  main  invention,  233-235 

may  be  fatal  to  patent,  236-239 

SUCCESS  OF  INVENTION, 
relation  of,  to  utility,  127, 130 
weight  given  to  absence  of,  on  extension  petition,  365,  366 

SUGGESTION, 

of  workman  to  inventor,  28,  29 

by  whom  patentable,  30 
false,  avoids  patent,  17,  30 

fatal  to  specification,  190-192 

SUMMARY  CONVICTION, 

offences  punishable  by,  595-597 

SUNDAY, 

Register  of  Patents  not  open  for  inspection  on,  318,  634 
Patent  OflSce  Librarj'  not  open  on,  740 
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SURVIVOR, 

of  tenants  in  common  of  patent  rights  of,  451,  538 

SWITZERLAND, 

International  Office  in,  for  protection  of  industrial  property,  599,  721 


TECHNICAL  OBJECTIONS, 

to  specifications  disapproyed,  247,  248 

TECHNICAL  TERMS, 

evidence  admissible  as  to  meaning  of,  242,  510 

TENANTS  IN  COMMON.    See  Survivor. 

TERM  OP  PATENT, 

limited  to  foorteen  years,  11,  21,  618,  619 

commencement  of,  11,  21 

extension  of,  358-402 

effect  of  non-payment  of  patent  fees  on,  23,  618,  619 

granted  on  extension,  397,  398 

injunction  generally  refused  at  end  of,  461,  523 

when  granted  after  the  expiration  of,  461,  523 

THANKSGIVING  DAY. 

Register  of  Patents  not  open  for  inspection  on,  318 

THIRD  PARTY, 

effect  of  disclosure  of  invention  to,  by  confidential  agent,  87,  88 

patent  may  be  declared  invalid  in  proceedings  against,  17,  578 

injunction  not  granted  against,  523 

damages  not  given  against,  538 

may  be  ordered  to  pay  costs,  523,  538 

THREATS.    See  AeHmfor  ThreaU. 

TIME.    See  Extennan  of  Patent  Term. 

for  leaving  complete  specification,  287,  615 
may  be  extended  by  Comptroller,  287 
general  power  to  enlaige,  under  Patents  Rules,  1890, — 662 
for  appealing  to  Law  Officer,  313 
presenting  petition  for  extension,  361 
appealing  to  Court  of  Appeal,  559 
House  of  Lords,  562 
when  Register  may  be  inspected,  318,  665 

Patent  Museum  open  to  public,  740 
Library  open  to  public,  740 

TITLE, 

of  an  invention,  162 

considerations  affecting  choice  of,  162 

cannot  now  be  objected  to  by  public,  162 

limits  the  ambit  of  the  invention,  163 

can  only  be  amended  by  way  of  excision,  163,  164 

Comptroller  may  require  amendment  of,  164 
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TRADE, 

protected  and  encouraged  by  the  Crown,  2,  3 
freedom  of,  guarded  by  the  common  law,  4 
monopoly  of  a  new,  imported  from  abroad  is  good,  8 
apprentices  to,  11, 160 
stoppage  of,  by  injunction,  475,  476 

TRADE  SECRET.    Bee  Secret. 

TRANSMISSION, 

of  letters  patent  to  be  registered,  318,  632 

of  copies  of  specifications,  etc.,  to  Scotland,  635 

TREASURY, 

consent  of,  to  remuneration  of  expert  advising  Law  Officer,  316 

defined  in  Patents  Act,  1883,-641 

assent  of,  to  salaries  of  Patent  Office  officials,  632 

TRIAL.    See  Action ;  Assizes^  and  Aueseor, 

TRIAL  OP  INVENTION.    See  Expenment. 

TRUE  AND  FIRST  INVENTOR, 
patentee  must  be,  11,  26 
recital  that  patentee  is,  15 
meaning  of  words  defined,  26,  27 
may  obtain  assistance  from  others,  28, 29 
must  be  inventor  of  all  that  is  claimed,  30 
a  first  importer  is  a,  31,  82,  33 
foreigner  resident  in  England  may  be,  33,  34 
importer  to  be,  must  have  received  invention  frt>m  abroad,  34 
right  of  importer  to  be,  not  modified  by  Patents  Act,  1883, — 35 
of  nmultaneous  inventors  first  applicant  for  patent  is,  36,  37 
aliens,  infants,  and  married  women  may  be,  38 
lunatic  may  be,  38 

legal  representative  of  deceased  inventor  may  be,  38, 39 
plea  that  the  plaintiff' in  infringement  action  is  not,  483 
effectofplea,  483,  489 

TRUST, 

notice  of,  not  to  be  entered  on  Register,  322,  323,  632 

TRUSTEE, 

of  bankrupt  patentee  may  sue  for  infringement,  451 


UBERRIMA  FIDES, 

required  of  applicants  for  extension,  389 

interlocutory  relief,  479 

UNDERTAKING, 

not  to  use  infringing  article  till  trial  accepted  in  lieu  of  injunction,  461 
by  defendant  to  keep  an  account  in  lien  of  injunction,  471 
how  far  binding  on  defendant,  480 
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UNDERTAKING-contmuee/. 

as  to   damages    required    of  person    obtaining   order    for  interlocator3' 

injunction,  476,  477 
required  of  plaintiflb  to  supply  defendants  with  patented  machines  pending 

trial,  476 

UNITED  KINGDOM, 

area  of  letters  patent  inchide  the,  618 
Comptroller  may  require  of  applicant  an  address  in,  284 
new  invention  imported  into,  is  good  subject-matter,  295 
sale  and  deliyery  outside  of,  not  infringement,  410 
importmg  infringing  articles  into,  is  infringement,  410 

UNPATENTED  INVENTION, 
no  property  in,  1 

USE, 

analogous,  of  an  invention  is  not  patentable,  143-152 

USEFUL.    See  Utility. 

USEB, 

prior,  of  an  invention  defeats  a  subsequent  patent,  93, 115 

must  be  in  public,  93 
practical,  93 

different  from  prior  publication,  93,  94 

of  any  material  part  invalidates  patent,  94 

by  the  patentee  himself,  94,  95 

manufacturing  for  profit  is,  96 

single  instance  of,  97,  98 

mere  delay  in  applying  for  patent  is  not,  98 

need  not  be  continuous,  99 

if  abandoned,  perhaps  e3q[>eriment,  99,  100 

sales  not  necessary  to  establish,  100, 101 

domestic  use  may  constitute,  101, 102,  103 

whether,  must  be  with  knowledge  of  the  use,  104,  105,  106 

experiment  is  not,  106, 109, 110 

abandoned,  is  generally  experiment  only,  107,  108,  111 

at  a  remote  date  generally  experiment,  111,  112 

for  profit  may  still  be  experiment,  112, 113, 114 
none  of  invention,  is  evidence  of  want  of  utility,  128,  129 
during  provisional  protection  is  not  publication,  178 
at  public  exhibition  when  protected,  91 
of  patented  invention  is  infringement,  405-408 
by  public  services,  415 

UTILITY, 

of  invention  essential  to  valid  patent,  40, 118, 120 

requirement  of,  a  condition  of  the  common  law,  118,  119 

amount  of,  is  immaterial,  120 

very  litUe,  wfll  do,  120, 121 

not  measured  by  urgent  public  need,  122 

sufficient,  may  be  found  in  a  toy,  122 

may  consist  in  giving  public  a  wider  selection,  123 

everything  claimed  must  possess,  124 
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VTlLrrY— continued. 

not  required  in  non-essential  part,  125 

all  claims  not  required  to  have  equal,  125,  126 

invention  must  have  the,  suggested  by  the  patentee,  127 

how  far  non-user  is  evidence  of  want  of,  128,  129 

commercial  success,  how  far  a  test  of,  129, 130,  131, 132 

public  appreciation  evidence  of,  131 

without  invention  not  patentable,  150 

weight  given  to,  on  extension  petition,  368 

absence  of,  a  defence  to  infringement  action,  483 


VALIDITY  OF   LETTERS  PATENT.    See  Certificate. 
not  guaranteed  by  the  Crown,  448,  577,  578 
not  implied  warranty  as  to,  by  assignor,  329 

licensor,  343 
licensee  estopped  from  disputing,  338,  343,  470 
partner  estopped  from  disputing,  471 
not  usually  considered  on  extension  petitions,  391 
cannot  be  tried  in  county  courts,  450 
inference  of,  from  previous  judgment,  461,  462 

where  judgment  by  default,  462,  463 
undisturbed  possession  primft  facie  evidence  of,  464,  465 
when  patentee  estopped  from  denying,  470,  471 
when  cannot  be  disputed  by  same  defendant  in  second  action,  517 

VALUE, 

commercial,  not  essential  to  utility,  131,  132 

VARIANCE  OF  SPECIFICATIONS.    See  Discanformiiy. 

VEND, 

word  not  found  in  Statute  of  Monopolies,  20,  409 

sole  right  to,  invention  conferred  by  patent,  19,  20,  409 

right  to,  implied  in  word  "  make,**  20 

VENDEE, 

of  patented  invention  has  implied  right  of  re-sale,  512 

damages  against  vendor  do  not  license  use  of  infringing  article  in  handn 

of,  536 
sales  by,  of  licensee,  342 

VENDOR, 

of  patented  article  liable  as  infringer,  536 

damages  against,  do  not  preclude  patentee  from  suing  buyers,  536 

VESSELS.    See  Ship. 


WAR,  SECRETARY  OF  STATE  FOR, 
assignments  of  inventions  to,  334,  628 
certificate  of,  that  invention  should  be  kept  secret,  335,  629 
invention  certified  by,  to  be  kept  in  sealed  packet,  335,  629 
communication  to,  not  publication,  336,  629 
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WARRANTY  OF  VALIDITY, 

none  implied  in  asdgnment  of  patent,  329 
in  patent  license,  348 

WITNESS.    Qoe  Expert. 

evidence  of,  when  admissible  on  construction  of  specification,  242-245 

Comptroller  cannot  summon,  263 

Law  Officer  can  summon,  263,  314 

cross-examination  of,  on  motion  for  injunction,  478 

opinions  of,  not  adoiissible  in  evidence,  511 

costs  of,  in  infringement  action,  547 

WORKMAN, 

to  whom  subsidiary  invention  by,  belongs,  28,  29,  30,  296 

confidential  publicaticm  to,  86,  87 

publication  by,  to  fellow-workmen,  88,  89 

specification  addressed  to,  of  ordinary  skfll,  84,  214-220 

presumed  to  have  existing  knowledge,  219 

inventions  by,  in  master^s  time,  29,  296 

opposition  by,  to  grant  to  master,  296 

may  be  liable  for  infringement,  414,  446,  453 

disobedient,  may  render  master  liable  for  infringement,  414,  453 

evidence  of,  as  to  practicability  of  specification,  510,  511 

of  special  skill  in  chemical  cases,  511 


THE   END. 
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